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I. INTRODUCTION AND STATEMENT OF RELIEF REQUESTED (37
C.F.R. § 42.22(a))

Roxane Laboratories, Inc. and Par Pharmaceutical, Inc. (collectively,

“Petitioners”) petition for covered business method patent (“CBM”) review and

seek cancellation of claims 1-6 of U.S. Patent No. 7,765,107 (“the ‘107 patent”)

(ROX1001). According to Office records, the ‘107 patent is assigned to Jazz

Pharmaceuticals, Inc. (“Jazz”). Jazz is currently asserting the ‘107 patent against

Petitioners in litigation. (ROX1024-ROX1025.)

II. OVERVIEW

Claims 1-6 of the ‘107 patent are unpatentable because they: (i) claim

ineligible subject matter under 35 U.S.C. § 101; (ii) are anticipated by the prior art

under 35 U.S.C. § 102(b); and (iii) are obvious over the prior art under 35 U.S.C.

§ 103, even in view of secondary considerations of nonobviousness.

Because the compound sodium oxybate has been known at least since the

1970s, and is not the subject of patent protection, Jazz has sought to patent a broad

and abstract method of distributing the drug. The challenged claims simply claim

the abstract idea of centralizing retail drug distribution using an exclusive central

pharmacy that encompasses the non-technical steps of interfacing with financial

businesses (patient’s insurance company), rendering them incidental to a financial

product or service. The claim preambles reciting a method for controlling abuse of

a prescription drug does not change their abstract nature. All claim steps are
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directed to non-technical drug distribution steps and define a complete method.

The preambles do not change the claims’ basic characteristic of covering the

abstract idea of centralizing drug distribution.

Further, the claims are not directed to any technological invention. The

claims’ recitation of a generic computer processor and central database do not

change this conclusion. Moreover, the claimed distribution methods are not novel

or nonobvious and do not solve a technological problem with any technological

solution. CBM review is, therefore, appropriate.

By law, no patent should issue if it claims: “A prior art method X,” which is

simply an abstract idea, and nothing more. Yet, the ‘107 patent claims are just that.

The claims are drawn to abstract ideas, nothing more than artfully drafted to

monopolize the abstract idea itself, as warned against in Mayo Collaborative Servs.

v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1297 (2012). Challenged claims 1-6

claim the abstract idea of centralizing distribution of abuse-prone drugs to reduce

their associated risks without any meaningful limitations. The claimed steps can be

performed by a human intermediary with no computer operation. (ROX1007, ¶¶

46-47.)

The challenged claims are also unpatentable as anticipated by and obvious in

view of the relevant prior art. Published materials that were used in an FDA

Advisory Committee Meeting (the “Advisory Committee Art” or the “ACA”)

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


