
 

  

Paper No.   
 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
__________________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

___________________ 
 

CALLIDUS SOFTWARE, INC. 
Petitioner 

 
v. 
 

VERSATA DEVELOPMENT  
GROUP, INC. 
Patent Owner 

 
AND 

 
VERSATA SOFTWARE, INC.  

Real Party-In-Interest 
___________________ 

 
Case CBM2014-00117 

Patent 7,908,304 
_____________________ 

 
 
 

PATENT OWNER PRELIMINARY RESPONSE  
PURSUANT TO 37 C.F.R. § 42.207 

 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


  Patent Owner’s Preliminary Response 
CBM2014-00117 (Patent 7,908,304) 

 

 –ii– 

TABLE OF CONTENTS 

I.  INTRODUCTION ............................................................................................ 4 

II.  U.S. PATENT 7,908,304 .................................................................................. 5 

A.  Overview ....................................................................................................... 5 

B.  The ‘304 Patent Improves on Systems That Had Long Sought to Apply 
Technological Solutions to Business Challenges ......................................... 6 

C.  Broadest Reasonable Claim Construction ................................................... 11 

D.  Support for Patent Owner’s Broadest Reasonable Claim Constructions .... 14 

1.  “Commission Engine” ......................................................................... 14 

2.  “Selling Agreement” ........................................................................... 16 

3.  “Interface” for Obtaining a Plurality of Business Rules ..................... 21 

III.  TRIAL SHOULD NOT BE INSTITUTED BECAUSE PETITIONER IS 
STATUTORILY BARRED FROM SEEKING POST-GRANT REVIEW . 23 

A.  Section 325(a)(1) Defines a Statutory Bar that Pertains to the 
Transitional Program for Covered Business Method Review .................... 25 

B.  Plain Language of § 325(a)(1) Bars Post-Grant Review ............................ 26 

C.  Legislative History Confirms the Meaning of § 325(a)(1)’s Plain 
Language; Petitioner’s Own Choice Triggers Statutory Bar ...................... 28 

D.  Statutory Framework is Hardly Inequitable to Patent Challenger .............. 32 

E.  Prior Judicial and Administrative Interpretations Confirm Applicability 
of Statutory Bar for Prior-Filed Civil Action Challenging Validity ........... 34 

F.  The Prior CBM and Prior Institution........................................................... 38 

G.  Statutory Language Defining the § 325(a)(1) Prior Civil Action Bar, its 
Legislative History and Prior Interpretations of the Statute All Dictate 
Non-Institution ............................................................................................ 42 

IV.  CONCLUSION .............................................................................................. 42 

 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


  Patent Owner’s Preliminary Response 
CBM2014-00117 (Patent 7,908,304) 

 

 –ii– 

TABLE OF AUTHORITIES 

Cases 

Anova Food, LLC v. Sandau, IPR2013-00114, Paper No. 17 (P.T.A.B. Sept. 13, 
2013) .................................................................................................................... 35 

Branch Banking and Trust Co. v. Maxim Integrated Products, Inc., CBM2013-
00059, Paper No. 12 (P.T.A.B. March 20, 2014) ......................................... 25, 35 

Ethicon, Inc. v. Quigg, 849 F.2d 1422 (Fed. Cir. 1988) .......................................... 29 
Graves v. Principi, 294 F.3d 1350 (Fed. Cir. 2002) ................................................ 39 
Hoechst Aktiengesellschaft v. Quigg, 917 F.2d 522 (Fed. Cir. 1990) ..................... 28 
In re Translogic Tech., Inc., 504 F.3d 1249 (Fed. Cir. 2007) ................................. 12 
InVue Sec. Prods., Inc. v. Merch. Techs., Inc., 2012 U.S. Dist. LEXIS 92097 ....... 36 
InVue Sec. Prods., Inc. v. Merch. Techs., Inc., IPR2013-00122, Paper No. 17 

(P.T.A.B. June 27, 2013) .............................................................................. 36, 37 

Statutes 

35 U.S.C. § 325(a)(1) .............................................................................. 4, 23, 25, 30 
35 U.S.C. § 325(a)(2) ............................................................................................... 31 
35 U.S.C. § 325(a)(3) ............................................................................................... 30 
35 U.S.C. § 326(e) ..................................................................................................... 5 
AIA § 18(a)(1) ......................................................................................................... 23 

Rules 

37 CFR § 42.1(d) ....................................................................................................... 5 
37 CFR § 42.208 ........................................................................................................ 4 

Legislative History 

153 Cong. Rec. E774 ............................................................................................... 27 
154 Cong. Rec. S9987.............................................................................................. 27 
157 Cong. Rec. S1041.............................................................................................. 28 
157 Cong. Rec. S1363.............................................................................................. 29 
157 Cong. Rec. S1375.............................................................................................. 28 
157 Cong. Rec. S5428.............................................................................................. 29 
157 Cong. Rec. S5429.............................................................................................. 31 
157 Cong. Rec. S952 ................................................................................................ 29 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


  Patent Owner’s Preliminary Response 
CBM2014-00117 (Patent 7,908,304) 

 

  

I. INTRODUCTION 

The claims of U.S. Patent 7,908,304 (“the ’304 Patent”) recite patent eligible 

subject matter.  Based on the present petition for Covered Business Method Patent 

Post-Grant Review, only dependent claims 2-11, 26-29, 33-41 and 44-46 are in 

issue.  Petitioner alleges in its Petition that dependent claims 2-11, 26-29, 33-41 

and 44-46 of the ’304 Patent are, under 35 U.S.C. § 101, directed to no more than a 

patent-ineligible abstract idea, seeking to leverage the Board’s prior institution 

decision (relative to independent claims) in Callidus v. Versata, CBM2013-00054 

(“the prior CBM”), Paper No. 19, but performing little actual analysis of the claims 

here challenged.  No other grounds are alleged.   

While Patent Owner specifically reserves its legal and evidentiary opposition 

to the substance of Petitioner’s challenges under § 101, for purposes of the Board’s 

decision process under 37 CFR § 42.208 as to why post-grant review should not be 

instituted, this preliminary response reemphasizes1  the dispositive jurisdictional 

                                           
1 In the prior CBM, Patent Owner briefed the preclusive effect of a statutory bar 

under 35 U.S.C. § 325(a).  Relying on interim orders issued in other 

proceedings, the Board found that dismissal without prejudice of Petitioner’s 

prior, and otherwise barring, civil action challenging validity nullified the 

§ 325(a) statutory bar.  Accordingly, the Board instituted trial in that prior 
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bar to institution under 35 U.S.C. § 325(a)(1).  In addition, and out of an 

abundance of caution, this preliminary response addresses proper construction of 

claim terms that Patent Owner has briefed and has demonstrated (relative the prior 

CBM) are dispositive as to Petitioner’s failure to carry its § 326(e) burden2 in those 

proceedings relative to the independent claims that Petitioner seeks here to 

rhetorically leverage.  Substantive briefing is ongoing in that prior CBM, and oral 

argument is scheduled for October 22, 2014 (see CBM2013-00054, Paper No. 20).   

II. U.S. PATENT 7,908,304 

A. Overview 

The ’304 Patent describes specific information systems that allow financial 

services companies to manage and track information about a sales force, 

particularly a sales force for which complex commission schedules are desirable 

and for which particular licensure and/or appointment requirements pertain to 

                                                                                                                                        
CBM.  Patent Owner understands, though disagrees with, the Board’s decision 

in the prior CBM, but nonetheless reemphasizes the § 325(a) statutory bar to 

ensure a complete record in this proceeding and to preserve all issues for 

appeal.   

2  35 U.S.C. § 326(e) states “[i]n a post-grant review instituted under this chapter, 

the petitioner shall have the burden of proving a proposition of unpatentability 

by a preponderance of the evidence.”   See also 37 CFR § 42.1(d). 
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