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Mail Stop PATENT BOARD 
Patent Trial and Appeal Board 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, Virginia  22313-1450 
 

Pursuant to 37 C.F.R. § 42.8, in response to the Petition for Post-Grant 

Review on U.S. Patent No. 5,805,702 (“The ’702 Patent”), Patent Owner Maxim 

Integrated Products, Inc.1 submits the following Mandatory Notices. 

1. Real Party-In-Interest 

In accordance with 37 C.F.R. § 42.8(b)(1), Patent Owner identifies the real 

party-in-interest as Maxim Integrated Products, Inc. 

2. Related Matters 

In accordance with 37 C.F.R. § 42.8(b)(2), Patent Owner identifies the 

following related proceedings. 

I. Proceedings Involving The ’702 Patent. 

a. Maxim Integrated Prods., Inc. v. Groupon, Inc., No. 2:12-cv-00881-
JFC; 

b. Maxim Integrated Prods., Inc. v. Starbucks Corp., No. 2:12-cv-00877-
JFC  (Joint Stipulation To Dismiss filed March 27, 2014, Dkt. 798). 

	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  
1  The caption of the March 27, 2014 Notice of Filing Date (Paper 4) misidentifies 

the current Patent Owner as Dallas Semiconductor Corporation. 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case CBM2014-00090 
Patent 5,805,702 

Attorney Docket No. 140401-001USCBM 
	
  
	
  

2 

These proceedings have been consolidated into a multidistrict litigation with 

several other proceedings that involve related patents, as identified in the following 

section.  The consolidated case is In re Maxim Integrated Prods., Inc., MDL No. 

2354, No. 2:12-mc-00244. 

II. Proceedings Involving Other US Patents. 

US Patent No. 6,237,095 is a divisional from application No. 08/595,014, 

from which the ’702 Patent issued.  US Patent No. 6,105,013 is a continuation of 

application No. 08/594,983, which claims priority to provisional application No. 

60/004,510, to which the ’702 Patent also claims priority.  US Patent No. 

5,940,510 contains related subject matter to and incorporates by reference 

application No. 08/595,014, from which the ’702 Patent issued.  US Patent No. 

5,949,880 is a divisional from application no. 08/594,975, from which US 

5,940,510 issued.  Patent Owner identifies below the following additional 

proceedings relating to one or more of US 5,940,510, US 5,949,880, US 6,105,013 

and US 6,237,095.  As noted in connection with the individual proceedings, 

several of the identified proceedings have been dismissed pursuant to stipulation. 

a. Branch Banking & Trust Co. v. Maxim Integrated Prods., Inc., Covered 
Business Method Patent Review, Case No. CBM2013-00059, of US 
5,949,880  (petition for review denied March 20, 2014, paper 12); 
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b. PNC Bank N.A. et al. v. Maxim Integrated Prods., Inc., Covered Business 
Method Patent Review, Case No. CBM2014-00038, of US 5,940,510 
(petition accorded filing date of November 22, 2013); 

c. PNC Bank N.A. et al. v. Maxim Integrated Prods., Inc., Covered Business 
Method Patent Review, Case No. CBM2014-00039, of US 5,949,880 
(petition accorded filing date of November 22, 2013); 

d. PNC Bank N.A. et al. v. Maxim Integrated Prods., Inc., Covered Business 
Method Patent Review, Case No. CBM2014-00040, of US 6,105,013 
(petition accorded filing date of November 22, 2013); 

e. PNC Bank N.A. et al. v. Maxim Integrated Prods., Inc., Covered Business 
Method Patent Review, Case No. CBM2014-00041, of US 6,237,095 
(petition accorded filing date of November 22, 2013); 

f. Ex Parte Reexamination, Control No. 90/013,063, of USP 5,940,510 
(request accorded filing date of December 16, 2013); 

g. Maxim Integrated Prods., Inc. v. Branch Banking & Trust Co., No. 2013-
1495 (Fed. Cir.) (judgment affirmed March 10, 2014, Dkt. 51); 

h. Maxim Integrated Prods., Inc. v. Branch Banking & Trust Co., 4:12-cv-
00369-RAS (E.D. Tex) (judgment affirmed March 10, 2014, Dkt. 33); 

i. In re Maxim Integrated Prods., Inc., MDL No. 2354, No. 2:12-mc-
00244; 

j. As transferred for MDL purposes: 

− PNC Fin. Servs. Grp., Inc. v. Maxim Integrated Prods., Inc., No. 2:12-
cv-00089-JFC 

− Maxim Integrated Prods., Inc. v. JP Morgan Chase & Co., No. 2:12-
cv- 01641-JFC 

− KeyCorp v. Maxim Integrated Prods., Inc., No. 2:12-cv-00860-JFC  
(dismissed August 20, 2013, Dkt. 648) 

− Vanguard Grp., Inc. v. Maxim Integrated Prods., Inc., No. 2:12-cv-
00862-JFC  (dismissed February 19, 2014, Dkt. 773) 
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− Jack Henry & Assocs., Inc. v. Maxim Integrated Prods., No. 2:12-cv-
00863-JFC  (dismissed February 20, 2014, Dkt. 775) 

− Maxim Integrated Prods., Inc. v. Comerica Inc., No. 2:12-cv-00869-
JFC 

− Fidelity Brokerage Servs. LLC v. Maxim Integrated Prods., Inc., No. 
2:12-cv-00871- JFC 

− Maxim Integrated Prods., Inc. v. First United Bank & Trust Co., No. 
2:12-cv-00876- JFC  (dismissed February 19, 2014, Dkt. 774) 

− Maxim Integrated Prods., Inc. v. Starbucks Corp., No. 2:12-cv-00877-
JFC 

− Maxim Integrated Prods., Inc. v. Expedia, Inc., No. 2:12-cv-00878-
JFC 

− Maxim Integrated Prods., Inc. v. Capital One Fin. Corp., No. 2:12-cv-
00879-JFC  (dismissed December 12, 2013, Dkt. 738) 

− Maxim Integrated Prods.,Inc. v. Bank of the West, No.2:12-cv-00880-
JFC 

− Maxim Integrated Prods., Inc. v. Groupon, Inc., No. 2:12-cv-00881-
JFC 

− Maxim Integrated Prods., Inc. v. Union Bank, N.A., No. 2:12-cv-
00882-JFC  (dismissed February 6, 2014, Dkt. 763) 

− Maxim Integrated Prods., Inc. v. Southwest Airlines, Co., No. 2:12-
cv-00883-JFC 

− Chipotle Mexican Grill, Inc. v. Maxim Integrated Prods., Inc., No. 
2:12-cv-00887-JFC  

− Maxim Integrated Prods., Inc. v. QVC, Inc., No. 2:12-cv-00891-JFC  
(Joint Stipulation To Dismiss filed March 12, 2014, Dkt. 789) 

− Clairmail Inc. v. Maxim Integrated Prods., Inc., No. 2:12-cv-00923-
NBF (dismissed August 31, 2012, Dkt. 146) 

− Branch Banking & Trust Co. v. Maxim Integrated Prods., Inc., No. 
2:12-cv-00945- JFC 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


