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I. PRELIMINARY STATEMENT

Pursuant to the provisions of 35 U.S.C. § 321, Section 18 of the Leahy-

Smith America Invents Act (“AIA”), and 37 C.F.R. § 42.300 et seq., the

undersigned Petitioner respectfully requests review of United States Patent No.

5,805,702 to Curry et al. (“the ’702 Patent,” attached as Ex. 1001), issued on

September 8, 1998 and purportedly now assigned to Maxim Integrated Products,

Inc. (“Patent Owner”). Through this Petition, Petitioner demonstrates that the ’702

Patent is subject to Covered Business Method (“CBM”) review and that it is more

likely than not that claims 1, 2, and 6-8 of the ’702 Patent are unpatentable under

35 U.S.C. §§ 102 and 103 over prior art.

The ’702 Patent relates to electronic cash transactions. See Declaration of

Paul C. Clark, DSc. (attached as Ex. 1002), ¶ 29. In exchanging so-called “Digital

Cash” pursuant to a financial transaction, the ’702 Patent describes methods of

cryptographically securing the transaction in order to ensure that the digital

information transferred has real financial value. See, e.g., Ex. 1001 at 7:51-8:7.

Such methods, however, were well known in the field long before the priority

application for the ’702 application was filed. See Ex. 1002, ¶ 28. The use of

public and secret key cryptographic systems for securing financial systems was

already included in multiple industry standards—such as that of the American

Banker’s Association developed in the 1980’s—and by the mid-1990’s numerous
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such cryptographic systems had been deployed and were in use. See id, ¶ 24, 33.

Accordingly, the claims of the ’702 Patent fail to add anything new or inventive

from what was already known to individuals of skill in the field prior to the filing

of the application for the ’702 Patent. Id., ¶ 33.

As further evidence of this lack of novelty, the Challenged Claims would

benefit from review in an inter partes proceeding under the CBM process because

they issued following examination on only a limited subset of prior art. The

Applicants, for example, failed to submit an information disclosure statement

despite the fact that the object of the Challenged Claims – the electronic transfer of

currency – was known in the art long before the ’702 Patent was filed. For

example, published PCT application WO 91/16691 to Jones (“Jones,” attached as

Ex. 1004) teaches a system for “A value transfer system which allows value to be

transferred between electronic purses,” while U.S. Patent 5,396,558 to Ishiguro

(“Ishiguro,” attached as Ex. 1005) relates to settling financial accounts using

encrypted electronic data. These are but two examples of how the Challenged

Claims issued into a crowded field of prior art – little of which the USPTO had the

opportunity to consider during prosecution.

Moreover, the Challenged Claims perform electronic currency transfer by

applying well-known communication, authentication, and encryption techniques

used in the computing and cryptography fields. The ’702 Patent’s embodiments
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