
 
UNITED STATES PATENT AND TRADEMARK OFFICE 

 
 

    
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 
 

    
 
 

REGIONS FINANCIAL CORPORATION, ADVANCE AMERICA, 

CASH ADVANCE CENTERS, INC., and CNU ONLINE HOLDINGS, LLC 

F/K/A CASH AMERICA NET HOLDINGS, LLC 

Petitioners  

v. 

 

RETIREMENT CAPITAL ACCESS MANAGEMENT COMPANY LLC 

Patent Owner 
 

    
 
 

Case CBM2014-00012 

Patent 6,625,582 
 

    
 
 
 

PATENT OWNER RETIREMENT CAPITAL ACCESS 
MANAGEMENT COMPANY LLC'S PRELIMINARY RESPONSE  

 
Mail Stop PATENT BOARD 
Patent Trial and Appeal Board 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-145

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 i 

TABLE OF CONTENTS 

I. BACKGROUND OF THE INVENTION ....................................................... 5 

II. PETITIONERS CANNOT MEET THEIR BURDEN DUE TO  
THEIR FAILURE TO SUBMIT REQUISITE EVIDENCE .................... 6 

III. SECTION 101 JURISPRUDENCE ............................................................... 11 

A. Only Claims That Monopolize An Abstract Idea – Without More –  
Are Unpatentable .................................................................................... 11 

B. Lack Of Abstractness Does Not Require Proof That Any Limitation  
On The Identified Abstract Concept Is Novel Or Nonobvious ........... 17 

IV. PETITIONERS CONTEND THE '582 PATENT IMPROPERLY 
PREEMPTS OTHERS FROM "ADVANCING FUNDS BASED  
ON FUTURE CASH FLOW." ................................................................... 18 

V. PETITIONERS CANNOT SHOW THAT ANY CLAIM IS 
UNPATENTABLE UNDER 35 U.S.C. § 101. ........................................... 18 

A. The Claims Of The '582 Patent Were Narrowed During Prosecution  
To Cover Less Than The Allegedly Abstract Concept At Issue ......... 18 

1. Petitioners have admitted that the '582 patent claims do not cover  
every practical application of the supposedly abstract concept ............ 19 

2. The Examiner's express finding that limitations of the '582 patent 
claims added to overcome prior art were novel and non-obvious 
precludes a finding here that those same limitations would have  
been routine and conventional .............................................................. 22 

3. The Board's finding in a related proceeding that the without 
encumbering limitation is insufficient because the '582 patent 
supposedly fails to explain how to comply with U.S. laws is  
flawed and irrelevant with respect to these Petitioners ......................... 25 

4. Petitioners' contention that the without encumbering and without 
violating legal proscriptions limitations were conventional, routine  
and insignificant is unsupported by any evidence whatsoever ............. 30 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 ii 

B. None Of The '582 Patent Claims Involve Purely Mental Processes  
That Could Be Performed Without The Use Of A Computer ............ 32 

VI. SECTION 101 IS NOT A PROPER GROUND UPON  
WHICH A COVERED BUSINESS METHOD REVIEW  
MAY BE MAINTAINED ........................................................................... 42 

A. There is no authority to cancel any claims of the '582 patent on  
the basis of patent eligibility under Section 101. .................................. 42 

B. Challenges to the validity of a patent in CBM Review are  
limited to grounds specified in the Patent Act as "conditions  
for patentability." .................................................................................... 42 

C. The text of the Patent Act supports the conclusion that Section  
101 is not a "condition for patentability." ............................................ 43 

D. The text of the AIA supports the conclusion that Section 101 is  
not a statutorily authorized basis for conducting a CBM Review. ..... 46 

E. The legislative history of the AIA supports the conclusion that  
Section 101 is not a statutorily authorized basis for conducting  
a CBM Review. ........................................................................................ 47 

F. The PTAB's conclusion that Section 101 is a valid ground for  
instituting a CBM Review is incorrect. ................................................. 48 

VII. CONCLUSION ............................................................................................ 50 

	  

	  

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 iii 

TABLE OF AUTHORITIES 

CASES	  

Accenture Global Servs., GmbH v. Guidewire Software, Inc.,  
728 F.3d 1336 (Fed. Cir. 2013) ................................................................. 7, 14 

Aristrocrat Techs., Austl. PTY Ltd. v. Int’l Game Tech.,  
543 F.3d 657 (Fed. Cir. 2008) ....................................................................... 50 

Bilski v. Kappos,  
130 S.Ct. 3218 (2010) ............................................................................ passim 

CLS Bank Int'l v. Alice Corp. Pty. Ltd.,  
717 F.3d 1269  (Fed. Cir. 2013) ............................................................. passim 

Cohens v. Virginia,  
19 U.S. 264 (1821) ........................................................................................ 49 

Dealertrack, Inc. v. Huber,  
674 F.3d 1315 (Fed. Cir. 2012) ......................................................... 12, 41, 49 

Diamond v. Diehr,  
450 U.S. 175 (1981) ...................................................................... 7, 16, 43, 50 

Gottschalk v. Benson,  
409 U.S. 63 (1972) ........................................................................................ 12 

Graham v. John Deere Co.,  
383 U.S. 1 (1966) .............................................................................. 48, 49, 50 

In re American Academy of Science Tech Center,  
367 F.3d 1359 (Fed. Cir. 2004) ..................................................................... 35 

In re Hamilton,  
882 F.2d 1576 (Fed. Cir. 1989) ....................................................................... 8 

In re Pearson,  
494 F.2d 1399 (CCPA 1974) .......................................................................... 8 

In re Prater,  
415 F.2d 1393 (CCPA 1969) ........................................................................ 35 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 iv 

In the Matter of Cash Am. Int'l, Inc.,  
File No. 2013-CFPB-0008 ............................................................................ 31 

Mayo Collaborative Servs. v. Prometheus Labs., Inc.,  
132 S.Ct. 1289 (2012) ............................................................................ passim 

Myspace, Inc. v. GraphOn Corp.,  
672 F.3d 1250 (Fed. Cir. 2012) ..................................................................... 50 

Research Corp. Technologies, Inc. v. Microsoft Corp.,  
627 F.3d 859 (Fed. Cir. 2010) ....................................................................... 29 

SAP Am., Inc. v. Versata Dev. Grp., Inc.,  
slip op. CBM2012-00001 (PTAB Jan. 9, 2013) ..................................... 44, 48 

SAP America, Inc. v. Versata Development Group, Inc.,  
Case CBM2012-00001 (MPT), 2013 WL 3167735 (June 11, 2013) ...... 10, 15 

Star Scientific., Inc. v. R.J. Reynolds Tobacco Co.,  
537 F.3d 1357 (Fed.Cir.2008) ....................................................................... 29 

Tom v. First Am. Credit Union,  
151 F.3d 1289 (10th Cir. 1998) ..................................................................... 31 

Ultramercial, Inc. v. Hulu, LLC,  
722 F.3d 1335 (Fed.Cir.2013) ................................................................ passim 

United States v. Telectronics, Inc.,  
857 F.2d 778 (Fed. Cir. 1988) ....................................................................... 29 

Wright v. United States,  
302 U.S. 583 (1938) ...................................................................................... 49 

OTHER AUTHORITIES	  

157 Cong. Rec. S1376 (daily ed. Mar. 8, 2011) ........................................................ 7 

35 U.S.C. § 101 ................................................................................................ passim 

35 U.S.C. § 102 ................................................................................................ passim 

35 U.S.C. § 103 ................................................................................................ passim 

35 U.S.C. § 112 ........................................................................................... 29, 33, 43 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


