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Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent & Trademark Office
P.O. Box 1450
Alexandria, Virginia 22313-1450

Pursuant to 35 U.S.C. § 323, America Invents Act of 2011 (“AIA”)
8 18(a)(1), and 37 C.F.R. 8§ 42.207-208, the undersigned, on behalf of and acting
In a representative capacity for patent owner, Maxim Integrated Products, Inc.
(“Patent Owner” or “Maxim”), submits the following Preliminary Response to the
Petition for covered business method patent review filed in the above-captioned
proceeding by Petitioner Branch Banking And Trust Company (“BB&T”) against
United States Patent No. 5,949,880 (“the *880 patent” or “the Patent”).
l. INTRODUCTION

As a matter of law, this case cannot proceed. Because Petitioners filed a
declaratory judgment action in federal court seeking to invalidate the Patent on
June 18, 2012, months before it filed its petition challenging the same Patent in the
case at hand, the Board is statutorily barred from instituting review by 35 U.S.C.
8 325(a)(1). That provision states that a post-grant review may not be instituted if

a civil action challenging the validity of the patent has previously been filed. AIA

8§ 18, in turn, makes clear that covered business method patent reviews shall be
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