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Mail Stop 8 REPORT ON THE
Director of the US. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

'l‘O:

In Compliance with 35 U.S.C. § 290 and/or 15 UTS.C. § 1116 you are hereby advised that a court action has been
filed in the 11.8. District Court for the District of Delaware on the Following

1:] Trademarks or MPatents. ( [I] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED

PLAINTIFF

JOHN D'AGOSTTNO,

 

 
 
 

 

 

U.s. DISTRICT COURT
for the District of Delaware 

DEFENDANT
 

  
   
 Mastercard lnc.; Mastercard International Inc, (d/b/a

Mastercard Worldwide); Orbiscom Ltd.; Orbiscom lnc.;
Citigroup lnc.; Discover Financial Services; Xerxes Eng.

PA'l'EN'l‘ OR DATE OF PA'I'EN'I'

1 8,036,988 10/11/2011 John D'Agostino

2 7,840,486 11/23/2010 John D'Agostino  
  

 
1n the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE TNCLUDED INCLUDED BY

I] Amendment I] Answer El Cross Bill I:I Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

3 —
_-—
—_—

1n the above—entitled case, the following decision has been rendered or judgement issued:
DEClSlON/JUDGEMENT

 
(BY) DEPUTY CLERK DATE

Copy I—Upon initiation of action. mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2——-Up0n filing document adding patent(s), mail this copy to Director Copy 4—-Case file copy
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UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT NO. : 7,840,486 B2 Page 1 of 1
APPLICATION NO. : 1 1/252009

DATED : November 23, 2010

INVENTOR(S) : John D’Agostino

It is certified that error appears in the above—identified patent and that said Letters Patent is hereby corrected as shown below:

Column 9, line 7, claim 1.1)

replace “purchase with defined”

with -- purchase VVIthIl’l defined --

Signed and Sealed this

Twelfth Day of February, 2013
9 '7

Teresa Stanek Rea

Acting Director oft/1e United States Patent and Trademark Office

MasterCard, Exh. 1002, p. 2



MasterCard, Exh. 1002, p. 3

PTO/SB/44 (09-07)
Approved for use through 08/31/2013. OMB 0651—0033

US. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Also Form PTO-1050

UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT NO. : 7,840,486

APPLICATION No.: 11/252,009

ISSUE DATE : November 23, 2010

|NVENTOR(S) .JOI’II’I D'Agostino

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Column 9, line 7, claim 1.f)

replace ”purchase with defined"
with -- purchase within defined -- 

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Maxey Law Offices
15500 Roosevelt, Blvd., Suite 305
Clearwater, FL 33760

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND To: Attention Certificate of Corrections Branch, Commissioner for Patents, P.0. Box 1450, Alexandria,
VA 22313-1450.

Ifyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the US. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the US. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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PTO/SB/44 (09-07)
Approved for use through 08/31/2013. OMB 0651—0033

US. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Also Form PTO-1050

UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT NO. : 7,840,486

APPLICATION No.: 11/252,009

ISSUE DATE : November 23, 2010

|NVENTOR(S) .JOI’II’I D'Agostino

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Column 9, line 7, claim 1.f)

replace ”purchase with defined"
with -- purchase within defined -- 

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Maxey Law Offices
15500 Roosevelt, Blvd., Suite 305
Clearwater, FL 33760

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND To: Attention Certificate of Corrections Branch, Commissioner for Patents, P.0. Box 1450, Alexandria,
VA 22313-1450.

Ifyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the US. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the US. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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]N THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:
John D’Agostino Patent Number: 7,840,486

Serial Number: 11/252,009 Issue Date: November 23, 2010

Filed: October 17, 2005 Docket Number: 253.001

For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES
 

 
CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 1.8:

I hereby certify that this correspondence is being electronically transmitted using EFS-Web, or Deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in
an envelope addressed to : , Commissioner for Patents, PO. Box 1450, Alexandria, VA
22313-1450, or Transmitted by facsimile on the date shown below to the United States Patent and
Trademark Office at (571) 273-8300.

 

December 29, 2012 /Stephen Lewellyn]
Date Stephen Lewellyn

  
 

Commissioner for Patents
Office of Patent Publication
ATTN: Certificate of Correction Branch
PO. Box 1450

Alexandria, VA 22313-1450

REQUEST FOR CERTIFICATE OF CORRECTION

Dear Commissioner,

A Certificate of Correction under U.S.C. § 255 is respectfully requested for the above-identified

patent in order to correct Applicant’s mistake. The changes in the patent needed to correct the Applicant

errors are as follows:

 

Column Line Reads Should Read  
 

 Column 9, line 7 purchase with defined purchase within defined     
The above errors for which correction is requested under 35 U.S.C. § 255 were made as a result of

the Applicant’s mistake, which occurred in good faith. The errors are considered sufficiently important to

justify the processing of a Certificate of Correction under 35 U.S.C. § 255. A form PTO/SB/44, in

duplicate, is enclosed herewith, in addition to payment of the fee, as set forth in 37 CPR § 1.20(a), in the

amount of $100.
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Issuance of the Certificate of Correction would neither expand nor contract the scope of the

claims, and re-examination is not required,

Respectfully submitted,
Maxey Law Offices, PLLC

December 29, 2012 /Stephen Lewellyn/
Date:  

Stephen Lewellyn
Registration No. 51942
15500 Roosevelt Blvd, Suite 305
Clearwater, Florida 33760
Tel: 727-230-4949

MasterCard, Exh. 1002, p. 8



MasterCard, Exh. 1002, p. 9

 

Electronic Patent Application Fee Transmittal

Filing Date: 17-Oct-2005

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

First Named Inventor/Applicant Name: John D'Agostino 

Filer: Stephen James Lewellyn

Filed as Small Entity

Utility under 35 USC 11 1 (a) Filing Fees

Sub-Total in

USD($)Description Fee Code Quantity

Basic Filing:

Claims:
 

Miscellaneous-Filing:

Patent-Appeals—and-Interference: 

Post-Allowance-and-Post-lssuance:

Extension-of—Time:
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Sub-Total in

Description Quantity USD($) 

Miscellaneous:

Total in USD (5)
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Electronic Acknowledgement Receipt
 

14584168

Confirmation Number:
 

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

 

First Named Inventor/Applicant Name: John D'Agostino

JOHN D'AGOSTINO

5168 NORTHRIDGE ROAD #309

Correspondence Address: —

SARASOTA

US 3058588000

 

Stephen James Lewellyn

Receipt Date: 29-DEC-2012 

Filing Date: 17-OCT-2005

Application Type: Utility under 35 USC 111(a)

Payment information:

 
Submitted with Payment yes

PaymentType Credit Card 
MasterCard, Exh. 1002, p. 11
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Deposit Account 

Authorized User

File Listing: 

File Size(Bytes)/
Message Digest Part /.zip (if appl.)

Document
Document Descri tion File Name

Number P

_ _ _ 193225
253001 _Certificate_of_Correcti

Request for Certificate of Correction on_Form.pdf ieebZadSZfeSffid9eeddcba45456c2b2e7 -
(a'lb

Information: 

253001 ,Certificatepoprorrecti
Request for Certificate of Correction

on.pdf Sdeelaane'fcac4el 536841 9aba9c486321
(fihn

 
Warnings: 

Information: 

29864 ‘ no
973188f7c16d52f04f73f3eed6c69a7700l6a

L112

Information:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

Fee Worksheet (SB06) fee-info.pdf

 
Warnings: 

New Applications Under 35 U.S.C. 111
lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/D0/E0/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/R0/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNlTED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT NO. : 7,840,486 B2 Page 1 of 1
APPLICATION NO. : l 1/252009

DATED : November 23, 2010

INVENTOR(S) : John D‘Agostino

It is certified that error appears in the above—identified patent and that said Letters Patent is hereby corrected as shown below:

Column 7, line 25,

replace “FIGS. 3 and 4”
with -- FIGS. 2 and 3 --

Column 11, line 9, claim 24.c)

replace “said selected payment category”

with -- said designated payment category --

Signed and Sealed this

Twenty-sixth Day of April, 2011

f " '

  
David J. Kappos

Director ofthe United States Patent and Trademark Oflice
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SPE RESPONSE FOR CERTIFICATE OF CO R C IO;

DATE _ :3-23-11

To SPE OF : ART UNIT M

SUBJECT : Request for Certificate of Correction for Appl. No.: 1 1252009 Patent No.: 7840486

Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and fon/vard the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)

Randolph Square — SD10-E
Palm Location 7580

Omega Lewis
Certificates of Correction Branch

703-756-1 575

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

EB/Approved All changes apply.

El Approved in Part Specify below which changes do not apply.

El Denied State the reasons for denial below.

Comments: 
PTOL~306 (REV. 7103) . . r ‘T O COMMERCE Patent an- ra emar Oce
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SPE RESPONSE FOR CERTIFICATE OF COR CTION

 
  

Paper No.:

DATE : 3-23-11

TO SPE OF : ART UNlT3_6fl

SUBJECT : Request for Certificate of Correction for Appl. No.: 11252009 Patent No.: 7840486

Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES: .

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and fon/vard it with the file to:

Certificates of Correction Branch (C of C)

Randolph Square — SD10-E
Palm Location 7580

Omega Lewis
Certificates of Correction Branch

703-756-1575

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

CI Approved All changes apply.

D Approved in Part Specify below which changes do not apply.

CI Denied State the reasons for denial below.

PTOL—306 (REV. 7/03) LS. I PARTMEN 0F COMM RCE Patent and rao’emarkOce
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Electronic Patent Application Fee Transmittal

Filing Date: 17-Oct-2005

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

First Named Inventor/Applicant Name: John D'Agostino 

Filer: Stephanus H. Yang

Filed as Large Entity

Utility under 35 USC 11 1 (a) Filing Fees

Sub-Total in

USD($)Description Fee Code Quantity

Basic Filing:

Claims:
 

Miscellaneous-Filing:

Patent-Appeals—and-Interference: 

Post-Allowance-and-Post-lssuance:

Extension-of—Time:
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Sub-Total in

Description Quantity USD($) 

Miscellaneous:

Total in USD (5)
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Electronic Acknowledgement Receipt
 

9668248

Confirmation Number:
 

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

 

First Named Inventor/Applicant Name: John D'Agostino

JOHN D'AGOSTINO

5168 NORTHRIDGE ROAD #309

Correspondence Address: —

SARASOTA

US 3058588000

 

Stephanus H. Yang

Receipt Date: 16-MAR-2011 

Filing Date: 17-OCT—2oos

Application Type: Utility under 35 USC 111(a)

Payment information:

 
Submitted with Payment yes

PaymentType Credit Card 
MasterCard, Exh. 1002, p. 18
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Deposit Account 

Authorized User

File Listing: 

File Size(Bytes)/
Message Digest Part /.zip (if appl.)

Document
Document Descri tion File Name

Number P

Fee Worksheet (PTO—875) fee—info.pdf 645fc7030470(6004f3a3fecce61f62e0532f

Information: 

Total Files Size (in bytesq 29757 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

Ifa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date ofthe application.

National Stage of an International Application under 35 U.S.C. 371
lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADElVIARK OFFICE

In re Application of:
John D’Agostino Patent Number: 7,840,486

Serial Number: 11/252,009 Issue Date: November 23, 2010

Filed; October 17, 2005 DocketNumber; 253.001

For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES
 

CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 1.8:

I hereby certify that this correspondence is being electronically transmitted using EFS-Web, or Deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in
an envelope addressed to : , Commissioner for Patents, PO. Box 1450, Alexandria, VA
22313-1450, or Transmitted by facsimile on the date shown below to the United States Patent and
Trademark Office at (571) 273-8300.

 

 

March 16, 2011 /Stephanus Yang/
Date Stephanus Yang
 

Commissioner for Patents
Office of Patent Publication
ATTN; Certificate of Correction Branch
PO. Box 1450

Alexandria, VA 22313-1450

RES QUEST FOR CERTIFICATE OF CORRECTION

Dear Sir,

A Certificate of Correction under U. SC. § 255 is respectfully requested for the above-identified

patent in order to correct Applicant’s mistake. The changes in the patent needed to correct the Applicant

errors are as follows;

 

Column Line Reads Should Read

Column 7, line 25 “FIGS. 3 and 4" FIGS. 2 and 3

 
 

 

Column 11, line 9 selected payment category designated payment category  
The above errors for which correction is requested under 35 U.S.C. § 255 were made as a result of

the Applicant’s mistake, which occurred in good faith. The errors are considered sufficiently important to

justify the processing ofa Certificate of Correction under 35 U.S.C. § 255. A form PTO/SB/44, in

duplicate, is enclosed hcrcwith, in addition to payment of the fee, as set forth in 37 CPR § 120(a), in the

amount ofSlOO.

Issuance of the Certificate of Correction would neither expand nor contract the scope of the

claims, and re—examination is not required.
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Respectfully submitted,
Maxey Law Offices, PLLC

March 16, 2011 /Stepha11us Yang/
Date:  

Stephanus Yang
Registration No. 66,352
15500 Roosevelt Blvd, Suite 305
Clearwater, Florida 33760
Tel; 727-230-4949
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PTO/SB/44 (09-07)
Approved for use through 08/31/2013. OMB 0651—0033

US. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Also Form PTO-1050

UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT NO. : 7,840,486

APPLICATION No.: 11/252,009

ISSUE DATE : November 23, 2010

|NVENTOR(S) .JOI’II’I D'Agostino

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Column 7, line 25,

replace ”FIGS. 3 and 4”
with -- FIGS. 2 and 3 --

Column 11, line 9, claim 24c)

replace ”said selected payment category”
with -- said designated payment category -- 

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Maxey Law Offices
15500 Roosevelt, Blvd., Suite 305
Clearwater, FL 33760

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND To: Attention Certificate of Corrections Branch, Commissioner for Patents, P.0. Box 1450, Alexandria,
VA 22313-1450.

Ifyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the US. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the US. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Electronic Patent Application Fee Transmittal

Filing Date: 17-Oct-2005

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

First Named Inventor/Applicant Name: John D'Agostino 

Filer: Stephanus H. Yang

Filed as Small Entity

Utility under 35 USC 11 1 (a) Filing Fees

Sub-Total in

USD($)Description Fee Code Quantity

Basic Filing:

Claims:
 

Miscellaneous-Filing:

Patent-Appeals—and-Interference: 

Post-Allowance-and-Post-lssuance:

Extension-of—Time:
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Sub-Total in

Description Quantity USD($) 

Miscellaneous:

Total in USD (5)
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Electronic Acknowledgement Receipt
 

9668056

Confirmation Number:
 

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

 

First Named Inventor/Applicant Name:

Correspondence Address:

John D'Agostino

JOHN D'AGOSTINO

5168 NORTHRIDGE ROAD #309

SARASOTA

US 3058588000

 

Stephanus H. Yang

Receipt Date:
16-MAR-2011
 

Filing Date:
17-OCT-2005

Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

 
 

File Listing: 
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Document Document Descri tion FileSize(Bytes)/ Multi Pages
Number p Message Digest Part /.zip (ifappl.)

. . . 384304
253001 _Cert|f|cate_of_CorrectI

Request for Certificate of Correction on_03082011.pdf 4dbea7c76100dl ee00b783dcebe0l4a781 ‘
a128

Information:

‘ _ p 164665
253001 _Certlflcate_of_CorrectI

Request for Certificate of Correction on_Form_O3082011.pdf 2d294b6bbdd 3f1m4d23237da70bl b I 62
Zede

Information:

Fee Worksheet (PTO—875) fee—infopdf bel e947cf0f33014e34l e62920f9ed 898669
faa

Information: 

Total Files Size (in bytes) 578815

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

Ifa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date ofthe application.

National Stage of an International Application under 35 U.S.C. 371
lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OEEICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMIVIISS IONER FOR PATENTS

PO Box 1450
Alexandria Virginia 22313-1450
www.uspt0 gov

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.

432211/252,009 11/23/2010 7840486

 

7590 11/03/2010

JOHN D‘AGOSTINO
5168 NORTHRIDGE ROAD #309

SARASOTA, FL 34238

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment is 0 day(s). Any patent to issue from the above-identified application Will include

an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that

determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information

Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the

Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee

payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management

(ODM) at (571)-272-4200.

APPLICANT(S) (Please see PAIR WEB site http://pairllsptogov for additional applicants):

John D'Agostino, Sarasota, FL;

IR103 (ReV. 10/09)
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.0. Box 1450
Alexandria, Virginia 22313-1450

or m (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
ap ropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1. by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" formaintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (New; Use Block 1 for any Change of flawless) Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

papers. Each additional paper. such as an assignment or formal drawing. mustave its own certificate Of mailing or transmission.

 

7590 09/01/2010

' Certificate of Mailing or Transmission
JOHN D AGOSTINO I hereby certify that this Fee(s) Transmittal is being deposited with the United, States Postal Service with sufficient postage for first class mail in an envelope
5‘168 NQRfiIRIDGE ROAD #309 addressed to the Mail Stop ISSUE FEE address above. or being facsimileSARASO l A, PL 34-238 transmitted to the USPTO (571) 273—2885, on the date indicated below.

Stephen LewelLyn mwmwmmm
 /Stephen LeweLlyn/ 6gmm

10/12/2010 (Date)

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

11/252,009 10/17/2005 John D‘Agostino 4322
TITLE OF INVENTION: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

 

 
   APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE PREV. PA ) ISSLE FEE TOTAL FEE(S) DUE DATE DUE

YES $0$755 $300 $1055 12/01/2010

EXAMINER ART UNIT CLASS-SUBCLASS

SHRESTHA, BUENDRA K 3691 705—044000

nonprovisional

 

  2. For printing on the patent front page. 1istMaxe y Law 0 ’7 7: 1 CG S , P.4L C
(l) the names of up to 3 registered patent attorneys 1
or agents OR. alternatively. S t ephe 1'] L e we 1 ' YD2 __(2) the name of a single firm (having as a member a
registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no name is
listed, no name will be printed.

1. Change of correspondence address or indication of "Fee Address" (37
CF 1 1.363).

3 Change of correspondence address (or Change of CorrespondenceAddress orm PTO/SB/ 122) attached.

3 ”Fee Address" indication (or "Fee Address" Indication formjTO/SB/47; Rev 03—02 or more recent) attached. Use of a Customer
Number is required.

 

 
In 

3. ASSIGNEE NAVIE AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

)LEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
rccordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.
(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

 
 

Please check the appropriate as signee category or categories (wi11 not be printed on the patent) : D lndividua D Corporation or other private group entity D Government 
  

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
Issue Fee 3 A check is enclosed.

3 Publication Fee (No small entity discount permitted) :1 Payment by credit card. Form PTO—2038 is attached.
3 Advance Order — # of Copies :IThe Director is hereby authorized to charge the required fee(s), any deficiency, or credit any \overpayment, to Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)

3 a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. :l b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).
NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

AuthorizedSignature /Stephen Lewellyn/ Date 10—12—2010
  

Typed or printed name S t ephen Lewe l 1 YD Registration No. 5 1 r 9 4 2

This collection of information is required by 37 CFR 1.311. The Information Is re uired to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. T is collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will varv de endin upon the individual case. Any comments on the amount of time you require to com lete
this form and/or suggestions for reducing this burden, should be sent to the C ief In ormation Officer, US. Patent and Trademark Office, US. Department of Commerce= .O.
Box 1450. Alexandria, Virginia 2231371450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents. PO. Box 1450,
Alexandria, Virginia 22313-1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection ofinformation unless it displays a valid OMB control number.

PTOI.-85 (Rev. 08/07) Approved for use through 08/31/2010. OVlB 065l—0033 US. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

John D’Agostino Group Art Unit: 3691

Serial No.: 11/252,009 Examiner: Shrestha, Bijendra

Filed: Dkt. No.: 253.001

For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD

PURCHASES
 

CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 1.8:

I hereby certify that this correspondence is being electronically transmitted using EFS—Web, 0r Deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in
an envelope addressed to : , Commissioner for Patents, PO. Box 1450, Alexandria, VA
223 13— 1450, or Transmitted by facsimile on the date shown below to the United States Patent and
Trademark Office at (571) 273-8300.

 

October 12, 2010 /Stephen Lewellyn/
 

Date Ste hen Lewellvn 

RESPONSE TO NOTICE OF ALLOWANCE DATED SEPT. 1: 2010

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Sir,

In response to the Notice of Allowance dated September 1, 2010, the Applicant

submits herewith:

1. Form PTOL—85;

2. Issue Fee in accordance with 37 CFR l.18(a) for small entity in the amount of

$755.00; and

3. Publication Fee in accordance with 37 CFR 1.18(d) in the amount of $300.00.

Respectfully submitted,

Maxey Law Offices, PLLC

October 12, 2010 /Stephen Lewellyn/
Date:   

Stephen Lewellyn

Registration No. 51,942

15500 Roosevelt Blvd, Suite 305

Clearwater, Florida 33760
Tel: 727—230-4949
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Electronic Patent Application Fee Transmittal

Filing Date: 17-Oct-2005

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

First Named Inventor/Applicant Name: John D'Agostino 

Filer: Stephen James Lewellyn

Filed as Small Entity

Utility under 35 USC 11 1 (a) Filing Fees

Sub-Total in

USD($)

Basic Filing:

Description Fee Code Quantity

Claims:
 

Miscellaneous-Filing:

Patent-Appeals—and-Interference: 

Post-Allowance-and-Post-lssuance:

Utility Appl issue fee 2501 ---
1

755 755

‘ 300 ‘ 300

 
Publ. Fee— early, voluntary, or normal ‘ 1504 ‘ 
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Sub-Total in

Description Quantity USD($) 

Extension-of—Time:

Miscellaneous:

Total in USD ($)
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Electronic Acknowledgement Receipt
 

8606209

Confirmation Number:
 

Title of Invention: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

 

First Named Inventor/Applicant Name: John D'Agostino

JOHN D'AGOSTINO

5168 NORTHRIDGE ROAD #309

Correspondence Address: —

SARASOTA

US 3058588000

 

Stephen James Lewellyn

Receipt Date: 12-OCT—201 0 

Filing Date: 17-OCT—2oos

Application Type: Utility under 35 USC 111(a)

Payment information:

 
Submitted with Payment yes

PaymentType Credit Card 
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RAM confirmation Number 614

Deposit Account 

Authorized User

File Listing: 

File Size(Bytes)/
Message Digest Part /.zip (if appl.)

Document
Document Descri tion File Name

Number P

104121

Issue Fee Payment (PTO—858) PTOL_85.pdf 458541138f7259e04d326098513413844558
UQb4/

Information: 

Transmittal Letter 253001_NOA_response.pdf 5e451a77f2dc44d7050d220<fca4ab32a62d
Hr?

 
Warnings: 

Information: 

31651 ‘ no
620d99609316a37c4598l67bdc96c0f3101

11911

Information:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

Fee Worksheet (PTO-875) fee-info.pdf

 
Warnings: 

New Applications Under 35 U.S.C. 111
lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/D0/E0/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/R0/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF CONIIVEERCE
United States Patent and Tradeilmrk Office
Address: COIVLVIISSIONER FOR PATENTS

PO. Box 1450
Alexandria. Virginia 22313-1450
www uspm gov

 
NOTICE OF ALLOWANCE AND FEE(S) DUE

JOHN I)‘AGOSTINO SHRESTHA, BIJENDRA K
5168 NORHIRIDGE ROAD #309

SARASOTA, FL 34238 36,,
DATE MAILED: 09/01/2010

APPLICATION NO. FILING DATE FIRST NAIVIED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

11/252,009 10/17/2005 John D‘Agostino 4322
TITLE OF INVENTION: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD PURCHASES

 
   APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE PREV. PA ) ISSLE bEE TOTAL FEE(S) DUE DATE DUE

YES $0nonprovisional $755 $300 $1055 12/01/2010

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAIWINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION fl THE MERITS E CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGI’ITS.
THIS APPLICATION IS SUBJECT TO WITHDRAVVAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS

STATUTORY PERIOD CANNOT fl EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current If the SMALL ENTITY is shown as NO:
SMALL ENTITY status:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown A. Pay TOTAL FEE(S) DUE shown above, or
above.

B. If the status above is to be removed, check box 5b on Part B - B. If applicant claimed SMALL ENTITY status before, or is now
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)
and twice the amount of the ISSUE FEE shown above, or Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shown above.

II. PART B — FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing an applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
PTOL—SS (Rev. 08/07) Approved for use Lhrough 08/31/2010.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.0. Box 1450
Alexandria, Virginia 22313-1450

or m (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where

appropriate. A11 further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address asin icated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

 

maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change ofaddlesg) Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. 1'his certificate cannot be used for any other accompanying

papers. Each additional paper. such as an assignment or formal drawing. mustave its own certificate of mailing or transmission.

 

7590 09/01/2010

' Certificate of Mailing or Transmission
JOHN D AGOSTINO I hereby certify that this Fee(s) Transmittal is being deposited with the United, States Postal Service with sufficient postage for first class mail in an envelope
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Application/Control Number: 11/252,009 Page 2

Art Unit: 3691

EXAMINER STATEMENT

1. This action is responsive to the amendment filed with Request for

Continued Examination (RCE) on 07/26/2010. Of the original claims 1—43 filed,

claims 13, 15-24 have been amended, and claims 2, 5, 14 and 34-43 have been

canceled by applicant’s amendment. Therefore, claims 1, 3-4, 6-13 and15-33

are under consideration for prosecution of this application.

EXAMINER’S AMENDMENT

2. An examiner's amendment to the record appears below. Should the

changes and/or additions be unacceptable to applicant, an amendment may be

filed as provided by 37 CFR 1.312. To ensure consideration of such an

amendment, it MUST be submitted no later than the payment of the issue fee.

Authorization for this examiner's amendment was given in a telephone

interview with attorney Stephen Lewellyn (registration # 51,942) on August 11,

2010. The application has been amended as follows:

AMENDMENT IN THE CLAIMS

1 (Currently Amended). A method of performing secure credit card purchases,

said method comprising:

a) contacting a custodial authorizing entity having custodial responsibility

of account parameters of a customer’s account that is used to make credit card

purchases;
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b) supplying said custodial authorizing entity with at least account

identification data of said customer’s account;

0) defining a payment category including at least limiting purchases to a

single merchant for at least one transaction, said single merchant limitation being

included in said payment category prior to any particular merchant being

identified as said single merchant;

d) designating said payment category thereby designating at least that a

transaction code generated in accordance with said payment category can be

used by only one merchant;

e) generating a transaction code by a processing computer of said

custodial authorizing entity, said transaction code reflecting at least the limits of

said designated payment category to make a purchase within said designated

payment category;

f) communicating said transaction code to a merchant to consummate a

purchase with defined purchase parameters;

g) verifying that said defined purchase parameters are within said

designated payment category; and

h) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are within said designated payment category

and to authorize payment required to complete the purchase.

2 (canceled).
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3 (Previously Presented). The method of claim 1 further comprising the step of

designating said single merchant subsequent to generating said transaction

code.

4 (Previously Presented). The method of claim 1 wherein said step of

communicating the transaction code to said merchant to consummate said

purchase within defined purchase parameters further comprises designation of

said single merchant.

5 (canceled).

6 (Previously Amended). The method of claim 1 wherein said step of generating

said transaction code further comprises said customer obtaining said transaction

code.

7 (Previously Presented). The method of claim 1 further comprising obtaining

said authorization for said purchase from the custodial authorizing entity.

8 (Previously Presented). The method of claim 1 further comprising a step of

communicating promotional information of offered subject matter to the customer

by the merchant, pre-determining the purchase parameters of the purchase, and

corresponding said designated payment category to said purchase parameters.
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9 (Previously Presented). The method of claim 1 further comprising the merchant

communicating the transaction code to the custodial authorizing entity for

verification.

10 (Previously Presented). The method of claim 1 further comprising generating

a transaction code which reflects at least one of a plurality of said payment

categories.

11 (Previously Amended). The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include amount parameters

for a cost of one or more purchases.

12 (Previously Amended). The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include time parameters

during which the purchase can be completed.

13 (Currently Amended). The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include the—ability—te—use using

said transaction code for a single transaction at a fixed amount for purchase

within a predetermined period of time.

14 (Canceled).
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15 (Currently Amended). The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include theaefiityete—use

using said transaction code for a single transaction at a maximum amount for

purchase within a predetermined period of time.

16 (Currently Amended). The method of claim 15 further comprising defining at

least one of said plurality of payment categories to include theabilityete—limtt

limiting purchases to said single transaction at said maximum amount for

purchase within said predetermined period of time.

1 7 (Currently Amended). The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include the—ability—te—use using

said transaction code for at least two purchases at a maximum total amount for

items purchased within a predetermined time period.

18 (Currently Amended). The method of claim 17 further comprising defining at

least one of said plurality of payment categories to include the-ability—te-hmit

limiting purchases to said at least two purchases at said maximum total amount

for items purchased within said predetermined time period.

19 (Currently Amended). The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include the-abilityete—use-using
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said transaction code for at least two purchases for a repeating transaction at a

fixed amount payable at each of a fixed number of time intervals.

20 (Currently Amended). The method of claim 19 further comprising defining at

least one of said plurality of payment categories to include theabilitvtelimit

limiting purchases to said repeating transaction at said fixed amount payable at

each of said fixed number of time intervals.

21 (Currently Amended). The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include the—ability—te—use

using said transaction code for a repeating transaction at a fixed amount payable

at each of an unspecified number of time intervals.

22. (Currently Amended): The method of claim 21 further comprising defining

at least one of said plurality of payment categories to include the-abfiity—te—limit

limiting purchases to said repeating transaction at said fixed amount payable at

each of said unspecified number of time intervals.

23. (Currently Amended): The method of claim 10 wherein said plurality of

payment categories further include at least one of the group consisting of:

a) the-abilit-y—te-H-ee using said transaction code for a single

transaction at a fixed amount for a purchase within a predetermined period of

time,
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b) the—ability—te—useflgsaid transaction code fora single

transaction at a maximum amount for a purchase within a predetermined period

of time,

c) the—ability—te—useflgsaid transaction code for multiple

transactions at a maximum total amount for purchases within a predetermined

time period,

d) theabilityteuseflgsaid transaction code for a repeating

transaction at a fixed amount for purchases payable at each of a fixed number of

time intervals, and

e) the—abilitthe—useMsaid transaction code for a repeating

transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

24. (Currently Amended): The method of claim 10 wherein said plurality of

payment categories further include at least one of the group consisting of:

a) the—ability—te—useflgsaid transaction code for a single transaction at

a fixed amount for a purchase,

b) the—ability—te—useflgsaid transaction code for a single transaction at

a maximum amount for a purchase,

c) the-abilityte—eseflgsaid transaction code for multiple transactions at

a maximum total amount for purchases,
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d) the—ability—te—useflgsaid transaction code for a repeating transaction

at a fixed amount for purchases payable at each of a fixed number of time

intervals, and

e) the—abilitHe—useflgsaid transaction code for a repeating transaction

at a fixed amount for purchases payable at each of an unspecified number of

time intervals.

25. (Previously Presented): The method of claim 1 further comprising

generating said transaction code to further reflect an identification of said single

merchant.

26. (Previously Amended): The method of claim 25 further comprising defining

said payment category to include limiting purchases to a limited time interval

during which said purchase is permitted.

27. (Currently Amended) A method of performing secure credit card

purchases, said method comprising:

a) identifying a pre-established account that is used to make credit

card purchases;

b) designating at least one of a plurality of pre-defined payment

categories which limit a nature of a subsequent purchases, at least one of said

payment categories including limiting purchases to a single merchant, said single
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merchant limitation being included in said payment category prior to any

particular merchant being identified as said sing/e merchant;

c) generating a transaction code by a processing computer of a

custodial authorizing entity of said pre-established account, said transaction code

associated with at least said pre—established account and the limits of said

selected payment category, and different from said pre-established account;

d) communicating said transaction code to a merchant to

consummate a purchase within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to

said designated payment category; and

f) providing authorization for said purchase so as to confirm at least

that said defined purchase parameters are within said designated payment

category and to authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

28. (Currently Amended): A method of performing secure credit card

purchases, said method comprising:

a) identifying a pre-established account that is used to make credit

card purchases;

b) selecting a predetermined payment category which limits a

nature, of a series of subsequent purchases to a single merchant, said sing/e

merchant limitation being included in said payment category prior to any

particular merchant being identified as said single merchant;
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c) generating a transaction code by a processing computer of a

custodial authorizing entity of said pre-established account, said transaction code

associated with at least said pre-established account and the limits of said

selected payment category and different from said pre-established account;

d) communicating said transaction code to a merchant to

consummate a purchase within defined purchase parameters;

9) verifying that said defined purchase parameters correspond to

said selected payment category;

f) providing authorization for said purchase so as to confirm at least

that said defined purchase parameters are within said selected payment category

and to authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

29. (Previously Presented): The method of claim 28 wherein said step of

selecting said payment category which limits said nature of said series of

subsequent purchases to said sing/e merchant further comprises limiting said

nature of said series of subsequent purchases to a fixed amount for each of said

subsequent purchases.

30. (Previously Presented): The method of claim 28 wherein said step of

selecting said payment category which limits said nature of said series of

subsequent purchases to said single merchant further comprises limiting said
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nature of said series of subsequent purchases to a maximum total amount for

said subsequent purchases.

31. (Previously Presented): The method of claim 28 wherein said step of

verifying that said defined purchase parameters correspond to said selected

payment category further identifies said merchant as said single merchant.

32. (Previously Amended): A method of performing secure credit card

purchases, said method comprising the steps of:

a) identifying a pre-established account that is used to make credit

card purchases;

b) selecting a pre-determined payment category which limits a

nature of a subsequent purchase to a single merchant, said single merchant

limitation being included in said payment category prior to any particular

merchant being identified as said sing/e merchant;

c) generating a transaction code by a processing computer of a

custodial authorizing entity of said pre-established account, said transaction code

associated with at least said pre-established account and the limits of said

selected payment category, and different from said pre-established account;

0/) designating a merchant as said single merchant;

e) communicating said transaction code to said merchant to

consummate a purchase within defined purchase parameters;
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f) verifying that said defined purchase parameters correspond to

said selected payment category;

9) providing authorization for said purchase so as to confirm at

least that said defined purchase parameters are within said selected payment

category and to authorize payment required to complete the purchase; and

h) associating the purchase with said pre-established account.

33. (Previously Presented): The method of claim 32 wherein said step of

verifying that said defined purchase parameters correspond to said selected

payment category further identifies said merchant as said single merchant.

34 (canceled).

35 (canceled).

36 (canceled).

37 (canceled).

38 (canceled).

39 (canceled).

40 (canceled).

41 (canceled).

42 (canceled).

43 (canceled).
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Reasons for Allowance

3. With regards to claim 1, the prior art of records does neither anticipate nor

render obvious, inter alia, as a whole, the uniquely patentable feature of:

“defining a pa yment category including at least limiting purchases to a single

merchant for at least one transaction, said single merchant limitation being

included in said Qa yment category prior to any particular merchant being

identified as said single merchan ’ in a method of performing secure credit card

purchases.

The reasons for allowance for all the other independent claims and

dependent claims are the same as set forth for claim 1 above because they all

include same/similar limitation indicated above for the reasons for allowance.

Discussion of Cited Prior Art

4. The applicant's arguments/remarks filed in response dated July 26, 2010,

see pages 16-22 are persuasive and compelling that the cited prior art of Franklin
 

et al., U.S. Patent No. 6,000,832, Yanagihara et al. U.S. Pub No. 2001/0011249,

and Langhans et al., US. Patent No. 5,500,513 does neither disclose or renders

obvious the unique features as listed above.

Any comments considered necessary by applicant must be submitted no

later than the payment of the issue fee and, to avoid processing delays, should

preferably accompany the issue fee. Such submissions should be clearly labeled

"Comments on Statement of Reasons for Allowance".
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Conclusion

5. Any inquiry concerning this communication or earlier communications from

the examiner should be directed to Bijendra K. Shrestha whose telephone

number is (571) 270-1374. The examiner can normally be reached on 8:00 AM-

4:30 PM (Monday-Friday).

If attempts to reach the examiner by telephone are unsuccessful, the

examiner’s supervisor, Alexander Kalinowski can be reached on (571) 272-6771.

The fax phone number for the organization where this application or proceeding

is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from

the Patent Application Information Retrieval (PAIR) system. Status information

for published applications may be obtained from either Private PAIR or Public

PAIR. Status information for unpublished applications is available through

Private PAIR only. For more information about the PAIR system, see http://pair-

direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-

free). If you would like assistance from a USPTO Customer Service
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Representative or access to the automated information system, call 800-786-

9199 (IN USA OR CANADA) or 571 -272-1000.

/Bijendra K. Shrestha/
Examiner, Art Unit 3691
08/13/2010

/Hani M. Kazimi/

Primary Examiner, Art Unit 3691
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: John D’Agostino

Serial No.: 11/252,009

Filing Date: October 17, 
For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD

PURCHASES

Confirmation No. 4322

Customer No. 04219

Shrestha, B., Examiner

Group Art Unit 3691

2800 S.W. Third Avenue

Historic Coral Way
Miami, Florida 33129

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313—1450

Dear Sir:

INFORMATION DISCLOSURE STATEMENT 

In accordance with Applicant's duty of disclosure, the

attached information is provided for consideration by the U.S.

Patent and Trademark Office (“PTO”) in connection with the above-

captioned application. The information is identified on attached

forms PTO/SB/08A and PTO/SB/OBB. In accordance with 37 C.F.R.

§1.98(a)(2)(ii), copies of U.S. patents or U.S. patent application

69/67/2

Publications have not been enclosed. 94 F615;: ATRINH m99991511352369
_ ' ' 13mm on

Furthermore, in accordance with the duty of disclosure and in

an abundance of caution, as reflected on the attached form

PTO/SB/O8B, Applicant directs the Examiner’s attention to

Reexamination of U.S. Patent No. 6,324,526 filed on March 28, 2005,

ALL REFERENCES CONSWERED EXCEPT WHERE UNED THROUGH. /'EKS/
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F2.\MM DOCS\1-PAT\PAT 2004\APP\1706B-01 D'Agostino John\l7068- IDS—Transmittalwloc

and having Control No. 90/007,481. Said Reexamination is presently

under Appeal before the Board of Patent Appeals and Interferences.

Additionally, Applicant notes that each of the references cited in

said reexamination that have not been previously provided are

referenced herein.

The Examiner is respectfully requested to return an initialed

copy of each form PTO/SB/O8A and PTO/SB/OSB evidencing

consideration of this information with the next Office Action.

The Applicant points out that this Information Disclosure

Statement is being presented after the issuance of a first Office

Action, but before the issuance of a Final Office Action, and in

accordance with 37 C.F.R. l.97(c), a check in the amount of $180.00

is enclosed as the fee under 1.17(p).

In the event that any fee may be required by the filing of

this paper, the Commissioner is hereby authorized to charge any

fees and/or credit to our Deposit Account No. 13-1227.

Respectfully submitted,

MALLOY & MALLOY, P.A.

Attorneys for Applicant
2800 S.W. Third Avenue

Historic Coral Way
Miami, Florida 33129
(305) 858—8000

 
PEter\A. Ma 9.
Reg. No“ 37,884

Dated: 925k) ‘2
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AMENDMENT IN THE CLAIMS

1 (Currently Amended). A method of performing secure credit card purchases, said method

comprising:

a) contacting a custodial authorizing entity having custodial responsibility of account

parameters of a customer’ s account that is used to make credit card purchases;

b) supplying said custodial authorizing entity With at least account identification data of

said customer’ s account;

0) defining a payment category including at least limiting purchases to a single merchant

for at least one transaction, said single merchant limitation being included in said payment

category prior to any particular merchant being identified as said single merchant;

d) designating said payment category thereby designating at least that a transaction code

generated in accordance with said payment category can be used by only one merchant;

e) generating a transaction code by a processing computer of said custodial authorizing

entity, said transaction code reflecting at least the limits of said designated payment category to

make a purchase Within said designated payment category;

f) communicating said transaction code to a merchant to consummate a purchase with

defined purchase parameters;

g) verifying that said defined purchase parameters are Within said designated payment

category; and

h) providing authorization for said purchase so as to confirm at least that said defined

purchase parameters are Within said designated payment category and to authorize payment

required to complete the purchase.
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2 (canceled).

3 (Previously Presented). The method of claim 1 further comprising the step of designating said

single merchant subsequent to generating said transaction code.

4 (Previously Presented). The method of claim 1 wherein said step of communicating the

transaction code to said merchant to consummate said purchase Within defined purchase

parameters further comprises designation of said single merchant.

5 (canceled).

6 (Previously Amended). The method of claim 1 wherein said step of generating said transaction

code further comprises said customer obtaining said transaction code.

7 (Previously Presented). The method of claim 1 further comprising obtaining said authorization

for said purchase from the custodial authorizing entity.

8 (Previously Presented). The method of claim 1 further comprising a step of communicating

promotional information of offered subject matter to the customer by the merchant, pre—

determining the purchase parameters of the purchase, and corresponding said designated

payment category to said purchase parameters.
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9 (Previously Presented). The method of claim 1 further comprising the merchant

communicating the transaction code to the custodial authorizing entity for verification.

10 (Previously Presented). The method of claim 1 further comprising generating a transaction

code which reflects at least one of a plurality of said payment categories.

ll (Previously Amended). The method of claim 10 further comprising defining at least one of

said plurality of payment categories to include amount parameters for a cost of one or more

purchases.

12 (Previously Amended). The method of claim 10 further comprising defining at least one of

said plurality of payment categories to include time parameters during which the purchase can be

completed.

13 (Currently Amended). The method of claim 10 further comprising defining at least one of said

plurality of payment categories to include the—alai—l-it—y—te—use using said transaction code for a

single transaction at a fixed amount for purchase within a predetermined period of time.

14 (Canceled).

15 (Currently Amended). The method of claim 10 further comprising defining at least one of said

plurality of payment categories to include t-he—a-lai—l-it—y—te—use— using said transaction code for a

single transaction at a maximum amount for purchase within a predetermined period of time.
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16 (Currently Amended). The method of claim 15 further comprising defining at least one of said

plurality of payment categories to include theabfl-rtthe—lrmit limiting purchases to said single

transaction at said maximum amount for purchase within said predetermined period of time.

17 (Currently Amended). The method of claim 10 further comprising defining at least one of said

plurality of payment categories to includeMWusing said transaction code for at

least two purchases at a maximum total amount for items purchased within a predetermined time

period.

18 (Currently Amended). The method of claim 17 further comprising defining at least one of said

plurality of payment categories to include theabflitthe—limit limiting purchases to said at least

two purchases at said maximum total amount for items purchased within said predetermined time

period.

19 (Currently Amended). The method of claim 10 further comprising defining at least one of said

plurality of payment categories to include the—abilit-y—te—Hse—u sing said transaction code for at

least two purchases for a repeating transaction at a fixed amount payable at each of a fixed

number of time intervals.

20 (Currently Amended). The method of claim 19 further comprising defining at least one of said

plurality of payment categories to include flae—abfl-rt—y—te—l-i-mit limiting purchases to said repeating

transaction at said fixed amount payable at each of said fixed number of time intervals.
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21 (Currently Amended). The method of claim 10 further comprising defining at least one of said

plurality of payment categories to include theabil-itthe—use using said transaction code for a

repeating transaction at a fixed amount payable at each of an unspecified number of time

intervals.

22. (Currently Amended): The method of claim 21 further comprising defining at least one of

said plurality of payment categories to include theabilitthe—lrmit limiting purchases to said

repeating transaction at said fixed amount payable at each of said unspecified number of time

intervals.

23. (Currently Amended): The method of claim 10 wherein said plurality of payment

categories further include at least one of the group consisting of:

a) the-abilit-y—te—usengsaid transaction code for a single transaction at a fixed

amount for a purchase Within a predetermined period of time,

b) the-ability—te—u—seflgsaid transaction code for a single transaction at a

maximum amount for a purchase within a predetermined period of time,

c) flee—abilit-y—te—useimgsaid transaction code for multiple transactions at a

maximum total amount for purchases Within a predetermined time period,

(1) the-ability—te—useflgsaid transaction code for a repeating transaction at a

fixed amount for purchases payable at each of a fixed number of time intervals, and

e) t-he—abi—l-i—t—y—te—usengsaid transaction code for a repeating transaction at a

fixed amount for purchases payable at each of an unspecified number of time intervals.
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24. (Currently Amended): The method of claim 10 wherein said plurality of payment

categories further include at least one of the group consisting of:

a) theabi—lit—y—te—useLingsaid transaction code for a single transaction at a fixed amount

for a purchase,

b) the—ability—te—useflgsaid transaction code for a single transaction at a maximum

amount for a purchase,

0) theabi—lifiHe—useflgsaid transaction code for multiple transactions at a maximum

total amount for purchases,

(1) theaba—h—tyto—useflgsaid transaction code for a repeating transaction at a fixed

amount for purchases payable at each of a fixed number of time intervals, and

e) thaability—te—useimgsaid transaction code for a repeating transaction at a fixed

amount for purchases payable at each of an unspecified number of time intervals.

25. (Previously Presented): The method of claim 1 further comprising generating said

transaction code to further reflect an identification of said single merchant.

26. (Previously Amended): The method of claim 25 further comprising defining said

payment category to include limiting purchases to a limited time interval during which said

purchase is permitted.
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27. (Currently Amended) A method of performing secure credit card purchases, said method

comprising:

a) identifying a pie-established account that is used to make credit card purchases;

b) designating at least one of a plurality of pre-defined payment categories which

limit a nature of a subsequent purchases, at least one of said payment categories including

limiting purchases to a single merchant, said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single merchant;

c) generating a transaction code by a processing computer of a custodial

authorizing entity of said pre-established account, said transaction code associated with at least

said pre—established account and the limits of said selected payment category, and different from

said pre-established account;

(1) communicating said transaction code to a merchant to consummate a purchase

Within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said designated

payment category; and

f) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are Within said designated payment category and to authorize

payment required to complete the purchase; and

g) associating the purchase with said pre—established account.

28. (Currently Amended): A method of performing secure credit card purchases, said method

comprising:

a) identifying a pre—established account that is used to make credit card purchases;

MasterCard, Exh. 1002, p. 88



MasterCard, Exh. 1002, p. 89

b) selecting a predetermined payment category which limits a nature, of a series

of subsequent purchases to a single merchant, said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single merchant;

c) generating a transaction code by a processing computer of a custodial

authorizing entity of said pie-established account, said transaction code associated with at least

said pre-established account and the limits of said selected payment category and different from

said pre-established account;

(1) communicating said transaction code to a merchant to consummate a purchase

within defined purchase parameters;

C) verifying that said defined purchase parameters correspond to said selected

payment category;

f) providing authonzation for said purchase so as to confirm at least that said

defined purchase parameters are within said selected payment category and to authorize payment

required to complete the purchase; and

g) associating the purchase with said pre-established account.

29. (Previously Presented): The method of claim 28 wherein said step of selecting said

payment category which limits said nature of said series of subsequent purchases to said single

merchant further comprises limiting said nature of said series of subsequent purchases to a fixed

amount for each of said subsequent purchases.

30. (Previously Presented): The method of claim 28 wherein said step of selecting said

payment category which limits said nature of said series of subsequent purchases to said single
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merchant further comprises limiting said nature of said series of subsequent purchases to a

maximum total amount for said subsequent purchases.

31. (Previously Presented): The method of claim 28 wherein said step of verifying that said

defined purchase parameters correspond to said selected payment category further identifies said

merchant as said single merchant.

32. (Previously Amended): A method of performing secure credit card purchases, said

method comprising the steps of:

a) identifying a pre—established account that is used to make credit card

purchases;

b) selecting a pre—determined payment category which limits a nature of a

subsequent purchase to a single merchant, said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single merchant;

c) generating a transaction code by a processing computer of a custodial

authorizing entity of said pie-established account, said transaction code associated with at least

said pre-established account and the limits of said selected payment category, and different from

said pre-established account;

(1) designating a merchant as said single merchant;

e) communicating said transaction code to said merchant to consummate a

purchase Within defined purchase parameters;

f) verifying that said defined purchase parameters correspond to said selected

payment category;
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g) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are Within said selected payment category and to authorize payment

required to complete the purchase; and

h) associating the purchase with said pre-established account.

33. (Previously Presented): The method of claim 32 wherein said step of verifying that said

defined purchase parameters correspond to said selected payment category further identifies said

merchant as said single merchant.

34 (canceled).

35 (canceled).

36 (canceled).

37 (canceled).

38 (canceled).

39 (canceled).

40 (canceled).

41 (canceled).

42 (canceled).

43 (canceled).
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REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL

(Submitted Only via EFS-Web) 

  
Application Filing Docket Number Art
Number 11252009 Date 2005-10-17 (if applicable) 253.001 Unit 3691

FlrSt Named John D'Agostino Examlner Shrestha, Bijendra KInventor Name  
This is a Request for Continued Examination (RCE) under 37 CFR 1.114 of the above-identified application.
Request for Continued Examination (RCE) practice under 37 CFR 1.114 does not apply to any utility or plant application filed prior to June 8,
1995, or to any design application. The Instruction Sheet for this form is located at WWW.USPTO.GOV
 

SUBMISSION REQUIRED UNDER 37 CFR1.114
 

Note: If the RCE is proper, any previously filed unentered amendments and amendments enclosed with the RCE will be entered in the order
in which they were filed unless applicant instructs otherwise. If applicant does not wish to have any previously filed unentered amendment(s)
entered, applicant must request non—entry of such amendment(s). 

I:I Previously submitted. If a final Office action is outstanding, any amendments filed after the final Office action may be considered as asubmission even if this box is not checked.

|:| Consider the arguments in the Appeal Brief or Reply Brief previously filed on

|:| Other

Enclosed

Amendment/Reply

|:| Information Disclosure Statement (IDS)

|:| Affidavit(s)/ Declaration(s)

|:| Other

 

MISCELLANEOUS 

I:I Suspension of action on the above-identified application is requested under 37 CFR 1.103(0) for a period of months(Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17(i) required)

|:| Other

FEES

The RCE fee under 37 CFR1.17(e) is required by 37 CFR 1.114 when the RCE is filed.

|:| The Director is hereby authorized to charge any underpayment of fees, or credit any overpayments, to
Deposit Account No 

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED

Patent Practitioner Signature

|:| Applicant Signature

 
EFS - Web 2.1.15
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Doc code: RCEX PTOISBI30EFS (07—09)
Doc description: Request for Continued Examination (RCE) Approved for use through 0731/2012. 0MB 0551—0031u.s. Patent and Trademark Office; u.s. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Signature of Registered US. Patent Practitioner 

Signature lStephen Lewellynl Date (YYYY-MM-DD) 2010-07-26 

Name Stephen Lewellyn Registration Number 51942   
This collection of information is required by 37 CFR 1.114. The information is required to obtain or retain a benefit by the public which is to
file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for
reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce,
PO. Box 1450, Alexandria, VA 22313—1450.

If you need assistance in completing the form, call 1—800—PTO—9199 and select option 2.

EFS - Web 2.1.15
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Privacy Act Statement

 

 
The Privacy Act of 1974 (PL 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information
solicited is voluntary; and (3) the principal purpose for which the information is used by the US. Patent and Trademark Office
is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the US. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

John D’Agostino Group Art Unit: 4322

Serial No.: 11/252,009 Examiner: Shrestha, Bijendra K

Filed: 10/17/2005 Dkt. No.: 253.001

For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD

PURCHASES
 

CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 1.8:

I hereby certify that this correspondence is being electronically transmitted using EFS—Web, 0r Deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in
an envelop addressed to : , Commissioner for Patents, PO. Box 1450, Alexandria, VA
223 13— 1450, or Transmitted by facsimile on the date shown below to the United States Patent and
Trademark Office at (571) 273-8300.

 

July 26, 2010 /Stephen Lewellyn/
 

Date Ste hen Lewellyn 

PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136gal

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Sir,

In accordance with the provisions of 37 CFR. § 1 .136(a), it is respectfully requested that

a one-month extension of time be granted in which to respond to the Final Office Action

mailed March 29, 2010, said period of response being extended from June 29, 2010 to

July 29, 2010 in the above-identified application. The appropriate petition fee under 37

CFR 1.17(a)(i) is attached herewith.

Respectfully submitted,

Maxey Law Offices, PLLC

July 26, 2010 /Stephen Lewellyn/
Date:   

Stephen Lewellyn

Registration No. 51,942

13630 58th Street North, Suite 101

Clcarwatcr, Florida 33760
Tel: 727-230-4949

MasterCard, Exh. 1002, p. 95



MasterCard, Exh. 1002, p. 96

 

Electronic Patent Application Fee Transmittal

Filing Date: 17-Oct-2005

Title of Invention: System and method for performing secure credit card purchases

First Named Inventor/Applicant Name: John D'Agostino 

Filer: Stephen James Lewellyn

Filed as Small Entity

Utility under 35 USC 11 1 (a) Filing Fees

Sub-Total in

USD($)Description Fee Code Quantity

Basic Filing:

Claims:
 

Miscellaneous-Filing:

Patent-Appeals—and-Interference: 

Post-Allowance-and-Post-lssuance:

Extension-of—Time:

Extension -1 month with $0 paid 2251 1 65 65
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Sub-Total in

Description Quantity USD($) 

Miscellaneous:

Request for continued examination
  
 

Total in USD (5)
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Electronic Acknowledgement Receipt
 

8085966

Confirmation Number:
 

Title of Invention: System and method for performing secure credit card purchases

 

First Named Inventor/Applicant Name: John D'Agostino

JOHN D'AGOSTINO

5168 NORTHRIDGE ROAD #309

Correspondence Address: —

SARASOTA

US 3058588000

 

Stephen James Lewellyn

Receipt Date: 26-JUL—201 0 

Filing Date: i7-OCT-2005

Application Type: Utility under 35 USC 111(a)

Payment information:

 
Submitted with Payment yes

PaymentType Credit Card 
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Deposit Account 

Authorized User

File Listing: 

Document . . . File Size(Bytes)/
Number Document Description Flle Name Message Digest Part /.zip (if appl.)

125790
253001 _response_0709201 0.Amendment After Final

pdf df928€306d32439408343COCe€021i0b590
6938

Information: 

_ _ . 697473
Request for Continued Examination

(RCE) 253001_RCE_Request.pdf Gfi‘dJOGSie5:794f93508f6I4c891be9a7eb
Furl?

 
Warnings: 

Information: 

65069

I no
4a§bf6d5fe370084a4a0e387069709c7a06%5238

Extension ofTime 2530017time707262010.pdf

Warnings: 

Information:

31447

7811bd I De0d9a2f18cd/l 05e39c1 l050e1 3/1 S
ileeb

Warnings:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

Fee Worksheet (PTO-875) fee-info.pdf

 
New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DOIEOI903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
Ifa new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/R0/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

John D’Agostino Group Art Unit: 4322

Serial No.: 11/252,009 Examiner: Shrestha, Bijendra K

Filed: 10/17/2005 Dkt. No.2 253.001

For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD

PURCHASES
 

CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 1.8:

l hereby certify that this correspondence is being electronically transmitted using EFS-Web, or Deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in
an envelop addressed to : , Commissioner for Patents, PO. Box 1450, Alexandria, VA
22313-1450, or Transmitted by facsimile on the date shown below to the United States Patent and
Trademark Office at (571) 273—8300.

July 26, 2010 /Stephen Lewellvn/
Datc Stc hcn Lcwcllvn 

RESPONSE TO FINAL OFFICE ACTION

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Commissioner:

This paper is submitted in response to the Final Office Action dated March 29,

2010. Reconsideration of the application in View of the following amendments, remarks,

and/or arguments is respectfully requested.

The Applicant respectfully requests the Office to recognize the Power of Attorney

and Change in Address in this pending application that was filed December 10, 2009.

MasterCard, Exh. 1002, p. 100



MasterCard, Exh. 1002, p. 101

Serial No: 11/252,009
Docket No: 253.001

July 26, 2010
Page 2 0f23

AMENDMENT IN THE CLAIMS

1 (Previously Amended). A method of performing secure credit card purchases, said

method comprising:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of a customer’s account that is used to make credit card purchases;

b) supplying said custodial authorizing entity with at least account identification

data of said customer’s account;

c) defining a payment category including at least limiting purchases to a single

merchant for at least one transaction, said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant;

d) designating said payment category thereby designating at least that a

transaction code generated in accordance with said payment category can be used by only

one merchant;

e) generating a transaction code by said custodial authorizing entity, said

transaction code reflecting at least the limits of said designated payment category to make

a purchase within said designated payment category;

1) communicating said transaction code to a merchant to consummate a purchase

with defined purchase parameters;
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Serial No: 11/252,009
Docket No: 253.001

July 26, 2010
Page 3 of23

g) verifying that said defined purchase parameters are Within said designated

payment category; and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase.

2 (canceled).

3 (Previously Presented). The method of claim 1 further comprising the step of

designating said single merchant subsequent to generating said transaction code.

4 (Previously Presented). The method of claim 1 wherein said step of communicating the

transaction code to said merchant to consummate said purchase Within defined purchase

parameters further comprises designation of said single merchant.

5 (canceled).

6 (Previously Amended). The method of claim 1 wherein said step of generating said

transaction code Further comprises said customer obtaining said transaction code.

MasterCard, Exh. 1002, p. 102



MasterCard, Exh. 1002, p. 103

Serial No: 11/252,009
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7 (Previously Presented). The method of claim 1 further comprising obtaining said

authorization for said purchase from the custodial authorizing entity.

8 (Previously Presented). The method of claim 1 further comprising a step of

communicating promotional information of offered subject matter to the customer by the

merchant, pre-determining the purchase parameters of the purchase, and corresponding

said designated payment category to said purchase parameters.

9 (Previously Presented). The method of claim 1 further comprising the merchant

communicating the transaction code to the custodial authorizing entity for verification.

10 (Previously Presented). The method of claim 1 further comprising generating a

transaction code which reflects at least one of a plurality of said payment categories.

11 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include amount parameters for a cost of one

or more purchases.
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12 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include time parameters during Which the

purchase can be completed.

13 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include parameters—permitting—useef th_e

abilig to use said transaction code for a single transaction at a fixed amount for purchase

within a predetermined period of time.

14 (Canceled).

15 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use parameter-s

permit-thig—use-ef—said transaction code for a single transaction at a maximum amount for

purchase within a predetermined period of time.

16 (Currently Amended). The method of claim 15 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—t6

limit—purchases to said single transaction at said maximum amount for purchase within

said predetermined period of time.
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17 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use parametess

permitting—use—eé‘ said transaction code for at least two purchases at a maximum total

amount for items purchased within a predetermined time period.

18 (Currently Amended). The method of claim 17 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said at least two purchases at said maximum total amount for items

purchased within said predetermined time period.

19 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use—parameters

permittmg—use-of: said transaction code for at least two purchases for a repeating

transaction at a fixed amount payable at each of a fixed number of time intervals.

20 (Currently Amended). The method of claim 19 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said repeating transaction at said fixed amount payable at each of said

fixed number of time intervals.
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21 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use—parameters

permirtt-mg—use-et said transaction code for a repeating transaction at a fixed amount

payable at each of an unspecified number of time intervals.

22. (Currently Amended): The method of claim 21 further comprising defining at

least one of said plurality of payment categories to include the ability to limit parameters

te—l-imi-t—purchases to said repeating transaction at said fixed amount payable at each of

said unspecified number of time intervals.

23. (Currently Amended): The method of claim 10 wherein at—least—semeet said

plurality of payment categories further te include at least one of the group consisting of:

a) the ability to use para-meters—permi—tt—i-ng—use—ef said transaction code for

a single transaction at a fixed amount for a purchase Within a predetermined period of

  

time,

b) the ability to use parameters—permitting—use—ertsaid transaction code for

a single transaction at a maximum amount for a purchase Within a predetermined period

oftime,
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c) the ability to useWsaid transaction code for

multiple transactions at a maximum total amount for purchases Within a predetermined

time period,

d) the abilig; to use parmneters—pefmitti-ng—use-fi said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the abilit to use ' ' said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

24. (Currently Amended): The method of claim 10 wherein at—least—semefi said

plurality ofpayment categories further to include at least one of the group consisting of:

a) the abiligg to use parameters—permitting—use—ef‘ said transaction code for a single

transaction at a fixed amount for a purchase,

b) the ability to use paraflieters—permi-tt-ing—use-ef said transaction code for a single

transaction at a maximum amount for a purchase,

0) the abiligg to use—parameters—permitting—use—ef said transaction code for

multiple transactions at a maximum total amount for purchases,
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d) the ability to use parameters—perm-itti—ng—useef said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the ability to use parameters—permittin-g—use—oaf said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

25. (Previously Presented): The method of claim 1 Further comprising generating said

transaction code to further reflect an identification of said single merchant.

26. (Previously Amended): The method of claim 25 further comprising defining said

payment category to include limiting purchases to a limited time interval during Which

said purchase is permitted.

27. (Previously Amended) A method of performing secure credit card purchases, said

method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;

b) designating at least one of a plurality ofpre—defined payment categories

which limit a nature of a subsequent purchases, at least one of said payment categories
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including limiting purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre-established

account and the limits of said selected payment category, and different from said pre—

established account;

d) communicating said transaction code to a merchant to consummate a

purchase Within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

designated payment category; and

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

28. (Previously Amended): A method of performing secure credit card purchases,

said method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;
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b) selecting a predetermined payment category which limits a nature, of a

series of subsequent purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre—established

account and the limits of said selected payment category and different from said pre-

established account;

d) communicating said transaction code to a merchant to consummate a

purchase within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

selected payment category;

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are within said selected payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

29. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to
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said single merchant further comprises limiting said nature of said series of subsequent

purchases to a fixed amount for each of said subsequent purchases.

30. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to

said single merchant further comprises limiting said nature of said series of subsequent

purchases to a maximum total amount for said subsequent purchases.

31. (Previously Presented): The method of claim 28 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

32. (Previously Amended): A method of performing secure credit card purchases,

said method comprising the steps of:

a) identifying a pre-established account that is used to make credit card

purchases;

b) selecting a pre—determined payment category which limits a nature of a

subsequent purchase to a single merchant, said single merchant limitation being included

in said payment category prior to any particular merchant being identified as said single

merchant;
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c) generating a transaction code by a custodial authorizing entity of said

prc-cstablishcd account, said transaction codc associated with at least said pro-established

account and the limits of said selected payment category, and different from said pre-

established account;

d) designating a merchant as said single merchant;

e) communicating said transaction code to said merchant to consummate a

purchase within defined purchase parameters;

1‘) verifying that said defined purchase parameters correspond to said

selected payment category;

g) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said selected payment category and to

authorize payment required to complete the purchase; and

h) associating the purchase with said prc-cstablishcd account.

33. (Previously Presented): The method of claim 32 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

34 (canceled).

35 (canceled).
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36 (canceled).

37 (canceled).

38 (canceled).

39 (canceled).

40 (canceled).

41 (canceled).

42 (canceled).

43 (canceled).
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REMARKS

A. Status of the Claims

Claims l, 3, 4 and 6-43 are pending in the application. By the foregoing

amendment claims 13, 15-24 are amended and claims 14, 34-43 are canceled Without

prej udice.

B. The Claim Objections Are Overcome

5

The Office objected to claim 34 for reciting “. . .credit card account of the issuer.’

By the foregoing amendment, claim 34 is canceled Without prejudice. Accordingly, the

objection should be Withdrawn.

C. The 35 U.S.C. § 112, Second Paragraph, Rejections Are Overcome

Claims 34-43 stand rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for reciting in the preamble “a system for performing secure credit card

transactions”, and the body of the claim not containing any limitations indicating the

structure of the system.

By the foregoing amendment claims 34-43 are canceled Without prejudice.

Accordingly, the rejections are overcome.
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D. The 35 U.S.C. § 112, First Paragraph, Rejections Are Overcome

Claims 13-24, 27, 28, 32 and 34 stand rejected under 35 U.S.C. § 112, first

paragraph, as failing to comply with the written description requirement. This rejection

is respectfully traversed.

1. Claims 13-24

The Office contends the amendment to claims 13-24 filed December 10, 2009

where the phrases “the ability to use” was replaced by “parameters to limit” and where

the phrases “the ability to limit” was replaced by “parameters to limit” with respect to

payment categories are not supported by the specification. Action at pg. 4.

The Applicant respectfully disagrees. The specification describes at paragraph

[034] (emphasis added):

Once the customer's authorization is confirmed, details of the anticipated

transaction are established so as to determine a payment category, and the a

transaction code is issued to the customer. The customer, either directly or

through a representative, can then utilize the transaction code to consummate a

transaction within the defined parameters of the payment category.

Nevertheless, the Applicant has amended claims 13-24 to recite “the ability to use” and

“the ability to limit” in order to expedite prosecution. Accordingly, the rejections have

been overcome.
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2. Claims 27, 28, 32 and 34

The Office Contends the amendment to claims 27, 28, 32 and 34 filed December

10, 2009 where the amendment replaced the phrase “credit-card” account by “pre-

established” account broadens the claim limitation without support in the specification.

Action at pg. 4. This is not correct.

Initially, with reference to originally filed claims 27, 28, 29 and 33, support for

this amendment is clearly found. Further, the there was no antecedent basis for the

recitation of “credit card account”, and the recitation of “account” is clearly in reference

to the recited “pre-established account” in line 2 of claim 27 and line 2 of claim 28. In

view of the foregoing amendment, the rejection is moot with respect to claims 32 and 34.

Accordingly, the rejections have been overcome.

E. The 35 U.S.C. § 103 Rejections Are Overcome

Claims 1, 3-4 and 6-43 stand rejected under 35 U.S.C. § 103(a) as being

unpatentable over US 6,000,832 to Franklin et al. in view of US 2001/0011249 to

Yanagihara et al. further in View of US 5,5000,513 to Langhans et al. This rejection is

respectfully traversed.

1. Claims 1, 3, 4 and 6-26

The Office correctly notes Franklin et al. as modified by Yanagihara et al. does

not teach the recited feature “said single merchant limitation being included in said
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payment category prior to any particular merchant being identified as said single

merchant”. Action at pg. 7. Thc Office contends Langhans ct a1. teaches thc disputed

claimed feature, and asserts “it would be obvious to one of ordinary skill in the art at the

time the invention was made to allow said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant of Franklin et a1. because Langhans et a1. teach that including above features

would enable to control application of certain authorization parameters based [on]

merchant category codes (Langhans et al., column 12, lines 20—23)”. The Office further

contends the disputed claimed feature is taught in Langhans et a1. wherein “Langhans et

at. teach a vendor list features which restrict and consolidate spending to specific

merchants. Based on comparison of vendor data stored in the electronic approved vendor

list and the merchant information transmitted in authorization request, the purchase is

approved or disapproved (Langhans et a1. column 2, lines 45-55). In Fig. 10, steps 128

and 130, Langhans et a1. specifically teach Test 130 determines if a particular vendor is

on an approved vendor list (Langhans et a1, column 7, lines 65-67). Action at pg. 22.

The Applicant respectfiilly disagrees. Initially, it is important to note Langhans et

a1. is directed towards an automated purchasing control system which can be customized

according to a business’s hierarchal structure. Langans et a1. teaches merchant type

category codes for grouping lists of identified and approved vendors to which a

transaction from a specific account can be compared against to determine if the account
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has been authorized to consummate a purchase Within an approved merchant category

code and if the merchant is on an approved vendor list. Langhans et al. is not directed

towards generating a temporary account number on a transactional basis.

Contrary to the Office’s contention, comparing merchant information transmitted

in an authorization reguest against vendor data stored in an approved vendor list and

determining if a particular vendor is on an approved vendor list does not teach a single

merchant limitation being included in a payment category prior to any particular

merchant being identified as said single merchant.

Langhans et al. is clear a vendor must be on an approved vendor list or the

transaction will be declined (col. 2, lines 50—55). 1n order to be included on an approved

vendor list, a vendor must be identified. This is directly opposite to the recited claimed

feature “prior to any particular merchant being identified as said single merchant.”

Moreover, there is nothing in Langhans et al. that teaches a transaction being limited to a

single merchant. The Office cannot consistent with the specification of Langhans et al.

read “an approved vendor list” to mean “a single merchant limitation being included in a

payment category prior to any particular merchant being identified as said single

merchant” as recited by the Applicant’s claim 1.

Franklin et al. requires that a particular merchant for a specific transaction to be

known and identified to generate the transaction code by entering the transaction—specific
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data into a MAC coding unit for generating a transaction account number (column 9,

lines 48-64).

Further, not only does Langhans et al not teach the disputed claim limitation, and

contrary to Office’s assertion, it would n_ot have been obvious to a person of ordinary

skill in the art at the time of the invention to allow said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant of Franklin et al. because Langhans et al. teach that including above

features would enable to control application of certain authorization parameters based on

merchant category codes.

Dispensing with a known and identified merchant for a specific transaction being

entered in to the MAC coding unit to generate a transaction account number in favor of

the claimed said single merchant limitation being included in said payment categog prior

to any particular merchant being identified as said single merchant defies the common
 

sense approach to obviousness set forth in Supreme Courts ruling in KSR Int'l Co. v.

Teleflex, Inc. There is no reason why one of ordinary skill in the art would redesign the

system of Franklin et al. (alone or as modified by Yanagihara et al.) to meet the disputed

limitation and risk jeopardizing the functionality the system was designed to provide: the

ability to generate a code number that is unique to one specific transaction between a

particular customer and a particular merchant. See MPEP 2l 43.0l at 2l00—129
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(modifications are not obvious when they render the prior art unsuitable for its intended

purpose).

Accordingly, for these reasons, claim 1 is patentable over Franklin et al. in view

of Yanagihara et a1. further in View of Langhans et al. Claims 3, 4 and 6-26 depend from

claim 1, and thus are patentable for the same reasons. Reconsideration and withdrawal of

the rejection are respectfully requested.

2. Claim 27

Claim 27 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment categor_'y prior to any particular

merchant being identified as said single merchant.
 

To avoid unnecessary duplication, claim 27 is patentable for same reasons

provided above with respect to claim 1. Thus, reconsideration and withdrawal of the

rejection are respectfully requested.

3. Claims 28-31

Claim 28 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category
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which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 28 is patentable for same reasons

provided above with respect to claim 1. Claims 29-31 dependent from claim 28, and thus

are patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.

4. Claims 32 and 33

Claim 32 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 32 is patentable for same reasons

provided above with respect to claim 1. Claim 33 dependents from claim 32, and thus is

patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.
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F. Conclusion

In View of the foregoing, it is respectfully submitted that each of the pending

claims is in condition for allowance, and a Notice of Allowance is earnestly solicited.

The Examiner is invited to contact the undersigned at (727) 23 0-4949 with any questions,

comments, or suggestions relating to the referenced patent application.

Respectfully submitted,

Maxey Law Offices, PLLC

July 26, 2010 /Stephen Lewellyn/
Date:
  

Stephen Lewellyn

Registration No. 51,942
15500 Roosevelt Blvd, Suite 305

Clearwater, Florida 33760
Tel: 727—230-4949
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

John D’Agostino Group Art Unit: 4322

Serial No.: 11/252,009 Examiner: Shrestha, Bijendra K

Filed: 10/17/2005 Dkt. No.2 253.001

For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD

PURCHASES
 

CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 1.8:

l hereby certify that this correspondence is being electronically transmitted using EFS-Web, or Deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in
an envelop addressed to : , Commissioner for Patents, PO. Box 1450, Alexandria, VA
22313-1450, or Transmitted by facsimile on the date shown below to the United States Patent and
Trademark Office at (571) 273—8300.

July 26, 2010 /Stephen Lewellvn/
Datc Stc hcn Lcwcllvn 

RESPONSE TO FINAL OFFICE ACTION

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Commissioner:

This paper is submitted in response to the Final Office Action dated March 29,

2010. Reconsideration of the application in View of the following amendments, remarks,

and/or arguments is respectfully requested.

The Applicant respectfully requests the Office to recognize the Power of Attorney

and Change in Address in this pending application that was filed December 10, 2009.
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AMENDMENT IN THE CLAIMS

1 (Previously Amended). A method of performing secure credit card purchases, said

method comprising:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of a customer’s account that is used to make credit card purchases;

b) supplying said custodial authorizing entity with at least account identification

data of said customer’s account;

c) defining a payment category including at least limiting purchases to a single

merchant for at least one transaction, said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant;

d) designating said payment category thereby designating at least that a

transaction code generated in accordance with said payment category can be used by only

one merchant;

e) generating a transaction code by said custodial authorizing entity, said

transaction code reflecting at least the limits of said designated payment category to make

a purchase within said designated payment category;

1) communicating said transaction code to a merchant to consummate a purchase

with defined purchase parameters;
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g) verifying that said defined purchase parameters are Within said designated

payment category; and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase.

2 (canceled).

3 (Previously Presented). The method of claim 1 further comprising the step of

designating said single merchant subsequent to generating said transaction code.

4 (Previously Presented). The method of claim 1 wherein said step of communicating the

transaction code to said merchant to consummate said purchase Within defined purchase

parameters further comprises designation of said single merchant.

5 (canceled).

6 (Previously Amended). The method of claim 1 wherein said step of generating said

transaction code Further comprises said customer obtaining said transaction code.
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7 (Previously Presented). The method of claim 1 further comprising obtaining said

authorization for said purchase from the custodial authorizing entity.

8 (Previously Presented). The method of claim 1 further comprising a step of

communicating promotional information of offered subject matter to the customer by the

merchant, pre-determining the purchase parameters of the purchase, and corresponding

said designated payment category to said purchase parameters.

9 (Previously Presented). The method of claim 1 further comprising the merchant

communicating the transaction code to the custodial authorizing entity for verification.

10 (Previously Presented). The method of claim 1 further comprising generating a

transaction code which reflects at least one of a plurality of said payment categories.

11 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include amount parameters for a cost of one

or more purchases.
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12 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include time parameters during Which the

purchase can be completed.

13 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include parameters—permitting—useef th_e

abilig to use said transaction code for a single transaction at a fixed amount for purchase

within a predetermined period of time.

14 (Canceled).

15 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use parameter-s

permit-thig—use-ef—said transaction code for a single transaction at a maximum amount for

purchase within a predetermined period of time.

16 (Currently Amended). The method of claim 15 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—t6

limit—purchases to said single transaction at said maximum amount for purchase within

said predetermined period of time.

MasterCard, Exh. 1002, p. 127



MasterCard, Exh. 1002, p. 128

Serial No: 11/252,009
Docket No: 253.001

July 26, 2010
Page 6 0f23

17 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use parametess

permitting—use—eé‘ said transaction code for at least two purchases at a maximum total

amount for items purchased within a predetermined time period.

18 (Currently Amended). The method of claim 17 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said at least two purchases at said maximum total amount for items

purchased within said predetermined time period.

19 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use—parameters

permittmg—use-of: said transaction code for at least two purchases for a repeating

transaction at a fixed amount payable at each of a fixed number of time intervals.

20 (Currently Amended). The method of claim 19 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said repeating transaction at said fixed amount payable at each of said

fixed number of time intervals.
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21 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use—parameters

permirtt-mg—use-et said transaction code for a repeating transaction at a fixed amount

payable at each of an unspecified number of time intervals.

22. (Currently Amended): The method of claim 21 further comprising defining at

least one of said plurality of payment categories to include the ability to limit parameters

te—l-imi-t—purchases to said repeating transaction at said fixed amount payable at each of

said unspecified number of time intervals.

23. (Currently Amended): The method of claim 10 wherein at—least—semeet said

plurality of payment categories further te include at least one of the group consisting of:

a) the ability to use para-meters—permi—tt—i-ng—use—ef said transaction code for

a single transaction at a fixed amount for a purchase Within a predetermined period of

  

time,

b) the ability to use parameters—permitting—use—ertsaid transaction code for

a single transaction at a maximum amount for a purchase Within a predetermined period

oftime,
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c) the ability to useWsaid transaction code for

multiple transactions at a maximum total amount for purchases Within a predetermined

time period,

d) the abilig; to use parmneters—pefmitti-ng—use-fi said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the abilit to use ' ' said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

24. (Currently Amended): The method of claim 10 wherein at—least—semefi said

plurality ofpayment categories further to include at least one of the group consisting of:

a) the abiligg to use parameters—permitting—use—ef‘ said transaction code for a single

transaction at a fixed amount for a purchase,

b) the ability to use paraflieters—permi-tt-ing—use-ef said transaction code for a single

transaction at a maximum amount for a purchase,

0) the abiligg to use—parameters—permitting—use—ef said transaction code for

multiple transactions at a maximum total amount for purchases,
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d) the ability to use parameters—perm-itti—ng—useef said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the ability to use parameters—permittin-g—use—oaf said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

25. (Previously Presented): The method of claim 1 Further comprising generating said

transaction code to further reflect an identification of said single merchant.

26. (Previously Amended): The method of claim 25 further comprising defining said

payment category to include limiting purchases to a limited time interval during Which

said purchase is permitted.

27. (Previously Amended) A method of performing secure credit card purchases, said

method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;

b) designating at least one of a plurality ofpre—defined payment categories

which limit a nature of a subsequent purchases, at least one of said payment categories
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including limiting purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre-established

account and the limits of said selected payment category, and different from said pre—

established account;

d) communicating said transaction code to a merchant to consummate a

purchase Within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

designated payment category; and

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

28. (Previously Amended): A method of performing secure credit card purchases,

said method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;
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b) selecting a predetermined payment category which limits a nature, of a

series of subsequent purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre—established

account and the limits of said selected payment category and different from said pre-

established account;

d) communicating said transaction code to a merchant to consummate a

purchase within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

selected payment category;

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are within said selected payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

29. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to
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said single merchant further comprises limiting said nature of said series of subsequent

purchases to a fixed amount for each of said subsequent purchases.

30. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to

said single merchant further comprises limiting said nature of said series of subsequent

purchases to a maximum total amount for said subsequent purchases.

31. (Previously Presented): The method of claim 28 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

32. (Previously Amended): A method of performing secure credit card purchases,

said method comprising the steps of:

a) identifying a pre-established account that is used to make credit card

purchases;

b) selecting a pre—determined payment category which limits a nature of a

subsequent purchase to a single merchant, said single merchant limitation being included

in said payment category prior to any particular merchant being identified as said single

merchant;
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c) generating a transaction code by a custodial authorizing entity of said

prc-cstablishcd account, said transaction codc associated with at least said pro-established

account and the limits of said selected payment category, and different from said pre-

established account;

d) designating a merchant as said single merchant;

e) communicating said transaction code to said merchant to consummate a

purchase within defined purchase parameters;

1‘) verifying that said defined purchase parameters correspond to said

selected payment category;

g) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said selected payment category and to

authorize payment required to complete the purchase; and

h) associating the purchase with said prc-cstablishcd account.

33. (Previously Presented): The method of claim 32 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

34 (canceled).

35 (canceled).
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36 (canceled).

37 (canceled).

38 (canceled).

39 (canceled).

40 (canceled).

41 (canceled).

42 (canceled).

43 (canceled).
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REMARKS

A. Status of the Claims

Claims l, 3, 4 and 6-43 are pending in the application. By the foregoing

amendment claims 13, 15-24 are amended and claims 14, 34-43 are canceled Without

prej udice.

B. The Claim Objections Are Overcome

5

The Office objected to claim 34 for reciting “. . .credit card account of the issuer.’

By the foregoing amendment, claim 34 is canceled Without prejudice. Accordingly, the

objection should be Withdrawn.

C. The 35 U.S.C. § 112, Second Paragraph, Rejections Are Overcome

Claims 34-43 stand rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for reciting in the preamble “a system for performing secure credit card

transactions”, and the body of the claim not containing any limitations indicating the

structure of the system.

By the foregoing amendment claims 34-43 are canceled Without prejudice.

Accordingly, the rejections are overcome.
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D. The 35 U.S.C. § 112, First Paragraph, Rejections Are Overcome

Claims 13-24, 27, 28, 32 and 34 stand rejected under 35 U.S.C. § 112, first

paragraph, as failing to comply with the written description requirement. This rejection

is respectfully traversed.

1. Claims 13-24

The Office contends the amendment to claims 13-24 filed December 10, 2009

where the phrases “the ability to use” was replaced by “parameters to limit” and where

the phrases “the ability to limit” was replaced by “parameters to limit” with respect to

payment categories are not supported by the specification. Action at pg. 4.

The Applicant respectfully disagrees. The specification describes at paragraph

[034] (emphasis added):

Once the customer's authorization is confirmed, details of the anticipated

transaction are established so as to determine a payment category, and the a

transaction code is issued to the customer. The customer, either directly or

through a representative, can then utilize the transaction code to consummate a

transaction within the defined parameters of the payment category.

Nevertheless, the Applicant has amended claims 13-24 to recite “the ability to use” and

“the ability to limit” in order to expedite prosecution. Accordingly, the rejections have

been overcome.
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2. Claims 27, 28, 32 and 34

The Office Contends the amendment to claims 27, 28, 32 and 34 filed December

10, 2009 where the amendment replaced the phrase "credit-card" account by "pre-

established" account broadens the claim limitation without support in the specification.

Action at pg. 4. This is not correct.

Initially, with reference to originally filed claims 27, 28, 29 and 33, support for

this amendment is clearly found. Further, the there was no antecedent basis for the

recitation of "credit card account", and the recitation of "account" is clearly in reference

to the recited "pre-established account" in line 2 of claim 27 and line 2 of claim 28. In

view of the foregoing amendment, the rejection is moot with respect to claims 32 and 34.

Accordingly, the rejections have been overcome.

E. The 35 U.S.C. § 103 Rejections Are Overcome

Claims 1,3-4 and 6-43 stand rejected under 35 U.S.C. § 103(a) as being

unpatentable over US 6,000,832 to Franklin et al. in view of US 2001/0011249 to

Yanagihara et al. further in view of US 5,5000,513 to Langhans et al. This rejection is

respectfully traversed.

1. Claims 1, 3, 4 and 6-26

The Office correctly notes Franklin et al. as modified by Yanagihara et al. does

not teach the recited feature "said single merchant limitation being included in said
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payment category prior to any particular merchant being identified as said single

merchant". Action at pg. 7. The Office contends Langhans et ai. teaches the disputed

claimed feature, and asserts "it would be obvious to one of ordinary skill in the art at the

time the invention was made to allow said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant of Franklin et ai. because Langhans et ai. teach that including above features

would enable to control application of certain authorization parameters based [on]

merchant category codes (Langhans et aI., column 12, lines 20-23)". The Office further

contends the disputed claimed feature is taught in Langhans et ai. wherein "Langhans et

at. teach a vendor list features which restrict and consolidate spending to specific

merchants. Based on comparison of vendor data stored in the electronic approved vendor

list and the merchant information transmitted in authorization request, the purchase is

approved or disapproved (Langhans et ai. column 2, lines 45-55). In Fig. 10, steps 128

and 130, Langhans et ai. specifically teach Test 130 determines if a particular vendor is

on an approved vendor list (Langhans et aI., column 7, lines 65-67). Action at pg. 22.

The Applicant respectfully disagrees. Initially, it is important to note Langhans et

ai. is directed towards an automated purchasing control system which can be customized

according to a business's hierarchal structure. Langans et ai. teaches merchant type

category codes for grouping lists of identified and approved vendors to which a

transaction from a specific account can be compared against to determine if the account
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has been authorized to consummate a purchase within an approved merchant category

code and if the merchant is on an approved vendor list. Langhans et al. is not directed

towards generating a temporary account number on a transactional basis.

Contrary to the Office's contention, comparing merchant information transmitted

in an authorization request against vendor data stored in an approved vendor list and

determining if a particular vendor is on an approved vendor list does not teach a single

merchant limitation being included in a payment category prior to any particular

merchant being identified as said single merchant.

Langhans et al. is clear a vendor must be on an approved vendor list or the

transaction will be declined (col. 2, lines 50-55). In order to be included on an approved

vendor list, a vendor must be identified. This is directly opposite to the recited claimed

feature "prior to any particular merchant being identified as said single merchant."

Moreover, there is nothing in Langhans et al. that teaches a transaction being limited to a

single merchant. The Office cannot consistent with the specification of Langhans et al.

read "an approved vendor list" to mean "a single merchant limitation being included in a

payment category prior to any particular merchant being identified as said single

merchant" as recited by the Applicant's claim 1.

Franklin et al. requires that a particular merchant for a specific transaction to be

known and identified to generate the transaction code by entering the transaction-specific

MasterCard, Exh. 1002, p. 141



Serial No: 11/252,009
Docket No: 253.001
July 26, 2010
Page 20 of23

data into a MAC coding unit for generating a transaction account number (column 9,

lines 48-64).

Further, not only does Langhans et al not teach the disputed claim limitation, and

contrary to Office's assertion, it would not have been obvious to a person of ordinary

skill in the art at the time of the invention to allow said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant of Franklin et al. because Langhans et al. teach that including above

features would enable to control application of certain authorization parameters based on

merchant category codes.

Dispensing with a known and identified merchant for a specific transaction being

entered in to the MAC coding unit to generate a transaction account number in favor of

the claimed said single merchant limitation being included in said payment category prior

to any particular merchant being identified as said single merchant defies the common

sense approach to obviousness set forth in Supreme Courts ruling in KSR Int'l Co. v.

Teleflex, Inc. There is no reason why one of ordinary skill in the art would redesign the

system of Franklin et al. (alone or as modified by Yanagihara et al.) to meet the disputed

limitation and risk jeopardizing the functionality the system was designed to provide: the

ability to generate a code number that is unique to one specific transaction between a

particular customer and a particular merchant. See MPEP 2143.01 at 2100-129
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(modifications are not obvious when they render the prior art unsuitable for its intended

purpose).

Accordingly, for these reasons, claim 1 is patentable over Franklin et al. in view

ofYanagihara et al. further in view of Langhans et al. Claims 3, 4 and 6-26 depend from

claim 1, and thus are patentable for the same reasons. Reconsideration and withdrawal of

the rejection are respectfully requested.

2. Claim 27

Claim 27 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 27 is patentable for same reasons

provided above with respect to claim 1. Thus, reconsideration and withdrawal of the

rejection are respectfully requested.

3. Claims 28-31

Claim 28 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category
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which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 28 is patentable for same reasons

provided above with respect to claim 1. Claims 29-31 dependent from claim 28, and thus

are patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.

4. Claims 32 and 33

Claim 32 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 32 is patentable for same reasons

provided above with respect to claim 1. Claim 33 dependents from claim 32, and thus is

patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.
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F. Conclusion

In View of the foregoing, it is respectfully submitted that each of the pending

claims is in condition for allowance, and a Notice of Allowance is earnestly solicited.

The Examiner is invited to contact the undersigned at (727) 23 0-4949 with any questions,

comments, or suggestions relating to the referenced patent application.

Respectfully submitted,

Maxey Law Offices, PLLC

July 26, 2010 /Stephen Lewellyn/
Date:
  

Stephen Lewellyn

Registration No. 51,942
15500 Roosevelt Blvd, Suite 305

Clearwater, Florida 33760
Tel: 727—230-4949
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AMENDMENT IN THE CLAIMS

1 (Previously Amended). A method of performing secure credit card purchases, said

method comprising:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of a customer’s account that is used to make credit card purchases;

b) supplying said custodial authorizing entity with at least account identification

data of said customer’s account;

c) defining a payment category including at least limiting purchases to a single

merchant for at least one transaction, said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant;

d) designating said payment category thereby designating at least that a

transaction code generated in accordance with said payment category can be used by only

one merchant;

e) generating a transaction code by said custodial authorizing entity, said

transaction code reflecting at least the limits of said designated payment category to make

a purchase within said designated payment category;

1) communicating said transaction code to a merchant to consummate a purchase

with defined purchase parameters;
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g) verifying that said defined purchase parameters are Within said designated

payment category; and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase.

2 (canceled).

3 (Previously Presented). The method of claim 1 further comprising the step of

designating said single merchant subsequent to generating said transaction code.

4 (Previously Presented). The method of claim 1 wherein said step of communicating the

transaction code to said merchant to consummate said purchase Within defined purchase

parameters further comprises designation of said single merchant.

5 (canceled).

6 (Previously Amended). The method of claim 1 wherein said step of generating said

transaction code Further comprises said customer obtaining said transaction code.
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7 (Previously Presented). The method of claim 1 further comprising obtaining said

authorization for said purchase from the custodial authorizing entity.

8 (Previously Presented). The method of claim 1 further comprising a step of

communicating promotional information of offered subject matter to the customer by the

merchant, pre-determining the purchase parameters of the purchase, and corresponding

said designated payment category to said purchase parameters.

9 (Previously Presented). The method of claim 1 further comprising the merchant

communicating the transaction code to the custodial authorizing entity for verification.

10 (Previously Presented). The method of claim 1 further comprising generating a

transaction code which reflects at least one of a plurality of said payment categories.

11 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include amount parameters for a cost of one

or more purchases.
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12 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include time parameters during Which the

purchase can be completed.

13 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include parameters—permitting—useef th_e

abilig to use said transaction code for a single transaction at a fixed amount for purchase

within a predetermined period of time.

14 (Canceled).

15 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use parameter-s

permit-thig—use-ef—said transaction code for a single transaction at a maximum amount for

purchase within a predetermined period of time.

16 (Currently Amended). The method of claim 15 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—t6

limit—purchases to said single transaction at said maximum amount for purchase within

said predetermined period of time.
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17 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use parametess

permitting—use—eé‘ said transaction code for at least two purchases at a maximum total

amount for items purchased within a predetermined time period.

18 (Currently Amended). The method of claim 17 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said at least two purchases at said maximum total amount for items

purchased within said predetermined time period.

19 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use—parameters

permittmg—use-of: said transaction code for at least two purchases for a repeating

transaction at a fixed amount payable at each of a fixed number of time intervals.

20 (Currently Amended). The method of claim 19 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said repeating transaction at said fixed amount payable at each of said

fixed number of time intervals.
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21 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use—parameters

permirtt-mg—use-et said transaction code for a repeating transaction at a fixed amount

payable at each of an unspecified number of time intervals.

22. (Currently Amended): The method of claim 21 further comprising defining at

least one of said plurality of payment categories to include the ability to limit parameters

te—l-imi-t—purchases to said repeating transaction at said fixed amount payable at each of

said unspecified number of time intervals.

23. (Currently Amended): The method of claim 10 wherein at—least—semeet said

plurality of payment categories further te include at least one of the group consisting of:

a) the ability to use para-meters—permi—tt—i-ng—use—ef said transaction code for

a single transaction at a fixed amount for a purchase Within a predetermined period of

  

time,

b) the ability to use parameters—permitting—use—ertsaid transaction code for

a single transaction at a maximum amount for a purchase Within a predetermined period

oftime,
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c) the ability to useWsaid transaction code for

multiple transactions at a maximum total amount for purchases Within a predetermined

time period,

d) the abilig; to use parmneters—pefmitti-ng—use-fi said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the abilit to use ' ' said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

24. (Currently Amended): The method of claim 10 wherein at—least—semefi said

plurality ofpayment categories further to include at least one of the group consisting of:

a) the abiligg to use parameters—permitting—use—ef‘ said transaction code for a single

transaction at a fixed amount for a purchase,

b) the ability to use paraflieters—permi-tt-ing—use-ef said transaction code for a single

transaction at a maximum amount for a purchase,

0) the abiligg to use—parameters—permitting—use—ef said transaction code for

multiple transactions at a maximum total amount for purchases,
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d) the ability to use parameters—perm-itti—ng—useef said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the ability to use parameters—permittin-g—use—oaf said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

25. (Previously Presented): The method of claim 1 Further comprising generating said

transaction code to further reflect an identification of said single merchant.

26. (Previously Amended): The method of claim 25 further comprising defining said

payment category to include limiting purchases to a limited time interval during Which

said purchase is permitted.

27. (Previously Amended) A method of performing secure credit card purchases, said

method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;

b) designating at least one of a plurality ofpre—defined payment categories

which limit a nature of a subsequent purchases, at least one of said payment categories
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including limiting purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre-established

account and the limits of said selected payment category, and different from said pre—

established account;

d) communicating said transaction code to a merchant to consummate a

purchase Within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

designated payment category; and

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

28. (Previously Amended): A method of performing secure credit card purchases,

said method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;
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b) selecting a predetermined payment category which limits a nature, of a

series of subsequent purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre—established

account and the limits of said selected payment category and different from said pre-

established account;

d) communicating said transaction code to a merchant to consummate a

purchase within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

selected payment category;

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are within said selected payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

29. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to
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said single merchant further comprises limiting said nature of said series of subsequent

purchases to a fixed amount for each of said subsequent purchases.

30. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to

said single merchant further comprises limiting said nature of said series of subsequent

purchases to a maximum total amount for said subsequent purchases.

31. (Previously Presented): The method of claim 28 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

32. (Previously Amended): A method of performing secure credit card purchases,

said method comprising the steps of:

a) identifying a pre-established account that is used to make credit card

purchases;

b) selecting a pre—determined payment category which limits a nature of a

subsequent purchase to a single merchant, said single merchant limitation being included

in said payment category prior to any particular merchant being identified as said single

merchant;
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c) generating a transaction code by a custodial authorizing entity of said

prc-cstablishcd account, said transaction codc associated with at least said pro-established

account and the limits of said selected payment category, and different from said pre-

established account;

d) designating a merchant as said single merchant;

e) communicating said transaction code to said merchant to consummate a

purchase within defined purchase parameters;

1‘) verifying that said defined purchase parameters correspond to said

selected payment category;

g) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said selected payment category and to

authorize payment required to complete the purchase; and

h) associating the purchase with said prc-cstablishcd account.

33. (Previously Presented): The method of claim 32 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

34 (canceled).

35 (canceled).
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36 (canceled).

37 (canceled).

38 (canceled).

39 (canceled).

40 (canceled).

41 (canceled).

42 (canceled).

43 (canceled).
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REMARKS

A. Status of the Claims

Claims l, 3, 4 and 6-43 are pending in the application. By the foregoing

amendment claims 13, 15-24 are amended and claims 14, 34-43 are canceled Without

prej udice.

B. The Claim Objections Are Overcome

5

The Office objected to claim 34 for reciting “. . .credit card account of the issuer.’

By the foregoing amendment, claim 34 is canceled Without prejudice. Accordingly, the

objection should be Withdrawn.

C. The 35 U.S.C. § 112, Second Paragraph, Rejections Are Overcome

Claims 34-43 stand rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for reciting in the preamble “a system for performing secure credit card

transactions”, and the body of the claim not containing any limitations indicating the

structure of the system.

By the foregoing amendment claims 34-43 are canceled Without prejudice.

Accordingly, the rejections are overcome.
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D. The 35 U.S.C. § 112, First Paragraph, Rejections Are Overcome

Claims 13-24, 27, 28, 32 and 34 stand rejected under 35 U.S.C. § 112, first

paragraph, as failing to comply with the written description requirement. This rejection

is respectfully traversed.

1. Claims 13-24

The Office contends the amendment to claims 13-24 filed December 10, 2009

where the phrases “the ability to use” was replaced by “parameters to limit” and where

the phrases “the ability to limit” was replaced by “parameters to limit” with respect to

payment categories are not supported by the specification. Action at pg. 4.

The Applicant respectfully disagrees. The specification describes at paragraph

[034] (emphasis added):

Once the customer's authorization is confirmed, details of the anticipated

transaction are established so as to determine a payment category, and the a

transaction code is issued to the customer. The customer, either directly or

through a representative, can then utilize the transaction code to consummate a

transaction within the defined parameters of the payment category.

Nevertheless, the Applicant has amended claims 13-24 to recite “the ability to use” and

“the ability to limit” in order to expedite prosecution. Accordingly, the rejections have

been overcome.
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2. Claims 27, 28, 32 and 34

The Office Contends the amendment to claims 27, 28, 32 and 34 filed December

10, 2009 where the amendment replaced the phrase “credit-card” account by “pre-

established” account broadens the claim limitation without support in the specification.

Action at pg. 4. This is not correct.

Initially, with reference to originally filed claims 27, 28, 29 and 33, support for

this amendment is clearly found. Further, the there was no antecedent basis for the

recitation of “credit card account”, and the recitation of “account” is clearly in reference

to the recited “pre-established account” in line 2 of claim 27 and line 2 of claim 28. In

view of the foregoing amendment, the rejection is moot with respect to claims 32 and 34.

Accordingly, the rejections have been overcome.

E. The 35 U.S.C. § 103 Rejections Are Overcome

Claims 1, 3-4 and 6-43 stand rejected under 35 U.S.C. § 103(a) as being

unpatentable over US 6,000,832 to Franklin et al. in view of US 2001/0011249 to

Yanagihara et al. further in View of US 5,5000,513 to Langhans et al. This rejection is

respectfully traversed.

1. Claims 1, 3, 4 and 6-26

The Office correctly notes Franklin et al. as modified by Yanagihara et al. does

not teach the recited feature “said single merchant limitation being included in said
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payment category prior to any particular merchant being identified as said single

merchant”. Action at pg. 7. Thc Office contends Langhans ct a1. teaches thc disputed

claimed feature, and asserts “it would be obvious to one of ordinary skill in the art at the

time the invention was made to allow said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant of Franklin et a1. because Langhans et a1. teach that including above features

would enable to control application of certain authorization parameters based [on]

merchant category codes (Langhans et al., column 12, lines 20—23)”. The Office further

contends the disputed claimed feature is taught in Langhans et a1. wherein “Langhans et

at. teach a vendor list features which restrict and consolidate spending to specific

merchants. Based on comparison of vendor data stored in the electronic approved vendor

list and the merchant information transmitted in authorization request, the purchase is

approved or disapproved (Langhans et a1. column 2, lines 45-55). In Fig. 10, steps 128

and 130, Langhans et a1. specifically teach Test 130 determines if a particular vendor is

on an approved vendor list (Langhans et a1, column 7, lines 65-67). Action at pg. 22.

The Applicant respectfiilly disagrees. Initially, it is important to note Langhans et

a1. is directed towards an automated purchasing control system which can be customized

according to a business’s hierarchal structure. Langans et a1. teaches merchant type

category codes for grouping lists of identified and approved vendors to which a

transaction from a specific account can be compared against to determine if the account
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has been authorized to consummate a purchase Within an approved merchant category

code and if the merchant is on an approved vendor list. Langhans et al. is not directed

towards generating a temporary account number on a transactional basis.

Contrary to the Office’s contention, comparing merchant information transmitted

in an authorization reguest against vendor data stored in an approved vendor list and

determining if a particular vendor is on an approved vendor list does not teach a single

merchant limitation being included in a payment category prior to any particular

merchant being identified as said single merchant.

Langhans et al. is clear a vendor must be on an approved vendor list or the

transaction will be declined (col. 2, lines 50—55). 1n order to be included on an approved

vendor list, a vendor must be identified. This is directly opposite to the recited claimed

feature “prior to any particular merchant being identified as said single merchant.”

Moreover, there is nothing in Langhans et al. that teaches a transaction being limited to a

single merchant. The Office cannot consistent with the specification of Langhans et al.

read “an approved vendor list” to mean “a single merchant limitation being included in a

payment category prior to any particular merchant being identified as said single

merchant” as recited by the Applicant’s claim 1.

Franklin et al. requires that a particular merchant for a specific transaction to be

known and identified to generate the transaction code by entering the transaction—specific
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data into a MAC coding unit for generating a transaction account number (column 9,

lines 48-64).

Further, not only does Langhans et al not teach the disputed claim limitation, and

contrary to Office’s assertion, it would n_ot have been obvious to a person of ordinary

skill in the art at the time of the invention to allow said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant of Franklin et al. because Langhans et al. teach that including above

features would enable to control application of certain authorization parameters based on

merchant category codes.

Dispensing with a known and identified merchant for a specific transaction being

entered in to the MAC coding unit to generate a transaction account number in favor of

the claimed said single merchant limitation being included in said payment categog prior

to any particular merchant being identified as said single merchant defies the common
 

sense approach to obviousness set forth in Supreme Courts ruling in KSR Int'l Co. v.

Teleflex, Inc. There is no reason why one of ordinary skill in the art would redesign the

system of Franklin et al. (alone or as modified by Yanagihara et al.) to meet the disputed

limitation and risk jeopardizing the functionality the system was designed to provide: the

ability to generate a code number that is unique to one specific transaction between a

particular customer and a particular merchant. See MPEP 2l 43.0l at 2l00—129
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(modifications are not obvious when they render the prior art unsuitable for its intended

purpose).

Accordingly, for these reasons, claim 1 is patentable over Franklin et al. in view

of Yanagihara et a1. further in View of Langhans et al. Claims 3, 4 and 6-26 depend from

claim 1, and thus are patentable for the same reasons. Reconsideration and withdrawal of

the rejection are respectfully requested.

2. Claim 27

Claim 27 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment categor_'y prior to any particular

merchant being identified as said single merchant.
 

To avoid unnecessary duplication, claim 27 is patentable for same reasons

provided above with respect to claim 1. Thus, reconsideration and withdrawal of the

rejection are respectfully requested.

3. Claims 28-31

Claim 28 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category
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which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 28 is patentable for same reasons

provided above with respect to claim 1. Claims 29-31 dependent from claim 28, and thus

are patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.

4. Claims 32 and 33

Claim 32 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 32 is patentable for same reasons

provided above with respect to claim 1. Claim 33 dependents from claim 32, and thus is

patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.
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F. Conclusion

In View of the foregoing, it is respectfully submitted that each of the pending

claims is in condition for allowance, and a Notice of Allowance is earnestly solicited.

The Examiner is invited to contact the undersigned at (727) 23 0-4949 with any questions,

comments, or suggestions relating to the referenced patent application.

Respectfully submitted,

Maxey Law Offices, PLLC

July 26, 2010 /Stephen Lewellyn/
Date:
  

Stephen Lewellyn

Registration No. 51,942
15500 Roosevelt Blvd, Suite 305

Clearwater, Florida 33760
Tel: 727—230-4949
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AMENDMENT IN THE CLAIMS

1 (Previously Amended). A method of performing secure credit card purchases, said

method comprising:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of a customer’s account that is used to make credit card purchases;

b) supplying said custodial authorizing entity with at least account identification

data of said customer’s account;

c) defining a payment category including at least limiting purchases to a single

merchant for at least one transaction, said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant;

d) designating said payment category thereby designating at least that a

transaction code generated in accordance with said payment category can be used by only

one merchant;

e) generating a transaction code by said custodial authorizing entity, said

transaction code reflecting at least the limits of said designated payment category to make

a purchase within said designated payment category;

1) communicating said transaction code to a merchant to consummate a purchase

with defined purchase parameters;

MasterCard, Exh. 1002, p. 170



MasterCard, Exh. 1002, p. 171

Serial No: 11/252,009
Docket No: 253.001

July 26, 2010
Page 3 of23

g) verifying that said defined purchase parameters are Within said designated

payment category; and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase.

2 (canceled).

3 (Previously Presented). The method of claim 1 further comprising the step of

designating said single merchant subsequent to generating said transaction code.

4 (Previously Presented). The method of claim 1 wherein said step of communicating the

transaction code to said merchant to consummate said purchase Within defined purchase

parameters further comprises designation of said single merchant.

5 (canceled).

6 (Previously Amended). The method of claim 1 wherein said step of generating said

transaction code Further comprises said customer obtaining said transaction code.
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7 (Previously Presented). The method of claim 1 further comprising obtaining said

authorization for said purchase from the custodial authorizing entity.

8 (Previously Presented). The method of claim 1 further comprising a step of

communicating promotional information of offered subject matter to the customer by the

merchant, pre-determining the purchase parameters of the purchase, and corresponding

said designated payment category to said purchase parameters.

9 (Previously Presented). The method of claim 1 further comprising the merchant

communicating the transaction code to the custodial authorizing entity for verification.

10 (Previously Presented). The method of claim 1 further comprising generating a

transaction code which reflects at least one of a plurality of said payment categories.

11 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include amount parameters for a cost of one

or more purchases.
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12 (Previously Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include time parameters during Which the

purchase can be completed.

13 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include parameters—permitting—useef th_e

abilig to use said transaction code for a single transaction at a fixed amount for purchase

within a predetermined period of time.

14 (Canceled).

15 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use parameter-s

permit-thig—use-ef—said transaction code for a single transaction at a maximum amount for

purchase within a predetermined period of time.

16 (Currently Amended). The method of claim 15 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—t6

limit—purchases to said single transaction at said maximum amount for purchase within

said predetermined period of time.
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17 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use parametess

permitting—use—eé‘ said transaction code for at least two purchases at a maximum total

amount for items purchased within a predetermined time period.

18 (Currently Amended). The method of claim 17 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said at least two purchases at said maximum total amount for items

purchased within said predetermined time period.

19 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality of payment categories to include the ability to use—parameters

permittmg—use-of: said transaction code for at least two purchases for a repeating

transaction at a fixed amount payable at each of a fixed number of time intervals.

20 (Currently Amended). The method of claim 19 further comprising defining at least

one of said plurality ofpayment categories to include the ability to limit parameters—to

limit—purchases to said repeating transaction at said fixed amount payable at each of said

fixed number of time intervals.
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21 (Currently Amended). The method of claim 10 further comprising defining at least

one of said plurality ofpayment categories to include the ability to use—parameters

permirtt-mg—use-et said transaction code for a repeating transaction at a fixed amount

payable at each of an unspecified number of time intervals.

22. (Currently Amended): The method of claim 21 further comprising defining at

least one of said plurality of payment categories to include the ability to limit parameters

te—l-imi-t—purchases to said repeating transaction at said fixed amount payable at each of

said unspecified number of time intervals.

23. (Currently Amended): The method of claim 10 wherein at—least—semeet said

plurality of payment categories further te include at least one of the group consisting of:

a) the ability to use para-meters—permi—tt—i-ng—use—ef said transaction code for

a single transaction at a fixed amount for a purchase Within a predetermined period of

  

time,

b) the ability to use parameters—permitting—use—ertsaid transaction code for

a single transaction at a maximum amount for a purchase Within a predetermined period

oftime,
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c) the ability to useWsaid transaction code for

multiple transactions at a maximum total amount for purchases Within a predetermined

time period,

d) the abilig; to use parmneters—pefmitti-ng—use-fi said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the abilit to use ' ' said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

24. (Currently Amended): The method of claim 10 wherein at—least—semefi said

plurality ofpayment categories further to include at least one of the group consisting of:

a) the abiligg to use parameters—permitting—use—ef‘ said transaction code for a single

transaction at a fixed amount for a purchase,

b) the ability to use paraflieters—permi-tt-ing—use-ef said transaction code for a single

transaction at a maximum amount for a purchase,

0) the abiligg to use—parameters—permitting—use—ef said transaction code for

multiple transactions at a maximum total amount for purchases,
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d) the ability to use parameters—perm-itti—ng—useef said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) the ability to use parameters—permittin-g—use—oaf said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

25. (Previously Presented): The method of claim 1 Further comprising generating said

transaction code to further reflect an identification of said single merchant.

26. (Previously Amended): The method of claim 25 further comprising defining said

payment category to include limiting purchases to a limited time interval during Which

said purchase is permitted.

27. (Previously Amended) A method of performing secure credit card purchases, said

method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;

b) designating at least one of a plurality ofpre—defined payment categories

which limit a nature of a subsequent purchases, at least one of said payment categories
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including limiting purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre-established

account and the limits of said selected payment category, and different from said pre—

established account;

d) communicating said transaction code to a merchant to consummate a

purchase Within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

designated payment category; and

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said designated payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

28. (Previously Amended): A method of performing secure credit card purchases,

said method comprising:

a) identifying a pre-established account that is used to make credit card

purchases;
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b) selecting a predetermined payment category which limits a nature, of a

series of subsequent purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated with at least said pre—established

account and the limits of said selected payment category and different from said pre-

established account;

d) communicating said transaction code to a merchant to consummate a

purchase within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

selected payment category;

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are within said selected payment category and to

authorize payment required to complete the purchase; and

g) associating the purchase with said pre-established account.

29. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to

MasterCard, Exh. 1002, p. 179



MasterCard, Exh. 1002, p. 180

Serial No: 11/252,009
Docket No: 253.001

July 26, 2010
Page 12 of 23

said single merchant further comprises limiting said nature of said series of subsequent

purchases to a fixed amount for each of said subsequent purchases.

30. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to

said single merchant further comprises limiting said nature of said series of subsequent

purchases to a maximum total amount for said subsequent purchases.

31. (Previously Presented): The method of claim 28 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

32. (Previously Amended): A method of performing secure credit card purchases,

said method comprising the steps of:

a) identifying a pre-established account that is used to make credit card

purchases;

b) selecting a pre—determined payment category which limits a nature of a

subsequent purchase to a single merchant, said single merchant limitation being included

in said payment category prior to any particular merchant being identified as said single

merchant;
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c) generating a transaction code by a custodial authorizing entity of said

prc-cstablishcd account, said transaction codc associated with at least said pro-established

account and the limits of said selected payment category, and different from said pre-

established account;

d) designating a merchant as said single merchant;

e) communicating said transaction code to said merchant to consummate a

purchase within defined purchase parameters;

1‘) verifying that said defined purchase parameters correspond to said

selected payment category;

g) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said selected payment category and to

authorize payment required to complete the purchase; and

h) associating the purchase with said prc-cstablishcd account.

33. (Previously Presented): The method of claim 32 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

34 (canceled).

35 (canceled).
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36 (canceled).

37 (canceled).

38 (canceled).

39 (canceled).

40 (canceled).

41 (canceled).

42 (canceled).

43 (canceled).
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REMARKS

A. Status of the Claims

Claims l, 3, 4 and 6-43 are pending in the application. By the foregoing

amendment claims 13, 15-24 are amended and claims 14, 34-43 are canceled Without

prej udice.

B. The Claim Objections Are Overcome

5

The Office objected to claim 34 for reciting “. . .credit card account of the issuer.’

By the foregoing amendment, claim 34 is canceled Without prejudice. Accordingly, the

objection should be Withdrawn.

C. The 35 U.S.C. § 112, Second Paragraph, Rejections Are Overcome

Claims 34-43 stand rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for reciting in the preamble “a system for performing secure credit card

transactions”, and the body of the claim not containing any limitations indicating the

structure of the system.

By the foregoing amendment claims 34-43 are canceled Without prejudice.

Accordingly, the rejections are overcome.
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D. The 35 U.S.C. § 112, First Paragraph, Rejections Are Overcome

Claims 13-24, 27, 28, 32 and 34 stand rejected under 35 U.S.C. § 112, first

paragraph, as failing to comply with the written description requirement. This rejection

is respectfully traversed.

1. Claims 13-24

The Office contends the amendment to claims 13-24 filed December 10, 2009

where the phrases “the ability to use” was replaced by “parameters to limit” and where

the phrases “the ability to limit” was replaced by “parameters to limit” with respect to

payment categories are not supported by the specification. Action at pg. 4.

The Applicant respectfully disagrees. The specification describes at paragraph

[034] (emphasis added):

Once the customer's authorization is confirmed, details of the anticipated

transaction are established so as to determine a payment category, and the a

transaction code is issued to the customer. The customer, either directly or

through a representative, can then utilize the transaction code to consummate a

transaction within the defined parameters of the payment category.

Nevertheless, the Applicant has amended claims 13-24 to recite “the ability to use” and

“the ability to limit” in order to expedite prosecution. Accordingly, the rejections have

been overcome.
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2. Claims 27, 28, 32 and 34

The Office Contends the amendment to claims 27, 28, 32 and 34 filed December

10, 2009 where the amendment replaced the phrase “credit-card” account by “pre-

established” account broadens the claim limitation without support in the specification.

Action at pg. 4. This is not correct.

Initially, with reference to originally filed claims 27, 28, 29 and 33, support for

this amendment is clearly found. Further, the there was no antecedent basis for the

recitation of “credit card account”, and the recitation of “account” is clearly in reference

to the recited “pre-established account” in line 2 of claim 27 and line 2 of claim 28. In

view of the foregoing amendment, the rejection is moot with respect to claims 32 and 34.

Accordingly, the rejections have been overcome.

E. The 35 U.S.C. § 103 Rejections Are Overcome

Claims 1, 3-4 and 6-43 stand rejected under 35 U.S.C. § 103(a) as being

unpatentable over US 6,000,832 to Franklin et al. in view of US 2001/0011249 to

Yanagihara et al. further in View of US 5,5000,513 to Langhans et al. This rejection is

respectfully traversed.

1. Claims 1, 3, 4 and 6-26

The Office correctly notes Franklin et al. as modified by Yanagihara et al. does

not teach the recited feature “said single merchant limitation being included in said
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payment category prior to any particular merchant being identified as said single

merchant”. Action at pg. 7. Thc Office contends Langhans ct a1. teaches thc disputed

claimed feature, and asserts “it would be obvious to one of ordinary skill in the art at the

time the invention was made to allow said single merchant limitation being included in

said payment category prior to any particular merchant being identified as said single

merchant of Franklin et a1. because Langhans et a1. teach that including above features

would enable to control application of certain authorization parameters based [on]

merchant category codes (Langhans et al., column 12, lines 20—23)”. The Office further

contends the disputed claimed feature is taught in Langhans et a1. wherein “Langhans et

at. teach a vendor list features which restrict and consolidate spending to specific

merchants. Based on comparison of vendor data stored in the electronic approved vendor

list and the merchant information transmitted in authorization request, the purchase is

approved or disapproved (Langhans et a1. column 2, lines 45-55). In Fig. 10, steps 128

and 130, Langhans et a1. specifically teach Test 130 determines if a particular vendor is

on an approved vendor list (Langhans et a1, column 7, lines 65-67). Action at pg. 22.

The Applicant respectfiilly disagrees. Initially, it is important to note Langhans et

a1. is directed towards an automated purchasing control system which can be customized

according to a business’s hierarchal structure. Langans et a1. teaches merchant type

category codes for grouping lists of identified and approved vendors to which a

transaction from a specific account can be compared against to determine if the account
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has been authorized to consummate a purchase Within an approved merchant category

code and if the merchant is on an approved vendor list. Langhans et al. is not directed

towards generating a temporary account number on a transactional basis.

Contrary to the Office’s contention, comparing merchant information transmitted

in an authorization reguest against vendor data stored in an approved vendor list and

determining if a particular vendor is on an approved vendor list does not teach a single

merchant limitation being included in a payment category prior to any particular

merchant being identified as said single merchant.

Langhans et al. is clear a vendor must be on an approved vendor list or the

transaction will be declined (col. 2, lines 50—55). 1n order to be included on an approved

vendor list, a vendor must be identified. This is directly opposite to the recited claimed

feature “prior to any particular merchant being identified as said single merchant.”

Moreover, there is nothing in Langhans et al. that teaches a transaction being limited to a

single merchant. The Office cannot consistent with the specification of Langhans et al.

read “an approved vendor list” to mean “a single merchant limitation being included in a

payment category prior to any particular merchant being identified as said single

merchant” as recited by the Applicant’s claim 1.

Franklin et al. requires that a particular merchant for a specific transaction to be

known and identified to generate the transaction code by entering the transaction—specific
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data into a MAC coding unit for generating a transaction account number (column 9,

lines 48-64).

Further, not only does Langhans et al not teach the disputed claim limitation, and

contrary to Office’s assertion, it would n_ot have been obvious to a person of ordinary

skill in the art at the time of the invention to allow said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant of Franklin et al. because Langhans et al. teach that including above

features would enable to control application of certain authorization parameters based on

merchant category codes.

Dispensing with a known and identified merchant for a specific transaction being

entered in to the MAC coding unit to generate a transaction account number in favor of

the claimed said single merchant limitation being included in said payment categog prior

to any particular merchant being identified as said single merchant defies the common
 

sense approach to obviousness set forth in Supreme Courts ruling in KSR Int'l Co. v.

Teleflex, Inc. There is no reason why one of ordinary skill in the art would redesign the

system of Franklin et al. (alone or as modified by Yanagihara et al.) to meet the disputed

limitation and risk jeopardizing the functionality the system was designed to provide: the

ability to generate a code number that is unique to one specific transaction between a

particular customer and a particular merchant. See MPEP 2l 43.0l at 2l00—129
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(modifications are not obvious when they render the prior art unsuitable for its intended

purpose).

Accordingly, for these reasons, claim 1 is patentable over Franklin et al. in view

of Yanagihara et a1. further in View of Langhans et al. Claims 3, 4 and 6-26 depend from

claim 1, and thus are patentable for the same reasons. Reconsideration and withdrawal of

the rejection are respectfully requested.

2. Claim 27

Claim 27 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment categor_'y prior to any particular

merchant being identified as said single merchant.
 

To avoid unnecessary duplication, claim 27 is patentable for same reasons

provided above with respect to claim 1. Thus, reconsideration and withdrawal of the

rejection are respectfully requested.

3. Claims 28-31

Claim 28 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category
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which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 28 is patentable for same reasons

provided above with respect to claim 1. Claims 29-31 dependent from claim 28, and thus

are patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.

4. Claims 32 and 33

Claim 32 is directed towards a method of performing secure credit card

purchases. The selecting step includes selecting a predetermined payment category

which limits a nature, of a series of subsequent purchases to a single merchant, said

single merchant limitation being included in said payment category prior to any particular
 

merchant being identified as said single merchant.

To avoid unnecessary duplication, claim 32 is patentable for same reasons

provided above with respect to claim 1. Claim 33 dependents from claim 32, and thus is

patentable for the same reasons. Reconsideration and withdrawal of the rejection are

respectfully requested.
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F. Conclusion

In View of the foregoing, it is respectfully submitted that each of the pending

claims is in condition for allowance, and a Notice of Allowance is earnestly solicited.

The Examiner is invited to contact the undersigned at (727) 23 0-4949 with any questions,

comments, or suggestions relating to the referenced patent application.

Respectfully submitted,

Maxey Law Offices, PLLC

July 26, 2010 /Stephen Lewellyn/
Date:
  

Stephen Lewellyn

Registration No. 51,942
15500 Roosevelt Blvd, Suite 305

Clearwater, Florida 33760
Tel: 727—230-4949
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DETAILED ACTION

Claims 1-43 are presented for examination. Applicant filed an amendment on

12/10/2009 amending claims 1, 6, 11-24, ,26-28, 32 and 34, and canceling claims 2 and

5. After careful consideration of applicant’s amendments and arguments, new ground

of rejections of claims necessitated by applicant amendments has been established in

the instant application as set forth in detail below. Applicant's arguments with respect to

claims have been considered but are moot in view of the new ground(s) of rejection.

Information Disclosure Statement

Applicant is respectfully requested to cite the references relevant to the instant

application so that the Examiner can review it in limited available time.

Claim Objections

Claim 34 objected to because of the following informalities: part c) of body of

claim 34 recites “ ....credit card account of the issuer”. Examiner interprets the phrase

as “ credit card account of the usef'. Appropriate correction is required.

Claim Rejections - 35 USC § 112

1. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and
distinctly claiming the subject matter which the applicant regards as his invention.
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2. Claims 34-43 are rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for failing to particularly point out and distinctly claim the subject matter which

applicant regards as the invention.

In particular, claim 34 recites in the preamble “a system for performing secure

credit card purchases”, the body of the claim does not contain any limitations indicating

the structure of the system. A system or an apparatus claim should always claim the

structure or the hardware that performs the function.

Applicant provided the response that “custodial authorizing entity” as

processing computer or like applicable hardware for generation of an exclusive

transaction code” as described in specification at paragraph [013]) “would not cure the

impending rejection under 35 USC § 112, Second Paragraph.

Applicant’s claimed limitations consists system claim with a body of claim written

as set of method steps for carrying out the process. It is not clear if the claim is method

or a system. Appropriate correction is required.

Examiner interpreted the claims 34-43 as a method claim for the prosecution of

the application.

Claim Rejections - 35 USC § 112

3. The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall
set forth the best mode contemplated by the inventor of carrying out his invention.
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4. Claims 13-24, 27—28, 32 and 34 are rejected under 35 U.S.C. 112, first

paragraph, as failing to comply with the written description requirement. The claim(s)

contains subject matter which was not described in the specification in such a way as to

reasonably convey to one skilled in the relevant art that the inventor(s), at the time the

application was filed, had possession of the claimed invention.

5. As per claims 13-24, applicant amendment include replacement of phrases “the

ability to use" by "parameters permitting use of" and “the ability to limit” by “parameters

to limit" with respect to payment categories. The specification do not describe payment

categories parameters; it rather describes 'plurality of payment categories ......... variety

of methods for accomplishing payment for fixed transactions, multiple transactions

and/or a repeated transactions" (page 6, lines 8—11). Applicant is requested cite a

portion of specification where claimed descriptions are made in response to this office

action.

Examiner interprets “parameters of payment categories” as “using one of plurality

of payment categories” for prosecution of this application.

6. As per claims 27-28, 32 and 34, applicant amendments include replacement of

phrase “credit-card" account by “pre-established” account broadening the claim

limitation without support in the specification. The written description specifically submits

that “transaction code is to be used in substitution for specific credit card number....

which would normally identify a customer’s credit card account... “ (page 15, lines 5-

8). Appropriate correction is required.
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Examiner interprets pre-established account as pre-established credit card

account for prosecution of this application.

Claim Rejections - 35 USC § 103

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

8. Claims 1, 3-4, 6-43 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Franklin et al., US. Patent No. 6,000,832 (reference A in attached PTO-892) in

view of Yanagihara et al. US. Pub No. 2001/0011249 (reference B in attached PTO—

892) further in view of Langhans et al., U.S. Patent No. 5,500,513 (reference C in

attached PTO-892).

9. As per claim 1, Franklin et al. teach a method of performing secure credit card

purchases, said method comprising:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of customer's account that is used to make credit card purchases

(see Fig. 1; Issuing Bank (26) connected to customer (22) and merchant (24) connected

by Internet (34); column 4, lines 3-9; where commerce card is issued by credit card

companies or card sponsoring companies);
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b) supplying said custodial authorizing entity with at least account identification

data of said customer account (see Fig. 4; Fig. 7);

c) defining a payment category including at least limiting purchases to a single

merchant for at least one transaction (see column 9, lines 52-55); where code specific

to a merchant is generated by the software supplied by the issuing bank installed on

customer computer as described in column 2, lines 18-37) ;

d) designating said payment category thereby designating at least that a

transaction code generated in accordance with said payment category can be used by

only one merchant (see column 2, lines 27-37; where code generated include merchant

ID);

e) generating a transaction code by said custodial authorizing entity, said

transaction code reflecting at least the limits of said designated payment category to

make a purchase within said designated payment category (see column 2, lines 17-21;

where transaction code is obtained from a computer using customer account number

and private key and software modules supplied by the issuing bank).

f) communicating said transaction code to a merchant to consummate a

purchase with defined purchase parameters (see Fig. 3; column 5, lines 41-58);

g) verifying that said defined purchase parameters are within said designated

payment category (see column 5, lines 59-67 to column 6, lines 1-12); and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are within said designated payment category and to

authorize payment required to complete the purchase (see column 12, lines 27-48).
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Franklin et al. teach generating a transaction code with transaction specific data

(see Fig. 4; Transaction Specific Data which include good identification; column 9, lines

40-43) and but do not teach predefining and associating with the payment categories.

Yanagihara et al. teach predefining and associating the transaction code with the

payment categories (see Fig. 2: Fig. 4; paragraph [0019]

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow predefining and associating the transaction code with the

payment categories of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates

purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., paragraph [0019]).

Franklin et al. do not teach said single merchant limitation being included in said

payment categ0[y prior to any particular merchant being identified as said single

merchant.

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant (Langhans et al., column 11, lines 65—67 to column 12, lines 1—7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Langhans et al. teach that including above features
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would enable to control application of certain authorization parameters based merchant

category codes (Langhans et al., column 12, lines 20-23).

10. As per claim 3, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method comprising step of designating said single merchant subsequent to generating

said transaction code (see Fig. 4; transaction specific data that include merchant

identification).

11. As per claim 4, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method wherein

step of communicating the transaction code to said merchant to consummate

said purchase within defined purchase parameters further comprises designation of said

single merchant (see Fig. 4; column 9, lines 18-30; column 49-58).

12. As per claim 6, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method wherein

said step of generating said transaction code further comprises said customer

obtaining said transaction code (see column 3, lines 21-37; where transaction code is

obtained from a computer using customer account number and private key and software

modules supplied by the issuing bank).
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13. As per claim 7, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method comprising

obtaining said authorization for said purchase from the custodial authorizing

entity (see column 5, lines 59—67).

14. As per claim 8, Franklin et al. in view of Yanagihara et aI. further in view of

Langhans et al. further in view of Langhans et al. teach claim 1 as described above.

Franklin et al. further teaches the method comprising

a step of communicating promotional information of offered subject matter to the

customer by the merchant, pre-determining the purchase parameters of the purchase,

and corresponding said designated payment category to said purchase parameters (see

column 9, lines 12-30; where customer surf the web for purchasing; Examiner notes that

customer have access to promotional information of the offered subject matter in the

web or merchant website).

15. As per claim 9, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method comprising

the merchant communicating the transaction code to the custodial authorizing

entity for verification (see Fig. 7).

16. As per claims 10—14, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above.

MasterCard, Exh. 1002, p. 202



MasterCard, Exh. 1002, p. 203

Application/Control Number: 11/252,009 Page 10

Art Unit: 3691

Franklin et al. further teach the method comprising generating a transaction code

which reflects at least one of a plurality of said payment categories that include amount

parameters for a cost of one or more purchases, time parameters during which the

purchase can be completed, parameters permitting use of said transaction code for a

single transaction at a fixed amount for purchase within a predetermined period of time,

parameters to limit purchases to said single transaction at said fixed amount for

purchase within said predetermined period oftime (see Fig. 4, column 2, lines 30-32;

column 9, lines 49-58; column 10, lines 52-65; where transaction code include single

purchase for specific amount for specific finite time period ).

17. As per claims 15—24, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 10 as described above.

Franklin et al. do not teach parameters permitting or limiting a) use of transaction

code for a single transaction at a fixed or maximum amount for a purchase within a

predetermined period oftime, 0) use said transaction code for multiple transactions at a

fixed or maximum total amount for purchases within a predetermined time period, cl) the

ability to use said transaction code for a repeating transaction at a fixed amount for

purchases payable at each of a fixed number oftime intervals, and e) use said

transaction code for a repeating transaction at a fixed amount for purchases payable at

each of an unspecified number of time intervals.

Yanagihara et al. teach storing a restrictive condition for withdrawal of amount

from the money card and application of the predetermined condition during withdrawal

of the money from the card (Yanagihara et al., Fig. 2, Payment Condition (209) and
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Transaction Record (210); paragraph [0005], [0006] and 0019]; the Examiner notes any

above preconditions in claims 5-15 and 19-26 can be set in Payment Condition (209) in

Fig. 2).

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the

time the invention was made to allow storing a restrictive condition for withdrawal of

amount from the money card and application of the predetermined condition during

withdrawal of the money from the card of Franklin et al. because Yanagihara et al. teach

that including above features would enable user to use usage identification code which

indicates purpose of use (Yanagihara et al., paragraph [0019]).

18. As per claim 25, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above.

Franklin et al. further teaches the method comprising generating said transaction

code to further reflect an identification of said single merchant (see Fig. 4, column 9,

lines 43, 52-55).

19. As per claim 26, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 25 as described above. Franklin et al. further teaches the

method defining said payment category to include limiting purchases to a limited time

interval during which said purchase authorization is permitted (column 10, lines 52-65).

20. As per claim 27-28, Franklin et al. teach a method of performing secure credit

card purchases, said method comprising

MasterCard, Exh. 1002, p. 204



MasterCard, Exh. 1002, p. 205

Application/Control Number: 11/252,009 Page 12

Art Unit: 3691

a) identifying a pre-established account that is used to make credit card

purchases; b) designating at least one of a plurality payment categories which limit a

nature of a subsequent purchases, at least one of said payment categories including at

least including limiting purchases to a single merchant (see column 2, lines 9-21;

column 4, lines 3—9; where commerce card is issued by credit card companies or card

sponsoring companies; column 9, lines 49-58; where code number include merchant

specific code for particular merchant );

c) generating a transaction code by a custodial authorizing of said pre-

established account, said transaction code associated with at least said pre-established

credit card account and the limits of said selected payment category, and different from

said pre-established credit card account (see Fig. 4, column 2, lines 22-35);

d) communicating said transaction code to a merchant to consummate a

purchase within defined purchase parameters (see column 2, lines 35-38);

e) verifying that said defined purchase parameters correspond to said designated

payment category (see column 2, lines 47-64); and

f) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are within said designated payment category and

complete the purchase (see column 2, lines 65-67 to column 3, lines 1-6); and

g) associating the purchase with said pre-established credit card account (see

column 12, lines 34-43).
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Franklin teaches generating a transaction code with transaction specific data

(see Fig. 4; Transaction Specific Data which include good identification; column 9, lines

40-43) and but do not teach predefining and associating with the payment categories.

Yanagihara et al. teach predefining and associating the transaction code with the

payment categories (see Fig. 2: Fig. 4; paragraph [0019]

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow predefining and associating the transaction code with the

payment categories of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates

purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., paragraph [0019]).

Franklin et al. do not teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant.

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant (Langhans et al., column 11, lines 65—67 to column 12, lines 1—7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Langhans et al. teach that including above features
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would enable to control application of certain authorization parameters based merchant

category codes (Langhans et al., column 12, lines 20-23).

21. As per claims 29-30, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 28 as described above.

Franklin et al. do not teach restriction on purchases based on pre-selected

payment categories.

Yanagihara et al. teach restriction on purchases based on payment categories

such that it limits nature of subsequent purchases in terms of amount (Yanagihara,

paragraphs [0006], [0021]).

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the

time the invention was made to allow storing a restrictive condition for withdrawal of

amount from the money card and application of the predetermined condition during

withdrawal of the money from the card of Franklin et al. because Yanagihara et al. teach

that including above features would enable user to use usage identification code which

indicates purpose of use (Yanagihara et al., paragraph [0019]).

22. As per claim 31, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 28 as described above. Franklin et al. further teaches the

method wherein

said step of verifying that said defined purchase parameters correspond to said

selected payment category further identifies said merchant as said single merchant (see

Fig. 4, column 9, lines 43, 52—55).
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23. As per claim 32, Franklin et al. teach a method of performing secure card

purchases, said method comprising:

a) identifying a pre-established credit card account that can be used to make

credit card purchases (see column 2, lines 9-21); column 4, lines 3-9; where commerce

card is issued by credit card companies or card sponsoring companies);

b) selecting a payment category which limits a nature of a subsequent purchase

to single merchant (see Fig. 4, column 9, lines 43, 52-55); where code specific to a

merchant is generated by the software supplied by the issuing bank installed on

customer computer as described in column 2, lines 18-37);

c) generating a transaction code by a custodial authorizing entity of said pre-

established credit card account, said transaction code associated with at least said

credit card account and the limits of said selected payment category, and different from

said pre-established credit card account (see column 2, lines 17-21; where transaction

code is obtained from a computer using customer account number and private key and

software modules supplied by the issuing bank;);

d) designating a merchant as said single merchant (see Fig. 4; column 9, lines

52—55);

e) communicating said transaction code to said merchant to consummate a

purchase within defined purchase parameters (see column 2, lines 35-38);

f) verifying that said defined purchase parameters correspond to said selected

payment category (see column 2, lines 47-64);
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9) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are within said selected payment category and to

authorize payment required to complete the purchase (see column 2, lines 65-67 to

column 3, lines 1-6); and

h) associating the purchase with said pre-established credit card account (see

column 12, lines 34—43).

Franklin teaches generating a transaction code with transaction specific data (see Fig.

4; Transaction Specific Data which include good identification; column 9, lines 40—43)

and but do not teach predefining and associating with the payment categories.

Yanagihara et al. teach predefining and associating the transaction code with the

payment categories (see Fig. 2: Fig. 4; paragraph [0019]

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow predefining and associating the transaction code with the

payment categories of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates

purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., paragraph [0019]).

Franklin et al. do not teach said single merchant limitation being included in said

payment categoEy prior to any particular merchant being identified as said single

merchant.

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

MasterCard, Exh. 1002, p. 209



MasterCard, Exh. 1002, p. 210

Application/Control Number: 11/252,009 Page 17

Art Unit: 3691

merchant (Langhans et al., column 11, lines 65—67 to column 12, lines 1—7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Langhans et al. teach that including above features

would enable to control application of certain authorization parameters based merchant

category codes (Langhans et al., column 12, lines 20-23).

24. As per claim 33, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 32 as described above. Franklin et al. further teaches the

method wherein said step of verifying that said defined purchase parameters

correspond to said selected payment category further identifies said merchant as said

single merchant (see column 2, lines 50-64).

25. As per claim 34, Franklin et al. teach a system for performing secure credit_card

purchases (see Fig. 1) comprising:

a) a custodial authorizing entity, said custodial authorizing entity structured to

maintain a pre-established account that is used to make credit card purchases for at

least one user (see Fig. 1, Issuing Bank (26); column 2, lines 8-11); column 4, lines 3-9;

where commerce card is issued by credit card companies or card sponsoring

companies);
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b) said custodial authorizing entity further structured to define at least one

payment category available for selection by a customer, said payment category

structured to limit at least one subsequent transaction to a single merchant (see column

2, lines 11-21);

c) said custodial authorizing entity further structured to generate a transaction

code associated with at least the limits of said payment category selected by the

customer and said credit card account of the user, said transaction code being different

from said pre-established credit card account (see Fig. 4-6; column 2, lines 22-35;

where transaction code is obtained from a computer using customer account number

and private key and software modules supplied by the issuing bank);

d) said custodial authorizing entity further structured to receive said transaction

code and designated purchase parameters associated with a purchase from a

merchant, and to verify that said designated purchase parameters correspond to said

selected payment category (see Fig. 7; column 2, lines 47-64); and

e) said custodial authorizing entity structured to provide the merchant with

authorization for said purchase that confirms at least that said designated purchase

parameters correspond to said selected payment category so that said purchase may

be consummated by the merchant (see Fig. 7; column 2, lines 65-67 to column 3, lines

1—6).

Franklin et al. do not teach said single merchant limitation being included in said

payment categom prior to any particular merchant being identified as said single

merchant.

MasterCard, Exh. 1002, p. 211



MasterCard, Exh. 1002, p. 212

Application/Control Number: 11/252,009 Page 19

Art Unit: 3691

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant (Langhans et al., column 11, lines 65-67 to column 12, lines 1-7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Langhans et al. teach that including above features

would enable to control application of certain authorization parameters based merchant

category codes (Langhans et al., column 12, lines 20-23).

26. As per claim 35, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above. Franklin et al. further teaches the

system wherein

said single merchant is identified upon selection of said payment category and is

associated with said transaction code (see column 9, lines 40-43; where merchant

identification identifies the merchant).

27. As per claim 36, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above. Franklin et al. further teaches the

system wherein

said custodial authorizing entity is structured to designate a first merchant to

provide said transaction code for verification as said single merchant (see column 2,
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lines 18-21; 27-31; where software module supplied by issuing bank generates codes

number in digits for customer specific data such as merchant identification).

28. As per claim 37, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 36 as described above. Franklin et al. further teaches the

system wherein

said custodial authorizing entity is structured to designate said first merchant as

said single merchant for subsequent transactions utilizing said transaction code

(Examiner interprets that custodial authority supplied software generates identification

code for merchant and subsequent transaction could be transacted with the given code

for the merchant).

29. As per claim 38-42, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above.

Franklin et al. do not teach defining said payment category as a specific

maximum dollar amount.

Yanagihara et al. teach defining said payment category as a specific maximum

dollar amount (see paragraph [0019]).

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the

time the invention was made to allow defining said payment category as a specific

maximum dollar amount of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates

purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., Fig. 2; paragraph [0019]).
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30. As per claim 43, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above. Franklin et al. further teaches the

system wherein

said payment category is further structured to limit said at least one subsequent

transaction to a predetermined time period (see column 10, lines 52-65).

Response to Arguments

New ground of rejections of claims necessitated by applicant amendments has

been established in the instant application. Applicant's arguments with respect to claims

have been considered but are moot in view of the new ground(s) of rejection.

Nonobviousness cannot be established by attacking the references individually,

when the rejection is predicated upon a combination of prior art disclosures. See In re

Merck & Co., 800 F.2d 1091, 1097 (Fed. Cir.1986). Here, the Appellant has attacked

the references individually, when rejection was made using a combination of Franklin et

al., Yanagihara et al. and Langhans et al.

As per claims1, 27-28 and 32, Examiner respectfully disagrees that Langhans et

al. fail to teach or suggest the claimed feature of single merchant limitation being

included in payment category prior to any particular merchant being identified as a said

single merchant, Langhans et al. teach vendor list features which restrict and

consolidate spending to specific merchants. Based on comparison of vendor data

stored in the an electronic approved vendor list and the merchant information

transmitted in authorization request, the purchase is approved or disapproved
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(Langhans et al., column 2, lines 45-55). In Fig. 10, steps 128 and 130, Langhans et al.

specifically teach Test 130 determines if particular vendor is on an approved vendor list

(Langhans et al. , column 7, lines 65-67). Franklin et al. teach inserting specific

merchant specific ID of transaction specific data in transaction code generated by

computer using software provided by an issuing bank (column 2, lines 26-32). The

vendor list provided would not identify which one of them will be used for purchase of an

item. The transaction code with specific merchant ID limits a transaction to a single

merchant from plurality of merchants provided by the vendor list of Langhans et al..

Therefore, Franklin et al. in combination with Langhans et al. overcomes the applicant

argument.

As per claims 3-4, 31 and 33, Franklin et al. teach step of communicating the

transaction code specific to one transaction to a merchant to consummate a purchase

within defined purchase parameters with transaction specific data comprising single

identified merchant ID as shown in Fig. 4 (Franklin et al., column 2, lines 22-38; column

9, lines 18-58). Franklin et al. furtherteach generating transaction code using

designated particular merchant ID of particular merchant of visited website with help

wizard software invoked by a button U54 which automatically collect transaction specific

data (Franklin et al., 9, lines 40-58). The applicant argument that Franklin et al. is based

on the merchant being identified before transaction code has been generated is

immaterial to recitation of claim 4. It is noted that the features upon which applicant

argument is based are not recited in the rejected claim(s). Although the claims are

interpreted in light of the specification, limitations from the specification are not read into
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the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993).

Examiner further notes that applicant specification submits “ customer contacts

custodial authorizing entity.... provides additional information ....include the identification

of the merchant or merchants involved...” prior to generating a transaction code (see

page 13, lines 6-12; page 14, lines 1-9; page 15, lines 2-15).

Conclusion

31. Applicant's amendment necessitated the new ground(s) of rejection presented in

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP

§ 706.07(a). Applicant is reminded of the extension oftime policy as set forth in 37

CFR1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE

MONTHS from the mailing date of this action. In the event a first reply is filed within

TWO MONTHS of the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTH shortened statutory period, then the

shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of

the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the date of this final action.
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The prior art made of record and not relied upon is considered pertinent to

applicant’s disclosures. The following are pertinent to current invention, though not

relied upon:

Benson et al. (U.S. Patent No. 5,845,281) teach method and system for

managing a data object so as to comply with predetermined conditions for usage.

Demoff et al. (U.S. Patent No. 6,456,984) teach method and system for

providing temporary credit authorizations.

Fleming (U.S. Patent No. 5,953,710) teaches children’s credit or debit card

system.

Foladare et al. (U.S. Patent No. 5,914,472) teach credit card spending

authorization control system.

Franco (U.S. Patent No. 4,893,330) teaches method and apparatus for restricting

credit card communication calls.

Kravitz (U.S. Patent No. 6,029,150) teaches payment and transactions in

electronic commerce system.

Walker et al. (U.S. Patent No. 6,163,771) teach method and device for

generating a single use financial account number.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Bijendra K. Shrestha whose telephone number is

(571 )270—1374. The examiner can normally be reached on 7:00AM—4:30PM (Monday-

Friday); 2nd Friday OFF.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Alexander Kalinowski can be reached on (571) 272-6771. The fax phone

number for the organization where this application or proceeding is assigned is 571-

273-8300.

Information regarding the status of an application may be obtained from the

PatentApplication Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Alexander Kalinowski/

Supervisory Patent Examiner, Art Unit 3691

IBijendra K. Shrestha/
Examiner, Art Unit 3691
03/20/2010
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Date Stephen Lewellyn
 

RESPONSE TO NON-FINAL OFFICE ACTION

Commissioner for Patents

PO. Box 1450

Alexandria, VA 223l3—l450

Commissioner:

This paper is submitted in response to the non—final office action dated

06/10/2009. A petition for a 3-month extension of time is filed concurrently herewith.

Reconsideration of the application in View of the following amendments, remarks, and/or

arguments is respectfully requested.
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AMENDMENT IN THE CLAIMS

1. (Currently Amended): A method of performing secure credit card purchases, said

method comprising:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of a customer’s account that earl—be i_s used to make credit card

purchases;

b) supplying the Mcustodial authorizing entity With at least account

identification data of said customer’s account;

c) defining a payment category including at least theability—te—li—mit limiting

purchases to a single merchant for at least one transaction, said single merchant limitation

being included in said payment category prior to any particular merchant being identified

as said single merchant;

d) dcsignating said payment category thercby designating at least that a

transaction code generated in accordance with said payment category can be used by only

one merchant;

e) generating a transaction code by said custodial authorizing entity: said

transaction code reflecting at least the limits of said designated payment category and—the

ability-to make a purchase Within said designated payment category;

1‘) communicating the said transaction code to a merchant to consummate a
 

purchase with define defined purchase parameters;
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g) verifying that said defined purchase parameters are Within said designated

payment category; and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are Within said designated payment category and t_o

authorize payment reguired to complete the purchase.

2. (Canceled):

3. (Previously Presented): The method of claim 1 further comprising the step of

designating said single merchant subsequent to generating said transaction code.

4. (Previously Presented): The method of claim 1 wherein said step of

communicating the transaction code to said merchant to consummate said purchase

within defined purchase parameters further comprises designation of said single

merchant.

5. (Canceled):
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6. (Currently Amended): The method of claim 1 wherein said step of generating said

transaction code further comprises said customer generating obtaining said transaction

code.

7. (Previously Presented): The method of claim 1 further comprising obtaining said

authorization for said purchase from the custodial authorizing entity.

8. (Previously Presented): The method of claim 1 Further comprising a step of

communicating promotional information of offered subject matter to the customer by the

merchant, pre-determining the purchase parameters of the purchase, and corresponding

said designated payment category to said purchase parameters.

9. (Previously Presented): The method of claim 1 further comprising the merchant

communicating the transaction code to the custodial authorizing entity for verification.

10. (Previously Presented): The method of claim 1 further comprising generating a

transaction code which reflects at least one of a plurality of said payment categories.
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11. (Currently Amended): The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include thaabirl-it-the—elesi-gnate amount

parameters for a cost of one or more purchases.

12. (Currently Amended): The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include thaability—te—designatatime

parameters during which the purchase can be completed.

13. (Currently Amended): The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include parameters permitting use of

thaalaility—te—use said transaction code for a single transaction at a fixed amount for

purchase within a predetermined period of time.

14. (Currently Amended): The method of claim 13 further comprising defining at

least one of said plurality of payment categories to include parameters to limit purchases

to said single transaction at said fixed amount for purchase Within said predetermined

period of time.

l5. (Currently Amended): The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include the-abilit-yhte—use-parameters
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permitting use of said transaction code for a single transaction at a maximum amount for

purchase within a predetermined period of timc.

16. (Currently Amended): The method of claim 15 further comprising defining at

least one of said plurality of payment categories to include theabfitt—y—te—h—mfi parameters

to limit purchases to said single transaction at said maximum amount for purchase within

said predetermined period of time.

17. (Currently Amended): The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include theability—to—use parameters

permitting use of said transaction code for at least two purchases at a maximum total

amount for items purchased within a predetermined time period.

18. (Currently Amended): The method of claim 17 further comprising defining at

least one of said plurality of payment categories to include the—abilit-the—l-i-mi-t—parameters

to limit purchases to said at least two purchases at said maximum total amount for items

purchased within said predetermined time period.

l9. (Currently Amended): The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include the-abilit—yhte—use parameters
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permitting use of said transaction code for at least two purchases for a repeating

transaction at a fixed amount payable at each of a fixed number of time intervals.

20. (Currently Amended): The method of claim 19 further comprising defining at

least one of said plurality of payment categories to include theabirl-tt—y—te—h-mfirt parameters

to limit purchases to said repeating transaction at said fixed amount payable at each of

said fixed number of time intervals.

21. (Currently Amended): The method of claim 10 further comprising defining at

least one of said plurality of payment categories to include theability—to—useparameters

permitting use of said transaction code for a repeating transaction at a fixed amount

payable at each of an unspecified number of time intervals.

22. (Currently Amended): The method of claim 21 further comprising defining at

least one of said plurality of payment categories to include the—abilit-yhte—l-i-mi-t—parameters

to limit purchases to said repeating transaction at said fixed amount payable at each of

said unspecified number of time intervals.

23. (Currently Amended): The method of claim 10 wherein at—least—some—of said

  
plurality ofpayment categories further to include at least one of the group consisting of:
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a) theabil—i-ty—te—use parameters permitting use of said transaction code for

a single transaction at a fixed amount for a purchase Within a predetermined period of

time,

b) the—abilit-the—use parameters permitting use of said transaction code for

a single transaction at a maximum amount for a purchase Within a predetermined period

of time,

c) theabili—ty—te—use parameters permitting use of said transaction code for

multiple transactions at a maximum total amount for purchases Within a predetermined

time period,

d) theabihty—te—ase parameters permitting use of said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) theabili-t—the—use—paramcters permitting use of said transaction code for
 

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

24. (Currently Amended): The method of claim 10 wherein at—least—seme—e£ said

plurality ofpayment categories further to include at least one of the group consisting of:

a) t-he—aba—l-Ifir—te—use parameters permitting use of said transaction code for a single

transaction at a fixed amount for a purchase,
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b) theabil—ity—te—use parameters permitting use of said transaction code for

a singlc transaction at a maximum amount for a purchase,

c) theabili—ty—te—useparameters permitting use of said transaction code for

multiple transactions at a maximum total amount for purchases,

d) theabil-i-ty—te—use parameters permitting use of said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of a fixed number

of time intervals, and

e) theabi-l-it—tho—Hseparameters permitting use of said transaction code for

a repeating transaction at a fixed amount for purchases payable at each of an unspecified

number of time intervals.

25. (Previously Presented): The method of claim 1 further comprising generating said

transaction code to furthcr rcflcct an idcntification of said singlc mcrchant.

26. (Currently Amended): The method of claim 25 further comprising defining said

payment category to include the-abilit—the-l-im-it- limiting purchases to a limited time

interval during which said purchase authorization—is permitted. valid:

27. (Currently Amended) A method of performing secure credit card purchases, said

method comprising:
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a) identifying a pre-established account that can—beg used to make credit

card purchases;

b) designating at least one of a plurality of pre-defined payment categories

which limit a nature of a subsequent purchases, at least one of said payment categories

including at—least—theabfl-i-ty—te—hmfi limiting purchases to a single merchant, said single

merchant limitation being included in said payment category prior to any particular

merchant being identified as said single merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre-established account, said transaction code associated With at least said credit—card pre-
 

established account and the limits of said selected payment category, and different from

said credit—card pre-established account;

d) communicating said transaction code to a merchant to consummate a

purchase Within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

designated payment category; and

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are Within said designated payment category and Q

authorize payment reguired to complete the purchase; and

g) associating the purchase with said credit—Gard Dre—established account.
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28. (Currently Amended): A method of performing secure credit card purchases, said

method comprising:

a) identifying a pre-established account that earl—beg used to make credit

card purchases;

b) selecting a predetermined payment category which limits a nature, of a

series of subsequent purchases to a single merchant, said single merchant limitation being

included in said payment category prior to any particular merchant being identified as

said single merchant;

c) generating a transaction code by a custodial authorizing entity of said
 

pre—established account, said transaction code associated with at least said eredit—eard 1%

established account and the limits of said selected payment category and different from

said credit—eard— pre—established account;

d) communicating said transaction code to a merchant to consummate a

purchase within defined purchase parameters;

e) verifying that said defined purchase parameters correspond to said

selected payment category;

f) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are within said selected payment category and t_o

authorize payment reguired to complete the purchase; and

g) associating the purchase with said ered-it—eard— pre-established account.
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29. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to

said single merchant further comprises limiting said nature of said series of subsequent

purchases to a fixed amount for each of said subsequent purchases.

30. (Previously Presented): The method of claim 28 wherein said step of selecting

said payment category which limits said nature of said series of subsequent purchases to

said single merchant further comprises limiting said nature of said series of subsequent

purchases to a maximum total amount for said subsequent purchases.

31. (Previously Presented): The method of claim 28 wherein said step of verifying

that said defined purchase paramcters corrcspond to said selected paymcnt catcgory

further identifies said merchant as said single merchant.

32. (Currently Amended): A method of performing secure credit card purchases, said

method comprising the steps of:

a) identifying a pre-established account that can—beg used to make credit

card purchases;
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b) selecting a pre—determined payment category which limits a nature of a

subsequent purchase to a single merchant, said single merchant limitation being included

in said payment category prior to any particular merchant being identified as said single

merchant;

c) generating a transaction code by a custodial authorizing entity of said

pre—established account, said transaction code associated with at least said credit—eardfl

established account and the limits of said selected payment category, and different from

said credit—Gard pre—established account;

d) designating a merchant as said single merchant;

e) communicating said transaction code to said merchant to consummate a

purchase within defined purchase parameters;

1) verifying that said defined purchase parameters correspond to said

selected payment category;

g) providing authorization for said purchase so as to confirm at least that

said defined purchase parameters are within said selected payment category and t_o

authorize payment reguired to complete the purchase; and

h) associating the purchase with said credit—card pre-established account.
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33. (Previously Presented): The method of claim 32 wherein said step of verifying

that said defined purchase parameters correspond to said selected payment category

further identifies said merchant as said single merchant.

34. (Currently Amended): A system for performing secure credit card purchases

comprising:

a) a custodial authorizing entity, said custodial authorizing entity

structured to maintain a pre-established account that earl—beg used to make credit card

purchases for at least one user;

b) said custodial authorizing entity further structured to define at least one

payment category available for selection by a customer, said payment category structured

to limit at least one subsequent transaction to a single merchant, said single merchant

limitation being included in said payment category prior to any particular merchant being

identified as said single merchant;

c) said custodial authorizing entity further structured to issue generate a

transaction code associated with at least the limits of said payment category selected by

the customer and said credit card account of the issure issuer, said transaction code being
 

different from said ered-it—eard pre-established account;

d) said custodial authorizing entity further structures structured to receive

said transaction code and designated purchase parameters associated With a purchase
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from a merchant, and to verify that said designated purchase parameters correspond to

said selected payment category; and

c) said custodial authorizing entity structures structured to provide the

merchant with authorization for said purchase that confirms at least that said designated

purchase parameters correspond to said selected payment category so that said purchase

may be consummated by the merchant.

35. (Canceled):

36. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 34 wherein said custodial authorizing entity is structured to designate a

first merchant to provide said transaction code for verification as said single merchant.

37. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 36 wherein said custodial authorizing entity is structured to designate

said first merchant as said single merchant for subsequent transactions utilizing said

transaction code.
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38. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 34 wherein said payment category is further structured to limit said at

least one subsequent transaction to a specified dollar amount.

39. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 38 wherein said payment category is further structured to limit each of a

plurality of subsequent transactions to said specified dollar amount.

40. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 39 wherein said custodial authorizing entity is structured to designate a

dollar amount of a first transaction associated with said transaction code and having said

designated purchase parameters that correspond to remaining parameters of said selected

payment category, as said specified dollar amount.

41. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 38 wherein said specified dollar amount is defined upon selection of said

payment category and is associated with said transaction code.
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42. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 34 wherein said payment category is further structured to limit said at

least one subsequent transaction to a maximum dollar amount.

43. (Previously Presented): A system for performing secure credit card purchases as

recited in claim 34 wherein said payment category is further structured to limit said at

least one subsequent transaction to a predetermined time period.
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REMARKS

A. Status of the Claims

Claims 1-43 are currently pending and stand rejected in this application. By the

foregoing amendment, claims 1, 11-24, 26, 27, 28, 32 and 34 are amended, and claims 2,

5 and 35 are canceled Without prejudice.

B. The Non-statutory Double Patenting Rejection is Overcome

Claims l—43 stand rejected on the ground of non—statutory double patenting over

claims 1-16 ofUS. Pat. No. 6,324,526. This rejection is respectfully traversed.

A terminal disclaimer in compliance with 37 CPR. § 1.321(0) or 37 CPR. §

1.321(d) over US. Pat. No. 6,324,526 was timely filed in prior correspondence received

by the Office on September 7, 2007. Accordingly, reconsideration and withdrawal of this

rcj cction arc rcspcctfially rcqucsted. Should the Office maintain this rejection, the

Applicant respectfully requests the Office to point out with specificity sufficient for a

proper reply of why the terminal disclaimer filed September 7, 2007 does not overcome

this rejection.

C. Claims 1-33 Are Directed Towards Statutory Subject Matter

Claims l—33 stand rejected under 35 U.S.C. § lOl as being directed to

nonstatutory subject matter. This rejection is respectfully traversed.
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The Office asserts the claimed method steps could simply be performed by mental

process alone and are not statutory. This is not correct.

First, contrary to the Office’s assertion, the claimed method cannot simply be

performed by a mental process alone because the claimed method it is directly tied to

systems utilized consummating purchases using purchasing accounts, i.e. purchasing

cards. The claimed method involves banking and merchant infrastructures that include

computing systems for maintaining and issuing purchasing cards, point of sale terminals,

communication links between merchants, banking institutions, and consumers, etc.

Clearly, the processes involved in issuing purchasing cards, maintaining purchasing

accounts, and consummating purchases using purchasing cards cannot be performed by a

mental process alone.

To further clarify the claimed method, by the forgoing amendment, claims 1—26

have been amended to recite generating a transaction code by said custodial authorizing
 

my, and claims 27-33 have been amended to recite generating a transaction codem

custodial authorizing entity. The specification describes a “custodial authorizing entity”

as including sufficient facilities, preferably including a processing computer or the like

applicable hardware for the generation of an exclusive transaction code. Specification at

paragraph [013].

“The Supreme Court has defined the term “machine” as “a concrete thing,

MasterCard, Exh. 1002, p. 242



MasterCard, Exh. 1002, p. 243

Serial No: 11/252,009
Docket No: 253.001

December 10, 2009
Page 20 of 31

consisting of parts, or of certain devices and combination of devices.” Burr V. Duryee, 68

US. (1 Wall.) 531, 570 (1863). This “includes cvcry mechanical device or combination

of mechanical powers and devices to perform some function and produce a certain effect

or result.” Corning v. Burden, 56 U.S. 252, 267 (1853).” In re Nuijten, 500 F.3d 1346,

1355 (Fed. Cir. 2007). See also Exparte PAUL FU et al., Appeal No. 2009-007405 (not

binding precedent; copy enclosed) (Board reversed rejection premised on nonstatutory

subject matter where the claimed process was tied to a network-based-market place).

For these reasons, the claimed method satisfies the machine prong of the Bilski

Machine-or—Transformation test and the claimed method is statutory subject matter.

Accordingly, reconsideration and withdrawal of this rejection are respectfully requested.

D. Claims 34-43 Are Directed Towards Statutory Subject Matter

Claims 34-43 stand rcjcctcd under 35 U.S.C. § 101 as being directed to

nonstatutory subject matter. This rejection is respectfully traversed.

The Office asserts claim 34 does not recite structural components and the body of

the claim is recited as method steps is at best directed towards software or programming

code and deemed nonstatutory. Action at p. 6. This is not correct.

First, contrary to the Office’s assertion, claims 34-43 positively recite a “custodial

authorizing entity”. The specification describes a “custodial authorizing entity” as

including sufficient facilities, preferably including a processing computer or like
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applicable hardware for the generation of an exclusive transaction code. Specification at

paragraph [013].

As stated above, “The Supreme Court has defined the term “machine” as “a

concrete thing, consisting of parts, or of certain devices and combination of devices.”

Burr v. Duryee, 68 US. (1 Wall.) 531, 570 (1863). This “includes every mechanical

device or combination of mechanical powers and devices to perform some function and

produce a certain effect or result.” Corning v. Burden, 56 US. 252, 267 (1853).” In re

Nuijten, 500 F.3d 1346, 1355 (Fed. Cir. 2007).

Accordingly, claims 34-43 are directed towards a system comprising a machine

and are statutory subject matter under 35 U.S.C. § 101. Thus the 35 U.S.C. § 101

rejection of claims 34-43 is not proper. and the reconsideration and withdrawal of this

rejection are respectfully requested.

In the event the Office maintains this rcj cction, thc rcj cction is further improper

for the following; While the test the Office articulates generally follows the Bilskz'

Machine-or—Transformation test for determining whether a claimed process is statutory

under § 101, the Office simply concluded that the claims do not pass the test. No claim

construction analysis has been performed to determine whether the claims in fact fail to

pass the test. Cf. State St. Bank & Trust Co. v. Signature Fin. Group, 149 F.3d 1368,

1370 (Fed. Cir. 1998) (“[W]hether the patent is invalid for failure to claim statutory

subject matter under § 101[ ] is a matter of both claim construction and statutory
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construction”) Accordingly, the Office has failed to present a prima facie case that the

claimed system is non-statutory under 35 U.S.C. § 101.

E. The 35 U.S.C. § 112 Rejection of Claims 34-43 is Overcome

Claims 34-43 stand rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for failing to particularly point out and distinctly claim the subject matter

which Applicant regards as the invention. This rejection is respectfully traversed.

The Office asserts the preamble of claim 34 recites “a system for performing

secure credit card purchases”, and the body of the claim does not contain any limitations

indicating the structure or the hardware the performs the function. Action at p. 6. The

Applicant respectfully disagrees.

First, contrary to the Office’s assertion, claims 34—43 recite, inter alia, a

“custodial authorizing entity”. The specification describes a “custodial authorizing

entity” as including sufficient facilities, preferably including a processing computer or

like applicable hardware for the generation of an exclusive transaction code.

Specification at paragraph [013].

For at least this reason claims 34—43 recite structure and satisfy 35 U.S.C. § 112,

second paragraph. MPEP 2173.02. Accordingly, reconsideration and withdrawal of this

rejection are respectfiJlly requested.
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F. Claims 1-43 are Nonobvious over Franklin et aI., Yanagihara et aI., and

Langhans et aI.

Claims 1-43 stand rejected under 35 U.S.c. § 103(a) as being unpatentable over

u.s. Pat. No. 6,000,832 to Franklin et al. (hereinafter Franklin et al.) in view of U.S. Pub.

No. 2001/0011249 to Yanagihara et al. (hereinafter Yanagihara et al.) further in view of

u.s. Pat. No. 5,500,513 to Langhans et al. (hereinafter Langhans et al.). This rejection is

respectfully traversed.

1. Claim 1

Claim 1 recites, inter alia, defining a payment category including at least limiting

purchases to a single merchant for at least one transaction, said single merchant limitation

being included in said payment category prior to any particular merchant being identified

as said single merchant (emphasis added).

The Office correctly notes Franklin et al. does not disclose the claim feature of

said single merchant limitation being included in said payment category prior to any

particular merchant being identified as said single merchant. The Office asserts

Langhans et al. teaches said single merchant limitation being in said payment category

prior to any particular merchant being identified as said single merchant, and states a

merchant category code is identified prior to identifying any single merchant. The Office

concludes it would have been obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said
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payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Langhans et al. teaches including above features

would enable to control application of certain authorization parameters based on

merchant category codes. Action at p. 9. The Applicant respectfully disagrees.

Initially, referring to Langhans et aI., merchant category codes are disclosed as a

subset of Standard Industrial Classification codes, plus some added codes, which are a

standard used in the bank industry. Col. 7, lines 62-64. Related merchant category codes

are organized into lists called merchant category code groups, which are assigned to

purchasing accounts. Col. 12, lines 1-20. It is important to note here, a single "merchant

category code" (Langhans et aI., column 11, lines 65-67 to column 12, lines 1-7, cited by

the Office) is not the same as a "single merchant". But rather, a merchant category code

is used to identify a type of merchant.

Referring to FIG. 10 and the related disclosure of Langhans et aI., an

authorization process for procurement is shown and described. Beginning at test 126 it is

determined if an authorization request from a merchant includes a Standard Industrial

Classification code of the merchant is acceptable for the account. At test 128 it is

determined whether the merchant category code of the merchant is in an approved

merchant category code. At test 130 it is determined whether the particular vendor

(merchant) is on an approved vendor (merchant) list. Then, if the authorization request
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passes test 130, at test 132 it is determined if the merchant category code of the merchant

is listed in an assigned merchant category group.

Accordingly, Langhans et ai. fails to teach or suggest the claimed feature of the

single merchant limitation being included in said payment category prior to any particular

merchant being identified as said single merchant. There is no disclosure in Langhans et

ai. that limits a transaction to a single merchant prior to any particular merchant being

identified as the single merchant. In fact Langhans et ai. teaches the exact opposite by

cross checking that an authorization request received from a merchant is being received

by a merchant that is has been placed on a previously approved merchant list.

Clearly Yanagihara et ai. does not cure this deficiency as it is being cited solely to

teach associating a transaction code with a payment category.

For these reasons, claim 1 and all of its dependents are patentable over Franklin et

aI., Langhans et aI., and Yanagihare et ai. The Office is respectfully requested to

reconsider and withdraw the rejection.

3. Claim 3

Claim 3 depends from claim 1 and recites further comprising the step of

designating said single merchant subsequent to generating said transaction code.

The Office asserts Franklin et ai. teaches this claimed feature. Action p.10. The

Applicant respectfully disagrees.
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Contrary to the Office’s assertion and initially referring to FIG. 4 of Franklin et

al., which the Office relies in making this assertion, there is shown a generation of a code

number for using in making a purchase. More specifically, there is shown input

parameters 68 that are entered to the MAC coding unit 58, which then computes a MAC

or code number as a function of the private key, the transaction-specific data, and the

customer-specific data. The MAC code here is being referenced by the Office to teach

the instant “transaction code” as claimed. FIG. 4 does not teach the step of “designating

said single merchant subsequent to generating said transaction code.” With a thorough

and complete review of Franklin et al., the Applicant cannot find any disclosure therein

that teaches this step of designating said single merchant subsequent to generating said

transaction code.

Thus, in addition to the reasons given above for claim 1, claim 3 is further is

patcntablc over Franklin ct al., Langhans ct al., and Yanagihare et al. for these reasons.

4. Claim 4

Claim 4 depends from claim 1 and recites wherein said step of communicating the

transaction code to said merchant to consummate said purchase within defined purchase

parameters further comprises designation of said single merchant.

The Office asserts Franklin et a]. teaches this Claimed feature. Action p. 10. The

Applicant respectfully disagrees.
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Contrary to the Office’s assertion, and as argued in a prior reply, any limitation to

a particular merchant, as disclosed in Franklin et al., is based on the merchant being

identified before the transaction code has been generated. In all cases in which Franklin

et a1. limits the transaction number with regard to the merchant, it is based on a particular

merchant that has been identified prior to generating the substitute number. That is to say

the merchant is identified along with other transactions specific data, the transaction

number is then generated and reflects the identity of a merchant that has already been

determined. C01. 5, lines 28—32, col. 9, lines 30—34, 40—44, 52-55, CO]. 10, lines 9-] 1.

Moreover, the merchant limitation is not based on the fact that the merchant is a single

merchant, but rather that the merchant is a particular (identified) merchant.

Thus, in addition to the reasons given above for claim 1, claim 4 is further is

patentable over Franklin et al., Langhans et al., and Yanagihare et al. for these reasons.

5. Claim 27

Claim 27 recites the same claim feature of claim 1: said single merchant

limitation being included in said payment category prior to any particular merchant being

identified as said single merchant. Therefore, claim 27 is patentable for the same reasons

as claim 1 .
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6. Claim 28

Claim 28 recites the same claim feature of claim 1: said single merchant

limitation being included in said payment category prior to any particular merchant being

identified as said single merchant. Therefore, claim 28 and its dependents are patentable

for the same reasons as claim 1.

7. Claim 31

Claim 3l depends from claim 28 and recites wherein said step of verifying that

said defined purchase parameters correspond to said selected payment category further

identifies said merchant as said single merchant.

Claim 31, as in claim 4, specifies the single merchant being identified after the

transaction code has been generated. Accordingly, claim 31 is patentable for the same

reasons as claim 4.

8. Claim 32

Claim 32 recites the same claim feature of claim 1: said single merchant

limitation being included in said payment category prior to any particular merchant being

identified as said single merchant. Therefore, claim 32 and its dependents are patentable

for the same reasons as claim l .
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9. Claim 33

Claim 33 depcnds from claim 32 and recites said step of verifying that said

defined purchase parameters correspond to said selected payment category further

identifies said merchant as said single merchant.

Claim 33, as in claim 4, specifies the single merchant being identified after the

transaction code has been generated. Accordingly, claim 33 is patentable for the same

reasons as claim 4.

H. Clarifying Claim Amendments

1. Claim 1

As previously presented, the contacting step recited “contacting a custodial

authorizing entity having custodial responsibility of account parameters of a customer’s

account that can be used to make credit card purchases.” The Applicant amended this

step to clarify the customer’s account is an account that is used to make credit card

purchases. Claims 27, 28, 32 and 34 are similarly amended.

As previously presented, the supplying step recited “supplying the custodial

authorizing entity with at least account identification data.” The Applicant amended this

step to clarify the at least account identification data to correspond to the customer’s

account.
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As previously presented, the generating step recited “generating a transaction

code reflecting at least the limits of said designated payment category and the ability to

make a purchase Within said designated payment category.” The Applicant amended this

step to clarify the transaction code being generated by the custodial authorizing entity and

to clarify the transaction code reflecting at least the limits of said designated payment

category to make a purchase within said designated payment category.

As previously presented, the providing authorization step recited “providing

authorization for said purchase so as to confirm at least that said defined purchase

parameters are Within said designated payment category and complete the purchase.”

The Applicant amended this step to clarify authorizing payment required to complete the

purchase. Claims 27, 28 and 32 are similarly amended.

2. Claim 1 1

As previously presented, claim 11 recited “defining at least one of said plurality

of payment categories to include the ability to designate amount parameters for a cost of

one or more purchases.” The Applicant amended this claim to remove “the ability”

language for clarity. Claims 12, 13, 15—22 are similarly amended.
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1. Conclusion

In View of the foregoing, it is respectfully submitted that each of the pending

claims is in condition for allowance, and a Notice of Allowance is earnestly solicited.

The Examiner is invited to contact the undersigned at (727) 23 0-4949 with any questions,

comments, or suggestions relating to the referenced patent application.

Respectfully submitted,

Maxey Law Offices, PLLC

December 10, 2009 /Stephen Lewellyn/
Date:   

Stephen Lewellyn

Registration No. 51,942
13630 58th Street North, Suite 101

Clearwater, Florida 33760
Tel: 727—230-4949
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First Named Inventor/Applicant Name: John D'Agostino 
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Basic Filing:
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Miscellaneous-Filing:

Patent-Appeals—and-Interference: 

Post-Allowance-and-Post-lssuance:
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Extension - 3 months with $0 paid 2253 1 555 555
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5168 NORTHRIDGE ROAD #309

Correspondence Address: —
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Application Type: Utility under 35 USC 111(a)

Payment information:
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lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35
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New International Application Filed with the USPTO as a Receiving Office
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor : John D’Agostino

Serial No. : 11/252,009
Title : SYSTEM AND METHOD FOR PERFORMING SECURE

CREDIT CARD PURCHASES

Filing Date : October 17, 2005

Group/Art Unit : 3691

Examiner : Shrestha, Bij endra K.
Confirmation No. : 4322

Docket No. : 253.001

PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.1361a!

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Sir,

In accordance with the provisions of 37 CFR. § 1.136(a), it is respectfully requested that

a three-month extension of time be granted in which to respond to the Non—final Office

Action mailed 06/10/2009, said period of response being extended from 09/10/2009 to

12/10/2009 in the above-identified application. The appropriate petition fee under 37

CFR 1.l7(a)(iii) is submitted herewith.

Respectfully submitted,

Maxey Law Offices, PLLC

December 10, 2009 /Stephen Lewellyn/
Date:
  

Stephen Lewellyn

Registration No. 51,942

13630 58th Strcct North, Suite 101

Clearwater, Florida 33760
Tel: 727-230-4949
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Filing Date : October 17, 2005

Group/Art Unit : 3691

Examiner : Shrestha, Bij endra K.
Confirmation No. : 4322

Docket No. : 253.001

PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.1361a!

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Sir,

In accordance with the provisions of 37 CFR. § 1.136(a), it is respectfully requested that

a three-month extension of time be granted in which to respond to the Non—final Office

Action mailed 06/10/2009, said period of response being extended from 09/10/2009 to

12/10/2009 in the above-identified application. The appropriate petition fee under 37

CFR 1.l7(a)(iii) is submitted herewith.

Respectfully submitted,

Maxey Law Offices, PLLC

December 10, 2009 /Stephen Lewellyn/
Date:
  

Stephen Lewellyn

Registration No. 51,942

13630 58th Strcct North, Suite 101

Clearwater, Florida 33760
Tel: 727-230-4949
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
Ifa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DOIEOI903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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SARASOTA, l-‘L 34238 ART UNIT PAPER NUMBER

3691

MAIL DATE DELIVERY MODE
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

11/252,009 D'AGOSTINO, JOHN

Office Action Summary Examiner Art Unit

BIJENDRA K. SHRESTHA 3691

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1. 136(a). In no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication

- If NO period for reply is specified above. the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)IZ| Responsive to communication(s) filed on 19 May 2009.

2a)|:| This action is FINAL. 2b)IZ This action is non-final.

3)I:I Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under EX parte Quayle, 1935 CD. 11, 453 0.6. 213.

Disposition of Claims

4)IZ Claim(s)fl is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.

5)I:I Claim(s)_ is/are allowed.

6)IZ Claim(s)fl is/are rejected.

7)I:I Claim(s)_ is/are objected to.

8)I:I Claim(s)_are subject to restriction and/or election requirement.

Application Papers

9)I:I The specification is objected to by the Examiner.

10)I:I The drawing(s) filed on_ is/are: a)I:I accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

11)I:I The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)I:I Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)—(d) or (f).

a)I:I All b)I:I Some * c)I:I None of:

Certified copies of the priority documents have been received.

Certified copies of the priority documents have been received in Application No.

Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attach ment(s)

1) X Notice of References Cited (PTO—892) 4) D Interview Summary (PTO—413)
2) I] Notice of Draftsperson‘s Patent Drawing Review (PTO-948) Paper N0(3)/M3” Date._
3) El Information Disclosure Statement(s) (PTO/SB/08) 5) I:I Notice 01' Informal Patent Application

Paper No(s)/Mai| Date . 6) I] Other:

 
U.S. Patent and Trademark Office

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mai| Date 20090605
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Application/Control Number: 11/252,009 Page 2

Art Unit: 3691

DETAILED ACTION

This Non-Final Office action is in response to the action filed on May 19, 2009.

Claims 1-43 are pending.

Continued Examination Under 37 CFR 1.114

A request for continued examination under 37 CFR 1.114, including the fee set

forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this

application is eligible for continued examination under 37 CFR 1.114, and the fee set

forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action

has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on

05/19/2009 has been entered.

Priority

Acknowledgment is made that this application is a Continuation of application #

10/ 037,007 ABN which is CIP of 09/231 ,745 filed on 01/15/1999 which is now patented

(U.S. Patent No. 6,324,526).

Information Disclosure Statement

Applicant is respectfully requested to cite the references relevant to the instant

application so that the Examiner can review it in limited available time.

Double Patenting

The nonstatutory double patenting rejection is based on ajudicially created doctrine grounded in public policy (a
policy reflected in the statute) so as to prevent the unjustified or improper timewise extension of the “right to exclude”
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Application/Control Number: 11/252,009 Page 3

Art Unit: 3691

granted by a patent and to prevent possible harassment by multiple assignees. A nonstatutory obviousness—type
double patenting rejection is appropriate where the conflicting claims are not identical, but at least one examined
application claim is not patentably distinct from the reference claim(s) because the examined application claim is
either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428,
46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA
1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(0) or 1.321(d) may be used to overcome an
actual or provisional rejection based on a nonstatutory double patenting ground provided the conflicting
application or patent either is shown to be commonly owned with this application, or claims an invention made as
a result of activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. A terminal
disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b).

Claims 1-43 are rejected on the ground of nonstatutory double patenting over claims

1-16 of U. 8. Patent No. 6,324,526 since the claims, it allowed, would improperly extend

the "right to exclude" already granted in the patent.

The subject matter claimed in the instant application is fully disclosed in the

independent claims 1 and 16 of the patent and is covered by the patent since the patent

and the application are claiming common subject matter, as follows:

A method of performing secure credit card purchases, said method comprising

steps of:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of customer's account that can be used to make credit card

purchases;

b) supplying the custodial authorizing entity with at least account identification

data;

c) defining a payment category;

d) designating said payment category;

MasterCard, Exh. 1002, p. 282



MasterCard, Exh. 1002, p. 283

Application/Control Number: 11/252,009 Page 4

Art Unit: 3691

e) generating a transaction code reflecting at least the limits of said designated

payment category and the ability to make a purchase within said designated payment

category;

f) communicating the transaction code to a merchant to consummate a purchase

with defined purchase parameters;

9) verifying that said defined purchase parameters are within said designated

payment category; and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are within said designated payment category and

complete the purchase.

Furthermore, there is no apparent reason why applicant was prevented from

presenting claims corresponding to those of the instant application during prosecution of

the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158

USPQ 210 (CCPA 1968). See also MPEP § 804.

Claim Rejections - 35 USC § 101

1. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title.

2. Claims 1-33 are rejected under 35 U.S.C. 101 because the claimed invention is

directed to non-statutory subject matter.

Regarding claims 1-33, as best understood, it appears that the claimed method

steps could simply be performed by mental process alone and are not statutory.

MasterCard, Exh. 1002, p. 283



MasterCard, Exh. 1002, p. 284

Application/Control Number: 11/252,009 Page 5

Art Unit: 3691

1! ii 11 in

Claims 1-33 are directed towards steps of “contacting , supplying , defining”,

designating”, “generating”, communicating”, “verifying” and “providing" etc. Since the

claims are directed to a process without including another machine, these claims fall

within the scope of human intelligence alone, and are non-statutory.

Based on Supreme Court precedent and recent Federal Circuit decisions, a 35

U.S.C § 101 process must (1) be tied to a particular machine or (2) transform underlying

subject matter (such as an article or materials) to a different state or thing. in re Bilski et

al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 450 US. 175, 184 (1981);

Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70

(1972); Cochrane v. Deener, 94 US. 780,787—88 (1876).

An example of a method claim that would fiqualify as a statutory process

would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory

process, the claim should positively recite the particular machine to which it is tied, for

example by identifying the apparatus that accomplishes the method steps, or positively

recite the subject matter that is being transformed, for example by identifying the

material that is being changed to a different state.

Here, Applicant’s method steps are not tied to a particular machine and do not

perform a transformation. Thus, the claims are non-statutory.

The mere recitation of the machine in the preamble with an absence of a

machine in the body of the claim fails to make the claim statutory under 35 USC 101.

Note the Board of Patent Appeals Informative Opinion Ex parte Langemyer et al.

MasterCard, Exh. 1002, p. 284



MasterCard, Exh. 1002, p. 285

Application/Control Number: 11/252,009 Page 6

Art Unit: 3691

3. Claims 34-43 are rejected under 35 U.S.C. 101 because the claimed invention is

directed to non-statutory subject matter.

As per claims 34-43, the system claim 34, in particular, fails to recite any

structural components and body of the claim is recited as a method steps. Therefore,

they are at best directed to software or programming code and deemed non-statutory.

Claim Rejections - 35 USC § 112

4. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and
distinctly claiming the subject matter which the applicant regards as his invention.

5. Claims 34-43 are rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for failing to particularly point out and distinctly claim the subject matter which

applicant regards as the invention.

In particular, claim 34 recites in the preamble “a system for performing secure

credit card purchases”, the body of the claim does not contain any limitations indicating

the structure of the system. A system or an apparatus claim should always claim the

structure or the hardware that performs the function.

Applicant’s claimed limitations consists system claim with a body of claim written

as set of method steps for carrying out the process. It is not clear the if the claim is

method or a system. Appropriate correction is required.

Examiner interpreted the claims 34-43 as a method claim for the prosecution of

the application.
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Claim Rejections - 35 USC § 103

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

7. Claims 1-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Franklin et al., U.S. Patent No. 6,000,832 (reference A in attached PTO-892) in view of

Yanagihara et al. US. Pub No. 2001/0011249 (reference B in attached PTO-892)

further in view of Langhans et al., US. Patent No. 5,500,513 (reference C in attached

PTO—892).

8. As per claim 1, Franklin et al. teach a method of performing secure credit card

purchases, said method comprising:

a) contacting a custodial authorizing entity having custodial responsibility of

account parameters of customer's account that can be used to make credit card

purchases (see Fig. 1; Issuing Bank (26) connected to customer (22) and merchant (24)

connected by Internet (34); column 4, lines 3-9; where commerce card is issued by

credit card companies or card sponsoring companies);

b) supplying the custodial authorizing entity with at least account identification

data (see Fig. 4; Fig. 7);
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c) defining a payment category including at least the ability to limit purchases to a

single merchant for at least one transaction (see column 9, lines 52-55); where code

specific to a merchant is generated by the software supplied by the issuing bank

installed on customer computer as described in column 2, lines 18-37) ;

d) designating said payment category thereby designating at least that a

transaction code generated in accordance with said payment category can be used by

only one merchant (see column 2, lines 27-37; where code generated include merchant

ID);

e) generating a transaction code reflecting at least the limits of said designated

payment category and the ability to make a purchase within said designated payment

category (see Fig. 4-6; column 10, lines 44-65);

f) communicating the transaction code to a merchant to consummate a purchase

with defined purchase parameters (see Fig. 3; column 5, lines 41-58);

g) verifying that said defined purchase parameters are within said designated

payment category (see column 5, lines 59-67 to column 6, lines 1-12); and

h) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are within said designated payment category and

complete the purchase (see column 12, lines 27-43).

Franklin et al. teach generating a transaction code with transaction specific data

(see Fig. 4; Transaction Specific Data which include good identification; column 9, lines

40-43) and but do not teach predefining and associating with the payment categories.
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Yanagihara et al. teach predefining and associating the transaction code with the

payment categories (see Fig. 2: Fig. 4; paragraph [0019]

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow predefining and associating the transaction code with the

payment categories of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates

purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., paragraph [0019]).

Franklin et al. do not teach said single merchant limitation being included in said

payment categopy prior to any particular merchant being identified as said single

merchant.

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant (Langhans et al., column 11, lines 65-67 to column 12, lines 1-7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Laghans et al. teach that including above features

would enable to control application of certain authorization parameters based merchant

category codes (Laghans et al., column 12, lines 20-23).
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9. As per claim 2, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method comprising

identification of said single merchant upon designation of said payment category

(see column 9, lines 40-43; where merchant identification identify the merchant).

10. As per claim 3, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method comprising

step of designating said single merchant subsequent to generating said transaction

code (see Fig. 4; transaction specific data that include merchant identification).

11. As per claim 4, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method wherein

step of communicating the transaction code to said merchant to consummate

said purchase within defined purchase parameters further comprises designation of said

single merchant (see Fig. 4; column 9, lines 18-30; column 49-58).

12. As per claim 5, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method wherein

said step of generating said transaction code further comprises said custodial

authorizing entity generating said transaction code (see column 3, lines 29-36; 40-45).
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13. As per claim 6, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method wherein

said step of generating said transaction code further comprises said customer

generating said transaction code (see column 3, lines 21-37).

14. As per claim 7, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method comprising

obtaining said authorization for said purchase from the custodial authorizing

entity (see column 5, lines 59—67).

15. As per claim 8, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. further in view of Langhans et al. teach claim 1 as described above.

Franklin et al. further teaches the method comprising

a step of communicating promotional information of offered subject matter to the

customer by the merchant, pre-determining the purchase parameters of the purchase,

and corresponding said designated payment category to said purchase parameters (see

column 9, lines 12-30; where customer surf the web for purchasing; Examiner notes that

customer have access to promotional information of the offered subject matter in the

web or merchant website).
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16. As per claim 9, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above. Franklin et al. further teaches the

method comprising

the merchant communicating the transaction code to the custodial authorizing

entity for verification (see Fig. 7).

17. As per claims 10—14, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above.

Franklin et al. further teach the method comprising generating a transaction code

which reflects at least one of a plurality of said payment categories that include the

ability to designate amount parameters for a cost of one or more purchases, ability to

designate time parameters during which the purchase can be completed, ability to use

said transaction code for a single transaction at a fixed amount for purchase within a

predetermined period of time, ability to limit purchases to said single transaction at said

fixed amount for purchase within said predetermined period of time (see Fig.4, column

2, lines 30-32; column 9, lines 49-58; column 10, lines 52-65).

18. As per claims 15-24, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 10 as described above.

Franklin et al. do not teach a) the ability to use said transaction code for a single

transaction at a fixed or maximum amount for a purchase within a predetermined period

oftime, c) the ability to use said transaction code for multiple transactions at a fixed or

maximum total amount for purchases within a predetermined time periodI d) the ability

to use said transaction code for a repeating transaction at a fixed amount for purchases
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payable at each of a fixed number of time intervals, and e] the ability to use said

transaction code for a repeating transaction at a fixed amount for purchases payable at

each of an unspecified number of time intervals.

Yanagihara et al. teach storing a restrictive condition for withdrawal of amount

from the money card and application of the predetermined condition during withdrawal

of the money from the card (Yanagihara et al., Fig. 2, Payment Condition (209) and

Transaction Record (210); paragraph [0005], [0006] and 0019]; the Examiner notes any

above preconditions in claims 5-15 and 19-26 can be set in Payment Condition (209) in

Fig. 2).

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the

time the invention was made to allow storing a restrictive condition for withdrawal of

amount from the money card and application of the predetermined condition during

withdrawal of the money from the card of Franklin et al. because Yanagihara et al. teach

that including above features would enable user to use usage identification code which

indicates purpose of use (Yanagihara et al., paragraph [0019]).

19. As per claim 25, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 1 as described above.

Franklin et al. further teaches the method comprising generating said transaction

code to further reflect an identification of said single merchant (see Fig. 4, column 9,

lines 43, 52-55).

20. As per claim 26, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 25 as described above. Franklin et al. further teaches the
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method defining said payment category to include the ability to limit purchases to a

limited time interval during which said purchase authorization is valid column 10, lines

52-65).

21. As per claim 27-28, Franklin et al. teach a method of performing secure credit

card purchases, said method comprising

a) identifying a pre-established account that can be used to make credit card

purchases; b) designating at least one of a plurality payment categories which limit a

nature of a subsequent purchases, at least one of said payment categories including at

least the ability to limit purchases to a single merchant (see column 2, lines 9—21;

column 4, lines 3-9; where commerce card is issued by credit card companies or card

sponsoring companies; column 9, lines 49-58; where code number include merchant

specific code for particular merchant);

c) generating a transaction code associated with at least said credit card account

and the limits of said selected payment category, and different from said credit card

account (see Fig. 4, column 2, lines 22-35);

d) communicating said transaction code to a merchant to consummate a

purchase within defined purchase parameters (see column 2, lines 35-38);

e) verifying that said defined purchase parameters correspond to said designated

payment category (see column 2, lines 47-64); and
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f) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are within said designated payment category and

complete the purchase (see column 2, lines 65-67 to column 3, lines 1-6); and

g) associating the purchase with said credit card account (see column 12, lines

34-43).

Franklin teaches generating a transaction code with transaction specific data

(see Fig. 4; Transaction Specific Data which include good identification; column 9, lines

40-43) and but do not teach predefining and associating with the payment categories.

Yanagihara et al. teach predefining and associating the transaction code with the

payment categories (see Fig. 2: Fig. 4; paragraph [0019]

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow predefining and associating the transaction code with the

payment categories of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates

purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., paragraph [0019]).

Franklin et al. do not teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant.

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single
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merchant (Langhans et al., column 11, lines 65—67 to column 12, lines 1—7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Laghans et al. teach that including above features

would enable to control application of certain authorization parameters based merchant

category codes (Laghans et al., column 12, lines 20-23).

22. As per claims 29-30, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 28 as described above.

Franklin et al. do not teach restriction on purchases based on pre-selected

payment categories.

Yanagihara et al. teach restriction on purchases based on payment categories

such that it limits nature of subsequent purchases in terms of amount (Yanagihara,

paragraphs [0006], [0021]).

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the

time the invention was made to allow storing a restrictive condition for withdrawal of

amount from the money card and application of the predetermined condition during

withdrawal of the money from the card of Franklin et al. because Yanagihara et al. teach

that including above features would enable user to use usage identification code which

indicates purpose of use (Yanagihara et al., paragraph [0019]).
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23. As per claim 31, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 28 as described above. Franklin et al. further teaches the

method wherein

said step of verifying that said defined purchase parameters correspond to said

selected payment category further identifies said merchant as said single merchant (see

Fig. 4, column 9, lines 43, 52—55).

24. As per claim 32, Franklin et al. teach a method of performing secure card

purchases, said method comprising:

a) identifying a pre-established credit card account that can be used to make

credit card purchases (see column 2, lines 9-21); column 4, lines 3-9; where commerce

card is issued by credit card companies or card sponsoring companies);

b) selecting a payment category which limits a nature of a subsequent purchase

to single merchant (see Fig. 4, column 9, lines 43, 52-55); where code specific to a

merchant is generated by the software supplied by the issuing bank installed on

customer computer as described in column 2, lines 18-37);

c) generating a transaction code associated with at least said credit card account

and the limits of said selected payment category, and different from said credit card

account (see Fig. 4-6; column 10, lines 44-65);

d) designating a merchant as said single merchant (see Fig. 4; column 9, lines

52—55);
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e) communicating said transaction code to said merchant to consummate a

purchase within defined purchase parameters (see column 2, lines 35-38);

f) verifying that said defined purchase parameters correspond to said selected

payment category (see column 2, lines 47-64);

9) providing authorization for said purchase so as to confirm at least that said

defined purchase parameters are within said selected payment category and complete

the purchase (see column 2, lines 65-67 to column 3, lines 1-6); and

h) associating the purchase with said—credit card account (see column 12, lines

34-43).

Franklin teaches generating a transaction code with transaction specific data (see Fig.

4; Transaction Specific Data which include good identification; column 9, lines 40-43)

and but do not teach predefining and associating with the payment categories.

Yanagihara et al. teach predefining and associating the transaction code with the

payment categories (see Fig. 2: Fig. 4; paragraph [0019]

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow predefining and associating the transaction code with the

payment categories of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates

purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., paragraph [0019]).
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Franklin et al. do not teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant.

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant (Langhans et al., column 11, lines 65—67 to column 12, lines 1—7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Laghans et al. teach that including above features

would enable to control application of certain authorization parameters based merchant

category codes (Laghans et al., column 12, lines 20-23).

25. As per claim 33, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 32 as described above. Franklin et al. further teaches the

method wherein said step of verifying that said defined purchase parameters

correspond to said selected payment category further identifies said merchant as said

single merchant (see column 2, lines 50-64).

26. As per claim 34, Franklin et al. teach a system for performing secure credit_card

purchases (see Fig. 1) comprising:
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a) a custodial authorizing entity, said custodial authorizing entity structured to

maintain a pre-established account that can be used to make credit card purchases for

at least one user (see Fig. 1, Issuing Bank (26); column 2, lines 8-11); column 4, lines 3-

9; where commerce card is issued by credit card companies or card sponsoring

companies);

b) said custodial authorizing entity further structured to define at least one

payment category available for selection by a customer, said payment category

structured to limit at least one subsequent transaction to a single merchant (see column

2, lines 11-21);

c) said custodial authorizing entity further structured to issue a transaction code

associated with at least the limits of said payment category selected by the customer

and said credit card account of the user, said transaction code being different from said

credit card account (see Fig. 4-6; column 2, lines 22-35);

d) said custodial authorizing entity further structured to receive said transaction

code and designated purchase parameters associated with a purchase from a

merchant, and to verify that said designated purchase parameters correspond to said

selected payment category (see Fig. 7; column 2, lines 47-64); and

e) said custodial authorizing entity structured to provide the merchant with

authorization for said purchase that confirms at least that said designated purchase

parameters correspond to said selected payment category so that said purchase may

be consummated by the merchant (see Fig. 7; column 2, lines 65-67 to column 3, lines

1-6).
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Franklin et al. do not teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant.

Langhans et al. teach said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant (Langhans et al., column 11, lines 65—67 to column 12, lines 1—7; where

merchant category code is identified prior to identifying any single merchant).

Therefore, it would be obvious to one of ordinary skill in the art at the time the

invention was made to allow said single merchant limitation being included in said

payment category prior to any particular merchant being identified as said single

merchant of Franklin et al. because Laghans et al. teach that including above features

would enable to control application of certain authorization parameters based merchant

category codes (Laghans et al., column 12, lines 20-23).

27. As per claim 35, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above. Franklin et al. further teaches the

system wherein

said single merchant is identified upon selection of said payment category and is

associated with said transaction code (see column 9, lines 40-43; where merchant

identification identifies the merchant).

28. As per claim 36, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above. Franklin et al. further teaches the

system wherein
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said custodial authorizing entity is structured to designate a first merchant to

provide said transaction code for verification as said single merchant (see column 2,

lines 18-21; 27-31; where software module supplied by issuing bank generates codes

number in digits for customer specific data such as merchant identification).

29. As per claim 37, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 36 as described above. Franklin et al. further teaches the

system wherein

said custodial authorizing entity is structured to designate said first merchant as

said single merchant for subsequent transactions utilizing said transaction code

(Examiner interprets that custodial authority supplied software generates identification

code for merchant and subsequent transaction could be transacted with the given code

for the merchant).

30. As per claim 38-42, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above.

Franklin et al. do not teach defining said payment category as a specific

(maximum) dollar amount.

Yanagihara et al. teach defining said payment category as a specific maximum

dollar amount (see paragraph [0019]).

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the

time the invention was made to allow defining said payment category as a specific

maximum dollar amount of Franklin et al. because Yanagihara et al. teach that including

above features would enable user to use usage identification code which indicates
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purpose of use and usage limit to indicate maximum amount to withdraw (Yanagihara et

al., Fig. 2; paragraph [0019]).

31. As per claim 43, Franklin et al. in view of Yanagihara et al. further in view of

Langhans et al. teach claim 34 as described above. Franklin et al. further teaches the

system wherein

said payment category is further structured to limit said at least one subsequent

transaction to a predetermined time period (see column 10, lines 52-65).

Conclusion

32. The prior art made of record and not relied upon is considered pertinent to

applicant’s disclosures. The following are pertinent to current invention, though not

relied upon:

Benson et al. (U.S. Patent No. 5,845,281) teach method and system for

managing a data object so as to comply with predetermined conditions for usage.

Demoff et al. (U.S. Patent No. 6,456,984) teach method and system for

providing temporary credit authorizations.

Fleming (US. Patent No. 5,953,710) teaches children’s credit or debit card

system.

Foladare et al. (US. Patent No. 5,914,472) teach credit card spending

authorization control system.

Franco (U.S. Patent No. 4,893,330) teaches method and apparatus for restricting

credit card communication calls.
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Kravitz (US. Patent No. 6,029,150) teaches payment and transactions in

electronic commerce system.

Walker et al. (U.S. Patent No. 6,163,771) teach method and device for

generating a single use financial account number.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Bijendra K. Shrestha whose telephone number is

(571 )270—1374. The examiner can normally be reached on 7:00AM—4:30PM (Monday-

Friday); 2nd Friday OFF.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Alexander Kalinowski can be reached on (571) 272-6771. The fax phone

number for the organization where this application or proceeding is assigned is 571-

273-8300.
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Information regarding the status of an application may be obtained from the

PatentApplication Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair—direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Alexander Kalinowski/

Supervisory Patent Examiner, Art Unit 3691

BKS/3691

06/06/09
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Application No. I ”252. 009
Amdt. Dated May I3, 2009
Reply to Office ACtion dated November I3, 2008

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: John D’Agostino
Serial No.: 11/252,009

Filing Date: October 17, 2005

For: SYSTEM AND METHOD FOR PERFORMING SECURE CREDIT CARD

PURCHASES
Shrestha, B., Examiner

Group Art Unit 3691

Mail Stop RCE
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313—1450

Sir:

With regard to applicant’s response on May 13, 2009, to

the office action dated November 13, 2008, applicant wishes

to correct several minor typographical errors, made by

applicant, and contained within applicants remarks. Each

error was inadvertent and typographical in nature.

(As submitted May 13, 2009, Page 17—18)

Claims 1—43 in my application, now clearly incorporate the

limitation that a payment category be defined to include

the ability to limit transactions to “a single merchant"

and that said single merchant limitation must be included

in said Baggent categogx prior to anx particular merchant

being identified as said single merchant. Please see
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Application No. | ”252. 009
Amdt. Dated May I3. 2009

Reply to Office Action dated November I3. 2008

claims 1c, 1d, 27b, 28b, 32b, 34b. A “single merchant”

limitation is also present in claims.

(Corrected)

Claims 1—43 in my application, now clearly incorporate the

limitation that a payment category be defined to include

the ability to limit transactions to “a single merchant”

and that said single merchant limitation must be included

in said paxgent categogx prior to anx particular merchant

being identified as said single merchant. Please see

claims 1c, 1d, 27b, 28b, 32b, 34b. A—isingleemerehaatl

l' . . . 3 . 3 . .

(As submitted May 13, 2009, Page 22)

Applicant also points out the in the appeal of the Ex parte

reexamination of U.S. Patent 6,324,526, The BPAI noted that

the Board indicated that it appreciates the distinction

between limiting transaction “single” merchant as opposed

to a particular merchant.

(Corrected)

Applicant also points out the in the appeal of the Ex parte

reexamination of U.S. Patent 6,324,526, which is the

Grandparent of this application, The BPAl—fieeed—thae—ehe

Board indicated that it appreciates the distinction between
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Application No. I ”252, 009
Amdt. Dated May I3, 2009
Reply to Office Action dated November [3, 2008

limiting transaction§ to a “single” merchant as opposed to
 

a particular merchant. 
Respectfully Submitted,

' John D'Agostino

5158 Northridge Road, Unit 309

4 Sarasota, FL 34238

(941) 228-2727

3%

Date: 0
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May 13, 2009  
RE:

Applicant: John D’Agostino

Application Number: 1 l/252,009
Art Unit: 3691

Filed on: 10/17/2005

Examiner: Shrestha, Bijendra K

The attached check is to cover the following USPTO fees.

Request for continued examination, $405

Extension of time, $555

Total: $960

Respectfully submitted,

John D’Agostino
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EMS/ARMS

This Request for Continued Examination (RCE) along

with the attached Amendment is submitted in full response

to the Office action dated November 13, 2008, wherein

claims 1-44 are rejected under U.S.C. 103(3) as being

unpatentable over Franklin et al., U.S. Patent No.

6,000,832 in View of Yanagihara et al. U.S. Pub No.

2001/0011249. The office action of November 13, 2008 was

final. The corresponding fee for the RCE is included with

this amendment.

An appropriate Request for an Extension of Time and

the corresponding fee is also being filed concurrently

herewith, and accordingly, Applicant respectfully requests

[6
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Application No. I ”252. 009
Amdt. Dated May I3, 2009
Reply to Office Action dated November I3. 2008

reconsideration of this application in view of the

foregoing amendments and the following remarks.

As examiner requested, applicant points out the following

with regard to the previously filed information disclosure

statements. In view of the now completed EX parte

reexamination of 0.8. patent 6,324,526 which is the

grandparent of this application, applicant cites the

following references.

U.S. Patent No. 6,422,462 to Cohen

U.S. Patent No. 5,826,243 to Musmanno

0.5. Patent No. 6,298,335 to Burnstein

A. In the currently amended claims, claims 1-43 are

presented with all independent claims amended to clearly

incorporate the “single merchant” limitation discussed

below. Claim 28 has been canceled. Former claims 29-44 are

presented as claims 28-43.

Claims 1-43 in my application, now clearly incorporate the

limitation that a payment category be defined to include

the ability to limit transactions to “a single merchant”

and that said single merchant limitation must be included

in said payment category Brio: to any particular merchant

being identified as said single merchant. Please see

1?
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Application No. l ”252. 009
Amdt. Dated May I3; 2009
Reply to Office Action dated November l3. 2008

claims 1c, 1d, 27b, 28b, 32b, 34b. A “single merchant”

limitation is also present in claims. Furthermore, the

claims have been amended to make clear that a transaction

code generated in association with the payment category

will also include the limits of the category and therefore

will be limited to a single merchant (see claims 1e, 27c,

28c, 32c, 34c). All other claims are dependent on the

claims above and, therefore, also include said “single

merchant” limitation in both the payment category and the

transaction code.

My specifications clearly support the “single merchant

limitation”. Please see paragraph 36 which reads in part:

“The payment category may also include a multi—transaction

authorization wherein more than one purchase may be made

from one or a pluralitz of different merchantsI each of

which max or mag not be identified E! the customer and are-

coded in association with the transaction codeu”. 

“ Accordingly, in some instances, wherein a customer, or an

agent of the customer, such as a child, guardian, or

_caregiver, must make a number of transactions or purchases

which are authorized by the customer, the customer may

designate a maximum amount which can be spent utilizing a

particular transaction code within a predetermined period

18
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of time, and/or can desiggate that onlz one merchant,

whether designated or not, can use the transaction code.”

This “unidentified single merchant" limitation is not

present in either of the critical references used to reject

applicants claims (0.8. Patent No. 6,000,832 to Franklin or

0.8. Pub No. 2001/0011249 to Yanagihara).

Specifically, the Franklin patent does not disclose a

payment category whereby one or more transactions are

limited to a single merchant which has not been identified.

Indeed, the Franklin patent does not disclose a payment

category which is limited to a single merchant, but rather

a proxy number that is limited to a single transaction. In

all cases in which the Franklin patent limits the

transaction number with regard to the merchant, it is based

on a particular merchant that has been identified prior to

generating the substitute number. That is to say the

merchant is identified along with other transactions

specific data (see column 5, lines 28—32, column 9, lines

30-34, 40-44, 52-55, column 10, lines 9—11). The merchant

limitation is not based on the fact that the merchant is a

single merchant, but rather that the merchant is a

particular (identified) merchant. The distinction between a

single merchant limitation (as described in applicant’s

l9
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claims) and a particular merchant limitation (as described

in the Franklin invention) represents a fundamental

difference. A credit card which can only be used with a

particular merchant is well known in the art (for example,

a Sear’s card only works at Sears). However, several of

applicant's claims describe a merchant limitation that is

based exclusively on the fact that the merchant is a single

merchant and not necessarily any particular merchant. This

means that the transaction code can be used with any

merchant for one or more transactions. However, it can

never be used with more than one merchant. For example, the

single merchant limitation could be represented by having a

card number which could be used anywhere, but once a

purchase was made (at Sears, for example) it could only be

used at Sears for future purchases. To put it another way,

a payment category which limits transactions to a single

merchant is predetermined to limit those transactions even

though said single merchant was not identified when the

payment category was created (predetermined). Since the

transaction code in applicant's invention reflects the

limitations of the payment category, the transaction code

is also limited to a single merchant whether or not said

single merchant has been determined and identified.

20
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It is a significant advantage to have a payment category,

which limits transactions to a single merchant and can be

“designated" by the customer in a simple method step. This

makes it unnecesSary for the customer to communicate, in

advance, to the issuing entity, or even to know in advance,

the identity of the merchant. Eliminating the need to

identify the merchant to the issuing entity, in advance,

significantly simplifies the process for both the customer

and the issuer. Yet the customer can still benefit from the

security advantage of a transaction code that is limited to

a single merchant even if the identity of that single

merchant has not yet been determined. .It has been shown

that customers are very reluctant to adopt security

measures that impair the speed, efficiency, and ease—of~use

of their credit cards. A payment category that is pre-

defined to limit transactions to a single merchant offers a

very simple and efficient method to adopt a highly

effective security measure.

After very thorough reviews of the cited references, I can

find no disclosure of the “single unidentified merchant”

limitation in either the Franklin patent or the Yanagihara

publication. Indeed, to the best of applicant’s knowledge,

this single merchant limitation, as described in

21
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applicant’s specifications and stated in applicant’s

claims, was unknown in the art as of the priority date

(January 15, 1999) of this application.

Applicant also points out the in the appeal of the Ex parte

reexamination of U.S. Patent 6,324,526, The BPAI noted that

the Board indicated that it appreciates the distinction

between limiting transaction “single” merchant as opposedv

to a particular merchant.

In view of the fact that applicant has disclosed an

important and advantageous feature that has not been

disclosed in any of the examiner's references, and that

this feature is clearly included in the amended claims, it

is believed that claims l-43 are now clearly in a condition

of allowance and favorable re‘consideration of the amended

claims is respectfully requested.

3. Conclusion

Based on the foregoing remarks and the above amendments

to the claims it is respectfully requested that this

application be given full and favorable reconsideration. It

is believed that upon doing so, this application will be

22
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deemed to be in condition for immediate allowance, which

action is now respectfully requested.

In addition, a request for an appropriate extension of

time is enclosed herewith along with the corresponding PTO

fees for the extension and the RCE.

Respectfully Submitted,

John D’Agostino

V5168 Northridge Road Unit 309

Sarasota, FL 34238

(941) 228-1511

23

MasterCard, Exh. 1002, p. 324



MasterCard, Exh. 1002, p. 325

 

Application No. I U252. 009
Amdt Dated May l3, 2009
Reply to Office Action dated November I3. 2008  

Amendments to the Claims

This listing of claims will replace all prior

versions, and listings, of the claims in the application:

1. (Currently Amended) A method of performing secure

credit card purchases, said method comprising:

a) contacting .a custodial authorizing entity having

custodial responsibility of account parameters of a

customer’s account that can be used to make credit card

purchases;

b) supplying the custodial authorizing entity with at

least account identification data;

c) Pee-Defining a payment category including at least the

ability to limit purchases to a single unideneiéied

merchant for at least one transaction, said single merchant

limitation being included in said payment category prior to

any particular merchant being identified as said single

merchant;

d) designating said payment category thereby designating

at least that a transaction code generated in accordance
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with said payment category can be used by only one

merchant;

e) generating a transaction code reflecting at least the

limits of said designated payment category and the ability

to make a purchase within said designated payment category;

f) communicating the transaction code to a merchant to

consummate a purchase with define purchase parameters;

g) verifying that said defined purchase parameters are

within said designated payment category; and

h) providing authorization for said purChase so as to

confirm at least that said defined purchase parameters are

within said designated payment category' and complete lthe

purchase.

2. (Previously Presented) The method of claim 1 further

comprising identification of said single merchant upon

designation of said payment category.

3. (Previously Presented) The method of claim 1 further

comprising the step of designating said single merchant

subsequent to generating said transaction code.

4. (Previously Presented) The method of claim 1 wherein

said step of communicating the transaction code to said

merchant to consummate said purchase within defined

purchase parameters further comprises designation of said

single merchant.
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5. (Previously Presented) The method of claim 1 wherein

said step of generating said transaction code further

comprises said custodial authorizing entity generating said

transaction code.

6. (Previously Presented) The method of claim 1 wherein

said step of generating said transaction code further

comprises said customer generating said transaction code.

7. (Previously Presented) The method of claim 1 further

comprising obtaining said authorization for said purchase

from the custodial authorizing entity.

8. (Previously Presented) The method of claim 1 further

comprising a step of communicating promotional information

of offered subject matter to the customer by the merchant,

pre-determining the purchase parameters of the purchase,

and corresponding said designated payment category to said

purchase parameters.

9. (Previously Presented) The method of claim 1 further

comprising the merchant communicating the transaction code

to the custodial authorizing entity for verification.

10. (Previously Presented) The method of claim 1 further

comprising generating a transaction code which reflects at

least one of a plurality of said payment categories.

11. (Previously Presented) The method of claim 10 further

comprising defining at least one of said plurality of
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payment categories to include the ability to designate

amount parameters for a cost of one or more purchases.

12. (Previously Presented) The method of claim 10 further

comprising defining at least one of said plurality of

payment categories to include the ability to designate time

parameters during which the purchase can be completed.

13. (Previously Presented) The method of claim 10 further

comprising defining at least one of said plurality of

payment categories to include the ability to use said

transaction code for a single transaction at a fixed amount

for purchase within a predetermined period of time.

14. (Previously Presented) The method of claim 13 further-

comprising defining at least one of said plurality of

payment categories to transaction at said fixed amount for

purchase within said predetermined period of time.

15. (Previously Presented) The method of claim 10 further

comprising defining at least one of said plurality of

payment categories to include the ability to use said

transaction code for a single transaction at a maximum

amount for purchase within a predetermined period of time.

16. (Previously Presented) The method of claim 15 further

comprising defining at least one of said plurality of

payment categories to include the ability to limit
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purchases to said single transaction at said maximum amount

for purchase within said predetermined period of time.

17. (Previously Presented) The method of claim 10 further

comprising defining at least one of said plurality of

'payment categories to include the ability to use said

transaction code for at least two purchases at a nmximum

total amount for items purchased within a predetermined

time period.

18. (Previously Presented) The method of claim 17 further

comprising defining at least one of said plurality of

payment categories to include the ability to limit

purchases to said at least two purchases at said maximum

total amount for items purchased within said predetermined

time period.

19. (Previously Presented) The method of claim 10 further

comprising defining at least one of said plurality of

payment categories to include the ability to use said

transaction code for at least two purchases for a repeating

transaction at a fixed amount payable at each of a fixed

number of time intervals.

20. (Previously Presented) The method of claim 19 further

comprising defining at least one of said plurality of

payment categories to include the ability to limit

purchases to said repeating transaction at said fixed
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amount payable at each of said fixed number of time

intervals.

21. (Previously Presented) The method of claim 10 further

comprising defining at least one of said plurality of

payment categories to include the ability to use said

transaction code for a, repeating transaction at a fixed

amount payable at each of an unspecified number of time

intervals.

22. (Previously Presented) The method of claim 21 further

comprising defining at least one of said plurality of

payment categories to include the ability to limit

purchases to said repeating transaction at said fixed

amount payable at each of said unspecified number of time

intervals.

23. (Previously Presented) The method of claim 10 wherein

at least some of said plurality of payment categories to

include:

a) the ability to use said transaction code for a single

transaction at a fixed amount for a purchase within a

predetermined period of time,

b) the ability to use said transaction code for a single

transaction at a maximum amount for a purchase within a

predetermined period of time,
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c) the ability to use said transaction code for multiple

transactions at a maximum total amount for purchases within

a predetermined time period,

d) the ability to use said transaction code for a

repeating transaction at a fixed amount for purchases

payable at each of a fixed number of time intervals, and

e) the ability to use said transaction code for a

repeating transaction at a fixed amount for purchases

payable at each of an unSpecified number of time intervals.

24. (Previously Presented) The method of claim 10 wherein

at least some of said plurality of payment categories

include:

a) the ability to use said transaction code for a single

transaction at a fined amount for a purchase,

b) the ability to use said transaction code for a single

transaction at a maximum amount for a purchase,

0) the ability to use said transaction code for multiple

transactions at a maximum total amount for purchases,

d) the ability to use said transaction code for a

repeating transaction at a fixed amount for purchases

payable at each of a fixed number of time intervals, and

e) the ability to use said transaction code for a

repeating transaction at a fixed amount for purchases

payable at each of an unspecified number of time intervals.
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25. (Previously Presented) The method of claim 1 further

comprising generating said transaction code to further

reflect an identification of said single merchant.

26. (Previously Presented) The method of claim 25 further

comprising defining said payment category to include the

ability to limit purchases to a limited time interval

during which said purchase authorization is valid.

27. (Currently 'Amended) A method of performing secure

credit card purchases, said method comprising:

a) identifying a pre—established account that can be used

to make credit card purchases;

b) designating at least one of a plurality of pre-defined

payment categories which limit a nature of a subsequent

purchases, at least one of said payment categories

including at least the ability to limit purchases to a

single merchant, said single merchant limitation being

included in said payment category prior to any particular

merchant being identified as said single merchant;

c) iflfiaéfig generating a transaction code associated with

at least said credit card account and the limits of said

selected payment category, and different from said credit

card account;
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d) communicating said transaction code to a merchant to

consummate a purchase within defined purchase parameters;

e) verifying that said defined purchase parameters

correspond to said designated payment category; and

f) providing authorization for said purchase so as to

confirm at least that said defined purchase parameters are

within said. designated payment category and complete the

purchase; and

g) associating the purchase with said credit card

account.

28. (Currently Amended, Previously Presented as claim 29)

. A method of performing secure credit card purchases, said

method comprising:

a) identifying a pre-established account that can be

used to make credit card purchases;

b) selecting a predetermined payment category which

limits a nature, of a series of subsequent purchases to a

single usideati£ied merchant, said single merchant

limitation being included in said payment category prior to

any particular merchant being identified as said single

merchant;

c) issuing generating a transaction code associated with

at least said credit card account and the limits of said

MasterCard, Exh. 1002, p. 333



MasterCard, Exh. 1002, p. 334

Application No. I 11252. 009
Amdt Dated May I3. 2009
Reply to Office Action dated November I3. 2008

selected payment category and different from said credit

card account;

d) communicating said transaction code to a merchant to

consummate a purchase within defined purchase parameters;

e) verifying that said defined purchase parameters

correspond to said selected payment category; .

f) providing authorization for said purchase so as to

confirm at least that said defined purchase parameters are

within said selected payment category and complete the

purchase; and I

g) associating the purchase with said credit card

account.

29. (Previously Presented as claim 30) The method of

claim 28 wherein said step of selecting said payment

category which limits said nature of said series of

subsequent purchases to said single merchant further

comprises limiting said nature of said series of subsequent

purchases to a fixed amount for each of said subsequent

purchases.

30. (Previously Presented as claim 31) The method of

claim 28 wherein said step of selecting said payment

category which limits said nature of isaid series of

subsequent purchases to said single merchant further

comprises limiting said nature of said series of subsequent

10
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purchases to a maximum total amount for said subsequent

purchases.

31. (Previously Presented as claim 32) The method of

claim 28 wherein said step of verifying that said defined

purchase parameters correspond to said selected payment

category further identifies said Inerchant as said single

merchant.

32. (Currently Amended Previously Presented as claim 33)

A method of performing secure credit card purchases, said

method comprising the steps of:

a) identifying a pre—established account that can be

used to make credit card purchases:

b) selecting a pre—determined payment category which

limits a nature of a subsequent purchase to afi—eaidentiéied

a single merchant, said single merchant limitation being

included in said payment category prior to any particular

merchant being identified as said single merchant;

c) generating a transaction code associated with at least

said credit card account and the limits of said selected

payment category, and different from said credit‘ card

account;

d) designating a merchant as said single merchant;

11
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e) communicating said transaction code to said merchant

to consummate a purchase within defined purchase

parameters;

f) verifying that said defined purchase parameters

correspond to said selected payment category:

g) providing authorization for said purchase so as to

confirm at least that said defined purchase parameters are

within said selected payment category and complete the

purchase; and

h) associating the purchase with said credit card

account.

33. (Previously Presented as claim 34) The method of

claim 32 wherein said step of verifying that said defined

purchase parameters correspond to said selected payment

category further identifies said merchant as said single

merchant.

34. (Currently Amended Previously Presented as claim 35)

A system for performing secure credit card purchases

comprising:

a) a custodial authorizing entity, said custodial

authorizing entity structured to maintain a pre-established

account that can be used to make credit card purchases for

at least one user;

[2
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b) said custodial authorizing entity further structured

to define at least one payment category available for

selection by a customer, said payment category structured

to limit at least one subsequent transaction to a single

merchant, said single merchant limitation being included in

said payment category prior to any particular merchant

being identified as said single merchant;

c) said custodial authorizing entity further structured

to issue a transaction code associated with at least the

limits of said payment category selected by the customer

and said credit card account of the issure, said

transaction code being different from said credit card

account;

d) said custodial authorizing entity further structures

to receive said transaction code and designated purchase

parameters associated with a purchase from a merchant, and

to verify that said designated purchase parameters

correspond to said selected payment category; and

e) said custodial authorizing entity structures to

provide the merchant with authorization for said purchase

that confirms at least that said designated purchase

parameters correspond to said selected payment category so

that said purchase may be consummated by the merchant.

13
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35. (Previously Presented as claim 365 A system for

performing secure credit card purchases as recited in claim

34 wherein said single merchant is identified upon

selection of said payment category and is associated with

said transaction code.

36. (Previously Presented as claim 37) A system for

performing secure credit card purchases as recited in claim

34 wherein said custodial authorizing entity is structured

to designate a first merchant to provide said transaction

code for verification as said single merchant.

37. (Previously Presented as claim 38) A system for

performing secure credit card purchases as recited in claim

36 wherein said custodial authorizing entity is structured

to designate said first merchant as said single merchant

for subsequent transactions utilizing said transaction

code.

38. (Previously Presented as claim 39) A system for

performing secure credit card purchases as recited in claim

34 wherein said payment category is further structured to

limit said at least one subsequent transaction to a

specified dollar amount.

39. (Previously Presented as claim 40) A system for

performing secure credit card purchases as recited in claim

38 wherein said payment category is further structured to

14
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limit each of a plurality of subsequent transactions to

said specified dollar amount.

40. (Previously Presented as claim 41) A system for

performing secure credit card purchases as recited in claim

39 wherein said custodial authorizing entity is structured

to designate a dollar amount of a first transaction

associated with said transaction code and having said

designated purchase parameters that correspond to remaining

parameters of said selected payment category, as said

specified dollar amount.

41. (Previously Presented as claim 42) A system for

performing secure credit card purchases as recited in claim

38 wherein said specified dollar amount is defined upon

selection of said payment category and is associated with

said transaction code.

42. (Previously Presented as claim 43) A system -for

performing secure credit card purchases as recited in claim

34 wherein said payment category is further structured to

limit said at least one subsequent transaction to a maximum

dollar amount.

43. (Previously Presented as claim 44) A system for

performing secure credit card purchases as recited in claim

34 wherein said payment category is further structured to

15
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limit said at least one subsequent transaction to a‘

predetermined time period.
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Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
6735.

fink
Diane Goodwyn
Petitions Examiner
Office of Petitions

cc: JOHN D’AGOSTINO
5168 NORTHRIDGE ROAD #309

SARASOTA, FL 34238
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\ F:\MM“DOCS\‘1-PAT\PAT 2004\APP\1706B-01 D'Agostino John\1706-B Cert- Withdrawal atty.doc

0\P r . fi/Jy/
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE I

JAN93'7 Applicant: John D’Agostino

<§E§Qmmm§ Serial No.: 11/252,009\\,,,,,,

Filing Date: October 17, 2005
 

For: SYSTEM AND METHOD FUR ‘PERFORMING SECURE USER
ACCOUNT PURCHASES

Confirmation No. 4322

Customer No. 04219

Bijendra Shrestha, Examiner

Group Art Unit 3691

2800 S.W. Third Avenue

Historic Coral Way

Miami, Florida 33129

Commissioner for Patents

P.O. Box 1450

Alexandria, VA '22313-1450

Dear Sir:

CERTIFICATE OF MAILING

I HEREBY CERTIFY that this correspondence is being

deposited with the United States Postal Service as first class

mail in an envelope addressed to Commissioner for Patents, P.O.

Box 1450, Alexandria, VA 22313—1450, this {22:3 day of January,

2009.

Respectfully submitted,

MALLOY & MALLOY, P.A.
2800 S.W. Third Avenue

Historic Coral Way

Miami, Florida 33129

(305) 858—8 

  eter Matos

Reg. No. 37,884

Date: /[ 2% 2&9
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Doc Code: PET.POA.WDRW

Document Description: Petition to withdraw attom'cy or agent (SB83) PTO/$3183 (M08)Approved for use through 1231/2008. 0MB 0651-0035
U.S. Patent and Trademark Office, US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection 01 information unless it displays a valid OMB control number.
Application Number 11/252009

Filing Date October 17. 2005 '
First Named Inventor John D'Agostino

4322

Biiendra K. Shrestha

Attorney Docket Number 1.706-B.04

 
 

 
 
 

  
  

  
  

  
  

  
  

  
   

- QUEST FOR WITHDRAWAL

S ATTORNEY OR AGENT
AND CHANGE OF

 

 
    

To: Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Please withdraw me as attorney or agent for the above identified patent application, and

all the practitioners of record;

E] the practitioners (with registration numbers) of record listed on the attached paper(s); or

I: the practitioners of record associated with Customer Number.
 

NOTE: The immediately preceding box should only be marked when the practitioners were appointed using the listed
Customer Number.

The reason(s) for this request are those described in 37 CFR :

D10.40(b)(1) I: 10.40(b)(2) El 10.40(b)(3) El 10.40(b)(4)
|:| 10.40(c)(1)(i) I: 10.40(c)(1)(li) |:| 10.40(c)(1)(iii) (:1 10.40(c)(1)(iv)
El 10.40(c)(1)(v) 10.40(c)(1)(vi) [:1 10.40(c)(2) El 10.40(c)(3)
D10.40(c)(4) I: 10.40(c)(5) [:1 10.40(c)(6) Please explain below: 

 Certifications

Check each box below that is factually correct. ' WARNING: If a box is left unchecked, the request will likely not
be approved.

1. l/We have given reasonable notice to the client, prior to the expiration of the response period, that the
practitioner(s) intend to withdraw from employment.

  
 

2. INVe have delivered to the client or a duly authorized representative of the client all papers and property
includin - funds to which the client is entitled.

 3. lNVe have notified the client of any responses that may be due and the time frame within which the
client must res ond.

Please provide an explanation, if necessary:

  
[Page 1 cl 2]

This collection of information is required by 37 CFR 1.36. The information is required to obtain or retain a benefit by the public which is to tile (and by the USPTO
to process) an application. Confidentiality is governed by 35 use 122 and 37 CFR 1.11 and 1.14. This oolledion is estimated to take 12 minutes to complete.
including gathen'ng, preparing, and submitting the completed application term to the USPTO. Time will vary depending upon the individual case, Any comments
on the amount of time you require to complete this form end/or suggestions for reducing this burden. should be sent to the Chief Information Officer. U.S. Patent
and Trademark Office, U.S. Department of Commerce. PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES 0R COMPLETED FORMS TO THIS
ADDRESS. SEND To: Commissioner for Parents, P.O. Box 1450. Alexandria. VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO—9199 and select option 2,

MasterCard, Exh. 1002, p. 346
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PTOISBI83 (04-08)

Approved for use through 12/31/2008. 0MB 0651-0035
US. Patent and Trademark Office. US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are mquired to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR WITHDRAWAL

AS ATTORNEY OR AGENT ‘
AND CHANGE OF CORRESPONDENCE ADDRESS

Complete the following section only when the correspondence address will change. Changes ofaddress will only be accepted to an
inventor or an assignee that has properly made itselfof record pursuant to 37 CFR 3. 71.

Change the correspondence address and direct all future correspondence to:

A. EIThe address of the inventor or assignee associated with Customer Number:
OR

Inventor or . _

B' I Assignee name John DAQOSIIHO
Address 5168 Northridge Road #309

State Florida Zip 34238 Country USA

Telephone (941) 922-7007

I am authorized to sign on behalf of myself and all withdrawing practitioners.

r" 2
Signature

Per A. Matos Registration No. 37334

Address 2800 SW. Third Avenue

City Miami State Florida Zip 33129 Country USA >

’2 3 2006 Telephone No. (305) 858-8000

NOTE: Withdrawal is effective when approved rather than when received.

[Page 2 of 2}
This collection of information is required by 37 CFR 1.36. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality Is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete,
including gathering. preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer. U.S. Patent
and Trademark Office. US. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND To: Commissioner for Patents, P.O. Box 1450, Alexandria. VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

PO. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

 

ngALvaY1a MliADLLOY, P.A.2 00 s. . HI AVENUE ,
HISTORIC CORAL WAY COPY MAILEI
MIAMI FL 33129

JAN 0 '9 2009

In re Application of OFFICE OF PETmONS
John D’AGOSTINO :

Application No. 11/252,009 : DECISION ON PETITION
Filed: October 17, 2005 : TO WITHDRAW

Attorney Docket No. 1.706—B.04 FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed November 24, 2008.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to
the client or a duly authorized representative of the client all papers and property (including
funds) to which the client is entitled; and (3) notified the client of any responses that may be due
and the time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request cannot be approved because the attorneys of record were not appointed by Customer
Number 04219, as indicated.

All future communications from the Office will continue to be directed to the above-listed

address until otherwise notified by applicant.

MasterCard, Exh. 1002, p. 348
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Application No. 11/252,009 _ Page 2

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
6735.

@A
Diane Goodwyn
Petitions Exarniner
Office of Petitions

cc: JOHN D’AGOSTTNO
5168 NORTHRIDGE ROAD #309

SARASOTA, FL 34238
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Ioc Code: PET.POA.WDRW

Mo ment Description: Petition to withdraw anomey or agent (8883) Izoongfig/ggépd-oa)' Approved for use through 12131 . -0035
US. Patent and Trademark Office. US. DEPARTMENT OF COMMERCE

11/252009

Filing Date October 17. 2005
John o-Aaostino
4322

Biiendra K. Shrestha

Attorney Docket Number 1.706-B.04

 

 
  
 
 

 

 
  
 
 

  

  
 
 
  
 
 

QUEST FOR WITHDRAWAL

AS ATTORNEY OR AGENT
AND CHANGE OF

CORRESPONDENCE ADDRESS

    

To: Commissioner for Patents
P.0. Box 1450
Alexandria, VA 22313-1450

Please withdraw me as attorney or agent for the above identified patent application. and

all the practitioners of record;

, the practitioners (with registration numbers) of record listed on the attached paper(s); or

the practitioners of record associated with Customer Number: 04219

Y NOTE: The immediately preceding box should only be marked when the practitioners were appointed using the listed
Customer Number.

The reason(s) for this request are those described in 37 CFR:

E110.40(b)(1) |:| 10.40(b)(2) [:1 10.40(b)(3)

I: 10.40(c)(1)(i) I: 10.40(c)(1)(ii) [:1 10.40(c)(1)(iii)

D10.40(c)(1)(v) 10.40(c)(1)(vi) [:1 10.40(c)(2)

D10.40(c)(4) |:| 10.40(c)(5) I: 10.40(c)(6) Please explain below:

1. lNVe have given reasonable notice to the client. prior to the expiration of the response period, that the

1 practitioner(s) intend to withdraw from employment.

2. INVe have delivered to the client or a duly authorized representative of the client all papers and property
funds to which the client is entitled.

3. IIWe have notified the client of any responses that may be due and the time frame within which the
client must reSoond.

Please provide an explanation, if necessary:

 
[Page 1 of 2]

This collection of information is required by 37 CFR 1.36. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 use 122 and 37 CFR 111 and 1.14. This collection is estimated to take 12 minutes to complete.
including gathering, preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief information Officer, US. Patent
and Trademark Office, US. Department of Commerce, PO. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS, SEND To: Commissioner for Patents, P.0. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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z A: 'N%% ug .. ,, ‘ PTO/SB/BS (04-08)
4“. Approved tor use through 12/31/2008, OMB 0651-0035

5" U.S. Patent and Trademark Office, US. DEPARTMENT OF COMMERCE
- der the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR WITHDRAWAL
AS ATTORNEY OR AGENT

AND CHANGE OF CORRESPONDENCE ADDRESS

Complete the following section only when the correspondence address will change. Changes of address will only be accepted to an
inventor or an assignee that has property made itself of record pursuant to 37 CFR 3. 71.

 

 
 

 

  

  
  

 
 

Change the correspondence address and direct all future correspondence to:
 

A. DThe address of the inventor or assignee associated with Customer Number:
OR

Inventor or . .

3- Assignee name mm D Agostlno

Address 5168 Northridge Road #309

 

 

City Sarasota State Florida Zip 34238

Telephone (941) 922-7007

Country USA

I am authorized to sign on behalf of myself and all withdrawing practitioners.

-W
w Peter A. Matos
Address 2800 SW. Third Avenue

E ‘ \, Z\ ,. Z O O . Telephone No. (305)858-8000
NOTE: Withdrawal is effective when approved rather than when received.

[Page 2 of 2]
This collection of information is required by 37 CFR 1.36. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 use 122 and 37 CFR 1.11 and 114. This collection is estimated to take 12 minutes to complete,
including gathering. preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments

- on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, US. Patent
and Trademark Office, U.S. Department of Commerce. PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, PO. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Registration No. 37,884
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