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I. INTRODUCTION 

The claims of U.S. Patent 7,958,024 (“the '024 Patent”) recite patent eligible 

subject matter.  Claims 1, 2, and 35-47 are in issue in the present Covered Business 

Method Patent Review.  In its Petition, Petitioner alleged that claims 1, 2, and 35-

47 were patent-ineligible for being directed to an abstract idea.  The Board 

instituted trial of claims 1, 2, and 35-47, solely on grounds under 35 U.S.C. § 101.  

Decision – Institution of Covered Business Method Patent Review, Paper No. 16, 

March 4, 2014, p. 19 (“Institution Decision”).  This Patent Owner Response 

addresses the sole ground on which trial has been instituted.   

In its Preliminary Response, Patent Owner focused on the preclusive effect 

of a statutory bar under 35 U.S.C. § 325(a).1  Relying on interim orders issued in 

                                           
1 In its Preliminary Response and subsequent Request for Rehearing, Patent 

Owner argued that trial should not have been instituted where the Petitioner, 

prior to the filing of the petition for post-grant review, filed a civil action 

challenging the validity of a claim of the patent.  As the Board has stated that 

arguments from the Preliminary Response are not considered after a Decision to 

institute trial, Patent Owner herein repeats (see Section VI, infra at 44) certain 

aspects of its earlier argument that Petitioner is barred under 35 U.S.C. 

§ 325(a), solely to ensure a complete record of this proceeding, and to preserve 

all issues for appeal.   
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