Paper No. 36

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

CALLIDUS SOFTWARE INC.
Petitioner

V.

VERSATA DEVELOPMENT GROUP, INC.
Patent Owner

AND

VERSATA SOFTWARE, INC.
Real Party-In-Interest

Case CBM2013-00052
Patent 7,904,326

Filed: August 22, 2014

PETITIONER’S REPLY TO PATENT OWNER RESPONSE

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petitioner’s Reply to Patent Owner Response

CBM2013-00052
TABLE OF CONTENTS
Page No
l. INTRODUCTION ..ottt e et e e e e e e e e e e e e e eeeeeeees 1
. CLAIM CONSTRUCTION ...ttt e e e e e e e 2
A. .....PO’s Proposed Construction of “Denormalizing” and “Join” Are
NOt SUPPOITEA. .. ..ottt 2
B. ... Even PO’s Tortured Claim Constructions Do Not Save Its Claims
From ADSIIACINESS .......coeeeeeeeeeeeeeeee e, 4
I1l. CLAIM1ISDIRECTED TO AN ABSTRACT IDEA ......oveeeeeeeeeeee, 5
IV. THE REMAINDER OF CLAIM 1 DOES NOT TRANSFORM THE
ABSTRACT IDEA INTO A PATENT-ELIGIBLE CLAIM ......cooee.. 9
V. DEPENDENT CLAIMS 2-22 ARE DIRECTED TO NON-PATENTABLE
SUBJIECT MATTER ...ttt e e e e e e 12
VI. PETITIONER WAS NOT BARRED FROM FILING ITS PETITION........ 12
VI, CONCLUSION. .ottt e e e e e e e e e e e e e e e e e e neenees 15

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petitioner’s Reply to Patent Owner Response

CBM2013-00052
TABLE OF AUTHORITIES
Page(s)
CASES
Alice Corp. Pty. Ltd. v. CLS Bank Int’l,
134 S. Ct. 2347, 110 U.S.P.Q.2d 1976 (2014) ....ccvvvvereieieeie e passim
Bancorp Servs., L.L.C. v. Sun Life Assur. Co. of Canada (U.S.),
687 F.3d 1266 (Fed. Cir. 2012) ....occveieiieiieie e 6, 10
Bilski v. Kappos,
130 S. Ct. 3218 (2010). ..ccuvieiieiiiesiieeiee e siee st passim
Chevron U.S.A. v. Natural Res. Def. Council,
104 S. Ct. 2778, 467 U.S. 837 (1984).....cccveieee et sia e 13
CyberSource Corp v Retail Decisions Inc.,
654 F.3d 1366, 99 U.S.P.Q.2d 1690 (Fed. Cir. 2011) .....ccccvvvervirerireieriene 6, 11
Ethicon Inc. v. Quigg,
849 F.2d 1422 (Fed. Cir. 1988) ......cccuiiiriieiiiieiesie et 13
Princess Cruises, Inc. v. United States,
201 F.3d 1352 (Fed. Cir. 2000) .....ccoveeeiieieniesieseesieeiesieesiessee e sseesieeeesseeseesnes 13
STATUTES
B0 UL.S.C. 8 L0t passim
L U R T O I 1 ) OSSR 13
35 UL.S.C. 8321 (D) eeeeeieii ettt 13
35 U.S.C. 8 325(8) (1) eeveereeereerirariesieeiesreesiesseesiesneesseeseestaeaesreessesneessesseesseenes 12, 13,9
35 ULS.C. 8 325(8)(3) veeverrrererrreeursrersieaseesteesesseestesseesseassessaessessesssesseessesssssesssessenns 14
ATA 8 18(2)(L1)(B) veveeveereeiteeiesieeieseesiesteeste e stesaesae e staeaesraesae e estesnaesreaneenreaneens 13
AlA 8 18(2)(1)(C)(1) AN (1) .rvevrerrerrreiesierieeieeseeriesee e eeesre e sree e eree e eesraeeenrens 13
ALA 88 42.300......0e ettt st et re e e nreenaenres 12

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petitioner’s Reply to Patent Owner Response

CBM2013-00052
ATASG L8(2)(L) cvvrvveevereeerereeereeesereseeseeseseeesseessessesesesessasseeesssesesesseeseeeseseseeesens 12, 13
REGULATIONS
7 CLRLR. B 42.23 . e 1,3
R O o = 0 USSR 12
37 C.F.R. § 42.300(8). 37 .vvreeeereeereseeeesseeesesesessesseeeseeeseeassessesssesassesseeeseeees 12, 13
37 C.F.R. 88 42.300 BL SEU. ...vveiveeiureerieeieesieesteesteeteesteesteesteesae e staesteesreeeneeeneens 12
OTHER AUTHORITIES
157 Cong. Rec. S952 (daily ed. Feb. 28, 2011)......ccccovoiiiiiiiieie e 9

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petitioner’s Reply to Patent Owner Response
CBM2013-00052

l. INTRODUCTION

The Board instituted this CBM Review because it found that “Petitioner has
demonstrated that it is more likely than not that claims 1-22 are unpatentable
under 35 U.S.C. § 101 as being directed to non-statutory subject matter.”
Institution Decision, Paper No. 21 at 19 (P.T.A.B. Mar. 4, 2014) (“ID”). Nothing
in the Patent Owner’s Response (“POR”) changes the reasoned and correct
conclusions in the Institution Decision.

Having failed to move to amend claims, POR now attempts to effect,
through claim construction, what it should have done through claim amendment.
In so doing, Patent Owner (“PO”) tacitly concedes the abstractness of its claims.
PO proposes claim constructions that do not even begin to conform to the broadest
reasonable interpretation (“BRI”) standard, and improperly imports limitations
from the specification. Having foregone a motion to amend, PO cannot now
contort the claim construction process to achieve claim amendment.

Alice reaffirmed that claims directed to abstract ideas, without limitations
sufficient to tie them down, are patent ineligible. Rather than address this
standard, PO concocts its own misguided tests for patent-eligibility that have no
basis in precedent and, in fact, run afoul of the holdings in Alice, Bilski, Benson,

Flook, Bancorp, and CyberSource.
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