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I.  INTRODUCTION 

In accordance with 37 C.F.R. §§ 42.24 & 42.220(a), Patent Owner, 

Disposition Services, LLC, submits this Response to Petitioner’s Petition for 

Covered Business Method (CBM) patent review (“the Petition”), of Claims 1-6, 

and 8-23 of U.S. Patent No. 5,424,944 (“the ’944 patent”) under § 18 of the 5 

America Invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011) (“AIA”).   

Patent Owner respectfully submits that, for at least the reasons stated below, 

the Patent Trial and Appeal Board (“PTAB”) must find that Petitioner has failed to 

prove by clear and convincing evidence that Claims 1-6 and 8-23 of the ’944 

patent are directed to patent-ineligible subject matter under 35 U.S.C. § 101.   10 

II.  THE TEST FOR PATENT-ELIGIBILITY UNDER 35 U.S.C. § 101 

35 U.S.C. § 101 lists new and useful processes, machines, manufactures, and 

compositions of matter as the four broad categories of patent-eligible subject 

matter. To qualify as a machine under § 101, the claimed invention must be a 

“concrete thing, consisting of parts, or of certain devices and combinations of 15 

devices.” Burr v. Duryee, 68 U.S. 531, 507 (1863). “In choosing such expansive 

terms … modified by the comprehensive ‘any,’ Congress plainly contemplated that 

the patent laws would be given wide scope.” Bilski v. Kappos, 130 S.Ct. 3218, 

3225 (2010), quoting Diamond v. Chakrabarty, 447 U.S. 303, 308 (1980).  
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In its recent decision in Alice Corporation v. CLS Bank Int’l, the Supreme 

Court reaffirmed that “laws of nature, natural phenomena, and abstract ideas” 

constitute the three judicially-created exceptions to the broad categories of patent-

eligible subject matter under § 101. Alice Corp. Pty. Ltd. v. CLS Bank Int’l et al., 

134 S.Ct. 2347, 2354 (2014). In doing so, the Court laid out a two-part test for the 5 

determination of patent-eligibility under § 101, guiding the inquiry as follows:  

1. First determine whether the claims at issue are directed to a patent-ineligible 

concept; and 

2. If the claims are so directed, the focus shifts to whether the claim’s elements, 

considered both individually and as an ordered combination, transform the 10 

nature of the claim into a patent-eligible application.  

Alice, 134 S.Ct. at 2355.   

A.  Abstract Ideas 

Determining what constitutes an “abstract idea” sufficient to render a claim 

as “directed to a patent-ineligible concept” under step one of the above test is a 15 

nuanced undertaking inherently biased to the over-inclusive. In recognition of this 

fact, the Supreme Court has cautioned tribunals to “tread carefully in construing 

this exclusionary principle lest it swallow all of patent law,” because “at some 

level, all inventions … embody, use, reflect, rest upon, or apply … abstract ideas.” 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


