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08/023398

PATENT

DocketNo. _ HBAIR-1 CONT II

Washington, D.C. 20231 ' :
NEW APPLICATION TRANSMITTAL

Transmitted herewith for filing is the patent application of
Inventor(s): Arthur R. Hair

WARNI&G: -Parenr must be applied for in the name(s) of all of the actual inventor(s). 37 CFR 1.41(a) and
1.53(b). .
For (title): A SYSTEM FOR TRANSMITTING DIGITAL VIDEQ OR
AUDIO SIGNALS

1. Type of Appiication .
This new application is for a(n) (check one appiicable item below ):

X Original
[ Design

{0 Plant
WARNING: Do not use this transmittal for a complation in the U.S. of an intemational Application under 35
U.S.C. 371(c)(4) unless the Intemational Application is being filed as a divisional, continuation or
continuation-in-part application. ’
If one of the following 3 items apply then completa and attach ADDED PAGES FOR NEW APPLICA-
TION TRANSMITTAL WHERE SENEFTT OF A PRIOR U.S. APPLICATION CLAIMED and a NOTIFICA-
TION IN PARENT APPLICATION OF THE FILING OF THIS CONTINUATION APPLICATION.

{_ Divisional
X] Continuation
[ Continuation-in-part (CIP)

NOTZ:

CERTIFICATION UNDER 37 CFR 1.10

| hereby certify that this New Application Transmittal and the documents referred 10 asl 8r(|)ciosed therein are being

depositea with the United States Postal Service on this date February 26, in an envelope
as “Express Mail Post Office to Addressee” Mailing Labei Numper _TB252287398 US addressad

to the: Commissioner of Patents and Trademarks. Washington, D.C. 20231.
Tracev L. Milka

(‘Type/c{pn‘m name of person mailing paper)
/ Nl /‘ﬂ Mo

(Signature ot pergon mailing paper)

NOTZ: Each paper or fee referred 0 as enciosed herein has the number of the “Express Mail” mailing label
piaced thereon prior ;0 mailing. 37 CFA 1.10(b).

(Application Transmittal [4-1]—page 1 of 7)

RETAIN THIS NUMBER-CUSTOMER
RECEIPT WILL BE MAILED TO YOU.
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2. Benefit ot Prior U.S. Application(s) (35 USC 120)

NOTE: If the new application being transmitted is a divisional, continuation or a continuation-in-part of a parent
case, or where the parent case is an International Appiication which designated the U.S.. then check
the following item and complete and attach ADDED PAGES FOR NEW APPLICATION TRANSMITTAL

WHERE BENEFIT OF PRIOR U.S. APPLICATION(S) CLAIMED.
[J The new application being transmitted claims the benefit of prior U.S. appiica-
tion(s) and enclosed are ADDED PAGES FOR NEW APPLICATION TRANSMIT-
TAL WHERE BENEFIT OF PRIOR U.S. APPLICATION(S) CLAIMED.
3. Papers Enclosed Which Are Required For Filing Date Under 37 CFR 1.53(b) (Reg-
ular) or 37 CFR 1.153 (Design) Application
11 Pages of specification
L1 Pages of ciaims
—-1_Pages of Abstract
—2_Sheets of drawing
(J formal

informal
WARNING: DO NOT submit original drawings. A high quality copy of the drawings should be supplied when
filing a patent application. The drawings that are submitted to the Office must be on strong, white,
smooth, and non-shiny paper and meet the standards according to § 1.84. If corrections to the
drawings are necessary, they should be made (o the original drawing and a high-quality copy of
the corrected original drawing then submitted to the Office. Only one copy Is required or de-
sired. Commaents on proposed new 37 CFA 1.84. Notice of March 9, 1988 (1990 O.G. 57-62).

NOTE: “Identifying indicia such as the senial number, group and unit, title of the invention, attorney’s docket
) ‘ number, inventor's name, number of sheets, atc., not to exceed 2% inches (7.0 cm.) in width may be
N Placed in a centered location between the side edges within three fourths inch (19.1 mm.) of the top
edge. Either this marking techinique on the front of the drawing or the placement, although not pre-
ferred, of this information and the litle of the invention on the back of the drawings is acceptable.” Pro-
posed 37 CFR 1.84(1). Notice of March 9, 1988 (1090 O.G. 57-62).
4. Additional papers enclosed
Preliminary Amendment

Information Disclosure Statement (37 CFR 1.98)
Form PTO-1448

Citations

Declaration of Biological Deposit

Submission of “Sequence Listing,” computer readable copy and/or amendment
pertaining thereto for biotechnology invention containing nucteotide and/or

amino acid sequence.
Authorization of Attorney(s) to Accept and Foilow Instructions from Representa-

tive
Special Comments
Other

o0ooooo

oo g

(Application Transmittal [4-1]—page 2 of 7)
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5. Declaratic,oath ’

® Enclosed
executed by (check all applicable boxes)
® inventor(s).
O legal representative of inventor(s). 37 CFR 1.42
or 1.43
O joint inventor or person showing a proprietary
interest on behalf of inventor who refused to
sign or cannot be reached.
O this is the petition required by 37 CFR 1.47 and the statement
required by 37 CFR 1.47 is also attached. See item 13 beiow for
fee. .

O Not Enclosed.
WARNING: Where the filing is a compiation in the U.S. of an international Application but where a declaration is not
available or where the completion of the U.S. application contains subject matter in addition to the
International Application the application may be treated as a continuation or continuation-in-part, as the
case may be, utilizing ADDED PAGE FOR NEW APPLICATION TRANSMITTAL WHERE BENEFIT OF PRIOR

U.S. APPLICATION CLAIMED.
O Application is made by a person authorized under 37 CFR 1.41(c) on behalf

of ail the above named inventor(s). (The deciaration or cath, along with the surcharge
required by 37 CFR 1.16(e) can be fled subsequently).

NOTE: It is important that all the correct inventor(s) are named for fling under 37 CFR 1.41(c) and 1.53(b).
O Showing that the filing is authorized. (Not required untess catled into question.
37 CFR 1.41(a).

6. Inventorship Statement
WARNING: If the named inventors are each not the inventors of all the claims an explanation, including the.ownership
of the various claims at the time the last claimed invention was made, should be submitted.

The inventorship for all the claims in this application are:
@ The same
or
O Are not the same. An explanation, inciuding the ownership of the various claims at the
time the last claimed invention was made,
0O is submitted.
O will be submitted.
7. Language
NOTE: An application including a signed oath or declaration may be filed in a language other than English.

A varifiad English transiation of the non-English language application and the processing fee of
$130.00 required by 37 CFR 1.17(k) is required to be filed with the application or within such time

as may be set by the Offica. 37 CFR 1.52(d).
NOTE: A non-English oath or declaration in the form provided or approved by the PTO need not be translated.
37 CFR 1.69(b).
B English

O non-English
O the attached transiation is a verified transiation. 37 CFR 1.52(d).

(Application Transmittal [4-1]—page 30f7)
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8. Assignment
O An assignment of the invention to

{0 is attached. A separate O “COVER SHEET FOR ASSIGNMENT (DOCU-
MENT) ACCOMPANYING NEW PATENT APPLICATION” or O FORM PTO

1906 is also attached.
0O  will follow.

- NOTE: “If an assignment is submitted with a new application, send two separate letters-one for the
application and one for the assignment.” Notica of May 4, 1990 (1114 O.G. 77-78).

8. Certified Copy
Certified copy(ies) of application(s)

(country) (appin. no.) (filed)
' (country) (appin. no.) (filed)
(country) (appin. no.) (filed)

from which priority is claimed
O is(are) attached. -
a will follow.

NOTE: Thae foreign application forming the basis for the claim for prionty must be referred to in the oath or

declaration. 37 CFR 1.55(a) and 1.63.

NOTE: This itam is for any foreign prizrity for which the application being filed directly relates. If any parent
U.S. application or Intarnatior:::: Application from which this appiication claims benefit under 35 U.S.C.
120 is itself entitled to prionry irom a prior foreign application then complete itam 18 on the ADDED
PAGES FOR NEW APPLICATION TRANSMITTAL WHERE BENEFIT OF PRIOR U.S. APPLICA-

TION(S) CLAIMED.

10. Fee Caiculation (37 CFR 1.16)

A. B Regular application

CLAIMS AS FILED

Number filed Number Extra Rate Basic Fee
: 37 CFR 1.16(a)
$710.00
Total
Claims (37 CFR 1.16(¢)) 3] —20= 11 X $ 22.00 242.00
Independent
Claims (37 CFR 1.16(b)) 8 -—3= 5 X $ 74.00 370.00
Muitiple dependent ciaim(s), if any ’
$230.00

(37 CFR 1.16(d))

O Amendment cancelling extra claims enclosed.

O Amendment deleting muitiple-dependencies enclosed.

O Fee for extra claims is not being paid at this time.

NOTE: If the fees for extra claims are not paid on filing they must be paid or the claims cancailad by
amendmaent, prior to the axpiration of tha tima period set for response by the Patent and Trademark

Office in any notica of fee deficiency. 37 CFR 1.16(d).
Filing Fee Calculation

(Application Transmittal [4-1]—page 4 of 7)

¢ 1,322.00
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B. [] Design application
{$280.00—37 CFR 1.16(f))

Filing Fee Calculation ‘$

C. (O Plant application
($460.00—37 CFR 1.16(g))

Filing fee calculation $

11. Small Entity Statement(s) .
[X] Verified Statement(s) that this is a filing by a small entity under 37 CFR 1.9 and
1.27 is(are) attached.

Filing Fee Calculation {50% of A, B or C above)

e 661.00

NOTE: Any excess of the full fee paid will be refunded if a verified statement and a refund request are filed
within 2 months of the date of timely payment of a full fee. 37 CFR 1.28(a).

12. Request for International-Type Search (37 CFR 1.104(d)) (complete, if applicable)

| Please prepare an international-type search report for this application at the
time when national examination on the merits takes place.

13. Fee Payment Being Made At This Time

[0 NotEnclosed ‘
[0 No filing fee is to be paid at this time. (This and the surcharge required by

37 CFR 1.16(e) can be paid subsequently.)

Enclosed

NOTE:

O

O

O
(]

*1.47 and 1.17(h)) $

$ '661.00

basic filing fee

recording assignment
($40.00; 37 CFR 1.21(h)) . $

petition fee for filing by other
than all the inventors or person
on behailf of the inventor where
inventor refused to sign or cannot
be reached. ($130.00; 37 CFR

for processing an application with

a specification in a non-English

language. ($130.00; 37 CFR 1.52(d) and

1.17(k) 3
processing and retention fee

($130.00; 37 CFR 1.53(d) and 1.21(l))

fee for international-type search report ($35.00;

37 CFR 1.21(e)). $

37 CFR 1.21(l) establishes a fee for processing and retaining any application which is abandoned for

failing to complete the application pursuant to 37 CFR 1.53(d) and this, as well as the changes to 37
CFR 1.53 and 1.78, indicate that in order to obtain the benefit of a prior U.S. application, either the ba-
sic filing fee must be paid or the processing and retention fee of § 1.21(I) must be paid within 1 year
from notification under § 53(d).

Total fees enclosed $_661.00

(Application Transmitta! [4-1]—page 5 of 7)
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14. Method of Payment of Fees
K] Check in the amount of $_661.00

[ Charge Account No.
duplicate of this transmittal is attached.
NOTE: Fees should be itemized in such a manner that it is clear for which purpose the fees are paid. 37 CFR
1.22(b).
15. Authorization to Charge Additional Fees
WARNING: If no fees are to be paid on filing the following items should not be completed.
WARANING: Accurately count claims, especially muitiple dependent claims, to avoid unexpected high charges,
if extra claim charges are authorized.
[ The Commissioner is hereby authorized to charge the following additional fees
byltghis0 ?gger and during the entire pendency of this application to Account No.

(xi 37 CFR 1.16(a), (f) or (g) (filing fees) .
37 CFR 1.16(b), (c) and (d) (presentation of extra claims)

NOTE: Because additional fees for excess or muitiple dependent claims not paid on filing or on later presenta-
tlon must only be paid or these claims cancelled by amendment pricr to the expiration of the time pen-
od set for response by the PTO in any notice of fee deficiency (37 CFR 1. 16(d)), it might be best not to
authonze the PTO to charge additional ciaim fees, except possibly when dealing with amendments af-
ter final action.

(J 37 CFR 1.16(e) (surcharge for filing the basic filing fee and/or declaration

on a date later than the filing date of the application)

{1 37 CFR 1.17 (application processing fees)

WARNING: While 37 CFR 1.17(a), (b), (c) and (d) deal with extensions of time under § 1.136(a) this authonza-
ton should be made only with the knowledge tnat: “Submission of the appropriate extension fee
under 37 C.F.R. 1.136(a) is to no avail unless a request or petition for extension is filed,"” (Empha-
sis added). Notice of November 5, 1985 (1060 O.G. 27).

[0 37 CFR 1.18 (issue fee at or before mailing of Notice of
Allowance, pursuant to 37 CFR 1.311(b))

‘NOTE: Whera. an authorization to charge the issue fee to a deposit account has been filed before the maifing
of a Notice of Allowance, the issue fee will be automatically charged to the deposit account at the time
of maiiing the notice of allowancs. 37 CFR 1.311(b). :

NOTE: 37 CFR 1.28(b) requires “Notification of any changa in loss of entitlement to small entity status must be
flled in the application . . ..prior.to paying, or at the time of paying, . . . issue fee”. From the wording of
37 CFR 1.28(b): (a) notification of change of status must be made aven if the fee is paid as “other than
a small entity” and (b) no notification is required if the change is to another smail entity.

16. Instructions As To Overpayment
X credit Account No. ___19-0737

Reg.No. 30,587 SIGNATURE OF ATTORNEY )
Ansel M. Schwartz

-in the amount of $ A

Tel. No. (412) 621-9222 Type or print name of attomey
Attorney at Law

P.O. Address

1ig Street, Suite 301

Pittsburgh, PA 15213

(Application Transmittal [4-1]—page 6 of 7)
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(X Incorporation by reference of added pages

Check the following item if the application in this transmittal claims the ben-
efit of prior U.S. application(s) (including an intermational application enter-
ing the U.S. stage as a continuation, divisional or C-I-P application) and
complete and attach the ADDED PAGES FOR NEW APPLICATION
TRANSMITTAL WHERE BENEFIT OF PRIOR U.S. APPLICATION(S)

CLAIMED

X] Plus Added Pages For New Application Transmittal Where Benefit Of Prior U.S.
Application(s) Claimed

Number of pages added 5

[ Plus Added Pages For Papers Referred To In item 4 Above
Number of pages added

[J Plus “Assignment Cover Letter Accompanying New Application™
Number of pages added

[J Statement Where No Further Pages Added

(If no further pages form a part of this Transmittal then end this Transmittal
with this page and check the following item)

[0 This transmittal ends with this page.

(Application Transmittal [4-1}—page 7 of 7)
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ADDED PAGES FOR APPLICATION TRANSMITTAL WHERE BENEFIT OF
PRIOR U.S. APPLICATION(S) CLAIMED

NOTE: “In order for an application to claim the benefit of a prior filed copending national application, the prior
application must name as an inventor at least one inventor named in the later filed application and dis-
close the named inventor's invention claimed in at least one claim of the later filed application in the
manner provided by the first paragraph of 35 U.S.C. 112.” 37 CFR 1.78(a).

NOTE: “In addition the prior application must be (1) complete as set forth in § 1.51, or (2) entitled to a filing
data as set forth in § 1.53(b) and inciude the basic filing fee set forth in § 1.16; or (3) entitled to a filing
date as set forth in § 1.53(b) and have paid therein the processing and retention fee set forth in
§ 1.21(1) within the time period set forth in § 1.53(d).” 37 CFA 1.78(a).

17. Relate Back—35 U.S.C. 120
NOTE: “Any application claiming the benefit of a prior filed copending national or international application must
contain or be amended to contain in the first sentence of the specification foilowing the title a reference
to such prior application identifying it by serial number and filing date or interational application num-
ber and international filing date and indicating the relationship of the applications.” 37 CFR 1.78(a).
See also the Notice of April 28, 1987 (1079 Q.G. 32 to 46).

(X Amend the Specification by inserting before the first line the sentence:
“Thisis a ‘
continuation
] continuation-in-part
[J divisional B
of copending application(s)
[X serial number0 7/_386,391

[T International Appiication : filed on
and which designated the U.S."”

NOTE: The proper reference to a prior filed PCT application which entered the U.S. national phase is the U.S.
senial number and the filing date of the PCT application which designated the U.S.

NOTE: (1) Where the application being transmitted adds subject matter to the International Application then
the filing can be as a continuation-in-part or (2) it is desired to do so for other reasons, e.g. where no
deciaration is available, no English transiation is available or no fee is to be paid on filing then the filing
can be as a continuation. In these cases the International Application designating the U.S. is treated as
the parent case in the U.S. and is an alternative to the completion of the International Application under
35 U.S.C. 371(c)(4) which must meet the requirements of 37 CFR 1.61(a). This alternative permits the
completion of the filing requirements within any term set by the PTO under 37 CFR 1.53(d) to which the
extension provisions of 37 CFR 1.136(a) apply. (Whereas, if the filing is as an intemational application
entering the U.S. stage then the fee, declaration and/or English transiation (where necessary) is due
within 20 months of the priority date but can be paid within 22 months of the priority date (or is due
within 30 months of the prionity date but can be submitted within 32 months of the prionity date) with the
surcharges set forth in 37 CFR 1.492(s), () ana 37 CFR 1.495(c); however, the provisions of 37 CFR
1.136 do not apply to this 22 or (32 month) penod. 37 CFR 1.61(b).)

NOTE: The deadiine for entering the national phase in the U.S. for an international application was clanfied in
the Notice of April 28, 1987 (1079 O.G. 32 to 46) as follows:

“The Patent and Trademark Office considers the International application to be pending until the 22nd
month from the prionity date if the United States has been designated and no Demand for international
Preliminary Examination has been filed prior to the expiration of the 19th month from the priority date
and until the 32nd month from the prionity date if @ Demand for International Preliminary Examination
which elected the United States of America has been filed prior to the expiration of the 19th month
from the prionity date, provided that a copy of the intemational application has been communicated to
the Patent and Trademark Office within the 20 or 30 month period respectively. If a copy of the intema-
tional application has not been communicated to the Patent and Trademark Office within the 20 or 30
month period respectively, the international application becomes abandoned or to the United States 2

filed on September 18, 1990 =

(Added Pages for Application Transmittal Where Benefit of Prior U.S. Application(s)
Claimed [4-1.1]—page 1 of 4)
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or 30 months from the priority date respectiviey. These periods have been placed in the rules as para-
graph (h) of § 1.494 and paragraph (2) of § 1.495. A continuing application under 35 U.S.C. 365(c) and
120 may be filed anytime during the pendency of the international application."

18. Relate Back—35 U.S.C. 119 Priority Claim for Prior Application

The prior U.S. application(s), including any prior international Application designating the
U.S., identified above in item 16, in turn itself claim(s) foreign priority (ies) as follows:

country appl. no. filed on

The certified copy (ies) has (have)

[J been filed on ________ in prior application 0 /
filed on

(] is (are) attached

WARNING: The certified copy of the prionity application which may have been communicated to the PTO by
the International Bureau may not be relied on without any need to file a certified copy of the prior-
ity application in the continuing application. This is so because the certified copy of the prionity
application communicated by the Internaticnal Bureau is placed in a foider and is not assigned a
U.S. senal number unless the national stage is entered. Such folders are disposed of if the na-
tional stage is not entered. Therefore such certified copies may not be available if needed later in
the prosecution of a continuing application. An alternative would be to physicaily remove the prior-
ity documents from the folders and transfer them to the continuing application. The resources re-
quired to request transfer, retrigve the foiders, make suitable record notations, transfer the certi-
fied copies, enter and make a record of such copies in the Continuing Application are substantial,
Accordingly, the priority documents in foiders of international applications wnich have not entered
the national stage;may not be relied on. Notice of April 28, 1987 (1079 O.G. 32 to 46).

19. Maintenance of Copendency of Prior Application

NOTE: The PTO finds it useful if a copy of the petition filed in the prior application extending the term for re-
sponse is filed with the papers constituting the filing of the continuation application. Notice of Novem-

ber 5, 1985 (1060 0.G. 27).
A. [] Extension of time in prior application

(This item must be completed and the papers filed in the prior application if the period
set in the prior application has run)

which was

(O A petition, fee and response extends the term in the pending prior application
until .
[0 A copy of the petition filed in prior application is attached

B. [J Conditional Petiticn for Extension of Time in Prior Appiication

(complete this item if previous item not applicable)

[T A conditional petition for extension of time is being filed in the pending prior ap-
plication.
{0 A copy of the conditional petition filed in the prior appiication is attached

20. Further Inventorship Statement Where Benefit of Prior Appiication(s) Claimed

NOTE: “If the continuation, continuation-in-part, or divisional application is filed by less than all the inventors
named in the prior application a statement must accompany the application when filed requesting dele-
tion of the names of the person or persons who are not inventors of the invention being claimed in the
continuation, continuation-in-part, or divisional application.” 37 CFR 1.62(a) [emphasis added]. (dealing
with the file wrapper continuation situation).

NOTE: “In the case of a continuation-in-part application which adds and claims additional disclosure by
amendment, an oath or declaration as required by § 1.63 must be filed. In those situations where a
new oath or declaration is required due to additional subject matter being claimed, additional inventors
may be named in the continuing application. In a continuation or divisional application which discioses
(Added Pages for Application Transmittal Where Benefit of Prior U.S. Application(s)

Claimed [4-1.1]—page 2 of 4)
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and claims only subject matter disclosed in a prior application, no additional oath or declaration is re-
quired and the application must name as inventors the same or less than all the inventors in the prior
application.” 37 CFR 1.60(c). (dealing with the continuation situation).

(complete applicable item (a), (b) and/or (c) below)

(@) (x This application discloses and claims only subject matter disclosed in the prior
application whose particulars are set out above and the inventor(s) in this appii-
cation are
X the same

(J less than those named in the prior application and it is requested that the
following inventor(s) identified for the prior application be deleted:

(Type name(s) of inventor(s) to be deleted)

(b) [J This application discloses and claims additional disclosure by amendment and a
new declaration or oath is being filed. With respect to the prior application the

inventor(s) in this application are
[ the same
[ the following additional inventor(s) have been added

(Type name(s) of inventor(s) to be added)
(c) The inventorship for all the claims in this application are

X the same
] not the same, and an explanation, including the ownership of the various
claims at the time the last claimed invention was made

[ is submitted
(O will be submitted
21. Abandonment of Prior Application (if applicable)

[] Please abandon the prior application at a time while the prior application is
pending or when the petition for extension of time or to revive in that appiication
is granted and when this application is granted a filing date so as to make this
application copending with said prior application.

NOTE: According to the Notice of May 13, 1983 (103, TMOG 6-7) the filing of a continuation or continuation-in-
part application is a proper response with respect to a petition for extension of time or a petition to re-
vive and should inciude the express abandonment of the prior application conditioned upon the grant-
ing of the petition and the granting of a filing date to the continuing application.

22. Petition for Suspension of Prosecution for the Time Necessary to File an
Amendment

WARNING: “The claims of a new application may be finally rejected in the first Office action in those situations
where (1) the new application is a continuing application of, or a substitute for, an earlier applica-
tion, and (2) all the claims of the new application (a) are drawn to the same invention claimed in
the earfier application. and (b} would have been properly finally rejected on the grounds of art of
record in the next Office action if they had been entered in the earlier application.” MPEP,
§ 706.07(b).

NOTE: Where it is possible that the claims on file will give rise to a first action final for this continuation appii-

cation and for some reason an amendment cannot be filed promptly (e.g., experimental data is being
gathered) it may be desirable to file a petition for suspension of prosecution for the time necessary.

(Added Pages for Application Transmittal Where Benefit of Prior U.S. Application(s)
Claimed [4-1.1]—page 3 of 4)
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_ (check the next itemn, if applicable)

(O There is provided herewith a Petition To Suspend Prosecution for the Time Nec-
essary to File An Amendment (New Application Filed Concurrently)

23. NOTIFICATION IN PARENT APPLICATION OF THIS FILING

(] A notification of the filing of this
(check one of the following )

(7] continuation
[J continuation-in-part
(3 divisional

is being filed in the parent application from which this appiication claims priority under 35
UsC § 120.

(Added Pages for Application Transmittal Where Benefit of Prior U.S. Application(s)
Claimed {4-1.1)—page 4 of 4)
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ADDED PAGE(S) FOR APPLICATION TRANSMITTAL WHERE BENEFIT OF
‘A PRIOR U.S. APPLICATION CLAIMED

This is a continuation application of U.S. patent application serial
number 07/586,391 filed September 18, 1990, now U.S. Patent No.
5,191,573, issued March 2, 1993, which is a continuation application

of U.S. patent application serial number 07/206,497, filed June 13, 1988,

abandoned.

Addedpage— L

(Added Page for Special Comments for Application Transmittal Where Benefit of a Prior
U.S. Application Claimed [4-1.1])
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is a continuation application of U.S. patent
appllcatlon serial number 07/586,391 filed September 18, 1990, now
U.S. Patent No. 5,191,573, issued March 2, 1993, which is a
continuation application of U.S. patent application serial number
07/206,497, filed June 13, 1988, abandoned.

FIELD OF THE INVENTION

The present invention is related to a system and

associated met%oq_fop the electronic sales and distribution of

digital audio“c video signals, and more particularly, to a system

A

and, Ee&hod which a user may purchase and receive digital audio or
ideo ségna&‘_f any location which the wuser has access to

telecommunications lines.

BACKGROUND OF THE INVENTION

The three basic mediums (hardware units) of music:
records, tapes, and compact discs, greatly restricts the
transferability of music and results in a variety of

inefficiencies.

CAPACITY: The individual hardware units as cited above

are limited as to the amount of music that can be stored on each.

MATERIALS: The materials used to manufacture the
hardware units are subject to damage and deterioration during

normal operations, handling, and exposure to the elements.
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SIZE: The physical size of the hardware units imposes
constraints on the quantity of hardware units which can be housed
for playback in confined areas such as in automobiles, boats,

planes, etc.

RETRIEVAL: Hardware units limit the ability to play, in
a sequence selected by the user, songs from different albums. For
example, if the user wants to play one song from ten different
albums, the user would spend an inordinate amount of time handling,

sorting, and cueing the ten different hardware units.

SALES AND DISTRIBUTION: Prior to final purchase,
hardware units need td3mbe physically transferred from the
manufacturing facility to the wholesale warehouse to the retail
warehouse to the retail outlet, resulting in lengthy lag time
between music creation and music marketing, as well as incurring
unnecessary and inefficient transfer and handling costs.
Additionally, tooling costs required for mass production of the
hardware units and the material cost of the hardware units

themselves, further drives up the cost of music to the end user.

QUALITY: Until the recent invention of Digital Audio
Music, as used on Compact Discs, distortion free transfer from the
hardware units to the stereo system was virtually impossible.
Digital Audio Music is simply music converted into a very basic
computer language known as binary. A series of commands known as
zeros or ones encode the music for future playback. Use of laser
retrieval of the binary commands results in distortion free
transfer of the music from the compact disc to the stereo system.
Quality Digital Audio Music is defined as the binary structure of
the Digital Audio Music. Conventional analog tape recording of
Digital Audio Music is not to be considered quality inasmuch as the
binary structure itself is not recorded. While Digital Audio Music
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on compact discs is a technological breakthrough in audio quality,
the method by which the music is sold, distributed, stored,
manipulated, retrieved, playéd and protected from copyright
infringements remains as inefficient as with records and tapes.

COPYRIGHT PROTECTION: Since the invention of tape
recording devices, strict control and enforcement of copyright laws
have proved difficult and impossible with home recorders.
Additionally, the recent invention of Digital Audio Tape Recorders
now Jjeopardizes the electronic copyright protection of gquality
Digital Audio Music on Compact Discs or Digital Audio Tapes. If

2
music exists on hardware units, it can be copied.%?”

Accordingly, it is an objective of this invention is to
provide a new and improved methodology/system to electronically
sell and distribute Digital Audio Musig__.""'l ’ s

A further objective of this invention to provide a new
and improved methodology/sy;;em to 'electronically store and
retrieve Digital Audio Mugﬂquﬁéi‘g doe

Another objective of this invention is to provide a new
and improved methodology/system to electronically manipulate, i.e.,
sort, cue, and select, Digital Audio ﬁﬁé%éf%%% playback.

Still another objective of this invention is to offer a

new and improved methodology/system which can p gygnt unputhorized
electronic copying of quality Digital Audiooﬁusﬁa. “

SUMMARY OF THE INVENTION

Briefly, this invention accomplishes the above cited

objectives by providing a new and improved methodology/system of
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electronic sales, distribution, storage, manipulation, retrieval,
playback, and copyright protection of Digital Audio Music. The
high speed transfer of Digital Audio Music as prescribed by this
invention is stored onto one piece of hardware, a hard disk, thus
eliminating the need to unnecessarily handle records, tapes, or
compact discs on a regular basis. This invention recalls stored
music for playback as selected/programmed by the user. This
invention can easily and electronically sort stored music based on
many different criteria such as, but not limited to, music
category, artist, album, user's favorite songs, etc. An additional
feature of this invention is the random playback of songs, also
based on the user's selection. For example, the user could have
this invention randomly play all jazz songs stored on the user's
hard disk, or randomly play all songs by a certain artist, or
randomly play all of the user's favorite songs which the user
previously electronically "tagged" as favorites. Further, being
more specific, the user can electronically select a series of

individual songs from different albums for sequential playback.

This invention can be configured to either accept direct
input of Digital Audio Music from the digital output of a Compact
Disc, such transfer would be performed by the private user, or this
invention can be configured to accept Digital Audio Music from a
source authorized by the copyright holder to sell and distribute
the copyrighted materials, thus guaranteeing the protection of such
copyrighted materials. Either method of electronically
transferring Digital Audio Music by means of this invention is
intended to comply with all copyright laws and restrictions and any
such transfer is subject to the appropriate authorization by the
copyright holder. Inasmuch as Digital Audio Music is software and
this invention electronically transfers and stores such music,
electronic sales and distribution of the music can take place via
telephone lines onto a hard disk. This new methodology/system of
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music sales and distribution will greatly reduce the cost of goods
sold and will reduce the lag time between music creation and music

marketing from weeks down to hours.

The present inyzn&}on 'is a system for transmitting
desired digital video or audio signals stored on a first memory of

a first part?uééygmg;%%nd memory of a second party. The system
comprisquaégzngS?yiﬁzEtronically selling the desired digital
videgﬁggfzgdio signals, via (telecommunications lines to the first
party from the second party. Moreover, the system preferably
comprises %%ans L - ror connectin electronically via
telecommunications lines the first’ﬁg#§?§i¢%¥h the second memory
such that the desired digital video‘éﬁ%ﬁ%ﬁégo signals can pass
therebetween. Additionally, the system co priséga méans, for
transmitting the desired digital videocéEZEé%gZ signals from the

first memory with a transmitter in control and in possession of the
first party to a rezei¢eq}ha%§n the, second memory at—a~tocation
' %é% r

/ K z"Sczivef if in;po§s:fsion and
in control of the segond party.f}ﬁhefeais also means’for s?or?na -
the 1d§%aiﬁsignaj in the second memory.

Further objectives and advantages of this invention will

become apparent as the following description proceeds and the
particular features of novelty which characterize this invention
will be pointed out in the claims annexed to and forming a part of

this declaration.
BRIEF DESCRIPTION OF THE DRAWINGS

For a better understanding of this invention, reference
should be made to the following detailed description, taken in

conjunction with the accompanying drawings, in which:
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Fig. 1 is a pictorial flow chart which may be used in
carrying out the teachings of this invention for the purposes of
electrohic sales, distribution, storage, manipulation, retrieval,
playback, and copyright protection of Digital Audio Music; and

Fig. 2 is a pictorial flow chart which may be used in
carrying out the teachings of this invention for the purposes of
electronic storage, manipulation, retrieval, and playback of

Digital Audio Music.
DESCRIPTION OF THE PREFERRED EMBODIMENT

Referring now to the drawings wherein like reference
numerals refer to similar or identical parts throughout the several

views, and more specifically to figure thereof, there is shown

Referring now to the Fig. 1, this inven2i0q~i§ comprised
of the following:

10 Hard‘Disk of the copyright holder
20 Control Unit of the copyright holder
20a Control Panel
20b Control Integrated Circuit
20c Sales Random Access Memory Chip
30 Telephone Lines/Input Transfer
50 Control Unit of the user
50a Control Panel
50b Control Integrated Circuit
50c Incoming Random Access Memory Chip
50d Play Back Random Access Memory Chip
60 Hard Disk of the user
70 Video Display Unit
80 Stereo Speakers
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The Hard Disk 10 of the first party or agent authorized
to electronically sell and distribute the copyrighted Digital Audio
Music is the originating source of music in the configuration as
outlined in Fig. 1. .The Control Unit 20 of the authorized agent is
the means by which the electronic transfer of the Digital Audio
Music from the agent's Hard Disk 10 via the Telephone Lines 30 to
the user's or second party's Control Unit S50 is possible. The
user's Control Unit is comprised of a Control Panel 50a, a Control
Integrated Circuit 50b, an Incoming Random Access Memory Chip 50c,
and a Play Back Random Access Memory Chip 50d. Similarly, the
authdrized agent's Control Unit 20 has a control panel and control
integrated circuit similar to that of the user's Control Unit 50.
The authorized agent's Control Unit 20, however, only requires the
Sales Random Access Memory Chip 20c. The other components in Fig.
1 include a Hard Disk 60, a Video Display Unit 70, and a set of
Stereo Speakers 80.

Referring now to Fig. 2, with the exception of a
substitution of a Compact Disc Player 40 (as the initial source of
Digital Audio Music) for the agent's Hard Disk 10, the agent's
Control Unit 20, and the Telephone Lines 30 in Fig. 1, Fig. 2 is

the same as Fig. 1.

In Fig. 1 and Fig. 2, the following components are
already commercially available: the agent's Hard Disk 10, the
Telephone Lines 30, the Compact Disc Player 40, the user's Hard
Disk 60, the Video Display Unit 70, and the Stereo Speakers 80.
The Control Units 20 and 50, however, would be designed
specifically to meet the teachings of this invention. The design
of the control units would incorporate the following functional

features:
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1) the Control Panels 20a and 50a would be designed to
permit the agent and user to program the respective Control

Integrated Circuits 20b and 50b,

2) the Control Integrated Circuits 20b and 50b would be
designed to control and execute the respective commands of the
agent and user and regulate the electronic transfer of Digital
Audio Music throughout the system, additionally, the sales Control
Integrated Circuit 20b could electronically code the Digital Audio
Music 1in a configuration which would prevent unauthorized

reproductions of the copyrighted material,

3) the Sales Random Access Memory Chip 20c would be
designed to temporariiy store user purchased Digital Audio Music
for subsequent electronic transfer via telephone lines to the
user's Control Unit 50,

4) the Incoming Random Access Memory Chip 50c would be
designed to temporarily store Digital Audio Music for subsequent

electronic storage to the user's Hard Disk 60,

5) the Play Back Random Access Memory Chip 50d would be
designed to temporarily store Digital Audio Music for sequential

playback.

The foregoing description of the Control Units 20 and 50
is intended as an example only and thereby is not restrictive with
respect to the exact number of components and/or its actual design.

Once the Digital Audio Music has been electronically
stored onto the user's Hard Disk 60, having the potential to store
literally thousands of songs, the user is free to perform the many

functions of this invention. To play a stored song, the user types
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in the appropriate commands on the Control Panel 50a, and those
commands are relayed to the Control Integrated Circuit 50b which
retrieves the selected song from the Hard Disk 60. When a song is
retrieved from the Hard Disk 60 only a replica of the permanently
stored song is retrieved. The permanently stored song remains
intact on the Hard Disk 60, thus allowing repeated playback. The
Control Integrated Circﬁit 50b stores the replica onto the Play
Back Random Access Memory Chip 50d at a high transfer rate. The
Control Integrated Circuit 50b then sends the electronic output to
the Stereo Speakers 80 at a controlled rate using the Play Back
Random Access Memory Chip 50d as a temporary staging point for the

Digital Audio Music.

Unique to this invention is that the Control Unit 50 also
serves as the user's personal disk jockey. The user may requeét
specific songs to be electronically cued for playback, or may
request the Control Unit 50 to randomly select songs based on the
user's criteria. All of these commands are electronically stored
in random access memory enabling the control unit to remember prior
commands while simultaneously performing other tasks requested by
the user and, at the same time, continuing to play songs previously

cued.

Offering a convenient visual display of the user's
library of songs is but one more new and improved aspect of this
invention. As the Control Unit 50 is executing the user's commands
to electronically sort, select, randomly play, etc., the Video
Display Screen 70 is continually providing feedback to the user.
The Video Display Screen 70 can list/scroll all songs stored on the
Hard Disk 60, 1list/scroll all cued songs, display the current
command function selected by the user, etc. Further expanding upon
the improvements this invention has to offer, the Video Display
Screen 70 can display the lyrics of the song being played, as well
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as the name of the song, album, artist, recording company, date of
recording, duration of song, etc. This is possible if the 1lyrics
and other incidental information are electronically stored to the

Hard Disk 60 with the Digital Audio Music.

is a method for transmitting

The present i.ny;en,t ion

desired digztal Z(ldeo or? audilo signals stored on a first memory of
a first/p tyk tofa second memory of a second party. The method

comprises the steps of transferring money via telecommunications
lines to the first party from the second party or electronically
selling to the second party by the first party. Additionally, the
method comprises the step of then connpecting electronically via
telecommunications lines the first’%ggégﬁﬁgzth the second membry
such that the desired digital video“of_ audio signals can pass
therebetween. Next, ;here is the step of transmitting the desired
]

digital wvideo ,audio signals from the first memory with a

transmitter in control and in possession of the first party to a
rece’i%Mg the seco d memory v t :

r el er is in posse551on and in control of the
second. party. \%—Phéls also the step of then storing the desired

digital video ‘o'ii audio signals in the second memory.

In summary, there has been disclosed a new p;oved
methodology/system by which Digital Audio Muslc can-*
electronically sold, distributed, transferred, and stored.

Further, there has been disclosed a new and , i pr_oved
methodology/system by which Digital -Audio %Mn e
electronically manipulated, i.e., sorted, cued, and selected for
playback. Further still, there has been disclosed a new and
improved methodology/system by which the electronic manipulation of
Digital Audio Music can be visually displayed for the convenience
of the user. Additionally, there has been disclosed a new and
improved methodology/system by which electronic copyright
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protection of quality Digital Audio Music is possible through use

of this invention.

Since numerous changes may be made in the above described
process and apparatus and different embodiments of the invention
may be made without departing from the spirit thereof, it is
intended that all matter contained in the foregoing description or
shown in the accompanying drawings shall be interpreted as
illustrative, and not in a limiting sense. Further, it is intended
that this invention is not to be limited to Digital Audio Music and
can 1include Digital Video, Digital Commercials, and other

applications of digital information.éL

Although the inveﬁgion has been described in detail in
the foregoing embodiments for Ehe purpose of illustration, it is to
be understood that such detail ié solely for that purpose and that
variations can be made therein by those skilled in the art without
departing from the spirit and scope of the invention except as it

may be described by the following claims.

Page 00028



¢ ®

-12-

WHAT IS CLAIMED IS: /)

-7 A method for transferring desired digital/video or

udio signals comprising the steps of:

forming a connection through telecommundcations 1lines
between a first memory of a first party and a sefond memory of a
second party, said first memory having said desjired digital video

or audio signals;

selling electronically by the fiyst party to the second
party through telecommunications lines, #/9/désired digital video
or audio signals in the first memory; and

transferring the desired digital video or audio signéls
from the first memory of the first party to the second memory of

the second party through telecommupiications lines.

2. A method as descrifed in Claim 1 including after the
transferring step, the step of gtoring the desired digital video or
audio signals in the second mory. ’

3. A method as scribed in Claim 2 including before the
transferring step, the sfep of electronically cqg;ng the desired
digital video or audio/signals into a configuration which would
prevent unauthorized peproduction of the desired digital'video or
? gudio signals.

4. A thod as described in Claim 3 wherein the first
memory includes/a first party hard disk having a plurality of
digital video 4r audio signals, and a sales random access memory
chip which tgmporarily stores a replica of the desired digital

video or audio signals purchased by the second party for subsequent
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transfer via telecommunications lines to the second/ﬁemory of the

second party; and including before the transferring/étep, there is

the step of storing a replica of the desired digitdl video or audio

signals from the hard disk into the sales ra

om access memory

chip.

5. A method as described in Claim 4 wherein there is a
second party integrated circuit which /controls and executes
commands of the second party, and a sefond party control panel
connected to the second party integratéd circuit, and before the
forming step, there is the step of fgZommanding the second party
integrated circuit with the second p#&rty control panel to initiate
the purchase of the desired digital/video or audio signals from the

first party.

6. A method as desc)Yibed in Claim 5 wherein the second
memory includes an incomin random access memory chip which
temporarily stores the desfred digital video or audio signals
received from the sales rapdom access memory chip, a second party
hard disk for storing the/desired digital video or audio signals,
and a playback random agcess memory chip for temporarily storing
the desired digital vidéo or audio signals for sequential playback;
— - and the storing step/ includes the steps of storing the desired
digital video or audfo signals in the incoming random access memory
chip, transferring/the desired digital video or audio signals from
the incoming randgom access memory chip to the second party hard
disk, storing tjle desired digital video or audio signals in the
second party rd disk, commanding the second party integrated
circuit with Ahe second party control panel to play the desired
digital videfp or audio signals and transferring a replica of the
desired digital video or audio signals from the second party hard

disk to the¢ playback random access memory chip for playback.
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7. A method as described in Claim 6 including after the
transferring step, there is the step of repgating the commanding,
playing, and transferring steps.
87 A method for transferring digital video or audio

signals comprising the steps of:

entering into a second party control panel of a second
party control unit ofi a second party commands by the second party
to purchase desired digital video/or audio signals from a first
party;

forming a connection/ through telecommunications 1lines
between a first memory of the/first party and a second memory of
the second party control uniyt, said first memory having desired

digital video or audio signdls;

selling electropically by the first party to the second
party through telecommunications lines, the desired digital video
or audio signals in the/first memory;

transferri the desired digital video or audio signals
from the first memoyy of the first party to the second memory of

the second party tHrough telecommunications lines;

enterifig into the second party control panel commands to

digital video or audio signals; and

pldying the desired digital video or audio signals with

the second party control unit.

o7 A system for transferring digital video or audio

signals /comprising:

Page 00031



-15-
a first party control unit having a first memory having
desired digital video or audio signals, and means for
electronically selling the desired digitgdl video or audio signals;
a second party control unit ving a second party control
panel, a second memory connected to the second party control panel,
and means for playing the desired digital video or audio signals
connected to the second memory and the second party control panel,
said playing means operatively dontrolled by the second party
control panel, said second party ntrol unit remote from the first
party control unit; and
telecommunications Yines connected to the first party
control unit and the second garty control unit through which the
electronic sales of the desgired digital video or audio signals
occur and through which the /desired digital video or audio signals
are electronically transfeyred from the first memory to the second
memory after the desired ”’gital video or audio signals are sold to
the second party by the first party.
10. A syst as described in Claim 9 wherein the first
party control unit jfncludes a first party hard disk having a
plurality of digit video or audio signals which include the
desired digital vidgeo or audio signals, and a sales. random access
memory chip electronically connected to the first party hard disk
for storing a repflica of the desired digital video or audio signals

of the first payty's hard disk.

A system as described in Claim 10 wherein the second
party control unit includes a second party hard disk which stores
of digital video or audio signals, and a playback

random acgess memory chip electronically connected to the second
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party hard disk for storing a replica ¢f the desired digital video

or audio signals as a temporary stagyng area for playback.

12. A system as describgd in Claim 11 wherein the first
party control unit includes a /first party control integrated
circuit which controls and execufes commands of the first party and
is connected to the first par hard disk, the first party sales
random access memory, and tHe second party control integrated
circuit through the telecomjfiunications lines, said first party
control integrated circuit apd said second party control integrated
circuit regulate the transfgr of the desired digital video or audio
signals; and a first party control panel through which the first

party control integrated £ircuit is programmed and is sent commands

and which 1is connecte to the first party control integrated
circuit.

13. A system as described in Claim 12 wherein the second
party control unit/ includes a second party control integrated
circuit which contfols and executes commands of the second party
and is connected Yo the second party hard disk, the playback random
access memory, nd the first party control integrated circuit
through the telecommunications lihes, said second party control
integrated cirg¢uit and said first party control integrated circuit
reqgulate the/ transfer of the desired digital video or audio
signéls; and/a second party control panel through which the second
party contrgl integrated circuit is programmed and is sent commands
and which As connected to the second party integrated circuit.
14. A system as described in Claim 13 wherein the second
ntrol unit includes an incoming random access memory chip
connecgted to the second party hard drive and the second party
contyol integrated circuit, and the first party control unit

gh the telecommunications lines for temporarily storing the
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desired digital video or audio signals received from the first
party's control unit for subsequent stora to the second party
hard disk.

15. A system as described in Claim 14 wherein the second
party control unit includes a video display unit connected to the
playback random access memory chip/and to the second party
integrated Fircuit for displaying the desired digital video or

audio signals.

+6<7 A method for transmitting desired digital video or
audio signals stored on a first memory of a first party to a second

memory of a second party comprisfing the steps of:

selling electronicallly via telecommunications lines to
the second party @ﬁ a location remote from the first memory by the
first party controlling use ¢f the first memory, said second party
financially distinct from #¥he first party, said second party in

control and in possession A6f the second memory;

connecting electronically via telecommunications lines
the first memory with /the second memory such that the desired

digital video or audio/signals can pass therebetween;

transmittifhg the desired digital video or audio signals
from the first memofy with a transmitter in control and possession
of the first par to a receiver having the second memory at a
location determyned by the second party, said receiver in

possession and gontrol of the second party;”and

staofring the digital video or audio signals in the second

memory.
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A&7. A system for transmitting desfired digital video or
audio signals stored on a first memory of a ffirst party to a second
memory of a second party comprising:

means for transferring mohey electrohically via
telecommunications lines from the secopd party to the first party
controlling use of the first memory, &t a location remote from the
second memory, said second party confrolling use and in possession

of the second memory;

means for connetting electronically via
telecommunications lines the first memory with the second memory
such that the desired digita
therebetween, said connectin

video or audio signals can pass
means in electrical communication

with the transferring means;

v means for transmjytting the desired digital video or audio
signals from the first mémory with a transmitter inxcéntrol and
possession of the firs
memory at a location de erminedyby the second party, said receiver

party to a receiver having the second

in possession and confrol of the second party, said transmitting

means in electrical dommunication with said connecting means; and

means for storing the digital video or audio signals in
the second memory,/ said storing means in electrical communication

with said transmytting means.

18.
connecting meAns comprises a first control unit in possession and

A system as described in Claim 17 wherein the

control of the first party and a second control unit in possession

and control/ of the second party.

Page 00035



-]19-

19. A system as described in Claim 18 whefein the first

control unit comprises a first control pa first control
integrated circuit and a sales random acgce€ss memory, said sales
random access memory and said first _ebntrol panel in electrical

circuit, said

panel, a second

control integrated circui an incoming rghdom cess memory and a

playback random acce memory, said sécond copgtrol panel, said
incoming random acgess memory and sai ayback random access

ical communication with said second control

i

memory in elec
integrated ci

C 12 . : . A :
- 24" A system as described in Claim 1% wherein the
telecommunications lines include telephone lines.
V3 1o~

21. A system as described in Claim 20" wherein the first
memory comprises a first hard disk and the second memory comprises
a second hard disk.

A 2

22. A system as described in Claim 24 including a video
display and speakers in possession and control of the second party,
said video display and speakers in electrical communication with

said second control integrated circuit.
. . |

~237 A system for transmitting desired’digital video or

audio signals stored on a first memory of a first party to a second
memory of a second party comprising:

means for transferring // money electronically via
telecommunications lines to the £Arst party at a location remote
from the second memory and contrdlling use of the first memory from
the second party, said segbnd party controlling use and in

possession of the second mghory;

Page 00036



-20-

means for connecting electrofiically via
telecommunications lines the first memory with e second memory
such that the desired digital video or audi

therebetween, said connecting means in elecfrical communication

signals can pass

with the transferring means;

means for transmitting the desjfred digital video or audio
signals from the first memory with a ftransmitter in control and
possession of the first party to a/ receiver having the second
memory at a location determined by e second party, said receiver
in possession and control of the /Second party, said transmitting

means in electrical communicatiof with said connecting means; and
means for storing the digital video or audio signals in
the second memcry, said stoying means in electrical communication

with said transmitting meaps..

as described in Claim 23 wherein the
connecting means comprfses a first control unit in possession and
control of the first party and a second control unit in possession

and control of the cond party.

25. A system as déscribéd ip“Claim 24 wherein the first

control unit comprises a first ebntrol panel, first control
integrated circuit and a sales fandom access memory, said sales
random access memory and sajd first control panel in electrical
communication with said integrated circuit, said

second control unit co isi Fond control panel, a second
playback random agcess meno aid second control panel, said

memory in ctrical communication with said second "control

integrated ¢ircuit.
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b
- p X . . . %5 .
¢ ;6f A system as described 1in Claim %& wherein the

telecommunications lines include telephone lines.

d in Clai

hard disk and the second memory comprises

27. A sys:
memory comprises
. i

s
H 28. A system as described ip/Claim 27 including a video
display and speakergtln possession a control of the second party,

said video display and speakers electrical communication with

said second control integrated gircuit.

™29. A method for transmitting desired digit¥al video or

y to a second

udio signals stored in a first memory of a first pa

memory of a second party comprising the steps of;

N

selling electronically via telefommunications 1lines
digital video or audio signals possessed by the first party to the
second party, said first party and/ said second party in
communication via said telecommunicati¥ons lines;

connecting electronicaldy via telecommunications 1lines
the first memory with the segédnd memory such that the desired
digital video or audio signa}¥s can pass therebetween;

transferring glectronically via telecommunications lines
the digital video or Audio signals from a first location with the
first memory to a/second location with the second memory, said
second location femote from said first location, said first memory
in communicati¥on with said second memory via the telecommunications

lines; and
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storing the digital video or audio sighals in the second

memory.

30. A method as described in Claim 29 including after
the transferring step, there is the step of /repeating the selling,

connecting, and transferring steps.

=331 A method for transmitting desired digital video or
audio signals stored on a first memory Of a first party to a second

memory of a second party comprising e steps of:

selling electronically yia telecommunications lines to
the second party at a location refmote from the first memory by the
first party controlling use of e first memory, said second party
financially distinct from the/ first party, said second party in

control and in possession of/the second memory;

connecting elegtronically via telecommunications lines
the first memory with Ahe second memory such that the desired
digital video or audio/signals can pass therebetween;

transmitting the desired digital video or audio signals
from the first memdry with a transmitter in control and possession
of the first payty to a receiver having the second memory at a
location detepfmined by the second party, said receiver in

possession and control of the second party; and

toring the digital video or audio signals in the second

, memory.
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ABSTRACT OF THE DISCLOSURE

A SYSTEM FOR TRANSMITTING DESIRED
DIGITAL VIDEO OR AUDIO SIGNALS

A method for transferring desired digital video g%?;é%{;
signals. The method comprises the steps of forming a connection
through telecommunications lines between a first memory of a first
party and a second menmory of a se ond party. The first memory has
the desired digital video éﬁaéggio signals. Then, there is the
step of selling electronically by the first party to the second
part& through telecommunications lines, the desired digital video
orAaudio signals in the first memory. TlgenE ?here is the step of
transferring the desired digital video o‘(audio signals from the
first memory of the first party to the secopd memory of the second
party through the telecommunications llneQV”Ad itionally, there is
a system for transferring digital video g%%é%élo signals. e
syste i i
having desired digital video or audio signals, and a device/for

from the first
Additionally, the s is comprised of felecommunications lines
connected to the party control Mdnit and the second party
ich electroni¢/sales of the desired digital

which the desired digital video

control unit thro
occur and tg
ally transferred from the first

video or audio signal

or audio signals are electronj
memory to the second memory/after the desired digital video or

audio signals are sold tothe second party by the first party.
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Declaration and Power of Attorney For Patent Application
English Language Declaration

As a below named inventor, | hereby deciare that:
My residence, post office address and citizenship are as stated below next to my name,

| believe | am the original, first and sole inventor (if only one name is listed below) or an original,
first and joint inventor (if piural names are listed below) of the subject matter which is claimed and

tor which a patent is sought on the invention entitied
A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS'

the specification of which

{check one)
(3 is attached hereto.

3 was filed on
Application Seriai No. 0 /.

and was amended on ' -
(it applicable)
| hereby state that ! have reviewed and understand the contents of the above identitied specification,
including the claims, as amended by any amendment referred to above.

| acknowiedge the duty to disciose information which is matenal to the examination of this application
in accordance with Title 37, Code of Federal Reguilations, §1.56(a).

| hereby claim foreign priofity benefits under Title 35, United States Code. §119 of any foreign
application(s) for patent or inventor's certificate listed below and have also identified below any
foreign appiication for patent or inventor's certificate having a filing date betore that of the appiication

on which priofity is claimed:
Prior Foreign Application(s) Priority Claimed

{Number) (Country) (Day/MonttvYear Filed) Qs E
(Number) (Country) (Day/Montr/Year Fileq) Qs E
(Number) {Country) (Daququear Filed) Qs Q

| hereby claim the benetit under Title 35. United States Code, §120 of any United States application(s)
listed below and, insofar as the subject matter of each of the claims of this application is not disciosed
in the prior United States application in the manner provided by the first paragraph of Title 35, United
States Code, §112. | acknowiedge the duty to disclose material information as defined in Title 37,
Code of Federal Regulations, §1.56(a) which occurred between the filing date of the prior application
and the nationai or PCT intemational filing date of this application:

Form PFTO-FB- i 10 (3-83) Petert snd Tracemars Office-U.S. DEPARTMENT OF COMMERCE

(Declaration and Power of Attorney—English Language [1-12]—page 1 of 2)
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0/

(Application Senal No.)

o/

(Filing Date) (Status)

(patented. pending, abandoned)

(Application Senai No.)

thereon.

?40 Correspondence to:
¥ Ansel M. Schwartz
=

(Fiing Date) (Status)

(patented. pending, abandoned)

| hereby declare that all statements made herein of my own knowledge are true and that ali
statements made on information and befief are believed to be true: and turther that these statements
were made with the knowiedge that willful false statements and the like so made are punishable
by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that -
such willful failse statements may jeopardize the validity of the application or any patent issued

POWER OF ATTORNEY: As a named inventor, | hereby appoint the following attorney(s) and/or
agent(s) to prosecute this application and transact all business in the Patent and Trademark Office
connected therewith. (list name and registration number)

Ansel M. Schwartz, Reg. No. 30,587

412/621-9222

Oirect Telephone Calis to: (name and telephone number)

Full name of sole or frst

nventor
Arthuyp R. Hair

z, /2 2'7/‘793

G L

Citzensmo
United States

330 Murrays Lane, Pittsburgh, PA 15234 P/}

Post Office Aadress

330 Murrays Lane, Pittsburgh, PA 15234

Futl name of secong jomt wventor. 4 any

Second Inventor s signature

Resgence

Citzensnp

Pos Oftce Acaress

(Supply simitar information and signature for third and subsequent joint inventors.)

Form PTO-FB-110 (8-83)

Patent and Tracemark Ofce-iJ.5. DEPARTMENT OF COMMERCE

(Declaration and Power of Attorney—English Language [1-12}—page 2 qf 2)
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A PATENT

Attorney’s Docket No. _HAIR—1 CONT IT

R.Applicant or Patentee: _Arthur R. Hair
S/ Serial or Patent No.: 0 /

Filed or Issued:
A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

For:

VERIFIED STATEMENT (DECLARATION) CLAIMING SMALL ENTITY
STATUS (37 CFR 1.9(f) and 1.27(b))—~INDEPENDENT INVENTOR

As a below named inventor, | hereby declare that | qualify as an independent inventor as
defined in 37 CFR 1.9(c) for purposes of paying reduced fees under Section 41(a) and (b)
of Title 35, United States Code. to the Patent and Trademark Office with regard to the in-
vention entitted A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNAT.S

described in
(3 the specification filed herewith.
(J application serial no. 0 / , filed
] patent no. , issued

| have not assigned, granted, conveyed or licensed and am under no obligation under con-
tract or law to assign, grant, convey or license, any rights in the invention to any person
who could not be classified as an independent inventor under 37 CFR 1.9(c) if that person
had made the invention, or to“any concern which would not qualify as a small business con-
cern under 37 CFR 1.9(d) or a nonprofit organization under 37 CFR 1.9(e).

Each person, concern or organization to which | have assigned, granted, conveyed, or li-
censed or am under an obligation under contract or law to assign, grant, convey, or license
any rights in the invention is listed beiow:

[x] no such person, concern, or organization

(] persons, concerns or organizations listed below”

*NOTE: Separate verified statements are required from each named person, concem or organization having
rights to the invention averring to their status as small entities. (37 CFR 1.27).

FULL NAME
ADDRESS

T INDIVIDUAL {7 SMALL BUSINESS CONCERN T NONPROFIT ORGANIZATION

FULL NAME
ADDRESS

{J INDIVIDUAL ] SMALL BUSINESS CONCERN T NONPROFIT ORGANIZATION

FULL NAME
ADDRESS

INDIVIDUAL T SMALL BUSINESS CONCERN 0 NONPROFIT ORGANIZATION
(]

| acknowledge the duty to file, in this application or patent, notification of any change in sta-
tus resulting in loss of entitlement to small entity status prior to paying, or at the time of pay-

(Small Entity-Independent Inventor [7-1]—page 1 of 2)
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ing, the earliest of the issue fee or any maintenance fee due after the date on which status
as a small entity is no longer appropriate. (37 CFR 1.28(b)).

| hereby dectare that all statements made herein of my own knowledge are true and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the
United States Code, and that such willful false statements may jeopardize the validity of the
application, any patent issuing thereon, or any patent to which this verified statement is di-

rected.
Arthur R. Hair

Name qf invgthtor
W 2 St oe2fo2 Jr52s

Signature of Inventor

Name of inventor

Date

Signature of Inventor

Name of inventor

Date

Signature of inventor

(Small Entity-independent Inventor [7-1]-—page 2 of 2)
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BEST AVAILABLE COPY o S

Application or Docket Number.

PATENT APPLICATION FEE DETERMINATION RECORD

Effective October 1, 1992 | 62329%
OTHER THAN
CLAIMS AS FILED - PARTI SMALL ENTITY OR
(Column 1) (Column 2) SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE FEE RATE FEE
BASIC FEE $355.00 | oR $710.00
TOTAL CLAIMS 2/ minus 20 = il x$11= | /2 OR| x$22=
- . -—
INDEPENDENT CLAIMS g minus3= |* & x37= | [T | OR]x74=
MULTIPLE DEPENDENT CLAIM PRESENT : +115=" "1 orl +230=
+ |f the difference in column 1 is léss then zero, enter "0” in column 2 TOTAL (2 Q: ! :? OR TOTAL
CLAIMS AS AMENDED - PART Il OTHER THAN

OR
(Column 1) (Column 2) (Column 3) SMALL ENT'T.Y SMALL ENTITY

< CLAIMS HIGHEST . ADDI- ADDI-
- REMAINING NUMBER PRESENT RATE | TiONAL RATE |TIONAL
Z AFTER PREVIOUSLY EXTRA FEE FEE
w AMENDMENT PAID FOR
= OR
. Mi ** = x$11= x$22=
% Total ™ |Mnus 3 31' IA | 1% [Re oR $
* . Wk - - 74=
< |Independent Minus b x 37 2 orl*
2 14 50
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM + 115= OR +230=
TOTAL 5 t-, OR TOTAL
(Column 1) {Column 2) {Column3)  ADDIT. FEE ADDIT. FEE
@ CLAIMS HIGHEST ADDI- ADDI-
- REMAINING NUMBER PRESENT RATE | TIONAL | RATE |TIONAL
= AFTER PREVIOUSLY EXTRA FEE FEE
w AMENDMENT PAID FOR
= . OR
O | Total * Minus > , = O x$11= x$22=
8 31 &3 |- b
< |Independent 17 Minus o) d = O x37= oR X 74=
<
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM +115= oRr ] +230=
TOTAL : OR TOTAL
{Column 1) (Column 2} (Column 3) ADDIT. FEE ADDIT. FEE
O CLAIMS HIGHEST ADDI- ADDI-
el { REMAINING NUMBER PRESENT RATE | TIONAL RATE | TIONAL
= AFTER PREVIOUSLY EXTRA FEE FEE
[TT] AMENDMENT PAID FOR
= OR
Q | Total " T |Mnus | = x$11= x$22=
uZJ OR .
* . 122 2 - 37= X 4=
= |Independent Minus X OR
= /
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM +1 15= OR +230=
* It the entry in column 1 is less than the entry in column 2, write "0" in column 3. TOTAL OR TOTAL
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “20". ADDIT. FEE ADDIT. FEE

*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1.

F%‘thfggg)?s Patent and Tradcmark Office; U.S. DEPARTMENT OF COMMERCE
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Th:s'isal

A ghortened perlod!or 8 tolhlsncﬂonlssettoexplrnj” e h(: ;, . = daysfrotnmedataorthlskmer .
" Fallure to respond wltnln the pefiod for response. will cause the, nppﬂcatlon to beeome abandonod 35’ U S.C.133" ’

CPartl Dyuou.ovnuo A'I'TACHMENT(S) ARE PART OF THIS ACﬂON:

1. L Notice of.Ret Cited by Examiner, PTO-892. . 2 D Notice ré Patent Drawing, PTO-948.
8 D ‘Notice of Art cned by Appiicant, PTO-1449. - - ° .o 4. D Notice of lnformal Patem Application, Form PTO-152.
's. ‘(] intcrmation on Haw to Etfect Drawing Changes, PTO-1474: ~ .. 6. [1

Part ll SUMMARY OF ACTION -

A ontonm -

Of the above, claims - _ ' - ' - are withdrawn from ooi\slderaﬁon.
2. O clams ‘ : - . have been cancalled,
3. O ciams ’ are
4. Z/Clalms L g ( are rej
s. [J clams are to. ,
6. O clams are subject to restriction or election requirement. ’
7. O s apptication has been filed with informat drawings under 37 C.F.R. 1.85 which are acceptable for examination purposes.
8. O Forma drawings are required In response to this Office action.
9. [0 The corrected or substitute drawings have been recelved-on . Under 37 C.F.R. 1.84 these drawings. .
are [] p . not p (s00 exp or Notice re Patent Drawing, PTO-948).
10. O e proposed additional or substitute sheet(s) of drawings, fited on _ 4 has (have) been a approved by the
iner. (J app d.by the (see exp
1.0 m™e proposed drawing correction, filedon —_~_______________ has been a approved. O disappfoved {see explanation).

w2 0 Acknowledgment is made of the claim-for priority under U.S.C. 119. The certified copy has [ been received [ not been received

O been filed in parent serial no. S ; fited on

.- ,,‘.3."'D Since this application appears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in
accordance with the practice under Ex parte Quayle, 1935 C.D. 11; 453 0.G. 213. .

1a. O other - C e . ;

- , . EXAMINER'S ACTION
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Serial No. 07/023398
Art Unit 2313
The drawings are objected to because of the reasons set forth

in the PTOL-948. Correction is required.

The title of the invention is not descriptive. A new title is
required that is clearly indicative of the invention to which the

claims are directed.

The Abstract of the Disclosure is objected to because the
content of the abstract exceeds 250 words and because the title of
the invention should not included in the abstract. Correction is
required. See M.P.E.P. § 608.01(b).

The following is a quotation of the first paragraph of 35
U.s.C. § 112:

The specification shall contain a written description of the
invention, -and of the ‘manner and process of making and using
it, in such full, clear, concise, and exact terms as to enable
any person skilled in the art to which it pertains, or with
which it is most nearly connected, to make and use the same
and shall set forth the best mode contemplated by the inventor
of carrying out his invention.

The specification is objected to under 35 U.S.C. § 112, first
paragraph, as failing to provide an adequate written description of
the invention.

The specification fails to make clear what the problems in the

prior art that the present invention intends to overcome.
Claims 1-31 are rejected wunder 35 U.S.C. § 112, first

paragraph, for the reasons set fort@/&n the objection to the

specification.
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Serial No. 07/023398
Art Unit 2313

The following is a quotation of the appropriate paragraphs of
35 U.S.C. § 102 that form the basis for the rejections under this
section made in this Office action:

A person shall be entitled to a patent unless --

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or
on sale in this country, more than one year prior to the date
of application for patent in the United States.

Claims 1-2, 8-12, 16 are rejected under 35 U.S.C. § 102(b) as
being anticipated by Lightner'US/3718906.

Lightner disclose a method for transferring audio signal over
telecommunication links by forming connection between the seller
and purchaser, selling electronically by the seller  to the
purchaser, desired audio signal and transferring the audio signal
over the telecommunication 1links. See figs. 1, 10 and their
description.

The following is a quotation of 35 U.S.C. § 103 which forms
the basis for all obviousness rejections set forth in this Office
action:

A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102
of this title, if the differences between the subject matter
sought to be patented and the prior art are such that the
subject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in
the art to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the invention
was made.

Subject matter developed by another person, which qualifies as
prior art only under subsection (f) or (g) of section 102 of
this title, shall not preclude patentability under this
section where the subject matter and the claimed invention
were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same
person.

Claims 3-7, 15, 17-31 are rejected under 35 U.S.C. § 103 as
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Serial No. 07/023398
Art Unit 2313

being unpatentable over Ogaki et al in view of Lightner.

Ogaki et al discloses all that is claimed except that he does
not disclose transferring audio ér video signals. However,'he doesv
disclose . transferring . the software programs through
telecommunication.lines for distributing or selling these programs
to consumers. Lightﬁer discloses transferring audio/video signals
through'telecommunications lines for distributing or selling to
purchasers. It would have been obvious to one of ordinary skill in
the art to transfer‘or seller distribute audio/video signals in the
system and method taught byVOgaki et al. It would have been
obvious because one of ordigary skill in the art, based on common
knowledge and common sénéé, ‘wouldv be able to recognize a
substitution of ﬁhe contents of the software program sighals with
the audio/video signals.

Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen
whose telephone number is (703) 305-9687.

Any inquiry of a general nature or relating to the status of

this application should be directed to the Group receptionist whepse
telephone number is (703) 305-9600.

OAT.
PRIMARY x4
- GROUP 2309

MINER
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A copy of this reference is not being furnished with this office action.

. (See Manual of Patent Examining Procedure, section 707.05 (a).)
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- '30 fw/m # 552/ gk o> O A

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

QECENED #7

'pphcahon of: )
. ) o A
ARTHUR R. HAIR ) Ja 0 1 195
) By €8
Serial No. 08/023,398 ) gRO R ZR00
; )
/ Filed: February 26, 1993 ) A SYSTEM FOR TRANSMITTING N
) DESIRED DIGITAL VIDEO OR L
Art Unit: 2313 ) AUDIO SIGNALS , !qlf
) I
Patent Examiner: ) /
)
H. Nguyen )
"} ‘ Pitfsbur h, Pennsylvania 15213
N g y
! December 30, 1993 CERTIFICATE OF MAILING
X | hereby certify that the correspondence is
Hon. Commissioner of Patents and Trademarks being deposited with the United States Postal

Service as first class mail in an envelope
addressed to: Commissioner of Patents and

Washington, D.C. 20231 Trademarks Wasry&g}pn D? 30231

< el dlR

Anss! M. Schwartz

e e

. AMENDMENT Registration No. 30,587
| | | /3./30/23
: Date

In response to the Office Action dated July 1, 1993, ple_ase enter the following

amendments to the above-identified application as follows:

IN THE TITLE:

4

Please amend the title to -- A SYSTEM AND METHOD FOR

TRANSMITTING DESIRED DIGITAL VIDEO OR DIGITAL AUDIO SIGNALS -- .

00 CK
100 MG 01/18/94 08023398 1 217 420. ]

st NP A398 1 203 352.00 Cl‘\.
100 MG 01/18/94 08023398 1 202 222.00 Ui

IN THE ABSTRACT:

-4
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Line 13, jﬁ_eL"limslinSm:ﬂNhile the second memory is in possession and

{
/} control of the second party f- .

/

Line 14, after "signals." delete the remainder of the abstract.

"IN THE SPECIFICATION:

/

Page 3, line 11, after "copied." add the following.

v/ Thus, as is apparent from the above discussion, the inflexible form in which
the songs are purchased by an end user, and the distribution channels of the songs, requires
the end user to go to a location to purchése the songs, and not necessarily be able to
purchase only the songs desired to be he‘.ard,i in a sequence the end user would like to hear

them. This is not limited to just songs, but also includes, for example, videos. o~/

N

e

Page 3, line 14, after "music" insert -- or digital video -- .

-

Page 3, line 17, after "music" insert -- or digital video -- .

Page 3, line 20, after "music” insert -- or digital video -- .
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Page 3, line 23, after "music” insert -- or digital video -- .

/

Page 5, line 6, after "to" insert -- preferably -- .

(

Page 5, line 7, after "means” insert -- or mechanism -- .

/

Page 5, line 8, after "or" insert -- digital -- .

/ .
Page 5, line 8, after "signals" insert -- preferably -- .
Page 5, line 10, after "means” insert -- or mechanism -- .

Page 5, line 11, after “first memory" insert -- preferably -- .

Page 5, line 12, after "or" insert -- digital -- .

/

Page 5, line 13, after "means" insert -- or mechanism -- .

Vi

Page 5, line 16, after "receiver" insert -- preferably -- .

/

Page 5, line 16, delete "at a location".
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/

Page 5, line 17, delete "determined by the second party".

s

Page 5, line 17, change “the receiver” to -- mwhile the receiver -- .

/

Page 5, line 18, after "party,"” ins_al:t_-:l The receiver is placed at a second

7

party location determined by the second party {- .

-

{
i
t
t
¢

:

Page 5, line 18,(:?9, “There" to -- Preferably, there -- .

Page 5, line 18, after "means” insert -- or mechanism -- .

Page 5, line 19, after "digital" insert -- video or digital audio -- .

n

Page 6, line 13, after "invention" insert -- preferably -- .
/

-/

Page 10, line 6, before "audio” insert -- digital -- .

/
Page 10, line 7/ after "first party" insert -- preferably -- .

/

Page 10, line 12, after "first memory"” insert -- preferably -- .

/

Page 10, line 13, after "or" insert -- digital -- .
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‘Page 10, line 15, after "or" insert -- digital -- .

(

Page 10, line 17, after "receiver” insert -- preferably -- .
Page 10, line 17, delete "at a location determined by the".

Page 10, line lé, delete "second party".

-/
(

v/
Page 10, line 18, change "The" to -- while the -- .

Page 10, line 19, after "party." insert --fl‘ia receiver is placed by the second

Al

party at a second party location determined by the second party. /=

/

Page 10, line 19,/after "There" insert -- preferably -- .

/

Page 10, line 20, after "or" insert - digital -- .

/

Page 10, line 22, after "music" insert -- or digital video -- .

/

Page 10, line 25, after "music” insert -- or digital video -- .

-

Page 11, line 11, after "information." insert the following.
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-- For instance, the present invention is a system 100 for transferring digital
video signals from a first party to a second party. The system 100 comprises a first party
control unit 20 haviﬁg a first memory having a plurality of desired individual video selections
as desired digital video signals. The first party control unit 20 also has means or a
mechanism for the first party to charge a fee to the second party for access to the desired
digital video signals. The system 100 also comprises a second party control unit 50 having a
second party control panel 50a, a receiver and a video display for playing the desired digital
video or digital audio signals received by the receiver. The second party control panel 50a is
connected to the video display and the receiver. The receiver and the video display i_s
operatively controlled by the second party control panel 50;1. The second party control unit
50 is remote from the first party control unit 20. The second party control unit 50 is placed
by the second party at a second party location determined by the second party which is
remote from the first party control unit 20. The second party chooses the desired digital
video signals from the first memory with the second party control panel 20a. The system
100 is also comprised of telecommunications lines connected to the first party control unit 20
and the second party control unit 50 thfough which the desired digital video signals are
electronically transferred from the first memory to the receiver while the second party
control unit 50 is in possession and control of the second party after the desired digital video

signals are sold to the second party by the first party.

Preferably, the second party control unit 50 includes a second memory which

is connected to the receiver and the video display. The second memory stores the digital
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video signals that are received by the receiver for providing them to the video display. The
second party control unit 50 preferably includes a second party hard disk 60 which stores a
plurality of digital video signals, and a playback random access memory chip 50d
electronically connected to the second party hard disk 60 for storing a replica of the desired
digital video signals as a temporary staging area for playback. The second party control unit
50 includes a second party control integrated circuit 50b'which controls and executes
commands of the second party andv is connected to the second party hard disk 60, the
playback random access memory fb:Od, and the first party control integrated circuit 20b
through the telecommunications lines. The second party control integrated circuit SOb

j preferably inéludes the receiver. Additionally, the second party control unit 50 includes a

| second party control panel 20a through\which the second party control integrated circuit 20b
is programmed and is sent commands and which is connected to the second party integrated
circuit 50b. Preferably, the second party control unit 50 includes an incoming random access

¢ memory chip 50c-connec.ted to the second party hardﬁdﬁve 60 and the second party control
integrated circuit SOb, and the ﬁrst party control unit 20 through the telecommunications
lines for temporarily storing the desired digital video signals received from the first party’s
control unit 20 for subsequent storage to the second party hard disk 60. Preferably, the
video display includes a video display unit connected to the playback random access memory
chip 50c and to the second party integrated circuit-SOb for displaying the desired digital video

signals.

10
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The first party control unit 20 preferably includes a first party hard disk 10
having a plurality of digital video signals which include the desired digital video signals, and
a sales random access memory chip 20c electronically connected to the first party hard disk
10 for storing a replica of the desired digital video signals of the first party’s hard disk 10.
The first party control unit 20 preferably includes a first party control integrated circuit 20b
which controls and executes commands of the first party and is connected to the first party
hard disk 10, the first party sales random access memory 20c, and the second party control
integrated circuit 20b through the telecommunications lines. The first party control
integrated circuit 20b and the second party control integrated circuit SOb regulate the transfer
of the desired digital video signals. The first party control unit 20 preferably also includes a
first party cont;ol panel 20a throﬁgh which the first party control integrated circuit 20b is |
progra.mmed and is sent comrﬁands and which is connected to the first party control

integrated circuit 20b.

The means or mechanism for charging a fee includes means or a mechanism
for charging a fee via telecommunications lines by the first party to the second party at a
location remote from the second party location. Preferably, the second party has an account
and the means or mechanism for charging a fee includes means or a mechanism for charging
the account of the second party. Preferably, the means or mechanism for charging the
account includes means or a mechanism for charging a credit card number of the second
party. Preferably, the means or mechanism for electronically selling includes means or a

~ mechanism for electronically selling includes means or a mechanism for charging a fee via
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telecommunications lines by the first party to the second party at a first party location remote
from the second party location. Preferably, the second party has an account and the means
or mechanism for charging a fee includes means or a mechanism for charging the account of
the second party. Preferably, the means or mechanism for charging the account includes
means or a mechanism for receiving a credit card number of the second party. The means or
mechanism for réceiying a credit card number preferably is part of the control integrated

circuit 20b. The telecommunications lines are preferably telephone lines 30.

The present invention also pertains to a method for transmitting desired digital
video signals stored in a first memory having a plhrality of individual video selections as
digital video signals of a first party at a first party location to a second party at a second
party location so the second party can view the desiréd digital video sig.nals. The’method
comprises the steps of placing by the second party a receiver, and a video display connected
to the receiver at the second party location determined by the second party which is remote
from the first party location. Next, there is the step of charging a fee by the first party to
the second party at a location remote from the second party location so the second party can

 obtain access to the desired digital video signals. Then, there is the step of connecting
electronically via telecomrﬂunications lines the first memory with a receiver of the second
party while the receiver is in possession and control of the second party. Next, there is the
step of choosing the desired digital video signals 'by the second party from the first memory
of the first paﬁy so desired digital vi,deo.selections afe selected. Next, there is the step of

transmitting the desired digital video signals from the first memory with a transmitter in

UL
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control and possession of the first party to the receiver of the second party while the receiver
is in possession and control of the second party at the second party location determined by

the second party. Next, there is the step of displaying the desired video signals received by

the receiver on a video display in 'possession and control of the second party. The video

. display is connected with the receiver.

Preferably, the step of charging a fee includes the;, step of charging a fee via
telecommunications lines by the first party to the second party so the second party can obtain
access to the desired digital video signals stored on the first memory. Preferably, the second
party has an account and the step of charging a fee includes the step of charging the account
of the second party. Preferably, the step of charging the account of the second party
includes the steps of telephoning the first party controlling use of the first memory by the
second party. Then, there is the step of providing a credit card number of the second party
controlling the second memory to the first party controlling the first memory so the second

party is charged money. Preferably, the means or mechanism for the first party to charge a

fee includes means or a mechanism for transferring money electronically via

telecommunications lines to the first party at a location remote from the second memory at

/
i

the secoflo&ﬁodciaon. VJ

IN THE CLAIMS:

-10-
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1. (Amended) A method for transferring desired digital video or digi

%// ignals comprising the steps of:

‘\}\\ forming a connection through telecommunications lines begveen a first

audio

memory of a first party and a second memory of a second party, said first memory having

said desired digital video or digital audio signals;

selling electronically by the first party tg/the second party through

telecommunications lines, the desired digital video/6r digital audio signals in the first
L memory; and
transferring the desired’ digital video or digital audio signals from the first
memory of the first party to the £econd memory of the second party through

telecommunications lines while the second memory is in possession and control of the second

2. (Amended) A method as described in Cldim [1] 34 including after the
transferring step, the step of storing the desired digital/video or digital audio signals in the

second memory.

3. (Amended) A method im 2 including before the

transferring step, the step of electronigally coding the desired digital video or digital audio

-11-
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signals into a configuration which would prevent unauthorized’reproduction of the desired

digital video or digital audio signals.

4. (Amended) A method as descriped in Claim 3 wherein the first memory

includes a first party hard disk having a plurality of digital yideo or digital audio signals, and
a sales random accéss memory chip whicl’temporarily sfores a replicé of the desired digité.l
video or digital audio signals purchasgfl by the/second party for subsequent transfer via
telecommunications lines to the sedond memo the second party; and including before the
L transferring step, there is the step of storing a replica of the desired digital video or digital

audio signals from the hard/disk into the sales random access memory chip.

. : { '
é 9;8{ (Amended) A method as described in Claim /;: wherein there is a second

party integrated circuit which controls and executes commands of the second party, and a
~second party control panel connected to the second party integrated circuit, and before the
forming step, there is the step of commanding the second party integrated circuit with the

second party control panel to initiate the purchase of the desired digital video or digital audio

Q signals from: the ﬁrs: pa_rt)’(i_

>

Amended) A method as described in Claim 5, wherein the second memory

ncludes an incoming random access memesy._chip Lyy_hich temporarily stores the desired

digital video or digital audio signals feceivee

KA

¢ second party hard disk'fpr storing the desired digital video or digital audio si

-12-
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[ \

layback random access memory ChiE(.fﬁr temporarily storing the desired digital video or

~ s

Q o . / y . od Jpliea .
» digi i0 sig als'tfor sequential playback; and the stormgLstep includes the steps of storing

W
.

~ the desired digitatideo or digital audio signals in the incoming random access memory_chip,

transferring the desired digital video or digital audio signals from the incoming random

access memory chip to the second y hard disk, storing the desired digital video or digital /
audio signals in the second party hard disk, e mandlng the second party mtegrated circuit = .

C with the second party control panel to play. the desireddi ital video. or digital audlo mgnal?

and. transferring a replica of the desired digital video or digital audjo signals from the second

) ,\ v
, ‘
a } transferring, step, there is the step of repeat. ; o, Pl ugand\ransfemng a
‘replica steps. - .
7 (4

-13-
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entering into a second party control panel of [a] the secgnd party control unit

of [a] the second party commands by the second party to purchase desired digital video or

digital audio signals from a first party;

forming a connection through telecommunications lines between a first
memory of the first party and a second memory of the sgcond party control unit, said first

memory having desired digitai video or digital audio signals;

selling electronically by the first party to the second party through
telecommunications lines, the desired digital ¥ideo or digital audio signals in the first
memory;
digital video

transferring the desir igital audio signals from the first

party;

entering/into the second party control panel commands to play the desired

digital video or digifal audio signals; and

laying the desired digital video or digital audio signals with the second party

control unit

-14-
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9. (Amended) A system for transferring digital video or di
/ mprising:

(./'S

ital audio signals

a first party control unit having a first memory having desired digital video or

digital audio signals, and means or a mechanism for electronically selling the desired digital

video or digital audio signals;

: a seéond paﬁy control unit having a second party control panel, a second
memory conne;cted to the second party control panel, and means or a mechanism for playing
Ab the desired digital video or digital a'udio signals connected to the second memory and the

second party control panel, said playing means or/mechanism operatively controlled by the
second party control panel, said second pzirty cgntrol unit remote from the first party control

unit, said second party control unit placed by the second party at a location determined by

the second party; and

telecommunications lings connected to the first party control unit and the
second party control unit through which the electronic sales of the desired digital video or

digital audio signals occur and thfough which the desired digital video or digital audio signals

are electronically transferred frpm the first memory to the second memory while the second

ossession and fcontrol of the second party after the desired digital video or

digital audio signals are so}d to the second party by the first party.

-15-
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of the desired digital video or digital audio signals of the first party’s hard disk.

.63
ﬁ b 11. (Amended) A system as described in Claim ;1:0’ wherein the second party
stores a plurality of digital video or

& _-cofitrol unit includes a second party hard disk whi
=~ _ | '
/ligital audio signals, and a playback random a€cess memory chip electronically connected to

L, the second party hard disk for storing a replica of the desired digital video or digital audio

ﬂ signals as a temporary staging area fop/playback.

12. (Amended) A system as described in Claim 1

control unit includes a first party control integrated circyi which controls and executes
A . E
commands of the first party-and is connected tg-the first party hard disk, the first party sales

random access memory, and gh‘é second-party controlifitegrated cirCuit through the —
telecommunications lines,'\said St party. control integrated cirCuit and said second party
 control integrated CiIC;]it gulate the transfer of the desifed digital video or g_lg@ audio
signals; and a first party control panel through wiiic th/eﬁ{s{ pﬁy control integrated circuit
is programmed and is sent commands ﬁnd which is cpnnected to the first party control

integrated circuit.

-16-
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13. (Amended) A system as described in Claim 12 whergin the second party

control unit includes a second party control integrated circuit which gontrols and executes

commands of the second party and is connected to the second p hard disk, the playback
random access memory, and the first party control integrated gircuit through the
telecommunications lines, said second party control integr: circuit and said first party
control integrated circuit reéulate the transfer of the degired digital video or digital audio
signals; and a second pal;ty control panel through which the second party control inte';grated

circuit is programmed and is sent commands and/which is connected to the second party

integrated circuit.

14. (Amended) = A systeny as described in Claim 13 wherein the second party

-17-
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16. (Amended) A method for transmitting desired digital yideo or digital

therebetween;

transmitting the desired digital video or digital audio signals from the first

memory with a transmitter in contgol and possession of the first party to a receiver having

the second memory at [a] the logation determined by the second pany[,] while said receiver
]

is in possession and control of/the second party; and

storing the digital video or digital audio signals in the second memory.

-18-
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17. (Amended) A system for transmitting desired digital vigeo or digital audio

gnals stored on a first memory of a first party to a second memory of’a second party

comprising:

o

means or a mechanism for transferring money £lectronically via
telecommunications lines from the second party to the firsy party controlling use of the first
memory, at a location remote from the second memory/ said second party controlling use

and in possession of the second memory;

means or a mechanism for conngcting electronically via telecommunications
lines the first memory with the second memory such that the desired digital video or digital
audio signals can pass therebetween, sai /connecting means or mechanism in electrical

communication with the transferring means or mechanism; .

communication with sdid connecting means or mechanism; and

-19-
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18. (Afnendéd) A system as descri 17 wherein the connecting

means or mechanism [comprises] com it in possession and control of

the first party and a second coptfol unit in possession and gontrol of the second party.

e

23. (Amended) A system for transmitting desired digital video or dfgital audio

second [memory and] location, said first party contfolling use of the first memory [from the

second party], said second party controlling ugé and in possession of the second memory;

means or a mechanism for connecting electronically via telecommunications

lines the first memory with the segond memory such that the desired digital video or digital

audio signals can pass therebetween, said connecting means or mechanism in electrical

communication with the tpdnsferring means or mechanism;

-20-
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means or a mechanism for transmitting the degired digital video or digital

¢

29. (Amended) A meth igring desired digital video or digital

at a first party location to a second

memory of a second party copiprising the ‘step

21-
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placing a receiver by the second party at a desiredémnd party location

location;

[selling electronically via telecommunications lines] charging a fee by the first

party to the second party at a location remote from the second party location so the second

party can obtain access to the digital video or digitdl audio signals possessed by the first

party [to the second party], said first party and sdid second party in communication via said

telecommunications lines;

connecting electronically via/telecommunications lines the first memory with

the second memory such that the desired/digital video or difital audio signals can pass

therebetween;

/

transferring electronically via telecommunications lines the digital video or
digital audio signals from a first Jocation withi the first memory to a second party location

with the second memory while the second memory is in possession and control of the second

party, said second party locatfon remote from said first location, said first memory in

communication with said se¢ond memory via the telecommunications lines; and

storing th¢ digital video or digital audio signals in the second memory.

-22-
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30. (Amended) A method as described in Clainy [29] 37 including after the
transferring step, there is the step of repeating the [selling] charging a fee, connecting, and

transferring steps.

31. (Amended) A method for transmifting desired digital video or digital
audio signals stored on a first memory of a first pafty to a second memory of a second party

comprising the steps of:

selling electronically via teleconfmunications lines to the second party at a

location remote from the first memory by th¢ first party controlling use of the first memory,

said second party financially distinct from the first party, 4aid secgnd party in control and in

possession of the second memory;

connecting electronically via teleconimunicatiors lines the first memory with
the second memory such that the dgsired digital vid€o or digital audio signals can pass
therebetween;

transmitting th¢ desired digital video or digital audio signals from the first
memory with a transmitter jn control and possession of the first party to a receiver having

the second memory at [a] the location determined by the second party[,] while said receiver

is in possession and confrol of the second party; and
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storing the digital video or digital audio signals in the second memory.
( Please add the following claims>

'32. A method as described in Claim 1 wherein the second party is at a second
party location and the step of selling electronically igcludes the step of charging a fee via

telecommunications lines by the first party to the gecond party at a first party location remote

from the second party location.

-33. A method as described jn Claim 32 wherein the second party has an

- account and the step of charging a fee infludes the step of charging the account of the second

party.

34. A method as déscribed in Claim 3 ercin the step of charging the
account of the second party incjudes the steps of te g the first party controlling use of
the first memory by the secogd party; providing/a-cfedit card number of the second party
controlling the second memory to the first party controlling the first memory so the second-
party is charged money. o |

35. A/method as described in Claim 29 wherein the step of charging a fee
includes thé step of charging a fee via telecommunications lines by the first party to the °

second party at A location remote from the second party location.

24-
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36. A method as described in Claim 35 wherejn the second party has an

account and the step of charging a fee includes the step of gharging the account of the second

party.

37. A method as described in Claim/36 wherein the step of charging the
account of the second party includes the steps of/telephoning the first party controlling use of
the first memory by the second party; providifg a credit card number of the second party
controlling the second memory to the first party controlling the first memory so the second

party is charged money.

38. A method for trghsferring desired digital ¥ideo or digital audio signals

from a first party to a second parfy comprising: the/steps of:

placing a receiver by the second party at a desired location determined by the

second party;

forming A connection through telecommunications lines between a first
memory of a first party and a second memory of a second party, said first memory having

said desired digital/video or digital audio signals;

25-
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selling electronically by the first party to the

ond party through
telecommunications lines, the desired digital video or digifal audio signals in the first
memory; and

transferring the desired digital video/or digital audio signals from the first

memory of the first party to the second memory pf the second party through

telecommunications lines.

39. A method as described inf Claim 38 wherein the second party is at a
second party location and the step of selling electronically includes the step of charging a fee
via telecommunications lines by the first y to the second party at a first party location

remote from the second party location.

jein the second party has an

account and the step of charging ¥ fee includes/the step of charging the account of the second

party.

41. A methiod as described in Claim 40 wherein the step of charging the
account of the second party includes the steps of telephoning the first party controlling use of
the first memory by the second party; providing a credit card number of the second party

controlling the second memory to the first party controlling the first memory so the second

party is charged fnoney.
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42. A method for transferring desired digital video or digital audio signals

comprising the steps of:

placing a receiver by the second party at & desired second party location

determined by the second party;

forming a connection through telegbmmunications lines between a first

memory of a first party and a second memory/of a second party, said first memory having

said desired digital video or digital audio signals;

27-
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a first party control unit having a first memory having a plurality of desired
individual video selections as desired digital video signals, and meads or a mechanism for the
first party to charge a fee to the second party for access to the desired digital video signals at

a location remote from the second party location;

a sécond party control unit having a secgnd party control panel, a receiver and
a video display for playing the desired digital videoAignals received by the receiver, said
second party control panel connected to the videg/display and the receiver, said receiver and
video display operatively controlled by the secgnd party control panel, said second party
control unit rémote from the first party cdﬁ 1 unit, said second party control unit placed by
the second party at a second party locatioff determined by the second party which is remote
from said first party control unit, said gecond party choosing the desired digital video signals

from the first memory with said secgnd party control panel; and

telecommunications lines c,onnected,td the first party control unit and the
second party control unit through which the desired digital video signals are electronically
transferred from the firt memory to the receiver while the second party control unit is in

possession and contrgl of the second party after the desired digital video signéls are sold to

44. A system as described/in Clajh 43 wherein the second party control unit

includes a second memory which is onnectgdl to the rgteiver and the video display, said

28-
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second memory storing the digital video signals that

e received by the receiver to provide

the video display with the digital video signals.

45. A system as described/in Claim 44 svhergin the first party control unit

Qﬁf&/

Pl
ﬁ % &, X6 A system as described in Claim 45" wherein the second party control unit

includes a second party hard disk which stores a plurality of digital video signals, and a
playback random access memory chip electronically connected to the second party hard disk
for storing a replica of the desired digital video signals as a temporary staging area for

playback.

47. A system as described in Claim 46 wherein first party control unit

L3
-~

d includes g first party control integrated circuit which corfrols and executes commands of the

y sales random access

€lecommunications

lines, said first party control irftegrated circuit and said Second-party control integrated circuit

regulate the transfer ofthe desired digital video signals; and a first party control panel
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through which the first party control integrated circuit is programmed an

is sent commands
and which is connected to the first party control integrated circuit.

48. A system as described in Claim 47 wherein second party control unit
includes’g"second party control integrated circuit which contro}s and executes commands of
the second party and is connected to the second party hard disk, the playback random access
memory, and the ﬁfst party control integrated circuit thrgugh the telecommunications lines,
said second party control integrated circuit and said fifst party control integrated circuit
regulate the transfer of the desired digital video sighals; and a second party control panel
| circuit is programmed and is sent

through which the second party control integrat

commands and which is connected to the secdnd party integrated circuit.

49. A system as describfed in Claim 48 whgrein the second party control unit

includes an incoming random accesg memdry chip c¢ ted to the second party hard, :
and the second party coritrol int ratéd circuit, and the first party control unit throﬁgh the
telecommunications lines for desired digital video signals received
from the first party’s contrdl unit for subsequent st;)rage to vthe second party hard disk.
50. A/systéem as described in blaim 49 ‘wherein the second party control unit
includes a video display unit connected to the playback random access memory chip and to

the second party integrated circuit for displaying the desired digital video signals.
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51. A system as described in Claim 43 wherein the m

or mechanism for
charging a fee includes means or a mechanism for charging a fee via/felecommunications
lines by the first party to the second party at a location remote frofn the second party

location. -

52. A system as described in Claim 51 wherein the second party has an
account and the means or mechanism for charging a fee includes means or a mechanism for

charging the account of the second party.

55. Afsystem as described in Claim 54 wherein the second party has an

account and the mg¢ans or mechanism for charging a fee includes means or a mechanism for

charging the accgunt of the second party.
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' memc;ry having a plurality of individual vid

o b

56. A system as described in Claim 55 whereirythe means or méchanism for

charging the account includes means or a mechanism for rgCeiving a credit card number of

the second party.

57. A method for transmitting deéired digital video signals stored in a first
selections as digital video signals of a first
party at a first party location to a second party at a second party location so the second party
can view the desired digital video signals comprising the steps of:

placing by the s Video display connected to the

receiver at the second party I nd party which is remote from

connecting electronically via telecommunications lines the first memory with a

receiver of/the second party while the receiver is in possession and control of the second

party;
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includes the step of charging a fe¢ via telecommunications lines by the first pafty to the

second party so the second party can obtain access to the desired digital video signals stored

on the first memory.
59. A method as described in Claim 58 wherejn the second party has an

account and the step of gharging a fee includes the step of charging the account of the second

[ ]

party.

60. A method as described in Claim 59 wherein the step of charging the

account of the secpnd party includes the steps of telephoning the first party controlling use of
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the first memory by the ;/providing a credit card number of the second party

the first party to charge a a mechanism for transferring money

electronically via tele€ommunicationf li first party at a location remote from the

M 62. A system for transferring digital audio signals from a firgf party to a

A fg/nd party at a second party location comprising:

a first party control unit having a first memory hdving a pluralify of desired
individual songs as desired digital audio signals, and meang/or a mechanism for the first
party to charge a fee to the second party for access to the desired digital audio signals at a
location remote from the second party location; | |
a second ‘party control unit ha¥ing a second party control panel, a receiver and
;speakers for playing the desired digital Aidio signals received by the receiver, said second
party. control panel connected to the/Speakers and the receiver, said receiver and speakers
nd party control panel, said second barty control unit

operatively controlled by the s

remote from the first party gontrol unit, said second party control unit placed by the second
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party at a second party location determined by the second patty which is remote from said
first party control unit, said second party choosing the désired digital audio signals from the

first memory with said second party control panel,/and

telecommunications lines cgnnected to the first party control unit and the
second party control unit through whi€h the desired digital audio signals are electronically
transferred from the first memory’to the receiver while the second party control unit is in

possession and control of theAecond party after the desired digital audio signals are sold to

the second

ers connected to the receiver
at the second party location degérmined by thesecond y which is remote from the first

party location;

charging a fee by the first party to the second party at a location remote from
the second part location so the second party can obtain access to the desired digital audio

signals;
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connecting electronically via telecommunicafions lines the first memory with a

receiver of the second party while the receiver is in pogsession and control of the second

party;

choosing the desired digital audfo signals by the second party from the first
memory of the first party so desired songs Are selected;
transmitting the desir

digital audio signals from the first memory with a

transmitter in control and possessign’ of the first party to the receiver of the second party

while the receiver is in possessign and ¢ nd party at the second party

location determined by the sefond party; and

desired audio signals received by the receiver on the speakers in

possession and controf of the second party.

N

-36-

Page 00088



Y]

REMARKS

Claims 1-63 are currently active.

Claims 32-63 have been added.

Claims 1, 2, 8, 9, 16, 17, 18, 23, 24, 29, 30 and 31 have been amended.

The amendment to Claims 1, 8, 9, 16, 17, 23, 29 and 31 in regard to the

limitation "while said receiver or second memory is in possession and control of the second

party” has antecedent support at page 8, lines 15-17 and figure 1 of the above-identified

patent application.

Antecedent support for the amendment to Claims 8, 9, 16, 17, 23 and 29 in

- regard to the placement of the receiver or the second memory, or the second control unit by

the second party is found in Claim 16, lines 12-16. The amended language more specifically

defines the language of Claim 16, lines 12-16.
Similarly, the same antecedent support is found for newly added Claims 32-63.
In addition, in regard to Claim 43 and Claim 57, and the "individual video selections",

antecedent support for the same is found on page 11, lines 8-11 and page 4, lines 17 and 18.

Furthermore, a Déclaration by inventor Art Hair, one skilled in the art, is enclosed. This
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Declaration supports the introduction of, for instance, "charging a fee" or "using an
"account’ or a ’credit card’ into the above-identified patent application and is inherent in the
definition of electronic sales. Also, just by the nature of description of the invention in the
above-identified patent application, the receiver or the second memory must be in possession
of the second party. Thus, no new matter is being added. Clarification of the existing

subject matter is all that is occurring with this amendment.

The specification has been amended to be consistent with the changes and
additions to the claims. For instance, the addition to page 11 is essentially new Claims 43

and 51 written out in more customary grammatical form with reference to the figures.
The abstract has been amended to conform to the Examiner’s request.

The Examiner has requested the problem solved by the present invention be
identified in the specification. On page 3, line 11, an explanation of this problem has been
added. Respectfully, a review of the background of the invention already reveals the

problems of the prior art.
The Examiner has rejected Claims 1, 2, 8-12 and 16 under 35 U.S.C. §102(b)
as being anticipated by Lightner. Applicant respectfully traverses this rejection. Lightner

does not teach or suggest "transferring the desired digital video or audio signals . . . while

the second memory is the possession and control of the second party”. Lightner does not
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teach or suggest "placing the receiver by the second party at a location determined by the

second party".

Lightner discloses a vending system for remotely accessible stored
information. As the title states, Lightner teaches a vending system where the first memory is

of the first party and the second memory is of the first party while transferring of the desired

video or audio signals from the first memory to the second memory occurs. As is further

stated, for instance, in column 2, lines 27-33,

"The vending machine includes a high speed duplicator and a
quantity of recordable media, such as blank tape cassettes, the
data selected by the consumer is transmitted from the master
tape center to the vending machine where it is copied by the
duplicator onto the cassette which is then ejected from the
machine."” (emphasis added)

Thus, the limitation of Claim 1 of the step of "transferring the desired digital
video or audio signals from the first memory of the first party to the second memory of the

second party through telecommunications lines while the second memory is in possession and

control of the second party" (emphasis added) is not taught or suggested by Lightner. The
blank tape cassettes taught by Lightner do not come into the "possession and control of the
second party"” dntil after the transfer of the desired video or audio signals from the first
memory of the first party to the second memory has been completed whereupon it is ejected

from the vending machine.
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This operation of transfer is further elaborated upon in Lightner beginning in

column 6, lines 2-5, where Lightner teaches that,

"extending upwardly from each rectangular hole 52 is a cassette
storage magazine 63 arranged to support a stack of tape
cassettes".

As is more easily seen in figure 6, this cassette storage magazine 63 is

disposed inside a cassette changer 40 which is disposed in each of the remote vending

machines. See column 5, lines 24 and 25. Not until after the duplication is completed does

the consumer take possession of the second memory. As is stated in column 6, lines 60-65,

"when the duplication of information on the cassette and the
duplicator is completed, a signal, generated in the manner

. described hereinbelow in relation to FIG. 10, actuates the eject
mechanism to cause the full cassette to be ejected via port 68
and be taken by the consumer". (emphasis added)

The consumer only gains access to the tape with a desired video or audio
signal at the vending machine subsequent to transfer from the first memory and subsequent to
the deposit of currency or insertion of a credit card into the vending machine by a consumer.

A

See column 8, lines 19 and 20.

More specifically, after the proper amount of currency has been received by
receiver 91 or a valid credit card has been inserted in credit card terminal 92, start and

enable signals are generated to begin the transfer of the desired video or audio signal from:
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the first memory of the first party to the second memory of the first party. During transfer
of the audio or video signal, the selected master tape of the first party is thereby duplicated
on the cassette cﬁrrently in duplicator 49. S'ee column 9, lines 47-49, and as shown in figure
6. There is no teaching or suggestion of the second party ever having possession or control
of the second memory at any time before the transfer of the desired audio or video signals
from the first memory to the second memory. Before the second party ever comes to the
vending rpachine to purchase the desired audio or video signal and the ;torage cassette which
holds the transferred audio or video signal, the second memories are already present and
have been loaded into the vending machine by the first party before the second party ever

comes before the vending machine.

On the contrary, from the teachings that the transfer of the desired aﬁdio or
video signal from the first memory to the second memory occurs only after the inse;rtion of
currency or a valid credit card into the vending machine occurs, the second memory is not in
possession or control of the second party but is in possession and control of the first party.
The insertion of curr'ency ora vaiid credit card allows the second party to buy not only the
video or audio signal, but also the blank cassette which has tﬁe desired video or audio signal.
The requirement of purchase of the blank cassette evidences a transfer of title of the cassette

which occurs only after the cassette is ejected from the vending machine.

Furthermore, the fact that coins are taught to be used with the vending

machine indicates that the vending machine is not in the possession or control of the second
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party. No one in possession or control of their own machine would ever put in coins into
their own machine. Since they already own the machine, putting their own coins into their
own machine would be an illogical and nonsensical act. Obviously, the insertion of coins is
not a redundant act, it must have some substance to it. The only way substance can be given
to such an act is if someone other than the second party owns the vending machine. The
coins are taught to be equivalent of a credit card in Lightner and thus the coins are an
implied additional representation or statement by Lightner that the vending machine is not in
the possession or control of the second party. Applicant only teaches the use of electronic
sales or charging a fee at a location remote from the second party location, not any use of
coins to be put physicéilly into the machine. This is because the second memory is in the
possession and control of the second party, and is always accessible to the second party at
any stage of the transfer of the first video or audio signal to the second video or audio signal,

by definition.

This use of coins to purchase a cassette on which to store the video or audio
signal, and the use of blank cassettes loaded by the first party into the vending machine, as
taught by Lightner, actually teaches away from apblicant’s claimed invention. It teaches the
second party does not need to be concerned with ownership of the vending machine and thus
the maintenance, upkeep, risk of damage, 'éonﬁectibn of transmission lines between the
master tape and the vending machine, etc. associated therewith. Lightner teaches a second

party can just show up, drop coins or a credit card into the vending machine, make his or

her selection, and leave with a cassette having his or her selection. Applicant’s claimed
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invention requires that the second party be in possession and control of the receiver with the

attached risks and responsibilities but which, for instance, allows the second party to bring

the video or audio signal to him or her at a second party location determined by the second

party, since the second party possesses and controls the receiver and thus can place it where

he or she wants, and not have to go to where the video or audio signal can be obtained from

a vending machine positioned at a location chosen by the first party.

Thus, besides the obvious understanding to one skilled in the art that a vending
machine, by definition, is not owned by or in control or possession of the second party, as
taught by Lightner, and for the specific reasons set out above, the second party is not in
possession or control over the ver;ding machine in Lightner and thus is not in possession and
control of the receiver, or the‘second memory until after transfer of the video or audio signal
is complete and it has been ejected from the vending machine. Accordingly, Claim 1 is not

anticipated by Lightner.

Claims 2 is dependent to parent Claim 1 and has all the limitations of parent

Claim 1. For the reasons Claim 1 is patentable, so is Claim 2.
In regard to independent Claim 8, it has the limitation of "transferring the '
desired digital video or audio signéls from the first memory . . . to the second memory . . .

while the second memory is in possession and control of the second party". For the reasons

explained above in regard to Claim 1 and this limitation, Claim 8 is also patentable.
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Moreover, Claim 8 has the additional limitation of "placing a second party control unit in
possession and control of the second party by the second party at a desired location
determined by the second party. There is no teaching or suggestion in Lightner of the same.
It is ciear from the teachings of Lightner as explained above, that it is the first party, not the
second party which is in possession and control of the vending machine 10. Furthermore,
the vending machine 10 is placed by the first party, not by the second party at a desired
location deterniined by the first party, not by the second party. The second party can
determine‘ which vending machine location to go to, to purchase a second memory with a
desired signal, but it is a choice from the locations where the vending machine has been
placed by the first party. Accordingly, Claim 8 is also patentable because of this additional

limitation and associated reasons.

Independent Claim 9 has the limitation that the "desired digital video or audio
;ignals are elecironically transferred from the first merﬁory to the second memory while the
second memory is in possession and control of the second party”. As explained above in
regard to Claim 1, Lightner does not teach or suggest this limitation. AcCordineg, for the

reasons explained above, as to why ‘Claim 1 is patentable, so is Claim 9 over Lightner.

Claims 10-12 are depeﬁdent to parent Claim 9 and have all the limitations of

Claim 9. Since parent Claim 9 is patentable, so are Claims 10-12.
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Independent Claim 16 has the limitation of "placing the receiver by the second
party at a desired location determined by the second party. Independent Claim 16 also has
the limitation of "transmitting the desired digital video or audio signals from the first
memory while said receiver is in possession and control of the second party". For the

reasons explained above in regard to Claim 8, and Claim 1, respectively, Claim 16 is

patentable over Lightner

It should be noted that the ;tep of placing the receiver by thq second party can
mean that the second party physically and personally places the receiver at a desired location.
It could also mean that the second party direcfs someone, such as a friend, who is under the
direction of the second party and is thus essentially also the second party to place the

| receiver. The game also holds true for placing a second party control unit as is found in the
limitation of Claim 8. The ﬁrst party can be the owner, dealer, distributor, or retailer who

receives payment from the séco‘nd party for the sale of the digital video or audio signals.

The Examiner has rejected Claims 3-7, 15, 17-31 under 35 U.S.C. §103 as
being unpatentable over Ogaki et al. in view of Lightner. Applicant respectfully travefses
this rejection. Neither Lightner nor Ogaki et al. teach or suggest "transferring the desired
digital video or audio signals . . . while tﬁe second nmemory is in the possession and control
of the second party”. Neither Lightner nor Ogaki et al. teach or suggest "placing the

receiver by the second party at a location determined by the second party".
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Referring to Ogaki et al., there is disclosed a software vending system. The
software vending system of Ogaki et al. allows a purchaser to obtain a desired software
program at a local vending instrument which duplicates the program on a blank tape cassette
or other suitable recording medium supplied by the vending machine that allows software
maniacs or amateur fans to provide their software programs to the vending machine company
tl)rough the vending instrument. See column 1, lines 23-26 and column 2, lines 15-21 and

27-31.

The software vending system of Ogaki et al. only accepts bills or coins in a

1,000 yen bill inlet 19, a 100 yen coin slot 20 and a 10 yén coin slot 21. See column 4,
lines 20-30. There is no teaching'o.r‘ suggestion of charging a fee at a location remote from
the second location where the vending machine is situated. When the proper money is paid,
the desired program is duplicated onto a tape cassette 25. The blank or ponrecorded tape
cassette 25 is stored in the vending machine 1 in vlarge quantities, without a label stuck td its
front face. Blank sheets for the labels 27 are stored in the instrument 1 and each blank sheet
is printed by the label printer 48. When a desired program is chosén, the label printer 48
prints the label 27 which is attached to the tape cassette 25 that receives the duplicated
desired program. See column 4, lines 59-69. There are also floppy disk drives 28, 29
which are used by the software maniacs who transfer their programs onto the hard disk
memory 33 of the instrument 10. See column 5, lines 10-13. The hard disk memory 33
serves as a secondary memory means and is accommodated within the housing of the

instrument 1 which comprises a front door 34 equipped with a lock. The door 34 can be
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ned onl an authorized person or persons having a key for the lock. See column §,
lines 23-28. Also within the housing are disposed a sales record switch to reveal the desired

amounts of sales of individual programs to purchasers. See column §, lines 49-54.

Each peripheral vending instrument 1 is located at a local dealer through a

modem interface 42 of the host system 2 and a private or exclusive data communication line
connecting the rﬁodem interfaces 42 and 43. See column 6, lines 12-18. There is a cassette
detector 52 provided to check if the blank tape cassette to be supplied to the duplicating
device 51 is in stock or not. The cassette detector 52 generates a signal when the blank tape
cassette 25 has become out of stock and the signal is sent to the first CPU 44. See column
7, lines 26-31.. In reference to figures 5-7, stép S1 identiﬁés the first CPU 44 checking to
see if the blank tape cassette 25 is in stock or not. See column 8, lines 1-3. When there is
vno blank tape cassette 25 stored in the instrument 1, the first CPU 44 causes an alarm signal

to be sounded so the instrument 1 is charged with a new stock of the blank tape cassette 25.

See columﬁ"8, lines 14-19.

After the purchaser has chosen the desired program, the first CPU 44 provides
price data to tﬁe CRT 8 so the purchaser can decide whether to buy the desired program.
See coiumn 8, lines 55 and 60-63. Only after completion of the program duplication is the
recorded tape casseite 25 ejected to the tray 30. When the instrument 1 is used by software
maniacs to provide the program to the distributor or supplier for evaluation, see column 10,

lines 22 and 23, a tape cassette of floppy disk storing a user developed software program is
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inserted into the floppy disk drive 28 or 29 and the program on the floppy disk drive
transferred to the hard disk 33. When it is desired to send the user developed software
programs to the host system for evaluation by the supplier or distributor, the vending

instrument 1 is opened by the owner of the instrument commonly at suitable intervals, for

example, once a day. See column 10, lines 46-53. The owner is different from the

purchasers or software maniacs.

Furthermore, Ogaki et al. does not teach or suggest the transmission of any
type of signals in "digital” form as is found in applicant’s claimed invention. Ogaki et al.

only teaches to transfer software programs, not digital video or digital audio signals.

As it is clear from the above, the vending instrument 1 and the cassettes 25 are
all in posséssion and control of the ﬁrst;»party, the first party béing either the owner,
s‘upplier, dealer, or‘distributor of the progrém. The second party does not obtain possession
of the program until after it is ejected from the vending instrument 1 The fact that coins or
bills must be deposited directly into the machine before any duplication of the program
occurs, the fact that there is sales data that is accumulated for the owner to keep track of the
progfams that are sold to the second parties (plural), the fact that the blank cassettes 25 are
stored in large quantities inside the instrument which are never provided to the purchaser
until after duplication of the program has occurred and an individual cassette 25 is ejected
from the machine, the fact that the hard disk memory 33 is held in a locked housing from

wﬁich only the owner has a key and the fact that the vending instrument 1 is located at a
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local dealer and is connected to the host system through a private or exclusive data
communication line teaches that the vending instrument 1 is in the possession of the first
party and is made to sell to the masses without any second party possessing and controlling
the second memory while the audio or video signal is transferred to the second. Also, for
the reasons elaborgted upon above in regard to Lightner and the vending machine only
accepting. coins or bills for payment and what that represents, Ogaki et al. does not teach or

suggest applicant’s claimed invention.

The Examiner contends that Ogaki et al., taken together with Lightner, arrives -
at applicant’s claimed invention. As more fully explained above, Ogaki et al., taken together
with Lightner, fails to teach various limitations found in the claims. Since there is no
teaching or suggestion for several limitations of applicant’s claimed invention, Ogaki et al. in

view of Lightner cannot arrive at applicant’s claimed invention.

More specifically, in regard to Claims 3-7, they are dependent to parent Claim
1. As explained above, neither Lightner nor Ogaki et al. teach or suggest "transferring the
desired digital video or audio signals from the first memory . . . to the second memory . . .
while the second memory is in possession and control of the second party". Lightner teaches
there to be a quantity of recordable media, such as blank tape cassettes located in the vending
machine. The consumer purchases a blank tape cassette vupon which the desired signal is
duplicated and only obtains possession and control of the cassette after it has been ejected

from the vending machine. This has been more fully described above in regard to Lightner
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and Claim 1. Similarly, Ogaki et al. teaches that blank or nonrecorded tape cassettes 25 are
stored in the vending machine 1 in large quantities. Only after completion of the program
duplication is recorded tape cassette 25 ejected to the tray 30. It is then and only then that
the purchaser is in possession and control of the cassette 25. Thus, Ogaki et al., for the
reasons more fully elaborated upon above, does not teach or suggest the limitations of Claim
1. Since neither Lightner nor Ogaki et al. teach or suggest Claim 1 and Claims 3-7 are

dependent to parent Claim 1 and have all of its limitations, Claims 3-7 are also patentable

over Ogaki et al. in view of Lightner.

Similarly, Claim 15 is dependent to parent Claim 9. For the reasons explained
above, Lightner does not teach or suggest Claim 9. In regard to Ogaki et al., Ogaki et al.
does not teach or suggest the "desired'dig‘itall video or audio signals” being "electronically
transferred from the first memory to the second memory while the second memory is in
possession and control of the second party”, as explai_ned above. Moreover, Ogaki et al.
does not teach "said second party control unit placed by the second party at a location
determined by the second party". Ogaki et al. teaches that the vending machine 1 is placed
by the first party and not by the sgéond party. This is because the first party owns the
vending machine 1, and even has a private line connecting the host system 2 with the
vending instrument 1. Furthermore, the instrument’s 1 front door 34 is locked and only an
authorized person having a key can open it. See the above discussion of Ogaki et al. for a
more elaborate explanation of the same. Accordingly, Ogaki et al. does not teach or éuggest

"said second party control unit placed by the second party at a location determined by the

-50-

Page 00102



s

second party". Since neither Ogaki et al. nor Lightner, as explained above, teach these
limitations, Claim 9 is patentable over Ogaki et al. in view of Lightner. Since Claim 15 has

all the limitations of Claim 9, Claim 15 is also patentable.

In regard to Claim 17, it also has the limitation of "means or a mechanism for

-transmitting the desired digital video or audio signals from the first memory . . . to a

receiver having the second memory while said receiver is in possession and control of the

second party . . .". As explained above, neither Lightner nor Ogaki et al. teach or suggest
this limitation. Accordingly, Claim 17 is patentable over Ogaki et al. in view of Lightner.
Claims 18-22 are dependent to parent Claim 17 and have all the limitations of parent Ciaim

17. Since parent Claim 17 is patentable over Ogaki in view of Lightner, so are Claims 18-

22.

Claim 23 is patentable for the reasons Claim 17 is patentable. Moreover,
Claim 23 has the additional limitation of "said receiver placed by the second party at a
location determined by the second party”. As explained above, neither Ogaki et al. nor
Lightner teach or suggest this limitation. Also, because of this additional limitafion, Claim

23 is patentable over Ogaki et al. in view of Lightner.

Claims 24-28 are dependent to parent Claim 23 and have all the limitations of
Claim 23. ‘Since Claim 23 is patentable over Ogaki et al. in view of Lightner, so are Claims

24-28.
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Claim 29 is patentable over Ogaki et al. in view of Lightner for the reasons

that Claim 23 is patentable over Ogaki et al. in view of Lightner.

Claim 30 is dependent to Claim 29 and has all the limitations of Claim 29.
Since Claim 29 is patentable over Ogaki et al. in view of Lightner, Claim 30 is patentable

over Ogaki et al. in view of Lightner.

Claim 31 is patentable over Ogaki et al. in view of Lightner for the reasons

that Claim 1 is patentable over Ogaki et al. in view of Lightner.

Newly added Claims 32-34 are dependent to parent Claim 1 and have all the
limitations of parent Claim 1. Since parent Claim 1 is patentable over Ogaki et al. in view

of Lightner, then Claims 32-34 are patentable over Ogaki et al. in view of Lightner.

Similarly, Claims 35-37 are dependent to parent Claim 29. Since parent

Claim 29 is patentable over Ogaki et al. in view of Lightner, so are Claims 35-37.
Claim 38 is patentable over Ogaki et al. in view of Lightner for the reasons
that Claim 29 is patentable over Ogaki et al. in view of Lightner. Claims 39-41 are

dependent to parent Claim 38. Since parent Claim 38 is patentable over Ogaki et al. in view

of Lightner, so are Claims 39-41.
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Claim 43 is patentable for the reasons that Claim 23 is patentziblg. Since
Claims 44-53 are dependent to parent Claim 43, they have all the limitations of parent Claim

43 and are patentable for the reasons Claim 43 is patentable over Ogaki et al. in view

Lightner.

Claims 54-56 are dependent to parent Claim 9 and have all the limitations of
pérent Claim 9. Since parent Claim 9 is patentable over Lightner, Claims 54-56 are

patenfable over Lightner.

Claim 57 is patentable over Ogaki et al. in view of Lightner for the same
reasons Claim 29 is patentable over Ogaki et al. in view of Lightner. Furthermore, Claims
58-60 are dependent to parent Claim 57 and have all the limitations of parent Claim 57.

Since Claim 57 is patentable over Ogaki et al. in view of Lightner, so are Claims 58-60.

Claim 61 is dependent to parent Claim 23 and has all of its limitations. Since

A

- parent Claim 23 is patentable over \Ogaki et al. in view of Lightner, so is Claim 61.
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In view of the foregoing amendments and remarks, it is respectfully requested

that the outstanding rejections and objections to this application be reconsidered and

withdrawn, and Claims 1-63, now in this application be allowed.
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the claims of the above-identified patent application, as

amended.

Page 00108




_ -

~

A

N

8 J
D /

On page 3, line 12 of the above-identified patent
application, it states "it is an objective of the invention to
provide a new and improved methodology/system to electronically

sell and distribute digital audio music".

The terms "electronically sell", "electronic sales" and
"électronically sold" are used throughout the specification of

the above-identified patent application.

One skilled in the art would know that an electronic
sale inherently assumes a transferring of money by providing an
account number or a credit or debit card number which then alloﬁs
for access to or a transferring of a service or product through

telecommunications lines.

One skilled in the art would know that an electronic
sale inherently assumes a charging of a fee to an account which
then allows for access to or a transferring of a product or

service through telecommunications lines.

The use of transferring money across telecommunication
conneptions, such as by telephoning over the phone lines the
agent who has a first party's hard disk, or charging a fee to a
purchaser or '"second party" preferably at a location remote from

a purchaser or "second party", for obtaining data on the first
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party's hard disk through telecommﬁnications lines is well known

. to one 'skilled in the art to be part of electronic sales.

The above-identified patent‘application states on page
7, first paragraph that the "Hard Disk 10 of the agent authorized
to electroﬁically sell and distribute the copyrighted Digital
Audio Music is the originating source of music in the

configﬁration as outlined in figure 1".

One skilled in the art would know that, as found in
Claim 1, the "first party" includés the agent who is .authorized
to electronically sell and distribute music; and the "second
partyﬁ is to whom the music is distributed. One skilled in the
art would also know since the music is distributed through
electronic sale, "the second party must be financially distinct
from the first party" or there could be no sale. Furthe:more,
the "second party" must hévé a "receiver" (the control IC of the
user in figure 1) in his "pbsséssion" in order to receive the
music eléctronically from the hard disk of the agent over the
telecommunications lines, such as telephone lines. This
"possessioﬁ" can further be seen since the telephone lines
connect to the receiver which is in turn connected to the hard
disk 60, playback ram 504, video display 70, speakers 80 and
control panel 50a, as shown in figure 1; and as stated beginning

on page 8, line 24 that after "literally thousands of songs" are
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stored on the "user's hard disk 60 . . . the user typeé in the
appropriate commands on the control panel 50a" to ultimately play
~the desired song. "The user may request spécific_songs to be |
electronically cued for playback . . ; or randomly" selected
songs. "[T]he video display screen 70 can display the lyrics of
the songs being played . . «". The playing of multiple songs
takes time, and since they are "permanently stored" (page 9, line
4) for the user to 1isfen to them over and over, it is clear to
one skilled in the art that the "receiver" and the "second
memorf” are in the possessidn of the second party. fhis is
because it only makes sense for all of this.to occur ~- the
listening over aﬁd over, the cueing, the playing of multiple
songs, the displaying of the lyrics of the song being played --
if the second party can possess and contrql the receiver or the
second memory over long periods of.ﬁime, such as days, weeks,
months or years. This is opposed to the time to purchase a tape
or cassette with a desired song or a video from a vending machine
in possession and control of the distributor or retailer, which
‘occurs invminutes, both so the purchaser can obtain the broduct
quickly and move on, and so the next purchaser can gain access to
the first party's vending machine and purchase his or ﬁer
selection. The quicker the transaction, the more money the

distributor or retailer can make in regard to vending machines.
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One skilled in the art knowing that an objeét of the
invention relates to "electronic sales" and that the agent, "a
first party", who has control of the hard disk 10 is authorized‘
"to electronically sell and distributé“, and that the hard disk
10»communi¢ates.with the user's ("second party's") control unit
‘50, the "receiver" in the "possession of the second party",
through "telephone lines 30" (electrical lines) would also know
that the "electronic sales" as disclosed refers to the well known
practices of "transferring" and verifying moniesvacross telephone
lines such as by a "credit card"; or by "charging a fee" to the
~second pafty, so the second party can gain access to the first
party's memory through telecommunications lines to select the

desired digital video or digital audio signals.

Electronic sales encompasses all of the above.
Essentially, electronic sales covers any‘type’of fee charges or
money transfers, éxcept an actual physical transfer of coins or
bills at the second party location of the second party, with a
connection via telecommunication lines between the first memory
of the first party, and the receiver in possession and control of

the second party.
I further declare that all statements made herein of my

own knowledge are true and that all statements made on

information and belief are believed to be true; and further, that
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these statemeﬁts are made with the knéwledge that~wil.lful false
statements in the like so made are punishable by fine or )
imprisonmént, or both, under Section 1001 of Title 18 of the
United States Code, and that such wiilful false stateménts may

jeopardize the validity of the application or any patent issuing

thereon.

' /3/?0//9 73 /W/Z%

>
/ Date Arthur”R. Hair
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

&in re application of: Arthur R. Hair

Q‘&‘ Serial No.: 0 8 /023,398 Group No.: 2313
Filed: February 26, 1993 Examiner: - H. Nguyen

- For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Commissioner of Patents and Trademarks
Washington, D.C. 20231

AMENDMENT TRANSMITTAL
1. Transmitted herewith is an amendment for this application.

STATUS

2. Applicant is
K a small entity — verified statement:
O attached.
i already filed.
O other than a small entity.

CERTIFICATE OF MAILING (37 CFR 1.8(al)

| hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited
with the United State Postal Sevice on the date shown below with sufficient postage as first class mail in an
envelope addressed to the: Commissioner of Patents and Trademarks, Washington, D.C. 20231.

Tracey L. Milka

, (Type or print name of person mailing paper)
Date: _LJ_.L‘Q“ 3 0 ‘13 /7\ X !
oM A -

(Signature of persé‘l mailing paper)

(Amendment Transmittal [9-19}—page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Suppilement Amendments) — If a timely and complete response
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing
and/or entry of an additional amendment after expiration of the shortened statutory period.
If a imely response has been filed after a Final Office Action, an extension of time is required to
permit filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment
after expiration of the shortened statutory period unless the timely-filed response placed the
application in condition for allowance. Of course, if a Notice of Appeal has been filed within the
shortened statutory period, the period has ceased to run.” Notice of December 10,1985 (1061 O.G.
34-35).

NOTE: See 37 CFR 1.645 for extensions of time in interference proceedings and 37 CFR 1.550(c) for

' extensions of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply

(complete (a) or (b) as applicable)

(a) Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR
1.17(a)}{(d) for the total number of months checked below:

Extension Fee for other than Fee for
(months) small entity small entity
O one month $ 110.00 $ 55.00
J two months $ 360.00 ’ $180.00
X three months $ 840.00 $420.00
{0 four months $1,320.00 $660.00
Fee $.420.00

- If an additional extension of time is required please consider this a petition therefor.

(check and complete the next item, if applicable)

0O Anextensionfor _________ months has already been secured and the fee
paid therefor of $_________ is deducted from the total fee due for the total
months of extension now requested. -

Extension fee due with this request $

OR

(b) O Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that ‘applicant has
inadvertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19]—page 2 of 4)
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FEE FOR CLAIMS

4. The fee for claims (37 CFR 1.16(b)«{d)) has been calculated as shown below:
OTHER THAN A
(Col. 1) (Col. 2) (Col. 3) SMALL ENTITY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY  PRESENT ADDIT. ADDIT.
AMENDMENT PAID FOR EXTRA  RATE FEE OR RATE FEE
TOTAL MINUS = x11= $ x22=$
63 31 32 352.00
INDEP. 14 MINUS 8 = 6 x37= $ 595 o9 74" s
(] FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +115= § +230=$
TOTAL OR TOTAL
ADDIT. FEE $ 574,00 ADOIT.
FEE $

.

If the entry in Col. 1 is less than entry in Col. 2, write “0” in Col. 3.

it the “Highest No. Previously Paid for” IN THIS SPACE is less than 20, enter“ZO"

It the “Highest No. Previously Paid For® IN THIS SPACE is less than 3, enter “3".

The “Highest No. Previousty Paid For” (Total or indep.) is the highest number found in the
appropriate box in Col. 1 of a prior amendment or the number of claims originaily filed.

WARNING: “After final rejection or action (§ 1.113) amendments may be made cancelling claims or complying

with any requirement of form which has been made.” 37 CFR § 1.116(a) (emphasis added).

(complete (c) or (d) as applicable)

(c) O No additional fee for claims is required.

' OR

(d) ®@ Total additional fee for claims required $__574.00

FEE PAYMENT

N
S

X1 Attached is a check in the sum of $_994.00
O Charge Account No. the sum of

A duplicate of this transmittal is attached.

FEE DEFICIENCY

- NOTE: ”#m:’safeedeﬁciencyandﬂ)embnoauﬂwoﬂzaﬂbnwdlalge-anacoount.additionalfeesm

necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month penod has expired before the deficiency is noted and corrected, the application is heid
abandoned. In those instances where authorization to charge is inciuded, processing delays are
encountered in returning the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge medeposnawountforanyfeedefiaencyshould
be checked. See the Notice of April 7, 1986, (1065 O.G. 31-33).

@ If any additional extension andfor fee is required, charge Account No.
19-0737

(Amendment Transmittal [9-19}—page 3 of 4)
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AND/OR

@ If any 7a_3<17dltlonz‘1l fee for cfaims is required, charge Account No.
19-0

(D BT

SIGNATURE OF ATTORNEY

Reg. No.: 30,587 . Ansel M. Schwartz
Attorney at Law

Type or print name of attome'y
Tel. No.: (412) -621-9222 425 N. Craig Street
: Suite 301

P.0. Address

Pittsburgh, PA 15213

(Amendment Transmittal [9-19]—page 4 of 4)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Application of: ) BT an .
| RECEey
ARTHUR R. HAIR ; JAN 2 5 1001,
Serial No. 08/023,398 ) GROUP syp¢
) 300
Filed: February 26, 199 ) A SYSTEM FOR TRANSMITTING
) DESIRED DIGITAL VIDEO OR
Art Unit: 2313 ) AUDIO SIGNALS
)
Patent Examiner: )
' )
H. Nguyen )
Pittsburgh, Pennsylvania 15213
January 20, 1994 CERTIFICATE OF MAILING
I heieby cortify that the correspondence is
bring deposited with the United States Postal
Hon. Commissioner of Patents and Trademarks Seivice as first class mail in an envelope
addiessed to: Commissioner of Patents and
‘ Tradﬂn'arh Wasiirzten, ﬂi 'f’”l
Washington, D.C. 20231 \ LA
Sir: W W
‘ Anset M. Schwarz
Registration No. 30,587
" INFORMATION DISCLOSURE STATEMENT / / (10 /94./
"Date

It is respectfully requested that the document listed below be considered in the
above-identified patent application and made of record. A full text copy of the pertinent
paper is enclosed and this submission is believed to be in compliance with the appropriate

rules concerning information disclosure statements.

This patent came to the attention of applicant within the last month of the date

of this statement.

No representation is made or intended that better art than that submitted

hereunder is available.
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U.S. Patent No. 4,521,806

@

This patent discloses a recorded program communication system for the

transfer of video/audio program material.

CERTIFICATE OF MAILING

| hereby certify that the correspondence is
being depesited with the United States Postal
Service as first class mail in an envelope
addressed to: Commissioner of Patents and

Trademarks. Washuﬁ{o ?% 1,?231

Qerd( el

Ansel M. Schwartz
Registration No. 30,587

a0 [ g4

" Date

Respectfully submitted,

ARTHUR R. HAIR

o, () Je Mo L

Ansel M. Schwartz, Esquire
Reg. No. 30,587

425 N. Craig Street

Suite 301

Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant
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ARTHUR R. HAIR

Serial No. 08/023,398

A SYSTEM FOR TRANSMITTING
DESIRED DIGITAL VIDEO OR

'AUDIO SIGNALS . ..
Rleceivicd

JAR 5 11994
GRULEP 2200

Pittsburgh, Pennsylvania 15213
January 18, 1994

Filed: February 26, 1993
Art Unit: 2313

Patent Examiner:

N N N Nl Nt N it ot t gt g

H. Nguyen

Hon. Commissioner of Patents and Trademarks
Washington, D.C. 20231

Sir:
LETTER

Enclosed is a listing on Form PTO-1449 of the pribr art reference not
considered in the previous Form PTO-1449. ‘This form was not included with the
- Information Disclosure Statement tha£ was filed on December 30, 1993. Also please fmd a
copy of the cited patent thereon.

Respectfully submitted,

CERTIFICATE OF MAILING ' ARTHURR. HAIR
] irereby certify that the carresgondence is 7
E-emg depesi{ed with the United Stales Postal B
ae.'.v;ce as first clas_s mail in an envelope Y. "
v ;ﬁaressec}l to: Commissiones of Patents and Ansel M. Schwartz, Esquire \J
o:fdemms, Wasmnlgtﬁ,g Dﬁ[ZIZZSI, Reg. No. 30,587
"n 425 N. Craig Street
J M M Suite 301
Pittsburgh, PA 15213
/(/V Ansel M. Schwariz f
_Registratiun ﬁo.‘336,587 3 (412) 621-9222 _
llé 2&/ 74 Attorney for Applicant

T
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U.S. Patent No. 4,538,176

This patent discloses a buffer memory dispersion type vide/audio transmission

system.

Respectfully submitted,

ARTHUR R. HAIR

o el |

Ansel M. Schwartz, Esquire
Reg. No. 30,587

425 N. Craig Street

Suite 301

Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Patent Examinér:

“In re Application of: ) HEGEIVED
L o )
' ARTHUR R. HAIR ) MAY 0 5 1994
" Serial No. 08/023,398 ). . GROUP 2300
) , - S o
Flled February 26 1993 ) A SYSTEM FOR TRANSMITTING - -
i ) DESIRED DIGITAL VIDEO OR
Art Unit: 2313 ) AUDIO SIGNALS
)
)
)
)

H. Nguyen
Pittsburgh, Pennsylvania 15213

CERTIFICATE OF MAILING

| hereby certify that the correspondence is
being deposited with the United States Postal -
Service as first class mail in an envelope

Hon. Commissioner of Patents and Trademarks addressed to: Commissiner of Patents and
- Irademarks Washr?.n D
| YL v
- Washington, D.C. 20231

R 7] (e,

nsel ﬁl Schwartz )
Regustratl No. 30,587

% J9d

April 26, 1994

INFORMATION DISCLOSURE STATEMENT

It is respectfuily requested that the document listed below be considered in the
above-identified patent application and made of record. A full text copy of the pertinent
_ paper is enclosed and this submission is believed to be in compliance with the appropriate

rules concerning information disclosure statements.

This patent came to the attention of applicant within the last two months of the

date of this statement.

No representation is made or intended that better art than that submitted

hereunder is available.
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U.S. Patent No. 4,789,863

This patent discloses a pay per view entertainment system.

Respectfully submitted,

CERTIFICATE OF MAILING ARTHUR R. HAIR

1 hereby certify that the correspondence Is
being deposited with the United States Postaf
Service as first class mail in an envelope By

addressed to: Commissioner of Patents and

Tfademarks Washl 7n 0c /29}22} Ansel M. Schwartz, Esquire
Reg. No. 30,587

, 425 N. Craig Street
Suite 301

Ansel M. Schwartz Pittsburgh, PA 15213
Registration No. 30,587 (412) 621-9222
Yol |4 |
" Date Attorney for Applicant
22-
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UNITED STA DEPARTMEI\IT ‘OF COMMERCE
. Patent: and Trademark Office -

Address : COMMISSIONER OF PATENTS AND TRADEMARKS -
Washington, D.C. 20231

[ SERIALNUMBER | FILING DATE | FIRST NAMED INVENTOR | aTTORNEY oocxzr@
08/023,398 02/26/93 HAIR =
~ EXAMINER
NGUYEN, H
B3M1/0504 -
ANSEL M. SCHWARTZ [ ARTUNT | PAPERNOMBER |
425 N. CRAIG STREET, SUITE 301
PITTSBURGH, PA 135213 ’ g
2313
DATE MAILED:
05/04/94

This is a communicaton from the examiner in dlalge of your application.
COMMISSIONER OF PATENTS AND TRADEMARKS

This ton has been ined E./, ive to ication filed on 64,/5,/7 >/ [O Tnis action Is made final. .

A shortened statutory period for response to this action is set to expire. \D ), =——————days from the date of this letter.
Fallure to respond within the period for response will cause the. tob d.. 35U.S.C.133

Part} [BTH/EFOH.O\VING ATTACHMENT(S) ARE PART OF ‘i'lll@ ACTION: .
1. Notice of F Cited by I PT6-892. 2. Notice re Patent Drawing, PT0-948.

3. [ Notice of Art Cited by Appiicant, PTO-1449. 4. [ Notice of Informal Patent Application, Form PTO-152.
s. O Information on How to Effect Drawing Changes, PTO-1474. 6.

+* " Pparti- - SUMMARY OF ACTION :
m/ms‘ Q%/ are pending in the app {

Of the above, claims ) are withdrawn from consideration.

3 k " .'2. [ claims ' . . have bosn canceliod.
S.D ms ‘ - are allowsd
« i 123,89 (619, 23.29, 29, LTI 6B s

i

s. m/...sul 2, 1o=LT, 1972 &, 25 2B JY- JD are objected o

ction or el

are sublecl tor
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P (
i .
N,

Serial No. 08/023398 -2-
Art Unit 2313

1. The amendment filed on 01/03/94 has been entered.

2. The following is a quotation of the appropriate paragraphs of
35 U.S.C. § 102 that form the basis for the rejectlons under this
section made in this Office action:

A person shall be entitled to a patent unless --
(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or

on sale in this country, more than one year prior to the date
of application for patent in the United States.

3. Claims 1-3, 8-9, 16-18, 23-24, 29-44, 51-63 are rejected under

35 U.S.C. § 102(b) as being anticipated by Freeny, Jr.’US/4528643.

Freeny, Jr. a method for transferring digital information

which includes forming a connection through telecommunications-

lines between a first ﬁéﬁory of a first party and a second memory
of a second party, the first part having the digital signals,
selling electronically by the first party to the second party
through the telecommunication lines the desired digital signals,
transferring the desired digital signals from the first party to
the second party through said lines while the second memory is in
possession and control of the second party and the step of storing
the digital signals in the second memory. See figure 1 and its

fully description.

4. Claims 4-7, 10-15, 19-22, 25-28, 45-50 would be allowable if
rewritten to include all of the limitations of the base claim and

any intervening claims.
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Serial No. 08/023398 =3- 3
Art Unit 2313

5. Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen
whose telephone number is (703) 305-9687.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionist whose
telephone number is (703) 305-9600.

'Y

HOA T.NGUYEN
PRIMARY EXAMINER
GROUP 2300
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FORM PTO-892 - - .U.S. DEPARTMENT OF COMMERCE
{REV. 2-92) PATENT AND TRADEMARK OFFICE

e ... US. PATENT.DOCUMENTS

FILING DATE IF

. ~ oocumentwno.- 'Y oatel ] . APPROPRIATE

aY|<l2s k|| /e C

FOREIGN PATENT DOCUMENTS ' . -

suUB- PERTINENT

. DOCUMENT NO. DATE COUNTRY NAME cLass | ciass  sHrs.( ee
DWG |SPEC.|

OTHER REFERENCES (Including Author, Title, Date, Pertinent Pages, Etc.)

EXAMINER OATE

JloA NGover) | 4[5y

* A copy of this reference is not being furnished with this office action.
{See Manual of Patent Examining Procedure, section 707.05 (a).)

PENRUPSON
s
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THE PTO DRAFI'SMEN REVIEW ALL ORIGINALLY FILED DRAWINGS REGARDLESS
OF WHETHER THEY WERE DESIGNATED AS INFORMAL OR FORMAL. ADDITIONALLY, THE PATENT :
EXAMINER WILL ALSO REVIEW THE DRAWINGS FO COMPUANCE WITH THE REGU ATIONS. v

us. DEPAR‘I'MENT OF COMMERCE.
Patent and Trad nark Office

ATTAGHMENT TO PAP% NUMBER

&“2%%‘28

The drawmgs tlled

A. D are approved by the draftsperson

“instructions listed on the back of thls Notice.
1. Paper and ink. 37 CFR 1.84(a)
[ sheet(s) - Poor.

2. Size of Sheet and Margins. 37 CFR 1.84(b)
Acceptable Paper Sizes and Margins

oz/o’_l@f/% |

B. are oblected to by the draftsperson under 37 CFR 1 84 for the reason(s) checked below The exammer w1ll requue
ubmission of new, corrected drawings at the appropriate time. Corrected drawings must be submmed accordmg to the L

Paper Size
812by "812by DIN size A4
Margin 14 inches 13 inches 21by 29.7 cm.
Top 2 inches tinch 25¢m.
Left 1/4inch 1/4inch 25cm.
Right 1/4 inch 1/4inch 15¢cm.
Bottom 1/4inch 4 inch 1.0cm.

D Proper Size Paper Required.
All Sheets Must be Same Size.

Sheet(s)
[ Proper Margins Required.
Sheet(s)
QTP O RIGHT

O Lerr 1 soTTOM
3. Character of Lines. 37 CFR 1.84(c)

Lines Pale 0/ Rough and Blurred.
_ Fig(s)

O solid Black Shading Not Aliowed.
Fig(s)

4. [[] Photographs Not Approved. .

[ comments;

~—

Review "°P°'son

ﬂ““‘&“ﬂyabiecm e - -

5. Hatching and S'hadingl 37 CFR 1.84(d)

[0 shade Lines are Required.
Fig(s)

[0 Criss-Gross Hatching Not Allowed.
Fig(s)

] Double Line Hatching Not Allowed.
Fig(s)

[] Parts in Section Must be Hatched.
Fig(s)
erence Characters. 37 GFR 1.84(f)

| [}/ Reference Characters Poor or Incorrectly Sized.
Fig(s) £,
O Referenc%)haracters Placed lncorrectly
Fig(s)
7. Views. 37 CFR 1.84(i) & (j) -

D Figures Must be Numbered Properly.
[ Frigures Must Not be Connected.

Fig(s)

8. D Identification of Drawings. 37 CFR 1.84(1)

Extraneous Matter or Copy Machine
Marks Not Allowed. Fig(s)

9. D Changes Not Completed from Prior *
PT0-948 dated

Telephone inquires concerning this review should be -directed to the Chief Draftsperson at telephone number (703) 305-8404.
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ARTHUR R. HAIR

Serial No. 08/023,398
Filed: February 26, 1993
Art Unit: 2313

Patent Examiner:

N N N Nt Nt Nt Nt i it i st “ut

H. Nguyen

A SYSTEM FOR TRANSMITTING

DESIRED DIGITAL VIDE(}{D&‘E‘VEB }

AUDIO SIGNALS

o
o

JUL 25 199
GROUP 2300

Pittsburgh, Pennsylvania 15213

July 13, 1994 CERTIFICATE OF MAILING

Hon. Commissioner of Patents and Tradémarks
Washington, D.C. 20231

Sir:

AMENDMENT

| hereby certify that the correspondence is
being deposited with the United States Postal
Service as first class mail in an envelope
addressed to: Commissioner of Patents and

Trademarks, W. 202
mr‘a lemar| 4571}1 31,

Ansel M. Schwartz
Registration No. 30,587

1/i3 )7y
Date’

In response to the Office Action dated May 4, 1994, please enter the following

amendments to the above-identified application as follows:

IN THE ABSTRACT:

/
Line 3, before "audio” insert -- digital -- ;

/.

Line 7, before "audio" insert -- digital -- ;
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Line 10, before "audio" insert -- digital -- ;

/

Line 11, before "audio" insert -- digital -- ;

Line 14, before "audio" insert -- digital -- ;

/\)6 Line 16, before "audio" insert -- digital -- ;
I‘)‘g Line 17, before "audio" insert -- digital -- ;
‘\)/ { Line 21, before "audio" insert -- digital -- ;
V.U« Line 28, before "audio” insert -- digital -- ;
r)'{‘ Line 29, before "audio" insert -- digital -- ;‘

‘_),(/’ Line 31, before "audio" insert -- digital -- ;

IN THE CLAIMS:

1. (Twice Amep e@d for transferring desired digital video or digital
audio signals comprising/£he stepSnof: '
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forming a connection through telecommunicatipns lines between a first

memory of a first party at a first party location and a secogd memory of a second party at a

second party location remote from the first party location, said first memory having [said‘
desired digital video or digital audio signals] a first payty hard disk having a plurality of
digital video or digital audio signals including the dekired digital video or digital audio
signals, and a sales random access memory chip which temporarily stores a replica of the

desired digital video or digital audio signals pugchased by the second party for subsequent

transfer via telecommunications lines to the sécond memory of the second party;
[selling electronically by the first party to the second party through
telecommunications lines, the desired Adigital video or digital audio signals in the first

memory; and]

telephoning the first party controlling use of the first memory by the second

providige a credit card number of the second party controlling the second

memory to the first/party controlling the first memory so the second party is charged money;

electronically coding the desired digital video or digital audio signals into a

configuratign which would prevent unauthorized reproduction of the desired digital video or
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3

storingfa réplica of the desired digital vid504 digital audio signals from the

hard disk into the sales random access memory chip;

transferring the desired digital video or digital audio signals from the first
memory of the first party to the second mephory of the second party through

telecommunications lines while the secod memory is in possession and control of the second

party(.]; and

e
Cancel Claims 2-4 and 8.

/

Claim 5, line 1, change "4" to -- 1 -- .

9. (Twice Amended) A system for transferrin dfgital video or digital audio

signals comprising:

a first party control unit haying [a first mgmg | having desired digital video or

digital audio signais] a first party haxd disk having a plurati igital video or digital audio

signals which include desired/dia/ital video or digital audio signals, a sales random access

memory chip electron;"eﬂdzonnected to the first party hard disk_for storing a replica of the
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desired digital video or digital audio signals of the first party’s hard d/i__ , and means [or a

mechanism] for electronically selling the desired digital video or digital audiq signals;‘

a second party control unit having a second party control panel, a second
memory connected to the second party control panel, and fneans [or a mechanism] for
playing the desired digital video or digital audio signaly connected to the second membry and

“the second party control panel, said 'playing means [¢r mechanism] operatively controlled by
the second party control panel, said second party fontrol unit remote from the first party
" control unit, said second party cpﬂtfﬁl'unit_ “pla

by the second party at a location

determined by the second party; and

telecommunications line cqnnéqted to the first party control unit and the
seéond party control unit through wiich the electronic sales of the desired digital video or
digital audio signals occur and thybugh which the desired digital video or digital audio signals
are electronically transferred ffom "tﬁe first memory td the éecond memory while the second
memory is in possession agd control of the second party affcr. the desired digital video or

digital audio signals ar ; sold to the second party by the first party.

/ |

Cancel Claim 10.

/

Claim 11, line 1, change "10" to -- 63 -- .
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Cancel Claim 16.

) / .
17. (Twice Amended) A system for transmitting de ied digital video or

digital audio signals stored on a first memory of a first party to & second memory of a

second party comprising:

\
1 A

means or a mechanism for transferring rfoney électronically _Yia
telecommunig:atioﬁs linés from the second party to the first party controlling use of the first
memor?, at a location remote from the second m: ory','said second party controlling use
and in possession of the second memory;

means dr a mechaﬁ;ism for ¢ “necting electronically via\’ telecommunications
lines the first memory with the second m

ory such that the desired digital video or digital

‘audio signals can pass therebetween; ?'d connecting. means or mechanism in electrical

communication with the transferri,.';g/ eans or mechanism, sai{ connecting means or

mechanism comprises a first contrdl unit in possession and control of the first party and a

second control unit in possessioff and control of the second party, said first control unit -
comprises a first control panei, first control integrated circuit and a sales random access

memory, said sales randony access memory and said first control panel in electrical

~ communication with saidérst control integrated circuit, said second control unit comprising a

second control panel, a/second control integrated circuit, an incoming random access
memory and a DlaVbaZk random access memory, said second control panel, said incoming

-
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means or a mechanism for trangmitting the desired digital video or digital
audio signals from the first memory with @transmitter in control and possession of the first
party t§ a\receiver having the second memory, while said recei'ver is in possession and
control of the second party, said regeiver placed at a location determined by the second

party, said transmitting means of mechanism in electrical communication with said

connecting means:or mechani$m; and

means of a mechanism for storing the digital video or digital audio signals-in
the second memoryy said storing means or mechanism in electrical communication with said

transmitting meais or mechanism.

7 —

Cancel Claims 18 and 19. .

Claim 20, line 1, change "19" to -- 64 -- .

23. (Twice Amended) A sysfefn for transmitting desired digital video or

digital audio signals stored on a first m€mory of a first party at a first location to a second

memory of a second party at a second party location comprising:
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means or a mechanism for the first party to charge a fe@'/to the second party
for access to the desired digital video or digital audio signals at a location remote from the
second location, said first party controlling use of the first memory, said second party

controlling use and in possession of the second memory, said/means or mechanism for the

first party to charge a fee includes means or a mechanism for transferring money

electronically via telecommunications lines to the first part at a location remote from the

second memory at the second location;

means or a mechanism for connegting electronically via telecommunications
lines the first memory with the second memoyy such that the desired digital video or digital

audio signals can pass therebetween, said cgnnecting means or mechanism in electrical

communication with the transferring meafis or mechanism,_said connecting means or

and said first control panel in electrical

communication with said first control integrated circuit, said second control unit comprising a

second control panel, a se/ond contro! integrated circuit; an_incoming random access

memory and a playback/random access memory, said second control panel, said incomin |

random access memory and said playback random access memory in electrical /
cominunication with/sai_d second control integrated circuit; /
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sired digital video or digital

means or a mechanism for transmitting the
audio signals from the first memory with a transmitt€r in control and‘possession of the first
party to a receiver having the second memory while said receiver is in possession and control
of the second party, said receiver placed by the second party at the second party location.
determined by the second party, said transmitting means or mechanism in electrical

communication with said conrecting means or mechanism; and

‘meang’or a mechanism for storing the digital video or digital audio signals in
ry, said storing means or mechanism in electrical communication with said

eans or mechanism.

ey d

Cancel Claims 24, 25, 29-42 and 61.

Claim 26, line 1, change "25" to -- 65 -- .

A

43. (Amended) A system for tfansferring digjtal video signals from a first
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connected to the first party hard disk for storing a replica of the desired digital video signals

i

of the first party’s hard disk, and means or a mechanisnp'for the first party to charge a fee to
the second party for access to the desired digital vidgb signals at a location remote from the

second party location;

a second party control unit haviflg a second party control panel, a receiver and
a video display for playing the desired digital video signals received by the receiver, said
second party con-trql panel cqnnected tot video display and the receiver, said receiver and
video display opéfatively coﬁtrolled by the second party control panel, said second party
control unit remote from the first p control unit, said second party control uni} placed by
the second party at a second party Jocation determined by the second party which is remote
from said first party control unit/said second party choosing the desired digital video signals

from the first memory with said second party control panel, said second party control unit

includes a second memory which is connected to the réceiver and the video display, said

second memory storing th

digital video signals that are received by the receiver to provide

the video display with tie digital video signals; and

telecgmmunications lines COnnecfgd 'vto thé'ﬁrst party control unit and the
second party conrol unit through which the desired digital video signals are electronically
transfe-red from the first memory to the receiver while the sécond party control unit is in
possession arid control of the second party after the desired digital video signals are sold to

the second/party by the first party.’

-10-
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Cancel Claims 44, 45 and 51-61.

Claim 46, line 1, change "45" to -- 66 -- .

62. (Amended) A system for transferring digital audio sjgnals from a first

party to a second party at a second party location comprising:

a first party control unit having a first memory Kaving a plurality of desired
individual songs as desired digital audio signals, a first party control unit which includes a

first party hard disk having a plurality of digital audio signals which include the desired

party’s hard disk, and means or a mechanism for Ahe first party to charge a fee to the second
party for access to the desired digital audio sigfals at a location remote from the second

party location;

a second party control if having a second party control panel, a receiver and
speakers for playing the desired digtal alEliO signals received by the receiver, said second
party control panel connected to 1é audio displa;r and the receiver, said receiver and
speakers operatively controlled/by the second pafty control panel, said second party control

unit remote from the first pgrty control unit, said second party control unit placed by the

second party at a second party location determined by the second party which is remote from

-11-
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‘ ) /"said first party control unit, said second party choosing the desired digitel audio signals from

the first memory with said second party control panel, said second party control unit includes

storing_

the digital audio signals; and

telecommunications lingg connected to the first party control unit and the

second party control unit throughy/Wwhich the desired digital audio signals are electronically
transferred from the first mesiory to the receiver while the second party control unit is in

possession and control of the second party after the desired digital audio signals are sold to

the second party by/the first party.

/

Cancel Claim 63.

Please add the tollowing claims.

10

4. A system as described in Claim/?’ wherein the telecommunications lines

include telephone lines.

7 1% | !
£5. A system as described in Claim ,17f wherein the telecommunications lines

include telephone lines.

-12-
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s described in Claim 23 wherein the telecommunications lines

66.

include telepho

20 ‘ 19

,67( ~ A system as described in Claim }3" wherein the telecommunications lines

include telephone lines.

7 ol

/68(. A system as described in Claim 7 wherein the telecommunications lines

include telephone lines.

(’%/

digital video or digital audio signals which include desired digital video or digital audio
signals, a sales ran‘dpm access memory chip electroriically connected to the first party hard
disk for storing a replica of the desired digital video of digital audio signals of the first

party’s hard disk, and a mechanism for electronicafly selling the desired digital video or

digital audio signals;

a second party control unjf having a second party control panel, a second
memory connected to the second parfy control panel, and a mechanism for playing the
desired digital video or digital augio signals connected to the second memory and the second

party control panel, said playifg mechanism operatively controlled by the second party

-13-
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control panel, said second party control unit remote from the first party/control unit, said

second party control unit placed by the second party at a location getermined by the second

party; and

telecommunications lines connected to the first party control unit and the
second party control unit through which the electropic sales of the desired digital video or
digital audio signals occur and through which th¢/ desired digital video or digital audio signals
are electronically transferred from the first mgmory to the second memory while the second
memory is in possession and control of thé second party after the desired digital video or

FD/’ digital audio signals are sold to the segdnd party by the first party.

70. AZysgem ay described in Claim 69 wherein the telecommunications lines

include telephop€ lines. '

71. A system as described i

#icludes a second party hard disk

and a playback random ace€ss memory chip electronically condected to the second party hard

72. A system as described ifi Claim 71 wherein the first party control unit

includes a first party control integrated circuit which controls and executes commands of the

-14-
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first party and is connected to the first party hard disk, the first party s

s random access
memory, and Vthe second party control integrated circuit through the telecommunications
lines, said first party control integrated circuit and said second pafty control integrated circuit
regulate the transfer of the desired digital video or audio sig Is; and a first party control
panel through which the first party control integrated circyit is programmed and is sent
commands and which is connected to the first party cogtrol integrated circuit.

73. A system as described in Clagn 72 wherein the second party control unit
includes a second party controlv integrated cirfuit which controls and executes commands of
ond party hard disk, the playback random access

the second party and is connected to the

memory, and the first party control infegrated circuit through the telecommunications lines,

regulate the transfer of the desjfed digital video or audio signals; and a second party control

. . ,
panel through which the segond party control integrated circuit is programmed>and is sent

Claim 73 wherein the second party control unit

nected to the second party hargldé-ve
and the second party ¢ ir circuit, the first party control unit through the
telecommunicgsons lines for temporarily‘o/;:he desired digital video or audio signals

fi/Tor subsequent storage to the second party hard

-15-
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Mg/ 5. A system as described in Claim 74 @he second party control unit
) [
layback random access memory chip and to

T displaying the desired digital video or audio signals.

Prl includes a video display unit connected to

the second party integrated circuit

-16-
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REMARKS

Claims 1, 5-7, 9, 11-15, 17, 20-23, 26-28, 43, 46-50, 62 and 64-75 are

currently active.

Claims 2-4, 8, 10, 16, 18 and 19, 24, 25, 29-42, 44, 45, 51-61 and 63 have

been cancelled.
Claims 64-75 have been added.

The Examiner in the last Office Action stated that Claims 4-7, 10-15, 19-22,
25-28 and 45-50 would be patentable if rewritten in independent form. Applicant has done

this, canceling or eliminating the claims identified as not patentable at this time.

Amended Claim 1 is Claim 4 written in independent form with the limitations
of any interver;ing claims. Amended Claim 9 is dependent Claim 10 written in independent
form with the limitatiens of any intervening claims. Amended Claim 17 is dependent Claim
19 written in independent form with the limitations of any intervening claims. Amended
Claim 23 is dependent Claim 25 written in independent form with the limitations of any
intervening claims. Amended Claim 43 is dependent Claim 45 written in independent form
with the limitations of any interv_er';ing claims. Amended Claim .62 is Claim 45 written in

independent form with the limitations of any intervening claims except that instead of digital

-17-
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video signals, it refers to digital audio signals. Claims 64-68 have antecedent basis from

figure 1.

Claim 69 has antecedent basis in Claim 9. Claim 70 has antecedent basis from

figure 1. Claims 71-75 have antecedent basis from Claims 11-15, respectively.

The difference between independent Claim 9 and dependent claims thereto,
and independent Claim 69 and dependent claims thereto is that the former set of claims
utilizes means plus function language in regard to 35 U.S.C. §112, while the latter set of
claims do not have means plus function language and thus are not controlled by 35 U.S.C.

§112, paragraph 6.

Applicant regests the Examiner to review any double patenting possibility of
the above-identified patent application in regard to U.S. Patent 5, 191,573. If the Examiner
-~ determines there is no need for any double patenting concern, then applicant requests that the

Examiner deem this request to consider double patenting as moot.

Applicant also brings to the atteﬁtim of the Examiner two separate information
disclosure statements concerning the reference Abraham filed on January 20, 1994 and the
reference Bush filed on April 26, 1994, in the Patent and Trademark Office. In the last
Office Action, no mention is made of these two information disclosure statements. Applicant

requests they be made of record. If the Examiner does not have these in her possession,

-18-
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then it is requested that the Examiner call applicant’s attorney who will be glad to provide

her with new copies of the same.

In view of the foregoing amendments and remarks, it is respectfully requested
that the outstanding rejections and objections to this application be reconsidered and
withdrawn, and Claims 1, 5-7, 9, 11-15, 17, 20-23, 26-28, 43, 46-50, 62 and 64-75, now in
this application be allowed.

Respectfully submitted,

CERTIFICATE OF MAILING
| hereby certify thai the correspondence is ARTHUR R. HAIR

being depasited with the United States Postal .
Service as first class mail in an envelope M/ % ﬂ/{
addressed to: Commissioner of Patents and
By /7
n

Trademarks, Washi”;to? DC 420231, / .
on VITEAR Ansgl M. Schwartz, Esquire
/ Reg. No. 30,587
425 N. Craig Street
Ansel M. Schwartz . Suite 301
Registration No. 30,587 Pittsburgh, PA 15213
y/E 2y , (412) 621-9222
Date

Attorney for Applicant
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}’b (z\ ‘ ) . " . PATENT

%\. Roo IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
T o
: . Arthur R. Hair

In\ re application of:
20 63y
Senal No.. O 8/ 023,398 Group No.: 2313

P
94 c%r-'led February 26, 1993 Examiner:  H. Nguyen
weri®For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Commissioner of Patents and Trademarks

Washington, D.C. 20231 HE@EEVED
JUL 25 1994

RROUP 2300

AMENDMENT TRANSMITTAL

1. Transmitted herewith is an amendment for this application.

i

STATUS

2. Applicant is
@ a small entity — verified statement:
0 attached.
& already filed.
O other than a small entity.

CERTIFICATE OF MAILING (37 CFR 1.3(a))

| hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited
with the United State Postal Sevice on the date shown below with sufficient postage as first class maii in an
envelope addressed to the: Commissioner of Patents and Trademarks, Washington, D.C. 20231.

Tracey L. Milka

(Type or print name of person thailing paper)

2L Tpacssg 2 ukee)

(Signature of perét‘n mailing paper)

(Amendment Transmittal [9-19]—page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Supplement Amendments) — If a timely and complete response
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing
and/or entry of an additional amendment after expiration of the shortened statutory period.

If-a timely response has been filed after a Final Office Action, an extension of time is required to
permit filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment
after expiration of the shortened statutory period unless the timely-filed response placed the
application in condition for allowance. Of course, if a Notice of Appeal has been filed within the
shortened statutory period, the period has ceased to run.” Notice of December 10, 1985 (1061 O.G.

34-35).
NOTE: See 37 CFR 1.645 for extensions of time in interference proceedings and 37 CFR 1.550(c) for
. extensions of time in reexamination proceedings.
3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply .

(complete (a) or (b) as applicable)

(a) O Applicant petitions for.an extension of time under 37 CFR 1.136 (fees: 37 CFR
1.17(a)«(d) for the total number of months checked below:

Extension Fee for other than Fee for
(months) ' small entity small entity
O one month $ 110.00 $ 55.00
O two months $ 360.00 $180.00
O three months $ 840.00 $420.00
[0 four months $1,320.00 $660.00
. Fee $e

If an additional extension of time is required please consider this a petition therefor.
(check and complete the next item, if applicable)

O Anextensionfor ________ months has already been secured and the fee
paid thereforof $_______ is deducted from the total fee due for the total
months of extension now requested.

Extension fee due with this request $
OR

(b) ©1 Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19]—page 2 of 4)
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FEE FOR CLAIMS

4. The fee for claims (37 CFR 1.16(b)«{d)) has been calculated as shown below:

OTHER THAN A
(Col. 1) (Col. 2) (Col. 3) SMALL ENTTTY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY PRESENT ADDIT. ADODIT.
AMENOMENT PAID FOR EXTRA RATE FEE OR RATE FEE
TOTAL ° MINUS . x11=_ § x22=
INDEP. ° MINUS = x37= § x74=
O FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +115= § +230=
TOTAL OR TOTAL
ADDIT. FEE $ ADDIT.
FEE S

* If the entry in Col. 1 is leass than entry in Col. 2, write “0” in Col. 3.

* If the “Highest No. Proviously Paid for® IN THIS SPACE Is less than 20, enter “20™.

** it the “Highest No. Previously Paid For” IN THIS SPACE is less than 3, enter “3".
The “Highest No. Previously Paid For” (Total or indep.) is the highest number found in the
appropriate box in Col. 1 of a prior amendment or the number of claims originaily filed.

WARNING: “After final refection or action (§ 1.113) amendments may be made cancelling claims or complying
with any requirement of form which has been made.” 37 CFR § 1.116(a) (emphasis added).

(complete (c) or (d) as applicable)
(c) ® No additional fee for claims is required.
OR -
(d) O Total additional fee for claims required $_____ .
FEE PA'YMENT

5. O Attached is a check in the sum of $
0 Charge Account No.

$
A duplicate of this transmittal is attached.

FEE DEFICIENCY

the sum of

- NOTE: If there is a fee deficiency and there is no authorization to charge an account, additional fees are

necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is heid
abandoned. In those instances where authorization to charge is included, processing defays are
encountered in returning the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge the deposit account for any fee deﬁc:ency should

be checked. SealheNoncs of Apni 7, 1986, (1065 O.G. 31-33).

6. @ If any additional extensnon and/or fee is required, charge Account No.

19-0737

N

(Amendment Transmittal [9-19]—page 3 of 4)
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Reg. No.:

AND/OR

If any addmonal fee for claims is required, charge Account No.
19-073

7y,

_ SIGNATURE OF ATTORNEY .

30,587 . , . Ansel M. Schwartz
' Attorney at Law

Type or print name of attorney

Tel. No.: (412) 621-9222 425 N. Craig Street

Suite 301

P.O. Address

* Pittsburgh, PA 15213

(Amendment Transmittal [9-19]—page 4 of 4)
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Serial No. 08/023398 2
Art Unit 2313

—

1. The amendment filed on 07/20/94 has been entered. Claims 2-4,
el NV R - T i et

8, 10, 16, 18-19, 24-25, 29-42, 44-45, 51-61, 63 have been
canceled. Claims 1, 5-7, 9, 11-15, 17, 20-23, 26-28, 43, 46-50, 62

nas 64-75 arepending for examination.

2. The title of the invention is not descriptive. A new title is
required that is clearly indicative of the invention to which the
claims are directed. The title should be included with a novelty
of the invention to help for use as a key for searching later on

when the application matures into a patent.

3. Prior art submitted on PTOL-1449s (01/24/94, 01/24/94 and
04/29/94) which are Nakajima’US/4538176, Abraham/US/4521806 and

Bush’US/4789863 have been considered and are hereby made of record.

4. Claims 11-15, 20-22 are rejected under 35 U.S.C. § 112, fourth
paragraph, as being of improper dependent form.for failing to
further limit the subject matter of a previous claim.

Claims 11-15 are dependent on canceled claim 63. Claim 20 is
a duplicate of claim 64.
5. Claims 1, 5-7, 9, 17, 20-23, 26-28, 43, 46-50, 62, 64-75 are
rejected under 35 U.S.C. § 112, seéond paragraph, as being
indefinite for failing to particularly point out and distinctly
claim the subject matter which applicant regards as the invention.

Claim 1, lines 8-9, "the desired digital video or .....second
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Serial No. 08/023398 3
Art Unit 2313

party" does not have antecedent basié. Lines 18-20, the step of
"electronically coding..." does not have connection or relation to
other steps in the claim. Perhaps, applicant ‘means (in lines 21+)
to store a replica of the coded desired digital signals, transfer
the stored replica of the coded signals and store the tfansferred
replica of the coded signals.

Claim 5, in the last three lines, it is not clear if applicant
means to initiate "from the first party" or if applicant means that
the video or audio signals are "from the first party".

Claim 6, lines 2-3; "the desired digital video or digital
audio signals received from the sales random access memory chip”
(emphasis is added) does not have antecedent basis. Also, this
limitation is an indirect limitation which renders the claim
language indefinite. Lines 3-4, "a ...hard disk for storing..
audio signals" is not clear which "desired...signals" are meant.

"Lines 5-6, "..temporarily storing...signals" is not clear which
desired signals are meant. Line 6, "the storing step" is not clear
which storing step is meant because claim 1 includes more than one
storing step. Line 11, it is not clear what is meant by "to play
the desired...signals".

Claim 7, lines 1-2, "the transferring step..." is unclear and
confusing as to which tfansferring step is meant.

Claim 9, lines 10-13, "means operatively controlled....control
panel" should be provided with functions. Line 19, "the first

memory" does not have antecedent basis.
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Serial No. 08/023398 4
Art Unit 2313

Claim 17, lines 4-5, "“via telecommunications lines" is an
indirect limitation which is vague and indefinite. Lines 5-7, "the
first party controlling use of the first memory, at a_ Jlocation

remote from the second memory, said second party controlling use

and in possession of the second memory" (emphasis is added) is
indirect limitation which is vague and indefinite. If applicant
means to claim the limitation as a part of the system, positive
recitatioﬂ shéuld be placed in the body of the cléim after
"comprising:", e.g.:--

first party controlling us¢of a first memory;

second party controlling use of a second memory wherein said
first memory is at a location remote from said second memory.--
Lines 8-9, "via telecommunications lines" is not clear if these
lines are the same or different from those récited in lines 4-5
above. Line 12, "said connecting .....control of the first party"
does not make sense as to how the "first control unit" (which is a
part of the claimed system" is "in possession and control of the
first party" (which is not claimed as a part of the system).
Similarly, line 13, "a second control unit....of the second party"
is found with similar problems. Lines 22-23, "with a transmitter
in control and possession of the first party", "a receiver having
the second memory", "said receiver placed at a location determined
by the second part" are indirect limitations which are vague and
indefinite. 1In the last paragraph, the "means or mechanism for

storing....." is not clear as to how it relates to the receiver.
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Applicant first seems to recite that the transmitting means
transmits desired signals from the first memory to the receiver and
wherein the seéond memory is a part of the receiver, then recites
that storing means or mechanism is for storing the desired signals
into the second memory. This is confusing because it can not be
determined how the storing meapﬁgﬁssociates with the other elements
in the claimed system. Furfhéé;ﬁit is confusing as to which "the
digital video or digital audio signals" are meant.

Claim 23, line 5, "for access to the desired ...signals at
location....second location" is functional language without support
‘'of a source. Lines 6-7, "said first party...possession of the
second memory" is indirect limitatiOﬁ. Line 9, "the first party at
a location remote from the second memory...." lacks clear
antecedent basis. Lines 15-16, "a first control unit...control
...party" does not make sense. Lines 29-32, contains similar
problems to those of lines 21+ mentioned with respect to claim 17.

Claim 28, "...display...control of the second party" does not
make sense.

Claim 47, "includes a" should be --includes said--. Claim 48
contains similar problems.

Claim 62, applicant claims "a first party control unit" with
a first memory having songs as desired signals, then claims " a
first party control unit" including a hard disk with audio signals
that includes "the desired...signals". This is confusing because

it does not make sense. These two first party control units need
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Art Unit 2313
to be provided with functions. Lines 9-10, "for access to the
desired digital audio signals at location remote ...location" is
not clear which "the desired...signals.....remote..." is meant.
Line 12, "the desired digital audio signals received by the
receiver" does not have antecedent basis. This is an indirect
limitation. Line 13, "the audio display" does not have antecedent
basis. Line 15, "the first party control unit" is not clear which
unit is meant. Lines 20-21, " to provide the speakers with
...signais" is confusing because, here, the‘speakers seem to be
separate from the receiver while, above, (lines 11;12) seems to
mean the reéqiver and speakers are one unit for playing signals.
Line 24, "are transferred" is functional language which is vague
and indefinite as to where the source of it. Lines 24-26,
"while...after...first party" does not make sense. Also, in the
preamble of the claiﬁ, applig?hﬁ recites a system for transmitting
signals from a first party to a second party. This does not make
sense because signals can be transferred between devices not
between parties. The body of the claim recites two first control
units and a second control unit, connected to each other by
telecommunications lines. However, the body of the claim does not
make it clear as to what is functioning to transfer signals. The
claim also does not make it clear how the elements in the claim
associates to each other as a whole.

Claim 69, lines 17-18, "through...transferred" does not make

sense because other means such as first or second control unit must
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activates a transfer of signals so that the signals will be sent
through the communicafions lines. Lines 18-20, "while...first
party" does not make sense.

Claim 71, functions of the second hard disk, playback RAM chip
with respect to the system as a whole are not clear. The memory
recited as a part of the second control unit is for storing digital
signals, and the hard disk (a part of the second control unit)
recited for storing digitalvéignals, as well. This is confusing.
Relations between the hard disk) playback RAM chip, control panel,
second memory, and playing mechanism is not clear.

Claim 72, 1line 4, "the second...ciycﬁit" does not have
antecedent basis. Further, iines 4-5, "through...lines" is not
clear what is meant to be connected therethrough. Lines 5-6, "said
first....signals" is not clear what applicant is trying to claim
since a structural relationéhip between the first and second
control integrated circuit are not clear. Line 7, "is programmed"
and "is sent" is not clear is meant to function to program and
send. © Perhaps, "is sent commands" should ne =--is sent with
commands--.

Claim 73, lines 6-8, "second part control panel" is confusing
with respect to the "a second pérty control panel" recited in claim
71. Further, "is programmed, "is sent" is vaqgue.

Claim 75, "a video display unit" is confusing with respect to
the displaying mechanism in claim 71.

Claims which have not been mentioned are rejected because they
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are dependent on the rejected base claims.

6. Claims 1, 4-7, 9, 17, 20-23, 26-28, 43, 46-50, 62 and 64-75
would be allowable if rewritten or amended to overcome the

rejection under 35 U.S.C. § 112.

7. Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen
whose telephone number is (703) 305-9687.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptlom.st whose
telephone number is (703) 305 9600.

HOA T. NGUYEN
PRIMARY EXAMINER
GROUP 2300
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MAK 1 5 992 j /5
In re"Application of: )
) GROUP 2300 @
i ARTHUR R. HAIR )
) , )
Serial No. 08/023,398 )
)
Filed: February 26, 1993 ) A SYSTEM FOR TRANSMITTING BA'
) DESIRED DIGITAL VIDEO OR ')q 4
Art Unit: 2313 )  AUDIO SIGNALS Al
)
. Patent Examiner: )
)
| H. Nguyen )
| Pittsburgh, Pennsylvania 15213
February 24, 1995 CERTIFICATE OF MAILING
o I hereby certify that th dence Is
Hon. Commissioner of Patents and Trademarks Wiyl g
: Service as first class mail in an envelope
Washington, D.C. 20231 . addressed to: Commissioner of Patents and
Trade’narks Vi?syrgﬁn DC 20231,
Sir:
. W ( r’
Ansel M. Schwariz
AMENDMENT Regnr:‘ratlon No. w3a(: 3,987
22 4[95
"Date”
In response to the Office Action dated October 28, 1994, please enter the
following amendments to the above-identified application as follows:
IN THE TITLE:
__Please change the title to read: "A System and Method for Transmitting
C \ Desired Digital Video or Digital Audio Signals of a First Party to a Second Party

Independent of the First Partﬁ
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IN THE SPECIFICATION:
Page 1, line 12, after “audio or” insert -- digital -- ;

Page 1, line 14, before “video” insert -- digital -- ;

Page 1, line 14, change “signal” to -- signals -- .

N

Page 5, line S, after “video or” insert -- digital -- ;

N

Page 5, line 14, after “video or” insert -- digital--- ;

AN

Page 5, line 17, delete “.”. -

/

Page 10, line 17, delete “.”.

In the amendment to the specification dated December 30, 1993:

_—
On page 7, line 14, change “drive” to -- disk -- .

o

On page 10, line 17, after “second” insert -- party -- .
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IN THE CLAIMS:

.

“temporarily stores a replica of the desired digr

1. (Thrice Amended) A method for transferring desired digital video or digital

s comprising the steps of:

a connection through telecommunications lines between a first
memory of a first party ata first party location and a second memory of a second party at a
s;econd party location remote fiqm the first party location, said first memory having a first
party hard disk having a plurality oRdigital video or digital audio signals including [the]
desired digital video or digital audio signals, and a sales random access memory chip which
video or digital audio signals purchased by
the second party for subsequent transfer via telecomsgunications lines to the second memory

of the second party;

telephoning the first party controlling use of the first\memory by the second

party;
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-« electronically coding;the desired digital video or digital audio signa.\l's' into a

f )

i . >
configuration which would prevent unauthorized reproduction of the desired digital video or

digital audip signals;

storing a’replica of the coded desired digital video or digital audio signals from

the hard disk into the sales randQm access _memofy chip; .

transferring the stored replicaNof the coded desired digital video or digital

audio signals from the first memory of the first paxty to the second memory of the second

1

party through telecommunications lines fwhile the second memory is in possession and control

of the second party; and

storing the transferred replica of the coded desired digital vi

audio signals in the second memory.

e
¢ | :
Claim 5, line /8’, after "first party" insert -- hard disk -- .

'3

/

Claim 6, line 3, delete "received from the sales random access memory chip”.

p

Claim 6, line 4, after "signals" insert -- from the first party hard disk -- .
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Claim 6, line 6, after "signals" insert -- from the first party hard disk -- .

e

Claim 6, line 6, change "the storing step" to -- the storing the transferred

/

- Claim 6, line 7, after " signals" insert -- from the first party hard disk -- .

replica step -- .

7l

-

- %/ ,
- N;E'Claim 6, linezl'l",' after "signals" insert -- for the second party hard disk -- .

P
,J.K‘ Claim 6, line 12, change "and" to -- , -- .

/ .
y\):\d‘ Claim 6, line 13, after "for playback" insert -- and, playing the desired digital

video or digital audio signals from the secohd party hard disk -- .

v

Claim 7, line 2, after "transferring" insert -- the stored replica -- .

/

Claim 7, line 2, after "commanding" insert -- the second party integrated

circuit to play -- .

*, LI Bt

9. (Thrice Amen

for transferring digital video or digital audio

5
o

ighals comprising:
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a first party control unit having a first party hard disk having a plurality of

digital video or digital audio signals which include desired digital video or digital audio

signals; sales random access memory chip electronically connected to the first party hard

disk for storing a replica of the desired digital video or digital audio signals of the first

party’s hard disk, and means for electronically selling.the desired digital video or digital -

audio signals;

N

a second party contre] unit having a second party control panel, a second
memory connected to the second party sontrol panel, and means for playing the desired

digital video or digital audio signals connecigd to the second memory and. the second party

control panel, said [playing] means for playing w®peratively controlled by the second party
control panel, said second party control unit remoterom the first party control unit, said
second party control unit placed by the second party at a\location determined by the second

party; and

telecommunications lines connected to the first party conyrol unit and the
second party control unit throﬁgh which the electronic sales of the desired
digital audio signals occur and through which the desired digital video uor digitalNqudio signals ,
are electronically transferred from the first [memory] party hard disk to the second
while the second memory is in possession and control of the second party and after the

desired digital video or digital audio signals are sold to the second party by the first pany.

Page 00168



' . ‘.

Claim 11, line 1, change "63" to -- 9 -- .

Claim 14, line 3, change “drive” to -- disk -- .

17. (Thrice Amended) A system for transmitting desired digital video or

digital audio signals stored on a first memory of a first party to a second memory of a

" first party contrelling use and in possession of a first memory;

second party.controlling \se and in possession of a second memory, where in
said second memory is at a location remote :{r‘om said_first memory;

telecommunications lines;

means or a mechanism for transferring money € <ronicﬂly via the

telecommunications lines from the second party controlling use and\in possession of the

second memory to the first party controlling use and in possession of thy, first memory[, at a
location remote from the second memory, said second party controlling use apd in possession

of the second memory]; -
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means or a mechanism for connecting electronically via the

telecommunications lines the first memory with the second memory such that the desired
digital wdeo or digital audio signals can pass therebetween, said connecting means or

. mechanism }q electrical communication with the transferring means or mechanism, said
connecting m Xr\mechanism comprises a first control unit, the first party in possession

and control of the fixst [party] control unit, and a second control unit, said second party in

possession and control oX the second [party] control unit, said first control unit comprises a
first control panel, first contkql integrated circuit and a sales random access memory, said

sales random access memory an

id first control panel in electrical communication with
said first control integrated circuit, second control unit comprising a second control
panel, a second control integrated circuit,\an incoming random access memory and a

playback random access memory, said second -ontrol panel, said incoming random access
memory and said playback random access memory\in electrical communication with said
second control integrated circuit; ,

"means or a mechanism for transmitting the desireqd digital video or digital

audio signals from the first memory [with a transmitter] to the secord memory, said means

or mechanism for transmitting comprising a transmitter connected to the\first memory and

the telecommunications lines and a receiver connected to the second memor\ the transmitter

transmitter,

and the telecommunications lines, said first party in control and possession of th

Page 00170



ond memory, while said receiver is in possession and control of the second party],

means or a mechanism for storing the~desired digital video or digital audio

signals from the first memory in the second memory, said ing means or mechanism in

electrical communication with said receiver of said transmitting means or mechanism and

with said second memory.

—

Claim 20, line 1, ch‘angef"64" to -- 17 -- .

23. (Thrice Amended) A system for transmitting desired digital video or
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telecommunications lines;

means or a mechanism for the first party to charge a fee to the second party
for] access to the desired digital video or digital audio signals at a location

and provide

remote from the'second party location, said first party controlling use of the first memory,

said second party comtrolling use and in possession of the second memory, said means or

mechanism for the first y to charge a fee includes means or a mechanism for transferring
money electronically via teledommunications lines to the first party at a location remote from
the second me;n;)fy at the second\party location;

means or ‘a mechanism folconnecting electronically via telecommunications
lines the first memory with the seco_nd memogy such that the desired digital video or digital
audio signals can pass therebetween, sa;id"connec ing means or mechanism in electrical

communication with the transferring means or mechagism, said connecting means or

control of the first party] and a

mechanism comprises a first control unit [in possession

second control unit remote from said first control unit [in pos¢ssion and control of the

sales random access memory and said first control panel in electrical communication with

said first control integrated circuit, said second control unit comprising a second control

-10-

Page 00172



T34

® ¢
el, a second control integrated circuit, an incoming random access memory and a
ck random access memory, said second control panel, said incoming random access
memory and said playback random access memory in electrical communication with said
rated circuit;

second control in

means or a meshanism for transmitting the desired digital video or digital

audio signals from the first memo W[ with a transmitter] to the second memory, said means

or mechanism for transmitting comprisind\a transmitter connected to the first memory and
the telecommunications lines and a receiver co;ected to the second memory, the transmitter

trol and possession of the transmitter

PR .
and the telecommunications lines, said first party in

said second party in control and possession of the receiver Y{irst party to a receiver having

the second memory while said receiver is in possession and contrql of the second party], said
receiver remote from said transmitter and said receiver [placed by thé\second party] at the
second party location determined by the second party, said transmitting m: 1qs or mechanism

in electrical communication with said conngctiqg"mcans or mechanism; and

means or a mechanism for storing the digital video or digital audio signals
from the first memory in the second memory, said storing means or mechanism in electrical

communication with said receiver of said transmitting means or mechanism and with said

second memory.

-11-
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Claim 26, line 1, change “65" to -- 23 -- .
Claim 28, line /,after "speakers” insert -- , said second party -- .

Claim 28, line 2, change "second party” to -- video display and speakers -- .

43. (Twice Amended) A system for transferring digital video signals [from a

1is¢ party to.a second party at a second party location] comprising:

a second party control‘ni,ns use and in possession of a second party control uriit,
wherein said second party control unit is a8k a location remote from said first party control '

a first party control unit having a first memo¢ry having a plurality of desired

individual video selections as desired digital video signals, a firstparty control unit which
includes a first party hard disk having the plurahty of digital videé signals x;/hich include
desired digital video signals, and a sales random z;ccéss rﬁemory chip electrgnically
connected to the first party hard disk for storing a replica of the desired digital &jdeo signals

of the first party’s hard disk, and means or a mechanism for the first party to charge'q fee to

-12-
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the second party for access to the desired digital video signals of the first party’s hard disk at

a location remote from the second party location;

a second party control unit having a second party control panel, a receiver and
a video display for plgying the desired digital video signals received by the receiver, said
sécond party c;mtrol panel coripected to the video display and the receiver, said receiver and
video display o_peratively controlled by the second party control panel, said second party

control unit remote from the first\party control unit, said second party control unit placed by

the second party at a sécond pafty cation determined by the second party which is remote
from said first party control unit, sai _=sec;ond party choosing the desired digital video signals
from the first [memory] party’s hard ék_With said secoﬁd party controli panel, said second
party control unit includes a second me ory‘ which is connected to the receiver and the video
display, said second memory storing tﬁe sired digital video signals that are received by the

receiver to provide the video display with—}

desired digital video signals of the first party’s

hard disk; and

telecommunications lines connected
second party control unit through which the desired\digital video signals are electronically
transferred from the first memory to the receiver while the second party control unit is in

possession and control of the second party after the desired digital video signals are sold to

the second party by the first party.

o

-13-
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Claim 47, line 2, change "includes a" to -- includes said -- .

Claim 48, line 2, change "includes a" to -- includes said -- .

/7

Claim 49, 1iné3, change “drive” to - disk - .

62. (Twice Amended) A system for transferring digital audio signals [from a

to a sé_cond party at a second party location] comprising:

7 i se and in possession of a second party control unit, wherein said
) second party control unit is at a;ond-p‘arty location remote from the first party control
unit, [a first party control unit having & first memory having a plurality of desired individual

songs as desired digital ‘audio signals, a] said\first party control unit for controlling and

Q] * transferring digital signals, said first party control\nit [which includes] having a first party
hard disk having a plurality of digital audio signals whish include [the] a plurality of desired

individual songs as desired digital audio signals, [and] said fixst party control unit having a

sales random access memory chip electronically connected to the fizst party hard disk for

storing a replica of the desired digital audio signals of the first party’s hard disk, means or

-14-
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_ said receiver and speakers operatively controll

- party’s hard disk that are received BS;"ihe receiver [to provide the speakers

. . ‘

ales random _access memory chip, and said first party control unit having means or a

to the desired digital audio signals of the first party’s hard disk, said means or

to charge a fee [at a location] remote from the second party

arty control unit having a second party control panel, a
receiver connectéd"’t_q the second Yparty control panel and speakers connected to the receiver
for playing the des1red digital audio signals of the first party’s hard disk [received by the
receiver], said second pai‘ty contr§1 panel spnnected to [the audio display and] the receiver,
by the second party control panel, [said
second party control unit remote f;om.i the firstp control unit,] said second party control
unit placed by the second party at a secoﬁd pérty location determined by the second party
which is remote from said first pa.rty cohtfc)i unit, said secoad party choosing the desired
digital audio signals from the first party’s hard disk [memory] with said second party control
panel, said second party control unit includes a second memory which is connected to the
receiver and the speakers, said secqnd memory storing the digital audio dignals of the first

audio signals]; and

-15-
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telecommunications lines connected to the first party control unit and the

second party con ﬂwfh which the desired digital audio signals of the first party’s
cal

hard disk are electronically erred by the means or mechanism for transferrin [from the

0’1 first memory] to the receiver while the Sesand party [control unit] is in possession and

control of the second party control unit and after esired digital audio signals of the first

party’s hard disk are sold to the second party by the first P

for the first party to charge a fee.

e ~C

Cancel Claim 66.

— N

69. (Amended) A system for transferring digital video or digital audio signals

C comprising:
&2

a first party tantrol unit having a first party hard disk having a plurality of -

digital video or digital audio sign fs which include desired digital video or digital audio
('\Q{ - - signals, a sales random access memory chig electronically connected to the first party hard
disk for storing a replica of the desired digital v 0 or digital audio signals of the first

party’s hard disk, and a mechanism for electronically stiling the desired digital video or

digital audio signals of the first party’s hard. disk;

-16-
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a seéond party control unit having a second party control panel, a second
memory connected to the second party control panel, and a mechanism for playing the
desired digital video or digital audio sig.na.ls connected to the second memofy and the second
party control panel, said playing mechanism operatively controlled by the second party
control panel, said second party control unit remote from the first party control unit, said
second party controlt uﬁi.t placed by thé second party at a location determined by the second

parfy’; and

C telecommunications lines connected\{o the first party control unit and the
second party control unit through which the electronic Sales of the desired digital video or

cigital audio signals occur of the first party’s hard disk, and [¥yrough] over which the desired

digital video or digital audio signals of the first party’s hard disk areé~glectronically
transferred from the first [memory] party’s hard disk to the second memory while the second
[memory] party is in possession and control of the second [party] memory and after the

desired digitalAvideo or digital audio signals are sold to the second party by the first p

o - . N

71. A system as described in Claim 70 wherein-the second memory of the
second party control unit includes.a seco y Wmh stores a plurality of digital
C video or digital audio signals;Said second party h/ disk #onnected to the second party

control panel;

said second memory also includi playback random access memory

chip electronically connected to the second party hdrd isk, the second party control panel

-17-
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and the playing mechanism, said playback random access memory chip foy'storing a replica

of the desired digital video or digital audio signals of the firs isk as a
temporary staging area for playback.

72. (Amended) A system as described in Cla¥m 71 wherein the first party
control unit includes a first party control integrated circyit which controls and executes
commands of the first party and is connected to the fifst party hard disk, the first party sales

integrated circuit connected to the second

random access membry, and the first party contr
party control unit [integrated circuit] through ghe tglecommunicaﬁons lines[, said first party
control integrated circuit and.said second pArty control integrated circuit regulate the transfer
of the desired digital video or audio sigpfals] ; and a first party control panel through which

the first party control integrated circyit is progrginmed gnd through which the first party

random access emory,*'and the first party control integrated circuit through the

telecommunjcations lines, said second party control integrated circuit and said first party

control infegrated circuit regulate the transfer of thé desired digital video or digital audio

-18-
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connected to the second

signals[; and a]
Ool party control panel through which the secefid party confrol intggrated circuit is programmed
and through which the second control integrated circuit is sent with commands [and

which is connected to the s€cond party integrated circuit].

?v
7
Claim 74, line 3, change “drive” to -- disk -- ;
{,
/
[V' Claim 74, line 6, after “video or” insert -- digital -- .
~ 75. (Amended) A system as described in Claim 74 wherein the playing
0 mechanism of the second pé.rty control ug ideo) display unit connected to the
| _ ;
C playback random access memory chr arty integrated circuit for B

s of the first party’s hard disk.

displaying the desired digital video or digital audio gfg

-19-
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REMARKS

Claims 1, 5-7, 9, 11-15, 17, 20-23, 26-28, 43, 46-50, 62, 64, 65 and 67-75

are currently active.

Claim 66 has been cancelled. The specification has been amended to remove

typos, etc.

The Examiner has indicated the title of the invention is not descriptive.
Applicarit has amended the title of the invention to be "A System and Method for
Transmitting Desired Digital Video or Audio Signals of a First Party to a Second Party

Independent of the First Party".
The Examiner has rejected Claims 11-15 and 20-22 under 35 U.S.C. §112,
fourth paragraph, as being of improper dependent form for failing to further limit the subject

matter of a previous claim. Claims 11-15 are dependent on canceled Claim 63. - Claim 20 is

a duplicate of Claim 64. Claim 20 has been amended to be dependent to Claim 17.

The Examiner has rejected Claims 1, 5-7, 9, 17, 20-23, 26-28, 43, 46-50, 62,

64-75 under 35 U.S.C. §112, second paragraph.
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" The Exaininer indicates that in Claim 1, lines 8-9, "the desired digital video or
. . . second party" does not have antecedent basis. Claim 1 has been amended so that
desired digital video or . . . second party" has antecedent basis. Furthermore, the Examiner
has identified in lines 18-20, the step of "electronically coding . . ." does not have
connection or relation to other steps in the claim. Applicant has amended Claim 1 to include

the limitation of "storing a replica of the coded desired digital video . . . transferring the

‘stored replica of the coded desired digital video . . . and storing the transferred replica of the

coded desired digital video . . .".

The Examiner questions in Claim 5 if applicant means to initiate "from the
first party" or if applicant means that the video or audio signals are "from the first party"”.
Applicant has amended Claim 5 to indicate the initiation is from the first party’s hard disk to
make it clear that the desired digital video or digital audio signals are from the first party’s

hard- disk.
In regard to Claim 6, lines 2 and 3, the limitation "received from the sales
random access memor chip” has been deleted to eliminate any antecedent basis problem. In

Claim 6, line 4, the claim has been amended to identify the desired signals to be "from the

first party’s hard disk".

21-
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In regard to Claim 6, lines 6 and 7, the desired signals are to be in regard to
the first party hard disk. The limitation "the storing step” has been amended to be "the
storing the transferred replica step” to make it clear which step in regard to Claim 1 is
meant. The limitation "to play the desired . . . signals” has been amended to refer to the
fact that the desired signals are from the second,pairty hard disk, and in regard to Claim 6,
the step of playing the iesired digital video or audio signals from the second party hard disk

has been added to make it clear what is meant by "to play the desired . . . signals"..

In regard to Claim 7, it has been amended to refer to the step of transferring
the stored replica so it is clear to which transferring step is meant. Furthermore, after the
“commanding” limitation, there has been inserted the different limitation of -- the second

party integrated circuit to play --.

In regard to Claim 9, lines 10-13, they have been amended so there is
limitation of "means for playing . . .". Thus, function has been pprovided to this language.
In regard to line 19, the "first memory" has been amended to be -- first party hard disk --

which does have antecedent basis.

In regard to Claim 17, applicant has affirmatively claimed the first party, the
second party and the telecommunications lines, etc. consistent with the comments of the

Examiner. Furthermore, the Examiner asks whether the "via the telecommunications lines"

22-
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of lines 8 and 9 are the same or different from those recited in lines 4 and 5. Applicant has
amended the claim to refer to "the telecommunications lines” to make it clear that it is the
same telecommunicaticns lines as recited earlier in the claim. However, when it is said the
same telecommunications lines are used, it is meant the same type of lines -
telecommunication lines - are used, but not necessarily at the same time, although they could
be used at the same time. The Examiner also questions how Aa control unit can be in position
control of the first party. Applicant has amended the claim so the first party or second party
are in position in control of the respective control unit, etc. Additionally, applicant has
‘ arﬂended the claim so that the receiver is defined how it relates to the remainder of the
claim. As to\' which digital vide;o or digital audio signals are meant, it is the same digital
video or digital audio signals that were identified earlier in the claim that were in the first

memory.
In regard to Claim 23, the Examirer identifies functional language without
support of a sburce, antecedent basis concerns and confusing language. Applicant has

amended Claim 23 to ovcrcome these objections pursuant to the Examiner’s comments.

In regard to Claim 28,'appliéant has amended Claim 28 so that it is clear that

the second party is in possession and control of the video display and speakers.
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Claim 47 and Claim 48 have been amended pursuant to the Examiner’s

suggestion.

In regard to Claim 62, it has been amended to obviate the Exafniner’s
objections to it. Claim 62 now has the limitation of a first party controlling use and in
possession of a first party control unit, and a second party controlling use and possession of a
second party control unit. The control units have been provided with functions. Also, the
desired signals stored are the desired digital audio signals of the first party’s hard disk. All
indirect limitations or lack of antecedent basis have been corrected. Confusion regarding the
receiver and speakers being one unit for playing signals has been eliminated. A "means or
mechanism for transferring” provides a source for the limitation "are transferred”. In regard
to lines 24-26, the language while . . . first party” has been made clear. Fufthermore,
means or mechanism for transferring the desired digitz_ll audio signals of the first party’s hard
disk has been introduced to make clear there is a function to transfer signals. Furthermore,
the claim ﬁas been amended so that signals are transferred between devices and not between

parties.
In regard to Claim 69, the Examiner states that on lines 17-18, "through . . .
transferred" does not make sense because other means such as first or second control units

must activate a transfer of signals so that the signals will be sent through the communications

lines. Applicant has amended the claims so that the signals are transferred over rather than

24-
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through the telecommunications lines. Also, the Examiner, on lines 18-20, states that "while
. . . the first party” does not make sense. Applicant has amended the claim so that the
second party is in possession and control of the second memory. Applicant has further

amended Claim 69 to more clearly define the elements and their relationships.

In regard to Claim 71, the Examiner questions the functions of the second hard
disk and playback RAM chip with respect to the system as a whole. Applicant has amended
Claim 71 to define that the second memory of the second party coqtrol unit includes a second
party hard disk which stores a plurality of digital video or audio signals; also that the second
party hard disk is connected to the second party control panel. Furthermore, the second
memory also includes a playback random access memory chip which is electrically connected
to the second party hard disk, the second party control panel and the playing mechanism and
that the playback random access memory chip is for storing a replica of the desired digital

video or audio signals of the first party hard disk as a temporary staging area for playback.

In regard to Claim 72, on line 4, the Examiner states that the "second circuit"
does not have antecedent basis. Claim 72 has been amended so that it refers to the second
party control unit and not the vsecond party control integrated circuit. Thus, there is
antecedent basis. for the second party control unit. The Examiner states in lines 4-5 it is not
clear to what "through . . . lines" is meant to be connected. Applicant has amended Clﬁm

72 so that the first party control integrated circuit is connected to the second party control
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unit. In lines 5—6, the Examiner states, "said first . . . signals” are not clear in regard to
what applicant is trying to claim since a structural relationship between the first and second
control integrated circuit is not clear. With the amendments to the cléim, the relationships
"have been defined, and the language "said first . . . signals” have been deleted since they are
now redundant.v The Examiner also states that on line 7, "is programmed" and "is sent" is
not cle;arAas to what is meant to function to program and send. Applicant has amended Claim

72 pursuant to the Examiner’s suggestion that the first party integrated circuit is sent with

commands.

fn regard to Claim 73, the Examiner states that lines 6-8, "second party
control panel" is confusing with respect to the "a second party control panel” recited in
Clé;jm 71. Further, "is programmed", "is sent" is vague. Applicant has amended Claim 73
to overcome £hese objections. A second party control panel now is "said party control

integrated circuit". Also, pursuant to the Examiner’s suggestions in regard to Claim 72, "the

P N

second party control integrated circuit is sent with commands".

In regard to Claim 75, "a video display unit" is determined by the Examiner to
be confusing with respect to the displaying mecharﬁsm in Claim 71. Applicant has amended
Claim 75 to be consistent with Claim 71. Applicant now states that "the playing mechanism
of the second party control unit includes a video display unit" to clarify the relationship of

the video display unit with respect to the playing mechanism.
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The Examiner has stated that Claims 1, 4-7, 9, 17, 20-23, 26-28, 43, 46-50,
62 and 64-75 would be allowable if rewritten or amended to overcome the rejection under 35
U.S.C. §112. Applicant has amended the claims to overcome the rejections under 35 U.S.C.

§112. These claims are now clear and definite and are allowable.

Applicant has also amended Claim 43 pursuant to the Examiner’s overall
comments concerning the other claims. Applicant believes the Examiner meant to reject

Claim 43.

In view of the foregoing amendments and remarks, it is respectfully requested
that the outstanding rejections and objections to this application be reconsidered and
withdrawn, and Claims 1, 5-7, 9, 11-15, 17, 20-23, 26-28, 43, 46-50, 62, 64, 65 and 67-75,

now in this application be allowed.

Respectfully submitted,

CERTIFICATE OF MAILING ARTHUR R. HAIR

| hereby certify that the correspondence is

being deposited with the United States Postal - Y
Service as first class mail in an envelope ' ,
addressed to: Commissioner of Patents and By /

Trademarks, \‘Jﬁiﬁaﬁgﬂﬂ- Ansel M. Schwartz, Esquire

o Reg. No. 30,587 °
425 N. Craig Street

Suite 301
. AnfeltM.Stshw;ét;m Pittsburgh, PA 15213
egistration NO. SU,
: 412) 621-9222
FIETAL Ly ¢
Date '

Attorney for Applicant |
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Attorney’s Docket No. ___HATR-1 CONT IT PATENT s

RELEIVED
IN THE UNITED STATES PATENT AND TRADEMARK OEFICE liaK 15 15
PN
In re application of: Arthur R. Hair F P -
Serial No.: 0 8 /023,398 Group No.: 2313 JRQUP 25@0

Filed: February 26, 1993 - Examiner: H. Nguyen »
For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Commissioner of Patents and Trademarks
Washington, D.C. 20231

AMENDMENT TRANSMITTAL

1. Transmitted herewith is an amendment for this application.

STATUS

2. Applicant is
@ asmall entity. A verified statement
O is attached.
X was already filed.
O other than a small entity.

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8a)

I hereby certify that this correspondence is, on the date shown below, being:

MAILING - FACSIMILE
X deposited with the United States Postal . O transmitted by facsimile 16 the
Service with sufficient postage as first class Patent and Trademark Office

mail in an envelope addressed to the
Commissioner of Patents and Tradema:ks

\[;V;sehmgtoz DC420231 //\ /Zo M

Signature

Tracey L. Mllka
(type or print name of person certifying)

KM 03/14/95 08023398 1 215 33.00 CK

(Amendment Transmittal [9-19}—page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Supplement Amendments) — If a timely and complete response
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing and/or
entry of an additional amendment after expiration of the shortened statutory period.

If a timely response has been filed after a Final Office Action, an extension of time is required to permit
filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment after expiration
of the shortened statutory period unless the timely-filed response placed the application in condition
for allowancs. Of course, if a Notice of Appeal has been filed within the shortened statutory period,
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 34-35).

NOTE: See 37 CFR 1.645 for extensions of time in interference proceedings and 37 CFR 1.550(c) for extensions
of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply

(complete (g) or (b) as applicable)

(@ & Applicant p'etitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR
1.17(a)-(d) for the total number of months checked below:

Extension Fee for other than Fee for
(months) small entity small entity
one month $ 110.00 $ 55.00
O two months $ 360.00 $180.00
O three months $ 840.00 $420.00
O four months $1,320.00 $660.00
Fee § 55.00

If an additional extension of time is required please consider this a petition therefor.
(check and complete the next item, if applicable)

O Anextensionfor "~ months has already been secured and the fee
paid therefor of $________is deducted from the total fee due for the total
months of extension now requested.

Extension fee due with this request $
OR

(b) O Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the needfor a petition for extension of time.

(Amendment Transmittal [9-19}—page 2 of 4)
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- ~ . FEE FOR CLAIMS .

4, The fee for claims (37 CFR 1.16(b)-(d)) has been calculated as shown below:
OTHER THAN A

(Col. 1) (Col. 2) (Col. 3) SMALL ENTITY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY PRESENT ADDIT. ADDIT.
AMENDMENT PAID FOR EXTRA RATE FEE OR RATE FEE
TOTAL * MINUS *~ = xt1= $ x22= $
INDEP. * MINUS ™ = x37= $ . x74=$
O FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +115= $§ +230= $
TOTAL OR TOTAL
ADDIT. FEE $ ADDIT.
FEE $

*. If the entry in Col. 1 Is less than entry In Col. 2, write “0” in Col. 3.
If the “Highest No. Previously Paid for” IN THIS SPACE is less than 20, enter “20".
= |f the “Highest No. Previously Paid For” IN THIS SPACE is less than 3, enter “3”.
" The “Highest No. Previously Paid For” (Total or indep.) is the highest number found in the
appropriate box in Col 1 of a prior amendment or the number of claims originally filed.

H

WARNING: -“Afterfinal rejection or action (§ 1.113) amendments may be made cancelling claims or complying
with any requirement of form which has been made.” 37 CFR § 1.116(a) (emphasis added).

(complete (c) or (d) as applicable)
©) No additional fee for claims is required.

OR

@ O Total additional fee for claims required $

FEE PAYMENT

5. [@ Attached is a check in the sum of $_33-00

O Charge Account No. the sum of
3

A duplicate of this transmittal is attached.

FEE DEFICIENCY

NOTE: If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorzation to charge is included, processing delays are
encountered in retuming the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge the deposit account for any fee deficiency should be
checked. See the Notice of April 7, 1986, (1065 O.G. 31-33).

6. K If1 9an();7a3<;ditional extension and/or fee is required, charge Account No.:

(Amendment Transmittal .[9-19]—page 3 of 4)
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AND/OR

If la(lr;yo_la:<}d7ditional fee for claims is required, charge Account No.

ot Soborak—

SIGNATURE OF ATTORNEY

Reg. No.: 30,587

Ansel M. Schwartz

type or print name of attomey
Tel. No.: (412) 621-9222 "~ 425 N. Craig Street

Suite 301

P.O. Address
Pittsburgh, PA 15213

(Amendment Transmittal [9-19}—page 4 of 4)
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Patent Examiner:
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THE UNITED STATES PATENT AND TRADEMARK OFFICE /12'/

ARTHUR R. HAIR

Serial No. 08/023,398
Filed: February 26, 1993

Art Unit: 2313

N o N N N Nt Nt Nt ot Nt N et

H. Nguyen

A SYSTEM FOR TRANSMITTING
DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

RECEvED
MaR 15 1999
GROUP 2300

m;),blﬁ’

Pittsburgh, Pennsylvania 15213

March 7, 1995

Hon. Commissioner of Patents and Trademarks
Washington, D.C. 20231

Sir:

SUPPLEMENTAL AMENDMENT

CERTIFICATE OF MAILING

| hereby certify that the correspondence is
being deposited with the United States Posta!
Service as first class mail in an envelepe
addressed to: Commissioner of Patents and
Trademarks, Washington, DC 20231,
on 3/2/95

Ul [

Ansel M. Schwartz 2
Registration No..30,587

3/2/45

Date

Please enter the following Supplemental Amendment to the Amendment filed

February 24, 1995 in response to the Office Action dated October 28, 1994.

IN THE CLAIMS:

Claim 46, line 1, change “66" to -- 67 -- .
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REMARKS

In the Office Action dated February 24, 1995, applicant canceled Claim 66.

But Claim 46 depended to Claim 66. Since Claim 66 has been canceled, and so Claim 46

would properly depend on Claim 67, the above amendment is made.

Iﬁ view of the foregoing amendments and remarks, it is respectfully requested

that the outstanding rejections and objections to this application be reconsidered and

withdrawn, and the outstanding claims now in this application be allowed.

CERTIFICATE OF MAILING

1 hereby certify that the correspondence is
being deposited with the United States Postal
Service as first class mail in an envelope

addressed to: Cemmissioner of Patents and

el { Dok

I:Iademarks. Washiﬁgybt;f;gzjl,

Ansel M. Schwartz
Registration No. 30,587

3/7 /45

Date’

Respectfully submitted,

ARTHUR R. HAIR

o Ul (o

Ansel M. Schwartz, Esquire’
Reg. No. 30,587

425 N. Craig Street

Suite 301

Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant
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IN THE UNITED STATES PATENT AND TRADEMXRK OFFICERQ J ]
3 % (}

n re application of: Arthur R. Hair

Serial No.: 0 8 /023,398 Group No.: 2313
Filed: February 26, 1993 Examiner:  H. Nguyen
For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Commissioner of Patents and Trademarks
Washington, D.C. 20231

AMENDMENT TRANSMITTAL
1. Transmitted herewith is an amendment for this application.

$1:ATUS
2. Applicant is
® a small entity. A-verified Statement: .
O is attached.
&l was already filed.
O other than a small entity.

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8a)

| hereby certify that this correspondence is, on the date shown below, being:

MAILING E FACSIMILE
[ deposited with the United States Postal . O transmitted by facsimile to the
Service with sufficient postage as first class Patent and Trademark Office

mail in an envelope addressed to the
Commissioner of Patents and Trademarks,

e pacas £ et

Signature
Tracey L. Mllka
~ (type or print name of person certifying)

(Amendment Transmittal [9-19}—page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Supplement Amendments) — If a timely and complete response
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing and/or
entry of an additional amendment after expiration of the shortened statutory period.

If a timely response has been filed after a Final Office Action, an extension of time is required to permit
filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment after expiration -
of the shortened statutory period unless the timely-filed response placed the application in condition
for allowance. Of course, if a Notice of Appeal has been filed within the shortened statutory period,
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 24-35).

NOTE: See 37 CFR 1.645 for extensions of time in interference proceedings and 37 CFR 1.550(c) for extensions
of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply :

(complete (a) or (b) as applicable)

(@ [J Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR
1.17(a)~(d) for the total number of months checked below:

Extension Fee for other than Fee for
(months) small entity small entity
O one month $ 110.00 $ 55.00
O two months $ 360.00 $180.00
O three months $ 840.00 $420.00
{0 four months $1,320.00 $660.00
Fee $

If an additional extension of time is required please consider this a petition therefor.
(check and complete the next item, if applicable)

O Anextensionfor " months has already been secured and the fee
paid therefor of $_________is deducted from the total fee due for the total
months of extension now requested.

Extension fee due with this request $
OR

(b) B Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19}—page 2 of 4)
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. FEE FOR CLAIMS .

" 4. The fee for claims (37 CFR 1.16(b)-(d)) has been calculated as shown below:
OTHER THAN A

(Col. 1) (Col. 2 (Col. 3) SMALL ENTITY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY PRESENT ADDIT. ADDIT.
AMENDMENT PAID FOR EXTRA  RATE FEE OR RATE FEE
TOTAL * MINUS * = xt1= § x22= $
INDEP. * MINUS ™ = x37= $ x74= $
O FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +115= $ +230= $
TOTAL OR TOTAL
ADDIT. FEE $ ADDIT.
FEE $

* It the entry in Col. 1 is less than entry in Col. 2, write “0” in Col. 3.

It the “Highest No. Previously Paid for” IN THIS SPACE is less than 20, enter “20™.

=+ |f the “Highest No. Previously Paid For” IN THIS SPACE is less than 3, enter “3".
The “Highest No. Previously Paid For” (Total or indep.) is the highest number found in the
appropriate box in Col. 1 of a prior amendment or the number of claims originally filed.

WARNING: “Afterfinal rejection or action (§ 1.113) amendments may be made cancelling claims or complying
with any requirement of form which has been made.” 37 CFR § 1.116(a) (emphasis added).

H

(complete (c) or (d) as applicable)

{c) @ No additional fee for claims is required.

OR

(d O Total additional fee for.claims required $

FEE PAYMENT

5. [0 Attached is a check in the sum of $
0 Charge Account No. the sum of
$

A duplicate of this transmittal is attached.

FEE DEFICIENCY

NOTE: If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorization to charge is included, processing delays are
encountered in retuming the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authonzation to charge the deposit account for any fee deficiency should be
checked. See the Notice of April 7, 1986, (1065 O.G. 31-33).

6. Ifl 9ang7gc;ditional extension and/or fee is required, charge Account No.

(Amendment Transmittal [9-19}—page 3 of 4)
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~ AND/OR

® If any a3v:j7d1t|onal fee for claims is required, charge Account No.
19-07

(sl ot

SIGNATURE OF ATTORNEY

Reg. No.ﬁ 30,587

Ansel M. Schwartz

. type or print name of attorney
Tel. No.: (412) 621-9222 425 N. Craig Street

Suite 301

P.O. Address
Pittsburgh, PA 15213

(Amendment Transmittal [9-19}—page 4 of 4)
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- [SERALNUMBER | FLINGDATE . | nnsmmenmvmon -

087023, 398 22/26/93- HAIR

24M1 70628
. ANSEL M. SCHWARTZ
425 N. CRAIG :STREET, SUITE 301
PITTSBURGH, FA 15213 R

... DATEMAILED:

. @6/28/95 . .

‘I'hlslsaeommunlmtlonfrommoexamlnerlnchargoofyourapplwon S o L TT

OOMMISSIONER OF PATENTS AND TRADEMARKS

'E(ts'applicaﬁonhasbeen' d m./, ’ moummunecaﬂnnmedon"!i 195 ZIZZ% “This action Is made final,

A shortened stammry period for responsa to this action s set to expire month(s), —/days from the date of this letter.
Falluretorespondwlmlnﬂ\eperlodforresponsevdllcauseﬂwap fication to b bandoned. 35 U.S.C. 133

Part] THE FOLLOWING ATTACHME_N]‘(S) ARE PART OF THIS ACTION:

1. 3 notics of Ret Cited by Examiner, PTO-892. - 2. [ Notice of Draftsman's Patant Drawing Review, PTO-848,
3. D Notice of Art Cited by Applicant, PTO-1449. 4. D Notice of Informal Patent Application, PTO-152.
Information on How to Effect Drawing Changes, PT 0-1474.. 6. ) .
Partll * SUMMARY OF ACTION ‘ CQ/ U657 67-15"
Claims__{ LY S~ 7 2 // "/‘s./ 2‘0 "’?S/ %,QK" N L( 5 ’ L’“ 'Sf“arependlnglnmeappﬂcaﬁon.
Of the above, claims ‘ are withdrawn from consideration.
2.7 claims . have been cancelled.
3.0 ciaims : are aflowed.
«EaELLs e _an_abeye. are rejectsd.
5. D Claims are objected to.
6. G Claims, : are subject to restriction or election requirement.
7. D ThI; application has been filed with informal drawings under 37 C.F.R. 1.85 which are p tor ination purp .
8. ] Format drawings are required in response to this Office action.
9. D The corrected or substitute drawings have been ived on . Under 37 C.F.R. 1.84 these drawings
are [Jacceptable; [J not acceptable (see explanation or Notice of Draf s Patent Drawung Review, PTO-948).

10. D The proposed additional or substitute sheet(s) of drawings, filed on . has (have) been [Olapproved by the
examiner; [ disapproved by the examiner (see explanation). - ’

1". D The proposed drawing correction, filed has been Dapproved- 0O disapproved {see explanation).

12, D Acknowledgement is made of the claim for priority under 35 U.S.C. 119. The certified copy has [0 been received O not been recsived
a been filed in parent application, serial no. ; filed on

13. D Since thls application apppears to be in condition for aliowance except for formal matters, prosecution as to the merits Is closed in
accordance with the practice under Ex parte Quayle, 1935 C.D. 11; 453 0.G. 213.

14. ) Other R e oy peme s s — C— =
- T e
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Serial No. 08/023398 2
Art Unit 2313 °

The amendment filed on 2/27/95 and the supplemental amendment
filed on 3/13/95 have been entered into the record.

Claimsg 1, 5-7, 9, 11-15, 20-23, 26-28, 43, 46-50, 64-65, 67-75

are rejected under 35 U.S.C. § 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly
claim the subject matter which applicant regards as the invention.

Claim 1:

Lines 8-9, "the descired digital video or audio signals-
purchased bynthe second party" does not have antecedent basis.

Lines 8-9 recited that the sales RAM chip is for‘storing "thg
descired digital'video or audio signals purchased by the secohd
party" while lines 18-19 recited that the sales RAM .chip stores
"the coded descired digital video or digital audio signals from the
 hard disk". The tw6~recitations‘are not correlated.

Line 15, "the desired digital video or digital audio signals"
is not clear if it is meant to refer back to the the signals
recited on line 7 or lines 8-9.

Claim 6:

Lines 2-3, it is not clear which "the descired ....signals are
meant here.

Lines 3—4 recites that the second hard disk stores the desired
digital video or digital audio signals from the first party hard
disk. Lines 8-9 appears to recite that -the second hard disk
receives the desired ...signals tranferred from the incomming RAM

chip, not from the first part hard disk. This is confusing.
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Line 9, "storing the desired....signals in the second part

hard disk" is not clear which "desired....signals" are meant here.
Lines 10-13, the step of "commanding from the second party

hard disk" does not make sense as to what is meant to claim.

Claim 7:

Lines 2-3, "the step of repeating commanding the second party
integrated circuit to play, playing, and transferring a replica
steps.ﬁ»does not make sense.

Claim 9:

Lines 5-7, a function of the replica of the desired ...signals
to be stored in the.sales ramdom access memqry is not clear. The
storéd replica desired ..iSignals is not functionally associated
and participated within the claimed system.

Claim 11;

Lines 2-3, ‘it is not clear which "a plurality of ...signals"
are meant. ‘I.e., it is not clear where the source of these signals
is.

Lines 4-5, "a replicaiéfmtﬁe:desired ...signals" is not clear
in light of the "replica....signals" recited in claim 9. The
sturtural relationship between the second party hard disk and the
playback random acceés memory as recited does not support the
functional languagé "for storing a replica....signals".

Claim 12:

Line 4, "the second party control integrated circuit" does not

have clear antecedent basis. It therefore is not clear whaere the
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source of the second party control integrated circuit is.

Lines 6-7, the structural relationship as recited in the
claim does not support the functional language "said first party

control integrated circuit and said second party control integrated

regulate the transfer of the desired..... signals".
Claim 14:
Lines 2-3, "the second party hard drive" does not have

antecedent basis.

The structural relationship between the claimed elements. and

the function relatiGé;therefor do not sﬁpport each other.
, Claim 17: -

Lines 4-5, the first party and the second party claimed as
parts of the transmitting system does not seem to make sense
because it is not clear how a person or a group of people as a
party can be read as a part of a transmitting system.

Lines 17-18, "the first party in pocession and control of the

first control unit, and .....unit" does not make sense.

Claims 23, 43, 62, 69 contain substantial similar problems
that have mentioned earlier.

Claims which have not ben mentioned are rejected because they
are dependent on the rejected base claims.

Claims 1, 5-7, 11-15, 17-20-23, 26-28, 43, 46-50, 62, 64-65,
67-75 would be allowable if rewritten or amended to overcome the
rejection under 35 U.S.C. § 112.

THIS ACTION IS MADE FINAL. Applicant is reminded of the
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extension of time policy as set forth in 37 C.F.R. § 1.136(a).

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL ACTION
IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS ACTION. 1IN THE
EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS OF THE MAILING
DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION IS NOT MAILED
UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED STATUTORY PERIOD,
THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSUANT TO 37
C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE MAILING DATE OF THE
ADVISORY ACTION. IN NO EVENT WILL THE STATUTORY PERIOD FOR
RESPONSE EXPIRE LATER THAN SIX MONTHS FROM THE DATE OF THIS FINAL
ACTION. :

Any inquiry <concerning - this communication or earlier
communications from the examiner should be directed to Hoa Nguyen,
whose telephone number is (703) 305-9687. The examiner can
normally be reached on Monday through Friday, from 9.30 A.M to 6.00
P.M.. o

If attempts to _.reach the examiner by telephone are
unsuccessful, the examiner’s supervisor, Robert Beausoliel, .can be
reached on (703) 305-9713. The fax phone number for this Group is
(703) 305-9564. ’

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionist whose
telephone number is (703) 305-9600.

A T. NGUYEN
PRIMARY EXAMINER
GROUP 2400
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srmey’s Docket No. HATR-1 CONT IT PATENT
v IN THE UNITED STATES PATENT AND TRADEMARK OFFICE % I ‘ﬂ
In re application of:  Arthur R. Hair 4’3" _’,»:r
Serial No.. 0 8/ 023,398 Group No.: 2413 %
Filed: February 26, 1993 Examiner  H. Nguyen % o T
For ' A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO o 7 &
OR AUDIO SIGNALS % <
Commissioner of Patents and Trademarks ?O “
Washington, D.C. 20231 s
NOTICE OF APPEAL FROM THE PRIMARY EXAMINER TO THE BOARD
OF PATENT APPEALS AND INTERFERENCES /

Applicant hereby appeals to the Board from the decision of the Primary Examiner mailed
June 28, 1995 | ﬁné“yrelecﬂng claims ]., 5-7, 11_15, 20—23, 26—'28, 43, 46_50,
i 62, 64-65, 67-75

- The item(s) checked below are appropriate:
1. STATUS OF APPLICANT

This application is on behalf of
[0 other than a small entity.
& a small entity.
A verified statement
O is attached
X was already filed on 2/26/93

2. FEE FOR FILING NOTICE OF APPEAL

Pursuant to 37 CFR 1.17(e) the fee for filing the Notice of Appeal is:
X small entity SO 145.00
O other than a smail entity $280.00
Notice of Appeal fee due  $ 145:00

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8a)

| hereby certify that this correspondence is, on the date shown below, being:

MAILING FACSIMILE
K deposited v(l?th the United States Postal O transmitted by facsimile to the
Service with sufficient postage as first class Patent and Trademark Office

mail in an envelope addressed to the
Commissioner of Patents and Trademarks,

Washington, D.C. 20231 /Z\ A ,{0 . W

: Signature  31(UCS 11/16/95 08023398
Date._/o_/_gl/ 96 Tracey L.IMifbka 145.00 CK
(type or print ndme ‘of person certifying)h

(Notice of Appeal from the Primary Examiner to Board [9-6]—page 1 of 3)
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3. EXTENSION OF TERM
NOTE: The time periods set forth in 37 CFR 1.191 are subject to the provision of § 1.136 for patent applications
37 CFR 1.191(d). (But see 37 CFR 1.645 for extension of time in interference proceedings and 37 CFR
1.550(c) for extension of time in reexamination proceedings).
{complete (a) or (b) as applicable)

The proceedings herein are for a patent application and the provisions of 37 CFR 1.136

apply.
re (a) ® Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR
' 1.17(a)-(d)) for the total number of months checked below:
" Extension Fee for other than Fee for
(months) small entity small entity
. X one month ' - $110.00 ’ $55.00
. O two months $370.00 $185.00
O three months $870.00 $435.00
(O four months $1,360.00 $680.00

Fee $ _55.00
If an additional extension of time is required please consider this a petition therefor.

(check and complete the next item, if applicable)

(0 Anextension for months has already been secured and the fee paid
thereforof $_______ s deducted from the total fee due for the total
months of extension now requested.

Extension fee due with this request $

or

(b) (O Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition and fee for extension of time.

4. TOTAL FEE DUE

The total fee due is:

Notice of Appeal fee $145.00
Extensicn fes (if any) $.55.00

TOTAL FEE DUE § 200.00
5. FEE PAYMENT

& Attached is a check in the sum of $__200.00

OO Charge AccountNo. _____ thesumof$____
A duplicate of this transmittal is attached.

(Notice of Appeal from the Primary Examiner to Board [9-6]—page 2 of 3)
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6. FEE DEFICIENCY

NOTE: If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maxirum,
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorization to charge is included, processing delays are
encountered in retuming the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge the deposit account for any fee deficiency should be
checked. See the Notice of April 7, 1986, 1065 O.G. 31-33. :

@ |If any additional extension and/or fee is required charge Account No.
19-0737

/ AND/OR

S

. X If any additional fee for claims is required, charge Account No.

IGNATURE OF ATTORNEY </

‘Reg. No.: 30,587 ,
: Ansel M. Schwartz

(type or print name of attomey)
Tel. No.: (412) 621-9222 425 N. Craig Street
Suite 301 '
P.O. Address

Pittsburgh, PA 15213

(Notice of Appeal from the Primary Examiner to Board [9-6]—page 3 of 3)
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SROOZNattomey's Docket No. _HAIR-L CONT IIA W PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE / /

Anticipated Classification of this application:
Class —_________ Subclass

« .o _ q/,g/

Application No.: /
PRIOR APPLICATION Examiner: H. Nguyen
Art Unit: 2313

Box FWC
Commissioner of Patents and Trademarks
Washington, D.C. 20231

FILE WRAPPER CONTINUING APPLICATION (FWC) TRANSMITTAL
’ (37 C.F.R. 1.62)

,‘." WARNING: This form cannot be used where the parent case may not be abandoned because the filing of a
request under the FWC procedure “will be considered to be a request to expressly abandon the
prior application as of the filing date granted to the continuing application.” 37 CFR 1.62(g).

WARNING: This procedure can only be used for a pending application prior to payment of the issue fee (37
CFR 1.62(a)), except if the parent application was withdrawn under 37 CFR 1.313(b)(5) “to permit
consideration of an information disclosure statement under 1.97 in a continuing application.” 37
C.F.R. 1.62(a).

WARNING: The filing of an application at the United States stage of an international application requires an
oath or declaration. 37 CFR 1.61(a)(4).

WARNING: The claims of this new application may be finally rejected in the first Office action where all claims
of the new application are drawn to the same invention claimed in the eariier application and would
have been property finally rejected on the grounds or art of record'in the next Office action if they
had been entered in the earfier application. MPEP § 706.07(b).

WARNING: Anapplication under 37 CFR 1.62 is filed by making changes by amendment to the prior application,
(37 CFR 1.62(a)), and not by filing a new application. 37 CFR 1.62(e).

WARNING: Filing under 37 CFR 1.62 is permitted only if filed by the same or less than all the inventors named
in the prior application. 37 CFR 1.62(a).

Gmerderes T o GF°

CERTIFICATION UNDER 37 CFR 1.10

| hereby certify that this FWC Transmittal and the documents referred to as attached therein are being deposited
with the United States Postal Service on this date February 27, 1996 in an envelope as “Express
Mail Post Office to Addressee,” mailing Label Number EM345114451U8 addressed to the; Commissioner
of Patents and Trademarks, Washington, D.C. 20231.

Tracey L. Milka
(type or print name of person mailing paper)

//m,uz,,/ /p m,(,/u:)

SIgnature of p&on mailing paper

NOTE: Each paper or fee filed by “Express Mail” must have the number of the “Express Mail” mailing label placed
thereon prior to mailing. (37 CFR 1.10(b)).

WARNING: Cefﬁﬁéate of mailing (first class) or facsimile transmission procedures of 37 CFR 1.8 cannot be used
to obtain a date of mailing or transmission for this correspondence.

(FWC [4-2}—page 1 of 13)
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WARNING: File wrapper conuriz.ig procedure filings can only be based on a pric.!ete application as
defined by § 1.51(a)(), and not a prior complete provisional application as'c=fined by § 1.51(a)2).

This is a request for a filing under the file wrapper continuing application procedure (37
CFR 1.62), for a
K continuation
O divisional
0O continuation-in-part (for oath or declaration, see il below)
Attached is an amendment for added subject matter
[0 continuing application to permit consideration of an information disclosure

statement under 37 CFR 1.97.

NOTE: The filing date under 37 CFR 1.62(8) is “. . . the date on which a request is filed for an application
. . including identification of the application number and applicant’s name of the prior application.”
The prior application under 37 CFR 1 .62(a) must be “. . . a prior complete application,” as defined in

37 CFR 1.51(a)(1).

PARTICULARS OF PRIOR APPLICATION

WARNING: File wrapper continuing procedure filings can only be based on a prior complete application as
defined by § 1.51(a)(1), and not a prior complete provisional application as defined by § 1.51(a)(2).

37 CFR 1.62(a).
Application No. 0 8 /023,398 filed _2/26/93 (date).

" B. Title (as originally filed _A SYSTEM I DESIRED DIGITAL
and as last amended] __V1D

C. Name of applicant(s) (as originally filed and as last amended) and current
correspondence address of applicant(s) ‘

>

(FWC [4-2]—page 2 of 13)
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1. FLLL FAMILY NAME FIRST GIVEN NAME SECOND GIVEN NAME
NAME OF
13
INVENTOR j - &
Hair Arthur R.
—_— [ _~
RESIDENCE & crry . STATE OR FOREIGN COUNTRY .OF CITIZENSHIP
CITIZENSHIP COUNTRY
Upper St. Clair| Pennsylvania United States
POST OFFICE | POST OFFICE ADDRESS cIy STATE & ZIP CODE/COUNTRY'
ADDRESS .
1518 Allison
Drive Upper St. Clair| Pennsylvania 15241
Usa
2 FULL FAMILY NAME FIRST GIVEN NAME SECOND GIVEN NAME
NAME OF
INVENTOR
RESIDENCE & cIry STATE OR FOREIGN COUNTRY OF CITIZENSHIP
CITIZENSHIP COUNTRY
POST OFFICE | POST OFFICE ADDRESS cry STATE & ZIP CODE/COUNTRY
ADDRESS
3. FULL FAMILY NAME FIRST GIVEN NAME SECOND GIVEN NAME
NAME OF
INVENTOR
RESIDENCE & cIry STATE OR FOREIGN COUNTRY OF CITIZENSHIP
CITIZENSHIP COUNTRY
POST OFFICE | POST OFFICE ADDRESS cITY STATE & ZIP CODE/COUNTRY
ADDRESS

O Continued on Added Page for Inventor's Data

(FWC [4-Z—page 3 of 13)
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The above identified application, in which no payment of issue fee,gdonment of (other
than where the above identified application was abandoned under 37 CFR 1.313(b)(5) to
permit consideration of an information disclosure statement under 37 CFR 1.97), or
termination of proceedings has occurred, is hereby expressly abandoned as of the filing
date of this new application. Please use all the contents of the prior application file wrapper,

including the drawings, as the basic papers for the new application.

It is understood that secrecy under 35 U.S.C 122 is hereby waived to the extent that
if information or access is available to any one of the applications in the file wrapper of
a 37 CFR 1.62 application, be it either this application or a prior application in the same
file wrapper, the PTO may provide similar information or access to all the other applications
in the same file wrapper.

ill. Inventorship statement

NOTE: “If the continuation, continuation-in-part, or divisional application is filed by less than all the inventors
named in the prior application a statement must accompany the application when filed requesting .
deletion of the names of the person or persons who are not inventors of the invention being claimed
in the continuation, continuation-in-part, or divisional application.” 37 CFR 1.62(a).

NOTE: “In the case of a continuation-in-part application which adds and claims additional disclosure by
amendment, an oath or declaration as required by § 1.63 must be filed. In those situations where a
new oath or declaration is required due to additional subject matter being claimed, additional inventors
may be named in the continuing application. In a continuation or divisional application which discloses
and claims only subject matter disclosed in a prior application, no additional oath or declaration is
required and the application must name as inventors the same or less than all the inventors in the prior
application.” 37 CFR 1.60(c).

(complete applicable item (a), (b) and/or (c) below)

(@) X This application discloses and claims only subject matter disclosed in the prior
application whose particulars are set out above and the inventor(s) in this
application are-

X the same

] less than those named in the prior application and it is requested that the
following inventor(s) identified above for the prior application be deleted:

(type name(s) of inventor(s) to be deleted)

() O Tnis application discloses and claims additional disclosure by amendment and
a new declaration or oath is. being filed. With respect to the prior application
whose particulars are set out above, the inventor(s) in this application are

O the same
(J add the following additional inventor(s)

(type name of inventor(s) to be added)
(c) The inventorship for all the claims in this application is
the same )

0 not the same, An explanation, including the ownership of the various claims
at the time the last claimed invention was made, is submitted.

-

(FWC [4-2}—page 4 of 13)
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lil. Declaration o!ﬁh .

A. Continuation or divisional
@ None required.
B. Continuation-in-part
O Attached.
Executed by (check all applicable items)
O inventor(s).
O legal representative of inventor(s). 37 CFR 1.42 or 1.43.

O joint inventor or person showing a proprietary interest for inventor who
refused to sign or cannot be reached. 37 CFR 1.47;

[0 This is the petition required by 37 CFR 1.47 and the statement
required by 37 CFR 1.47 is also attached. (See item Vil below for
fee.)

O Not attached.

0 Application is made by a person authorized under 37 CFR 1.41(c)
on behalf of all of the above named applicant(s). (The declaration
or oath, along with the surcharge required by 37 CFR 1.16(e) can
be filed subsequently.) _ '

[0 Attached is a showing that the filing is authorized. (Not required
unless called into question. 37 CFR 1.41(d).)

1IV. Ildentification of Claims for Further Prosecution

WARNING: “The claims of a new application may be finally rejected in the first Office action in those situations
where (1) the new application is a continuing application of, or a substitute for, an earlier application,
and (2) all the claims of the new application (a) are drawn to the same invention claimed in the
eartier application, and (b) would have been properly finally rejected on the grounds of art of record
in the next Office action if they had been entered in the earlier application.” MPEP § 706.07(b).

® The fees to be charged are to be based on the number of claims remaining as
a result of the:

R attached preliminary amendment.

O the unentered amendment filed under 37 CFR 1.116 in the prior application,
which is now repeated.

[0 the claims as on file in the prior application.

(FWC [4-2]—page 5 of 13)
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V. Fee Calculation (37 C.F.R. 1.16)

NOTE: The filing fee for a continuation, continuation-in-part, or divisional application is based on the number
of claims remaining in the application after entry of any preliminary amendment and entry of any
amendments under 37 C.F.R. 1.116 unentered in the prior application which is requested to beé entered
in this FWC application. 37 C.F.R. 1.62.

CLAIMS FOR FEE CALCULATION

Number Filed Number Extra Rate Basic Fee
37 C.F.R. 1.16(a)
$750.00
Total Claims )
(37 CFR. 1.1I6(c) 20 — 20 = 0 X $ 22.00 0.00

Independent Claims

(37CFR. 116(b)) 5 — 3 = 2 X $ 78.00 “156.00
Multiple dependent claim(s), if any
(37 C.FR. Li6(d)) + $250.00

O The fee for extra claims is not being paid at this time.

Filing fee calculation $ 906.00

NOTE: If the fees for extra claims are not paid on filing they must be paid or the claims cancelled by amendment,
prior to the expiration of the time period set for response by the Patent and Trademark Office in any
notice of fee deficiency. 37 C.F.R. 1.16(d).

VI. Petition for Suspension of Prosecution for the Time Necessary to
File an Amendment

NOTE: Whereitis possible that the claims on file will give nise to a first action final for this continuation application
and for some reason an amendment cannot be filed promptly (e.g., experimental data is being gathered),
it may be desirable to file a petition for suspension of prosecution for the time necessary.

(check the next item, if applicable)

(0 There is provided herewith a Petition to Suspend Prosecution for the time
Necessary to File an Amendment (New Application Filed Concurrently).

Vil. Small Entity Statement

O A verified statement that this is a filing by a smail entity is attached.

WARNING: “Status as a small entity in one application or patent does not affect any other application or patent,
including applications or patents which are directly or indirectly dependent upon the application
or patent in which the status has been established. A nonprovisional application claiming benefit
under 35 U.S.C. 119(e), 120, 121 or 365(c) of a prior application may rely on a verified statement
filed in the prior application if the nonprovisional application includes a reference to a verified
statement in the prior application or includes a copy of the verified statement filed in the prior
application if status as a small entity is still proper and desired.” 37 C.F.R. § 1.28(a).

(FWC [4-2]—page 6 of 13)

Page 00216



‘ (complete the following, if applicab.

X Status as a small entity was claimed in‘prior application 08 /
023,398 filed on 2/26/93 , from which benefit is being claimed
for this application under: :

35 US.C. B 120,
o 121,
O 365(c),

and which status as a small entity is still proper and desired.

A copy of the verified statement in the prior application is included.

Reduced filing fee calculation (50% of above) $.433:00

NOTE: 37 CFR 1.28(a) states “Status as a small entity must be specifically established by a verified statement
filed in each application or patent in which the status is available and desired, except those applications
filed under § 1.60 or § 1.62 of this part where the status as a small entity has been established in a
parent application and is still proper.”

The last sentence of 37 CFR 1.28(a) states: “Applications filed under § 1.60 or § 1.62 of this part must
include a reference to a verified statement in a parent application if status as a small entity is still proper
and desired.”

Any excess of the full fee paid will be refunded if a verified statement and a refund request are filed
within 2 months of the date of timely payment of a full fee then the excess fee paid will be refunded
on request. 37 CFR 1.28(a). :

VIil. Fee Paymeht Being Made at This Time

Not attached

O No filing fee is submitted. (This and the surcharge required by 37 CFR 1.16(e)
can be paid subsequently.)

Attached _
filing fee ) $.453.00

(O recording assignment
($40.00; 37 CFR 1.21(h)).
For payment of fee see item XIV below. $

(0 petition fee for filing by other than all the
inventors or person not the inventor where
inventor refused to sign or cannot be reached

($130.00; 37 CFR 1.47 and 1.17(h)) $
(O processing and retention fee
($130.00; 37 CFR 1.53(d) and 1.21(}) $

NOTE: 37 CFR 1.21() establishes a fee for processing and retaining any application that is abandoned for failing
to complete the application pursuant to 37 CFR 1.53(d) and this, as well as the changes to 37 CFR
1.53 and 1.78, indicate that in order to obtain the benefit of a prior U.S. application, either the basic
filing fee must be timely paid or the processing and retention fee in § 1.21()) must be paid within 1
year from the notification under § 1.53(d).

Total fees enclosed $ 453.00

(FWC [4-2]—page 7 of 13)
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IX. Method of Payment of Fees -

K Attached is check in the amount of $ 453.00

(O Charge Account No. 4 in the
amount of $
[0 A duplicate of this request is attached.

NOTE: Fees should be itemized in such a manner that it is clear for which purpose the fees are paid. 37 CFR
1.22(b).

X. Authorization to Charge Additional Fees

WARNING: If no fee payment is made at this time, this item should not be completed.
WARNING: Accurately count claims, especially multiple dependent claims, to avoid unexpected high charges
if extra claim charges are authorized.
® The Commissioner is hereby authorized to charge the following additional fees
that may be required by this paper and dunng the entire pendency of this
application to Account No. __19-0737

B 37 CFR 1.16(a), (f) or (g) (filing fees)

& 37 CFR 1.16(b), (c) and (d) (presentation of extra claims)

NOTE: Because additional fees for excess or multiple dependent claims not paid on filing or on later presentation
must only be paid or these claims cancelled by amendment prior to the expiration of the time period
set for response by the PTO in any notice of fee deficiency (37 CFR 1.16(d)), it might be best not to
authorize the PTO to charge additional claim fees, except possibly when dealing with amendments after
final action.

O 37 CFR 1.16(e) (surcharge for filing the basic filing fee and/or declaration
on a date later than the filing date of the application)

[0 37 CFR 1.17 (application processing fees)

WARNING: While 37 CFR 1.17(a), (b), (c) and (d)} deal with extensions of time under § 1.136(a), this authorization
should be made only with the knowledge that: “Submission of the appropriate extension fee under
37 CFR 1.136(a) is to no avail unless a request or petition for extension is filed” (Emphasis added).

’ Notice of Novemnber 5, .1985 (1060 O.G. 27).

O 37 CFR 1.18 (issue fee at or before mailing of Notice of
Allowance, pursuant to 37 CFR 1.311(b))

NOTE: Where an authonization to charge the issue fee to a depaosit account has been filed before the mailing
of a Notice of Allowance, the issue fee will be automnatically charged to the deposit account at the Ume
of mailing the Notice of Allowance. 37 CFR 1.311(b).

37 CFR 1.28(b) states: (a) notification of change of status must be made even if the fee is paid as “other
than a small entity” and (b) no notification is required if the change is to another small entity. Notification
of any change of status resulting in loss of entitlement to small entity status must be filed in the
application prior to, or at the time of, paying the issue fee. 37 CFR 1.28().

Xl. instructions as to Overpayment

Credit Account No, __19-0737
O Refund

(FWC [4-2}—page 8 of 13)
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Xil. Prioritv—‘is’.c. 119(a)«{d) .

O Priority of Application No. /—_ filed on
in i (country) is claimed under 35 U.S.C. 119.
O The certified copy has been filed on in prior U.S. applica-
tion Serial No. 0 /. which prior application was filed on

O Certified copy will follow.

Xifl. Relate Back

WARNING: If an application claims the benefit of the filing date of an eartier filed application under 35 U.S.C.
120, 121 or 365(c), the 20-year term of that appiication will be based upon the filing date of the
earliest U.S. application that the application makes reference to under 35 U.S.C. 120, 121 or 365(c).
(35 U.S.C. 154(a)(2) does not take into account, for the determination of the patent term, any
application on which prionty is claimed under 35 U.S.C. 119, 365(a) or 365(b).) For a c=~p
application, applicant should review whether any claim in the patent that will issue is supported
by an earfier application and, if not, the applicant should consider canceling the reference to the
earfier filed application. The term of a patent is not based on a claim-by-claim approach. See Notice
of April 14, 1995, 60 Fed. Reg. 20,194, at 20,205.

NOTE: *“Any nonprovisional application claiming the benefit of one or more prior filed copending nonprovisional
applications or international applications designating the United States of America must contain or be
amended to contain in the first sentence of the specification following the title a reference to each such
prior application, identifying it by application number (consisting of the series code and senal number)
or international application number and interational filing date and indicating the relationship of the
‘applications. Cross-references to other related applications may be made when appropriate. (See
§ 1.14()).” 37 C.F.R. § 1.78(2).

(complete the following, if applicable)

& Amend the specification by inserting, before the first line, the sentence:
“This application claims the benefit of the following:

A. 35 U.S.C. 119(e)
NOTE: *“Any nonprovisional application claiming the benefit of one or more prior filed copending provisional
applications must contain or be amended to contain in the first sentence of the specification following
the title a reference to each such prior provisional application, identifying it as a provisional application,
and including the provisional application number (consisting of series code and serial number).” 37 C.F.R.
§ 1.78(a)(4).

WARNING: While this application under 37 C.F.R. § 1.62 cannot be a file wrapper continuation application
of a provisional application, the nonprovisional application giving rise to this FWC filing could claim

the benefit of a provisional application.

O U.S. Provisional Application(s) No(s).:
APPLICATION NO(S).: FILING DATE

/.
/

(FWC [4-2}—page 9 of 13)

Page 00219



¥

| ¢ N
' B. 35 U.S.C. 120, 121 and 365(c) '

NOTE: “Any nonprovisional application claiming the benefit of one or more prior filed copending nonprovisional
applications or intemational applications designating the United States of America must contain or be
amended to contain in the first sentence of the specification following the title a reference to each such
prior application, identifying it by application number (consisting of the series code and senial number)
or international application number and interational filing date and indicating the relationship of the
applications. Cross-references to other related applications may be made when appropriate. (See

- § 1.14()).” 37 C.F.R. § 1.78(2).

[ “This application is a

( & continuation
[0 divisional
L/ O continuation-in-part
of copending application(s) )-’?mol'ﬂw .
‘ (3 Serial Number 0 & 023,398 filed on _February 26, 1993 4"
— J [International Application _________ _____ filed on _ and

which designated the U.S.”

NOTE: The proper reference to a prior filed PCT application that entered the U.S. national phase is the U.S.
serial number and the filing date of the PCT application that designated the U.S.

X1V. Assignment

(@ The prior application is assigned of record to _Parsec ‘Sight/Sound, Inc.

O An assignment of the invention to

is attached. A separate [J “COVER SHEET FOR ASSIGNMENT (DOCUMENT)
ACCOMPANYING NEW PATENT APPLICATION” or [ FORM PTO 1595 is also
attached.

NOTE: “If an assignment is squitted with a new application, send two separate letters—one for the application
and one for the assignment.” Notice of May 4, 1990 (1114 O.G. 77-78).

XV. Power of Attorney
The power of attorney in the prior application is to
Ansel M. Schwartz 30,587
Attorney Reg. No.
a. @ The power appears in the original papers in the prior application.
b. [0 The power does not appear in the original papers, but was filed on
c. [0 A new power has been executed and is attached.
d. [ Address all future communications to:
(item d may only be completed by applicant, or attorney or agent of record.)
Ansel M. :Schwartz 30,587
a Reg. No.
425 N. Craig Street, Suite 301
—
Pittsburgh, PA 15213 412/621-9222
e —e Tel. No.

S~ ' (FWC [4-2]—page 10 of 13)
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XVLI. Maintenam...;'f Copendency of Prior Applicati.

(this item must be completed and the necessary papers filed in‘the prior application,
if the period set in the prior application has run.)

(X A petition, fee and response has been filed to extend the term inthe pending
prior application until __February 27, 1996 ‘
NOTE: The PTO finds it useful if a copy of the petition filed in the prior application extending the term for
response is filed with the papers constituting the filing of the continuation application. Notice of
November 5, 1985 (1060 O.G. 27).
3 A copy of the petition for extension of time in the prior application is
attached.

XVIl. Conditional Petitions for Extension of Time in Prior Application

(complete this item and file conditional petition in prior application,
if previous item is not applicable)

.0 A conditional petition for extension of time is being filed in the pending prior
application
NOTE: The PTO finds it useful if a copy of the petition filed in the prior application extending the term for
response is filed with the papers constituting the filing of the continuation application. Notice of
Novemnber 5, 1985 (1060 O.G. 27).
[0 Acopy of the conditional petition for extension of time in the prior application
is attached.

XViil. Abandonment of Prior Application

[0 Please abandon the prior application at a time while the prior application is
pending or when the petition for extension of time or to revive in that application
is granted and when this application is granted a filing date so as to make this
application copending with said prior application. At the same time, please add
the words “now abandoned” to the amendment to the specification set forth
in Xl above.

NOTE: According to the Notice of May 13, 1983 (103 TMOG 6-7), the filing of a continuation or continuation-in-
part application is a proper response with respect to a petition for extension of time or a petition to

revive and should include the express abandonment of the prior application conditioned upon the
granting of the petition and the granting of a filing date to the continuing application.

NOTE: “A registered attomey or agent acting under the provisions of § 1.34(a), or of record, may also expressly
abandon a prior application as of the filing date granted to a continuing application when filing such
a continuing application.” 37 CFR 1.138.
XiX. Information Disclosure Statement

[0 Submitted herewith is an Information Disclosure Statement.

(FWC [4-2}—page 11 of 13)
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XX. Assignee Cer\.ation .

WARNING: When an assignee files a continuation or divisional application (under 37 C.F.R. 1.53, 1.60 or 1.62),

reference may be made to a statement filed under 37 C.F.R. 3.73(b) in the parent application or
a copy of that statement may be filed. A newly executed statement under 37 C.F.R. 3.73(b) must
be filed when a continuation-in-part application is filed by an assignee. Notice of Apni 30, 1993,
1150 O.G. 62-64.

(complete the following, if the assignee is signing below)
Thisisa & continuation [J divisional application and the statement under
37 C.F.R. 3.73(b)
[X has been filed in the parent application.
(0 Acopy of the previously filed statement in the parent application is attached.
This is a continuation-in-part application and a “CERTIFICATE UNDER 37 C.F.R.
3.73(b)" is attached.

Ansel M. Schwartz

Date

Z/Z7/7é ‘ Signature

425 N. Craig Street

P.O. Address of Signatory
Suite 301

Pittsburgh, PA 15213

(if applicable )
Tel. No: (412 ) 621-9222

Reg. No.:

Inventor

Assignee of complete interest

Person authorized to sign on behalf of assignee
Attorney or agent of record

Filed under Rule 34(a)

gosooo

30,587

(complete the following, if applicable)

'(type name of assignee)

Address of assignee A

. Title of person authorized to-sign on behalf of

Assignee

(FWC [4-2}—page 12 of 13)
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Assignment recorded in PTO on

Reel Frame : 4
{0 Plus ADDED PAGE FOR INVENTOR'S DATA FOR FWC FILING

O] Plus ASSIGNMENT (DOCUMENT) COVER LETTER ACCOMPANY-
ING NEW PATENT APPLICATION

, SIGNATURE OF ATTORNEY —
Reg. No. 30,587 /_
- [a—

Ansel M. Schwartz
(type or print name of attorney)

Tel. No.: (412) 621-9222 ' 425 N. Craig Street
: Suite 301

P.O. Address
Pittsburgh, PA 15213

(FWC [4-2}—page 13 of 13)
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, | Certificate Uader 37 CFR 3.73(b) ‘ |

o
“"* Application No.: __08/023,398 Fileq: February 26, 1993

plicant: Arthur R. .Hair

A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

For:

Parsec 'Sight/Sound, Inc. ,a corporation
(Name of Assignes) (Type of Assignee, e.g.,

ity. g agency, e1c.)

certifies that it is the assignee of the entire right, title and interest in the patentapplication identified above
by virtue of either:

A. [X] An assignment from the inventor(s) of the patent application identified above. The assignment
was recorded in the Patent and Trademark Office at Reel _7656 |, Frame , or for
which a copy thereof is attached.

OR

B.[ ] A chain of title from the inventor(s); of the patent application identified above, to the current
assignee as shown below:

1. From: To: _
The document was recorded in the Patent and Trademark Office at

ey

Reel , Frame , or for which a copy thereof is attached.

2. From: To: w
The document was recorded in the Patent and Trademark Office at o
Reel _ , Frame » or for which a copy thereof is attached. =

J

3. From: To: 7_?_
The document was recorded in the Patent and Trademark Office at . —_—
Reel , Frame , or for which a copy thereof is attached. -

' '

[ ] Additional documents in the chain of title are listed on a supplemental sheet. -

[ ] Copies of assignments or other documents in the chain of title are attached. Py

The undersigned has reviewed all the documents in the chain of title of the patent application identified
above and, to the best of undersigned’s knowledge and belief, title is in the assignee identified above.

The undersigned (whose title is supplied below) is empowered to sign this certificate on behalf of the
assignee.

I'hereby declare that all statements made herein of my own knowledge are true, and that all statements
made on information and belief are believed to be true; and further, that these statements are made with
the knowledge that willful false statements, and the like so made, are punishable by fine or imprisonment,
or both, under Section, 1001, Title 18.of the United States Code, and that such willful false statements

-

may jeopardize the'validity of the abplication orfany patent issuing thereon. L

Date: &(QY(Q\Q - r‘%S

ol

['14dY 96

Name: Ansel M. Schwartz

| Ky

Title: - Attorney of Record

Signature: JW %/{—'

(Certificate Under 37 CFR 3.73(b)—PTO FORM [16-16.1])

HEIRENEN

bE

| 391440 .00
s{ainufis arfan
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| 4 o 08/ 607648
o /'IN THE UNITED STATES PATENT AND TRADEMAILK OFFICE 2
3 y g 3
Te Appliéhtion of: W

ARTHUR R. HAIR

. Serial No. 08/

Lt

Filed: A SYSTEM FOR TRANSMITTING d /
DESIRED DIGITAL VIDEO OR

Art Unit: 2313 AUDIO SIGNALS

Patent Examiner:

H. Nguyen

J
{
Pittsburgh, Penns‘ylvania 15213 %
February 27, 1996 | - \K
£

Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

PRELIMINARY AMENDMENT
Please enter the following amendments to the above-identified application.

IN THE CILAIMS:

Please cancel Claims 12-15, 47-50 and 70-75.
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REMARKS

This is a file wrapper continuation of U.S. patent application 08/023,398 filed
February 26, 1993, which is a continuation of U.S. patent application 07/586,391 filed
September 18, 1950, now U.S. Patent 5,191,573 issued March 2, 1993, which is a

continuation of U.S. patent application 07/206,497 filed June 13, 1988, abandoned.

Claims 1, 5-7, 11, 20-23, 26-28, 43, 46, 62, 64, 65 and 67-69 are currently

active.

In view of the foregoing amendments, it is respectfully requested that the
outstanding rejections and objections to this application be reconsidered and withdrawn, and
Claims 1, 5-7, 11, 20-23, 26-28, 43, 46, 62, 64, 65 aﬁd 67-69, now in this application be
allowed.

Respectfully submitted,

ARTHUR R. HAIR

Ansel M. Schwartz, Esquire
Reg. No. 30,587

425 N. Craig Street

Suite 301

Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant
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[BAR CODE LABEL

. SN

MMENG | us. paenT ApPLICATION

| o

<~ [sEmALNUMBER - - FILING DATE . | CLASS | GROUP ART UNIT-
' 08/607,648. . | 02/27/96 | 395 2413 -
= B B ;
g ARTHUR R. HAIR, UPPER ST. CLAIR, PA. .
:l‘ . p . . ., .
a
[ ; -
< :

" #*CONTINUING DATANX***kRARARKAARKRRKKAR
VERIFIED THIS APPLN IS A CON OF 08/023,398 02/26/93 . _ B
: WHICH IS A CON OF 07/586,391 09/18/90 PAT 5,191,573
WHICH IS A CON OF 07/206,497 06/13/88 ‘ .

**FOREIGN/PCT APPLICATIONS****kxk&kkktk%

VERIFIED
FOREIGN FILING LICENSE GRANTED 03/27/96 | #**%% SMALL ENTITY ****x
STATE OR SHEETS TOTAL INDEPENDENT FILING FEE ATTORNEY DOCKET NO.
COUNTRY DRAWING CLAIMS CLAIMS RECEIVED :
PA 2 20 . 5 $453.00 HAIR-1CONTII

ANSEL M SCHWARTZ

@  SUITE 301
g 425 N CRAIG STREET
2 PITTSBURGH PA 15213
SYSTEM- FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS
=
E -

This is to certify that annexed hereto is a true copy from the records of the United States
Patent and Tra emark Office of the application which is identified above.

By authority of the
COMMISSIONER OF PATENTS AND TRADEMARKS

Date Certifying Officer
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08607648

1/13/96
453.0

<

BEST AVAILABLE COP

Y

1556

PTO
(5/87)
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BEST AVAILABLE COPY . ‘

| ; Application or Docket Number -
PATENT APPLICATION FEE DETERMINATION RECORD 6 07& /
Effective October 1, 1995 / S”
CLAIMS AS FILED - PART | OTHER THAN
(Column 1) (Columin 2) ~ SMALLENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE FEE RATE FEE
BASIC FEE . 1 375.00 '750.00
TOTAL CLAIMS o 0 minus 20 = x$11= or | x$22=
INDEPENDENT CLAIMS . * P,
5 minus 3 = < x39= ) 8 oR | X78=
MULTIPLE DEPENDENT CLAIM PRESENT )
- +125= OR +250=
* 1t the difference in column 1 iS less than zero, enter “0” in column 2 5§ '
TOTAL L} OR TOTAL
CLAIMS AS AMENDED - PART I ' : . OTHER THAN
(Column 1) (Column 2) (Column 3) " SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
<L REMAINING NUMBER PRESENT ADDI- : ADDI-
| AFTER PREVIOUSLY EXTRA RATE | TIONAL RATE | TIONAL
E AMENDMENT % PAID FOR FEE : FEE
E * B LA * =
g ™ s | Minus 20 |- g x$11= oR | x§22=
g Independent{ * FI Minus N ] - G- x39= or | x78=
<L K
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM +125= oRr | +250=
TOTAL OR TOTAL
(Cotumn 1) (Column 2) (Columng) ~ ADDIT-FEE ADDIT. FEE
CLAIMS HIGHEST ’
(i1} REMAINING NUMBER PRESENT ADDI- ADDI-
= AFTER PREVIOUSLY | EXTRA RATE | TIONAL RATE | TIONAL
5 &4| AMENDMENT PAID FOR FEE FEE
g Total * ‘_-1' B Minus b . = x$11= OR X$22=
uz_j . ‘ P S sC
s Independent : Minus = x39= OR | x#8= .
< .
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM +125= OR | +250=
TOTAL OR TOTAL
(Column 1) (Column 2) (Column 3) ADDIT. FEE ADDIT. FEE
CLAIMS |58l  HIGHEST
(8] 'REMAINING NUMBER PRESENT v ADDI- ADDI-.
| AFTER PREVIOUSLY EXTRA RATE | TIONAL RATE | TIONAL
E AMENDMENT PAID FOR FEE FEE
g Total * . Minus b — x$11= OR | x$22=
=2
"é’ Independent| * Minus e = x39= OR| x78=
-4
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM +125= OR | +250=
Il the entry in column 1 is less than the entry in column 2, write “0" in column 3. TOTAL TOTAL
Il the “Highest Number Previously Paid For™ IN THIS SPACE is less than 20, enter "20." OR
“If the "Highest Number P:g\‘::ozsl; Paid For IN THIS SPACE is lees than 3, enter -3." ADDIT. FEE ADDIT. FEE
The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.
FORM PTO-875 ' . Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE

(Rev. 10/95;
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Attomey’s Docket No, [ AIR-1 CONT T1 PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of:  Arthur R. Hair #’/
Agplication No.: 08-/ 023,398 Group No.: 2313
i Filed; February 26, 1993 Examiner: H. Nguyen
: For:

A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Commissioner of Patents and Trademarks
Washington, D.C. 20231

PETITION AND FEE FOR EXTENSION OF TIME (37 CFR 1.136(a))

Vel
o
1. This is a petition for an extension of the time for a total period of lwo__%(rionf_ﬁs e
- to ¢ =7
: G oz @
respond to Office Action e N rm
(indicate matter being extended) N i’f ;’:ﬁ

NOTE: “Extensions of Time in Patent Cases (Supplement Amendments)—if a timely and complete‘;@)sporr)?e
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing and/or
entry of an additional amendment after expiration of the shortened statutory period.

“If a timely response has been filed after a Final Office Action, an extension of time is required to permit
filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment after expiration
of the shortened statutory period unless the timely-filed response placed the application in condition
for allowance. Of course, if a Notice of Appeal has been filed within the shortened statutory period,
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 34-35).

NOTE: . See 37 CFR 1.645 for extensions of time in interference proceedings and 37 CFR 1.550(c) for extensions
of time in reexamination proceedings.

2. A response in connection with the matter for which this extension is requested:
O s filed herewith. ‘
@ has been filed.

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8(a))

| hereby certify that this commespondence is, on the date shown below, being:

MAILING FACSIMILE
X deposited with the United States Postal O transmitted by facsimile fo the
Service with sufficient postage as first class . Patent and Trademark Office.

mail, in an envelope addressed to the
Commissioner of Patents and Trademarks,

ashington, D.C. 20231 o y/\/m ar )‘0 MJJ
ignattdre ﬂ

' S
Date: QMQ Tracey L. Milka

(type or print name of person certifying)
300 SC 03/11/94 08023398

3 9 190 00 ¢
(Petition and Fee for Extension of‘Tin%e" a7 CFR??JSG(a)"iﬂ-Z]—page 1 of 3)
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(compiete the following, if applicable)

NOTE: The PTO accepts the filing of a continuing application as a response under 37 CFR 1.136 and 1.137.
To facilitate processing in such a case, the petition for extension of time should specifically refer to
the filing of a continuing application and also include an express abandonment of the prior application
conditioned upon the granting of the petition and the granting of a filing date to the continuing
application. Notice of May 13, 1983, 1031 O.G. 11-12.

O The response is the filing of a continuation application having an express
abandonment conditioned on the granting of a filing date to the continuing

application.
3. Applicant is
K1 a small entity. A verified statement:
O is attached. ‘

@ was already filed.
O other than a small entity.
4. Calculation of extension fee (37 CFR 1.17(a}—(d)):

Extension Fee for other than Fee for

(months) small entity i small entity
O one month - $ 110.00 $ 55.00
& two months $ 370.00 $185.00
O three months $ 870.00 $435.00
O four months - $ 1,360.00 $680.00

Fee $ _190.00
If an additional extension of time is required, please consider this a petition therefor.

(check and complete the next item, i applicable)

O Anextensionfor__________ months has already been secured and the fee paid
therefor of $ is deducted from the total fee due for the
total months of extension now requested.

Extension fee due with this request $ 190.09

5. Extended period for response

Based on the extension requested in this petition (and that for which a previous petition
has been filed, if any), the extended period for response will expire on _2/27/96
(date)

(Petition and Fee for Extension of Time (37 CFR 1.136(a) [11-2}—page 2 of J)
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6. Fee Payment

NOTE: If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorization to charge is included, processing delays are
encountered in retuming the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge the deposit account for any fee deficiency should be
checked. See the Notice of Apnl 7, 1986; 1065 O.G. 31-33.

(X Attached is a check in the sum of $ __190.00

. Kl Charge Account _19-0737 for any additional extension and/or
fee required or credit for any excess fee paid.

O Charge fee to Account No. ' This is a request to charge for

any additional extension and/or fee required or credit for any excess fee paid.

A duplicate copy of this petition is attached.

SIGNATURE OF ATTORNEY

) Reg. No.: 30,587 .
Ansel M. Schwartz
) (type or print name of attomney)
Tel. No.: (412) 621-9222 425 N. Craig Street
P.O. Address
Suite 301

Pittsburgh, PA 15213

(Petition and Fee for Extension of Time (37 CFR 1.136(a) [11-2}—page 3 of 3)

Page 00232



. .
} . ;Y
o~ ” ’
~
s N .
i

UNITED STATES DEPAhTMEI\IT OF COMMERCE
Patent and Trademark Office

Address : COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

SERIAL NUMBER |  FILING DATE | FIRST NAMED APPLICANT ] ATTORNEY DOCKET NO.
BE/0EE,IFE QZ/26/93  HAIR A HATR-1CONTIT
NiZLYEN -EkleNER
I zami/@416 |

ANSEL M. SCHWARTZ .
425 N. CRAIG STREET. SUITE 321
FITTSBURGH. FA 15213

L : | N 2413 /7

ART UNIT | PAPER NUMBER

DATE MAILED: o
B4/16/36
NOTICE OF ABANDONMENT
This application is abandoned in view of:
. b8 /55~
‘Applicant’s failure to respond to the Office Ietter mailed

2. O Appilicant's letter of express abandonment which is in compliance with 37 C.F.R. 1.138.
3. O Applicant’s failure to timely file the response received within the period set

in the Office letter.

4. O Applicant’s failure to pay the required issue fee within the statutory period of 3 months from the
mailing date of of the Notice of Allowance.

O The Issue fee was received on

0O The issue fee has not been received in Allowed Files Branch as of

In accordance with 35 U.S.C. 151, and under the provisions of 37 C.F.R. 1.316(b), applicant(s) may
petition the Commissioner to accept the delayed payment of the issue fee if the delay in payment
was unavoidable. The petition must be accompanied by the issue fee, unless it has been previously

submitted, in the amount specified by 37 C.F.R. 1.17 (I), and a verified showing as to the causes of
the delay.

If applicant(s) never received the Notice of Allowance, a petition for a new Notice of Allowance and

withdrawal of the holding of abandonment may be appropriate in view of Delgar Inc. v. Schuyler,
172 U.S.P.Q. 513.

* 5. O Applicant’s failure to timely correct the drawings and/or submit new or substitute formal drawings by
as required in the last Office action.
D}l«The corrected and/or substitute drawings were received on

6.

The reason(s) below.

N)@’lcﬁw Y JMM 3 ’/"/”S” Fwe ®J607, syg

GROUP 2400

PTO-1432 (REV. 5-83)
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UNITED STATES DE\}PARTMENT OF COMMERCE
Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

SERIAL NUMBER ]’ FILING DATE | . FIRST NAMED APPLICANT I ATTORNEY DOCKET NO.
68]Lo7 (N8 2f2foC Hoxr Hair_ |CONT |
- 9 EXAMINER
ART UNIT l PAPER NUMBER
24 D o]

DATE MAILED:

EXAMINER INTERVIEW SUMMARY RECORD

All participants (applicant, applicant’s representative, PTO personnel):

a_Ie. A’Vl%&t QQﬂNU/M‘H/ (3) ALQK m{)uu&«\ CPTD\
(2)-MK Aclwe Uas— i (@ o

Date of interview dﬂ/ v

Type: [ Telephonic E@(copy is given to 9@: mpresematwe)

Exhibit shown or demonstration conducted: [J Yes L__I No. If yes, brief description:

Agreement [ was reached with respect'to some or all of the claims in question. 3 was not reached.

Claims discussed:

Identification of prior art discussed:

Description of the general nature of what was agreed to if an agreement was reached, or any other comments: QQM\‘/L\\L\t o

WreCn ot /\QCAXZQM:P 2 1o aused ap s LD c{iYAu a%
me)ApL 0 \/0\/\/ *Lb M B o Rt 9 ?mF—QA‘\C«\)}/ wy (!
bl'\ly?mé/é‘x O/\Qt}hwikwmj (,\m\Q/\_eQw\fm ()u{ir\(\/\sb\/ h ‘{'WO (\U-UJKA

(A fuller description, if necessary, and a copy of the amendments, if available, which the examiner agreed would render the claims allowable must be
attached. Also, where no copy of the amendments which would render the claims allowable is available, 8 summary thereof must be attached.)

Unless the paragraphs below have been checked to indicate to the contrary, A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION IS
D MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW (e.g., items 1—7 on the reverse side of this form). If a response tq the
ion has already been filed, then applicant is given one month from this interview date to provide a statement of the substance of the intervjew.

last Office

t is not necessary for applicant to provide a separate record of the substance of the interview.

O Since the examiner's interview summary above (including any attachments) reflects a complete response to each of the objections, rejections and
requirements that may be present in the last Office action, and since the claims are now a|lowable, this completed form is considered to fulfill the
response requirements of the last Office action.

KE{amine-'s Sign tt:;\ N
ORIGINAL FOR INSERTION IN RIGHT HAND. FLAP OF FILE WRAPPER

PTOL-413 (REV. 1-84)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

)
4 )
ARTHUR R. HAIR )
)
Serial No. 08/607,648 )
)
Filed: February 27, 1996 ) A SYSTEM FOR TRANSMITTING
) DESIRED DIGITAL VIDEO OR
Art Unit: 2413 ) AUDIO SIGNALS
)
Patent Examiner: ) _
H. Nguyen ) o =
}”Jﬁ "‘—74
Pittsburgh, Pennsylvania 15213?. ~
:6 -~
May 17, 1996 D=
> D
Assistant Commissioner for Patents - o <

Washington, D.C. 20231

Sir:
PRELIMINARY AMENDMENT
In response to the Office Action dated June 28, 1995, of the parent

application, please enter the following amendments to the above-identified application as

follows:

IN THE CLAIMS:

Co

2 e

e\

1. (Fourth Amended) A phethod for transferring desired digital video or

digital audio signals comprising the steps of:
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forming a connection through telecommunications lines bet én a first

memory of a first party at a first party location and a second memory gf a second party at a

second party location remote from the first party location, said firsy'memory having a first
party hard disk having a plurality of digital video or digital audio signals including coded
desired digital video or digital audio signals, and a sales rapdom access memory chip which

temporarily stores a replica of the coded desired digital ¥ideo or digital audio signals

via telecommunications lines to the

\ purchased by the second party for subsequent transfe
% second memory of the second party;

telephoning the first party copitrolling use of the first memory by the second

Clh
w - providing a credit

memory to the first party controlling the first memory so the second party is charged money;

number of the second party controlling the second

electronically goding the coded desired digital video or digital audio signals
1 e
into a configuration which would prevent unautilorized reproduction of the desired digital

video or digital audio sigrals;

storing a replica of the coded desired digital video or digital audio signals from

the hard disk into th¢ sales random access memory chip;
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emory chip for playback and, playing the

party hard disk to the playback random access

: - \
Cancel \(}mn/

y (Fourth Amended) A system for transferring digital video or digital audio

signals comprising:

a first party control unit having a first party hard disk having a plurality of
digital video or digital audio signals which include desired digital video or digital audio
signals, a sales random access memory chip electronically connected to the first party hard

disk for storing a replica of the desired digital video or digital audio signals of the first

party’s hard disk to be transferred from the first party control unit, and means for

CQ\ electronically selling the desired digital video or digital audio signals;

| a second party control unit having a second party control panel, a second
memory connected to the second party contfbl panel, and means for playing-the desired
digital video or digital audio signals connected to the second memory and the second party
control panel’, said means for playing operatively controlled by the second party control
panel, said second party control unit remote from the first party control unit, said second
party control unit placed by the second party at a location determined by the second party;

and

9
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telecommunications lines connected to the first party control unit and the
second party control unit through which the electronic sales of the desired digital video or
digital audio signals occur and through which the desired digital video or digital audio signals
@\f)? are electronically transferred from the [first party hard disk] sales random access memory
) c_hlp to the second memory while the second memory is in possession and control of the
second party and after the desired digital video or digital audio signals are sold to the second

parfy by the first party.

;
/

11. A system as described in Cla/imﬁ wherein the v'se\:cond party control unit *

includes a second party hard disk which s}cres the desired [a plurality of] digital video or
v - a ot R
digital audio signals, and a playback rag:idom access memory chip electronically connected to

the second paity hard disk for stopifig a replica of the desired digital video or digital audio

signals of the second party hagd disk as a temporary staging area for playback.

ol ,I’f (Fourth Amended) A system for transmitting desired digital video or
digital audio signals stored on a first memory of a first party to a second memory of a

second party comprising:

[first party controlling use and in possession of] a first memory in possession

and control of the first party;
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[second party controlling use and in possession of] a second memory in

ossession and control of the second party, [where in] said second memory is at a location

remote from said first memory;
telecommunications lines;

means or a mechanism for transferring money electronically via the
telecommunications lines from the second party controlling use and in possession of the

second memory to the first party controlling use and in possession of the first memory;

@{& ’ means or a mechanism for cennecting electronically via the

telecommunications lines the first memory with the second memory such that the desired
digital video br digital audio signals can pass therebetween, said connecting means or
mechanism in electrical communication with the transferring means or mechanism, said
connecting means or mechzinism comprises a first control unit[, the first party] in possession
and control of the first party [control unit], and a second control unit{, said second party] in
possession and control of the second party [control unit], said first control unit comprises .a
first control panel, first control integrated circuit and a sales random access memory, said
sales random access memory and said ﬁrs_t control panel in electrical communication with
said first control integrated circuit, said second corﬁrol unit comprising a second control
panel, a second control integrated circuit, an incoming random access memory and a

playback random access memory, said second control panel, said incoming random access
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memory and said playback random access memory in electrical communication with said

second control integrated circuit;

means or a mechanism for transmitting the desired digital video or digital

" audio signals from the first memory to the second memory, said means or mechanism for

transmitting comprising a transmitter connected to the first memory and the

telecommunications lines and a receiver connected to the second memory, the transmitter and

the telecommunications lines, said first party in control and possession of the transmitter,

said second party in control and possession of the receiver, said receiver remote from said

transmitter and said receiver at a location determined by the second party, said transmitting
v -

means or mechanism in electrical communication with said connecting means or mechanism;

and

VA

means or a mechanism for storing. tiie desired digital video or digital audio
signals from the first memory in the second memory, said storing means or mechanism in
electrical communication with said receiver of said transmitting means or. mechanism and

with said second memory.

/"‘Q

%\

A\

23. (Fourth Amended) A system for transvx{tting desired digital video or

digital audio signals stored on a first memory of a figst party at a first party location to a

second memory of a second party at a second party location comprising:
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[first party controlling use and in possession of] a first mem

in_possession

d_control of the first party;

[second party controlling use and in possession of})/a second memory in

h\ ossession and control of the second , wherein said second memory is at a location

remote from said first- memory;

telecommunications lines;

@\0

means or a mechanism for the/first party to charge a fee to the second party
and provide access to the desired digital video or digital audio signals at a location remote
from the second party location, said fi t'party controlling use of the first memory, said
second party controlling use and in possession of the second memory, said means or
mechanism for the first party to gharge a fee includes means or a mechanism for transferring
money electronically from the decond party via telecommunications lines to the first party at
a location remote from the gecond memory at the second party location;

means of a mechanism for connecting eléctronically via telecommunications
lines the first memofy with the second memory such that the desired digital video or digital
audio signals can pass therebetween, said connecting means or mechanism in electrical
ith the transferring means or mechanfsm, said connecting means or

communication

mechanism cgmprises a first control unit and a second control unit remote from said first
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control unit, said first party in possession and control of the first control unit, said sg€ond
party in pos'session and control of the second control unit, said first control unit Comprises a
first control panel, first control integrated circuit, a first hard disk in whichthe desired

digital video and digital audio signals are stored, and a sales random acgess memory

connected to the first memory for storing a replica of the desired djigital video or digital
audio signals to be transmitted from the first control unit, said sales random access memory,

‘5\ said first hard disk and said first control panel in electrical ommunication with said first
control integrated circuit, said first hard disk and said sAles random access memo

comprising the first memory, said second control upit comprising a second control panel, a

second control integrated circuit, an incoming raghdom access memory which stores the

% desired- d1 ital video or digital audm sig nals nsmitted from the sales random access

memory, and a playback random access # ernory connected to the incoming random access

memory for storing a replica of the

¢sired digital video sigAnals or digital audio signals to be .
played, said second control panel,/said incoming random access memory and said playback
random access memory in elecgfical communication with said second control integrated

circuit, said incoming randofm access memory and said playback random access memory
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(}p{\ means or a mechani

[second memory], the transmitter and the telecommunications lines, said first party in control

and possession of the transmitter, said second party in ¢dntrol and possession of the receiver,

said receiver remote from said transmitter, and said’receiver at the second party location
determined by the second party, said transmittifg means or mechanism in electrical

communication with said connecting means/or mechanism; and

for storing the desired digital video or digital audio

signals from the [first memory}/sales random access memory in the incoming random access

memory [second memory], Aaid storing means or mechanism in electrical communication

with said receiver of transmitting means or mechanism and with said sales random

access memory [second memory].

| —

o

I?Af{ (Thrice Amended) A system for tranéferring digital video signals

comprising:

[a first party controlling use and in possession of] a first party control unit in

possession and control of a first party;

[a second party controlling use and in possession of] a second party control

unit in possession and control of the second party, wherein said second party control unit is

at a location remote from said first party control unit;

-10-
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[a] said first party control unit having a first memorwmg a plurality of
H - " desired individual video selections as desired digital video signals/,"?) first party control unit
which includes a first party hard disk having the plurality of digital video signals which
include desired digital video signﬁs, and a sales random access memory chip electronically

connected to the first party hard disk for storing a replica of the desired digital video signals

of the first party’s hard disk to be transferred from the first party control unit, and means or

a mechanism for the first party to charge a fee to the second party for access to the desired
digital video signals of the first party;s hard disk at a location remote from the second party
' location;
U
W ) a second party control unit having a second party control panel, a receiver and
a video display for playing the desired digital video signals received by the receiver, said
second party control panel connected to the video display and the receiver, said receiver and
video display operatively controlled by the second party control panel, said second party
control ﬁnit remote from the first party control uﬂit, said second party control unit placed by
the second party at a second party location determined by the second party which is remote
from said first party control unit, said second party choosing the desired digital video signals
from the first party’s hard disk with said second party control panel, said second party
control unit includes a second memory which is connected to the receiver and the video
display, said second memory storing the desired digital video signals that are received by the
receiver to provide the video display with the desired digital video signals from the sales
random access memory chip [of the first party’s hard disk]; and

»

-11-
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telecommunications lines connected to the first party control unit and the

" second party control unit through which the desired digital video signals are electronically

. transferred from-the [first memory] sales random access memory chip to the receiver while

the second party control unit is in possession and control of the second party after the desired

digital video signals are sold to the second party by the first party.

e

3&’,62’. (Thrice Amended)- A system for transferring digital audio signals

comprising:

[a first party controlling use and in possession of] a first party control unit in
possession and control of a first party, and [a second party controlling use and in possession
of] a second party control unit in possession and control of a second party, wherein said
second party control unit is ﬁt a second party location remote from the first party control

uniﬁ, said first party control unit for controlling and transferring digital audio signals, said

first party control unit having a first party hard disk having a plurality of digital audio signals
which include a plurality of desired individual songs és desired digital audio signals, said

first party control unit having & sales random access memory chip electronically connected to
the first party hard disk for storing a replica of thcid_esired digital audio signals of the first
party’s hard disk to be transferred from fhe first _Qartyl control unit, means or mechanism for
transmitting the desired digital audio signals [of the first party’s har& disk to the second party
control unit] from the sales random access memory chip; said meﬁns or mechanism for

transferring connected to the sales random access memory chip, and said first party control

-12-
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unit having means or a mechanism for the first party to charge a fee to the second party to

provide the second party access to the desired digital audio signals of the first party’s hard

disk, said means or mechanism for the first party to charge a fee o the second party remote

from the second party location;

said second party control unit having a second party control panel, a second

memory for storing the desired digital audio signals from the sales random access memory

chip, a receiver connected to the second party control panel and speakers connected to the
receiver for playing the desired digital audio signals in the second memory [pf the first
party’s hard disk], said second party control panel connected to the receiver, said receiver
and speakers operatively controlled by the secohd party control panel, said second party
control unit placed by the seco-nd party a-t a second party location determined by the second
party which is remote from said first party control unit, said second paﬁy choosing the
desired digital audio signals from the first party’s hard disk with said second party control
panel, said [second party control unit includes a] second memory [which is] connected to the

receiver and the speakers, said second memory storing the desired digital audio signals [of

the first party’s hard disk] that are received by the receiver; and

telecommunications lines connected to the first party control unit and the

second party control unit through which the desired digital audio signals in the sales random
access memory [of the first party’s hard disk] are electronically transferred by the means or

mechanism for transferring to the receiver while the second party is in possession and control

-13-
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of the second party control unit and after the desired digital audio signals of the first party’s

hard disk are sold to the second party by the first party with the means or mechanism for the

first party to charge a fee.

95,69’ (Twice Amended) A system for transferring digital video or digital audio

signals comprising:.

a first party control unit having a first party harci disk having a plurality of
digital video or digital audio signal_s which include desired digital video or digital audio
signals, a sales random access memory chip electronically connected to the first party hard
disk for storing a replica of the desired digital video or digital audio signals of the first

party’s hard disk to be transferred from the first party control unit, and a mechanism for

electronically selling the desired digital video or digital audio signals of the first party’s hard

disk;

a second party control unit having a second party control panel, a second
memory connected to the second party control panel, and a mechanism for playing the
desired digital video of digital audio signals connected to the second memory and the second
party control panel, said playing mechanism operatively controlled by the second party
control panel, said second party control unit remote from the first party control unit, said
second party control unit placed by the second party at a location determined by the second

party; and

-14-
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telecommunications lines connected to the first party control ‘unit and the
second party control unit through which the electronic sales of the desired digital video or
digital audio signals occur of the first party’s hard disk, and over which the desired digital
video or digital audio signals of the first party’s hard disk are electronically transferred from
the [first party’s hard disk] sales random éccess memory chip to the second memory while

the second party is in possession and control of the second memory and after the desired

digital video or digital audio signals are sold to the second party by the first party.

Please add the following claims.

. : 5
b}( A system as described in Claim 1A wherein the first party control unit .

e
includes a first party control integrated circuit which controls and executes commands of the

first party and is connected to the ﬁrs@ parfy hérd d‘is‘k, th/e first party sales random access
memory, and the second party control panel through the telecommunications linesy; and a.
first. party control panel through which the first party control integrated cir'cuit is g
programmec} and is sent commands and which is qonnected to the ﬁrst party control.
integrated circuit. |

7}7’ A system as described in Claim J(g/ wherein the second party control unit
includes a second party control integrated circuit which controls and executes commands of

the second party and is connected to the second party hard disk, the playback random access

memory, and the first party control integrated circuit through the telecommunications lines,

-15-
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said second party control integrated circuit and said first party control integrated circuit
regulate the transfer of the desired digital video or audio signals; and a second party control
panel through which the second party control integrated circuit is programmed and is sent
commands and which is connected to the second party integrated circuit.

W Q0 /

Q\ 78. A system as described in Claim 77 wherein the seE:/oﬁd party control unit
includes an incoming random access memory chip connected to t/m/:';écond party hard disk
and the second party control integrated circuit, and the first party control unit through the
telecommunications lines for temporarily storing fthe desired digital video or audio signals
received from the first party’s control unit for subsequeé storage to the second party hard

Odisk.
@M& ~>
79. A system as described iy Claim 78 wherein the second party control unit

Ly . . .
includes a video display unit connected $0 the playback ranciom access memory chip and to

the second party integrated circuit for’ displaying the desired digital video or audio signals.
> ' > :

29 A system as described in Claim 48 wherein the first party control unit

includes a first party control integrated circuit which controls and executes commands of the

first party and is connected to the first party hard disk, the first party sales random access

memory, and the second party control integrated circuit through the'telecommunications

lines, said first party control integrated circuit and said second party control integrated circuit

regulate the transfer of the desired digital video signals; and a first party control panel

-16-
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through which the first party control integrated circuit is programmed and is sent commands
and which is connected to the first party control integrated circuit.

2> o7

}( A sysiem as described in Claim /30' wherein the second party control unit
includes a second party control integrated circuit which controls and executes commands of
the second party and is connected to the second party hard disk, the playback random access
memory, and the first party control integrated circuit through the telecommunications lines,
said second party cbn&ol integrated circuit and said first party control integrated circuit
regulate the transfer of the desired digital video signals; and a second party control panel
through which the second -party control integrated circuit is programmed and is sent
commands and which is connected to the second party integrated ciréuit.

@4 oM ' gD

877 A system as described in Claim 81 wherein the second party control unit
includes an incoming random access memory chip connected to the second party hard drive
and the second party control integrated circu’gt, and the first party control unit through the
telecommunications lines for temporarily- storing the desired digital video signals received
from the first party’s control unit for subsequent §torége to the second party hard disk.

5 , 24 : .

83" A system as described in Claim 82 wherein the second party control unit
includes a video display unit connected to the playback random access memory chip and to

-the second party integrated circuit for displaying the desired digital video sighals.
-17-
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}4.’ A system as described in Claim 69 wherein the telecommunications lines
include telephone lines.

s 2t

88, A system as described in Claim 84 wherein the second party control unit
includes a second party hard disk which stores a plurality of digital video or audio signals,
and a playback random access memory chip electronically connected to the second party hard
disk for storing a replica of the desired digital video or audio signals as a temporary staging
area for playback.

! : 10

867 A system as (/i_escribed in Claim .85  wherein the first party control unit
includes a first party éontrol-integrated circuit which controls and executes commands of the
first party and is connected to the first party hard disk, the first party sales random access
memory, and the second party control .integrated circuit through the telecommunications
lines, said first party controi integréted circuit and said second party control integrated circuit
regulate the .transfer of the desired digital video or audio signals; and a first party control
panel through which the first party control integrated circuit is programmed and is sent
commands and which is connected to the first party control integrated circuit.

32 3l

B7. A system as described in Claim 86 wherein the second party control unit
includes a second party control integrated circuit which controls and executes commands of
the second party and is connected to the second party hard disk, the playback random access

memory, and the first party control integrated circuit through the telecommunications lines,

-18-
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said second party control integrated circuit and said first party control integrated Acircuit

regulate the transfer of the desired digital video or audio signals; and a second party control

panel through which the second party control integrated circuit is programmed and is sent

commands and which is connected to the second party integrated circuit.

3~
$8. A system as described in Claim 87”wherein the second party control unit

includes an incoming random access memory chip connected to the second party hard drive

\ and the secbnd party control integrated circuit, and the first party control unit through the

@ telecommunications lines for temporarily storing the desired digital video or audio signals

@ng received from the first party’s control unit for subsequent storage to the second party hard
disk.
34 : 3>
89. A system as described in Claim 88 wherein the second party control unit
includes a video dispiay unit connected to the playback random access memory chip and to

the second party integrated circuit for displaying the desired digital video or audio signals.

-19-
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REMARKS

Claims 1, 5, 6, 9, 11, 20-23, 26-28, 43, 46, 64, 65, 67-69 and 76-89 are

currently active.
Claims 76-89 have been added.

The applicant wishes to thank the Examiner for meeting with the applicant and
discussing the rejections under 35 U.S.C. §112 to assist applicant in overcoming this

rejection.

The Examiner has rejected Claims 1, 5-7, 9, 11-15, 20-23, 26-28, 43, 46-50,
64-65, 67-75 under 35 U.S.C. §112., second paragraph. Applicant has amended the claims
in accordance with the Examiner’s comments to obviate this rejection. Claims 12-15 are
newly added Claims 76-79; Claims 47-50 are now Claims 80-83; and Claims 70-75 are now
Claims 84-89. Claims 12-15, 47-50 and 70-75 were cancelled in the earlier preliminary

amendment.

In regard to Claim 1, the Examiner has determined that "the desired digital
video or audio signals purchased by the second party" does not have antecedent basis.
Applicant has amended Claim 1 to identify the "desired digital video or digital audio signals”

as the -- coded desired digital video or digital audio signals -- . The Examiner has also

-20-
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identified in regard to lines 8-9 that the sales RAM chip is for storing "the desired digital
video or audio signals"” while lines 18-19 recite that the sales RAM chip stores "the coded
desired digital video or digital audio signals". Consequently, these two recitations are not
correlated. With the amendments to Claim 1, the sales RAM chip stores "the coded desired
digital video or audio signals" in a consistent manner. Additionally, the Examiner questions
line 15 where the recitation "the desired digital video or digital audio signals" are identified -
but are not clear if they refer back to the signals recited on line 7 or lines 8-9. With the
amendment of Claim 1, 1t is clear that "the coded desired digital video or digital audio
signals" are now meant to refer back to. the "coded desired digital video or digital audio
signals”.

In regard to Claim 6, the Examiner questions "the desired . . . signals" of
lines 2-3. Claim 6 has been amended to refer to "the coded desired . . . signals”. Also, the
Examiner questions in lines 3-4 that the second hard disk stores the desired s.ignals from the
first party hard disk but in lines 8-9 the second hard disk receives the desired . . . signals
transferred from the incoming RAM.chip. Claim 6 has been amended to be consistent and
recite that the second hard disk reéeives or stores the desired digital video or digital audio
signals from the incoming RAM chip. On line 9, the Examiner questions which
"desired . . . signals” are meant. Line 9 has been amended to refer to the -- coded -- desired

. . signals. On lines 10-13, the Examiner questions what is meant by the "commanding the
second party . . .". Applicant has amended the step of "commanding . . ." to refer instead

to -- causing -- to more clearly define applicant’s claimed invention.

21-

Page 00255



o4
e
)

The Examiner questions what lines 2-3 of Claim 7 mean. Claim 7 has been

cancelled.
The Examiner questions in regard to Claim 9, at lines 5-7, that the function of
the replica of the desired . . . signals to be stored in the sales RAM is not clear and is not

functionality associated and participated within the claimed system. Applicant has amended
Claim 9 to identify that the sales random access memory chip is electronically connected to
the first party hard ,ld‘isk and is for the purpose of storing a replica of the desired digital video
or digital audio signals of the first party’s hard disk to be transferred from the first party
control unit. Furthermore, at line 19, the "first party hard disk" has been replaced by

-- sales random access memory chip -- to more clearly define applicant’s claimed invention
and the function of the sales random access memory chip in the claimed invention. In this
way, it is now clear that the plurality of digital audio or video signals are stored in the first
party hard disk, but those desired video or audio sigials which are to be transferred from the
first party control unit are replicated from the first party hard disk and then stored in the
sales random access memory chip so they can be Aelectro;‘zically transferred from the sales

random access memory chip.
In regard to Claim 11, the Examiner questions what is meant by the "plurality
of . . . signals" on lines 2-3. Applicant has amended Claim 11 to refer instead to "the

desired . . . signals” instead of "a plurality of . . . signals ". The Examiner also questions

22-
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on line 4 -- what the "replica of the desired . . . signals " means. Furthermore, the
structural relationship between the second party hard disk and the playback random access
memory does not support the functional language” for storing a replica . . . signals"”.
Applicant has amended Claim 11 to refer to the "replica . . . signals” to be of the second
party hard disk and not the replica of desired signals from the sales random access memory
chip. Thus, it is clear that the desired . . . signals are replicated first from the first party

" hard disk in the sales random access memory chip in preparation for transfer. Upon
transf&’, they are received bj( the second party control unit and stored in the second party
hard disk wh;;q,;they can be accumulated with other desired digital . . . signals to, for
instance, create‘ a library. When it is desired tﬁat' the desired . . . signals are to be played,
the desired . . . signals of the second party hard disk are replicated in the playback random

access memory chip so they are ready for playback.

\
1

In regard to Claim 12 which is now Claim 76, the Examiner identifies that
“the second party control integrated circuit" does not have clear antecedent basis. Applicant
has amended Claim 12 as Claim 76 to havé the limitation of a -- second party control panel
-- instead of a "second party control integrated circuit". The second party control panel finds
antecedent basis in Claim 9 from which Claim 76 depends. Additionally, the Examiner
questionsvon lines 6-7 that the structural relatiohship as recited does not support the
functional language "said first party control integrated circuit and said second party control
integrated circuit regulating the transfer of the desired . . . signals". Applicant has amended

Claim 12 as Claim 76 and has deleted this limitation.

23-
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The Examiner has identified in Claim 14, line 2 -- rate that "the second party
hard drive“ does not have antecedent basis. Applicant has amended Claim 14 as Claim 78 to

refer to "the second party hard disk“ which does have antecedent basis.

In regard to Claim 17, the Examiner questions in lines 4-5 how the first party
and the second party can be claimed since they are not part of a transmitting system.
Appiicant has améndé& Claim 14 to affirmatively claim a first memory -- in possession and
coatrol of the first party -- and to affirmatively claim a second memory -- in position in
control of the second party -- . The first party and the sécond party are not claimed as part
of the iransmitting system in Claim 17, as amended. The Examiner also questions in lines
17-18 what the "first party in possession and control of the first control unit, and . . . unit "
means. Applicant has amended Claim 17 at lines 17-18 to be clear that it is the first control
unit which is in possession and control of the first party, and a second control unit which is.

in position and control of the second party.

The Examiner also. questions Claims 23, 43, 62, 69 because of substantially
similar problems that have been mentioned by the examiner already. In regard to Claim 23,
it has been amended similarly to Claim 17. In regard to Claim 43, it has been émended
similarly to Claim 17. In regard to Claim 62, it has been amended similarly to Claim 17.

In regard to Claim 69, it has been amended similarly to Claim 9.
24-
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Accordingly, applicant has attempted to amend the claims consistent with
applicant’s understanding of the Examiner’s comments in the Ofﬁce Action and from the
Examiner’s interview with the applicant. If applicant has misunderstood the Examiner’s
comments in some way; applicant is most receptive to the Examiner pointing out or calling
applicant’s attorney and informing applicant where applicant has erred, and applicant will be

glad to correct applicant’s mistake.

In view of the foregoing amendments and remarks, it is respectfully requested
that the outstanding rejections_and objections to this application be reconsidered and
withdrawn, and Claims 1, 5, 6, 9, 11, 20-23, 26-28, 43, 46, 64, 65, 67-69 and 76-89, now

in this application be allowed.

Respectfully submitted,

ARTHUR R. HAIR

el (el

Ansel M. Schwartz, Esquite
Reg. No. 30,587

425 N. Craig Street

Suite 301

Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant

-25-
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Attorney’'s Docket No.

Serial No.:
Filed:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re application of: Arthur R. Hair
0 8/607,648

| Ja-%133
HAIR-1 CONT IIA

PATENT

Group No.:
February 27, 1996
For:

2413
Examiner:

H. Nguyen
A SYSTEM FOR TRANSMITTING DESIRED DIGITAL
VIDEO OR AUDIO SIGNALS

Assistant Commissioner for Patents

Washington, D.C. 20231

7=
[X=]
[o2)
o =
-5 =
g =
—tO
AMENDMENT TRANSMITTAL ™ %=
e
e T
1. Transmitted herewith is an amendment for this application.
STATUS
2.

Applicant is

{0 is attached.

X was already filed.

g a small entity. A verified statement:

{1 other than a small entity.

CERTIFICATE OF MAILING/T RANSMISSION (37 CFR 1.8a)

| hereby certify that this correspondence is, on the date s

MAILING

- deposited with the United States Postal
Service with sufficient postage as first class
mail in an envelope addressed to the
Assistant Commissioner for Patents,
Washington, D.C. 20231.

Date: ———————

hown below, being:

FACSIMILE
O} transmitted by facsimile to the
patent and Trademark Office.

Signature

230 EK 05/24/96 08607448
(type or pfint‘hame of pefson)éertifying)

(Amendment Transmittal [9-19}—page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Supplement Amendments) — If a timely and complete response
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing and/or
entry of an additional amendment after expiration of the shortened statutory period.

If a timely response has been filed after a Final Office Action, an extension of time is required to permit
filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment after expiration
of the shortened statutory period unless the timely-filed response placed the application in condition
for allowance. Of course, if a Notice of Appeal has been filed within the shortened statutory period,
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 34-35).

NOTE: See 37 CFR 1.645 for extensions of time in interference proceedings, and 37 CFR 1.550(c) for extensions
of time in reexamination proceedings.
3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply.

(complete (a) or (b), as applicable)

(@ O Applicant petitions for an extension of time under 37 CFR 1.136
(fees: 37 CFR 1.17(a)-(d) for the total number of months checked below:

- Extension Fee. for other than Fee for
(months) small entity small entity
O one month $ 11000 - $ 55.00
[J two months $ 380.00 $190.00
O three months : $ 900.00 $450.00
O four: months $1,400.00 $700.00
Fee $

If an additionai extension of time is required, please consider this a petitiontherefor.
(check and complete the next item, if applicable) -

O An extension for months has already been secured and the
fee paid thereforof & is deducted from the total fee due for the total
months of extension now requested.

Extension fee due with this request $

OR

(b) @ Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overiooked the need for a petition for extension of time.

(Amendment Transmittal [9-19}—page 2 of 4}
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FEE FOR CLAIMS

4. The fee for claims (37 CFR 1.16(b)-(d)) has been calculated as shown below:

OTHER THAN A
(Col. 1) (Col. 2) (Col. 3) SMALL ENTITY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY PRESENT ADDIT. ADDIT.
AMENDMENT . PAID FOR EXTRA RATE FEE OR RATE FEE
TOTAL ° 32 MINUS 20 = 12 x11= $ 132.00 x22= $
INDEP. * MINUS ™ = x39= § x78= $
7 ' 7 0 0.00
0O FIRST PVRE_SENTA‘HON OF MULTIPLE DEP. CLAIMM +125= § +250= $
TOTAL OR TOTAL
ADDIT. FEE $ 132.00 ADOIT..
FEE $

* If the entry in Col. 1 is less than entry in Col. 2, write *0” in Col. 3.

H

if the “Highest No. Previously Paid for” IN THIS SPACE is less than 20, enter “20”.

= |f the “Highest No. Previously Paid For” IN THIS SPACE is less than 3, enter “3".
The “Highest No. Previously Paid For” (Total or indep.) is the highest number found in the appropriate

box in Col. 1 of a prior amendment or the number of claims originally filed.

WARNING: “After final rejection or action (§ 1.113) amendments may be made cancelling claims or complying
with any (equirement of form which has been made.” 37 CFR § 1.116(a) (emphasis added).

(complete (c) or (d), as applicable)
© 0O No additional fee for claims is required.
OR
(d) ® Total additional fee for claims required $ 132.00.
FEE PAYMENT

5. [ Attached is a check in the sum of $ 132.00
O Charge Account No. the sum
of $
A duplicate of this transmittal is attached.

-

(Amendment Transmittal [9-18}—page 3 of 4)

Page 00262



Iy

FEE DEFICIENCY

NOTE: If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorization to charge is included, processing defays are
encountered in retuming the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge the deposit account for any fee deficiency should be
checked. See the Notice of Apni 7, 1986, (1065 O.G. 31-33). ’

6. If any additional extension and/or fee is required, charge Account No.
19-0737

‘ AND/OR

X If any additional fee for claims is required, charge
Account No. 19-0737

7/

SIGNATURE OF ATTORNEY

Reg. No.. 30,587 Ansel M. Schwartz
(type or print name of attorney)
425 N. Craig Street

Tel. No.: ( 412 ) 621-9222 Suite 301
’ P.O. Address

Pittsburgh, PA 15213

(Amendment Transmittal [9-19}—page 4 of 4)
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. [SERALNUMBER | _FILNGDATE |

‘88/607,648  ©2/27/96

ANSEL M SCHWARTZ
SUITE 301

425 N CRAIG STREET
PITTSBURGH PA 15213

This is a communication from the examiner in charge of your application.
COMMISSIONER OF PATENTS AND TRADEMARKS

This application has been exami IB/ icationfled on EZ Zﬁé Dmlsactxonlsmadennal.. C

A shortened statutory period for response to this action is set to expire rnonth(s). days from the date of thls Ieﬂef
-Fallure to respond within the period for response will cause the app %L bandoned. 35 U.S.C. 133

Partl THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

. [ Notice of Referances Cited by Examiner, PTO-892. 2. [] Notice of Draftsman's Patent Drawing Review, PTO-948. '
3. [ Notice of Art Cited by Applicant, PTO-1448. 4. [ Notice of informal Patent Application, PTO-152. ;
5. [ intormation on How to Effect Drawing Changes, PTO-1474. 6. :

Partll  SUMMARY OF ACTION 64-LS,61= 69,7687

1@4:“ 1, £ (. Q:\h\"’bo 23, 26 -28 U3, 46, &2,V are pending in the appiication.

f

Of the above, claims T ()3 a‘:egwm_zldrawn tr;}qo_nslderaﬂon.
) . N © O
zB{mms CQ_..U,‘)-X/ ’0,1—94(».(?-!? 9~L( 25, Qq L(;ZUU—Vg have been cancelled.

s &G 11, 023, 69,04 62,68, £9, 4 &9 aro atlowed
4|Q/lms' S L0009, ,'LS b 28 93, L_’ \ffo 20-K%— are rejocted.
5. ciaims are objected to.
6. clams ) are subject to restriction o election requirement.

7. D This application has been filed with informal drawings under 37 C.F.R. 1.85 which are acceptable for examination purposes.

8. D Formal drawings are required in response to this Office action.

9. D The corrected or substitute drawings have been ived on . Under 37 C.F.R. 1.84 these drawings
are [Jacceptable; {0 not acceptable (see explanation or Notice of Draf 's Patent Drawing Review, PTO-948).
10. D The proposed additional or substitute sheet(s) of drawings, filed on . has (have) been [Japproved by the

examiner; [Jdisapproved by the examiner (see explanation).

1. D The proposed drawing correction, filed has been [approved; [ disapproved (see explanation).

12 D Acknowledgement is made of the claim for priority under 35 U.S.C. 119. The certified copy has [ been received D.not been received
[ been filed in parent application, serial no. ; tiled on

13. D Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in
accordance with the practice under Ex parte Quayle, 1935 C.0. 11; 453 O.G. 213.

14. D Other

e L ¢ A e N
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Serial No. 08/607648
Art Unit 2413

)

The preliminary amendment filed on 5/21/96 has been entered
into the record. In this amendment it is noticed that claim 11 is
made to be dependent on claim 9, however, claimnll as shown of
record was made dependent on claim 63. It is confusing as to if

applicant has made a mistake or has meant to amend claim 11 so that

‘the claim is dependent on claim 9. If applicant means to make

claim 11 no longer dependent on claim 63 but dependent on claim 9,
proper use of.underlines and brackets for insertions and deletions
must be used. A clarification of this matter is required.

Claims 17, 20-22, 65; 9, 64? 62, 68; 69, 84-89; are allowable

over the prior art of record.

Claims 1, 5-6, 11, 76-79, 23, 26-28, 43, 67, 46, 80-83 are

L
rejected under 35 U.S.C. § 112, second paragraph, as being

indefinite for failing to particularly point out and dis@inctly

claim the subject matter which applicant regards as the inventiohss

Claim 1:

In the paragraph starting with “électronicallyipoding the

coded ....", it appears that "coding the coded desifed digital
video..." is misdescriptive. It seems that the coding is performed
on the "desired digital video..." not on the "coded desired...".

Therefore, it is suggested that "coded" should be deleted out of
the phrase, and after "audio signals", --, to form said coded

desired digital video or digital audio signals-- should be
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Serial No. 08/607648
Art Unit 2413

Jwo

inserted.

In the paragraph starting with "transferring the stored
replica...", "the first memory" should be --sales random access
memory-- to conform with what was relatively set forth in the step
of forming... recited previously in the claim.

Claim 6 is dependent on claim 5 which is in turn dependent on
claim 1, however, claim 6 when read together with claim 1 is not
conformable relatively to the limitation of claim 1.

Claim 11 is confusing in its dependency as mentioned above.

If it is meant to be dependent on claim 9, line 1, "party control

unit" appears to be --memory--. Line 3, after "audio signals", --
transferred from the sales random access memory--. Line 5, after
"signals", "of" should be‘changed to --from--.

Claim 23, in the paragraph starting with "means or a mechanism
for cbnnecting electronically via....", lines 6-7, the phrase "said
first party in possession and control of the first control unit"
and "said second party in possession and control of the second
unit" do not make sense. Lines 13-14, "said first hard disk and
said sales random access memory comprising the first memory" does
not make sense since the memory is an integral part of the RAM and
the hard disk not that the hard disk and the RAM are integral parts
of the memory. Lines 21-22 contain similar issue to that of lines
13-14. Note claim 27 for references on which elements are
considered to the integral parts.

Claim 28, "said second party in possession and control of the
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Serial No. 08/607648
Art Unit 2413

[

second party" makes no sense.

Claim 43, line 9, "a first party control unit which includes"
should be --said first part control unit which includes--.

Claim 76, line 4, ",;" is incorrectly ﬁsed together.

Claim 78, "the an incoming random access memory chip"should be
made clear as to if it is part of or separate from the memory in
claim 9.

Claim 79, line 2, it should be made clear as to if the video
display unit is part of or separate from the means for displaying
recited previously.

Claims which have not been mentioned are rejected because they
are dependent on the rejected base claims.

Applicant should ;eview carefully each claim of record for any
non-conformation matters between related claims to avoid 112 second
Aparagraph. problems. Also, when referring to the video/audio
signals it should be formulated in clear langﬁage to define the
source of originatioﬁ so that one would be able to clearly
understand from which elements of the system the signals are from
to avoid misunderstanding.

Claims 1, 5-6, 11, 76-79, 23, 26-28, 43, 67, 46, 80-89 would
be allowable if rewritten or amended to overcome the rejection
under 35 U.S.C. § 112.

Any inquiry concerning this communication or earlier

communications from the examiner should be directed to Hoa Nguyen,
whose telephone number is (703) 305-9687. The examiner can

normally be reached on Monday through Friday, from 9.30 A.M to 6.00
P.M..

If attempts to reach the examiner by telephone are
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Serial No. 08/607648
Art Unit 2413

o

unsuccessful, the examiner’s supervisor, Robert Beausoliel, can be
reached on (703) 305-9713. The fax phone number for this Group is
(703) 305-9724.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionigt whose
telephone number is (703) 305-3800. -

~ HOA'T. NGUYEN
PRIMARY EXAMINER
GROUP 2400
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE /_%/

pplication of; ) MOJ
) /
. ARTHUR R. HAIR ) _ 1043
) 2
N e
Serial No. 08/607,648 ) 3 e
) S
g
Filed: February 27, 1996 ) A SYSTEM FOR TRANSMEI'FING
) DESIRED DIGITAL VIDEOEOR
Art Unit: 2413 ) AUDIO SIGNALS &
) =N
Patent Examiner: ) g &
) e
H. Nguyen )
Pittsburgh, Pennsylvania 15213
; December 6, 1996 CERTIFICATE OF MAILING
I hereby certi 8 . i
Assistant Commissioner for Patents beingec;ipzs?tzg'fzig:atth?u:i(t’;iessa:::seg:zt:
Washington, D.C. 20231 Service as first class mail in an envelope
. addressed to: Commissioner of Patents and
Trad , ingty
Sir: oga emarks Wash}ruﬁlrlél?cq?%l,
AMENDMENI Ansel M. Schwartz
: Registration No. _30,587
[2]e[96
Date

In response to the Office Action dated June 10, 1996, please enter the following

amendments to the above-identified application as follows:

1. (Fifth Amended) A method for transferring desired digital video or digital

audio signals comprising the steps of:
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forming a connection through telecommunications lines between a first memory
of a first party at a first party location and a second memory of a second party at a second
. party location remote froﬁ the first party location, said first memory having a first party hard
disk having a plurality of digital video or digital audio signals including coded desired digital
video or digital audio signals, and a sales random access memory chip which temporarily
"stores a replica of the coded desired digital video or digital audio signals purchased by the
second party for subsequent transfer via telecommunications lines to the second memory of the

second party;

telephoning the first party controlling use of the first memory by the second |

party;

providing a credit card number of the second party controlling the second

memory to the first party controlling the first memory so the second party is charged money;

electronically coding the [coded] desired digital video or digital audio signals to

als into a configuration which would

prevent unauthorized reproduction of the desired digital video or digital audio signals;

storing a replica of the coded desired digital video or digital audio signals from

the hard disk into the sales random access memory chip;
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transferring the stored replica of the coded desired digital video or digital audio

signals from the [first] sales random access memory chip of the first party to the second

.memory of the second party through telecommunications lines while the second memory is in

N

possession and control of the second party; and

storing the transferred replica of the coded desired digital video or digital audio

signals in the second memory.

0(7

2
3 /{ (Thrice Amended) A method as described in Claim & wherein the second

memory includes an incoming random access memory chip which temporarily stores the coded
desired digital video or digital audio signals from the sales random access memory chip, a
second party hard disk for storing the coded desired digital video or audio digital signals from
the incoming random access memory chip, and a playback random access memory chip for
temporarily storing the coded desired digital video or digital audio signals from the first party
hard disk for sequential playback; and the storing the transferred replica step includes the steps
of storing the coded desired digital video or digital audio signals from the [first party hard
disk] sales random access memory chip in thé inéo‘ining random access memory chip,
transferring the desired digital video or digital audio signals from the incoming random access
memory chip to the second party ﬁard disk, storihg the desired digital video or digital audio
signals m the second party hard disk, causing the secoﬁd party integrated circuit with the

second party control panel to play the desired digital video or-digital audio signals [for] from
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the second party hard disk, transferring a replica of the desired digital video or digital audio

signals from the second party hard disk to the playback random access memory chip for

.playback and, playing the desired digital video or digital audio signals from the second party

hard disk.

5 )/1’ (Second Amended) A system as described in Claim [63];&wherein the
second [party control unit] mmnoxy includes a second party hard disk which stores the desired
digital video or digital audio signals transferred from the sales random access memory chip,
and a playback random accesS memory chip electronically connected to the second party hard
disk for storing a replica of the desired digi@ video or digital audio signals [of] from the

second parfy hard disk as a temporafy staging area for playback.

o
237 (Fifth Amended) A system for transmitting desired digital video or digital

audio signals stored on a first memory of a first party at a first party location to a second

memory of a second party at a second party location compriSing:

a first memory at a first party location, said first memory in possession and
control of the first party, said first memory comprising a first party hard disk in which the
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a second memory in possession and control of the second party, wherein said

second memory is at a second party location remote from said first memory, said second

telecommunications lines;

means or ;‘1 mechanism for the first party to charge a fee to the second party.and
provide access to the desired digital video or digital audio signals at [a] the first party location
remote from the second party location, said first party controlling use of the first memory, said
second party controlling use and in possession of the second memory, said means or
mechanism for the first party to charge a fee includes means or a mechanism for transferring
money electronically from the second party via telecommunications lines to the first party at

[a] the first party location remote from the second memory at the second party location;

means or a mechanism for connecting electronically via telecommunications
lines the first memory with the second memory such that the desired digital video or digital
audio signals can pziss therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism, said connecting means or

mechanism comprises a first control unit disposed at the first party location and a second
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control unit disposed at the second party lacation remote from said first control unit, [said first

party in possession and control of the first control unit, said second party in possession and
.control of the second control unit,] said first control unit comprises a first control panel, first
control integrated circuit[, a first hard disk in which the desired digital video and digital audio
signals are stored], and a sales random access memory connected to the first [memory] hard
disk for temporarily storing a replica of tfle desired digital video or digital audio signals to be
transmitted from the first control unit, said sales random access memory, said first hard disk
and said first control panel in electrical communication with said first control integrated
circuit[, said first hard disk and said sales random access memory comprising the first
memory], said second control unit comprising a second control panel, a second control
integrated circuit, and an incoming random access memory which temporarily stores the
desired digital video or digital audio signal‘s, transmitted from the sales random access memory,
[and a] said playback random access memory connected to the incoming random access

' mefnory for temporarily storing a replica of the desired digital video signals or digital audio

hard disk, said second control panel, said incoming random access memory, said second party
hard disk and said playback random access memory in electrical communication with said
second control integrated circuit[, said incoming random access memory and said playback

random access memory together comprising said second memory];
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means or a mechanism for transmitting the desired digital video or digital audio

signals from the sales random access memory to the incoming random access memory, said

_means or mechanism for transmitting comprising a transmitter connected to the sales random

access memory and the telgcommuniéations lines and a receiver connected to the incoming
random access memory, thé transmitter and the telecommunications lines, said first party in
control and possession of the transmitter, said second party in control and possession of the
receiver, said receiver remote from said transmitter, and said receiver at the second party
location determined by the second party, said transmitting means or mechanism in electrical

communication with said connecting means or mechanism; and

means or a mechanism for storing the desired digital video or digital audio
signals from the sales random access memory in the incoming random access memory, said
storing means or mechanism in. electrical communication with said receiver of said transmitting

means or mechanism and with said sales random access memory.

b o ot e

Cancel Claim e
’ 4

}

! : , 17
%CZ‘S.’(Amended) A system as described in Claim [27] 26 including a video

display and speakers [in possession and control of the second party, said video display and -

speakers] in electrical communication with said second control integrated circuit.
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Claim 43, mge "a" to -- said -- .

Claim 76, line 4, delete "," (second occurrence).

g}%’. (Amended) A system as described in Claim?l?'wherein the second [party
control unit] memory includes an incoming random access memory chip connected to the
second party hard disk and the second party control integrated circuit, and the first party

%Q control unit thrdugh the telecommunications lines for temporarily storing the desired digital
video or audio signals received from the first party's control unit for subsequent storage to the

second party hard disk.

4 ,
c729'. (Amended) A system as described in Claim 28 wherein the [second party

control unit] playing means includes a video display unit connected to the playback random
access memory chip and to the second party integrated circuit for displaying the desired digital

video or audio signals.

Ego e R
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Claims 1, 5, 6, 9, 11, 17, 20-23, 26, 28, 43, 46, 62, 64, 65, 67-69 and 76-89

are currently active.
Claim 27 has been cancelled.

Claims 1, 6, 11, 23, 28, 43, 76, 78 and 79 have been amended to overcome

rejections under 35 U.S.C. §112. No new matter has been added.

The Examiner has questioned the dependency of Claim 11. Claim 11 depends

on Claim 9.

The Examiner has found Claims 17, 20-22, 65; 9, 64; 62, 68; 69, 84-89

allowable.

The Examiner has rejected Claims 1, 5-6, 11, 76-79, 23, 26-28, 43, 67, 26,

18-83 under 35 U.S.C. §112, second paragraph.

In regard to Claim 1, the Examiner has questioned the "coding the coded

desired digital video . . ." as misdescriptive. Pursuant to the Examiner’s suggestions,
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applicant has amended Claim 1 so that "coded” is deleted out of such phrase, and after "audio
signals”, the limitation - , to form said coded desired digital video or digital audio signals --

. has been inserted in the paragraph beginning with "electronically coding".

. In the paragraph starting with "transferring the stored replica . . .", the
limitation "the first memory" has been changed to -- sales random access memory -- to
conform with what was relatively set forth in the step of forming . . . recited previously in the

claim.

The Examiner states Claim 6 is dependant on Claim 5 which is in turn
dependant on Claim 1, however, Claim 6 when reéd together with Claim 1, is not conformable
relative to the limitation of Claim 1. Applicant has amended Claim 6 to be conformable with-
Claim 1 by making it clear that "the incoming random access memory chip temporarily stores
the coded desired digital video or digital ‘audio signals from the sales random access memory
chip", and the language "first party hard disk" has been replaced with -- sales random access

memory chip -- .

The Examiner has found Claim 11 confusing in regard to its dependency.
Claim 11, which is dependént on Claim 9, in line 1, the language "party control unit " has

been changed to -- memory -- . In line 3, after "audio signals", the limitation -- transferred

-10-
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from the sales random access memory -- has been added. In line §, after "signals”, "of" has

been changed to -- from -- .

The Examiner has determined that in Claim 23, in the paragraph starting with
"means or a mechanism for connecting electronically via . . .", lines 6-7, the phrase "said first
party in posseésion and control of the first control unit" and "said second party in possession
and control of the second unit" do not make sense. Applicant has deleted this language. The
Examiner has also found on lines 13-14, "said first hard disk and said sales random access
memory comprising the first memory" does not make sense since the memory is an integral
part of the RAM and the hard <\iisk, not that the hard disk and the RAM are integral parts of
the memory. Lines 21-22 contain similar issues to that of lines 13-14. A'pplicant has amended
the claims to make it more clear that the first disk is of the first memory, and the second disk
and the playback random access memory is of the second memory. These changes to Claim
23 have been carried throughout the élaim to make the entire claim consistent. Also, the
second control unit has been modified to correctly portray'this relationship in regard to the

second memory.

Additionally, the Examiner suggests that Claim 27 be referenced in regard to
the elements which are considered to be integral parts. Applicant has noted this suggestion.

Claim 27 has been cancelled and its limitations brought into Claim 23. -

-11-
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In regard to Claim 28, the Examiner finds that "said second party in possession
and control of the second party” makes no sense. Applicant has amended Claim 28 to obviate

. this concern of the Examiner.

In regard to Claim 43, line 9, it has been amended to now read " -- said first

party control unit which includes -- .

Claim 76, line 4 has been amended to correct the grammar as the Examiner

points out.

Claim 78 has been amended to make it clear that "an incoming random access

memory chip” is part of the second memory of Claim 9.

Claim 79, line 2, has been amended to make it clear that the video display unit

is part of the playing means.

Applicant has attempted to review all the claims to make them consistent and

correct.

-12-
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Applicant submits that Claims 1, 5, 6, 11, 76-79, 23, 26, 27, 43, 67,46, 80-89
are now allowable because they have been rewritten or amended to overcome the rejection

.under 35 U.S.C. §112.

In view of the foregoing amendments and remarks, it is respectfully requested
that the outstanding rejections and objections to this application be reconsidered and
withdrawn, and Claims 1, 5, 6, 9, 11, 17, 20-23, 26, 28, 43, 46, 62, 64, 65, 67-69 and

76-89, now in this application be allowed.

Respectfully submitted,

-CERTIFICATE oF MAILING ARTHUR R. HAIR

I hej ; '
b gy el
y ith the Uni s -
Service a5 first crasé mU 120 Sates Posta By g
7 .

addressed to: S Mail in an enyelope -
o: Commissionsr of Pagenys and Ansel M. Schwartz, Esquire

Trademarys Washing:
2 ngion, DC 2023
on-\._b:zg 13,2051 Reg. No. 30,587

425 N. Craig Street
j Suite 301
Ansel M, Sch Pittsburgh, PA 15213

Regis;rsti?n No. 3057 (412) 621-9222
— 6[16
Date — Attorney for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Serial No.: 08 /407,648 Group No.: 2413
Filed: February 27, 1996 Examiner: H. Hguyen
For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Assistant Commissioner for Patents
,Washington, D.C. 20231 -

AMENDMENT TRANSMITTAL

Vi
. ! ’

1. Transmitted herewith is an amendment for this application. S, J‘ 1
o . 1 f

L J

- i

) SRR R

STATUS oo .

2.  Applicant is ' ‘ oy T

Kl a small entity. A verified statement: -

O is attached.
was already filed.
[0 other than a small entity.

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8a)

| hereby certify that this correspondence is, on the date shown below, being:

¥ MAILING FACSIMILE

(X deposited with the United States Postal O transmitted by facsimile to the
Service with sufficient postage as first class Patent and Trademark Office.

mail in an envelope addressed to the

Assistant Commissioner for Patents, _
Washington, D.C. 20231. ) ﬂ/\ . f W
AdL . A

E ' Signature ﬂ
1 Date: l&lﬂﬁm Tracey L. Milka
i ) {tyoe or print name of person certifying)

(Amendment Transmittal [9-19]—page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Supplement Amendments) — if a timely and complete response
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing and/or
entry of an additional amendment after expiration of the shortened statutory period.

If a timely raspons'é has been filed after a Final Office Action, an extension of time is required to permit
filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment after expiration
of the shortened statutory period unless the timely-filed response piaced the application in condition
for allowance. Of course, if a Notice of Appeal has been filed within the shortened statutory period, .
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 34-35).

NOTE: See 37 CFR 1.645 for extensions of time in interference proceedings, and 37 CFR 1.550(c) for extensions
of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 CFR

1.136 apply.

(complete (a) or (b), as applicable)

(@ & Applicant petitions for an extension of time under 37 CFR 1.136
(fees: 37 CFR 1.17(a)-(d) for the total number of months checked below:

Extension - Fee. for other than Fee for
months small entity small entity

[3 one month $ 110.00 $ 55.00

3 two months $ 380.00 $190.00

X three months $ 900.00 $450.00

(O four months $1,400.00 $700.00

Fee § __465.00
If an additional extension of time is required, please consider this a petition therefor.
(check and complete the next item, if applicable)

[0 An extension for months has already been secured and the
fee paid thereforof $__________ is deducted from the total fee due for the total
months of extension now requested.

Extension fee due with this request $
OR

(o) O Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19}—page 2 of 4)
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FEE FOR CLAIMS

4, The fee for claims (37 CFR 1.16(b)-{d)) has been calculated as shown below:
OTHER THAN A
(Col. 1) (Col. 2) (Col. 3)  SMALL ENTITY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY  PRESENT ADDIT, ADDIT.
AMENDMENT PAID FOR EXTRA  RATE FEE OR RATE FEE
TOTAL * MINUS = = x11= § © x2=§
INDEP. * MINUS = . = x39= § x78= $
O FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +125= § . +250= §
TOTAL OR TOTAL
ADDIT. FEE $ ADDIT. .
FEE $

If the entry in Col. 1 is iess than entry in Col. 2, write “0” in Col. 3."
If the “Highest No. Previously Paid for” IN THIS SPACE is less than 20, enter *20".
If the “Highest No. Previously Paid For” IN THIS SPACE is less than 3, enter “3".

‘The “Highest No. Previously Paid For® (Total or indep.) is the highest number found in the appropriate

box in Col. 1 of a prior amendment or the number of claims originally filed.

WARNING: “After final rejection or action (§ 1.113) amendments may be made cancelling claims or complying

©

()

with any requirement of form whiqh has been made.” 37 CFR § 1.116(a) (emphasis added).
(complete (c) or (d), as applicable)
B No additional fee for claims is required.
OR
O Total additional fee for claims required $____

FEE PAYMENT

8 Attached is a check in the sum of $ 465.00
O Charge Account No. the sum
of $

A duplicate of this transmittal is attached.

(Amendment Transmittal [8-19}—page 3 of 4)
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FEE DEFICIENCY

NOTE: If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorization to charge is included, processing delays are .
encountered in retuming the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authonzation to charge the deposit account for any fee deficiency should be
checked. See the Notice of April 7, 1986, (1065 O.G. 31-33).

6. If any additional extension and/or fee is required, charge Account No.
19-0737 ,

' AND/OR

& If any additional fee for claims is required, charge
Account No. __19-0737

G0 Sk

SIGNATURE OF ATTORNEY

Reg. No.: 30,587 Ansel M. Schwartz
{type or print name of attomey)
425 N. Craig Street

Tel. No.: ( 412 ) 621-9222 - Suite 301
- P.O. Address

Pittsburgh, PA 15213

(Amendment Transmittal [9-19}—page 4 of 4)

Page 00285



.Address: - COMMI
" "Washin

IJERIAL NUMBER I FILING DATE l FIRST NAMED APPLICANT.
- 98/607,648 02/27/96 HAIR R T

: : - 24M1/0205 ' -
ANSEL ‘M SCHWARTZ R
"SUITE 301 : o E
425 N CRAIG STREET R B
PITTSBURGH PA 15213

" ART UNIT " ‘PAPER NUMBER. | " .-

26 o

K

NOTICE OF ALLOWABILITY .
4P:F;rb,/|‘1'hiscom. ication is responsive to AM\J’)Y\CI\}' QJ, I&'q,qlo . )

2. "All the .claims being- allowable, PROSECUTION .ON THE MERITS 1S. (OR REMAINS)"CLOSED in this application. ll,v:«o( included -
herewith (or -previously. mailed), a Notice Of Allowance. And-issue Fee Due or other appropriate communication will be sent in due-

course. . l .

.3 @{_he allowe ji sj’ = g | "
4.0 .The drawinz‘% olse" Xalf) are alcbp ) ! ‘%57&9' 3 )‘?fwve{y':
5. D»Acknowledgmem is made of the claim for -priority under-35 U.S.C. 119. The -certified copy has [_] been received. {-1 not been ’
" received. [_.] been filed in parent application Serial No. filed on
6. [J Note the attached Examiner’s Amendment. ) :
7. O Note the attached Examirier Interview Summaty Record, PTOL-413.
8. O Note the attached Examiner’s Statement of Reasons for Altowance.
9. O Note the attached NOTICE OF REFERENCES CITED, PT0O-892.
10.- O Note the attached INFORMATION DISCLOSURE CITATION, PTO-1449.

PART Il

A SHORTENED STATUTORY PERIOD -FOR RESPONSE to comply with the requirements noted below is set to EXPIRE THREE MONTHS
FROM THE "DATE MAILED'’ indicated on this: form. Failure to timely comply will result in the ABANDONMENT of this application.
Extensions of time may be obtained under the provisions of 37 CFR 1. 136(a).

1. £J Note the attached EXAMINER'S AMENDMENT or NOTICE OF INFORMAL APPLICATION, PTO-152. which discloses that the oath
or declaration is deficient. A SUBSTITUTE OATH OR DECLARATION IS REQUIRED.
2. MLICANT MUST MAKE THE DRAWING CHANGES INDICATED BELOW IN THE MANNER SET FORTH ON THE REVERSE SIDE
OF THIS PAPER. . .
Coa %aw‘ g informalities are -indicated on the NOTICE' RE PATENT DRAWINGS, PTO-948. attached hereto or to Paper No.
_2_. CORRECTION IS REQUIRED. :

b. O The-proposed drawing correction tiled on - z has been approved by the examiner. CORRECTION IS
REQUIRED. .

¢. O Approved drawing. corrections are described by the examiner in the attached EXAMINER'S AMENDMENT., CORRECTION S
-REQUIRED." .

.

d. Formal drawings are now REQUIRED.

Any response to -this-letter. should-include -in the upper right hand corner.. the foltowing information from the NOTICE OF AL
AND ISSUE FEE DUE: ISSUE BATCH NUMBER, DATE OF THE NOTICE OF ALLOWANCE, AND SERIAL NUMBER.

Attachments: - !

- Examiner's Amendment . ~ Notice of Informal Application. PTO-152
- Examiner Interview Summary Record. PTOL- 413 - Notice re Patent Drawings, PT0-948

« Reasons for Atlowance - Listing of Bonded Orattsmen

- Notice of References Cited. PT0-892 - Other

- Information Disclosure Citation. PTO-1449

HOAT. NCUYEN
g e
GOUP 23

Page 00286



EXAMINER AND GROUPAHT UNIT

NGUYEN » H

l.-iARTHUR R

.STEM FOR TRANSMITTING DESIRED DIGITAL VIDEG OR AUDIO SIGNALS

. ATTYSDOCKETNO. | CLASSSUBCLASS | BATcHﬁ_o.[ APPLN.TYPE | SMALLENTITY | FEEOUE ] DATEDUE
‘2 HAIR-1CONTII 395-200.816 J3@  UTILITY YES = $645.860 - 85/95/97 -

S

THE APPLICATION IDENTJFIED ABOVE HAS BEEN EXAMINED AND IS ALLO wsb FOR ISSUANCE AS A PATE_NT. -
THE ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE OR.THIS. .

APPLICA'"ON SHALL BE REGARDED AS ABANDONED Wﬁﬁﬂm

\ HOW TO RESPOND TO THIS: NOTICE ‘
. Review the SMALL ENTITY status shown above. If the SMALL ENTITY is shown as NO:
If the SMALL ENTITY is shown as yes, verify your .
current SMALL ENTITY status:

A. If the status is changed, pay twice the amountofthe | A. Pay FEE DUE shown above; or

" FEE DUE shown and notify the Patent and :
Trademark Office of the change in status, or

B. If the status is the same, pay the FEE DUE shown B. File verified statementof Small Entity Status before, or with,
above. payment of 1/2 the FEE DUE shown above.

. lI. Part B of this notice should be completed-and retumed to the Patent and Trademark Office (PTO) with your ISSUE -FEE.
Even if the ISSUE FEE has already been paid by charge to deposit account, Part B should be completed and retumed.
If you are charging the ISSUE FEE to your deposit account, section "6b" of Part B should be completed.

l1l. All communications regarding this application must give application number and batch number.
Please direct all communication prior to issuance to Box ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Patents Issuing on applications filed on or after Dec. 12, 1980 may require payment of
_ maintenance fees. It is patentee’s responsibility to ensure timely payment of maintenance
IS fees when due. .

3. PATENT AND TRADEMARK OFFICE COPY
*U.S. GPO: 1996-404-496/40511
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Attorney's Docket No. HATR-1 CONT ITA PATENT‘

- ¥ IN THE UNITED. STAT_ES PATENT AND TRADEMARK OFFICE
3 In re application of: Arthur R. Hair

) Serial No.: 0 8 /607,648 Group No.: 2413~

M Filed: February 27, 1996 Examiner: H. Nguyen

For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Date of mailing of PTOL 85 entitled “Notice of Allowance
and Base Issue Fee Due”

Issue Batch NO_L

: RECEIVED
: BOX ISSUE FEE Publishing Divigio’
Assistant Commissioner for Patents
Washington, D.C. 20231 APR 28 1997

-

TRANSMITTAL OF NEW DRAWING(S) TO CORRECT INFORMALITIES 03
WITHIN THREE MONTH PERIOD OF RESPONSE SET ‘
IN NOTICE OF ALLOWABILITY (PTOL 37)

NOTE: Applicant may correct any informalities in the drawings made by the Draftsman’s objections on PTO-948
by filing new drawings with the changes incorporated therein. If the filing of the drawings are delayed
until receipt of the “Notice of Allowability” (PTOL-37), the new drawings MUST be filed within the THREE
MONTH shortened statutory period set for response in the “Notice of Allowability” (PTOL-37). Extensions
of time may be obtained under the provisions of 37 C.F.R. 1.136(a).

NOTE: Corrected drawings, as well as the issue fee, should be addressed to: Box Issue Fee. Notice of November
30, 1990 (1122 O.G. 571 to 597).

NOTE: Applicant is required to submit ACCEPTABLE corrected drawings within the three month shortened
statutory period set in the “Notice of Allowability” (PTOL-37). Within that three month period, two weeks
should be allowed for review by the Office of the correction. If a correction is determined to be
unacceptable by the Office, applicant must arrange to have an acceptable correction re-submitted within
the original three month period to avoid the necessity of obtaining an extension of time and of paying
the extension fee. THEREFORE, APPLICANT SHOULD FILE CORRECTED DRAWINGS AS SOON AS
POSSIBLE. Notice of January 14, 1985 (1051 O.G. 3). See also 37 C.F.R. 1.85(c).

; CERTIFICATE OF MAILING (37 C.F.R. 1.8)

| hereby certify that this paper (along wth any paper referred to as being attached or enclosed) is being deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in an
envelope addressed to the: Assistant Commissioner for Patents, Washington, D.C. 20231.

" Tracey L. Milka
p {type or print name of person mailing paper)
31197

e A Dpacee, L. Hosde)

Signature of perslén mailing paper

WARNING: “Facsimile transmissions are not permitted and if submitted will not be accorded a date of receipt”
for “(4) Drawings submitted under §§ 1.81, 1.83 through 1.85, 1.152, 1.165, 1.174, 1.437. ... *
37 C.F.R. 1.6(d)(4).

(Transmittal of New Drawing(s) to Correct Informalities Within Three Month Period of Response
4 Set in Notice of Allowability (PTOL 37) [5-2.1}]—page 1 of 2)
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SUBMISSION OF DRAWING(S)

1. To correct the informalities in the drawings as noted in the Draftsman’s objection(s)
on PTO-948, applicant submits herewith new drawing(s) for this application. Number
of sheets of drawings submitted 2

NOTE: “Identifying indicia, if provided, should include the application number or the title of the invention,
inventor’s name, docket number (if any), and the name and telephone number of a person te call if
the Office is unable to match the drawings to the proper application. This information should be placed
on the back of each sheet of drawing a minimum distance of 1.5 cm. (% inch) down from the top of
the page. In addition, a reference to the application number, or, if an application number has not been
assigned, the inventor’'s name, may be included in the left-hand corner, provided that the reference
appears within 1.5 cm (9/16 inch) from the top of the sheet.” 37 C.F.R. 1.84(c)).

2. The three month pc;riod of response set in the Notice of Allowability (PTOL 37) expires

on _May 5,199 This submission is on or before this expiry date.

- ¥ CONDITIONAL EXTENTION OF TERM

3. If an extension of term is deemed to be required, please consider this a request
therefor, and an authorization to charge this deposit account
~19-0737 for the extension fee.

Reg. No. 30,587 W W

SIGNATURE OF ATTORNEY e
Tel: No.: (413 621-9222 Ansel M. Schwartz
. (type or print name of attorney)
425 N. Craig Street, Suite 301
P.O. Address
Pittsburgh, PA 15213

(Transmittal of New Drawing(s) to Correct Informalities Within Three Month Period of Response
Set in Notice of Allowability (PTOL 37) [5-2.1}—page 2 of 2)
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Inre Application of:

ARTHUR R. HAIR

Serial No. 08/607,648

Filed: February 27,1996

ArtUnit: 2413 .

Patent Examiner:

"~ H. Nguyen

. Sir:

N N N N N N N N S N N N SN

‘ THE HNI]fED STATES PATENT AND TRADEMARK OFFICE

G413

2y,

A SYSTEM FOR TRANSMITTING ;
- DESIRED DIGITAL VIDEO OR -3 ‘
AUDIO SIGNALS ¢ '

-y
o Z 4
(:(‘J ."/
- ("
Go’ﬂfj
o

Pittsburgh, Pennsylvania 15213

May 2, 1997 CERTIFICATE OF MAILING
. o I hereby i
Assistant Commissioner for Patents being depzsictzg"v{ittm:hznci?ergesqfiiegciis
Washington, D.C. 20231 s 505 Wl i a0 e
‘ _ essed to: Commissigp P n:-* N
Trademarks, Washington, r(?r2002f3llatghm e
on <) J&: 7,-)-9 972
AMENDMENT UNDER RULE BIV Ansel M. Schwar/tz(‘
Registration Ng. 30,537
3, /} / 928 *ofi}
‘ ) Date ,—c\_ ‘r:;n.:}
Please enter the following amendments to the above-identified application as” %5 -
follows: 7
EA
{;;

IN THE SPECIFICATION:

Page 5, line 19, after "memory" please add the following paragraphs.
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possession and control of the second party. Next there is the step of storing be transferred

replica of the coded desired digital video or digital audio signals in the second memory.

Preferably, the second memory includes an incoming random access memory
chip which temporarily stores the coded desired digital video or digital audio signals from the
sales random access memory chip, a second party hard disk for storing the coded desired
digital video or apdio digital signals from the incoming random access memory chip, and a
playback random access memory chip for temporarily storing the coded desired digital video
or digital audio signals from the first party hard disk for sequential playback. The storing the
transferred replica step preferably includes the steps of storing the coded desired digital video
or digital audio signals from the sales random access memory chip in the incoming random
access memory chip, transferring the desired digital video or digital audio signals from the
incoming random access memory chip to the second party hard disk, storing the desired digital
video or digital audio signals in the second party hard disk, causing the second party integrated
circuit with the second party control panel to play the desired digital video or digital audio
signals from the second party hard disk, transferring a replica of the desired digital video or
digital audio signals from the second party hard disk to the playback random access memory
chip for playback and, playing the desired digital video or digital audio signals from the

second party hard disk.
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-- The present invention pertains to a method for transferring desired digital
video or digital audio signals. The method comprises the steps of forming a connection
through telecommunications lines between a first memory of a first party at a first party
location and a second memofy of a second party at a second party location remote from the
first party location. The first memory has a first party hard disk having a plurality of digital
video or digital audio signals including coded desired digital video or digitalb audio signals.
The first memory has a sales random access memory chip which temporarily stores a replica
of the coded desired digital video or digital audio signals purchased by the second party for
subsequent transfer via telecommunications lines to the second meméry of the second party.
Next there is the step of telephoning thé first party controlling use of be ﬁrsf memory by the
second party. Then there is the step of providing a credit card number of the second party
controlling a second memory to the first party controlling the first ﬁemory so the second party
is charged monéy._ Then there is the step of electronically coding the desired digital video or
digital audio signals to form the coded desired digital video or digital audio signals into a
configuration which would prevent unauthorized reproduction of the desired digital video or
digital audio signals. Next there is the step of storing a replica of the coded desired digital
video or digital audio signals from the hard disk into the sales random access memory chip.
Then there is the step of transferring the stored replica of the coded desired digital video or
digital audio signals from the sales random access memory chip of the first party to the second

memory of the second party through telecommunications lines while the second memory is in
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The present invention pertains to a system for transferring digital video or
digital audio signals. The system comprises a first party control unit having a first pafty hard
disk having a plurality of digital video or digital audio signals which include desired digital
video or digital audio sig'nals, a sales random access memory chip electronically connected to
the first party hard disk for storing a replica of the desired digital video or digital audio signals

of the first party's hard disk to be transferred from the first party control unit, and .means for

electronically selling the desired digital video or digital audio signals. The system comprises a

_ second party cogtpq_l}pnit having a second party control panel, a second memory connected to

the second pafty control panel, and means for playing the desired digital video or digital audio
signals connected to the second memory and the second party control panel. The means for
playing is operatively controlled by the second party control panel. The system comprises
second party control unit is remote froni the first party control unit. The second party control
unit is placed by the second party at a location -determined by the second party. The system
comprises telecommunications lines connected to the first party control unit and the second
party control unit through which the electronic sal'es of the desired digital video or digital
audid signals occur and through which the desired digital video or digital audio signals are
electronically transferred from the sales rﬁndom access memory chip to the second memory
while the second memory is in posséssion and control bf the second party and after the desired
digital video or digital audio signals are sold to the second party by the first party. The
second memory preferably includes a second party hard disk which stotres the desired digital

video or digital audio signals transferred from the sales random access memory chip, and a
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playback random access memory chip electronically connected to the second party hard disk
for storiﬁg a replica of the desired digital video or digital audio signals from the second party
hard disk as a temporary staging area for playback. The first party control unit preferably
includes a first party control integrated circuit which controls and executes commands of the
first party and is connected to the first party hard disk, the first party sales random access
memory ," and the second party control panel through the tc*;lecommunications lines. The first
party control unit preferably comprises a first party control panel through which the first

. party control integrated circuit is programmed and is sent commands and which is connected
to the first party control integrated circuit. The second party control unit preferably includes a
second party control integrated circuit \Xhic‘h controls and executes commands of the second
party and is connected to the second party hard disk, the playback random access memory, and
the first party control intégrated circuit through the telecommunications lines. The second
party control integrated circuit and the first party control integrated circuit regulate the transfer
of the desired digital video or audio signg}s: The second party control unit preferably includes
é second party control panel through which the séz:ond party control integrated circuit is
programmed and is sent commands and which is connected to the second party integrated
circuit. The second memory preferably includes an incoming random access memory chip
connected to the second party hard disk and the second party control integrated circuit, and the
first party control unit through the telecommunications lines for temporarily storing the desired
digital video or audio signals received from the first party's control unit for subsequent storage

to the second party hard disk. The playing means preferably includes a video display unit
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connected to the playback random access memory chip and to the second party integrated

circuit for displaying the desired digital video or audio signals.

The present invention pertains to a system for transmitting desired digital video
or digital a;dio signals stored on a first memory of a first party to a second memory of a
secoﬁd party. The system‘ cdmprises a first memory in possession and contrbl of the first
party. The system comprises a sgcond memory in possession and control of the second party.
. The second . memory is at a location remote from said first memory. The system comprises
telecommunications lines. The system comprises means or a mechanism for transferring
money electronically via the teleqommggications lines from the second party controlling use
and in possession of the second membry to tﬁe first party controlling use and in possession of
the first memory. The system comprises meaﬁs or a mechanism for connecting electronically
via the telecommunications lines the first memory with the second memory such that the
desired digital video or digital audio signals can pass therebetween. The connecting means or
mechanism is in electrical communication with the transferring means or mechanism. The
connecting means or mechanism comprises a first control unit in possession and control of the
first party, and a second control unit in possession and control of the second party. The first
control unit c;omprises a first control panel, first control integrated circuit and a sales random
access memory. The sales random access memory and the first control panel in electrical

communication with the first control integrated circuit. The second control unit comprises a

second control panel, a second control integrated circuit, an incoming random access memory
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and a playback random access memory. The second control panel, the incoming random
access memory and the playback random access memory is in electrical communication with
the second control integrated circuit. The system comprises means or a mechanism for
transmitting the desired digital video or digital audio signals from the first memory to the
. second memory. The means or mechanism for transmitting comprising a transmitter
connected to the first memory and the telecommunications lines and a receiver connected to
the second memory, the transmitter and the telecommunications lines. The first party is in
. control and possession of the transmitter. The second party is in control and possession of the
Feceiver. The receiver is remote from the transmitter and the receiver at a location determined
by the second party. The transmitting means or mechanism is in electrical communication
with the connecting means or mechanism. The system also comprises means or a mechanism
for storing the desired digital video or digital audio signals from the first memory in the
second memory. The storing means or mechanism is in electrical communication with the

receiver of the transmitting means or mechanism and with the second memory.

The present invention pertains to a system for transmitting desiréd digital video
or digital audio signals stored on a first memory of a first party at a first party location to a
second memory of a second party at a second party location. The system comprises a first
memory at a first party location. The first memory is in possession and control of the first
party. The first memory comprises a first party hard disk in which the desired digital video or

digital audio signals are stored. The system comprises a second memory in possession and
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control of the second party. The second memory is at a second party location remote from
said first memory. The second memory comprises a second party hard disk in which the
desired digital video or digital audio signals are stored that are received from the first memory
and a playback random access memory cbnnected to the second party hard disic. The éystem
comprises telecommunications lines. The system comprises means or a mechanism for the
first party to charge a fee to the second party and provide access to the desired digital video or
digital audio signals at the first party location remote from the second party location. The first
_ party controls use of the first memory. The second party controls use and in possession of the
second memory. The means or mechanism for the first party to charge a fee includes means
or a mechanism for transferring money electronically from the second party via
telecommunications lines to the first party at the first party location remote from the second
meﬁory at the second party location. The system comprises means or a mechanism for
connecting electronically via telecommunications lines the first memory with the second
memory such that the desired digital video or digital audio signals can pass therebetween. The
connecting means or mechanism'i; in electrical communication with the transferring means or
mechanism. The connecting means or mechanism comﬁrises a first control unit disposed at the
- first party location and a second control unit disposed at the second party location remote from
said first control unit. The first control unit compfises a first control panel, first control
integrated circuit, and a sales random access memory connected to the first hard disk for

temporarily storing a replica of the desired digital video or digital audio signals to be

transmitted from the first control unit. The sales random access memory, the first hard disk
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and the first control panel is in electrical communication with the first control integrated
circuit. The second control unit comprises a second control panel, a second control integrated
circuit, and an incoming fandom access memory which temporarily stores the desired digital
video or digital audio signals transmitted from the sales random access memory. The playback
random access memory is connected to the incoming random access memory for temporarily
storing a replica of the desired digital video signals or digital audio signals to be played. The
incoming random access memory is connected to me second party hard disk. The second
. control panel, the incoming random access memory, the second party hard disk and the
playback random access memory are in electrical communication with the second control
integrated circuit. The system comprises means or a mechanism for transmitting the desired
digital video or digital audio signals from the sales random access memory to the incoming
random access memory. The means ‘or mechanism for transmitting comprises a tfansmitter
connected to the sales random access rﬁemory and the telecommunications lines, and a receiver
connected to the incoming random access merﬁory, the transmitter and the telecommunications
lines. The first party is in control and possession of the' transmitter. The second party is in
control and possession of the receiver. The receiver is remote from the transmitter, and the
receiver at the second party location determined by the second party. The transmitting means
or mechanism is in electrical communication with the connecting means or mechanism. The
system comprises means or a mechanism for storing the desired digital video or digital audio
signals from the sales random access memory in the incoming random access memory. The

storing means or mechanism is in electrical communication with the receiver of the
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transmitting means or mechanism and with the sales random access memory. The system
preferably includes a video display and speakers in electrical communication with said second

control integrated circuit.

The present invention pertains to a system for transferring digital video signals.
The systém comprises a first party control unit in possession and control of a first party. The
system comprises a second party control unit in possession and control of the second party.
~ The second party control unit is at a location remote from the first party control unit. The
first party control ﬁnit has a first meméry having a plurality of desired individual video
selections as desired digital video signals, a first party control unit whi;:h includes a first party
hard disk having the plurality of digital video signals which include desired digital video
signals, and a sales random access memory chip electronically connected to the first party hard
disk for storing a replica of the desired digital video signals of the first party's hard disk to be
" transferred from the first party control unit, and means or a mechanism for the first party to
charge a fee to the second party for access to thé &esir¢d digital video signals of the first
party's hard disk at a location remote from the second party location. The system éomprises a
second party control unit having a second party control panel, a receiver and a video display
for playing the desired digital video signals received by the receiver. The second party control
panel is connected to the video display and the receiver. The receiver and video display is
operatively controlled by the second party control panel. The second party control unit is

remote from the first party control unit. The second party control unit is placed by the second

-10-
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party at a second party location determined by the second party which is remote from the first

party control unit. The second party chooses the desired digital video signals from the first

party's hard disk with the second party control panel. The second party control unit includes a

second memory which is connected to the receiver and the video display. The second memory

stores the desired digital video signals that are received by the receiver to provide the video

display with the desired digital video signals from the sales random access memory chip. The
é . system also comprises telecommunications lines connected to the first party control unit and

. ~ the second party control unit through which the desired digital video signals are electronically

transferred from the sales random access memory chip to the receiver while the second party
control unit is in possession and control of the second party after the desired digital video
signals are sold to the second party by the first party. The first party control unit preferably
‘includes a first party control integrated circuit which controls and executes commands of the
first party and is connected to the first party hard .disk, the first party sales random access
memory, and the second party co'ntroi integrated circuit through- the telecommunications lines.

The first party control integrated circuit and the second party control integrated circuit regulate

the transfer of the desired digital video signals. The first party control unit preferably includes
a first party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control integrated

circuit. The second party control unit preferably includes a second party control integrated

E

circuit which controls and executes commands of the second party and is connected to the

second party hard disk, the playback random access memory, and the first party control

| 11-
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integrated circuit through the telecommunications lines. The second party control integrated
circuit and the first party control integrated circuit regulate the transfer of the desired digital
video signal. The second party control unit preferably includes a second party control panel
thrdugh which the second party control integrated circuit is programmed and is sent commands
and which is connected to the second party integrated circuit. The second party control unit
preferably includes an incoming random access memory chip connected to the second party

hard drive and the second party control integrated circuit, and the first party control unit

_ through the telecommunications lines for temporarily storing the desired digital video signals

received from the first party's control unit for subsequent storage to the second party hard
disk. The second party control unit preferably includes a video display unit connected to the
playback random access memory chip and to the second party integrated circuit for displaying -

the desired digital video signals.

The present invention pertains to a system for transferring digital audio signals.
The system comprises a first party c\:ontrol unit in‘possession and control of a first party, and a
second party control unit in pbssession and control of a second party. The second party
control unit is at a second party location remote from the first party control unit. The first
party control unit is for controlling and transferring digital audio signals. The first party
control unit has a first party hard disk having a plurality of digital audio signals which include
a plurality of desired individual songs as desired digital audio signals. The first party control

unit has a sales random access memory chip electronically connected to the first party hard

-12-
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disk for storing a replica of the desired digital audio signals of the first party's hard disk to be
transferred from the first party control unit. The system comprises means or mechanism for
transmitting the desired digital audio signals from the sales random access memory chip. The
means or mechanism for transferring is connected to the sales random access memory chip,
and the first party control unit has means or a mechanism for the first party to charge a fee to
the second party to provide the second party access to the desired digital audio signals of the

first party's hard disk. The means or mechanism for the first party to charge a fee to the

~ second party is remote from the second party location. The second party control unit has a

second party controi panel, a second memory for storing the desired digital audio signals from
the sales random access memory chip, a receiver connected to the second party control panél
and speakers connected to the receiver for playing the desired digital audio signals in the
second memory. The second party control panel is connected to the receiver. The receiver
o\
and speakers are operatively cdntrolle_d by the second party control panel. The second party
control unit is placed by the second party at a second party location determined by the second
party which is remote from thé ﬁr‘st party control unit. The second party chooses the desired
digital audio signals from the first party's hard disk with the second pafty control panel. The
second memory is connected to the receiver and the speakers. The second memory stores the
desired digital audio signals that are received by the receiver.. The system also comprises
telecommunications lines connected to the first party control unit and the second party control

unit through which the desired digital audio signals in the sales random access memory are.

electronically transferred by the means or mechanism for transferring to the receiver while the

-13-
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second party is in possession and control of the second party control unit and after the desired

digital audio signals of the first party's hard disk are sold to the second party by the first party

with the means or mechanism for the first party to charge a fee.

The present invention pertains to a system for transferring digital video or
digital audio signals. The system comprises a first party control unit having a first party hard

disk having a plurality of digital video or digital audio signals which include desired digital

~ video or digital audio signals, a sales random access memory chip electronically connected to

the first party hard disk for storing a replica of the desired digital video or digital audio signals
of the first party's hard disk to be transferred from the first party control unit, and a
mechanism for electronically selling the desired digital video or digital audio signals of the
first party's hard disk; The system comprises a second party control unit having a second
party control panel, a second memory connected to the second party control panel, and a
mechanism for playing the desired digital video or digital audio signals connected to the
second memory and the second‘ party control panel. The playing mechanism is operatively
controlled by the second party control panel. The second party control unit is remote from the
first party control unit. The second party control unit is placed by the second party at a
location determined by the second party. The system is also comprised of telecommunications
lines connected to the first party control unit aﬁd the second party control unit through which
the electronic sales of the desired digital video or digital audio signals occur of the first party's

hard disk, and over which the desired digital video or digital audio signals of the first party's

-14-
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hard disk are electronically transferred from the sales random access memory chip to the
second memory while the second party is in possession and control of the second memory and
after the desired digital video or digital audio signals are sold to the second party by the first
party. The telecommunications lines preferably include telephone lines. The second party
control unit preferably includes a second party hard disk which stores a plurality of digital
video or audio signals, and a playback random access memory chip electronically connected to
the second party hard disk for storing a replica of the desired digital video or audio signals as

~ atemporary staging arealfor playt;ack. The first party control unit preferably includes a first
party control integrated circuit which controls and executes commands of the first party and is
connected to the first party hard disk, the first party sales random access memory, and the
second party control integrated circuit through the telecommunications lines. The first party'
control integrated circuit and the second party control integrated circuit regulate the transfer of
the desired digital video or audio signals. The first party control unit preferably comprises a
ﬁrstvparty control panel through‘ which the first party control integrated circuit is programmed
and is sent commands and which is connected to the first pafty control integrated circuit. The
second party control unit preferably includes a second pérty control integrated circuit which
controls and executes commands of the second party and is connected to the second party hard
disk, the playback random access memory, and the first party control integrated circuit
through the telecommunications lines. The s_econd party control integrated circuit and the first
party control integrated circuit regulate the transfer of the desired digital video or audio

signals. The second party control unit preferably comprises a second party control panel

-15-
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through which the second party control integrated circuit is programmed and is sent commands
and which is connected to the second party integrated circuit. The second party control unit
preferably includes an incoming random access memory chip connected to the second party

hard drive and the second party control integrated circuit, and the first party control unit

througli the telecommunications lines for temporarily storing the desired digital video or audio

signals received from the first party's control unit for subsequent storage to the second party
hard disk. The second party control unit preferably includes a video display unit connected to

r the playback random access memory chip and to the second party integrated circuit for

E

displaying the desired digital video or audio signals. --
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REMARKS

Please enter the aforesaid amendments into the above-identified patent
application. These amendments are the independent claims and many of the dependant claims
that are now allowed written in more traditional English style. They are being placed in the
Summary of the above-identified patent application to more clearly have the Summary reflect
the allowed independent claims and many of the dependent claims. The added paragraphs are
_ the independent claims in the order that they were originally filed with dependant claims to the
independent claims following the fespective independent claims. The newly added paragraphs
are essentially word for word identical to the allowed corresponding claims except for
grammatical changes or sentence structure changes to make the claims read as traditional

English. No new matter has been added.

Please also find enclosed U.S. Patent No. 5,191,193 to Le Roux that had been
identified by the Examiner. Applicant does not believe it is relevant at all to this application

but wishes to disclose it and have it placed in this file.

-17-
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Accordingly, it is respectfully requested that the amendments to the

above-identified patent application be entered.
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/ Ansel M. Schwartz
Registration No. 30,587
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ARTHUR R. HAIR

Ansel M. Schwartz, Esquire
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1995, the term of this patent is the longer of
seventeen years from the date of grant of this
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COMMISSIONER FOR PATENTS
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Patent No. $% 7.5 X3+ Paper No. 3/

NOTICE OF EX PARTE REEXAMINATION

Notice is hereby given that a request for ex parte reexamination of U.S. Patent No.

Sb 7S5 7344 was filed on _/- 3/~ 45 pursuant to 35 U.S.C. 302 and

37 CFR 1.510(a).
The reexamination proceeding has been assigned Control No. 90/ 20 7¢5. 2 .

This Notice incorporates by reference into the patent file, all papers entered into the reexamination

file.
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Revised July 2004
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United States Patent and Trademark Office
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Date Mailed: 06/29/2010

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 06/28/2010.

+ The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

/jawhitfield/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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above address as provided by 37 CFR 1.33.
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Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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Case 2:04-cv-01549-DWA  Document 101 Filed 01/04/12 Page 1 of 8

IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF PENNSYLVANIA

)
SIGHTSOUND TECHNOLOGIES, LLC and )
SIGHTSOUND TECHNOLOGIES, INC., )
)
Plaintiff, ) CIVIL ACTION NO. 04-1549
)
V. } JUDGE DONETTA W. AMBROSE
)
ROXIO, INC., and NAPSTER, LLC, ) JURY TRIAL BEMANDED
) s
Defendants. ) Pt U5 4l 573
g 675,734
596,990

FIRST AMENDED COMPLAINT

Plaintiffs SightSound Technologies, LLC and SightSound Technologies, Inc.,
{collectively, “SightSound™), by their attorneys, Meyer, Unkovic & Scott LLP, brings this civil
action for patent infringement against Defendants Roxio, Inc. and Napster, L.1.C, and their
successors in interest, and in support thereof alleges as follows:

Partics

1. SightSound Technologies, Inc., through its successor by merger, SightSound
Technologies Holdings, LLC, is a corporation that is organized and existing under the laws of
the State of Delaware, with its principal place of business at 311 South Craig Street, Pittshurgh,
Pennsylvania, 15213.

2. SightSound Technologies LLC is a corporation that is organized and existing
under the laWs of the State of Delaware , with its principal place of business at 311 South Craig

Street, Pittsburgh, Pennsylvania, 15213.
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3. Defendant, Roxio, Inc. (“Roxio™), has at the relevant times been a corporation
organized and existing under the laws of the State of Delaware with a principat place of business
located at 455 El Camino Real, Santa Clara, CA, 95050.

4, Defendant, Napster, LLC has at the relevant times been a limited liability
company organized and existing under the laws of the State of Delaware, with its principal place
of business at 9044 Melrose Ave., Los Angeles, California 90069,

5. On information and belief, Roxio acquired certain assets from Napster, Inc.,
Napster Music Company, Inc., Napster Mobile Company, Inc. and Pressplay, Inc., including the
business of selling digital music electronically.

6. On information and belief, Roxio and Napster, LLC (collectively referred to
herein as “Napster”), and their successors in interest, working individually and/or together in
conjunction, are involved in the electronic sale, and transmission of digital music throughout the

United States, including in the Commonwealth of Pennsylvania.

Jurisdiction
7. This Court has jurisdiction over the subject matter of this action under 28 U.S.C.
§ 1331 and 1338(a).
Venue

8. Venue is proper in this Court under the provisions of 28 U.S.C. § 1391{c) and 28
U.S.C. § 1400(b).
General Facts
9. Arthur R. Hair (“Hair”) is the inventor to whom the United States Patent Office
issued United States Patent No. 5,191,573 on March 2, 1993 (hereinafier the ““573 Patent”™). A

true and correct copy of the *573 Patent is attached hereto as Exhibit “A”,
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10.  SightSound is the assignee of the rights, title and interest in the ‘573 Patent issued
to Hair.

11.  Hair is the inventor to whom the United States Patent Office issued United States
Patent No. 5,675,734 on October 7, 1997 (hereinafter the “*734 Patent™). A true and correct
copy of the ‘734 Patent is attached hereto as Exhibit “B”.

12, SightSound is the assignee of the rights, title and interest in the “734 Patent issued
to Hair.

13.  The “734 Patent is a continuation of the application that led to the 573 Patent.

14.  Hair is the inventor to whom the United States Patent Office issued United States
Patent No. 5,966,440 on October 12, 1999 (hereinafter the ““440 Patent”). A true and correct
copy of the ‘440 Patent is attached hereto as Exhibit “C.”

15, SightSound is the assignee of the rights, title and interest in the ‘440 Patent issued
to Hair.

16.  The ‘440 Patent is a continuation of the application that led to the ‘573 Patent.

17.  OnJanuvary 1, 1998, a SightSound predecessor in interest, SightSound.com, Inc.
filed a patent infringement action against N2K, Inc. (“N2K”), for infringement of the *573
Patent, and the 734 Patent in the United States District Court for the Western District of
Pennsylvania, Civil Action No. 98-0118. In March, 2000 CDnow, Inc., and CDnow Online Inc.
(collectively “CDnow”) were joined as defendants in that lawsuit and a claim of infringement of
the “440 Patent was added against all defendants. |

18.  Inthe lawsuit against CDnow and N2K, this Court held a Markman hearing and
issued an order on construction of relevant terms of the claims of the patents in suit.

Subsequently, a motion for summary judgment filed by N2K and CDnow alleging invalidity of
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the ‘573 Patent, the ‘734 Patent, and the ‘440 Patent, was denied. Plaintiff’s motion for
summary judgment was granted, dismissing allegations by N2K and CDnow that the plaintiff
had committed inequitable conduct.

19.  Pursuant to a settlement agreement among the parties, CDnow and N2K agreed to
a Final Judgment and Order on Consent, entered by this Court on February 20, 2004, that the
*573 Patent, the “734 Patent, and the 440 Patent are valid and enforceable.

COUNT 1
Patent Infringement

20.  Paragraphs 1-19, inclusive, above, are hereby incorporated herein by reference.

21.  Napster and/or its successors in interest has been making and continues to make
and/or has sold and continues to sell and/or continues to induce others to sell and/or use and/or
contribute to the making, using or selling of one or more digital audio signals for or with systems
and/or processes within the scope of the claims of the ‘373 Patent in this judicial district and
elsewhere in the United States.

22, Napster and/or its successors in interest had notice of the ‘573 Patent, pursuant to
35 U.S.C. § 287, prior to the commencement of this civil action.

23. The unauthorized making, use, or sale of such digital audio signals by Napster
and/or 1ts successors in interest infringes the ‘573 Patent.

24, Napster and/or ifs successors in interest is a direct and/or contributory infringer of
the *573 Patent, and/or has induced infringement of the ‘573 Patent by others in violation of 35
U.S.C. § 271.

25. Unless enjoined by this Court, Napster and/or its successors in interest will

continue to infringe the ‘573 Patent in the future.
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26. On information and belief, Napster and/or its successors in interest has infringed
and is infringing the ‘573 Patent, with full knowledge of the ‘573 Patent, and the infringement
has been willful and deliberate and continues to be willful and deliberate. This case is
exceptional under 35 U.S.C. § 285.

COUNTTI

27.  Paragraphs 1-26, inclusive, above, are hereby incorporated herein by reference.

28.  Napster and/or its successors in interest has been making and continues to make
and/or has sold and continues to sell and/or continues to induce others to sell and/or use and/or
contribute to the making, using or selling of one or more digital audio signals for or with
processes within the scope of the claims of the ‘734 Patent in this judicial district and elsewhere
in the United States.

29.  Napster and/or its successors in interest received notice of the 734 Patent
pursuant to 35 U.S.C. § 287, prior to the commencement of this civil action.

30.  The unauthorized making, use, or sale of such a digital audio signal by Napster
and/or ifs successors in interest infringes the ‘734 Patent.

31.  Napster and/or its successors in interest js a direct and/or contributory infringer of
the ‘734 Patent and/or has induced infringement of the ‘734 Patent by others in violation of 35
U.S.C. §271.

32.  Unless enjoined by this Court, Napster and/or its successors in interest will
continue to infringe the ‘734 Patent in the future.

33, Oninformation and belief, Napster and/or its successors in interest has infringed

and is infringing the ‘734 Patent with full knowledge of the ‘734 Patent, and the infringement
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has been willful and deliberate and continues to be willful and deliberate. This case is
exceptional under 35 U.S.C. § 285.
COUNT 1

34.  Paragraphs 1-33, inclusive, above, are hereby incorporated herein by reference.

35.  Napster and/or its successors in interest has been making and continues to make
and/or has sold and continues to sell and/or continues to induce others to sell and/or use and/or .
contribute to the making, using or selling of one or more digital audio signals for or with
processes within the scope of the claims of the ‘440 Patent in this judicial district and elsewhere
in the United States.

36.  Napster and/or its successors in interest received notice of the ‘440 Patent
pursuant to 35 U.S.C. § 287, prior to the commencement of this civil action.

37.  The unauthorized making, use, or sale of such a digital audio signal by Napster or
its successors in interest infringes the *440 Patent.

38.  Napster and/or its successors in interest is a direct and/or contributory infringer of
the ‘440 Patent and/or has induced infringement of the *440 Patent by others in violation of 35
U.S.C. §271.

39. Unless enjoined by this Court, Napster and/ or its successors in interest will
continue to infringe the ‘440 Patent in the future.

40.  On information and belief, Napster and/or its successors in interest has infringed
and is infringing the ‘440 Patent, with full knowledge of the ‘440 Patent, and the infringement
has been willful and deliberate and continues to be willful and deliberate. This case is

exceptional under 35 U.S.C. § 285.
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PRAYER FOR RELIEF

WHEREFORE, Plaintiff SightSound Technologies, LLC demands judgment in its favor
and against Napster and/or its successors in interest, as follows:

A. That this Court adjudge and decree that United States Patent No. 5, 191,573,
United States patent No. 5, 675,734, and United States Patent No. 5,966,440 are valid and
enforceable against Napster and/or its successors in interest;

B. That this Court adjudge and decree that Napster and/or its successors in interest
has infringed the *573 Patent, the ‘734 Patent, and the ‘440 Patent;

C. That this Court preliminarily and permanently enjoin Napster, its officers,
directors, agents, employees, servants, attorneys, successors, assigns and all others controlling,
controlled by, affiliated with or in privity with Napster, from committing further acts of
infringement of the ‘573 Patent, the ‘734 Patent, and the ‘440 Patent, pursuant to 35 U.S.C. §
283;

D. That this Court direct Napster and/or its successors in interest to file with this
Ceourt and serve on counsel for SightSound, within thirty (30) days of the entry of said
injunction, a report in writing under oath setting forth in detail the manner and form in which
Napster and/or its successors in interest has complied with the injunction;

E. That this Court award damages sufficient to compensate SightSound for the
infringement of the 573 Patent, the *734 Patent, and the ‘440 Patent by Napster and/or its
successors In interest, pursuant to 35 U.S.C. § 284, together with costs and prejudgment interest

for the amount of damages determined;
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F. That this Court inerease such damages up to three (3) times the amount found or
assessed in view of the willful and deliberate character of such infringement of said patents by
Napster and or its successors in interest, pursuant to 35 U.S.C. § 284;

G. That this Court find this case “exceptional” and award SightSound its reasonable
attorneys’ fees, pursuant to 35 U.S.C. § 285; and

H. That this Court award SightScund such other and further relief as the Court may
deem just and proper.

PLAINTIFF DEMANDS A JURY TRIAL

Dated: January 4, 2012

/s/ Russell J. Ober

Russell J. Ober

E-Mail: rjo@muslaw.com

MEYER, UNKOVIC & SCOTT LLP
Suite 1300, Oliver Building

535 Smithfield Street

Pittsburgh, PA 15222-2315
Telephone: (412) 456-2806
Facsimile: (412) 456-3255

Attorneys for SightSound Technologies, Inc. and
SightSound Technologies, LLC
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