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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re the patent of:

Arthur R. HAIR

U.S. Patent No. 5,675,734
Docket No. NAPSP002

Issued: October 7, 1997

Application No. 08/607,648
Date: January 31, 2005

Filed: February 27, 1996

For: SYSTEM FOR TRANSMITTING DESIRED

DIGITAL VIDEO OR AUDIO SIGNALS
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CERTIFICATE OF EXPRESS MAILING

I hereby certify that this paper and the documents and/or fees referred to as
attached herein are being deposited with the United States Postal Service on
Januag 31, 2005 in an envelope as “Express Mail Post Office to Addressee"
service under 37 CFR § 1.10, Mailing Label Number EV 577446433 US,
addressed to the 'sioner for Patents, PO. Box 1450, Alexandria, VA
22313-l450.

REQUEST FOR EXPARTE REEXAMINATION
TRANSMITTAL FORM

Commissioner for Patents

Mail Stop Ex Parte Reexam
P.O. Box 1450

Alexandria, VA 22313-1450

1. This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of U.S. Patent No.
5,675,734, which§sued October 7, 1997 (“the ‘734 patent”). The request is made bya third-party
requester. -

2. The nafiie and address of the erson re uestin reexamination is:P Q 8

_ Napsgr, Inc. (formerly Roxio, Inc. and majority owner of Napster, L.L.C.)
“’ Los Angeles Office

9044 Melrose Ave.

Los Angeles, CA 90069.

02/09/2005 l‘lTllIlTY 00000006 90007403

3. A checlgin the amount of $4 020.00 to cover the ex parte reexamination fee ($2,5%ga09§ up
and the excess clafin fees ($1,500.00 for 4 extra independent c1§lnll§:($§00.00) and 14 claims in'
excess of 20 clairrg ($700.00)) is enclosed. 37 CFR 1.20(c)(1).
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4. The Commissioner is authorized to charge any fees beyond the amount enclosed which

may be required, or to credit any overpayment, to Deposit Account No. 50-0805 (Order No.
NAPSP002).

5. A copy of the ‘734 patent to be reexamined having a double column fomiat on one side
of a separate paper is enclosed. 37 CFR 1.510(b)(4).

6. Reexamination of claims 1-34 is requested.

7. A copy of every patent or printed publication relied upon is submitted herewith including
a listing thereof on Fomi PTO-1449.

8. The attached detailed request includes at least the following items:

a. A statement identifying each substantial new question of patentability based on prior
patents and printed publications. 37 CFR 1.510(b)(1); and

b. An identification of every claim_for which reexamination is requested, and a detailed

explanation of the pertinency and manner of applying the cited art to every claim for which
reexamination is requested. 37 CFR 1.510(b)(2).

9. It is certified that a copy of this request has been served in its entirety on the patent
owner as provided in 37 CFR 1.33(c). The name and address of the party served and the date of

service are:

Ansel M. Schwartz, ‘Registration No. 30,587
201 N. Craig Street, Suite 304

Pittsburgh, PA 15213

Date of Service: January 31, 2005 (by overnight courier).

10. Correspondence Address: Direct all communication about the reexamination to:

Albert S. Penilla

MARTINE PENILLA & GENCARELLA, LLP

710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085 .

(408) 749-6900
Customer Number 25920.
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11. The patent is the subject of the following concurrent proceeding:

Copending litigation styled: SightSound Technologies, Inc. v. Roxio, Inc. and Napster,
L.L.C., U.S. District Court for the Western District of Pennsylvania, Civil Action No. 04-1549.

Respectfully submitted,
MARTINE PENILLA & GENCARELLA, LLP

710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085

(408) 749-6900
Customer No. 25920
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In re Ex Parte Reexamination of: Examiner: Nguyen, Hoa T.

(Prior Examiner)
Arthur R. Hair t

- Group Art Unit: 2513

U.S. Patent No. 5,675,734 (Prior Examination)

Issued: Oct. 7, 1997 A REQUEST FOR Ex Parte
REEXAMINATION

For: SYSTEM FOR TRANSMITTING UNDER 37 CFR§ 1.510

DESIRED DIGITAL VIDEO OR

AUDIO SIGNALS Date: Janu 31, 2005

Mail Stop Ex Parte Reexam
Honorable Commissioner of Patents and Trademarks

P.O. Box 1450 .

Alexandria, VA 22313-1450

TABLE OF CONTENTS

INTRODUCTION............................................................................................................ .. 1

A. Anticipation and Obviousness ............................................................................. .. 1

B. Double Patenting .................................................................................................. .. 2

RELATED AND CO—FILED REQUESTS FOR REEXAMINATION .......................... .. 5

CURRENT STATUS OF THE ‘734 PATENT ............................................................... .. 5

CLAIMS FOR WHICH REEXAMINATION IS REQUESTED .................................... .. 5

PRIOR ART PATENTS AND PUBLICATIONS ........................................................... .. 6

STATEMENT POINTING OUT SUBSTANTIAL NEW QUESTIONS OF

PATENTABILITY.................................................................................................. ..-. ...... .. 7

DESCRIPTION OF THE RELEVANT PRIOR ART ....................... f. ............................ .. 7

A. GALLAGHER (GB 2 178 275 A): Claims 1 — 34 of the Hair ‘734 Patent

Are Anticipated Under 35 U.S.C. § 102 by Gallagher and/or Are Rendered
Obvious Under 35 U.S.C. § 103 by Gallagher in View of Gremillet,

Freeny, Akashi, Schwartz, Hellman, Ferrarini, Rosch, Elmer-Dewitt,
Jared, Kramer, Waters, and/or Jordan.................................................................. .. 8

GREMILLET (US. Pat. No. 4,499,568): Claims 1 — 34 ofthe Hair ‘734
Patent Are Anticipated Under 35 U.S.C. § 102 by Gremillet in view of

Gallagher Freeny, Akashi, Schwartz, Hellman, Ferrarini, Rosch, Elmer-
Dewitt, Jared, Kramer, Waters, and/or Jordan................................................... .. 32

REQUEST FOR REEXAMINATION
OF U.S. PATENT NO. 5,675,734



Page 00005

DOUBLE PATENTING IS A PROPER BASIS FOR THE REEXAMINATION

PROCEEDING .............................................................................................................. .. 60

A. The ’734 Patent Is Invalid For Obviousness-Type Nonstatutory Double

Patenting. ........................................................................................................... .. 61

B. Double Patenting Analysis of the Claims of the ‘734 Patent ............................. .. 62

CONCLUSION .............................................................................................................. .. 90

REQUEST FOR REEXAMINATION
OF U.S. PATENT NO. 5,675,734



Page 00006

INTRODUCTION

This Request for Ex Parte Reexamination ofU.S. Patent No. 5,675,734 (the ‘734

patent”) raises substantial new questions of patentability with respect to the ‘734 patent based on

prior art not cited or considered during the prosecution of the ‘734 patent and based on double

patenting in view of U.S. Patent Nos. 5,966,440 (the “‘440 patent”) and 5,191,573 (the “‘573

patent”), all to Arthur R. Hair (collectively, the “Hair Patents”).

A. Anticipation and Obviousness

The ‘734 patent is directed to a method and system for transferring desired digital

audio and video signals through telecommunications lines from a first memory of a first party to

a second memory of a second party. During the prosecution of the ‘734 patent, the Gallagher and

Gremillet prior art references were neither disclosed nor considered by the Examiner. Gallagher,

like the Hair Patents, also teaches a method, system and apparatus for selling and transferring

through telecommunications lines, recorded digital audio and video data between a source unit, a

database, which may be housed by a record company, and user units, which belong to the general

public.

Similarly, Gremillet teaches a method and system for the electronic sale of digital

audio signals and recorded information over telecommunications lines, including telephone lines,

cables and optical fibres. The digital audio signals are stored in an information bank at a

distribution center and are distributed to user equipment that includes a recording device.

Gallagher and Gremillet each individually anticipate all of the claims of the ‘440

patent. Additionally, Gallagher and Gremillet in combination with other prior art references

render all claims of the ‘734 patent obvious.

Accordingly, this Request for Reexamination of the ‘734 patent should be granted

REQUEST FOR REEXAMINATION
OF U.S. PATENT NO. 5,675,734
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because Gallager and Gremillet alone and in combination with other prior art references raise a

substantial new question of patentability.

B. Double Patenting

— The" ‘734 patent is also invalid under the doctrine of obviousness-type double

patenting. The ‘734 patent claims the same innovation as set forth in the ‘573 patent. The only

limitations that do not represent a mere change in wording that the patentee added in the ‘734

patent are: (1) control unit; (2) speakers; (3) video display; (4) electronic coding or, encryption,

of the signal; (5) hard disk; (6) control panel; (7) integrated circuit; and (8) sales, incoming or

playback RAM chip. As Requestor will demonstrate in the detailed analysis in Section VIII of

this Request, none of these limitations is patentably distinct and all of them would have been

obvious to the person of ordinary skill in the art, in 1988.

The addition of “control unit” and “control panel” is not Qatentably distinct. It

would have been obvious to one skilled in the art in light of claims 1 and 4 of the ‘S73 patent to

have the second memory included in some type of collection of hardware and sofiware called a

"control unit" and to have the digital signals on the second memory to be played through speakers

connected to the second memory. In addition, the limitation of having the second memory

included in some type of collection of hardware and software called a “control unit” was obvious

in view of at least Gallagher, Akashi, Freeny, Schwartz. A control unit for the first party too

would be understood to one of skill in the art. The "first party control unit" was obvious in view

of the “first memory with a transmitter in control and possession of the first party,” of Claim lof

the ‘573 Patent. In order to exercise the “control” disclosed some means for control would have

to exist. Viewed together a “control unit” was disclosed.

REQUEST FOR REEXAMINATION
OF U.S. PATENT NO. 5,675,734
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It would have been obvious to have a “control panel” on the user’s unit. Hair's claimed

invention as described in the original '5 73 specification was an "advanced stereo system." ‘S73

Prosecution History, Original Patent Application Filing at p.6. It is well known, was well known

in 1988, that a stereo system must have a control panel in order to accept user commands (for

example to “play” music).

The addition of “speakers” is not patentably distinct. The limitation of having the

digital signals on the second memory played through speakers connected to the second memory

was obvious to a person skilled in the art in 1988. Namely, it was obvious that a customer would

want to play the purchased music through speakers. Moreover, the addition of this limitation is

obvious in view of at least Gallagher, Schwartz and Gremillet. Finally, Hair's claimed invention

as described in the original ‘S73 specification was an "advanced stereo system" capable of

playing digital audio. '573 Prosecution History, Original Patent Application Filing at p.6. Such a

unit would obviously be connected to speakers as this was customary for stereo systems and

without speakers such a stereo system would be unable to produce sound.

The addition of “video display” is not patentably distinct. A video display was

obviously required to playback the digital video data disclosed in the claims of the ‘573. As Hair

in prosecution claimed an “advanced stereo system” a person of skill in the artwould know that

the analogous video system would be a machine akin to a videocassette recorder, which would

naturally be connected to a TV monitor, or something similar; Moreover, digital video was well

known in the late 1980s. Gallagher and Rosch each illustrate the obviousness of a video displayI

in the context of digital video in that time period.

The addition of “coding” the signal to prevent unauthorized reproduction, or

“encgyption,” is not patentably distinct. One skilled in the art would have known in light of

claims 3 and 6 of the ‘S73 patent to code or encrypt the signals in a way to prevent unauthorized

reproduction. Encryption was widely known and practiced in 1988. Specifically, the limitation

of electronically coding the desired digital video or audio signals was obvious in view of at least
REQUEST FOR REEXAMINATION
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Freeny, Gallagher, Waters and a PC Weekly 1987 article. That article stated: “Several sofiware

firms are including encryption as an option for their spreadsheet or database users. Other

developers sell encryption hardware and software to tighten the lid on computer security.”

The addition of “hard disk” is not patentably distinct. Usage ofhard disc was known

in the art well before 1988. Hair himself argued during the prosecution that “[t]he use of

transferring money across telecommunications connections, such as by telephoning the agent

who has the hard disc over the phone lines, for obtaining data on the hard disc is well known to I

‘ one skilled in the art to be part of electronic sales.”) See ‘5 73 Prosecution History 6/25/92 Hair

Decl.

The addition of “integrated circuit” is not patentably distinct. A second party control

integrated circuit was inherent in the ‘S73 teaching of electronic sales. During the prosecution,

Hair argued that “the ‘second party’ must have a ‘receiver’ (the control IC of the user in figure 1)

in his ‘possession’ inorder to receive the music electronically from the hard disk of the agent

over the telecommunications lines, such as telephone lines.”) ‘734 Prosecution History, 1/3/94

Hair Decl., p. 3-4 (emphasis added). The limitation of a second party integrated circuit and a

control panel connected to the integrated circuit was further obvious in view of at least

Gallagher, Freeny, Akashi, Schwartz and Gremillet.

The addition of RAM chip is not patentably distinct. The limitation of the incoming

random access memory chip to buffer incoming data before storage to a hard disk and a playback

random access memory chip to buffer digital signals prior to playback was obvious to a person

skilled in am. It was also obvious in view of at least Gallagher, Freeny, Akashi, Schwartz and

Ferrarini. iMoreover, the functions attributed by Hair to the seller’s “sales random access

memory chip” were well known within the field of digital telecommunications.

Accordingly, the ‘44O claims the same invention as the ‘573 patent, and adds only minor

and obvious limitations, all of the claims of the ‘440 patent are invalid for obviousness-type of

double patenting. Because the Examiner had not rejected the claims on the basis of double

REQUEST FOR REEXAMINATION
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patenting during the prosecution of the ‘44O patent, Requestor’s analysis presents substantial new

questions of patentabi_lity. '

II. RELATED AND CO-FILED REQUESTS FOR REEXAMINATION

In addition to this Request for reexamination of the ‘734 patent, separate Requests

for reexamination of the ‘573 and ‘440 patents have also been concurrently filed. As stated, the

‘$73, 734 and ‘44O patents are all related, disclose identical inventions, claim priority to the same

June 13, 1988 earliest filing date, and were issued from continuation applications from the same

parent application. Moreover, the three patents also share similar specifications and identical

drawings.

III. CURRENT STATUS OF THE ‘734 PATENT

The ‘734 patent is currently in litigation in the District Court for the Western

District of Pennsylvania in a case styled Sigl_1tSound Technologies, Inc. v. Roxio, Inc. and

Napster, L.L.C., Civil Action No. 04-1549. The case is in its infancy and no formal discovery

has taken place. Pursuant to the Court’s request, Requestor has filed a Motion to Stay the case

pending the outcome of-the Reexamination proceedings.

Previously, the ‘734 patent was in litigation in another case, also in the District V

Court for the Western District of Pennsylvania, styled as Sigl_1tSound.com Incomorated v. NZK,

Inc. CDnow Inc. and CDnow Online Inc., Civil Action No. 98-0118. That case settled before

trial with no judicial determination of the invalidity of the ‘440 patent.

The ‘573 and ‘44O patents are also at issue in the current litigation, and were also

at issue in the previous litigation.

IV. CLAIMS FOR WHICH REEXAMINATION IS REQUESTED

Reexamination is requested for all claims, claims 1 through 34.
REQUEST FOR REEXAMINATION
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V. PRIOR ART PATENTS AND PUBLICATIONS

Pursuant to 37 C.F.R. § 1.555 Requestor brings to the attention of the Examiner

the following references, all of which are listed on the enclosed form PTO—1449, along vyith

copies of the listed references:

Reference Name Reference Description

“Cam. '1 r,, Great Britain Patent GB 2 178 275 A, “Recorded Data Transfer
3 ° System,” filed July 16, 1986, published February 4, 1987.

U.S. Pat. No. 4,499,568, “Process for the Teledistribution of

“Gremillet” _ Recorded Information and a System for Performing This

Process,” filed December 13, 1982, issued February 12, 1985.

‘ U.S. Patent No. 4,528,643, “System For Reproducing

“Freeny” Information In Material Objects At a Point of Sale Location,”
filed January 10, 1983, issued on July 9, 1985.

Japanese Patent Application No. S62-284496 to H. Akashi,

“Akashi” “Automated Music Purchasing System,” filed on June 3, 1986

and published on December 10, 1987. (Translation included.)

. “Schwartz” U.S. Pat. No. 4,636,876, “Audio Digital Recording and Playback
System,” filed April 19, 1983, issued January 13, 1987.

U.S. Pat. No. 4,658,093, Software Distribution System, filed July .

13, 1983, issued on April 14, 1987.

“Ferrarini,, Ferrarini, “Direct Connections for Software Selections,” Business
Computer Systems, February 1984.

 “ComNet for the PC,” PC Magazine, August 1983.
“Calling Up an On-Line Cornucopia,” Time, April 7, 1986.
“The Copy Protection Wars,” PC Magazine, January 14, 1986.

;EI\Iaergo3r,1<11;}83plications Are Adding Encryption,” PC Week,
“waters” “Prospects for Standardization in Cable Audio,” Technical

Papers-NCTA Annual Convention, 1984.

REQUEST FOR REEXAMINATION
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Communications and Networkingfor the IBM PC, 1983.

For the reasons discussed below, the prior art patents and printed publications

submitted herein raise substantial new questions of patentability of claims 1 through 34 of the

'734 patent.

VI. STATEMENT POINTING OUT SUBSTANTIAL NEW QUESTIONS OF
PATENTABILITY

This Request for Ex Parte Reexamination of the ‘734 patent raises the following

substantial new questions of patentability:

1. Whether claims 1 — 34 are anticipated under 35 U.S.C. § 102 by Gallagher;

2. Whether claims 1 — 34 are anticipated under 35 U.S.C. § 102 by Gremillet;

Whether claims 1 — 34 are rendered obvious under 35 U.S.C. § 103 by

Gallagher in view of Gremillet, Freeny, Akashi, Schwartz, Hellman,

Ferrarini, Rosch, Elmer-Dewitt, Jared, Kramer, Waters, and/or Jordan;

Whether claims 1 — 34 are rendered obvious under 35 U.S.C. § 103 by

Gremillet in view of Gallagher Freeny, Akashi, Schwartz, Hellman,

Ferrarini, Rosch, Elmer-Dewitt, Jared, Kramer, Waters, and/or Jordan;

Whether claims 1 — 34 are unpatentable for double patenting in view of U.S.

Patent No. 5,191,573, also issued to Arthur R. Hair.

VII. DESCRIPTION OF THE RELEVANT PRIOR ART

In the following claim charts, the left hand column lists the claims of the ‘734

patent and the right-hand column identifies the relevant portions of the cited references and

explains their pertinence which anticipates under 35 U.S.C. § 102. The right hand column also

explains how, in combination with other prior art, the cited references render the Hair ‘734 patent

obvious under 35 U.S.C. § 103, as specifically described below.

REQUEST FOR REEXAMINATION
OF U.S. PATENT NO. 5,675,734
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GALLAGHER (GB 2 178 275 A): Claims 1 — 34 of the Hair ‘734 Patent Are

Anticipated Under 35 U.S.C. § 102 by Gallagher and/or Are Rendered
Obvious Under 35 U.S.C. § 103 by Gallagher in view of Gremillet, Freeny,

Akashi, Schwartz, Hellman, Ferrarini, Rosch, Elmer-Dewitt, Jared, Kramer,

Waters, and/or Jordan.

Gallagher (GB 2 178 275 A) was not cited or considered by the Examiner during

the prosecution of the Hair ‘734 Patent. Gallagher was filed on July 16, 1986 and published on

February 4, 1987, prior to the earliest priority date of June 13, 1988 of the Hair patent.

Accordingly, Gallagher is prior art to the Hair patent.

Gallagher teaches a method, system and apparatus for transferring recorded digital

. audio and video data between a source unit, a database which may be housed by a record

company and user units. E Gallagher at Abstract. The system includes forming a connection

through telecommunication lines (which include high speed telephone links by way ofmodems,

or regular telephone links, fibre optic links, electro-magnetic waves or any other suitable

medium) between a first memory of a first party and a second memory of a second party, the first

memory having the digital audio or video signals, selling ‘electronically by the first party to the

second party through the telecommunications lines the desired digital audio or video signals,

transferring the desired digital signals from the first party to the second party through the

telecommunications lines while the second memory is in possession and control of the second

party (at a remote location) and storing the digital signals in the second memory which includes

hard disks. E Gallagher at 1. In addition Gallagher also teaches encryption and decryption of

the digital audio or video signals for the prevention of unlawful copying and piracy. Sfi

Gallagher at 1. Moreover, Gallagher discloses that the sale of the digital audio or video signal is

through the user units, for example through the user’s personal computer. flee Gallagher at 1.

Accordingly, the Gallagher reference raises substantial new questions of

REQUEST FOR REEXAMINATION
8 OF U.S. PATENT N0. 5,675,734
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patentability of the Hair patent.

GREAT BRITAIN PATENT GB 2 178 275 A TO GALLAGHER

Prior Art Disclosure Rendering Hair Anticipated or Obvious,
Including Motivation to Combine

1. A method for transferring desired Gallagher discloses the transfer of desired digital video audio in a
digital video or digital audio signals “recorded data transfer system’? of “digital data” in the “entertainment
comprising the steps of: industry” such as “audio or visual” data. m Gallagher at 1:5, 1:8, 1:6~7,

1:9l,Figs.2&3. -

forming a connection through Gallagher discloses forming a connection through telecommunication
telecommunications lines between a lines. Gallagher at 1228-31 (“The media for data transfer is preferably

first memory of a first party at a first high speed telephone links by way of modems. However, normal

party location and a second memory of telephone links, fibre optic links, electro-magnetic waves or any other
a second party at a second party suitable medium may be used.”).
location remote from the first party

location, said first memory having a Gallagher discloses a first memory of a first party at a first party location.

first party hard disk having a plurality Gallagher at 1:13-16 (The first memory of a first party is a “database
of digital video or digital audio signals having a main computer, . . . a data storage and processing system, means
including coded desired digital video for controlling the storage and processing of data . . . .”) Gallagher at
or digital audio signals, and a sales 1:67-69 (First party can be the “source unit” which can also contain the
random access memory chip which first memory, and it “comprises a storage medium 1 1.”). Gallagher at 1:5,
temporarily stores a replica of the 1:8, 1:6-7, 1:91, Figs. 1 & 2 (first memory has desired digital video or
coded desired digital video or digital digital audio signals).
audio signals purchased by the second

party for subsequent transfer via Gallagher also discloses a second memory of a second party at a second‘
telecommunications lines to the second party location. Gallagher at 1:21-22 (“means for storing/recalling and/or
memory of the second party; processing data received from the database”).

Gallagher discloses that the first party and second party are at remote
locations. Gallagher ‘discloses sale is to the general public. Gallagher at
1:49-50 (‘‘sale to the general public via their user units”). Gallagher also
discloses that general public is at home and therefore at a remote location.

Gallagher at 2:92-93 (“home—buying ofmaterial” and “immediate access
to material”).

Gallagher discloses a hard disk for both memories. Gallagher at 1:32-35
(“The media for storage of data would be floppy disk, hard disk, optical or
laser disk, magnetic tape, integrated circuit memory or any other suitable
medium.’’).

The first party hard disk has a plurality of digital video or digital audio
signals. gg Gallagher at 1:5, 1:8, 1:6-7, 1:91, Figs. 1 & 2.

The digital video and audio signals are coded. Gallagher at 1:36-38 (“The
system may incorporate anti-piracy methods such as the encryption or
encoding of data either generally or uniquely.”). Gallagher at 1:50-54
(“By arranging for the data to be encoded/encrypted uniquely for each
user unit, the borrowing or unlawful copying of material could be
eliminated. This method could also be used to ensure security between all

REQUEST FOR REEXAMINATION
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telephoning the first party controlling
use of the first memory by the second
P311;

providing a credit card number of the
second party controlling the second
memory to the first party controlling
the first memory so the second party is
charged money;

“encoder/decoder 13”). Gallagher at 1:83, Fig. 2 (the database has an
“encoder/decoder 22"). Gallagher at 1:90, Fig. 3 (the user unit has a
“decoder 33").

Gallagher discloses a sales random access memory chip that temporarily
stores the purchased coded digital video or audio signal. Gallagher at
1:81-84 (“The database, Figure 2, comprises a parallel transmitter/receiver
20, a serial/parallel and parallel/serial converter 21, an encoder/decoder
22 and a buffer store 23.”) A person skilled in the art would realize that a
“buffer store 23” can be a sales random access memory chip. Moreover,

Gallagher discloses a “main computer” which inherently has a random
access memory chip which a person of ordinary skill at the time would
realize could be used as a sales random access memory chip.

The transfer is via telecommunications lines to the second memory. K

Gallagher at 1:28-31 (The telecommunication line is “high speed
telephone links by way of modems. However, normal telephone links,
fibre optic links, electro-magnetic waves or any other suitable medium
may be used.”).

Gallagher at 1:49-50 (Gallagher discloses “sale to the general public via
their user units.”). Gallagher at 2292-93 (“home-buying of rnateria ” and
“immediate access to material.“).

In addition, it would have been obvious to a person skilled in the art at the

time to electronically sell digital audio and video signals via
telecommunications lines. Freeny expressly discloses the combination of

“selling electronically” digital audio and video signals over
telecommunications lines. Freeny at 12:31-36 (“a consumer credit card

number also might be communicated . . . so the owner of the infomiation
could approve the sale and, in effect, charge the sale to the consumer
credit card number’ ’).

Hellman also discloses the combination of “selling electronically” digital

audio and video signals over telecommunications lines. Hellman at 5:57-
6:2 (“Base unit 12 generates and communicates to authorization and
billing unit 13 a signal representing a user originated request for software
use.. BILLING INFORMATION is a credit car[d] number or similar

means for billing the user of the software.”).

Akashi also discloses the combination of “selling electronically” digital

audio and video signals over telecommunications lines. Akashi at l
(Akashi discloses an “Automated Music Purchasing System” which
"communicates via telephone lines” and “sells recorded music via the
telephone line.”). Akashi at 2 (Akashi distingiishes the “conventional
system of selling recorded music,” that is, through “music sales outlets.”).
Akashi at 2, 5, Fig. 2 (the “automated music purchasing system
network.”). Akashi at 4 (a record company need “not require the current
distribution channels” [music sales outlets] and thus the “user would be
able to easily as well as freely search for and purchase desired musicfrom
home.”).

Elmer-Dewitt also discloses the combination of “sellin electronicall

REQUEST FOR REEXAMINATION
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digital audio and video signals over telecommunications lines. Elmer-
Dewitt at 69 (“Today anybody with a computer, a modem and a deep line
of credit can buy an airline ticket to Cleveland, rent a Hertz car at the

airport, book a room at the Sheraton, buy a novel from Waldenbooks,
check the closing prices on Wall Street and purchase 100 shares of IBM-
without ever getting up from the computer.”)

Ferrarini also discloses the combination of “selling electronically” digital

audio and video signals over telecommunications lines. Ferrarini (“If you

decide to buy, you receive the software, complete with documentation, via
your microcomputer and the telephone lines. . . . Recently, a handful of
companies have established services that allow users to purchase sofiware
just this way. If they are successful, delivering sofiware via the telephone
will become a major method of distribution within the next few years.“).

See also ‘573 Prosecution History, Paper No. 27 at 2.: “One skilled in the
art would know that an electronic sale inherently assumes a transferring of

money by providing a credit card number (since that is the only way for
electronic sales to occur) coupled with a transferring of a service or

product. The use of transferring money across telecommunication
connections, such as by telephoning the agent who has the hard disc over

the phone lines, for obtaining data on the hard disc is well known to one
skilled in the art to be part of electronic sales.”

See also ‘573 Prosecution History, 5/5/94 IDS at 2 (Hair admits that

“[t]his patent [U.S. Patent No. 4,789,863 to Bush] discloses a pay per
view entertainment system”).

See also ‘734 Prosecution History, 1/3/94 Hair Decl. at 5 (“‘[E]lectronic
sales’ as disclosed refers to the well known practices of ‘transferring’ and

verifying monies across telephone lines such as by a ‘credit card’; or by
‘charging a fee’ to the second party, so the second party can gain access to
the first party’s memory through telecommunications lines to select the
desired digital video or digital audio signals”).

Accordingly, the electronic sale of digital audio and video signals via
telecommunications lines would have been obvious to one of ordinary
skill in the art at the relevant time.

E above this Claim, Gallagher disclosure re “desired digital video or
digital audio signals’? and re “first memory.”

electronically coding the desired The digital video and audio signals are coded. Gallagher at 1:36-38 (“The
digital video or digital audio signals to system mayincorporate anti-piracy methods such as the encryption or
form said coded desired digital video encoding of data either generally or uniquely.”). Gallagher at 1:50-54
or digital audio signals into a (“By arranging for the data to be encoded/encrypted uniquely for each
configuration which would prevent user unit, the borrowing or unlawful copying of material could be
unauthorized reproduction of the eliminated. This method could also be used to ensure security between all
desired digital video or digital audio units.”). Gallagher at 1:70, Fig. 1 (the source unit has an
signals; “encoder/decoder 13”). Gallagher at 1:83, Fig. 2 (the database has an

“encoder/decoder 22”). Gallagher at 1290, Fig. 3 (the user unit has a
- “decoder 33”).

storin; a re lica of the coded desired Gallaher discloses a sales random access memo chi that temoraril
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digital video or digital audio signals
from the hard disk into the sales

random access memory chip;

transferring the stored replica ofthe
coded desired digital video or digital

audio signals from the sales random
access memory chip of the first party
to the second memory of the second

party through telecommunications
lines while the second memory is in

possession and control of the second
party; and

storing the transferred replica of the
coded desired digital video or digital

audio signals in the second memory.

2. A method as described in claim]

wherein there is a second party

integrated circuit which controls and
executes commands of the second

party, and a second party control panel
connected to the second party

integrated circuit, and before the
forming step, there is the step of
commanding the second party

integrated circuit with the second party
control panel to initiate the purchase of
the desired digital video or digital
audio signals from the first party hard
disk.

stores the purchased coded digital video or audio signal. Gallagher at
1:81-84 (“The database, Figure 2, comprises a parallel transmitter/receiver
20, a serial/parallel and parallel/serial converter 21, an encoder/decoder
22 and a bufler store 23.”) A person skilled in the art would realize that a
“buffer store 23" can be a sales random access memory chip. Moreover,

Gallagher discloses a “main computer” which inherently has a random
access memory chip which a person of ordinary skill at the time would
realize could be used as a sales random access memory chip.

Gallagher discloses transfer of the coded digital signal from the sales
random access memory chip to the second memory.

Gallagher discloses transferring digital video or audio signals from the
database to the user unit through telecommunication lines. Gallagher at

1:28-31, Figs. 1, 2. & 3 (“The media for data transfer is preferably high
speed telephone links by way of modems. However, normal telephone
links, fibre optic links, electro-magnetic waves or any other suitable
medium may be used.”).

Gallagher at 1:19-22 (“user unit having means for communication with
said database including a transmitter/receiver interface and means for

storing/recalling and/or processing data received from the database”).

Gallagher at 1:49-50 (The general public has the user units and therefore
is in possession and control of the second memory.).

Gallagher at 1:19-22 (“user unit having means for communication with
said database including a transmitter/receiver interface and means for

storing/recalling and/or processing data receivedfrom the database”).

Gallagher discloses a second party integrated circuit for controlling and
executing commands of the second party. Gallagher at 1:19-22 (“at least
one user unit having means for communication with said database
including a transmitter/receiver interface and means for storing/recalling
and/or processing data received from the database”).

Gallagher at 1:102-104 (“The user . . . can log on to the data base and
make her/his selection according to a supplied menu.”).'

Gallagher discloses a hard disk for both memories. Gallagher at 1:32-35
(“The media for storage of data would be floppy disk, hard disk, optical or
laser disk, magnetic tape, integrated circuit memory or any other suitable
medium”).

Accordingly, a person of ordinary skill at the time would understand that a
“means for communication with said database including a

transmitter/receiver interface” and a “means for “processing data” would

include a second party integrated circuit for controlling and executing
commands and a second party control panel connected to the second party
integrated circuit, where before the forming step, a step is taken to
command the second party integrated circuit using the second party
control anel to initiate the urchase of the desired di ital video or audio

REQUEST FOR REEXAMINATION
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3. A method as described in claim 2

wherein the second memory includes
an incoming random access memory
chip which temporarily stores the
coded desired digital video or digital

audio signals from the sales random
access memory chip, a second party
hard disk for storing the coded desired
digital video or audio digital signals
from the incoming random access
memory chip, and a playback random
access memory chip for temporarily
storing the coded desired digital video
or digital audio signals from the first
party hard disk for sequential
playback; and the storing the
transferred replica step includes the

steps of storing the coded desired
digital video or digital audio signals
from the sales random access memory
chip in the incoming random access
memory chip, transferring the desired
digital video or digital audio signals
from the incoming random access
memory chip to the second party hard
disk, storing the desired digital video
or digital audio signals in the second

party hard disk, causing the second
party integrated circuit with the second
party control panel to play the desired
digital video or digital audio signals
from the second party hard disk,
transferring a replica of the desired
digital video or digital audio signals
from the second party hard disk to the

playback random access memory chip
for playback and, playing the desired
digital video or digital audio signals
from the second party hard disk.

4. A system for transferring digital
video or digital audio signals
comprising:

a first party control unit having a first
party hard disk having a plurality of
digital video or digital audio signals
which include desired digital video or

signal that reside on the first party hard disk.

Gallagher discloses “an incoming random access memory chip” and a
“playback random access memory chip.” Gallagher at 1:19-22 (“at least
one user unit having meansfor communication with said database
including a transrnitter/receiver interface and means for storing/recalling
and/or processing data received from the database").

Gallagher discloses a second party hard disk. Gallagher at 1:32-35 (“The
media for storage of data would be floppy disk, hard disk, optical or laser
disk, magnetic tape, integrated circuit memory or any other suitable
medium”).

Gallagher discloses sequential playback. Gallagher at Abstract, p.1
(“Preferably the user unit includes playback apparatus.”). Gallagher at
1:87-92 (“The user unit, Figure 3, comprises a . . . suitable conversion

apparatus 34 for audio and/or visual reproduction”).

Accordingly, Gallagher discloses all of the steps recited in this limitation,
including all of the steps of the “storing the transferred replica step”
(storing, transferring, storing, causing to play, transferring, and playing).

Moreover, a person having ordinary skill in the art at the time would
understand how to perform all of the steps in this limitation.

See claim 1.

See claim 1.

Gallagher discloses a first party control unit with a hard disk and digital
video and audio si a database havin a main
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digital audio signals, a sales random
access memory chip electronically
connected to the first party hard disk
for storing a replica of the desired
digital video or digital audio signals of
the first party's hard disk to be
transferred from the first party control
unit, and means for electronically

selling the desired digital video or
digital audio signals;

a second party control unit having a

second party control panel, a second
memory connected to the second party

control panel, and means for playing
the desired digital video or digital

audio signals connected to the second
memory and the second party control
panel, said means for playing
operatively controlled by the second
party control panel, said second party
control unit remote from the first party
control unit, said second party control

unit placed by the second party at a
location detemiined by the second
party; and

telecommunications lines connected to

the first party control unit and the
second party control unit through
which the electronic sales of the

desired digital video or digital audio
signals occur and through which the
desired digital video or digital audio
signals are electronically transferred
from the sales random access memory

chip to the second memory while the
second memory is in possession and
control of the second party and after
the desired digital video or digital
audio signals are sold to the second
party by the first party.

computer, a caller/called interface, a transinitter/receiver interface, a data
storage and processing system, means for controlling the storage and
processing of data, means for controlling the processing of data, means for
controlling the process of being called by one or more user units or
another database”).

Gallagher at 1:81-84 (“The database, Figure 2, comprises a parallel
transmitter/receiver 20, a serial/parallel and parallel/serial converter 21, an
encoder/decoder 22 and a bufler store 23.”) A person skilled in the art
would realize that a “buffer store 23” can be a sales random access

memory chip.

See claim 1, Gallagher disclosure re “electronically selling.”

Gallagher also discloses a second party control unit with a control panel
and a second memory connected to the control panel. Gallagher at 1:21-
22 (“means for storing/recalling and/or processing data received from the
database”). Gallagher at 1:102-14, 2: 104-107 (“The user . . . can log on to
the data base and make her/liis selection according to a supplied menu.").

Gallagher discloses a means for playing. Gallagher discloses playback
and speakers. Gallagher at Abstract, p.l (“Preferably the user unit
includes playback apparalus.”). Gallagher at 1:87-92 (“The user unit,
Figure 3, comprises a . . . suitable conversion apparatus 34 for audio
and/or visual reproduction”).

Gallagher discloses the first and second party control units are remote and
that the second party control unit is placed at a location dete_miined by the
second party. Gallagher discloses sale is to the general public. Gallagher
at 1:49-50 (“sale to the general public via their user units.”). Gallagher
also discloses that general public is at home and therefore at a remote
location. Gallagher at 2:92-93 (“home-buying ofmaterial” and
“immediate access to rnaterial.”).

See claim 1, Gallagher disclosure of “telecommunications lines”

connecting the first party control unit and second party control unit and
“selling electronically” infomiation that is “transferred” from the sales
random access memory of the first memory to the second memory while
the second memory is in possession and control of the second party afier
the desired infomiation (digital audio/video signals) is sold to the second
party by the first party.
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5. A system as described in claim 4
wherein the second memory includes a
second party hard disk which stores the

desired digital video or digital audio
signals transferred from the sales
random access memory chip, and a _
playback random access memory chip
electronically connected to the second
party hard disk for storing a replica of
the desired digital video or digital
audiosignals from the second party
hard disk as a temporary staging area
for playback.

6. A system as described in claim 5
wherein the first party control unit
includes a first party control integrated
circuit which controls and executes

commands of the first party and is
connected to the first party hard disk,
the first party sales random access
memory, and the second party control
panel through the telecommunications
lines; and a first party control panel
through which the first party control
integrated circuit is programmed and is
sent commands and which is connected

to the first party control integrated
circuit.

Gallagher discloses a second party hard disk as the second memory.
Gallagher at 1:32-35 (“The media for storage of data would be floppy
disk, hard disk, optical or laser disk, magnetic tape, integrated circuit
memory or any other suitable medium”)

Gallagher discloses a playback random access memory chip that is
electronically connected to the second party hard disk for temporary
storage and staging area for playback. Gallagher at 1:19-22 (“at least one
user unit having meansfor communication with said database including a
transrnitter/receiver interface and meansfor storing/recalling] and/or
processing data received from the database.”).

Gallagher discloses that the first party control unit has a control integrated
circuit which controls and executes corrirnands of the first party and is

connected to a first party hard disk, a sales random access memory and the
second party control panel through telecommunications lines

E claim 2, Gallagher disclosure re “second party integrated circuit.”

Gallagher at 1:13-16 (The first memory of a first party is a “database
having a main computer, . . . a data storage and processing system, means
for controlling the storage and processing of data . . . .”). Gallagher at
1:67-69 (First party can be the “source unit” which can also contain the
first memory, and it “comprises a storage medium 11.”). Gallagher at
1:67-74 (“From Figure 1 it is seen that the source unit . . . comprises a

storage medium 11, a buffer 12, an encoder/decoder 13, a serial/parallel
and para11eUserial converter 14, and a parallel transmitter/receiver 15.”)

Gallagher at 1:93-96 (“It is assumed that recorded material may be sent
and received by both the source unit and the database and that the user
unit may only receive recorded material”)

Gallagher discloses a “hard disk.” Gallagher at 1:32-35.

Gallagher discloses a “sales random access memory chip." Gallagher at
1:81-84.

$1 claim 1, Gallagher disclosure re “telecommunications lines.”

SQ claim 1, Gallagher disclosure re “digital video or digital audio
signals.”

Gallagher 1:87-92, Fig. 3 (“The user unit, Figure 3, comprises a parallel
receiver/transmitter 30, a serial/parallel and parallel/serial converter 31, a

storage medium 32 such as video tape or optical disk, a decoder 33 and
suitable conversion apparatus 34 for audio and/or visual reproduction”).
Gallaher at 1:102-104 “The user. . . can log on to the data base and
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7. A system as described in claim 6
wherein the second party control unit
includes a second party control

integrated circuit which controls and
executes commands of the second

party and is connected to the second
party hard disk, the playback random
access memory, and the first party
control integrated circuit through the
telecommunications lines, said second

party control integrated circuit and said
first party control integrated circuit

regulate the transfer of the desired
digital video or audio signals; and a
second party control panel through
which the second party control

integrated circuit is programmed and is
sent commands and which is connected

to the second party integrated circuit.

make her/his selection according to a supplied menu.”).

Gallagher discloses a second party control unit with a control integrated
circuit. Gallagher at 1:19-22 (“at least one user unit having means for
communication with said database including a transrriitter/receiver
interface and means for storingjrecalling and/or processing data received
from the database.”). Gallagher at 1: 102-104 (“The user . . . can log on to
the data base and make her/his selection according to a supplied

menu.”).Thus, Gallagher teaches that the second party control unit
controls and executes commands of the second party.

& Claim 7, Gallagher disclosure re “hard disk.” Gallagher at 1:32-35.

& Claim 9, Gallagher disclosure re “playback random access memory
chip.” Gallagher at 1:19-22.

g Claim 1, Gallagher disclosure re “telecommunications lines.”

Thus, Gallagher discloses that the second party control unit is connected
to the second party hard disk, the playback random access memory and the
first party control integrated circuit through the telecommunications lines.
Gallagher at 1:32-35.

E Claim 1, Gallagher disclosure re “digital video or digital audio
signals."

Gallagher 1:87-92, Fig. 3 (“The user unit, Figure 3, comprises a parallel
receiver/transniitter 30, a serial/parallel and parallel/serial converter 31, a

storage medium 32 such as video tape or optical disk, a decoder 33 and
suitable conversion apparatus 34 for audio and/or visual reproduction”).
Gallagher at 1:102-104 (“The user . . . can log on to the data base and
make her/his selection according to a supplied menu.”).

Accordingly, Gallagher discloses that the first party and second party
control integrated circuits regulate the transfer of the desired digital video

or audio signals. Moreover, Gallagher discloses that the first party control
panel is used to program and is connected to the first party control
integrated circuit.

8. A system as described in claim 7
wherein the second memory includes

an incoming random access memory
chip connected to the second party
hard disk and the second party control

integrated circuit, and the first party
control unit through the
telecommunications lines for

temporarily storing the desired digital
video or audio signals received from
the first a 's control unit for

_S_e_e Claim 3 for disclosures of “incoming random access memory chip” of
the second party control unit, “second party hard disk,” “second party
control integrated circuit.”

_SLe Clam 4, Gallagher disclosure re “first party control unit.”

§e_e Claim 1, Gallagher disclosure re “telecommunications lines."
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subsequent storage to the second party
hard disk.

9. A system as described in claim 8 Gallagher discloses that the second party control unit includes a video
wherein the playing means includes a display unit that is connected to the playback random access memory chip
video display unit connected to the and to the second party integrated circuit for displaying digital
playback random access memory chip information. Gallagher at 1:87-92 (“The user unit, Figure 3, comprises a .
and to the second party integrated . . suitable conversion apparatus 34 for audio and/or visual
circuit for displaying the desired reproduction”).
digital video or audio signals.

10. A system as described in claim 4 Gallagher discloses telephone lines. Gallagher at 1:28-31 (“The media for
wherein the telecommunications lines data transfer is preferably high speed telephone links by way of modems.

include telephone lines. However, normal telephone links, fibre optic links, elect:ro—magnetic
waves or any other suitable medium may be used.”). '

11. A system for transmitting desired See claim 1.
digital video or digital audio Signals
stored on a first memory of a first party
to a second memory of a second party
comprising:

a first memory in possession and Gallagher discloses a first memory is in the possession and control of the
control of the first party; first party. Gallagher at 1:13-16 (The first memory of a first party is a

“database having a main computer, . . . a data storage and processing
system, means for controlling the storage and processing of data . . . .”)
Gallagher at 1:67-69 (First party can be the “source unit” which can also
contain the first memory, and it “comprises a storage medium 11.”).

Gallagher at 1:5, 1:8, 1:6-7, 1:91, Figs. 1 & 2 (first memory has desired
digital video or digital audio signals).

a second memory in possession and Gallagher discloses a second memory in possession and control of a
control of the second party, said second party Gallagher at 1:21-22 (“means for storing/recalling and/or
second memory is at a location remote processing data received from the database"). Gallagher at 1:102-14,
from said first memory; 2: 104-107 (“The user . . . can log on to the data base and make her/his

selection according to a supplied menu.”). Gallagher at 1:49-S0'(The
general public has the user units and therefore is in possession and
control.).

telecommunications lines; See claim 1, Gallagher disclosure re “telecommunications lines.”

means or a mechanism for transferring See claim 1, Gallagher disclosure re “selling electronically.”
money electronically via
telecommunications lines from the

second party controlling use and in

possession of the second memory to
the first a controllin use and in
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possession of the first memory;

means or a mechanism for connecting
electronically via the
telecommunications lines the first

memory with the second memory such
that the desired digital video or digital
audio signals can pass therebetween,
said connecting means or mechanism
in electrical communication with the

transferring means or mechanism, said
connecting means or mechanism
comprises a first control unit in
possession and control of the first
party, and a second control unit in
possession and control of the second
party, said first control unit comprises
a first control panel, first control
integrated circuit and a sales random
access memory, said sales random
access memory and said first control
panel in electrical communication with
said first control integrated circuit, said
second control unit comprising a

second control panel, a second control
integrated circuit, an incoming random
access memory and a playback random
access memory, said second control

panel, said incoming random access
memory and said playback random
access memory in electrical
communication with said second

control integrated circuit;

Gallagher discloses fomiing a connection electronically through
telecommunications lines between the first and second memories.

Gallagher at 1:28-31 (“The media for data transfer is preferably high
speed telephone links by way of modems. However, nomial telephone
links, fibre optic links, electro-magnetic waves or any other suitable
medium may be used.”). Gallagher discloses the transfer of desired digital
video audio in a “recorded data transfer system” of “digital data” in the

“entertainment industry" such as “audio or visual” data. SE Gallagher at
1:5, 1:8, 1:6-7, 1:91, Figs. 2 & 3

Gallagher discloses a “first control unit.” Gallagher at 1:13-18 (“:1
database having a rriain computer, a caller/called interface, a
transrriitter/receiver interface, a data storage and processing system,

means for controlling the storage and processing of data, means for
controlling the processing of data, means for controlling the process of
being called by one or more user units or another database”).

Gallagher discloses a “first control panel.” Gallagher at 1:13-16 (The first
memory of a first party is a “database having a main computer, . . . a data
storage and processing system, means for controlling the storage and
processing of data . . . .”)

Gallagher discloses a “first control integrated circuit.” Gallagher at 1:67-
74 (“From Figure 1 it is seen that the source unit . . . comprises a storage
medium 11, a buffer 12, an encoder/decoder 13, a serial/parallel and

parallel/serial converter 14, and a parallel transmitter/receiver 15.”). See
also Gallagher at 1:13-16 (immediately above).

Gallagher discloses a “sales random access memory.” Gallagher at 1:81-
84 (“The database, Figure 2, comprises a parallel transmitter/receiver 20,
a serial/parallel and parallel/serial converter 21, an encoder/decoder 22
and a buffer store 23.”) A person skilled in the art would realize that a
“buffer store 23” can be a sales random access memory chip. Moreover,

Gallagher discloses a “main computer” which inherently has a random
access memory chip which a person of ordinary skill at the time would
realize could be used as a sales random access memory chip.

The sales random access memory and the first control panel are in
electrical communication with the first control integrated circuit.

Gallagher discloses a “second control unit.” Gallagher at 1:21-22 (“means
for storing/recalling and/or processing data received from the database”).

Gallagher discloses a “second control panel.” Gallagher at 1:102-14,
2:104-107 (“The user . . . can log on to the data base and make her/his
selection according to a supplied menu.”).

Gallagher discloses a “second control integrated circuit.” Gallagher at
1:19-22 (“at least one user unit having means for communication with said
database including a transmitter/receiver interface and means for
storing/recalling and/or processing data received from the database.”).
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Gallagher discloses a “incoming random access memory” and a “playback
random access memory.” Gallagher at 1:19-22 (“at least one user unit

having meansfor communication with said database including a
transmitter/receiver interface and means for storing/recalling and/or

processing data received from the database.”).

The second control panel, incoming random access memory and the
playback random access memory are in electrical communication with the
second control integrated circuit.

means or a mechanism for transmitting

the desired digital video or digital
audio signals from the first memory to
the second memory, said means or
mechanism for transmitting comprising
a transmitter connected to the first

memory and the telecommunications
lines and a receiver connected to the

second memory, the transmitter and
the telecommunications lines, said first

party in control and possession of the
transmitter, said second party in
control and possession of the receiver,
said receiver remote from said
transmitter and said receiver at a

location determined by the second
party, said transmitting means or
mechanism in electrical

communication with said connecting
means or mechanism; and

§e_e Claim 1, Gallagher disclosure re “digital video or digital audio
signals.” ‘

E Claim 1, Gallagher disclosure re “telecommunications lines.”

Gallagher at 1:13-18 (“a database having a main computer, a caller/called
interface, a transmitter/receiver interface, a data storage and processing

system, means for controlling the storage and processing of data, means ,
for controlling the processing of data, means for controlling the process of
being called by one or more user units or another database"). The
database is housed by a “record company” and is therefore in control and
possession of the first party.

Gallagher at 1:19-22 (“at least one user unit having means for
communication with said database including a transmitter/receiver

interface and means for storing/recalling and/or processing data received
from the database”). Gallagher discloses that the second party is in

control and possession of the second memory. Gallagher at 1:49-50 (The
general public has the user units, which contain the second memory, and
therefore is in possession and control.). Gallagher also discloses that

general public is at home and therefore at a remote location. Gallagher at
2:92-93 (“home-buying ofmaterial” and “immediate access to material”)

means or a mechanism for storing the
desired digital video or digital audio
signals from the first memory in the
second memory, said storing means or
mechamsm in electrical
communication with said receiver of

said transmitting means or mechanism
and with said second memory.

12. A system as described in claim 11
wherein the telecommunications lines

include telephone lines.

Gallagher at 1:19-22 (“_user unit having means for communication with
said database including a transmitter/receiver interface and means for
storing/recalling and/or processing data received from the database”).

Gallagher at 1:13-18 (“a database having a main computer, a caller/called
interface, a transmitter/receiver interface, a data storage and processing

system, means for controlling the storage and processing of data, means
for controlling the processing of data, means for controlling the process of
being called by one or more user units or another database”).'\

Therefore, Gallagher discloses that the storing means or mechanism is in
electrical communication with said transmitting means or mechanism

Gallagher discloses telephone lines. Gallagher at 1:28-31 (“The media for _
data transfer is preferably high speed telephone links by way of modems.

However, normal telephone links, fibre optic links, electro-magnetic
waves or any other suitable medium may be used.”). See also, claim 10.
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13. A system as described in claim 12
wherein the first memory comprises a
first hard disk and the second memory

corriprises a second hard disk.

14. A system as described in claim 13

including a video display and speakers _
in possession and control of the second
party, said video display and speakers
in electrical communication with said

second control integrated circuit.

15. A system as described in claim 11
wherein the telecommunications lines

include telephone lines.

16. A system for transmitting desired
digital video or digital audio signals
stored on a first memory of a first party

at a first party location to a second
memory of a second party at a second ,
party location comprising:

a first memory at a first party location,
said first memory in possession and
control of the first party, said first
memory comprising a first party hard
disk in which the desired digital video

or digital audio signals are stored;

a second memory in possession and
control of the second party, wherein
said second memory is at a second

party location remote from said first
memory, said second memory
comprising a second party hard disk in
which the desired di ital video or

Gallagher discloses a hard disk for both memories. Gallagher at 1:32-35
(“The media for storage of data would be floppy disk, hard disk, optical or

laser disk, magnetic tape, integrated circuit memory or any other suitable
medium”).

Gallagher at 1:87-92 (“The user unit, Figure 3, comprises a . . . suitable
conversion apparatus 34 for audio and/or visual reproduction”).

Gallagher at 1: 19-22 (“user unit having means for communication with
said database including a transniitter/receiver interface and means for
storing/recalling and/or processing data received from the database").

Gallagher discloses telephone lines. Gallagher at 1:28-31 (“The media for
data transfer is preferably high speed telephone links by way of modems.
However, normal telephone links, fibre optic links, electro-magnetic

waves or any other suitable medium may be used.”). See also, claims 10
& 12.

See claim 1.

Gallagher at 1:13-18 (“a database having a main computer, a caller/called
interface, a’ transniitter/receiver interface, a data storage and processing

system, means for controlling the storage and processing of data, means
for controlling the processing of data, means for controlling the process of
being called by one or more user units or another database.”). The
database is housed by a “record company” and is-therefore in control and
possession of the first party.

Gallagher discloses a hard disk for both memories. Gallagher at 1:32-35
(“The media for storage of data would be floppy disk, hard disk, optical or

laser disk, magnetic tape, integrated circuit memory or any other suitable
medium”).

Gallagher at 1219-22 (“at least one user unit having means for
communication with said database including a transmitter/receiver
interface and means for storing/recalling and/or processing data received
from the database”). Gallagher discloses that the second party is in
control and possession of the second memory. Gallagher at 1:49-50 (The

general public has the user units, which contain the second memory, and
therefore is in ossession and control. . Galla her also discloses that
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digital audio signals are stored that are
received from the first memory and a

playback random access memory
connected to the second party hard
disk;

telecommunications lines;

means or a mechanism for the first

party to charge a fee to the second
party and provide access to the desired
digital video or digital audio signals at
the first party location remote from the
second party location, said first party '
controlling use of the first memory,
said second party controlling use and

in possession of the second memory,
said means or mechanism for the first

party to charge a fee includes means or
a mechanism for transferring money

electronically from the second party
via telecommunications lines to the

first party at the first party location
remote from the second memory at the
second party location;

means or a mechanism for connecting

electronically via telecommunications
lines the first memory with the second

memory such that the desired digital
video or digital audio signals can pass
therebetween, said connecting means
or mechanism in electrical

communication with the transferring

means or mechanism, said connecting
means or mechanism corriprises a first
control unit disposed at the first party
location and a second control unit

disposed at the second party location
remote from said first control unit, said

first control unit comprises a first

control panel, first control integrated
circuit, and a sales random access

general public is at home and therefore at a remote location. Gallagher at
2292-93 (“home-buying ofmaterial” and “immediate access to rnaterial.”)

Gallagher discloses a hard disk for both memories. Gallagher at 1:32-35

(“The media for storage of data would be floppy disk, hard disk, optical or
laser disk, magnetic tape, integrated circuit memory or any other suitable
medium”).

Gallagher discloses a “playback random access memory” connected to the
second party hard disk. Gallagher at 1:19-22 (“at least one user unit
having meansfor communication with said database including a
transmitter/receiver interface and meansfor storing/recalling and/or

processing data received from the database”).

Gallagher at 1228-31 (“The media for data transfer is preferably high

speed telephone links by way of moderris. However, normal telephone
links, fibre optic links, electro-magnetic waves or any other suitable
medium may be used.”). See also, claims 10 & 12.

See claim 1, Gallagher disclosure re “selling electronically” and
“telecommunications lines."

Gallagher at 1:13-18 (“a database having a main computer, a caller/called
interface, a transmitter/receiver interface, a data storage and processing

system, means for controlling the storage and processing of data, means
for controlling the processing of data, means for controlling the process of
being called by one or more user units or another database.”). The
database is housed by a “record company” and is therefore in control and
possession of the first party.

Gallagher discloses that the second party is in control and possession of
the second memory. Gallagher at 1:49-50 (The general public has the
user units, which contain the second memory, and therefore is in

possession and control). Gallagher also discloses that general public is at
home and therefore at a remote location. Gallagher at 2:92-93 (“home-

buying ofmaterial” and “immediate access to material.’’)

Gallagher discloses connecting electronically through telecommunications
lines between the first and second memories. Gallagher at 1:28-31 (“The

media for data transfer is preferably high speed telephone links by way of
modems. However, nomial telephone links, fibre optic links, electro-

magnetic waves or any other suitable medium may be used."). Gallagher
discloses the transfer of desired digital video audio in a “recorded data

transfer system” of “digital data” in the “entertainment industry” such as
“audio or visual” data. % Gallagher at 1:5, 1:8, 1:6-7, 1:91, Figs. 2 & 3.

Gallagher discloses a “first control unit” at the first party location.
Gallagher at 1:13-18 (“a database having a main computer, a caller/called
interface, a transrnitter/receiver interface, a data storage and processing

system, means for controlling the storage and processing of data, means
for controlling the processing of data, means for controlling the process of
being called by one or more user units or another database.”).

Gallaher discloses a “second control unit” at the second a location.
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memory connected to the first hard
disk for temporarily storing a replica
of the desired digital video or digital
audio signals to be transmitted from
the first control unit, said sales random

access memory, said first hard disk and
said first control panel in electrical
communication with said first control

integrated circuit, said second control
unit comprising a second control
panel, a second control integrated
circuit, and an incoming random
access memory which temporarily
stores the desired digital video or
digital.audio signals transmitted from
the sales random access memory, said

playback random access memory i
connected to the incoming random
access memory for temporarily storing
a replica of the desired digital video
signals or digital audio signals to be
played, said incoming random access
memory connected to said second
party hard disk, said second control
panel, said incoming random access

memory, said second party hard disk
and said playback random access
memory in electrical communication
with said second control integrated
circuit;

Gallagher at 1:21-22 (“means for storing/recalling and/or processing data
received from the database”).

Gallagher discloses that the first control unit has a “first control panel.”
Gallagher at 1:13-16 (The first memory of a first party is a “database
having a main computer, . . . a data storage and processing system, means
for controlling the storage and processing of data . . . .")

Gallagher discloses that the first control unit has a “first control integrated
circuit.” Gallagher at 1:67-74 (“From Figure 1 it is seen that the source
unit . . . comprises a storage medium 11, a buffer 12, an encoder/decoder
13, a serial/parallel and parallel/serial converter 14, and a parallel
transmitter/receiver 15.”). See also Gallagher at 1:13-16 (immediately
above).

Gallagher discloses that the first control unit has a “sales random access
memory.” Gallagher at 1281-84 (“The database, Figure 2, comprises a

parallel transmitter/receiver 20, a serial/parallel and parallel/serial
converter 21, an encoder/decoder 22 and a bufikr store 23.”) A person
skilled in the art would realize that a “buffer store 23” can be a sales

random access memory chip. Moreover, Gallagher discloses a “main

computer" which inherently has a random access memory chip which a
person of ordinary skill at the time would realize could be used as a sales
random access memory chip.

Gallagher discloses that the sales random access memory is connected to
the first hard disk. Gallagher at 1:32-35 (“The media for storage of data
would be floppy disk, hard disk, optical or laser disk, magnetic tape,
integrated circuit memory or any other suitable medium”).

The sales random access memory, the first hard disk and the first control

panel are in electrical communication with the first control integrated
circuit.

Gallagher discloses that the second control unit has a “second control
panel.” Gallagher at 1:102-14, 2:104-107 (“The user . . . can log on to the
data base and make her/his selection according to a supplied menu.”).

Gallagher discloses that the second control unit has a “second control
integrated circuit.” Gallagher at 1:19-22 (“at least one user unit having
means for communication with said database including a
transmitter/receiver interface and means for storing/recalling and/or

processing data received from the database”).

Gallagher discloses that the second control unit has an “incoming random
access memory” and a “playback random access memory.” Gallagher at
1:19-22 (“at least one user unit having meansfor communication with said
database including a transmitter/receiver interface and meansfor

storing/recalling and/or processing data received from the database").

Gallagher discloses that the incoming access memory is connected to the
first hard disk. Gallagher at 1:32-35 (“The media for storage of data
would be floppy disk, hard disk, optical or laser disk, magnetic tape,
inte ated circuit memo or an other suitable medium.” . Galla her at
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1:19-22 (“at least one user unit having means for communication with said
database including a transrnitter/receiver interface and means for

storing/recalling and/or processing data received from the database”).

The second control panel, incoming random access memory, the second

party hard disk, and the playback random access memory are in elecuical
communication with the second control integrated circuit.

__l;_

means or a mechanism for transmitting

the desired digital video or digital
audio signals from the sales random
access memory to the incoming
random access memory, said means or
mechanism for transmitting comprising
a transmitter connected to the sales

random access memory and the
telecommunications lines and a

receiver connected to the incoming

random access memory, the transmitter
and the telecommunications lines, said

first party in control and possession of
the transmitter, said second party in
control and possession of the receiver,
said receiver remote from said

transmitter, and said receiver at the

second party location determined by

the second party, said transmitting
means or mechanism in electrical

communication with said connecting
means or mechanism; and

See claim 1, Gallagher disclosure re “digital video or digital audio
signals.”

See claim 1, Gallagher disclosure re “telecommunications lines."

See limitation immediately above re “sales random access memory" and
“incoming random access memory.”

Gallagher at 1:13-18 (“a database having a main computer, a caller/called
interface, a transmitter/receiver interface, a data storage and processing

system, means for controlling the storage and processing of data, means
for controlling the processing of data, means for controlling the process of
being called by one or more user units or another database”). The
database is housed by a “record company,” therefore the transmitter in
control and possession of the first party.

Gallagher at 1:19-22 (“at least one user unit having means for
communication with said database including a transmitter/receiver

interface and means for storing/recalling and/or processing data received
from the database.”). Gallagher discloses that the second party is in
control and possession of the receiver. Gallagher at 1:49-50 (The general
public has the user units, which contain the receiver, and therefore is in
possession and control.). Gallagher also discloses that general public is at
home and therefore location is detemiined by the second party. Gallagher
at 2:92-93 (“home-buying of material” and “immediate access to
material”)

Thus, the transmitter and connecting means are in electrical
communication.

means or a mechanism for storing the
desired digital video or digital audio
signals from the sales random access
memory in the incoming random
access memory, said storing means or
mechanism in electrical

communication with said receiver of

said transmitting means or mechanism
and with said sales random access

memory.

Gallagher at 1:19-22 (“user unit having means for communication with
said database including a transmitter/receiver interface and means for
storing/recalling and/or processing data received from the database").

Gallagher at 1:13-18 (“a database having a main computer, a caller/called
interface, a transmitter/receiver interface, a data storage and processing

system, means for controlling the storage and processing of data, means
for controlling the processing of data, means for controlling the process of
being called by one or more user units or another database”).

Therefore, Gallagher discloses that the digital video or audio signals from
the sales random access memory are stored in the incoming random access
memory and that the storing means is in electrical communication with the
receiver of the transmitting means and the sales random access memory.
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17. A system as described in claim 16
wherein the telecommunications lines

include telephone lines.

18. A system as described in claim 17
including a video display and speakers
in electrical communication with said

second control integrated circuit.

Gallagher discloses telephone lines. Gallagher at 1:28-31 (“The media for
data transfer is preferably high speed telephone links by way of modems.
However, normal telephone links, fibre optic links, electro-magnetic

waves or any other suitable medium may be used.”). See also, claims 10,
12 & 15.

Gallagher at 1:87-92 (“The user unit, Figure 3, comprises a . . . suitable
conversion apparatus 34 for audio and/or visual reproduction.”).

Gallagher at 1219-22 (“user unit having means for communication with
said database including a transmitter/receiver interface and means for

storing/recalling and/or processing data received from the database”).

19. A system for transferring digital
video signals comprising:

a first party control unit in possession
and control of a first party;

a second party control unit in

possession and control of the second
party, wherein said second party
control unit is at a location remote

from said first party control unit;

v

See claim 4 above.

See claim4 above.

See claim 4 above.

saidfirst party control unit having a
first memory having a plurality of
desired individual video selections as

desired digital video signals, said first

party control unit which includes a first
party hard disk having the plurality of
digital video signals which include
desired digital video signals, and a
sales random access memory chip

electronically connected to the first
party hard disk for storing a replica of
the desired digital video signals of the

- first party's hard disk to be transferred
from the first party control unit, and
means or a mechanism for the first

party to charge a fee to the second
party for access to the desired digital
video signals of the first party's hard
disk at a location remote from the

second party location;

a second party control unit having a
second party control panel, a receiver
and a video disla for la ’ ; the

See claim 4 above.

See claim 4 above; see “receiver” liiriitation of claim 11 above; see “video
display” limitation of claim 9 above; .
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desired digital video signals received
by the receiver, said second party
control panel connected to the video
display and the receiver, said receiver
and video display operatively
controlled by the second party control

panel, said second party control unit

remote from the first party control unit,
said second party control unit placed
by the second party at a second party
location determined by the second

party which is remote from said first
party control unit, said second party
choosing the desired digital video
signals from the first party's hard disk
with said second party control panel,
said second party control unit includes
a second memory which is connected \
to the receiver and the video display,
said second memory storing the

desired digital video signals that are
received by the receiver to provide the

video display with the desired digital
video signals from the sales random
access memory chip; and

second party control unit through See claim 4 above.
which the desired digital video signals
are electronically transferred from the
sales random access memory chip to
the receiver while the second party

control unit is in possession and
control of the second party after the
desired digital video signals are sold to
the second party by the first party.

20. A system as described in claim 19 See claim 10 above.
wherein the telecommunications lines

include telephone lines.

21. A system as described in claim 20 See claim 5 above. See “second party control unit” limitation of claim 4
wherein the second party control unit above.
includes a second party hard disk
which stores a plurality of digital video t
signals, and a playback random access
memory chip electronically connected
to the second party hard disk for

storing a replica of the desired digital
video signals as a temporary staging
area for playback.

REQUEST FOR REEXAMINATION
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22. A system as described in claim 21
wherein the first party control unit
includes a first party control integrated
circuit which controls and executes

commands of the first party and is

connected to the first party hard disk,
the first party sales random access
memory, and the second party control
integrated circuit through the
telecommunications lines, said first

party control integrated circuit and said
second party control integrated circuit '
regulate the transfer of the desired '
digital video signals; and a first party
control panel through which the first

party control integrated circuit is
programmed and is sent commands
and which is connected to the first

party control integrated circuit.

23. A system as described in claim 22
wherein the second party control unit
includes a second party control

integrated circuit which controls and
executes commands of the second

party and _is connected to the second
party hard disk, the playback random

. access memory, and the first party

control integrated circuit through the
telecommunications lines, said second

party control integrated circuit and said
first party control integrated circuit
regulate the transfer of the desired
digital video signals; and a second

party control panel through which the
second party control integrated circuit
is programmed and is sent commands
and which is connected to_the second

party integrated circuit.

24. A system as described in claim 23
wherein the second party control unit
includes an incoming random access
memory chip connected to the second
party hard drive and the second party
control integrated circuit, and the first

party control unit through the
telecommunications lines for

See claim 6 above.

See claim 7 above.

See claim 8 above.
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temporarily storing the desired digital
video signals received from the first
party's control imit for subsequent
storage to the second pai1y hard disk.

25. A system as described in claim 24
wherein the second party control unit
includes a video display unit connected
to the playback random access memory
chip and to the second party integrated
circuit for displaying the desired
digital video signals.

26. A system for transferring digital
audio signals comprising:

a first party control unit in possession
and control of a first party, and a
second party control unit in possession
and connol of a second party, wherein
said second party control unit is at a
second party location remote from the
first party control unit, said first party
control unit for controlling and
transferring digital audio signals, said
first party control unit having a first
party hard disk having a plurality of
digital audio signals which include a
plurality of desired individual songs as
desired digital audio signals, said first
party control unit having a sales
random access memory chip

electronically connected to the first
party hard disk for storing a replica of
the desired digital audio signals of the
first party's hard disk to be transferred
from the first party control unit; means
or mechanism for transrriitting the
desired digital audio signals from the
sales random access memory chip, said
means or mechanism for transferring
connected to the sales random access

memory chip, and said first party
control unit having means or a
mechanism for the first party to charge
a fee to the second party to provide the
second party access to the desired
digital audio signals of the first party's
hard disk, said means or mechanism
for the first a to chare a fee to the

See claim 9 above.

See claim 19 above.

See claim 19 above.
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second party remote from the second
party location;

said second party control unit having a See claim 19 above.
second party control panel, a second

' memory for storing the desired digital
audio signals from the sales random
access memory chip, a receiver
connected to the second party control

panel and speakers connected to the
receiver for playing the desired digital
audio signals in the second memory,
said second party control panel
connected to the receiver, said receiver

and speakers operatively controlled by
the second party control panel, said
second party control unit placed by the
second party at a second party location
determined by the second party which
is remote from said first party control

unit, said second party choosing the
desired digital audio signals from the
first party's hard disk with said second
party control panel, said second
memory connected to the receiver and
the speakers, said second memory
storing the desired digital audio signals
that are received by the receiver; and

telecommunications lines connected to See claim 19 above; see “telecommunications lines” limitation of claim 4.

the first party control unit and the
second party control unit through
which the desired digital audio signals
in the sales random access memory are

electronically transferred by the means
or mechanism for transferring to the

receiver while the second party is in

possession and control of the second
party control unit and afier the desired
digital audio signals of the first party's
hard disk are sold to the second party

by the first party with the means or
mechanism for the first party to charge
a fee.

27. A system as described in claim 26 See claim 10 above.
wherein the telecommunications lines

include telephone lines.

28. A‘ system for transferring digital See claim 4 above.
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video or digital audio signals

comprising:

a first party control unit having a first See claim 4 above.
party hard disk having a plurality of
digital video or digital audio signals
which include desired digital video or

digital audio signals, a sales random
access memory chip electronically
connected to the first party hard disk

for storing a replica of the desired
digital video or digital audio signals of

the first party's hard disk to be
transferred from the first party control
unit, and a mechanism for

electronically selling the desired digital

video or digital audio signals of the
first party's hard disk;

a second party control unit having a See claim 4 above.
second party control panel, a second
memory connected to the second party
control panel, and a mechanism for

playing the desired digital video or
digital audio signals connected to the
second memory and the second party
control panel, said playing mechanism
operatively controlled by the second
party control panel, said second party
control unit remote from the first party
control unit, said second party control
unit placed by the second party at a
location determined by the second
party; and

telecommunications lines connected to See claim 4 above.

the first party control unit and the
second party control unit through
which the electronic sales of the

desired digital video or digital audio
signals occur of the first party's hard
disk, and over which the desired digital
video or digital audio signals of the
first party's hard disk are electronically
transferred from the sales random

access memory chip to the second
memory while the second party is in
possession and control of the second
memory and afler the desired digital
video or digital audio signals are sold
to the second party by the first party.
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29. A system as described in claim 28
wherein the telecommunications lines

include telephone lines.

30. A system as described in claim 29
wherein the second party control unit
includes a second party hard disk
which stores a plurality of digital video
or audio signals, and a playback
random access memory chip
electronically connected to the second

party hard disk for storing a replica of
the desired digital video or audio

signals as a temporary staging area for
playback.

31. A system as described in claim 30

wherein the first party control unit
includes a first party control integrated
circuit which controls and executes

commands of the first party and is
connected to the first party hard disk,
the first party sales random access
memory, and the second party control
integrated circuit through the
telecommunications lines, said first

party control integrated circuit and said

second party control integrated circuit
regulate the transfer of the desired
digital video or audio signals; and a
first party control panel through which
the first party control integrated circuit
is programmed and is sent commands
and which is connected to the first

party control integrated circuit.

See claim 10 above.

See claim 21 above.

See claim 22 above.

32. A system as described in claim 31
wherein the second party control unit
includes a second party control
integrated circuit which controls and
executes commands of the second

party and is connected to the second
party hard disk, the playback random
access memory, and the first party
control integrated circuit through the
telecommunications lines, said second

party control integrated circuit and said
' rated circuit

See claim 23 above.
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regulate the transfer of the desired
digital video or audio signals; and a
second party control panel through
which the second party control
integrated circuit is programmed and_ is
sent commands and which is connected

to the second party integrated circuit.

33. A system as described in claim 32
wherein the second party con1J'ol unit
includes an incoming random access

memory chip connected to the second
party hard drive and the second party
control integrated circuit, and the first
party control unit through the
telecommunications lines for

temporarily storing the desired digital‘
video or audio signals received from
the first party's control unit for

subsequent storage to the second party
hard disk.

34. A system as described in claim 33
wherein the second party control unit
includes a video display unit connected
to the playback random access memory

chip and to the second party integrated
circuit for displaying the desired '
digital video or audio signals.

See claim 24 above.

See claim 9 above.
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GREMILLET (U.S. Pat. No. 4,499,568): Claims 1 - 34 of the Hair ‘734

Patent Are Anticipated Under 35 U.S.C. § 102 by Gremillet in view of

Gallagher Freeny, Akashi, Schwartz, Hellman, Ferrarini, Rosch, Elmer-
Dewitt, Jared, Kramer, Waters, and/or Jordan.

Gremillet (US 4,499,568) was filed on December 13, 1982 in the United States

and has a foreign application priority date of December 16, 1981 (France). Gremillet issued on

February 12, 1985, prior to the earliest filing date of June 13, 1988 of the Hair patents.

Accordingly, Gremillet is prior art to the Hair patents. It was not cited during the prosecution of

the ‘734 patent.

Gremillet teaches a process and system for vending recorded information over

telecommunications lines. VGremillet at Abstract. The system includes forming a connection

through telecommunication lines between a first memory of a first party and a second memory of

a second party, the first memory having the recorded information including digital audio, selling

by the first party to the second party through the telecommunications lines the desired digital

audio or video signals, transferring the desired digital signals from the first party to the second

party through the telecommunications lines while the second memory is in possession and

control of the second party (at a remote location) and storing the digital signals in the second

memory.

Gremillet specifically teaches vending digital audio. Gremillet at 2:29-31. The

telecommunications lines include broadcast means, such as antennae, opticalfibres, cables and

telephone lines. Gremillet at 4: 1-7 and Claim 5. Individual musical works are kept at a vendor’s

location in a first memory (an “information bank”). Users request musical works from this

distribution center and the distribution center transmits the requested songs to them, all over

telecommunications lines. The user equipment magnetically records the incoming audio material
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onto a memory. Moreover, Gremillet teaches the playback of audio from this memorymedium.

Gremillet at Fig. 1 (sound restoration system with speakers). Further, Gremillet discloses the

well known componentry described by Hair, such as control integrated circuits and random

access memory. Gremillet at Fig. 2.

While Gremillet does not specifically detail the use of credit cards for vending

digital audio signals, these means would have been generally known to one of ordinary skill in

the art. In prosecution, Hair himself relied on “the well known practices of ‘transferring’ and

verifying monies across telephone lines such as by a ‘credit card’; or by ‘charging a fee’ to the

second party, so the second party can gain access to the first party’s memory through

telecommunications lines to select the desired digital video or digital audio signals,” to overcome

a rejection for inadequate written description. ‘734 Prosecution History, 1/3/94 Hair Decl., p. 5.

Moreover, such details would have been obvious in light of Gallagher, Freeny and Ferrarini.

Though Gremillet’s preferred embodiment is specifically related to digitalvaudio,

the specification broadly teaches “vending recorded information.” Thus, in view of other

references such as Gallagher and Rosch, Gremillet renders digital video obvious. Moreover, in

prosecution Hair admitted that the electronic sale of digital video was well known. ‘734

Prosecution History, 1/3/94 Hair Decl., p. 5. (referring to “the well known practices of

‘transferring’ and verifying monies across telephone lines such as by a ‘credit card’; or by

‘charging a fee’ to the second party, so the second party can gain access to the first party’s

memory through telecommunications lines to select the desired digital video or digital audio

signals,” in order to overcome a rejection for lack ofwritten description.).

The memory medium disclosed in Gremillet’s preferred embodiment is a video

disk or video recorder. This was the high-density recording medium of choice in the early-
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eighties due to the cost and capacity limitations of other media. However, by the late eighties

hard disk had become a more attractive option. Thus, Gremillet’s teaching that the recording

medium could be “an apparatus generally suitable for recording picture signals” (Gremillet at

2:21-22) would have been interpreted to include a hard drive in 1988. During prosecution, Hair

admitted that the use of hard disks in electronic sales was well known. ‘S73 Prosecution History

6/25/92 Hair Decl. (“The use of transferring money across telecommunications connections, such

as by telephoning the agent who has the hard disc over the phone lines, for obtaining data on the

hard disc is well known to one skilled in the art to be part of electronic sa1es.”). Moreover, use of i

a hard disk would be obvious in view of other references such as Gallagher, Schwartz and Rosch.

While encryption of data is not specifically disclosed by Gremillet, the problem of

piracy was well known within the art and a person ofordinary skill would have adopted one of

the solutions known within the art to overcome this problem. Such teachings are plainly

disclosed in other references from the time such as Gallagher, Hellman and Waters.

Accordingly, the Gremillet reference raises substantial new questions of

patentability of the Hair ‘734 patent.

rm. NO. 4,599,563 TO,tGRlii):l\fIiiILLET:.r \

l. A method for transferring desired
digital video or digital audio signals
comprising the steps of:

forming a connection through
telecommunications lines between a '

first memory of a first party at a first
party location and a second memory of
a second party at a second party
location remote from the first party
location, said first memory having a
first a hard disk havin a lurali

Prior A/rjtfiisclosurei‘Rerrclering Ijlgjr Anticipated or Obvious,
T 1 , lnclu,difi'g’Motivatig:r11to Combine

Gremillet teaches a process and system for vending recorded infomtation
by means of a picture transmission channel. Gremillet at Abstract.

Grernillet's disclosure of a “transmission channel” and “telephone lines”

anticipates the transmission of digital audio and video signals over
telecommunications lines and telephone lines in the ‘734 patent.

Gremillet at 2:57-59 (“transmitting to the requesting subscriber the said
message by means of a 1:ransrnission channel”); Fig. 1 (transmission
channel; telephone network). See also Gremillet at 3:18-23; 34-36; 4:1-7
(“Transmission channel is able to transmit data from the distribution
cenue to each of the subscribers eui merit. The flow rate is at least
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digital video or digital audio signals
including coded desired digital video or

digital audio signals, and a sales random
access memory chip which temporarily
stores a replica of the coded desired
digital video or digital audio signals
purchased by the second party for
subsequent transfer via
telecommunications lines to the second

memory of the second party;

50Mbits/s. It can comprise broadcasting means consisting of a
transmitter, a transmitting antenna, a receiving antenna, or a cable or

optical fibres.”); Claim 5 (“a means for connecting subscribers to the
distribution centre via a telephone network.").

Gremillet discloses a memory at a distribution centre (first par_ty), which

“comprises a bank of musical recordings.” Gremillet at 3:38-39; Fig. 1
(“lnfomiation bank” 11); 3:4-6 (“a distribution center comprising an
information recording bank. . .”). The distribution centre stores the

recordings on disk or tape. Gremillet at 3:40-41 (“video disk or a video
recorder”).

Gremillet discloses a memory at the user (second pay). Gremillet at

3:55-56 (“user equipment [that] comprises a video recorder.”)
Gremillet at Fig. 1 (“Video Recording” 23); 4:37-37. (“The recording can

be kept on the video recorder for the purpose of listening to it later. . .”.).

The distribution centre and user were remote. Gremillet at 1:8-10 (“The

present invention relates to a process for the teledistribution or remote
distribution of recorded infomiation or data and to a system for

perfonning the process.”) (emphasis added).

Moreover, Gremillet teaches vending recorded infomiation over
telecommunication lines and a person of skill in the art would know that

telephone lines connect parties residing at remote locations. See ‘573
Prosecution history, 6/25/92 Amendment, p. 15 (“the memories are at
different locations and by being connected by telecommunication lines
have to be remote.”).

Gremillet covers digital audio, a technology considered conventional at
the time of Grernillet’s patent. Gremillet at 2:29-31 (“However, from the
structural standpoint it involves conventional digital or analog signal. . .”);
2:67-68 (“The message can be transmitted in either analog or digital
manner”); see also 5: 1-4; Claim 3 (“wherein the transmission of the

message takes place in a digital manner.”); along with Claims 1
(“corresponding to sound”) and 4 (“the infomiation consists of musical

’ works”).

Gremillet covers “recorded information,” which would include digital
video Gremillet at Abstract.

In addition, it would have been obvious to a person skilled in the art at

the time to transfer “digital video" via telecommunications lines.
Gallagher expressly discloses the combination of “digital video" transfer
via telecommunications lines. Gallagher at 1:5, 1:8, 1:6-7, 1:91, Figs. 2

& 3 (Gallagher discloses the transfer of desired digital video audio in a
“recorded data transfer system” of “digital data” ir1 the “entertainment
industry” such as “audio or visual” data.) Gallagher also expressly
discloses a “video display.” Gallagher at Fig. 3 (“audio/video
conversion”). Gallagher at 1:90-92 (“suitable conversion apparatus 34
for audio and/or visual reproduction”).

Additionally, Freeny also expressly discloses the combination of the
combination of “di ital video” transfer via telecommunications lines.
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telephoning the first party controlling
use of the first memo b the second

Freeny at 1:10-14, 6:32-37 (“lnfomiation embodied in recordings . . .
video games, motion pictures, software . . . electronic games . . . and the
like,” “received on the input line 16 may be in an analog fomiat or in a

digital fom1at.”). Freeny also expressly discloses a “video display.”
Freeny at 22:23-24, Figs. 1 & 3 (“The infomiation catalog and request
unit 90 may be an Apple 11 monitor . . . ."

Rosch also discloses the combination of the combination of “digital
video" transfer via telecommunications lines. Rosch at 228 (discussing

“Networking Video” using “Video Van Gogh" product; “A digitized

picture can also be sent—albeit very slowly, very slowly—over a
standard telephone line using the ComNet modem").

Jordan also discloses the combination of the combination of “digital
video” transfer via telecommunications lines. Jordan at 174 (“[In Britain]

VIDEOTEX uses the equally familiar telephone system to interactively
communicate infomiation. . . . [I]n the case of VIDEOTEX, stand-alone

computers can be adapted to receive alphanumeric or graphics
infomiation. . . . Alphaphotographic technology allows the transmission
of photo quality images and is being developed as a follow-on capability
for all VIDEOTEX systems.”).

Elmer-Dewitt also discloses the combination of the combination of

“digital video” transfer via telecommunications lines. Elmer-Dewitt at 69
(“The FBI prints descriptions of its ten most wanted criminals, complete
with digitized mug shots for quick identification").

See also ‘440 Prosecution History, 1/4/96 Office Action at 4 (“Ogaki et al
discloses all that is claimed except that he does not disclose transferring

audio or video signals. However he does disclose transferring the

software programs through telecommunication lines for distributing or
selling these programs to consumers. Lightner discloses transferring
audio/video signals through telecommunications lines for distributing or
selling to purchasers. It would have been obvious to one of ordinary skill
in the art to transfer or sell[] distribute audio/video signals in the system

and method taught by Ogaki et al. It would have been obvious because
one of ordinary skill in the art, based on common lmowledge and
common sense, would be able to recognize a substitution of the contents

of the software program signals with audio/video signals”).

Accordingly, “digital video” transfer via telecommunications lines ‘would
have been obvious to one of ordinary skill in the art at the relevant time.

Gremillet discloses sales means that would have included RAM and a

coding means. Gremillet at 3:46-54 (“The distribution centre 10 also
comprises means 12 for forming a broad band, high flow rate message
comprising a preamble constituted by an addressing code corresponding
to the requesting subscriber, a body of a message corresponding to the
selected work and an end of message. To these essential components can

be added the signals nomially encountered in transmission (sync pulses,
error correcting codes, etc.).”)

Gremillet at Fig. 1 (telephone network); 4:13-16 (“The user wishing to
listen to a work. . .su lies the latter with the references of the chosen
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work means of the telephone line.”); Claim 5 (“a means for connecting
subscribers to the distribution centre via a telephone network.”).

providing a credit card number of the

second party controlling the second
memory to the first party controlling the
first memory so the second party is
charged money;

The credit card limitation is found in the prior art.

In addition, it would have been obvious to a person skilled in the art at

the time to electronically sell digital audio and video signals via
telecommunications lines. Gallagher expressly discloses the
combination of “selling electronically” digital audio and video signals
over telecommunications lines. Gallagher at 1:49-50 (“sale to the general

public via their user units,” “home-buying of material” and “immediate
access to material”).

Additionally, Freeny discloses the combination of “selling electronically"
digital audio and video signals over telecommunications lines. Freeny at
12:31-36 (“a consumer credit card number also might be communicated .
. . so the owner of the information could approve the sale and, in effect,

charge the sale to the consumer credit card number”).

Hellman also discloses‘the combination of “selling electronically” digital
audioand video signals over telecommunications lines. Hellman at 5:57-
6:2 (“Base unit 12 generates and communicates to authorization and
billing unit 13 a signal representing a user originated request for software
use. . .BILLING INFORMATION is a credit car[d] number or similar

means for billing the user of the software”). ‘

Akashi also discloses the combination of “selling electronically” digital

audio and video signals over telecommunications lines. Akashi at 1
1 (Akashi discloses an “Automated Music Purchasing System” which

"communicates via telephone lines” and “sells recorded music via the

telephone line.”). Akashi at 2 (Akashi distinguishes the “conventional
system of selling recorded music,” that is, through “music sales outlets.”).
Akashi at 2, 5, Fig. 2 (the “automated music purchasing system
network”). Akashi at 4 (a record company need “not require the current
distribution channels” [music sales outlets] and thus the “user would be
able to easily as well as freely search for and purchase desired music
from home.").

Elmer-Dewitt also discloses the combination of “selling electronically”-

digital audio and video signals over telecommunications lines. Elmer-
Dewitt at 69 (“Today anybody with a computer, a modem and a deep line
of credit can buy an airline ticket to Cleveland, rent a Hertz car at the
airport, book a room at the Sheraton, buy a novel from Waldenbooks,
check the closing prices on Wall Street and purchase 100 shares of
IBM—without ever getting up from the computer.”)

Ferrarini also discloses the combination of “selling electronically”

digital audio and video signals over telecommunications lines. Ferrarini
(“If you decide to buy, you receive the sofiware, complete with
documentation, via your microcomputer and the telephone lines. . . .
Recently, a handful of companies have established services that allow
users to purchase software just this way. If they are successful, delivering
sofiware via the telephone will become a major method of distribution
within the next few years.”).

REQUEST FOR REEXAMINATION
OF U.S. PATENT N0. 5,675,734



Page 00043

See also ‘573 Prosecution History, Paper No. 27 at 2.: “One skilled in
the art would know that an electronic sale inherently assumes a

transferring of money by providing a credit card number (since that is the

only way for electronic sales to occur) coupled with a transferring of a
service or product. The use of transferring money across
telecommunication connections, such as by telephoning the agent who has

the hard disc over the phone lines, for obtaining data on the hard disc is
well known to one skilled in the art to be part of electronic sales.”

See also ‘573 Prosecution History, 5/5/94 IDS at 2 (Hair admits that

“[t]his patent [U.S. Patent No. 4,789,863 to Bush] discloses a pay per
view entertainment system.”).

See also ‘734 Prosecution History, 1/3/94 Hair Decl. at 5V(“‘[E]lectronic
sales’ as disclosed refers to the well known practices of ‘transferring’ and

verifying monies across telephone lines such as by a ‘credit card’; or by
‘charging a fee’ to the second party, so the second party can gain access
to the first party's memory through telecommmiications lines to select the
‘desired digital video or digital audio signals.”).

Accordingly, the electronic sale of digital audio and video signals via
telecommunications lines would have been obvious to one of ordinary
skill in the art at the relevant time.

electronically coding the desired digital
video or digital audio signals to fonn
said coded desired digital video or

digital audio signals into a configuration
which would prevent unauthorized
reproduction of the desired digital video
or digital audio signals;

A person of ordinary skill in the art would have lcnown that data could be
secured using encgyption.

In addition, it would have been obvious to a person skilled in the art at

the time to use “encryption” to securely transfer digital audio and video

signals via telecommunications lines. Gallagher expressly discloses the
combination of using "encryption" and transferring digital audio and
video signals over telecommunications lines. Gallagher at 1:36-38 (“The
system may incorporate anti-piracy methods such as the encryption or
encoding of data either generally or uniquely”); Gallagher at 1:50-54
(“By arranging for the data to be encoded/encrypted uniquely for each
user unit, the borrowing or unlawful copying of material could be
eliminated. This method could also be used to ensure security between

all units.”).

Additionally, Freeny expressly discloses the combination of using
“encryption” and transferring digital audio and video signals over
telecommunications lines. Freeny at 23_:42-5l (“The encipher programs,

the file encipher programs and the authorization encipher programs are
programs designed to rearrange digital infonnation in a predetermined
manner and the file decipher programs, the decipher programs, the
authorization decipher programs and the catalog decipher programs are

designed to rearrange digital information back to a predetermined
sequence or to select certain data from encoded infomiation (The catalog
decipher programs). Programs of this nature are well known in the art . . .

).

Waters also discloses the combination of using “encryption” and

transferring digital audio and video signals over telecommunications
lines. Waters at 82 “The second is di ital audio enc tion, which some
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believe to be the ultimate weapon against thefl of service.”).

Jared also discloses the combination of using “encryption” and

transferring digital audio and video signals over telecommunications
lines. Jared at 165 (“Even inexpensive data-protection programs use

exotic encryption methods that may be foolproof. In just a few seconds,
you can scramble a file so thoroughly that not even the C.I.A. can read
it.”).

Kramer also discloses the combination of using “encryption” and

transferring digital information over telecommunications lines. Kramer at
C7 (“Several sofiware firms are including encryption as an option for
their spreadsheet or database users. Other developers sell encryption
hardware and sofiware to tighten the lid on computer security.”).

Hellman discloses the combination of encryption (cryptography) to

defeat sofiware piracy and transferring digital information over
telecommunications lines. Hellman at 2:61-65 (“Three prior art

cryptographic ftmctions required to carry out the present invention are
described: conventional cryptographic functions or systems, one-way
functions, and public key cryptosystems.”).

Accordingly, the use of “encryption” to securely transfer digital audio and
video signals via telecommunications lines would have been obvious to
one of ordinary skill in the art at the relevant time.

storing a replica of the coded desired
digital video or digital audio signals
from the hard disk into the sales random

access memory chip;

Grernillet teaches a sales RAM at 3:46-54 (“The distribution centre 10

also comprises means 12 for forming a broad band, high flow rate
message comprising a preamble constituted by an addressing code
corresponding to the requesting subscriber, a body of a message
corresponding to the selected work and an end of message. To these
essential components can be added the signals normally encountered in
transmission (sync pulses, error correcting codes, etc.).”)

In addition, it would have been obvious to a person skilled in the art at
the tirrre to use a “hard disk’.' to store digital audio and video signals.

Gallagher expressly discloses the combination of “hard disk” and storage

of digital audio and video signals. Gallagher at 1:32-35 (“The media
storage of data would be floppy disk, hard disk, optical or laser disk,

magnetic tape, integrated circuit memory or any other suitable medium.”).

Additionally, Schwartz discloses the combination of “hard disk” and
storage of digital infomiation and data. Schwartz at 6:23-29 (“In the
preferred embodiment of this invention the storage medium is a 5.25“
magnetic disk commonly in use for digital magnetic storage and retrieval.
These disks have a storage capacity of about 1 megabyte . . . and are
anticipated to reach 10 megabytes in the near future. For purposes of
illustration, a 5 megabyte disk will be assumed”).

Ferrarini also discloses the combination of “hard disk” and storage of

digital infomration, data, audio and video signals. Ferrarini (“When your
microcomputer buffer is full, the linker routine instructs your computer to
record the sofiware on disk.”).
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transferring the stored replica of the

coded desired digital video or digital
audio signals from the sales random
access memory chip of the first party to
the second memory of the second party
through telecommunications lines while
the second memory is in possession and
control of the second party; and

Accordingly, the use of a “hard disk” for storage of digital audio and
video signals would have been obvious to one of ordinary skill in the art
at the relevant time.

Grernillet’s disclosure of a “transmission channel” and “telephone lines”

anticipates the transmission of digital audio and video signals over
telecommunications lines and telephone lines in the 1440 patent.
Gremillet at 2:57-59 (“transmitting to the requesting subscriber the said
message by means of a transmission channel"); Fig. 1 (transmission
channel; telephone network). See also Gremillet at 3:18-23; 34-36; 4: l -7
(“Transmission channel is able to transmit data from the distribution
centre to each of the subscribers equipment. The flow rate is at least

50Mbits/s. It can comprise broadcasting means consisting of a
transmitter, a transmitting antenna, a receiving antenna, or a cable or

optical fibresf’); Claim 5 (“a means for connecting subscribers to the
distribution centre via a telephone network.”).

storing the transferred replica of the
coded desired digital video or digital
audio signals in the second memory.

2. A method as described in claim 1

wherein there is a second party
integrated circuit which controls and
executes commands of the second party,
and a second party control panel
connected to the second party integrated
circuit, and before the forming step,
there is the step of commanding the
second party integrated circuit with the
second party control panel to initiate the

purchase of the desired digital video or
digital audio signals from the first party
hard disk.

3. A method as described in claim 2

wherein the second memory includes an
incoming random access memory chip
which temoraril stores the coded

Gremillet discloses the storage of audio at the user’s terminal. Gremillet

at 2:21-22 (teaching that the user equipment should store audio signals on
“an apparatus generally suitable for recording picture signals”); 4:23-25
(“The infomiation received by [user] equipment is then transmitted to
magnetoscope, where it is recorded at the fast speed.”).

Gremillet discloses the use of second party control integrated circuit to
control and execute the teledistribution and playback of digital audio.

Gremillet at 3:55-62 (“Each user equipment comprises. . .an indicating
circuit. . .”); 4:21-34 (“When the complete work has been transmitted, by
means of circuit 12, centre 10 transmits an end of message code, which is

recognized by circuit 22, which then stops the video recorder 23.”); 5:27
(“control circuit 60”); Fig. 2 (“Control CCT 60”)

g ‘734 Prosecution history, 1/3/94 Hair Decl., p. 3-4 (“Furthermore, the
‘second party’ must have a ‘receiver’ (the control IC of the user in figure

l) in his ‘possession’ in order to receive the music electronically from the
hard disk of the agent over the telecommunications lines, such as
telephone lines.").

The commanding limitation is satisfied. Gremillet at 4:13 (“The user
wishing to listen to a work belonging to the collection recorded in the
centre 10 supplies the latter with the references of the chosen work. . .”).

Gremillet disclosed a means whereby a user could select recordings being

offered by the distribution centre, thereby satisfying the control panel
limitation of this claim. Gremillet at 4:13 (“The user wishing to listen to

a work belonging to the collection recorded in the centre supplies the
latter with the references of the chosen work by means of the telephone

line.”); Fig. 1 (“Telephone receiver 4l”). '

§§ claim 1, re hard disk.

Gremillet teaches playback means, in satisfaction of these claim
limitations. Gremillet discloses a playback R.A.M. that is used as a

temporary staging area during playback. Gremillet at Fig. 2 (54B / 54A);
5:11 “two memo stacks" .
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desired digital video or digital audio
signals from the sales random access
memory chip, a second party hard disk
for storing the coded desired digital
video or audio digital signals from the
incoming random access memory chip,
and a playback random access memory
chip for temporarily storing the coded
desired digital video or digital audio
signals from the first party hard disk for
sequential playback; and the storing the
transferred replica step includes the

steps of storing the coded desired digital
video or digital audio signals from the
sales random access memory chip in the
incoming random access memory chip,
transferring the desired digital video or
digital audio signals from the incoming
random access memory chip to the
second party hard disk, storing the
desired digital video or digital audio
signals in the second party hard disk,
causing the second party integrated
circuit with the second party control

panel to play the desired digital video or
digital audio signals from the second
party hard disk, transferring a replica of
the desired digital video or digital audio
signals from the second party hard disk
to the playback random access memory
chip for playback and, playing the
desired digital video or digital audio
signals from the second party hard disk.

4. A system for transferring digital
video or digital audio signals
comprising:

a first party control unit having a first
party hard disk having a plurality of
digital video or digital audio signals
which include desired digital video or

digital audio signals, a sales random
access memory chip electronically
connected to the first party hard disk for
storing a replica of the desired digital
video or digital audio signals of the first
party's hard disk to be transferred from
the first party control imit, and means
for electronically selling the desired
digital video or digital audio signals;

5:11 (“two memory stacks”).

Gremillet discloses a playback means including speakers. Grerriillet at

Fig. 1 (“Sound Restoration” 25); 4:34-37 (“An indicator can_inform the
subscriber that listening can start. . ..The recording can be kept on the
video recorder for the purpose of listening to‘ it later.. .”).

See claim 1 re selling electronically, credit card.

See also claims 1 and 2 re hard disk and the coding of the signals.

The first gag; control unit is encompassed in the distribution center.
Grernillet at 3:37-54.

In addition, it would have been obvious to a person skilled in the art at

the time to use a “first party control unit” to facilitate transferring digital
audio and video signals via telecommunications lines. Gallagher

expressly discloses the combination of using a “first party control unit”
and transferring digital audio and video signals over telecommunications
lines. Gallagher at 1:13-18 (“a database having a main computer, a
caller/called interface, a transmitter/receiver interface, a data storage and

processing system, means for controlling the storage and processing of
data, means for controlling the processing of data, means for controlling

the process of being called by one or more user units or another
database”).

Additionally, Freeny discloses the combination of usin
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control unit” to facilitate transferring digital audio and video signals over
telecommunications lines. Freeny at Fig. 2, 5:1-7; 22:12-13 (“In general,
the information control machine 12 [including the “control manufacturing
unit 72, which may be an Apple III computer] is constructed to receive
infomtation via an input line 16, encode the received infomtation, store
the encoded information, receive request reproduction codes requesting to

reproduce certain preselected infomtation at a particular infom-iation
manufacturing machine 14.").

Schwartz also discloses the combination of using a “first party control

unit” (computer) and transferring digital audio and video signals over
telecommunications lines. Schwartz Figs. 5 & 6; (microcomputers); 10:
6-9 (“the user control pad may offer...track select and other additional
features. . .“); Schwartz at 725-10, 10:20-25 (a first party control unit

(“computer" of which a “control unit” would be an inherent part) having
integrated circuits (“the system will employ Very Large Scale Integrated
Circuit (VLSIs) technology”) which controls and executes commands of
the first party (keyboard) connected to the first party hard disk); Scwhartz
at 10:20-37 (the first party control unit is connected through the
telecommunications lines to the second party and the first and second

party integrated circuits regulate the transfer of the desired digital audio
or video signals).

Ferrarini discloses the combination of using a “first party control unit”
(computer) and transferring digital audio and video signals over
telecommunications lines. Ferrarini at 35 (“This so-called telesofiware

does not require any special hardware or expensive sofiware. You
usually need a microcomputer equipped with either a 300- or 1200- baud
Bell 103 compatible modem and communications software”)

Akashi discloses the combination of using a “first party control unit"

(computer) and transferring digital audio and video signals over
telecommunications lines. Akashi discloses a system where digital music

(audio signal) is stored on a host (first party) computer‘s database (first
memory). Akashi Fig. 1, pp. 1, 4 & 5 (A host/first party “control unit”
would have been an inherent part of a host computer); Akashi at 3, Fig. 2
(showing the first party and second party connected through
telecommunications lines).

Hellman discloses the combination of using a “first party control unit"

(computer) and transferring digital audio and video signals over
telecommunications lines. Hellman at Abstract, 3:27 (“Base units”

include computers).

Accordingly, the use of a “first party control unit” to facilitate transferring
digital audio and video signals via telecommunications lines would have
been obvious to one ofordinary skill in the art at the relevant time.

Seg claim 2 re: digital audio and video signals, sales random access
memog chip, hard disk, and means for electronic sales limitations.

21 second party control unit having a Grerriillet teaches a second parg control unit. Gremillet at 3:55 (“Each
second party control panel, a second user equipment. . .”).
memory connected to the second party
control anel, and means for 1a ‘ g the Grernillet’s disclosure of “subscriber euiment” Gremillet at 3:11 and
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desired digital video or digital audio
signals connected to the second memory
and the second party control panel, said
means for playing operatively
controlled by the second party control
panel, said second party control unit
remote from the first party control unit,
said second party control unit placed by
the second party at a location
determined by the second party; and

telecommunications lines connected to

the first party control unit and the
second party control unit through which
the electronic sales of the desired digital

video or digital audio signals occur and
through which the desired digital video
or digital audio signals are
electronically transferred from the sales
random access memory chip to the
second memory while the second
memory is in possession and control of
the second party and after the desired

digital video or digital audio signals are
sold to the second party by the first
Part)’-

“user equipment“ (Gremillet at 3:55) anticipates distribution to a location
determined by the second pagy. Grerriillet at Claim 1 (“in equipment
housed with the requesting subscriber”); Abstract.

In any event, the location determined by the second yam limitation was
added into the specification of the ‘S73 and related patents in a response
to oflice action. Specification support was only added later. See ‘734
Prosecution history, 1/3/94 Amendment, p. 6 (“The second party control

unit 50 is placed by the second party location determined by the second
party which is remote from the first party control unit 20.”) If this
limitation were not “inherent” it would be new matter. As there has been

no finding yet that this limitation represents new matter, it must be
understood to be within the knowledge of one of ordinary skill.

E claim 2, re: control panel limitation and playback means limitations.

See claim 1, re: remoteness of first pagty and second gag; control units.

See claim 1 re: telecommunications lines.

Grernillet’s invention relates to “vending” recorded information,

including digital audio and vending is the same as sale. Gremillet at
Abstract. Grerriillet mentions “subscribers” throughout his patent.
Grerriillet at 4:35.

A person employing Gren1illet’s invention for selling would have
naturally used electronic sales, because this would have provided the
most convenient purchaser experience in the context of teledistribution.

In addition, it would have been obvious to a person skilled in the art at
the time to electronically sell digital audio and video signals via
telecommunications lines. Gallagher expressly discloses the
combination of “selling electronically” digital audio and video signals
over telecommunications lines. Gallagher at 1:49-50 (“sale to the general

public via their user units,” “home-buying of material” and “immediate
access to material”).

Additionally, Freeny discloses the combination of “selling electronically”
digital audio and video signals over telecommunications lines. Freeny at
l2:3l-36 (“a consumer credit card number also might be communicated .

. . so the owner of the information could approve the sale and, in effect,

charge the sale to the consumer credit card number”).

Hellman also discloses the combination of “selling electronically” digital

audio and video signals over telecommunications lines. Hellman at 5:57-

6:2 (“Base unit 12 generates and communicates to authorization and
billing unit 13 a signal representing a user originated request for software
use...BILLlNG INFORMATION is a credit car[d] number or similar

means for billing the user of the sol°cware.”).

Akashi also discloses the combination of “selling electronically" digital

audio and video signals over telecommunications lines. Akashi at 1
(Akashi discloses an “Automated Music Purchasing System” which
"communicates via tele u hone lines” and “sells recorded music via the
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5. A system as described in claim 4
wherein the second memory includes a

hard disk which stores the

telephone line.”). Akashi at 2 (Akashi distinguishes the “conventional
system of selling recorded music,” that is, through “music sales outlets”).
Akashi at 2, 5, Fig. 2 (the “automated music purchasing system
network”). Akashi at 4 (a record company need “not require the current
distribution channels” [music sales outlets] and thus the “user would be
able to easily as well as freely search for and purchase desired music
from home.”).

Elmer-Dewitt also discloses the combination of “selling electronically”

digital audio and video signals over telecommunications lines. Elmer-
Dewitt at 69 (“Today anybody with a computer, a modem and a deep line
of credit can buy an airline ticket to Cleveland, rent a Hertz car at the '
airport, book a room at the Sheraton, buy a novel from Waldenbooks,
check the closing prices on Wall Street and purchase 100 shares of
IBM—without ever getting up from the computer.”)

Ferrarini also discloses the combination of “selling electronically”

digital audio and video signals over telecommunications lines. Ferrarini
(“If you decide to buy, you receive the software, complete with
documentation, via your microcomputer and the telephone lines. . . .
Recently, a handful of companies have established services that allow
users to purchase sofiware just this way. If they are successful, delivering
software via the telephone will become a major method of distribution
within the next few years.”).

See also ‘573 Prosecution History, Paper No. 27 at 2.: “One skilled in
the art would know that an electronic sale inherently assumes a

transferring of money by providing a credit card number (since that is the
only way for electronic sales to occur) coupled with a transferring of a
service or product. The use of transferring money across
telecommunication connections, such as by telephoning the agent who has

the hard disc over the phone lines, for obtaining data on the hard disc is
well known to one skilled in the art to be part of electronic sales.”

See also ‘573 Prosecution History, 5/5/94 IDS at 2 (Hair admits that

“[t]his patent [U.S. Patent No. 4,789,863 to Bush] discloses a pay per
view entertainment system.”).

See also ‘734 Prosecution History, 1/3/94 Hair Decl. at 5 (“‘[E]lectronic
sales’ as disclosed refers to the well known practices of ‘transferring’ and

verifying monies across telephone lines such as by a ‘credit card’; or by
‘charging a‘ fee’ to the second party, so the second party can gain access
to the first party’s memory through telecommunications lines to select the
desired digital video or digital audio signals”).

Accordingly, the electronic sale of digital audio and video signals via
telecommunications lines would have been obvious to one of ordinary
skill in the art at the relevant time.

See also Claim 1.

gig Claim 1 regarding second memog (user memory), hard disk and
digital video and audio signals.
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desired digital video or digital audio
signals transferred from the sales
random access memory chip, and a

playback random access memory chip
electronically connected to the second

party hard disk for storing a replica of
the desired digital video or digital audio
signals from the second party hard disk
as a temporary staging area for
playback.

6. A system as described in claim 5
wherein the first party control unit
includes a first party control integrated
circuit which controls and executes

commands of the first party and is
connected to the first party hard disk,

the first party sales random access
memory, and the second party control
panel through the telecommunications
lines; and a first party control panel
through which the first party control
integrated circuit is programmed and is
sent commands and which is connected

to the first party control integrated
circuit.

S_e<_: claim 1 re: Sales RAM.

flag claim 3 re: Playback

3 claim 1 re: telecommunication lines and media storage on hard disk.

geg claim 4 re: control unit, control panel and control integgated circuit.

In addition, it would have been obvious to a person skilled in the art at

the time to use a “first party control panel” to facilitate transferring digital
audio and video signals via telecommunications lines. Gallagher
discloses the combination of using a “first party control panel” and
transferring digital audio and video signals over telecofnmunications
lines. Gallagher at 1:13-16 (The first memory of a first party is a -
“database having a main computer, . . . a data storage and processing

system, means for controlling the storage and processing of data . . . .”);
Gallagher at 1:67-69 (First party can be the “source unit” which can also
contain the first memory, and it “comprises a storage medium 11.”);

Gallagher at 1:67-74 (“From Figure 1 it is seen that the source unit . . .
comprises a storage medium 11, a buffer 12, an encoder/decoder 13, a
serial/parallel and parallel/serial converter 14, and a parallel
transmitter/receiver 15."); Gallagher at 1:93-96 (“It is assumed that
recorded material may be sent and received by both the source unit and
the database and that the user unit may only receive recorded material.”).

Thus, Gallagher discloses that the first party and second party control
integrated circuits regulate the transfer of the desired digital video or
audio signals. Moreover, Gallagher discloses that the first party control
panel is used to program and is connected to the first party control
integrated circuit.

Ferrarini discloses the combination, ofusing a “first party control panel”

(computer, which would have a keyboard as a first party control panel)
and transferring digital audio and video signals over telecommunications
lines. Ferrarini at 35 (“This so-called telesofiware does not require any

special hardware or expensive sofiware. You usually need a
microcomputer equipped with either a 300- or 1200- baud Bell 103
compatible modem and communications software”).

Freeny discloses the combination ofusing a “first party control panel”
(computer, which would have a keyboard as a first party control panel)
and transferring digital audio and video signals over telecommunications

lines. Freeny at Figs. 1, 2, 511-7; 22:12-13 (“In general, the information
control machine 1_2 [including the “control manufacturing, unit 72, which
may be an Apple III computer having a keyboard] is constructed to
receive infomiation via an input line 16, encode the received infomiation,
store the encoded information, receive request reproduction codes

reuestin to reproduce certain preselected infomiation at a articular
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7. A systemlas described in claim 6
wherein the second party control unit

includes a second party control
integrated circuit which controls and

executes commands of the second party
and is connected to the second party
hard disk, the playback random access
memory, and the first party control
integrated circuit through the
telecommunications lines, said second

party control integrated circuit and said
first party control integrated circuit
regulate the transfer of the desired
digital video or audio signals; and a
second party control panel through
which the second party control
integrated circuit is programmed and is
sent commands and which is connected

to the second party integrated circuit.

information manufacturing machine 14.”).

Schwartz also discloses the combination ofusing a “first party control
panel” (user controls of a computer) and transferring digital audio and
video signals over telecommunications lines. Schwartz Figs. 5 & 6;

(microcomputers); 10: 6-9 (“the user control pad may offer...track select
and other additional features. . .”); Schwartz at 7:5-10, 10:20-25 (a first

party control unit (“cornputer” of which a keyboard or “control panel”
would be an inherent part) having integrated circuits (“the system will

employ Very Large Scale Integrated Circuit (VLSIs) technology”) which
controls and executes commands of the first party (keyboard) connected
to the first party hard disk); Scwhartz at 10:20-37 (the first party control
unit is connected through the telecommunications lines to the second
party and the first and second party integrated circuits regulate the
transfer of the desired digital audio or video signals).

Akashi discloses the combination of using a “first party control panel"
(keyboard of a computer) and transferring digital audio and video signals
over telecommunications lines. Akashi discloses a system where digital
music (audio signal) is stored on a host (first party) computer’s database
(first memory). Akashi Fig. 1, pp. 1, 4 & 5 (A host/first party keyboard
or “control panel” would have been an inherent part of a host computer);
Akashi at 3, Fig. 2 (showing the first party and second party connected
through telecommunications lines).

Hellman discloses the combination of using a “first party control panel”

(base unit/computer having a keyboard) and transferring digital audio and
video signals over telecommunications lines. Hellman at 8:66-67 (base
unit would have a keyboard).

Accordingly, the use of a “first party control unit” to facilitate transferring
digital audio and video signals via telecommunications lines would have
been obvious to one of ordinary skill in the art at the relevant time.

E claim 1 re: telecommunications line.

E claims 2 and 4 re: control integrated circuit.

E claims 1 and 3 re: second pam hard disk.

ee claim 3 re: playback RAM. ‘

ee claim 4 re: control panel.
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8. A system as described in claim 7 E claims 1 and 3 re: second par_ty hard disk.
wherein the second memory includes an

incoming random access memory chip E claims 2 and 4 re: control integrated circuit.
connected to the second party hard disk .
and the second party control integrated 53 claim 1 re: telecommunications line.
circuit, and the first party control unit
through the telecommunications lines E claim 4 re; second yam control unit_
for temporarily storing the desired
digital video or audio signals received & claims 1 and 3 re; second pagy hard disk_
from the first party's control unit for
subsequent storage to the second party
hard disk.

9. A system as described in claim 8 In addition, it would have been obvious to a person skilled in the art at
wherein the playing means includes a the time to transfer “digital video“ via telecommunications lines.
video display unit connected to the , Gallagher expressly discloses the combination of “digital video” transfer
playback random access memory chip via telecommunications lines. Gallagher at 1:5, 1:8, 1:6-7, 1:91, Figs. 2
and to the second party integrated & 3 (Gallagher discloses the transfer of desired digital video audio in a
circuit for displaying the desired digital “recorded data transfer system” of “digital data” in the “entertainment
video or audio signals. industry” such as “audio or visual” data.) Gallagher also expressly

discloses a “video display.” Gallagher at Fig. 3 (“audio/video

conversion”). Gallagher at 1:90-92 (“suitable conversion apparatus 34
for audio and/or visual reproduction”).

Additionally, Freeny also expressly discloses the combination of the
combination of “digital video” transfer via telecommunications lines.

Freeny at 1:10-14, 6:32-37 (“lnfomiation embodied in recordings . . .
video games, motion pictures, software . . . electronic games . . . and the
like,” “received on the input line 16 may be in an analog fomiat or in a

digital fom1at.”). Freeny also expressly discloses a “video display.”
Freeny at 22:23-24, Figs. 1 & 3 (“The infomiation catalog and request31

unit 90 may be an Apple 11 monitor . . . .

Rosch also discloses the combination of the combination of “digital
video” transfer via telecommunications lines. Rosch at 228 (discussing

“Networking Video” using “Video Van Gogh” product; “A digitized
picture can also be sent—albeit very slowly, very slowly——over a
standard telephone line using the ComNet modem”).

Jordan also discloses the combination of the combination of “digital
video” transfer via telecommunications lines. Jordan at 174 (“[In Britain]

VIDEOTEX uses the equally familiar telephone system to interactively
communicate infomiation. . . . [I]n the case of VIDEOTEX, stand-alone

/computers can be adapted to receive alphanumeric or graphics
information. . . . Alphaphotographic technology allows the transmission
of photo quality images and is being developed as a follow-on capability
for all VIDEOTEX systems.”).

Elmer-Dewitt also discloses the combination of the combination of

“digital video” transfer via telecommunications lines. Elmer-Dewitt at 69
(“The FBI prints descriptions of its ten most wanted criminals, complete
with digitized mug shots for quick identification.”).

See also ‘440 Prosecution Histo , 1/4/96 Office Action at 4 “O aki et al
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10. A system as described in claim 4
wherein the telecommunications lines

include telephone lines.

I l. A system for transmitting desired

digital video or digital audio signals
stored on a first memory of a first party
to a second memory of a second party
comprising:

a first memory in possession and control
of the first party;

a second memory in possession and
control of the second party, said second
memory is at a location remote from
said first memory;

discloses all that is claimed except that he does not disclose transferring

audio or video signals. However he does disclose transferring the
software programs through telecommunication lines for distributing or
selling these programs to consumers. Lightner discloses transferring
audio/video signals through telecommunications lines for distributing or
selling to purchasers. It would have been obvious to one of ordinary skill
in the art to transfer or sell[] distribute audio/video signals in the system
and method taught by Ogalci et al. It would have been obvious because
one of ordinary skill in the art, based on common knowledge and
common sense, would be able to recognize a substitution of the contents

of the software program signals with audio/video signals”).

Accordingly, “digital video” transfer via telecommunications lines would
have been obvious to one of ordinary skill in the art at the relevant time.

3 claim 3 re: playback RAM.

Gremillet at Fig. 1 (telephone network); 4: 13-16 (“The user wishing_to
listen to a work. ..supplies the latter with the references of the chosen
work means of the telephone line.”); Claim 5 (“a means for connecting
subscribers to the distribution centre via a telephone network”).

Gremillet at 1:8-10 (“The present invention relates to a process for the
teledistribution or remote distribution of recorded information or and to a

system for performing this process.").

m claim 1 re: first pam memog.

See claim 1 re: second papty memog.

telecommunications lines;

means or a mechanism for transferring
money electronically via
telecommunications lines from the

second party controlling use and in
possession of the second memory to the
first party controlling use and in
possession of the first memory;

means or a mechanism for connecting
electronically via the
telecommunications lines the first

memory with the second memory such
that the desired digital video or digital
audio signals can pass therebetween,
said connecting means or mechanism in
electrical communication with the

See claim 1 re: telecommunications lines.

gag claim 1 re: electronic transfer of money (credit card limitation).

§_g claim 1 re: telecommunications lines.

S_e§ claims 1-3 re: both parties’ control units, control integgated circuits,
control panels and random access memory.
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transferring means or mechanism, said
connecting means or mechanism
comprises a first control unit in

possession and conuol of the first party,
and a second control unit in possession
and control of the second party, said
first control unit comprises a first

control panel, first control integrated
circuit and a sales random access

memory, said sales random access
memory and said first conn-ol panel in
electrical communication with said first

control integrated circuit, said second
control unit comprising a second control
panel, a second control integrated
circuit, an incoming random access

memory and a playback random access
memory, said second conuol panel, said
incoming random access memory and

said playback random access memory in
electrical communication with said

second control integrated circuit;

means or a mechanism for transmitting Gremillet discloses a means for transmitting the desired digital video or

the desired digital video or digital audio audio signal including a transmitter and receiver. Gremillet at Fig. 1
signals from the first memory to the (“Transmitter”). Gremillet at Fig. 1 (“TV Receiver”).
second memory, said means or

mechanism for transmitting comprising E Claim 1: re telecommunications lines and remoteness.
a transmitter connected to the first

memory and the telecommunications flag Claim 4: re location detemiined by a second pgy.
lines and a receiver connected to the

second memory, the transmitter and the
telecommunications lines, said first

party in control and possession of the
transmitter, said second party in connol

and possession of the receiver, said
receiver remote from said transmitter
and said receiver at a location

detemiined by the second party, said
transmitting means or mechanism in
electrical communication with said

connecting means or mechanism; and

means or a mechanism for storing the E claim 1 re: second pagy memog.
desired digital video or digital audio

signals from the first memory in the
second memory, said storing means or
mechanism in electrical communication

with said receiver of said transmitting
means or mechanism and with said

second memory.

12. A system as described in claim 11 E claim 1 re: telephone lines.
wherein the telecommunications lines
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include telephone lines.

13. A system as described in claim 12 See claims 1 and 3 re: second yam hard disk.
wherein the first memory comprises a 3
first hard disk and the second memory
comprises a second hard disk.

14. A system as described in claim 13 Gremillet discloses a playback means including speakers. Gremillet at
including a video display and speakers Fig. 1 (“Sound Restoration” 25).
in possession and control of the second
party, said video display and speakers in §ge_ claim 9 re: video display.
electrical communication with said

second control integrated circuit.

15. A system as described in claim 11 E claim 1 re: telephone lines.
wherein the telecommunications lines

include telephone lines.

16. A system for transmitting desired & claim 1.
digital video or digital audio signals
stored on a first memory of a first party

at a first party location to a second
memory of a second party at a second

party location comprising:

a first memory at a firstparty location, _S_@ claim 1 re: first pagy memog, including first gay hard disk, and
said first memory in possession and A digital video and digital audio signals.
control of the first party, said first

memory comprising a first party hard
disk in which the desired digital video
or digital audio signals are stored;

a second memory in possession and _S_e§ claim 1 re: second memogg, remoteness and second pamg hard disk.
control of the second party, wherein 3 '
said second memory is at a second party E claim 3 re: playback RAM.
location remote from said first memory,

said second memory comprising a E claim 4 re: location determined by second pafl limitation.
second party hard disk in which the
desired digital video or digital audio
signals are stored that are received from
the first memory and a playback random
access memory connected to the second
party hard disk;

telecommunications lines; See claim 1 re: telecommunications lines.

means or a mechanism for the first party : electronic transfer of money (credit card).
to charge a fee to the second party and
provide access to the desired digital
video or digital audio signals at the first
party location remote from the second
party location, said first party
controlling use of thefirst memory, said

controllin use and in
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possession of the second memory, said
means or mechanism for the first party

to charge a fee includes means or a
mechanism for transferring money
electronically from the second party via
telecommunications lines to the first

party at the first party location remote
from the second memory at the second
party location;

means or a mechanism for connecting
electronically via telecommunications

lines the first memory with the second
memory such that the desired digital
video or digital audio signals can pass
therebetween, said connecting means or
mechanism in electrical communication

with the transferring means or
mechanism, said connecting means or
mechanism comprises a first control
unit disposed at the first party location
and a second control unit disposed at
the second party location remote from
said first control unit, said first control
unit comprises a first control panel, first
control integrated circuit, and a sales
random access memory connected to the
first hard disk for temporarily storing a
replica of the desired digital video or
digital audio signals to be transmitted
from the first control unit, said sales

random access memory, said first hard
disk and said first control panel in
electrical communication with said first

control integrated circuit, said second
control unit comprising a second control
panel, a second control integrated
circuit, and an incoming random access
memory which temporarily stores the
desired digital video or digital audio
signals transmitted from the sales
random access memory, said playback
random access memory connected to the
incoming random access memory for
temporarily storing a replica of the
desired digital video signals or digital
audio signals to be played, said
incoming random access memory
connected to said second party hard
disk, said second control panel, said

incoming random access memory, said
second party hard disk and said
playback random access memory in
electrical communication with said

$9 claims 1 re: telecommunications lines, first and second yam"
memog, digital audio or video sigi_ials, remoteness, first gem location
(distribution centre), first par_ty hard disk

§g3_ claims 2 and 4 re: control integrated circuit.

§g3_ claim‘4 re: control units.
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second control integrated circuit;

means or a mechanism for transmitting & above.
the desired digital video or digital audio
signals from the sales random access
memory to the incoming random access
memory, said means or mechanism for
transmitting comprising a transmitter
connected to the sales random access

memory and the telecommunications
lines and a receiver connected to the

incoming random access memory, the
transmitter and the telecommunications

lines, said first party in control and

possession of the transmitter, said
second party in control and possession
of the receiver, said receiver remote

from said transmitter, and said receiver

at the second party location determined
by the second party, said transmitting
means or mechanism in electrical

communication with said connecting
means or mechanism; and

means or a mechanism for storing the
desired digital video or digital audio
signals from the sales random access
memory in the incoming random access
memory, said storing means or
mechanism in electrical communication

with said receiver of said transmitting
means or mechanism and with said sales

random access memory.

17. A system as described in claim 16 & claim 1 re; telephone lines.
wherein the telecommunications lines

include telephone lines.

18. A system as described in claim 17 & claim 3 re: speakers.
including a video display and speakers
in electrical communication with said gegclaim 9 re: video display.

second control integrated circuit.

19. A system for transferring digital m claim 1.

video signals comprising:

a first party control unit in possession _S_ge_claim 1 re: first memog; (supplier).
and control of a first party;

_e_e claim 4 re: control unit.

a second party control unit in E claims 1 re: second memogg (user) and remote locations.
possession and control of the second ‘
party, wherein said second party control fige claim 4 re: control unit.
unit is at a location remote from said
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‘“‘P““’°°“"°‘“’““  
said first party control unit having a first fig claim 1 re: digital video, media storage on hard disk, electronic
memory having a plurality of desired transfer of money, and sales R.A.M.
individual video selections as desired

digital video signals, said first party -
control unit which includes a first party

hard disk having the plurality of digital

video signals which include desired
digital video signals, and a sales random
access memory chip electronically
connected to the first party hard disk for

storing a replica of the desired digital
video signals of the first party's hard
disk to be transferred from the first

party control unit, and means or a
mechanism for the first party to charge a
fee to the second party for access to the

desired digital video signals of the first
party's hard disk at a location remote
fi'om the second party location;

a second party control unit having a Sg claims 1 re: second memogy (user), remote locations, d_igitilyi<ll
second party control panel, a receiver and media storage on hard disk.
and a video display for playing the
desired digital video signals received by E claim 2 re: control panel.
the receiver, said second party control

panel connected to the video display @ claim 5 re: location determined by the second par_ty.
and the receiver, said receiver and video

display operatively controlled by the E claim 9 re: video display.
second party control panel, said second
party control unit remote from the first
party control unit, said second party
control unit placed by the second party
at a second party location determined
by the second party which is remote
from said first party control unit, said

second party choosing the desired
digital video signals from the first
party's hard disk with said second party
control panel, said second party control
unit includes a second memory which is
connected to the receiver and the video

display, said second memory storing the
desired digital video signals that are
received by the receiver to provide the

video display with the desired digital
video signals from the sales random
access memory chip; and

telecommunications lines connected to E claims 1 re: digital video, telecom lines, transmitting data over

the first party control unit and the telecom lines, and sales R.A.M.
second party control unit through which
the desired digital video signals are §g_g claim 4 re: control unit.
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electronically transferred from the sales
random access memory chip to the
receiver while the second party control
unit is in possession and control of the
second party after the desired digital
video signals are sold to the second
party by the first party.

20. A system as described in claim 19
wherein the telecommunications lines

include telephone lines.

21. A system as described in claim 20
wherein the second party control unit
includes a second party hard disk which
stores a plurality of digital video
signals, and a playback random access
memory chip electronically connected
to the second party hard disk for storing
a replica of the desired digital video
signals as a temporary staging area for
playback.

22. A system as described in claim 21
wherein the first party control unit
includes a first party control integrated
circuit which controls and executes

commands of the first party and is
connected to the first party hard disk,
the first party sales random access
memory, and the second party control
integrated circuit through the
telecommunications lines, said first

party control integrated circuit and said
second party control integrated circuit
regulate the transfer of the desired
digital video signals; and a first party
control panel through which the first
party control integrated circuit is '
programmed and is sent commands and
which is connected to the first party

conuol integrated circuit.

23. A system as described in claim 22
wherein the second party control unit
includes a second party control ’
integrated circuit which controls and
executes commands of the second party
and is connected to the second party
hard disk, the playback random access

memory, and the first party control
integrated circuit through the
telecommunications lines, said second

control inte ated circuit and said

E claim 1 re: telephone lines.

§e_e claims 1 re: digital video and media storage on hard disk.

S_eg claim 4 re: control unit.

E claims 1 re: digital vide , telecom lines, media storage on hard disk,
and sales R.A.M.

§ge_claims 2 and 6 re: control I.C. and control panel.

Siclaims 1 re: digital video, telecom lines, and media storage on hard
isk. '

E claims 2 re: control I.C. and control panel.

ee claim 3 re: playback R.A.M.

ee claim 4 re: control unit.
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first party control integrated circuit
regulate the transfer of the desired

digital video signals; and a second party
control panel through which the second
party control integrated circuit is
programmed and is sent commands and
which is connected to the second party
integrated circuit.

24. A system as described in claim 23 Sic claims 1 re: telecom lines and media storage on hard disk.
wherein the second party control unit
includes an incoming random access E claim 2 re: control I.C.
memory chip connected to the second

party hard drive and the second party E claim 3 re: playback R.A.M.
control integrated circuit, and the first
party control unit through the
telecommunications lines for

temporarily storing the desired digital
video signals received from the first
party's control unit for subsequent
storage to the second party hard disk.

25. A system as described in claim 24 E claim 1 re: digital video.
wherein the second party control unit
includes a video display unit connected E claim 2 re: integrated circuit.
to the playback random access memory
chip and to the second party integrated 3 claim 3 re: playback R.A.M.
circuit for displaying the desired digital

video signals. % claim 9 re: video display.

26. A system for transferring digital fig claims 1 re: remote locations, digital audio, media storage on hard
audio signals comprising: E, electronic transfer of money and sales R.A.M.

_gg claim 4 re: control unit.

a first party control unit in possession Grerriillet teaches teledistribution of individual songs. Gremillet at 1:47-
and control of a first party, and a second 51 (“Thus, there is a real need for a distribution system for musical
party control unit in possession and works, which obviates the aforementioned disadvantages, i.e. which is
control of a second party, wherein said able to make almost instantaneously available to the music lover the
second party control unit is at a second musical work of his choice.”)
party location remote from the first

party control unit, said first party E claims 1 re: first memogy (supplier), second memogy (user), remote
control unit for controlling and locations, digital audio, media storage on hard disk, electronic transfer of
transferring digital audio signals, said money, and sales R.A.M. .
first party control unit having a first
party hard disk having a plurality of
digital audio signals which include a
plurality ofdesired individual songs as
desired digital audio signals, said first
party control unit having a sales random

access memory chip electronically
connected to the first party hard disk for
storing a replica of the desired digital
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disk to be transferred from the first

party control unit; means or mechanism
for transmitting the desired digital audio

signals from the sales random- access
memory chip, said means or mechanism
for transferring connected to the sales
random access memory chip, and said

first party control unit having means or
a mechanism for the first party to charge

a fee to the second party to provide the

second party access to the desired
digital audio signals of the first party's
hard disk, said means or mechanism for

the first party to charge a fee to the
second party remote from the second
party location;

said second party control imit having a
second party control panel, a second
memory for storing the desired digital
audio signals from the sales random
access memory chip, a receiver
connected to the second party control

panel and speakers connected to the
receiver for playing the desired digital
audio signals in the second memory,
said second party control panel
connected to the receiver, said receiver

and speakers operatively controlled by
the second party control panel, said
second party control unit placed by the
second party at a second party location
determined by the second party which is
remote from said first party control unit,
said second party choosing the desired
digital audio signals from the first
party's hard disk with said second party
control panel, said second memory
connected to the receiver and the

speakers, said second memory storing
the desired digital audio signals that are
received by the receiver; and

telecommunications lines connected to

the first party control unit and the
second party control unit through which
the desired digital audio signals in the
sales random access memory are

electronically transferred by the means
or mechanism for transferring to the
receiver while the second party is in

possession and control of the second
party control unit and afier the desired
di ital audio si als of the first .. '

§e_e claims 1 re: second memog (user), remote locations, digital audio,
media storage on hard disk, and sales R.A.M.

SQ claim 2 re: control panel.

E claims 4 re: control unit and location determined by the second party.

§e§ claim 14 re: speakers.

fig claims 1 re: second memory (user), digital audio, telecom lines,
media storage on hard disk, electronic transfer of money, and sales
R.A.M.

S_e§ claim 4 re: control unit.
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hard disk are sold to the second party by

the first party with the means or
mechanism for the first party to charge a
fee.

27. A system as described in claim 26
wherein the telecommunications lines

include telephone lines.

28. A system for transferring digital
video or digital audio signals
comprising:

a first party control unit having a first

party hard disk having a plurality of
digital video or digital audio signals
which include desired digital video or

digital audio signals, a sales random
access memory chip electronically
connected to the first party hard disk for

storing a replica of the desired digital
video or digital audio signals of the first

party's hard disk to be transferred from
the first party control unit, and a
mechanism for electronically selling the

desired digital video or digital audio
signals of the first party's hard disk;

a second party control unit having a
second party control panel, a second
memory connected to the second party
control panel, and a mechanism for
playing the desired digital video or
digital audio signals connected to the
second memory and the second party

control panel, said playing mechanism
operatively controlled by the second
party control panel, said second party
control unit remote from the first party
control unit, said second party control

iiiiit placed by the second party at a
location determined by the second

party; and

telecommunications lines connected to

the first party control unit and the
second party control unit through which
the electronic sales of the desired digital

video or digital audio signals occur of
the first party's hard disk, and over
which the desired digital video or
digital audio signals of the first party's
hard disk are electronically transferred
from the sales random access memo

§ge_ claim 1 re: telephone lines.

§e_e claims 1 re: digital audio, digital video, media storage on hard disk,
and sales R.A.M.

E claim 4 re: control unit.

See claims 1 re: second memory (user) and remote locations.

E claim 2 re: control panel.

E claims 4 re: control unit and location detemiined by the second pgz.

E claim [4 re: playback means.

fifi claims 1 re: digital audio, digital video, telecom lines, transmitting
data over telecom lines, and media storage on hard disk.

E claim 4 re: control unit.
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chip to the second memory while the
second party is in possession and
control of the second memory and after

the desired digital video or digital audio
signals are sold to the second party by
the first party. .

29. A system as described in claim 28
wherein the telecommunications lines

include telephone lines.

30. A system as described in claim 29

wherein the second party control unit
includes a second party hard disk which
stores a plurality of digital video or
audio signals, and a playback random
access memory chip electronically
connected to the second party hard disk
for storing a replica of the desired
digital video or audio signals as a
temporary staging area for playback.

31. A system as described in claim 30

wherein the first party control unit
includes a first party control integrated
circuit which controls and executes

commands of the first party and is
connected to the first party hard disk,
the first party sales random access
memory, and the second party control
integrated circuit through the

telecommunications lines, said first
party control integrated circuit and said
second party control integrated circuit
regulate the transfer of the desired
digital video or audio signals; and a first
party control panel through which the
first party control integrated circuit is
programmed and is sent commands and
which is connected to the first party
control integrated circuit.

32. A system as described in claim 31

wherein the second party control unit
includes a second party control
integrated circuit which controls and
executes commands of the second party
and is connected to the second party
hard disk, the playback random access
memory, and the first party control
integrated circuit through the ‘
telecommunications lines, said second

party control integrated circuit and said
first a control inte ated circuit

E claim 1 re: telephone lines.

53 claims 1 re: digital audio, digital video, and media storage on hard
@-

E claim 3 re: playback R.A.M.

S_e_e claims 1 re: digital audio, digital video, telecom lines, media storage
on hard disk, sales R.A.M.

fig claims 2 re: control I.C. and control panel.

g claim 4 re: control unit.

_@ claims 1 re: digital audio, digital video, telecom lines, media storage
on hard disk.

53 claims 2 re; control I.C. and control panel.

fig claim 3 re: playback R.A.M.
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regulate the transfer of the desired
digital video or audio signals; and a
second party control panel through
which the second party control

integrated circuit is programmed and is
sent commands and which is connected

to the second party integrated circuit.

33. A system as described in claim 32
wherein the second party control unit
includes an incoming random access
memory chip connected to the second

party hard drive and the second party
control integrated circuit, and the first
party control unit through the
telecommunications lines for

temporarily storing the desired digital
video or audio signals received from the
first party's control unit for subsequent

storage to the second party hard disk.

34. A system as described in claim 33
wherein the second party control unit
includes a video display unit connected

to the playback random access memory
chip and to the second party integrated
circuit for displaying the desired digital
video or audio signals.

& claims 1 re: digital audio, digital video, telecom lines, and media
storage on hard disk.

& claim 2 re: control I.C.

& claim 4 re: control unit.

@ claims 1 re: digital audio and digital video.

§e_e claim 3 re: playback R.A.M.

E claim 4 re: control unit.

fig claim 9 re: video display.
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VIII. DOUBLE PATENTING IS A PROPER BASIS FOR THE REEXAMINATION

PROCEEDING

The ‘734 patent is also invalid under the doctrine of double patenting. The doctrine of

double patenting seeks to prevent the unjustified extension of patent exclusivity beyond the term

of a patent. According to the MPEP, the public policy behind this doctrine is that ’1[t]he public

should . . . be able to act on the assumption that upon the expiration of the patent it will be free to

use not only the invention claimed in the patent but also modifications or variants which would

have been obvious to those of ordinary skill in the art at the time the invention was made, taking

into account the skill in the art and prior art other than the invention claimed in the issued

patent.” See MPEP, § 804 (citing cases). For the doctrine of double patenting to apply, there

must be some common relationship of inventorship and/or ownership of two or more patents or

‘applications. Since the doctrine ofdouble patenting seeks to avoid unjustly extending patent

rights at the expense of the public, the focus of any double patenting analysis necessarily is on

the claims in the multiple patents or patent applications involved in the analysis.

Accordingly, double patenting can provide the basis for a reexamination proceeding. Q

re Lonardo, 119 F.3d 960' (Fed. Cir. 1997); MPEP §§ 2217, 2258. In Logic, the Federal

Circuit concluded that nonstatutory double patenting is a legitimate basis for reexamination and

that reexamination can be based upon non-prior art patents over which there is nonstatutory

double patenting. See also Richard A. Neifeld, Viability ofthe Hilmer Doctrine, 81 J. Pat. &

Trademark Off. Soc’y 544 (1999) (explaining the Federal Circuit’s reasoning). The Q1_1_ar_cl<)

court found that 35 U.S.C. § 303(a) is not limited to prior art patents or printed publications, and

granted the Commissioner the authority to consider substantial new questions ofpatentability

over “patents and publications discovered by him.” 119 F.3d at 966; 35 U.S.C. §303(a) (1994).

Eall Geneva Pharms. Inc. v. GlaxoSmithKline PLC, 349 F.3d 1373 (Fed. Cir. 2003) (citing

In re Lonardo with approval).
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A. The ‘734 Patent Is Invalid For Obvi0usness—Type Nonstatutory Double

Patenting.

As explained in the Introduction (Section I of this Request) the only limitations that do

not represent a mere change in wording that the patentee added in the ‘734 patent are: (1) control

unit; (2) speakers; (3) video display; (4) electronic coding or, encryption, of the signal; (5) hard

disk; (6) control panel; (7) integrated circuit; and (8) sales, incoming or playback RAM chip.‘

As explained more fully below, none of these limitations is patentably distinct and all of

them would have been obvious to the person of ordinary skill in the art, in 1988. Indeed, the

patentee is currently seeking to further extend its monopoly by pursuing a fourth patent claiming

the same priority date and reciting the very same invention. The PTO, however, has recognized

that the new application covers the same territory and rejected Claims 32-69 of that pending

application under the doctrine of double patenting over Claims 12-21 and 25-28 ofthe ‘440

Patent. See Office Action dated July 21, 2000. On January 19, 2001, the patentee filed a

terminal disclaimer to overcome the Examiner’s rejection. See Amendment of January 19, 2001.

The ‘734 patent claims the same invention as the ‘573 patent, and adds only minor and

obvious limitations, all of the claims of the ‘734 Patent are invalid for obviousness—type of

double patenting. Because the Examiner had not rejected the claims on the basis of double

patenting during the prosecution of the ‘734 patent, Requestor’s analysis presents substantial new

questions ofpatentability.

‘ In addition to these limitations, there are numerous minor differences between the claims of the two patents.

Those are even more obvious variations of the claimed elements. For example, having various parts of the

structures or systems described at “remote locations," and the locations being determined by respective parties
and the placing being done by the respective parties is obvious in light of every prior art reference cited herein.
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B. Double Patenting Analysis of the Claims of the ‘734 Patent

Claim 1 of the '734 Patent

Claim 1 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. 2 Claim 1 of the '734 patent reads as follows:

A method for transferring desired digital video or digital audio signals comprising the

steps of: forming a connection through telecommunications lines between a first memory
of a first party at a first party location and a second memory of a second party at a second

party location remote from the first party location, said first memory having a first party
hard disk having a plurality of digital video or digital audio signals including coded
desired digital video or digital audio signals, and a sales random access memory chip ’
which temporarily stores a replica of the coded desired digital video or digital audio
signals purchased by the second party for subsequent transfer via telecommunications
lines to the second memory of the second party; telephoning the first party controlling use

of the first memory by the second part; providing a credit card number of the second party

controlling the second memory to the first party controlling the first memory so the
second party is charged money; electronically coding the desired digital video or digital
audio signals to form said coded desired digital video or digital audio signals into a
configuration which would prevent unauthorized reproduction of the desired digital video
or digital audio signals; storing a replica of the coded desired digital video or digital audio
signals from the hard disk into the sales random access memory chip; transferring the
stored replica of the coded desired digital video or digital audio signals from the sales
random access memory chip of the first party to the second memory of the second party

through telecommunications lines while the second memory is in possession and control
of the second party; and storing the transferred replica of the coded desired digital video

or digital audio signals in the second memory.

Claim 3 of the ‘573 patent depends from claim 1 of the ‘S73 patent. Claim 1 reads as

follows:

A method for transmitting a desired digital audio signal stored on a first memory of a first
party to a second memory of a second party comprising the steps of: transferring money
electronically via a telecommunication lien to the first party at a location remote from the
second memory and controlling use of the first memory from the second party financially

distinct from the first party, said second party controlling use and in possession of the

second memory; connecting electronically via a telecommunications line the first memory

2 Claim 4 for the '573 patent is referenced for the purpose to show the "video" signals but is not included in the
rest of the claim comparison for simplicity as the language is the same as claim 1 of the ‘S73 patent. This is
consistent with the rest of the claims that include reference to audio and video signals.
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with the second memory such that the desired digital audio signal can pass therebetween;

transmitting the desired digital audio signal from the first memory with a transmitter in
control and possession of the first party to a receiver having the second memory at a
location determined by the second party, said receiver in possession and control of the

second party; and storing the digital signal in the second memory.

Claims 3 adds the step of telephoning a credit card number to the first party so the user is

charged money.

Claims 4 and 6 of the ‘573 are identical to claims land 3 of the ‘573, respectively, except

that they cover digital video instead of digital audio.

The only differences between claim 1 of the '734 patent and claims 3 and 6 of the ‘S73

patent do not make it patentably distinct.’

The "first party hard disk" was obvious in view of Gallagher at 1:32-35 (media for storage

of data would be hard disk); Freeny at 22:31-36 (digital storage unit may be a hard disk);

Schwartz at 6:23 (storage medium can be magnetic disk); ‘734 Prosecution History, 1/3/94 Hair

Decl., p. 2 (“The use of transferring money across telecommunication connections, such as by

telephoning over the phone lines the agents who as a f1rstparty’s hard disk, or charging a fee to a

purchaser or ‘second party’ preferably at a location remote from purchaser or ‘second party’, for

obtaining data on the first pgfs hard disk through telecommunications lines is well known to

3 Indeed, the court that construed the claims noted that the invention in the '734 patent was almost the same as the
invention of the '573 patent with the exception to the differences explained above: "The '734 patent, which has
claims 1-8, 10-14, and 26-27 in suit, discloses in claim 1 the same basic invention as was disclosed in the '573 patent,

but with the addition of steps involving the use of a "hard disk" and "sales random access memory" by the selling
party, and "electronic coding‘ of the signal to prevent unauthorized copying thereof. Claim 2 adds the use of a
"second party integrated circuit" and a "control panel" to execute commands during the process described in Claim
1. Claim 3 describes an "incoming random access memory chip" in the buyer's possession which temporarily stores

the incoming digital signal until it is transferred to the buyer's hard disk. Claims 4-8 describe the use of a "control
integrated circuit" in this process, and claims 10-14 describe the use of "telephone lines" as a type of
"telecommunications lines" in the invention disclosed in Claim 4. Claims 26 and 27 summarize much of the

preceding claims, and disclose a "means or mechanism for the first party to charge a fee to the second party remote
from the second party location."" See Magistrate Judge's Report and Recommendation at 11 (Feb. 8, 2002).
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one skilled in the art to be part of electronic sales.”) (emphasis added).4 It was well known within

the art that digital audio could be stored on hard disk. Rosch at 226, 228 (“As digital pulses, a

voice can be sent over the same cable that the computers for data transfer, and can be stored in

the same disk memory system with other files.’’; ‘‘You’ll want to have at least on hard disk

drive. . .”discussing “Networking Video?’ using “Video Van Gogh” product).

Further, "electronically coding" was obvious in light of Freeny at Col. 23:42-51 (encipher

programs well known in the art); Gallagher at 1:36-38 (“encryption or encoding of data”), 1:50-

54 (“data to be encoded/encrypted”), 1:70 (source unit has an “encoder/decoder 13”), 1:83 (the

database has an “encoder/decoder 22”), 1:90 (the user unit has a “decoder 33”), and Figs. 1-3,

Waters at 82 (“The second is digital audio encryption, which some believe to be the ultimate

weapon against thefl of service”); Jared at 165 (“Even inexpensive data—protection programs use

exotic encryption methods that may be foolproof. In just a few seconds, you can scramble a file

_ so thoroughly that not even the C.I.A. can read it.”); Kramer at C7 (“Several software firms are

including encryption as an option for their spreadsheet or database user. Other developers sell

encryption hardware and sofiware to tighten the lid on computer security").

The “random access memory” was obvious in view of Gallagher at 1:81-84 (database

includes a buffer store); Freeny at Fig. 2, 22: 12-13 (“the control manufacturing unit 72 may be an

Apple 111 computer); Schwartz at 7:39-41 (“RAM Buffer Module”), 6:40-46 (reading from disk

into RAM); Gremillet at Fig. 2 (54B / 54A); 5:11 (“two memory stacks”); 3:42 (“The

compression of the sound information can be obtained by writing into a memory and then

reading from the memory at the accelerated speed.”). RAM is further described in Ferrarini.

Ferrarini at 37 (discussing the purchasing of software over telephone lines, “When your

microcomputer buffer is fiill, the linker routine instructs your computer to record the software on

‘ The citations to prior art in support of the double patenting analysis are not exhaustive but merely representative
of the fact that the differences between the claims of the prior and the subsequent patents would have been

obvious to a person skilled in the art. The Requestor cites to the prior an already discussed in this Request for
the convenience of the Examiner.
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disk.”). Akashi discloses “data to be downloaded to the recording device RAM to be digitally

recorded.” Akashi at 2. See also Akashi at 4 (data chosen using control unit and CPU, data

downloaded to RAM).

The “remote locations” limitation is found in ‘573 Claim 1. Moreover, Hair admitted that

the "remote locations" limitation was inherent, in the course ofprosecution. See ‘573

Prosecution History, 6/25/92 Amendment, p. 15 (“the memories are at different locations and by

being connected by telecommunication lines have to be remote.”) Moreover, this limitation was

obvious in view of Gallagher at 2:92-93 (“home—buying", “immediate access”); Freeny at Fig. 1,

5:45-47 (information machine at location remote from point of sale location); Akashi at 4 (user is

at home); Schwartz at 10:25 (“transmitted for playback at the remote location”).

Claim 2

Claim 2 of the ‘734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘573 Patent.

Claim 2 of the ‘734 patent reads as follows:

A method as described in claim 1 wherein there is a second party integrated circuit
which controls and executes commands of the second party, and a second party control

panel connected to the second party integrated circuit, and before the forming step, there
is the step of commanding the second party integrated circuit with the second party
control panel to initiate the purchase of the desired digital video or digital audio signals
from the first party hard disk.

Claim 3 of the '5 73 patent reads as follows:

A method as described in claim 2 wherein the transferring step includes the steps of
telephoning the first party controlling use of the first memory by the second party;
providing a credit card number of the second party controlling the second memory to the
first party controlling the first memory so the second party is charged money. —> 2. A
method as described in claim 1 including afler the transferring step, the steps of searching
the first memory for the desired digital audio signal;'and selecting the desired digital
audio signal from the first memory.
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Claim 6 of the '573 patent is identical to claim 3 except that includes video instead of

audio.

The only differences between claim 2 of the ‘734 patent and claims 3 and 6 of the '573

patent do not make it patentably distinct. First, the "second party control integrated circuit" was

obvious in view of Gremillet at 5:27 (“control circuit 60”); Fig 2 (“Control CCT 60"); Gallagher

at 1:19-22 (user unit with means to store/recall/processdata), 1:49-50 (“sale to the general public

via their user units.”); Freeny at Figs. 1, 3, 22: 12-13 (unit may be an Apple III computer); Akashi

at 2 (personal computer), 3 (“Automated Music Purchasing System”), 4 (“CPU”), Fig.1;

Schwartz at 7 :5-10 (“Very Large Scale Integrated Circuit (VLSIs) technology“), 10:20-25

(recording and playback functions can be integrated). Moreover, it was inherent in the ‘573

teaching of electronic sales. ‘734 Prosecution History, 1/3/94 Hair Decl., p. 3-4 (“Furtherrnore,

the ‘second party’ must have a ‘receiver’ (the control IC of the user in figure 1) in his

‘possession’ in order to receive the music electronically from the hard disk of the agent over the

telecommunications lines, such as telephone lines.”) (emphasis added).

Further, the "second party control panel" was obvious in view of Gallagher at 1:19-22

(user unit with means to communicate with database and recall/process data received from

database); Freeny at Figs.1, 3, 22:29-30 (unit may be an Apple II] computer); Akashi at 4 (using

monitor screen to choose desired data with control unit), 5 (monitor and control unit), Fig.1,

Schwartz at Fig. 5. Moreover, it would have been obvious to have a second party control panel,

because Hair's claimed invention as described in the original '573 specification was an

"advanced stereo system." '573 Prosecution History, Original Patent Application Filing at p.6. It

is well known that a stereo system must have a control panel in order to accept user commands

(for example to “play” music).
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See claim 1 above, re: first pg); hard disk.

Claim 3

Claim 3 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

"573 patent.

Claim 3 of the '734 patent reads as follows: i

A method as described in claim 2 wherein the second memory includes an incoming
random access memory chip which temporarily stores the coded desired digital video or
digital audio signals from the sales random access memory chip, a second party hard
disk for storing the coded desired digital video or audio digital signals from the incoming
random access memory chip, and a playback random access memory chip for temporarily
storing the coded desired digital video or digital audio signals from the first party hard
disk for sequential playback; and the storing the transferred replica step includes the steps
of storing the coded desired digital video or digital audio signals from the sales random
access memory chip in the incoming random access memory chip, transferring the desired
digital video or digital audio signals from the incoming random access memory chip to
the second party hard disk, storing the desired digital video or digital audio signals in the
second party hard disk, causing the second party integrated circuit with the second party
control panel to play the desired digital video or digital audio signals from the second
party hard disk, transferring a replica of the desired digital video or digital audio signals
from the second party hard disk to the playback random access memory chip for playback
and, playing the desired digital video or digital audio signals from the second party hard
disk.

The only differences between claim 3 of the '734 patent and claims 3 and 6 of the ‘S73

patent do not make it patentably distinct.

See claim 1 above re: random access memog, -first party hard disk and encoding of

signals.

Also, it was well known within the art that digital audio could be stored on a user-’s hard

disk (second party hard disk). See e.g., Gallagher at 1:32-35 (“The media for storage of data

would be floppy disk, hard disk, optical or laser disk, magnetic tape, integrated circuit memory or

any other suitable medium”); Schwartz Fg. 1 (showing digital audio data going from hard disk

to RAM Buffer to “Player Module”); 6:40-42 (“In the retrieve mode, or playback, the Disk

Read/Write Module first reads the Waveform Catalog from the disk into RAM”); Rosch at 226,

228 (“As digital pulses, a voice can be sent over the same cable that the computers for data

transfer, and can be stored in the same disk memory system with other files”; “You’ll want to
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have at least on hard disk drive. . .”discussing “Networking Video” using “Video Van Gogh”

product).

Finally, the step of "playing" the signals through speakers was obvious in view of Freeny

at Fig. 1, 3, 22:29-30 (unit may be an Apple II] computer); Akashi at 1 (personal computer), 4

(“purchase desired music from home’’)); Gallagher at Abstract, p. 1 (“user unit includes playback

apparatus”), 1:87-92 (apparatus for audio/visual reproduction); Schwartz at 10:20-25 (playback

functions); Gremillet at Fig. 1 (“Sound Restoration” 25). Moreover, in Hair's description of the

invention, he admits that speakers were well-known where he states that "the following

components are already commercially available: ...the Stereo Speakers 80." '5 73 Patent, 4:16-

20.

Claim 4

Claim 4 of the ‘734 patent is invalid for double patenting in light of claims 2 and 5, of the

‘573 patent. Claim 4 of the ‘734 patent reads as follows:

A system for transferring digital video or digital audio signals comprising: a first party

control unit having a first party hard disk having a plurality of digital video or digital

audio signals which include desired digital video or digital audio signals, a sales random

access memory chip electronically connected to the first party hard disk for storing a
replica of the desired digital video or digital audio signals of the first party's hard disk to
be transferred from the first party control unit, and means for electronically selling the

desired digital video or digital audio signals; a second party control unit having a
second party control panel, a second memory connected to the second party control
panel, and means for playing the desired digital video or digital audio signals connected
to the second memory and the second party control panel, said means for playing
operatively controlled by the second party control panel, said second party control unit
remote from the first party control unit, said second party control unit placed by the

second party at a location determined by the second party; and telecommunications lines
connected to the first party control unit and the second party control unit through which
the electronic sales of the desired digital video or digital audio signals occur and through

which the desired digital video or digital audio signals are electronically transferred from
the sales random access memory chip to the second memory while the secondmemory is

in possession and control of the second party and afler the desired digital video or digital
audio signals are sold to the second party by the first party.
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Claim 2 of the '5 73 patent reads as follows:

A method as described in claiml including afier the transferring step, the steps of
searching the first memory for the desired digital audio signal; and selecting the desired
digital audio signal from the first memory.

Claim 5 of the '5 73 patent is identical except that it includes video.

The only differences between claim 4 of the '734 patent and claims 2 and 5 of the '573

patent do not make it patentably distinct.

First, the "first party control unit" was obvious in view the “first memory with a

transmitter in control and possession of the first party,” as disclosed in Claim lof the ‘573 Patent.

In order to exercise the “control” disclosed, some means for control would have to exist. This

means taken with the transmitter and the memory established a “control unit.” Moreover, the

limitation is obvious in view of Gallagher at 1:19-22 (unit having means for “storing/recalling”

data), 1:49-50 (“sale to the general public via their user units.”); Akashi at 2 (recording device in

personal computer), Fig. 1, Freeny at Fig. 1, Col. 7:53-62 (“the information file unit 28 [of the

information control unit 12]); Schwartz at Col. 10:20-25 (record format disclosed could be used

with a computer).

See claim 1 re: first party hard disk and RAM.

See claim 2 re: second party control panel.

See claim 3 re: playback means / speakers.

Plus, the “second party control unit” was obvious in view of Gallagher at 1:19-22 (user

unit with means to communicate with database and recall/process data received fi'om database);

Freeny at Figs.1, 3, 22:29-30 (unit may be an Apple 11] computer); Akashi at 4 (using monitor

screen to choose desired data with control unit), 5 (monitor and control unit), Fig.1, Schwartz at

Fig. 5. It would have been obvious to have a second party control unit. Hair's claimed invention

as described in the original ‘S73 specification-was an "advanced stereo system." '573 Prosecution

History, Original Patent Application Filing at p.6. It is well known that a stereo system is

comprised of hardware units.
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The “means for electronically selling” (i.e. electronic sales) limitation was inherent in the

original ‘573 disclosure. See ‘573 Prosecution History, Paper No. 27 at 2 (“One skilled in the art

would know that an electronic sale inherently assumes a transferring ofmoney by providing a

credit card number (since that is the only way for electronic sales to occur) coupled with a

transferring of a service or product. The use of transferring money across telecommunication

connections, such as by telephoning the agent who has the hard disc over the phone lines, for

obtaining data on the hard disc is well known to one skilled in the art to be part of electronic

sales.”); ‘734 Prosecution History, 1/3/94 Hair Decl. at 5 (“‘[E]lectronic sales’ as disclosed refers

to the well known practices of ‘transferring’ and verifying monies across telephone lines such as

by a ‘credit card’; or by ‘charging a fee’ to the second party, so the second party can gain access

to the first party’s memory through telecommunications lines to select the desired digital video or

digital audio signals”).

Moreover, the means for "transmitting" was obvious in view of Gallagher at 1:49-50 _

(“sale to the general public via their user units.”), 2:92-93 (“home-buying”, “immediate access”),

1:28-31 (media for data transfer); Freeny at 13:25-36 (communication of data); Akashi at 3

(NCU employed as communication method), Fig.1; Schwartz at 10:20-25 (transmission by

modern); Hellman at 5:57- 6:2 (billing user).5

The addition of "means" language in the “means for electronically selling” and “means

for playing" limitations does not create a patentable distinction. Instead, it merely causes the

claim to cover the corresponding structure, material, or acts described in the specification or their

equivalents. Because the specification of the '573 patent already discloses the same structure as

5 As explained above, the ‘440 patent was filed before the ‘734 patent. Nevertheless, the ‘734 patent issued
before the ‘440 patent. While the ‘440 patent covers more generic, means-plus-function claims, the ‘734 patent

includes more specific claims which disclose the structure involved in the means plus function claims of the ‘440
patent. In In re Goodman, 11 F.3d 1046 (Fed. Cir. 1993), the Federal Circuit held that the claims of the earlier
filed, but not yet issued application were “generic” to the “species” claims of the earlier issued patent to the
same inventor. Accordingly, the Court held that “the generic invention is ‘anticipated’ by the species of the

patented invention.” Q As such, all of the “generic” means-plus-function claims of the ‘440 patent are also
invalid (due to anticipation) in view of the specific “species” claims of the ‘734 patent.
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that disclosedin the ‘734 specification for electronic sales of music this limitation add nothing

new.

Claim 5

Claim 5 of the '734 patent is invalid for double patenting in light of claims 2 and 5 of the

‘S73 patent. Claim 5 of the '734 patent reads as follows:

A system as described in claim 4 wherein the second memory includes a second party
hard disk which stores the desired digital video or digital audio signals transferred from
the sales random access memory chip, and a playback random access memory chip
electronically connected to the second party hard disk for storing a replica of the desired
digital video or digital audio signals from the second party hard disk as a temporary
staging area for playback.

The only differences between claim 5 of the '734 patent and claims 2 and 5 of the ‘S73

patent do not make it patentably distinct.

See claim 1: re RAM.

See claim 3 re: second party hard disk.(

Claim 6

Claim 6 of the '734 patent is invalid for double patenting in light of claims 2 and 5 of the

‘S73 patent. Claim 6 of the '734 patent reads as follows:

A system as described in claim 5 wherein the first party control unit includes a first party
control integrated circuit which controls and executes commands of the first party and
is connected to the first party hard disk, the first party sales random access memory,
and the second party control panel through the telecommunications lines; and a first
party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control
integrated circuit.

The only differences between claim 6 of the '734 patent and claims 2 and 5 of the ‘S73

patent do not make it patentably distinct.

First, the "first party control integrated circuit" was obvious in view of Gallagher at 1:19-

22 (user unit with means to store/recall/process data), 1:49-50 (“sale to the general public via
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their user units.”); Freeny at Figs. 1, 3, 22:12-13 (unit may be an Apple 1]] computer); Akashi at

2 (personal computer), 3 (“Automated Music Purchasing System”), 4 (“CPU”), Fig.1; Schwartz

at 725-10 (“Very Large Scale Integrated Circuit (VLSIs) technology’), 10:20-25 (recording and

playback functions can be integrated).

Secondly, the "first party control panel" was obvious in view of Gallagher at Abstract, p.1

(“user unit includes playback apparatus”), 1:19-22 (unit with means of communicating or storing

or recalling or processing data); Akashi at 3 (recordinyreproducing device connected to control

unit), Fig. 1; Freeny at 5:21-31 (machine receives and stores information); Schwartz at Figs.

5&6, 10:6—9 (user control pad), 6:23-29 (storage medium can be magnetic disk).

See claim'l re: first party hard disk and RAM.

See claim 2 re: second pg); control panel.

Claim 7

Claim 7 of the '734 patent is invalid for double patenting in light of claims 2 and 5 of the

‘S73 patent. Claim 7 of the '734 patent reads as follows:

A system as described in claim 6 wherein the second party control unit includes a
second party control integrated circuit which controls and executes commands of the
second party and is connected to the second party hard disk, the playback random
access memory, and the first party control integrated circuit through the
telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video or audio signals;
and a second party control panel through which the second party control integrated
circuit is programmed and is sent commands and which is connected to the second party
integrated circuit.

The only differences between claim 7 of the '734 patent and claims 2 and 5 of the '573

patent do not make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second party control integrated circuit and second party control panel.

See claim 3 re: second party hard disk.

See claim 4 re: second party control unit.
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See claim 6 re: first 9% control integrated circuit.

Claim 8

Claim 8 of the '734 patent is invalid for double patenting in light of claims 2 and 5 of the

'573 patent. Claim 8 of the '734 patent reads as follows:

A system as described in claim7 wherein the second memory includes an incoming
"random access memory chip connected to the second party hard disk and the second
party -control integrated circuit, and the first party control unit through the
telecommunications lines for temporarily storing the desired digital video or audio signals
received from the first party's control unit for subsequent storage to the second party hard
disk.

The only differences between claim 8 of the '734 patent and claims 2 and 5 of the '5 73

patent do not make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second pagty control integrated circuit.

See claim 3 re: second party hard disk.

‘ See claim 4 re: first pg control unit.

Claim 9

Claim 9 of the '734 patent is invalid for double patenting in light of claims 2 and 5 of the

‘S73 patent. Claim 9 of the '734 patent reads as follows:

A system as described in claim 8 wherein the playing means includes a video display
unit connected to the playback random access memory chip and to the second party
integrated circuit for displaying the desired digital video or audio signals.

The only differences between claim 9 of the '734 patent and claims 2 and 5 of the '573

patent do not make it patentably distinct.

The "video display unit" was obvious in view of Gallagher at 1:87-92 (apparatus for

visual reproduction); Rosch at 228 (discussing “Networking Video” using “Video Van Gogh”
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product; “The resulting picture ...can be reproduced (in 16 levels of gray, although all 256 levels

are stored) on any monitor that uses an appropriate graphics interface board in the ComNet

system.”); Also Templin at 135 (“[At the] MacWorld Expo in San Francisco. . .for color output,

Moniterm and SuperMac Technologies were showing 19-inch color monitors for the Mac H. . .” ).

Fig. 3; Akashi at 2 (TV or computer monitor); Freeny at Fig.1, 3, 22:23-24 (Apple II monitor);

Schwartz at Fig. 6. Moreover, in Hair's description of the invention, he admits that video display

units were well-known where he states that "the following components are already commercially

available: ...the Video Display Unit 70." '573 Patent, 4:16-20.

See claim 1 re: Q.

See claim 2 re: second party control integrated circuit.

_Claim 10

Claim 10 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

'573 patent. Claim 10 of the '734 patent reads as follows:

A system as described in claim 4 wherein the telecommunications lines include telephone\

lines.

No difference exists between the claims because claim 3 recites that the ". . .transferring

step includes telephoning..." ('573, 6:32) which would require that telephone lines be included.

At the least, the limitation to use telephone lines was obvious in view of Gallagher at 1:28-31

(“The media for data transfer is preferably high speed telephone links by way of modems.

However, normal telephone links, fiber optic links, electro-magnetic waves or any other suitable

medium may be used.”); Ferrarini at 37 (discussing the purchasing of software over telephone

lines); Freeny at Figs. 1, 21:57-60, Akashi at 1; Schwartz at 10:20-25. Fig. 6..

Claim 11
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Claim 11 of the '734 patent is invalid for double patenting in light of claims 1 and 4 of the

'573 patent. Claim 11 of the '734 patent reads as follows:

A system for transmitting desired digital video or digital audio signals stored on a first

memory of a first party to a second memory of a second party comprising: a first memory
in possession and control of the first party; a second memory in possession and control of

the second party, said second memory is at a location remote from said first memory;
telecommunications lines; means or a mechanism for transferring money electronically

via telecommunications lines from the second party controlling use and in possession of

the second memory to the first party controlling use and in possession of the first

memory; means or a mechanism for connecting electronically via the
telecommunications lines the first memory with the second memory such that the desired

digital video or digital audio signals can pass therebetween, said connecting means or

mechanism in electrical communication with the transferring means or mechanism, said

connecting means or mechanism comprises a first control unit in possession and control

of the first party, and a second control unit in possession and control of the second party,

said first control unit comprises a first control panel, first control integrated circuit

and a sales random access memory, said sales random access memory and said first

control panel in electrical communication with said first control integrated circuit, said

second control unit comprising a second control panel, a second control integrated

circuit, an incoming random access memory and a playback random access memory, said

second control panel, said incoming it random access memory and said playback random

access memory in electrical communication with said second control integrated circuit;

means or a mechanism for transmitting the desired digital video or digital audio

signals from the first memory to the second memory, said means or mechanism for

transmitting comprising a transmitter connected to the first memory and the

telecommunications lines and a receiver connected to the second memory, the transmitter

and the telecommunications lines, said first party in control and possession of the

transmitter, said second party in control and possession of the receiver, said receiver

remote from said transmitter and said receiver at a location determined by the second

party, said transmitting means or mechanism in electrical communication with said

connecting means or mechanism; and means or a mechanism for storing the desired

digital video or digital audio signals from the first memory in the second memory, said

storing means or mechanism in electrical communication with said receiver of said

transmitting means or mechanism and with said second memory.

The only differences between claim 11 of the '734 patent and claims 1 and 4 of the '573

patent do not make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second party control panel and second party control integrated circuit.
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See claim 4 re: first and second pg control units.

See claim 6 re: first party control panel and control integrated circuit.

The addition of "means or mechanism" language in the “means for connecting

electronically” “means or a mechanism for transmitting " and “means or a mechanism for

storing” limitations does not create a patentable distinction. Instead, it merely causes the claim to

cover the corresponding structure, material, or acts described in the specification or their

equivalents. Because the specification of the '573 patent already discloses the same structure as

that disclosed in the ‘734 specification for electronic sales of music these limitations adds

nothing new.

Claim 12

Claim 12 of the ‘734 patent reads as follows:

A system "as described in claim 11 wherein the telecommunications lines include
telephone lines. ~

Claim 12 of the ‘734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The analysis for claim 12 is the same as for claim 10.

Claim 13

Claim 13 of the '734 patent reads as follows:

A system as described in claim 12 wherein the first memory comprises a first hard disk
and the second memory comprises a second hard disk.

Claim 13 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

'573 patent. The only differences between claim 13 of the '734 patent and claims 3 and 6 of the

‘S73 patent do not make it patentably distinct.

See claim 1 re: first party hard disk.

See claim 3 re: second pggg hard disk.
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Claim 14

Claim 14 of the '734 patent reads as follows:

A system as described in claim 13 including a video display and speakers in possession
and control of the second party, said video display and speakers in electrical
communication with said second control integated circuit.

Claim 14 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The only differences between claim 14 of the '734 patent and claims 3 and 6 of the

‘S73 patent do not make it patentably distinct.

See claim 9 re: video display.

See claim 3 re: playback means / speakers.

Claim 15

Claim 15 of the '734 patent reads as follows:

A system as described in claim 11 wherein the telecommunications lines include
telephone lines.

Claim 15 of the '734 patent is invalid for double patenting in -light of claims 3 and 6 of the

'573 patent. The analysis for claim 15 is the same as claim 10.

Claim 16

Claim 16 of the '734 patent is invalid for doubleipatenting in light of claims 2 and 5 of the

'573 patent. Claim 16 of the '734 patent reads as follows:

A system for transmitting desired digital video or digital audio signals stored on a first

memory of a first party at a first party location to a second memory of a second party at a _

second party location comprising: a first memory at a first party location, said first

memory in possession and control of the first party, said first memory comprising a first

party hard disk in which the desired digital video or digital audio signals are stored; a

second memory in possession and control of the second party, wherein said second

memory is at a second party location remote from said first memory, said second memory

comprising a second party hard disk in which the desired digital video or digital audio
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77 OF U.S. PATENT NO. 5,675,734



Page 00083

signals are stored that are received from the first memory and a playback random access

memory connected to the second party hard disk; telecommunications lines; means or a

mechanism for the first party to charge a fee to the second party and provide access to

the desired digital video or digital audio signals at the first party location remote from the

second party location, said first party controlling use of the first memory, said second

party controlling use and in possession of the second memory, said means or mechanism
for the first party to charge a fee includes means or a mechanism for transferring money

electronically from the second party via telecommunications lines to the first party at the

first party location remote from the second memory at the second party location; means
or a mechanism for connecting electronically via telecommunications lines the first

memory with the second memory such that the desired digital video or digital audio

signals can pass therebetween, said connecting means or mechanism in electrical
communication with the transferring means or mechanism, said connecting means or

mechanism comprises a first control unit disposed at the first party location and a

second control unit disposed at the second party location remote from said first control

unit, said first control unit comprises a first control panel, first control integrated

circuit, and a sales random access memory connected to the first hard disk for

temporarily storing a replica of the desired digital video or digital audio signals to be
transmitted from the first control unit, said sales random access memory, said first hard

disk and said first control panel in electrical communication with said first control

integrated circuit, said second control unit comprising a second control panel, a second

control integrated circuit, and an incoming random access memory which temporarily

stores the desired digital video or digital audio signals transmitted from the sales random

access memory, said playback random access memory connected to the incoming random

access memory for temporarily storing a replica of the desired digital_video signals or

digital audio signals to be played, said incoming random access memory connected to

said second party hard disk, said second control panel, said incoming random access

memory, said second party hard disk and said playback random access memory in

electrical communication with said second control integrated circuit; means or a

mechanism for transmitting the desired digital video or digital audio sigials from the

sales random access memory to the incoming random access memory, said means or

mechanism for transmitting comprising a transmitter connected to the sales random

access memory and the telecommunications lines and a receiver connected to the

incoming random access memory, the transmitter and the telecommunications lines, said

first party in control and possession of the transmitter, said second party in control and
possession of the receiver, said receiver remote from said transmitter, and said receiver at

the second party location determined by the second party, said transmitting means or

mechanism in electrical communication with said connecting means or mechanism; and

means or a mechanism for storing the desired digital video or digital audio signals from

the sales random access memory in the incoming random access memory, said storing

means or mechanism in electrical communication with said receiver of said transmitting

means or mechanism and with said sales random access memory.
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The only differences between claim 16 of the '734 patent and claims 2 and 5 of the ‘S73

patent do not make it patentably distinct.

See claim 1 re: first party hard disk and RAM.

See claim 2 re: second party control panel and second patty control integrated circuit.

See claim 3 re: second 9% hard disk.

See claim 4 re: first and second pagty control units.

See claim 6 re: first party control integrated circuit and control panel.
I

The addition of "means or mechanism" language in this claim does not create a patentable

distinction. Instead, it merely causes the claim to cover the corresponding structure, material, or

acts described in the specification or their equivalents. Because the specification of the '573

patent already discloses the same structure as that disclosed in the ‘734 specification for

electronic sales of music these limitations adds nothing new.

Claim 17

Claim 17 of the '734 patent reads as follows:

A system as described in claim 16 wherein the telecommunications lines include
telephone lines.

Claim 17 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The analysis for claim 17 is the same as for claim 10.

Claim 18

Claim 18 of the '734 patent reads as follows:

A system as described in claim 17 including a video display and speakers in electrical
communication with said second control integrated circuit.

Claim 18 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

'573 patent. The analysis for claim 18 is the same as for claim 14.
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Claim 19

Claim 19 of the '734 patent is invalid for double patenting in light of claim 5 of the '573

_ patent. Claim 19 of the '734 patent reads as follows:

A system for transferring digital video signals comprising: a first party control unit in

possession and control of a first party; a second party control unit in possession and

control of the second party, wherein said second party control unit is at a location remote

from said first party control unit; said first party control unit having a first memory having

a plurality of desired individual video selections as desired digital video signals, said
first party control unit which includes a first party hard disk having the plurality of
digital video signals which include desired digital video signals, and a sales random
access memory chip electronically connected to the first party hard disk for storing a

replica of the desired digital video signals of the first party's hard disk to be transferred
from the first party control unit, and means or a mechanism for the first party to

charge a fee to the second party for access to the desired digital video signals of the first
party's hard disk at a location remote from the second party location; a second party
control unit having a second party control panel, a receiver and a video display for

playing the desired digital video signals received by the receiver, said second party
control panel connected to the video display and the receiver, said receiver and video
display operatively controlled by the second party control panel, said second party control
unit remote from the first party control unit, said second party control unit placed by the

second party at a second party location determined by the second party which is remote
from said_first party control unit, said second party choosing the desired digital video

signals from the first party's hard disk with said second party control panel, said second
party control unit includes a second memory which is connected to the receiver and the
video display, said second memory storing the desired digital video signals that are

received by the receiver to provide the video display with the desired digital video signals
from the sales random access memory chip; and telecommunications lines connected to

the first party control unit and the second party control unit through which the desired
digital video signals are electronically transferred from the sales random access memory
chip to the receiver while the second party control unit is in possession and control of the
second party after the desired digital video signals are sold to the second party by the first
Part)’-

The only differences between claim 19 of the '734 patent and claim 5 of the '573 patent do

not make it patentably distinct.

See claim 1 re: first pgg hard disk and RAM.

See claim 2 re: second party control panel.
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See claim 4 re: first and second pg; control units.

See claim 9 re: video display.

“Individual video selections” were obvious in light of the repeated limitation in the ‘573

claims of “a desired digital video signal.” The use of the singular “a” signifies the existence of

. individual video selections. See also, ‘734 Prosecution history , 1/3/94 Amendment, p. 37

(discussing antecedent support for individual video selections).

The addition of "means or mechanism" language in this claim does not create a patentable

distinction. Instead, it merely causes the claim to cover the corresponding structure, material, or

acts described in the specification or their equivalents. Because the specification of the ‘S73

patent already discloses the same structure as that disclosed in the ‘734 specification for

electronic sales of music these limitations adds nothing new.

Claim 20

Claim 20 of the '734 patent reads as follows:

A system as described in claim 19 wherein the telecommunications lines include
telephone lines.

Claim 20 of the '734 patent is invalid for double patenting in light of claim 6 of the '573

patent. The analysis for claim 20 is the same as claim 10.

Claim 21

Claim 21 of the '734 patent reads as follows:

A system as described in claim 20 wherein the second party control unit includes a
second party hard disk which stores a plurality of digital video signals, and a playback
random access memory chip electronically connected to the second party hard disk for
storing a replica of the desired digital video signals as a temporary staging area for .
playback.
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Claim 21 of the '734 patent is invalid for double patenting in light of claim 6 of the ‘S73

patent. The only differences between claim 21 of the '734 patent and claim 6 of the '573 patent

do not make it patentably distinct.

See claim 1 re: RAM.

See claim 3 re: second party hard disk.

See claim 4 re: second party control unit.

Claim 22

Claim 22 of the '734 patent reads as follows:

A system as described in claim 21 wherein the first party control unit includes a first
party control integrated circuit which controls and executes commands of the first
party and is connected to the first party hard disk, the first party sales random access
memory, and the second party control integrated circuit through the
telecommunications lines, said first party control integrated circuit and said second party
control integrated circuit regulate the transfer of the desired digital video signals; and a
first party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control
integrated circuit.

Claim 22 of the '734 patent is invalid for double patenting in light of claim 6 of the ‘S73

patent. The only differences between claim 22 of the '734 patent and claim 6 of the ‘S73 patent

do not make it patentably distinct.

See claim 1 re: first party hard disk and RAM.

See claim 2 re: second party control integrated circuit. »

See claim 4 re: first Iggy. control unit.

See claim 6 re: first party control integrated circuit and control panel.

Claim 23

Claim 23 of the '734 patent reads as follows:

A system as described in claim 22 wherein the second party control unit includes a
second party control integrated circuit which controls and executes commands of the
second party and is connected to the second party hard disk, the playback random
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access memory, and the first party control integrated circuit through the
telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video signals; and a
second party control panel through which the second party control integrated circuit is
programmed and is sent commands and which is connected to the second party integrated
circuit.

Claim 23 of the '734 patent is invalid for double patenting in light of claim 6 of the ‘S73

patent. The only differences between claim 23 of the '734 patent and claim 6 of the ‘S73 patent

do not make it patentably distinct.

See claim 1 re: Q.

See claim 2 re: second party control integrated circuit and control panel.

See claim 3 re: second pg hard disk.

See claim 4 re: second party control unit.

See claim 6 re: first party control integrated circuit.

Claim 24

Claim 24 of the '734 patent reads as follows:

A system as described in claim 23 wherein the second party control unit includes an
incoming random access memory chip connected to the second party hard drive and
the second party control integrated circuit, and the first patty control unit through the
telecommunications lines for temporarily storing the desired digital video signals
received from the first party's control unit for subsequent storage to the second party hard
disk.

Claim 24 of the '734 patent is invalid for double patentingin light of claim 6 of the ‘S73

patent. The only differences between claim 24 of the '734 patent and claim 6 of the '573 patent

do not make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second party control integated circuit.

See claim 3 re: second 9% hard disk.

See claim 4 re: first 9% control unit.
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Claim 25

Claim 25 of the '734 patent reads as follows:

A system as described in claim 24 wherein the second party control unit includes a
video display unit connected to the playback random access memory chip and to the
second party integrated circuit for displaying the desired digital video signals.

Claim 25 of the '734 patent is invalid for double patenting in light of claim 6 of the ‘S73

patent. The only differences between claim 25 of the '734 patent and claim 6 of the ‘S73 patent

do not make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second party control integrated circuit.

See claim 4 re: second party control unit.

See claim 9 re: video display.

Claim 26

Claim 26 of the '734 patent reads as follows:

A system for transferring digital audio signals comprising: a first party control unit in

possession and control of a first party, and a second party control unit in possession and

control of a second party, wherein said second party control unit is at a,second party

location remote from the first party control unit, said first party control unit for

controlling and transferring digital audio signals, said first party control unit having a

first party hard disk having a plurality of digital audio signals which include a plurality

of desired individual songs as desired digital audio signals, said first party control unit

having a sales random access memory chip electronically connected to the first party

hard disk for storing a replica of the desired digital audio signals of the first party's hard

disk to be transferred from the first party control unit; means or mechanism for
transmitting the desired digital audio signals from the sales random access memory chip,

said means or mechanism for transferring connected to the sales random access memory

chip, and said first party control unit having means or a mechanism for the first party to

charge a fee to the second party to provide the second party access to the desired digital

audio signals of the first party’s hard disk, said means or mechanism for the first party to

charge a fee to the second party remote from the second party location; said second party

control unit having a second party control panel, a second memory for storing the

desired digital audio signals from the sales random access memory chip, a receiver

connected to the second party control panel and speakers connected to the receiver for
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playing the desired digital audio signals in the second memory, said second party control

panel connected to the receiver, said receiver and speakers operatively controlled by the
second party control panel, said second party control unit placed by the second party at a

second party location determined by the second party which is remote from said first

party control unit, said second party choosing the desired digital audio signals fiom the
first party's hard disk with said second party control panel, said ‘second memory
connected to the receiver and the speakers, said second memory storing the desired digital

audio signals that are received by the receiver; and telecommunications lines connected to

the first party control unit and the second party control unit through which the desired

digital audio signals in the sales random access memory are electronically transferred by
the means or mechanism V for transferring to the receiver while the second party is in

possession and control of the second party control unit and after the desired digital audio
signals of the first party's hard disk aresold to the second party by the first party with the
means or mechanism for the first party to charge a fee.

Claim 26 of the '734 patent is invalid for double patenting in light of claim 2 of the ‘S73

patent. The only differences between claim 26 of the '734 patent and claim 2 of the ‘S73 patent

do not make it patentably distinct.

See claim 1 re: RAM and first party hard disk.

See claim 2 re: second party control panel.

See claim 3 re: playback means / speakers.

See claim 4 re: first and second party control units.

The "plurality of desired individual songs" was obvious in view of Gremillet at claim 4

(“the information consists of musical works”); Gallagher at 1:5 (recorded data), 1:6—8 (digital

data), 1:87-92 (apparatus for audio reproduction), Figs. 2 & 3); Freeny at 1:10-14 (information

embodied in material objects), 6:32-37 (data in digital format), Figs. 1, 3); Akashi at 2 (recorded

music data transmitted to devise installed in personal computer); Schwartz at 10:20-25

(playback facility, playback fimctions). Moreover it was inherent in Claim 2 of the ‘S73 Patent, _

as the step of “selecting” a desired digital audio signal presumed the existence ofmultiple digital

audio signals.

The addition of "means or mechanism" language in this claim does not create a patentable

distinction. Instead, it merely causes the claim to cover the corresponding structure, material, or

acts described in the specification or their equivalents. Because the specification of the ‘S73
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patent already discloses the same structure as that disclosed in the ‘734 specification for

electronic sales of music these limitations adds nothing new.

Claim 27

Claim 27 of the ‘734 patent reads as follows:

A system as described in claim 26 wherein the telecommunications lines include
telephone lines.

Claim 27 of the ‘734 patent is invalid for double patenting in light of claim 3 of the '573

patent. The analysis for claim 27 is the same as for claim 10.

Claim 28

Claim 28 of the ‘734 patent is invalid for double patenting in light of claims 2 and S of the

‘S73 patent. Claim 28 of the ‘734 patent reads as follows:

A system for transferring digital video or digital audio signals comprising: a first party
control unit having a first party hard disk having a plurality of digital video or digital

audio signals which include desired digital video or digital audio signals, a sales random
access memory chip electronically connected to the first party hard disk for storing a

replica of the desired digital video or digital audio signals of the fast party's hard disk to
be transferred from the first party control unit, and a mechanism for electronically

selling the desired digital video or digital audio signals of the first party's hard disk; a
second party control unit havinga second party control panel, a second memory
connected to the second party control panel, and a mechanism for playing the desired

digital video or digital audio signals connected to the second memory and the second
party control panel, said playing mechanism operatively controlled by the second party

control panel, said second party control unit remote from the first party control unit, said
second, party control unit placed by the second party at a location determined by the
second party; and telecommunications lines connected to the first party control unit and
the second party control unit through which the electronic sales of the desired digital
video or digital audio signals occur of the first party's hard disk, and over which the
desired digital video or digital audio signals of the first party's hard disk are electronically
transferred from the sales random access memory chip to the second memory while the

second party is in possession and control of the second memory and afier the desired

digital video or digital audio signals are sold to the second party by the first party.

REQUEST FOR REEXAMINATION
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The only differences between claim 28 of the '734 patent and claims 2 and 5 of the ‘S73

patent do not make it patentably distinct.

See claim 1 re: first party hard disk and RAM.

See claim 2 re: second party control panel.

See claim 3 re: playback means / speakers.

9 See claim 4 re: electronic sales and first and second party control units.

Claim 29

Claim 29 of the '734 patent reads as follows:

A system as described in claim 28 wherein the telecommunications lines include
telephone lines.

Claim 29 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

'573 patent. The analysis for claim 29 is the same as for claim 10.

Claim 30

Claim 30 of the '734 patent reads as follows:

A system as described in claim 29 wherein the second party control unit includes a
second party hard disk which stores a plurality of digital video or audio signals, and a
playback random access memory chip electronically connected to the second party hard
disk for storing a replica of the desired digital video or audio signals as a temporary
staging area for playback.

Claim 30 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The only differences between claim 30 of the '734 patent and claims 3 and 6 of the

‘S73 patent do not make it patentably distinct.

See claim 1 re: RAM.

See claim 3 re: second pg hard disk.

See claim 4 re: second party control unit.

REQUEST FOR REEXAMINATION
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Claim 31

Claim 31 of the '734 patent reads as follows:

A system as described in claim 30 wherein the first party control unit includes a first
party control integrated circuit which controls and executes commands of the first
party and is connected to the first party hard disk, the first party sales random access
memory, and the second party control integrated circuit through the
telecommunications lines, said first party control integrated circuit and said second party
control integrated circuit regulate the transfer of the desired digital video or audio signals;
and a first party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control
integrated circuit.

Claim 31 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The only differences between claim 31 of the '734 patent and claims 3 and 6 of the

‘S73 patent do not make it patentably distinct.

See claim 1 re: RAM and first 9% hard disk.

See claim 2 re: second party control integrated circuit.

See claim 4 re: first party control unit.

See claim 6 re: first party control panel.

Claim 32

Claim 32 of the '734 patent reads as follows:

A system as described in claim 31 wherein the second party control unit includes a
second party control integrated circuit which controls and executes commands of the
second party and is connected to the second party hard disk, the playback random
access memory, and the first party control integrated circuit through the
telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video or audio signals;

' and a second party control panel through which the second party control integrated
circuit is programmed and is sent commands and which is connected to the second party
integrated circuit.

REQUEST FOR REEXAMINATION
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Claim 32 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The only differences between claim 32 of the '734 patent and claims 3 and 6 of the

'5 73 patent do not make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second party control panel and integrated circuit.

See claim 3 re: second party hard disk.

See claim 4 re: second party control unit.

See claim 6 re: first party control integrated circuit.

Claim 33

Claim 33 of the '734 patent reads as follows:

A system as described in claim 32 wherein the second party control unit includes an
incoming random access memory chip connected to the second party hard drive and
the second party control integrated circuit, and the first party control unit through
the telecommunications lines for temporarily storing the desired digital video or audio
signals received from the first party's control unit for subsequent storage to the second
party hard disk.

Claim 33 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The only differences between claim 33 of the '734 patent and claims 3 and 6 of the

‘S73 patent do not "make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second party control integrated circuit.

See claim 3 re: second party hard disk.

See claim 4 re: first and second pg control units.

Claim 34

Claim 34 of the '734 patent reads as follows:

REQUEST FOR REEXAMINATION
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A system as described in claim 33 wherein the second party control unit includes a
video display unit connected to the playback random access memory chip and to the
second party integrated circuit for displaying the desired digital video or audio signals.

Claim 34 of the '734 patent is invalid for double patenting in light of claims 3 and 6 of the

‘S73 patent. The only differences between claim 34 of the '734 patent and claims 3 and 6 of the

‘S73 patent do not make it patentably distinct.

See claim 1 re: RAM.

See claim 2 re: second party control integrated circuit.

See claim 4 re: second party control unit.

See claim 9 re: video display.

CONCLUSION

The prior art documents referred to above were not of record (except Freeny) in

the file of the Hair ‘734 patent. Since the claims in the Hair patent are not patentable over these

prior art documents, a substantial new question of patentability is raised. Further, these prior art

documents are closer to the subject matter of Hair than any prior art which was cited during the

prosecution of the Hair patent. These prior art documents provide disclosures and teachings not

considered during the prosecution of the Hair patent. Additionally, under double patenting. none

of the limitations of the claims of the ‘734 patent are patentably distinct over the claims of the

‘573 patent, and all of them would have been obvious to the person of ordinary skill in the art, in

1988. .
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In view of the above, it is respectfully requested that reexamination be granted

based upon the substantial new questions of patentability presented. It is further respectfully

requested that each of claims 1 through 34 be rejected over the prior art for the reasons specified

above.

Dated: January 31, 2005 Respectfully submitted,

Albe S enilla or third—party requester)

Reg. No. 39,487 _

710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085

(408) 749-6900
Customer No. 25920
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"memory of a firstparty ands second memory of_ a second
party. The first memory has the desired digital video or
digital audio signals. Then, there is the step of selling
electronically by the first party to the second party through
telecommunications lines, the desired digital video or digital
audio signals in the first memay. Then, there is the step of
u-nnsferring the desired digital video or digital audio signals
from the first memory of the firstparty to the second
memory of the secondparty through the tdecommunications
lines while the second memory is in possession and control
of the second party. Additionally, thae is a system for
tmnsfern'ng digital video or digital audio signals.
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SYSTEM FOR TRANSMITTING DESIRED
DIGITAL VIDEO OR AUDIO SIGNAIS

CROSS REI-EIENCE TO OTHER PATENTS

This applimtion is-a continuation of application Ser. No.
5

08/023398 filed on Feb. 26, I993, now abandoned whim is
a continuation application of U.S. patent application Ser. No.
07/586391 filed Sep. 18, 1990, now'U.S. Pat. No. 5,191,
573, issuedMar. 2, 1993, which is a continuation application
of U.S. patent application Ser. No. 07/206,497, filedlun. 13,
1988, abandoned

FIELD OF THE INVENTION

Thepresent invention is related to a system and assodated
method fer the electronic sales and distribution of digital
audio or digital video signals, and mcre particularly, to a
system and method which a user may purchase and receive
digital audio or digital video signals from any location
whim the user has access to telecommunications lines.

BACKGROUND OF INVENTION
The three basic mediums (hardware units) of music:

records, tapes, and compact discs, greatly restricts the trans-
ferahility of music and results in a variety of inefliciencies.

CAPACITY: The individual hardware units as dted above
arelimitedastotheamountofmusicthatcanbestcredon
cam.

MAZl'ERIALS:Them.aterialsusedtoma.nufacture the

hardware units are subject to damage and deteritntion
dining normal operations, handling, and exposure to the
elements. I ’ - .

SIZE: The physiml size of the hardware units imposes
constraints on the quantity ofhardware units which can be
housed for playback in. confined‘ ‘areas such ‘as in
automobiles, boats, planes, etc.

RETRIBVAL:Hardware unitslimittheahilitytoplay,in
a sequence selected by the user, songs fr'omd.i1ferent albums.
Fm example. ifthe user wants to play one song from ten
ditferent albums, the user would spend an inordinate amount
of time handling, -sorting, and cueing the ten different
hardware units.

SALES AND DISTRIBUTION: Prior to final ptuchase,
hardware units need to be physically transferred from the
manufaauring facility to the wholesale warehouse to the

retail warehouse to the retail outlet, resulting in lengthy lag
time between music creation and music marketing, as well
as incun-ing unnecessary and inetfident transfer and han-,
dling costs. Additionally, tooling eosm required fcr mass
production of the hardware units and the rnataial cost of the
hardware units themselves, finther drives up the cost of
music to the end user.

QUALITY: Until the recent invention of Digital Audio
Music, as used on Compact Discs, distortion free transfer

' from the hardware units to the stueo system was ‘virtually
impossible. Audio Music is simply music convated
intoavaybasiccomptrtalanguageknownasbinuy.A
sales of commands known as zeros or ones eneodethe

music for future playback. Use of laser retrieval of the
binarycommandsresultsindistutionfreetransferofthe
musicframthecompaet disctothestaeosystem. Quality
Digital Audio Music is defined as the binary structure of the
Digital Audio Music. Conventional analog tape recording of
Digital Audio Music is not to be considaed quality inas-
much as the binary structure itself is not rectxded. While
Digital Audio Music on compact discs is a technological

2

breakthrough in audio quality, the method ‘by whim the
music is sold, distributed, stored, manipulated, retrieved,
played and protected from copyright infringements remains
as inetlicient as with records and tapes.

COPYRIGHT PRUIFCPION: Since the invention of

tape recording devices, strict control and enforcement of
copyright laws have proved diflicult and impossible with
home rectxders. Additionally, the recent invention of Digital
Audio Tape Recorders now jeopardizes the electronic copy-
right protection of quality Digital Audio Music on Compact

. Discs (I Digital Audio Tapes. If music exists on hardware
units, it can be copied. '

Thus, as is apparent from the above disarssion, the
inflexible form in which the songs are purchased by an and
user, and the distnlaution channels of the songs, requires the
end user to go to a location to purchase the songs,_and not
necessarily be able to pmmase only the songs desired to be '
heard, in a sequence the end use‘ would like to hear them.

A This is not limited to just songs, but also includes, for
example. videos.

Accordingly, it is an objective of this invention is to
provide a new and improved methodology/system to elec-
tronically sell and distribute Digital Audio Music or digital
video. - ' -

A further objective of this invention to provide a new and
improved methodology/system to electroniully store and
retrieve Digital Audio Music or digital video.

Another objective of this invention is to provide a new
and improved methodology/system to electronically '
manipulate, i.e., scrt, cue, and select, Digital Audio Music or
digital video ftr playback. _

Still another objective of this invention is to oil: a new
and improved methodologylsystem whim can prevent unau-
thorized electronic copying of quality Digital Audio Music
or digital video.

SUMMARY OF THE INVENTION

Briefly, this invention accomplishes the above cited
objeaives by providing a new and improved methodology]
system of electronic sales, distribution, storage,
manipulation, retrieval, playback, and copyright-protection
of Digital Audio Music. The high speed transfa of Digital
Audio Music as prescribed by this invention is stu-ed onto
one piece of hardware, ahard disk, thus eliminating the need
to unnecessarily handle records, tapes, or compact discs on
a regular basis. This invention recalls stcmed music for
playback as selectedlplograrnmed by the user. This inven-
tion can easily and electronically sat stored music based on
many difierent critrria sum as, but not limited to, music
category, artist, album,'usa"s favorite songs, etc. An addi-
tional feature of this invention is the random playback of
songs, also based on the user's selection. For example, the

' us: could have this invention randomly play all jazz songs

60

65

stored on the user's hard disk. orrandomly play all songs by
a certain artist, or randomly.play all of the user's favorite
songs which the user previously electronically “tagged" as
favorites. Furtha, being more specific, the use can elec-
tronically selea a series of individual songs from different
albums for sequential playback.

This invention can be configured to either accept direa
input of Digital Audio Music from the digital ouqrut of a
Compad Disc, such transfu would be pafonned by the
private use, or this invention an be configtned to accept
Digital Audio Music from a source authorized by the copy-
right holder to sell and distribute the copyrighted materials, '
thus guarantedng the poteaion of such copyrighted mate-.
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rials. Eitha method of electronically transferring Digital
Audio Music by means of this invention is intended to
comply with all copyright laws and restrictions and any such
transfa is subject to the appropriate authorization by the
copyright holder. Inasmuch as Digital Audio Music is soft- ’
ware and this invention electronically transfas and stores
sud: music, electronic sales and distribution of the music
can take place via telephone lines onto a hard disk. This new

‘methodology/system of music sales and distribution will
greatly reduce the cost of goods sold and will reduce the lag
time between music aeation and music marketing from ~
weeks down to hours.-

The present invention is a system for transmitting desired
digital video tr digital audio signals stored on a first memory
of a first party to preferably a second memory of a second
party. The system comprises means or mechanism for elec-
tronically selling the desired digital video or digital audio
signals prderably via telecommunications lines to the first
party from the second party. Moreover, the system infer-
ably comprises means or medranism for connecting elec-
tronically via telecornmunications lines the first memory
ptefaahly with the second ‘memory such that the desired
digital video or digital audio signals can pass therehetween.
Additionally, the syst comprises means or mechanism for
transrnitting the desired digital video or digital audio signals
from the tint memory with a transmitter in control and in
possession of the first party to a receiver pefaably having
the second memory while the receiver is in possession and
in control of the second party. The recver is placed at a
second party location determined by the second party.
Preferably, thae is also means or mechanism for stcring the
digital video Cl‘ digital audio signal in the second memory.

Further objectives and advantages of this invention will
become apparent as the following description proceeds and
the particular features of novelty which charactuize this
invention will be pointed out in the claims annexed to and
forming a part of this declaration.

BRIEF DES(JllI’I'ION OF THE DRAWINGS

For a better understanding of this invention, reference
should be made to the following detailed description, taken
in conjunction with the accompanying drawings, in which:

FIG. lisapictorialflowchartwhichmaybeusedin
carrying out the teachings of this invention for the purposes
of electronic sales, distribution, storage, manipulation,
retrieval, playback, and copyright lxotection of Digital
Audio Music; and '

FIG. Zisapictorialflowchart whichmaybeusedin
carrying out the teachings of this invention for the purposes
of electronic storage, manipulation, retrieval. and playback
of Digital Audio Music.

DESCRIPTION OF THE PREFERRED

-EMBODIMENT

Referring now to the drawings wherein like reference
numerals refa to similar ox identical parts throughout the
several views, and more spccifimlly to figure thceof, there
is shown

Referring now to the FIG. I, this invention preferably is
comprised of the following:

10 Hard Disk of the copyright holder
20 Control Unit of the copyright holds 20,0 Control Panel

20b Control Integrated Circuit 20¢: Sales Random
Access Memory Chip '

30 Telephone Linesllnput Transfu

40

50

65.

4
50 Control Unit of the use 50a Control Panel 5017 Control

Integrated Circuit 50¢ Incoming Random Access
Memory Grip 50d Play Back RandomAccess Memory
Chip

60HardDiskoftheuser

70 Video Display Unit
80 Stereo Speakers - .
'I‘hellardDisk10oftlrefirstpartyoragentautlrorizedto

electronically sell and distribute the copyridtted Digital
Audio Music is the originating source of music in the
configuration as outlined in FIG. 1. The Control Unit 29 of
the authorized agent is the means by which the electronic
transfa of the Digital Audio Music from the agent's Hard
Disk 10 via the Telqrhone lines 30 to the usu's or second
party's Control Unit 50 is possible. The user's Control Unit
is coanrrised of a Control Panel 50a, a Control Integrated .
Circuit 50b, an Incoming Random Access Memory Chip
50c, and a Play Back Random Access Memory Chip Sod.
Similarly, the authuized agent's Control Unit 20 has a
control panel and control integrated circuit similar to that of
the user's Control Unit 50. The authorized agent's Control
Unit 20, however, only requires the Sales Random Access
Memory Chip 20c. The other components in FIG. 1 include
aliard Disk60.aVideo Display Unit"l0,anda setofstereo
Speakers 80.

Referring now to FIG. 2, with the exception of a substi-
tution ofacompact DiscPlaya'40(as theinitial source of
Digital Audio Muc) for the agent's Hard Disk 10, the
agent's Control Unit 20, and the Telephone Lines 30 in FIG.
l,FIG.2is the sameasFIG. 1.

In FIG. 1 and FIG. 2. the following components are
aheady commercially available: the agent’: Hard Disk 10,
the Telephone Lines 30, the Compact Disc Player 40, the
usa’s Hard Disk 60, the- Video Display Unit 70, and the
Staeo Speakas 80. The Control Units 20 and 50, however, '
would be designed specifically to meet the teachings of this
invention. The design of the control units would incorporate
the following functional features:

1) the Control Panels 20a and 50a would be designed to
permit the agent and user to program the respeaive
Control Integrated Circuits Nb and 50b,

2) the Control Integrated Cirarits 20b and 50!: would be
. designed to control and exearte the respective com-

mands of the agent and use and regulate the electronic
transfer of Digital Audio Music throughout the system,
additionally, the sales .Cont:ro| Integrated Cirurit 20b
could electronically code the Digital Audio Music in a
configuration which would prevent unauthorizedrepro-
ductions of the copyrighted material,

3) the Sales Random Access Memory Grip 20:: would be
designed to temporarilyatore user purchased Digital
Audio Music for subsequent electronic transfer via
telephone lines to the user's Control Unit 50,

4) the Incoming RandornAccess Memuy Grip 50¢: would
be designed to temporarily store Digital Audio Music
fu subsequent electronic storage to the user's Hard
Disk 60,

5) the_ Play Back Random Access Memory Chip 504
would be designed to temporarily store Digital Audio
Music fa" sequential mayback. ’ _

The foregoing description of the Control Units 20 and 50
is intended as an example only and thereby is not restrictive
with respect to the exact number of components and/or its
actual design.

Once the Digital Audio Music has been electronically
stored onto the user's Hard Disk 60, having the potmrtial to
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sure literally thousands of songs, the user is tree to perform
the many ftmetions of this invention. To play a stored song,
the user types in the approraiate commands on the Control
Panel 50a, and those commands are relayed to the Control
Integrated Cirorit 5% which retrieves the selected song
from the Hard Disk 60. When a song is retrieved from the
Hard Disk 60 only a replica of the permanently storedsong
is retrieved The permanently stored song remains intact on
the Hard Disk 60, thus allowing repeated playbadr. The
Control Integrated Cirorir 50b stores the replica onto the
Play Back Random Access Memtny Grip 50d at a high
transfer rate. The Control Integrated Circuit 5012 then sends
the electronic output to the Staeo Spcakas 80 at a con-
trolled rate using the Play Back Random Access Memory
Chip50dasatemporary stagingpointfor1heDigitalAudio is
Music.

Unique to this invention is that the Control Unit 50 also
serves as the user's pusonal disk jockey. The use’ may
request specific songs to be electronically cued for playback,
tr may request the Control Unit 50 torandomly select songs
based on the use‘: uituia. All of these commands are

electronically stored in random access memory enabling the

5

20

. individual video selections as desired digital video signals.

eontrolunittoremembapriorcornmandswhilesirnnlta-'
neouslypaforrningotherursksrequested by the userand, at
the same time, continuing to play songs previously cued.

Ofluing a convenient visual display of the usa"s library
ofsongsisbutonemnrenewandimproved aspectofthis
invention. As the Control Unit 50 is executing the uses’:
commands to electronically sort, select, randomly play, etc.,
the Video Display Screen 70 is continually providing feed-
back to the use. The Video Display Screen 70 can listlscroll
all songs stored on the Hard Disk 60, list/scroll all cued
songs, display the current command function selected by the
user, etc. Htnhu expanding upon the improvements this
invention has to affix, the Video Display Saeen 70 am
display the lyrics of the song being played, as well as the
name of the song, album, artist, recrrding company, date of .
recording,duration ofsong.etc.Thisispossibleifthely1ics
and other incidental information are electronically stored to
the Hard Disk 60 with the Digital Audio Music.

The [resent invention is a method for transmitting desired
digitalvideo «digital audio signals stored on afirstmernory
ofafirstpartypreferablyto a secondmemory ofa second
party. The method comprises the steps of transfaring money
via telecommunications lines to the first party from the
second party or elecuonically selling to the secondparty by
the iirst party. Additionally, the method comprises the step of
then connecting electronically via telecommunications [ins
the first memory preferably with the second memory such
thatthedesireddigitalvideoordigitalaudiosignalscanpass
therebetween.Next,tha'eisthe stepoftransmittingthe
desireddigitalvideotrdigitalaudiosignals fromthefirst-
memory with a transmitta in control and in possession of
the first party to a receiva preferably having the second
memory while the receiver is in possession and in control of 55
the second party. The receiver is placed by the second party
at a second party location determined by the second party.

2.9

35

Prcfr:*abiyisnlsothestepot'thenstrtingthedesireddigital ,
video or digital audio signals in the second memcxy.

In summar'y,t:huehasbeen disdoseda new andirnproved
methodology/system by which Digital Audio Music or digi-
tal video can be electronimlly sold, distributed, transfmed,
and stored. Ftnther, thue has been disclosed a new and
improved methodologylsystem by which Digital Audio
Music cu digital video an be electronically manipulated, 65
i.e., sated, cued, and selected for playback. Furtha still,
thae has been disclosed a new and improved methodology]

6 .

systrnn by whidr the electronic manipulation of Digital
Audio Music can be visually displayed for the convenience
of the usa. Additionally, there has been disclosed a new and
improved methodology/system by which electronic copy-
right protection of quality Digital Audio Music is possible
through use of this invention. v V

Since numerous dnnges’ may be made in the above
described p-ocess and apparatus and different embodiments
of the invention may be made without departing from the
spirit thereof, it is intended that all matter contained in the
foregoing description or shown in the accompanying draw-
ings shall be interpreted as illustrative, and not in a limiting
sense. I-Xnther, it is intended that this inventionis not to be
limited to Digital Audio Music and can include Digital
Video, Digital Commacials, and otha applications of digi- -
tal information.

Fcr instance, the present invention is a system 100 for
uansfaringdigitalvideosignalsfiomafirstpartytoa‘
second party. The system 100 comprises a first party control
unit 20 having a first memory having a plurality of desired

Thefirstpartycontrolu_nit20alsohas meansoramecha-
nisrnforthefirstpartytochargeafeeto the secondpanyfrr
access to the desired digital video signals. The system 100
also comprises a second party control unit 50 having a
second party control panel 50¢, a receiva and a video
display for playing the desired digital video or digital audio
signals received by the receiver. The second party control
panel 50:: is connected to the video display and the receiva:
The receiva and the video display is operatively controlled
by the second party control panel 50a. The second party
control unit 50 is remote from the lirst party control unit 20.
Thesecondpartycontrolunit50isplacedbythe second
partyatasecondpartylocationdetcminedbythesecond
partywhichisremotefromthefirstparty controlunit20.
The second party chooses the desired digital video signals

‘ from the firs! memmy with the second party control panel
20a. The system 100 is also comprised of telecommunica-
tions lines connected to the mat party control unit 20 and the
second party cont:rol unit 50 through which the desired
digital video signals are electronically transferred from the
first memory to the receiver while the secondparty control
unit 50 is in possession and control of the second party afier
thedesired digital videosignalsare soldtothe secondparty
by thc first paw _

Preferably, the second party control unit 50 includes a
second memory which is connected to the receiva and the .
video display. The second rnemrry stores the digital video
signals that are received by the receive for providing them
to the video display. The second party control unit 50
preferably includes a second party hard disk 60 which stores
a plurality of digital video signals, and a playback random
access memory chip 50d electronically connected to the
secondpartyharddislréflfcr strring arepiicaofthedesired
digital video signals as a temporary staging area for play-
back. The second party control unit'50 includes a second
party control integrated cirulit 5017 which controls and
executes commands of the second party and is connected to
the second party hard disk 60, the playback random access
memory 50d,.and the that party control integrated circuit
20b through the telecommnnimtions lines. The second party
control integrated circuit 50b jxeferably includes the
receiver. Additionally, the sewnd party control unit 50
includes a second party control panel 20a through which the
second party control integrated circuit 20!: is programmed
andis sentcommandsandwhidiisconnededtothe second

party integrated circuit 50b. Prefaably, the second party
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control unit 50 includes an incoming random access memory
chip 50¢ conneaed to the secondparty hard disk 60 and the
second party control integrated circuit 50b, and the first
party control unit 20 through the telecommunications linm
for temporarily stcring the desired digital video signals
received from the first party's control unit 20 for subsequent
stuage to the second party hard disk 60. Prefaably, the
video display includes a video display unit connected to the
playback random access memory chip 50c and to the second
party integrated circuit sob for displaying the desired digital
video signals. '

The firs! party control unit 20 preferably includes a first
partyharddisk lohaving apluralityofdigilalvideo signals
which include the desired digital video signals, and a sales
random access memay chip 20c electronically connected to
theflrstpartyharddisklOforstcxingareplica oftiredesired
digital video signals of the first party's hard disk 10. The that
party control unit 29 preferably includes a first party control
integrated circuit 20b which controls and executes com-
mandsofthefirstpartyandisconnectedtothefirstparty
hard disk 10. the first party sales random access memory
20c, and the second party. control integrated circuit 20b
throng: the telecommunications lines. The first party control
integrated circuit 20b and the second party control integrated
circuit 501) regulate the transfer of the desired digital video
signals. The first party control unit 20 pcferably also
includes a first party control panel 200 through which the
that party control integrated circuit 20b is proyammed and
issent commands andwhichis connectedtothe firstparty
control integrated circuit 20b.

The means or mechanism for charging a fee includes
means or a mechanism for charging a fee via telecommu-
nications lines by the first party to the sewnd party at a
location remote from the second party location. Preferably,
thesecondpartyhasanaocountandthemeansormecha-
nismfcr chargingafceincludes mennsoramedianismfor
charging the account of the second party. Preferably, the
means or mechanism for charging the account includes
rneansoramechanismforchargingacredit cardnumbaof"
the second party. Prcfuahly, the means tn‘ mechanism fcr
electronically selling includes means «I a mechanism fa
electronically selling includes means «I a mechanism fu-
charging a fee via telecommunications lines by the firstparty
to the second party at a first party location remote from the
second party location. Preferably, the second party has an
aecountandthemeans ormedlanismfor chargingafee
includes means or a mechanism for charging the account of
the second party. Preferably, the means tr mechanism for
charging the account includes-means tr a mechanism for
receivingacreditcardnumbaoftlle secondparty.'I‘he
means or mechanism for receiving a credit card number
pefaably is part of the control integrated circuit 20b. The
telecommunications lines are preferably telephone lines 30.

The present invention also pertains to a method for
transmitting desired digital video signals stored in a firs:
memory having a plurality of individual video selections as‘
digital video signals ofafirstparty at a firstparty location
toasecondpartyataseoondpartylocationsothe second
partycanviewthedesireddigitalvideo signals.'I'l-lemethod
comprises the steps ofplacing by the second party a receiver,
and a videodisplay connected to the receiver at the second
party location detemined by the second party which is
remote from the first party location. Next, there is the step
ofchargingafeebythefirstpar-tytothe secondpartyata
location remote fi-om the second party location sothe second
party can obtain access to the desired digital video signals. ‘
Then. there is the step of connecting electronically via

telecommunications lines the first mommy with areceiva of
the second party while the receiver is in possession and
control of the second party. Next, there is the step of
choosing thedesired digital video signals by the second
partyfromthefirstmr-anoryoftlrefirstpartysodesired
digital video selections are selected. Next, there is the step
of transmitting the desired digital video signals from the first
memory with a transrnitta in control and possession of the
firstpartytothereceiverofthesecondpartywhile the
receiva is in possession and control’ of the second party at
the second party location determined by the second pasty.

' Next, thae is the step of displaying the desired video signals
received by the receiver on a video display in possession and
control of the second party. The video display is connected
with the receiver. -

Preferably, the step of charging a fee includes the step of
charging a fee via telecommunications l.i.nes by the first party
to the second party so the second party can obtain access to
the desired digital video signals stored on the first memory.
Prduably, the second party has an account and the step of
charging a fee includes the step of charging the account of
the second party. Preferably, the step of charging the account
of the second party includes the steps of tdephoning the first
partycontrolling useoftheflrstmlnnory bythesecondpany.
Then, thue is the step‘ of lxoviding a credit card number of
the second party conl:ro]J.ing‘the second memory to the first
party controlling the met memory so the second party is
charged money. Preferably, the means or mechanism for the
firstpartytochargeafeeincludesrneans orarnechanismfor
transferring money electronically via telecommunications
lines to the flrstparty at a location remote from the second
memory at the second party location.‘

Although the invention has been desaibedin detail in the
foregoing embodiments for the purpose of illustration, it is
to be understood that such detail is solely for that purpose
andthatvariahbnscanbemadethaeinbythose skilledin
the art without departing from the spirit and scope of the.
invention except as it may be desa-ibed by the following
claims.

What is dairned is:

1._A method for transfening desired digital video or
digital audio signals comprising the steps of:

forming a connection througl telecommunications lines
betweenalirstmemory ofalirstpartyatafirstpany
locationandasecondmernuyofasecondpartyata
second party locafion remote from the first party
location, saidfirstmelnoryhavingafirstpartyharddisk
having a plurality of digital video or audio
signals including coded desired digital video or digital
audio signals, and a sales random access memory chip
whichtunponrily stcn'esareplicaofthecodeddesir'ed
digital video or digital audio signals purchased by the
second party for subsequent transfu via telecommuni-
cations lines to the second memory of the second party;

telephoning the first party controlling use of the first
memory by the second part; ‘

pzovidingacreditrzrdnumberoftheseoondparty
controlling the second mommy to the first party con-
trollingtheflrstmemorysothesecondpartyischarged
money;

electronically coding the desired digital video or digital
audio signals to {am said coded desired digital video
ordigitalaudiosiylalsintoaconfigurationwhich
wouldprevent unauthorizedreproduction of the desired
digital video or digital audio signals;

storingareplicaofthecodeddesireddigitalvideoor
digital audio signals from the hard disk into the sales
random access memory chip;
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transferring the stored replica of the coded desired digital
video 0’ digital audio signals from the sales random
access manrry chip of the _flrst party to the second
memoryoftheseccndpartythroughtelecomrnunice
tions lines while the second memory is in possession
and cannot of the second party‘. and‘

storing the transferred replica of the cotkd desired digital
video or didtal audio signals in the second ray.

2.Ametl1odasdescribedinclaimlwhereinthereisa

second party integated circuit whim controls and executes
commands of the second party, and a second party control
pandconnetxedtodxesecondpanyintegrateddrurihand
before the forming step. there is me step of commanding the
second party integrated circuit with the second party control
paneltoinitiatethepurmaseofthedesired digitalvideorx
digital audio signals from the first party hard disk.

3.Amethodasdesa'ibedinclaim2wherein the second

memory includes an incoming random access memory chip
which temporarily sures the coded desired digital video or
digital audio signals from the sales random access memory
d-Lip, a seoondparty harddiskfa storing the coded desired
digital video ta‘ audio digital signals from the incoming
random access memory chip. and a playback random access
memory chip for temporarily storing the coded desired
diytal videoordigital audiosignals fromthefirstpartyhard
disk for sequential playback: and the storing the transfused
replica step includes the steps of storing the coded desired
digital video ta’ digital audio signals from the sales random
access memory chip in theincoming random access memory

‘ mip, transfuring the desired digital video or digital audio
signals Iran the incoming random access memory mip to
the second party hard disk, storing the desired digital video
rrdigitalaudiosignals inthe secondpartyhard disk, causing
the second party integrated cirarit with the second party
control paneltoplay the desired digital video or digital audio
signals from the second party hard disk, transfeuing a

.replieaofthedesired digitalvideoordigital audio signals
from the second party hard disk to the playback random
access memory mip for playback and, playing the desired
digital video ordigital audio signals from the second party

4. A system for transfuring digital video or digital audio
signals °°mrrisins-

aifirstpartycontrolunithavingafirstpartyhrnddisk.
having a plurality of digital video or digital audio
signals which include desired digital video‘ or digital
audio signals, a’ sales random access rnemtry chip
electronically connected tothe firs! party hard disk fa’
stcringareplicaofthedesireddigitalvideocr digital
audio signals of the fir-st party’s hard disk to be trans-
fured from the first party control unit, and means fa’
electronically sellingthedesireddigital videoordigital
audio signals; r

a second party control unit having a second party control
panel, a secondmemcryconnedcdtothe secondparty
control panel, and means forplaying the desired digital
video tr digital audio signals conneaed to the second
mummy and the secondpanycontrol panel, said means
for playing opaatively controlled by the second party

55

con1:rolpanel,saidsecondpartycontrolunitremote‘
from the that party control unit, said second party
control unit placed by the second party at a location
deterrninedbythese'condparty'.and

‘ telecommunications lines conneaedto the first party '
control unit and the second party control unit through
which the elearonic sales of the desired digital video or
digital audio signals occur and through whim the

10 .

desired digital video or digital audio signals are elec-
tronically nnnsfened from the sales random access
memorymiptothesecondmernorywhilethe second
memory is in possession and control of the second
party and aha’ the desired digital video ta digital audio
signals are sold to the second party by the first party.

5.Asystemasdescribedindaim-twhereinthe second
memory includes a-second party hard disk which stcres the
desired digital video or digital audio signals transferred from
are sales random access memory chip, and a playback
random access memory chip electronically connected to the
second party hard disk for storing a replica of the desired
digital video or digital audio signals from the second party
hard disk as a temprrary staging area for playback.

_'6.Asystemasdescribedinclaim5whereintheflrstparty
control unit includes a first party control integrated circuit
whim controls and executes commands of the firstparty and
is connectedtothefirstpartyharddisk,theiirstparty sales
random access memory, and the second party control panel
through the telecommunications lines; and a firs: party
control panel through whim the first party control integrated
ciraiit is programmed and is sent commands and which is
connected to the first party control integrated circuit.

7. A system as dun-ibed in claim 6 wherein the second
party control unit includes a second party control integrated
ciraritwhich controls and exeurtes commands of the second

party and is connected to the second party hard disk, the
playback random acaas munnry, and the firs: party conn'ol
integrated drarit through the telecommunications lines, said
second‘ party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired
digital video or audio signals; and a second party control
panel through whim the second party control integrated
circuit is programmed and is sent commands and whim is
ccnneaed to the second party integrand drcuit.

8. A system as described in daim 7 whtnein the second
metnory includes an incoming random access memory mip
connected to the secondpartyhard disk and the second party
control inteyated circuit, and the tirst party control unit
through the telecommunications lines for temporarily stor-
ing the desired digital video or audio signals received fiom
the first party's control unit for subsequent storage to the
second party hard disk,

9. A system as desa-ibed in claim 8 whaein the playing
means includes a video display unit connected to the play- _
backrandomaccessmemcrychipandtothesecondparty
integrated circuit for displaying the desired digital video or
audio signals. _

10. A system as desaibed in claim 4 whuein the tele-
communications lines include telephone lines. ,

l1.Asystemfort:ransmit1:ing desireddigitalvideoor
digital audio signals stca-edon afirstmernnryofafirstparry
toasecondmernoryofasecondpartycorniirising:

‘a first memory in possession and control of the first party;
a second memory in possession and control of the second

party,saidsecondmernoryisatalocationremotefrom
said first memory;

telecornmimications lines;

means or n memanism for transferring money element-
cally via telecommunications lines from the second
party controlling use and in possession of the second
mernor'ytothefirstpartycontrollinguseandlnpos-
session of the firs: memory:

means or a mechanism for conneding electronically via
the telecommunications lines the mat memory with the
secondmemory sumthatthedesireddigitalvideoor
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diy'tnl audio signals can pass therebetwt-en, said con-
necting means or mechanism in electrical communica-
tion with the transfaring means tr medranisrn, said
connecting means or medranism compises a first con-
trol unit in possession and control of the first party, and
a second control unitin possession and control of the
second party, said first control unit comprises a first
control panel, first control integrated circuit and a sales
random access memory, said sales random access
memory and said first control panel in electrical com-
munication with said firs! control integrated circuit, .
said second control unit comprising a second control
panel, a second control integrated cirurit, an incoming
random access memory and a playback random access
memory, said second control panel, said incoming
random access memory and said playback random
access memcry in electrical communication with said
second control integrated circuit;

means or a mechanism for transmitting the desired digital
video or digital audio signals from the first memory to
the second memory, said means or mechanism for
transmitting comprising a transmitter connected to the
first memory and the telecommunications lines and a
receiver connected to the second memory, the trans-
mitter and the telecommunications lines, said first party
in control andpossession of the transmitter, said second
party in control and possession of the rewiver, said
receive remote from said transmitter and said receive’

at a location determined by the second party, said
transmitting means or mechanism in elecuical commu-
nication with said connecting means or mechanism;
and

means or a mechanism for storing the desiredydigital
video or digital audio signals from the first memory in
the second memory, said storing means ct mechanism
in electrical communication with said receiver of said

transmitting means or mechanism and with said second
memory. a

12..'A system as descn‘bed in claim 11 wherein the
telecommunications lines include telephone lines.

13. A system as described in claim 12 wherein the first
memory comprises a firs't hard disk and the second memory
comprises a second hard disk. -

14. A system as described in claim 13 including a video
display and speakers in possession and control of the second
party, said video display and speakas in electrical commu-
nication with said second control integrated cirarit.

15.Asystemasdesc_ribedinciaim1lwhereinthe
telecommunications lines include telephone lines.

16. A system for transmitting desired digital video or
digital audio signals stored on a first memory ofa first party
atafirstpartylocationtoasecondmernory ofa secondparty
at a second party location comprising:

afirstmemuyat afirstpartylocation, saidfirstmemory
in possession and control of the first party, said first
mernoryccmprisingaiirstpartyharddiskinwhichthe
desired digital video or digital audio signals are stored;

a second memory in possession and control of the second
party, wherein said second memrry is at a second party
location remote iirom said first memory, said second
memory comprising a second party hard disk in which
the desired digital video in’ digital audio signals are
stored that are received from the first memory and a
playback random access memtry connected to the
second party hard disk; -’

telecommunications lines;

35
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meansoramechanismforthefir-stpartytochargeafee'
tothesecondpartyandprovideaccesstothedesired
digitalvideoordigitalaudiosignalsatthefirstparty
location remote from the second party location, said
first party controlling use of the first memory, said
second party controlling use and in possession of the
second memory, saidmeansormechanismforthefirst
party to charge a fee includes means or a mechanism
fa’ transferring money eledronically from the second
partyviatelecommunicationslinestothefirstparty at
the first par'ty location remote from the second mernrry
at the second party loartion; _

means or a mechanism for connecting electronically via
telecommunimtions lines the tirst memay with the
second memory such that the desired digital video or
digital audio signals can pass therebetwear, said con-
necting means or mechanism in electrical communica-
tion with the transferring means or mechanism, said
connecting means (I mechanism comprises a first con-
trol unit disposed at the firstparty location and a second
control unit disposed at the second party location
remote from said first control unit, said flrst control unit
comp-ism a first control panel, first control integrated
circuit, and a sales random access memory connected
tothe first hard disk fa temporarily storing areplica of
thedesireddigitalvideocrdiytal audio signaistobe
transmitted from the first control unit, said sales ran-
dom access cry. said first hard disk and said first
control panel in electrical communication with said first -
control integrated circuit, said second control unit
compising a second control panel, a second control
integrated circuit. and anincorning random access
memory which temporan'1y stmes the desired digital
video or digital audio signals transmitted from the sales
random access merncry, said playbad random access
memory connected to the incoming random access
memoryfaternptxarily suring areplicaofthe desired
digital video signals or digital audio signals to be
played, said incoming random access memrry con-
nected to said second party-hard disk, said second
control panel, said incoming random access memray,
said second party hard diskand said playback random
access memtxy in electriorl communication with said
second control integrated cirurit;

means er a mechanism fer transmitting the desired digital
video or digital audio signals from the sales random
access memory to the incoming random access
memory, said means tr mechanism for transmitting
compising a transmitter connect.ed to the sales random
access memory and the telecommunications lines and a
receive: connected to fire incoming random access
memory, the transmitter and the telecommunimtions
lines, said first party in control and possession of the
transmitter, said second party in control and possession
of the receiver, said ‘receiver remote from said

, transmitter, and said receiver at the second party loca-
tion determined by the second party. said transmitting
means or mechani in electrical communiution with

said connecting means cr and
meansoramechanismforstoringthedesireddigital

video G’ digital audio signals from the sales random
access memory in the incoming random access
memory,saidstoringmeansormechanismi.nelectr'ical
communication with said rcccivt: of said transmitting
means tr mechanism and with said sales random access .
“JENNY-

17. A system as described in claim 16 wherein the
telecommunications lines include telephone lines.
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l8.Asystemas describedin claim 17 includingavideo
display and speakers in eleetn‘atl communication with said
second control integrated cirarit.

19. A system for transferring digital video signals com-
prising: A

afirstparty contrnlunitinpossession andcontrolofafirst
P8119;

a second party control unit in possession and cont:rol of
the second party, wherein said second party control unit
is at alocation remote fromsaid firstpartycontrol unit;

said first party control unit having a first memory having
a plurality of desired individual video selections as
desired digital video signals, said first party control unit
which includes a first party, hard disk having the
plurality of digital video signals which include desired
digital video signals, and a sales random access
memory chip electronically connected to the first party
harddiskfcr storing areplica ofthe desired digital
videosignals ofthefirstparty'shar1:ldisktobetrans-
feared from the first party control unit, and means or a
mcchanismftxthefirstpartytochargeafeetothe
second party fa access to the desired digital video
signals of the firs! party's hard diskat a location remote
from the second party location;

a second party control unit having a second party control
panel,arccu'veranda'videodisp1ayforplsyirtgthe
desired digital video signals received by the receive.
said second party control panel connected to the video
display and the receiver, said receiver and video display
opaatively controlled by the second party control
panel, saidseoondpartycontrolurritresnotefromthe
firstpartycontrolunit,saidsecondpartycontrolunit
placed by the second party at a second party location
determined by the second party which is remote from
said first party control unit, said second party choosing
the desired digital video signals from the first party's

' hard disk with said second party control panel, said
second party control unit includes a second memory
which is connected to the receiver and the video

display, said second memtry storing the desired digital
videosignalsthatarereceivedbythereceiverto
ptovidethevideo displaywiththe desireddigitalvidco
signals fromthe salm random accessmermory chip; and

telecommunications lines connected to the first party
control mi! and the second party control unit through
whidtthedesireddigitalvideosignalsueelecu'oni-
eally transfured from the sales random access memory
chiptothereeeiver whilethe secondparty control unit
is in possession and control of the secondparty afterthe
desireddigitalvideosignalsaresoldtothesccondparty
by the first party. ‘

20.Asysternasdeseribedinclaiml9wbereinthe
_ telecommunications lines include telephone lines.

2LAsystemasdesuibedinclaim20wh¢-reintlresecond
partycontrol unit ineludesa secondparty harddisk which
sures a plurality of digital video signals, and a playback
randomaccessmctnoryd1ipeledron.icallyconnectedtothe
secondpartyharddiskfa staingareplitaoftlredesired

:g':lfidwsignalsuamnpauymgingnufaphy-
2.2.Asystemasdescribedinclaim21whereinthefirst

party control unit includes a first party control integrated
‘ circuit which controls and executes commands of thefirst

panyandisconneaedtothefirstpartyharddisk,thefirst as
party sales random access memory, and the second party
control integrated circuit through the telecommunications
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lines, said first party control integrated cirarit and said
second party control integrated drcuit regulate the transfer
of the desired digital video signals; and a first party control
panel through which the first party control integrated
is programmed and is sent commands and which is con-
nectedtothetirstpartycontrolintegt-atedcircuit.

23.Asystemas desaibedin claimzzwhadn the second
party control unit includes a second party control integrated
circuit which controls and executes commands of the second

partyandisconnectedto the secondpartyharddisk, the
playback random access memory, and the tits! party control
integrated circuit through the telecommunications lines, said
second party control inteyated circuit and said first party
control integrated drurit regulate the uansfer of the desired
digital video signals; and a second party control pand
through which the second party control integrated circuit is
programmed and is sent commands and whidi is connected
to the second party integrated circuit.

24. A system as dcsaibed in claim B whaein the second
party control unit includes an incoming random access
memory drip connected to the second party hard drive and
the second party control integrated circuit, and the first party
control unit through the telecommunications lines for tem-
porarily storing the desired digital video signals received
from the first party's control unit fa’ subsequent stcrage to
the second party hard disk. .

2S.Asystunas describedin claimzdwhaeinthe second
party control unit includes a video display unit connected to
the playback random access memory chip and to the second
party integrated circuit fa displaying the desired digital
video signals.

426. A system for transferring digital audio signals com-
1m'sins= _

afirstpartyconnolunitinpossessionandcontrol ofafirst
party, and a secondpartycontrol unit in possession and
control of a second party, whaeirt said second party
control unit is at a second party location remote from
thefirstpartycontrol unit,saidfirstpartycontrol_unit
for controlling and transfaa-ing digital audio signals,
.saidhrstpartycontrolunithavingafirstpartyharddisk
having a phrrality of digital audio signals which include
a plurality of desired individual songs as desired digital
audio signals, said first party control unit having a sales
random access memtry chip electronically connected
tothe flrstpartyharddiskfu strxing arqlicaofthe
desired digital audio signals cf the flrst party's hard
disk to be transferred from the first party control unit;
means ormechanismfor_ transminingthedesireddigital
audio signals from the sales random access memwy
chip, said means (I mechanism for transferring con-
neaedtothe salesrandomacccssmcmory chip, and
saidtirstpartycontrol unithavingmeans (I'll mecha-
aismfathefirstpartytochargeafeeto the second
partytotxovidethesecondpartyaccesstotitedesired
digital audio signals of the first party's hard disk, said
meansormechanismfosthefirstpartytochargeafee
tothesecondpartyranotefromthesecondparty
location:

said second party control unit having a second party
ccntrolpanel, aseoondmemoryfcr sttring the desired
digitalaudiosignalsfromthesalmrandomaccess
mernoryehip,ar'eeeivereonneetedtothe secondparty
control panel and speakus connected to the receiver for
playing the desired digital audio signals in the second
memory, said secondpartycontrolpanelconnededto
the receiver, said receive and speakers opaatively
controlled by the second party control panel, said
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second party control unit placed by the second party at
_a second party location determined by the second party
which is remote fiom said first party control unit, said
second party choosing the desired digital audio signals
from the first party's hard disk with said second party
control panel, said second memtxy conneded to the
receive: and the speakers, said second memtry storing
the desired digital audio signals that are recdved by the
receive; and

telecommunications lines connected to the first party
control unit and the second party control unit through
which the desired digital audio signals in the sales
random access memory are electronically transferred
by the means or mechanism for transferring to the
receive: while the second party is in possession and
control of the second party control‘ unit and am: the A
desired digital audio signals of the first party's-hard
diskaresoldtothe secondpartybythefirstpartywith
themeans ormechanismforthefirstpartytc charge a
fee. ‘

27. A system as described in claim 26 wherein the
telecommunications lines include _telephone lines.

28. A system for transferring digital video or digital audio
signals comprising:

afirstpartycontrolunithavingafirstpartyharddisk
having a pltnality of digital video or digital audio
signals whidi include desired digital video or digital
audio signals, a sales random access memory chip
electronically connected to the first party hard disk fa
storing a replica ofthe desired digital video 0' digital
audio signals ofthe first party's hard disk to be trans-
ferred from the first party control unit, and a moha-
nisrn for electronically selling the desired digital video
or digital audio signals of the first party's hard disk;

a second party control unit having asecond party control
panel, a secondmemory connectedto the secondparty _
control panel, and a mechanism for playing the desired.
digital video or digital audio signa.ls,con.nected to the
second memory and the second party control panel,
said playing mechanism opaatively controlled by the
second party control panel. said second party control
unit rote fromthe firstparty control unit, said second
party control unit placed by the second party at a

,location detn-mined by the second party; and _
telecommunications lines connected to the first party

control unit and the second party control unit through
which the electronic sales of the desired digital video tr
digitalaudiosignals occurofthefirstparty'sharddisk.
and ova which the desired digital video ordigital audio
signals of the first party's hard disk are electronically
transferred from the sales random access mory chip

5

16
to the second while the second party is in
possession and control of the second memory and after
the desired digital videoordigital audio signals aresold
tothe secondpartybythetirstpany.

29.Asystemasdescn'hedinc1aim28whereint:he
telecommunications lines include telephone lines.

30. A system as desaibed in claim 29 whuein the second
party control unit indudes a second party hard disk which
stores a pltn-ality of digital video or audio signals, and a
playback rnndomacccss memory chip electronically con-
nectedtothesecondpartyharddiskfrr stcringarcplica of
the desired digital video or audio signals as a temporary
staging area for playback. A

31.Asysternasdescribedinclaim30 whereinthe first
party control unit includes a first party control integrated
circuit which controls and executes commands of the first

party andis connectedtothe firstpartyhard dis.k,thc‘iirst'
party sales random access memory, and the second party
control integrated circuit through the ‘telecommunications
lines, said first party control integrated circuit and’ said
second party control integrated circuit regulate the transfer
of the desired digital video tr audio signals; and a firstparty
control panel through which the first party cont:rol integrated
circuit is programmed and is sent wmmands and which is _
connected to the first party control inteyated circuit.

32. A systemas desaibed in claim 31 whqein the second .
party control unit includes a second party control integrated
circuit which controls and executes commands of the second

party and is connected to the second party hard disk, the
playback random access memory, and the first party control
integrated circuit through the telecommunications lines, said
second party control integrated drurit and said flrst party
control integrated circuit regulate the transfer of the desired‘
digital video or audio signals: and a second party control
panel throngs which the second party control integrated
circuit is programmed and is sent commands and which is
connected to the second party integrated dratit.

33. A system as described in claim 32 whaein the second
-party control unit includes an incoming random access
memory chip connected to the second party hard drive and
the second party control integrated circuit, and me first party
control unit through the telewmmunications lines for tem-
poranl'y storing’' thedesireddigrtal'' videoca-audio signals
received from the first party's control unit fa subsequent
storage to the second party hard disk. '

34.Asystemasdesaibedinclaim33whqeinthe second
party control unit includes a video display unit connected to
the playback random access memory chip and to the second
party integrated circuit for displaying the desired digital

50 video or audio signals.
3
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(21) Application Number: S61—127327

(22) Date Filed: . June 3, 1986
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Specification _

1. Title of the Invention: Automated Music Purchasing System

2. Claims:

The present invention is an Automated Music Purchasing System which enables users to access

recorded music data from a host computer, which stores recording information. such as recorded

music data, record lists, composers, titles, performers, etc. The system utilizes a personal

computer recording/recording reproduction devise which communicates via telephone lines.

3. Detailed Explanation of the invention:

(1) Industrial Field of Application

The present invention pertains to a system which automatically sells recorded music via the
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telephone line.

(2) Prior Art

The conventional system of selling recorded music is that a record company manufactures an LP

record or digital audio disc (compact disc) of recoded music which it sells to consumers by way of

music sales outlets, etc.

(3) Problem to be solved by the invention

The above—mentioned conventional method for selling recorded music entails considerable costs

and facilities to manufacture music discs, as well as the cost and time involved for merchandise

management, etc. in the distribution to sales process. In addition, record companies often

discontinue record discs, resulting in a situation whereby music consumers are not able to

purchase the record they want.

(4) Means for Solving the Problems

In order to address the above problems, the present invention, which is based on the utilizing of

V digital music as well as analog-recorded conventional music which has been put into a digitalized

format, is made up as follows:

The present invention is an Automated Music Purchasing System which utilizes telephone lines

A to transmit recorded music data from a host computer, which stores recording information, such

as recorded music data, record lists, composers, titles, performers, elc., to the said

recording/recording reproduction devise installed in a personal computer.

(5) Operation .

Utilizing a music recording/reproducing device which can access the host computer's

comprehensive database of infonnation on musical recordings (such as recorded music data,

record lists, composers, titles, performers, etc.) the system allows a search for the desired music

recording information, such as a recording list, utilizing TV monitors connected to the system or

the dedicated computer monitor to display the information. When the desired music information

is found by the system, the recording/reproducing device sends a signal notifying to the host a

computer that it wants to download the recorded music data. The host computer then sends the

data to the recording device utilizing a timesharing or a packet switching method thereby «

enabling the data to be downloaded to the recording device RAM to be digitally recorded.

(6) Embodiment

Figure 1 shows a simple block diagram of the embodiment of the present invention's

recording/reproducing device which transmits data via personal computers. Figure 2 is a simple

block diagram which shows the Automated Music Purchasing System network.

Though the recording/reproducing device (1) can'be used employing recordable optical discs
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which can read immediately after writing, or employing a digital audio tape recorder. For the

purpose if simplicity, the following section is explained using compact disc recorder:

In the recording/reproducing device (1), NCU (telephone network control unit) (2) is employed as

_the computer communication method; using modem (3), communication LSI (4), CPU (5). output

frame buffer (6) and picture signal generator ( 7 ) .

NCU (2) is connected to the external telephone line (8), with telephone (9) connecting the NCU
(2) and the modem (3). CPU (5) is connected to the recordable- optical disk

recording/reproducing device (10), as well as to the external control unit (11). The image signal

transmission devise is connected to the external monitor (12).

The said recording/reproducing device (1) is connected to the Automated Music Purchasing

System Network as shown in Figure 2. This Automatic Music Purchasing System is made up of

the said recording/reproducing device (1) and the monitor (12), which is connected to the

recording/reproducing device (1), which are set up as terminals in each user's household with

the recording/reproducing device (1) connected to the communications line network (13) utilizing

a timesharing or packet switching method. The communications line network (13) can_ employ

either a public telephone company service or an optical cable-dedicated communication line

(though preferably it should be an optical cable-dedicated communication line). The

recording/reproducing device (1) is connected to the host computer’s data base (14) via the

communications line network (13). The host computer data base (14) stores record company

(15) record music data of digitally recorded or digitally recoded analog music A, its record list B

and record information on composers, names of music and performers, etc.

The network system, made up in the above-described manner, is a two-way communication

system and transmission control system as well as a transmission control system that employs

either basic control mode procedure or HDLC procedure for the network system.

Operation procedures for this invention are outlined as follows:

a) Control unit (11) sends an access signal

b) The access signal is processed by the communication LSl(4)'s CPU (5) and is sent to

modem (3). The digital signal is converted to analog by modem (3); then, via the NCU (2),

telephone line (8) is changed from telephone devise (9) to computer which then accesses

host computer (14).

The accessed host computer (14) sends a response signal (menu screen data) which is
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processed via the recording/reproducing device (1) in a set of procedures which are the

reverse of those employed when the recording/reproducing device (1) sent the original

signal.

Using the monitor screen (12), user chooses desired data using control unit (11) sending

selection data in the same order of the initial transmission procedures as shown below:

CPU (5) <=> communication LSI (4) => modem (3) => NUC (2) => telephone line (8)
When the desired data has been found, user accesses and processes the data from the host

computer (14) via telephone line (8) => NUC (2) => modem (3) =>communication LSl (4)

(=9 CPU (5) and then downloads the record music data to RAM which records data onto

recordable optical disc using the optical disk recording/reproducing device.

(7) Effect of the invention

With this invention, a record company need only to maintain the data of recorded music and

would therefore not require the current distribution channels which would result in considerable

cost reduction. In addition, user would be able to easily as well as freely search for and purchase

desired music from home. Furthermore. since the recording data becomes the merchandize itself,

discontinuing music will not become necessary as it does in the conventional selling system.

New users can also be easily drawn in to the system at little cost.

4. Brief Description of the Drawings: ’

Figure 1 is a simple block diagram of an embodiment of the recording/reproducing device used in

this invention, and Figure 2 is a simple block diagram which shows the Automated Music

. Purchasing System Network.

Patent Applicant: Hisanobu Akashi

: Recording/reproducing device

: NCU

: Modem V
: Communication LSl

' CPU

2 Output frame buffer

2 Picture signal generator

2 Telephone line
(Om\lCD§J'l&0)|\)—b

: Telephone devise

10: Optical disk recording/reproducing device
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11: Control unit

12: Monitor

13: Communications line network

14: Host_ computer

15: Record company
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(54) Recorded datatransfersystem

(57) A recorded data transfer system is provided particularly for use in the entertainment industrywhereby digital data
may be transferred between a source unit, a database which may be housed by a record company and user units.

Thetransfersystem comprises .
e) a database having a main computer, a caller/called interface, a transmitterlreceiver interface, and a data storage

and processing system, means for controlling the storage and processing of data,
b) at least onesource unit having a means forcommunicationwith said database and meansforthestorege and

processing of data, and
c) atleast one user unit having meansfor communication with the database and a meansfor storinglrecalling

andlor processing data received from the database. Prefera blythe user unit Includes playback apparatus.
The database includes means fortransmitting bytes ofdata in the form ofa plurality offrequencies, each frequency

being assigned to.only one bit ofthe word. ' '
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SPECIFICATION

Recorded data transfer system

5 This invention relatesto a recorded data transfer
system particularly for use in the entertainment
industrywherebydigital data may be transferred

’ between a source unit, a database which may be
housed by a record company, and a user unit either

10 directly orindirectly.-
According to the invention there is provided a

recorded data transfer system comprising
al a database having a main computer, a caller]

called interface, a transmltterlreceiver interface, a data

storage and processing system, means forcontrolling
the storage and processing ofdata, means for
controlling the process of being called byone ormore
user units oranother database, and

bi at least one user unit having meansfor com-
munication with said database including a transmit-
terlreceiver interface a nd means forstoring/recalling
andlor processing data received from the database.

Preferablythetransfer system includes at least one
source unit having a means for communication with
said database including a transmitter/receiver inter-
face, and means forthe storage and processing of
data.

, The media for data transfer is preferably high speed
telephone links byway of modems. However, normal

30 telephone links,_fibre optic links, electro-magnetic
waves orany other suitable medium may be used.

The media forstorage ofdata would befloppy disk,
hard disk, optical or laser disk, magnetictape,
integrated circuit memory or any othersuitable

35 medium. '

The system may incorporate anti-piracy methods
such as the encryption or encoding ofdata either
generally oruniquely.

The data is transferred from the sou rce unit to the

40 database where it is processed for storage in library -
form whereby selected data can betransmitted to any
userandlor source unit in national orforeign terri-
tories.

The source unit could belong to a recording artist,
45 the main unitto a major record company and user

units to the general public. The artist would transfera
master mixtothe record company who would storeit,
having processed it if necessary, and recall lt,when
necessaryforsaleto the general public via their user
units. By arranging forthe data to be encoded]
encrypted uniquely foreach user unit.the borrowing
orunlawful copying of material could be eliminated.
This method could also be used to ensure security
between all units.

The invention will now be described by way of
example with reference to the accompanying draw-
ings in whlch:-

FIGUHE1 is a block diagram ofa possible configura-
tion of the source (artist's) unit,

FIGURE 2 is a block diagram ofa possible configura-
tionforthe main (databaseor record company's) unit.

FIGURE 3 is a block diag ram of a possible configura-

60

".65

GB 2 178 275 A

fion forthe userunit, and

FIGURE 4 is a diagram of a parallel transmitter]

receiver as a possible means ofcommunicationbetween units.

From Figure 1 it is seen thetthe source unit,_which
will be located, forexample, atthe artist's recording
studio, comprises a storage medium 11, a buffer 12, an
encoder/decoder 13, a seriallparallel and parallel]
serial converter 14, and a parallel transmitter/receiver
15. It is assumed thetthe artist's material is digitised

. before it reaches the bufferstage. Although a parallel

100

105

110

115

120

transmitter/receiver is preferable. However, depend-
ing on thetype of processor used, forexample a
transputer, serial to parallel conversion may not be
necessary as the data will be available in parallel form. V
in the case of sometransmission media with very
hight serial speeds, serial to parallel conversionmay
also not be necessary. , ‘

The database, Figure 2, comprises a parallel trans-
mltter/receiver 20,8 serial/parallel and parallel/serial
converter 21, an encoder/decoder 22 and a buffer store
23. Conversion of data may take place etthe record
companyfor in-house audio orvisual reproduction by

_ means ofa conversion system 24.
The user unit, Figure 3, comprises a parallel

receiver/transmitter 30, a seriallparallel and parallel]
serial converter3‘l. a storage medium 32 such as video
tape or optical disk, a decoder33 and suitable
conversion apparatus 34foraudio andlorvisual
reproduction. ‘

it is assumed that recorded material may be sent
and received by both the source unit and the database
and that the user unit may only receive recorded
material. Decoding (ifapplicable) should preferably be '
actuated between the storage medium and conver-
sion thus eliminatingthe possibility of material being
usefully borrowed orcopied. .

By means ofthe parallellreceivertransmitterthe
artist can transmit a newly recorded work directto the
record company. The user on the other hand can log
on to the data base and make her/his selection

according to a supplied menu. Suitable security
coding may be provided betweenthe source unit and
the data base and likewise between the data base and

_ the user unit and between data bases.
At present all transfer of data between remote

systems is done serially or by phaselamplitude
modulation. in the preferred arrangementthe parallel
transmitter/receiver allows parallel transmission of
data words using a form offrequency shift keying
described below. -

The parallel transmitter/receiverof each ofthe
source unit, database and user unit comprises the
same components. However, as an examplethere is
shown in Figu re4the transmitterIreceiver(15,20,3O
respectively of figures 1, 2 and 3) ofwhich the
components fortransmlssion are shown to the left of
the diagram and the components for receiving are ’
shown tothe right. In thetransmitter portionthe
outputs 35 (most significant bitto least signifint bit)
orthe seriallparallel and parallel/serial converter 14
are connected tothe inputs ofa series offrequency

The drawinglsl originally fired was (were) informal and the print here reproduced is taken
from a later filed formal copy.
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multipliers 36 fed respectively by preselected frequen-
cies_40.The outputsofthe multipliers40 arefedto a_
mixer41 in which the individual frequencies are
summed as a single analog signal forserialtransmls-

5 sion. '

_ in use a word orframe of recorded data is clocked
A Aontothe multiplying lines where each individual bit is

multiplied byitsown unique frequency (f1,f2 -fn).
The individual frequencies are chosen so that addition

10 ofall possible combinationswill not resultin an arror.

30

35

40

Forexampie, ifmost significant bit lM.S.B.) is ‘hi’ then
the frequencyfl will be fed to a mixer 41, iflt is '10’ then
f1 will not appear and no combination ofthe other
frequencies f2—fn will result in f1 being apparent. Clock
pulses offrequencyfsc form a system clock 37 which _ V
clocksthe data outfrom the converter 14 can also be

multiplied by a frequency fs andtransmitted as a
frequencyand recovered atthe receiving end (e.g. by
phase lock loopinglfor use in synchronisation.

Thefrequencies which are mixed in the mixer 41 are

then sent as an analog signal over_thetransmlsslon
medium where the signal is received by a spectrum
analyser42forming part of paralieltrensmitter ' ‘
receiver (21 of Figure2). .' ~

lfthe transmission medium is an ordinary tele-
phone system then the bandwidth is restrictedto 3
kHz.Therefore, depending on the number of bits used
perword, the frequencies used to representthe bits
will have to be within this bandwidth. For example if
the Iowestfrequencyto be used is 200 Hz—which will
representthe LS.B. then if 16 bits are used per word,

§l.i6e°di%rence between each frequency could be '
--15--:-= 175Hzi.e. thefrequency used to represent
the LS.B. + 1 would be 200 + 175 = 375 Hz etc. British
Telecom protocols would not be broken due to the
system clockfrequency being cominuously present
during data transfers. it must be notedhowever, that
currenttechnology requires at least 2 cycles of a
freq uency to betransmitted in orderforthat frequency
to be reoognised by receiver circuitry. The rate of
transmission istherefore determined bythe lowest
frequency used so normal telephone links would
seem impractical forthis purpose, and the above
serves only as an example.
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invention affordsthefollowing advantages:
a) Forthe company; ‘ -
1) The elimination of supply and demand prob-

iems.

2) The elimination of production costs.
3) The elimination ofdistrlbution costs.
4) The elimination ofsalesforoe. ‘
5) Built-in stock control.

6) The elimination of piracy wldrln the recorded A
data system. ‘ "

7) The lmmediatetransfer of master information

inland and overseas. A - ‘
8) Vast reduction in storage space. '
b) Forthe artist; ~ ‘
1) Immediate and securetransterofmaster mix

infonnation to the company. -’
2) Immediate access to master mix information

fromanyterritory. -
3) An enhanced royaltyaocounting system dueto

the built-in stock control. .

4) Increased promotion on product dueto
aforementioned reduction in costs.

c) Forthe consumer: i
1) Master mix quality of recorded material.
2) Greatly increased cholceof material irrespective

ofterritory. . '
3) Home-buying of material.
4) Immediate accessto material.

5) ' The opportunityto refurbish collection irrespec-tive ofdeletions. '

CLAIMS _ '
1. A recorded datetransfersystem comprising
a) a database having a main computer, a caller]

called interface, a transmitterlreceiver interface, a data
storage and processing system, meansforcontrolling
the storage and processing of data, means for -
controlling the process of being called by one or more
user units or another database,and ’

bl atleast one user unit having meansfor com-
munication with said database including a transmit-
terlreceivér interface and meansfor storing/recalling
andlor processing data received from the database.

2. A data transfersystem as claimed in Claim 1,
including at leastonesource unit having a meansfor

45 lfthetransmission medium is one in which modu|a- 110 communications with said database including a
tion is used leitherAM, FM, PCM or PM [Phase
modulationllthen the outputfrom the mixer stage
could be modulated in the same wayas ordinary
speech and demodulated at the receiving end (in this

- example atthe database) the received word orframe
mustbefilteredforeach individual frequency andthis
is carried out bythe spectrum analyser 42 having
either separateflltersfor each frequencyora carrier
sweep filterwhich would detect whetherthe frequen-
cies are presenter not. if afrequency is presentthe
filterwlll give an outputvoltageto represent that bit; if
notthere vviil be a zero. g _

To synchronise the system, the system clock, which
has been sentalong with the bit frequencies can be
recovered and used as a READ clock. This clockcould

be sent at a Iowerfrequencythan the LS.B. for
example. The voltagesthen haveto be ‘squared off’
and converteciinto suitable digital levels by an analog
to digital oonvertor43-which can then be stored.

65 The recorded datatrensfer system of the present

115

120

125

130

transmltterlreceiver interface, and meansforthe
storage and processing of data. ,

3. A data transfer system as claimed in Claim1 or
2, wherein said transmitter/receiver interface is in the
form of a pa rallellserial device. . .

4. A data transfer system as claimed in Claim3,
wherein said parallel/serial transmltterIreceivercom-
prises a pluralltyoffrequency multipliers arranged in
an arrayto receive a parallel wordorframe input,

meansforsupplying to said multlplierswith signals of . '
differentfrequencies so thateach individual bitofthe
word orframe is multiplied by its own unique
frequency, and meansfor summing thefrequencies at
the outputofthe multipliersto provide an analog
signalforserialtransmission. .

5. , A data transfersystem as claimed in Claim 4, ’
wherein said transmitter/receiver Includes a spectrum
analyserfor receiving serial analog signals, an analog
to digital converterand a date bufferstore. _

6. Adeta transfersystem as claimed in Claims,
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wherein a further multiplier is provided for receiving
the system clock pulses which are multiplied by a
uniquefrequency and summed with the multiplied
frequencies representing the word or frame, said
clock pulses being recovered by said spectrum
analyserforthe purpose of synchronisation.

7. A parallellserial transmitter/recelverfor a data
transfer system comprising a plurality offrequency
multipliers an'anged in an arrayto receivea paraHel

10 word orframe Input, means forsupplying to said
multipliers with signals of differentfrequencles so that
each individual bit oftheword orframe is multiplied
by its own uniquefrequencv. and meansforsumming
thefrequencies attheoutput ofthe multipliers to

15 provide an analog signal for serial transmission.
8. Aparallel/serialtransmitterlreceiverasclalmed

in Claim 7, including a spectrum analyserfor receiving
serial analog signals, an analog to digital converter
and a data buffer store.

20 9. A recorded data transfer system as claimed in
Claim 1, substantially as descrlbed by way ofexample
with reference to Figures 1 end 2.

10. Aparallel/serialtransmitter/receiveras
claimed In Claim 7, substantially as described by way

25 of examplewith reference to Figure 4.

Printed In the United flngdorn for Her Maleatfn Stationery Offiu. 8818535,
2/87 18988. Published at the Patent Oflice. 25 Southampton Bulldlnge,
LondonWC2A1AV.frornwh!eheop|esmeybeobtalmd.



Page 00124

UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STAT DEPARTMENT OF COMMERCE
United States Patent and Trademark Olffice
Add.rvn:COM:M[SSIONER FOR PATENTSR0. Bax I450

Alexandria, Vi!g5.nil 11313-I450vwwunmsuv

||||i|l||i|Ilililiiillllillillllillililllililillililliillilli coN.=.RMAT.oN No_ 3002 -
Bib Data Sheet

FILING OR 371(c) MTORNEYDATE
sER|A|_ NuMBER GROUP ART UNIT DOCKET No01/31/2005 '

90/007,403 3625 NAPSPOOZ
RULE

‘ PPLICANTS

5675734, Residence Not Provided;

Sightsoundcom |ncorporated(Owner), Mt. Lebanon, PA;
Napster, |nc.(3rd Pty. Req.), Los Angeles, CA;
Albert S. Penilla, Sunnyvale, CA

Q fifiifiliilfiiiilfiiifilfiiifiififi

This application is a REX of 08/607,648 02/27/1996 PAT 5,675,734
which is a CON of 08/023,398 02/26/1993 ABN
which is a CON of 07/586,391 09/18/1990 PAT 5,191,573
which is a CON of 07/206,497 06/13/1988 ABN

Q tifitfltifiilfitfitifififiifi

yes
Allowance

Examiner's Si nature



Page 00125

Reexamination Control No. ApplIcant(s)

90/007403 5675734
. Certificate Date Certificate Number

Requester - Correspondence Address: El Patent Owner IE Third Party I

Albert S. Penilla

MARTINE PENILLA & GENCARELLA, LLP

710 Lakeway Drive Suite 200
Sunnyvale CA 94085

examiner initials ' date

Director mitials

COPEN DING OFFICE PROCEEDINGS

3.

U.S. Patent and Trademark Office DOC. CODE RXFILJKT



Page 00126

Application Number Application No. Applicant(s)
90/007,403 5675734

Art Unit

3625

U.S. Patent and Trademark Office Part of Paper No. 0



Page 00127

Part of Paper No.

5675734

caoss REFERENCE(S)

SUBCLASS (ONE SUBCLASSPER BLOCK)”: 7 7

(;""."'.‘3'V.'53‘.9'»'!‘i"".)A.

o.N

H300..m4.7mm
D-

PWA9
Examiner

ISSUECLASSIFICATION '
_ ORIGINAL. " ’ é

- :CLASS ’: s,uacLAss . CLASS V

"I‘N'1'ER_NAvT|0NA‘l.CLASSIFICATION T 7 V

Issue Classification

tant Examiner

a(Le9a!.lnstrun1en_*.s E>.<amin5¢.r)' .(D_i. .

U.S. Patent and Tradema



Page 00128

Search Notes Application No. App|icant(s)

90/007,403 5675734
Examiner Art Unit

3625

SEARCH NOTES

(INCLUDING SEARCH STRATEGY)

INTERFERENCE SEARCHED

%

U.S. Patent and Trademark Office Part of Paper No. 0



Page 00129

Index of claims Application No. Applicant(§)

90/007,403 5675734
(Through numeral)

Cancelled

Restricted

_|_L_L_| OJ(.A)(.uO-J G‘!

N
H II

IIIIIIIIII &_l_ G23

=mal“I'l—I
---------

vb-JIA-UXJK-Jib-I-1-l>(.a(a0c0b)(a>(aJCA)(.nJ{.0t.A1f\)l\)f\)f\)|’\)f\J \lO')U1#(.n)I\)OtDm\lO')(J'IJ>CA27\J—-BOLD\lO7(.n-FAQ)
(OLD com

U.S. Patent and Trademark Office Part of Paper No. 0



Page 00130

Patent Assignment Abstract of Title

Total Assignments: 2 _

Application #: 08607648 Filing Dt: 02/27/1996 Patent#: Issue Dt: 10/07/1997
PCT #: NONE Publication #: NONE Pub Dt:

Inventor: ARTHUR R. HAIR

Title: SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Assignment: 1
Received: Recorded: Mailed:I

R_°°'/F'a"‘° ——Ji°1°7760703 05/15/2000 05/03/2000 07/14/2000
Conveyance: CHANGE OF NAME (SEE DOCUMENT FOR DETAILS).

Assignor: PARSEC SIGHT/SOUND, INC. Exec Dt: 04/26/2000

Assignee: SIGHTSOUND.COM INCORPORATED
733 WASHINGTON ROAD, SUITE 400

MT. LEBANON, PENNSYLVANIA 15228

Correspondent: ANSEL M. SCHWARTZ
ONE STERLING PLAZA

201 N. CRAIG STREET, SUITE 304

PITTSBURGH, PA 15213

Assignment: 2
Received: 1 Recorded: Mailed:

01/30/2002 10/24/2001 ‘ 04/25/2002

Conveyance: NOTICE OF GRANT OF SECURITY INTEREST 1/

Assignor: SIGHTSOUND TECHNOLOGIES INC. Exec Dt: 10/01/2001

Assignees: KENYON & KENYON
ONE BROADWAY

NEW YORK, NEW YORK 10004

SCHWARTZ ANSEL M.

ONE STERLING PLAZA

201 N. CRAIG STREET, SUITE 304

"PITTSBURGH, PENNSYLVANIA 15213
WATERVIEW PARTNERS LLP

ONE STERLING PIAZA

152 WEST 57TH STREET, 46TH FLOOR

NEW YORK, NEW YORK 10019

D&DF WATERVIEW PARTNERS L.P.

ONE STERLING PIAZA

152 WEST 57TH STREET, 46TH FLOOR

NEW YORK, NEW YORK 10019

Correspondent: PAUL, WEISS, RIFKIND, WHARTON & GARRISON
DEBORAH HARTNETI'

1285 AVENUE OF THE AMERICAS

NEW YORK, NY 10019

Reel/Frame: 012506/0415

Search Results as of: 2/25/2005 5:05:41 P.M.

If you have any comments or questions concerning the data displayed. contact OPR lAssignmenls at 703-308-9723
Web Interface last modified: Oct. 5, 2002



Page 00131

Page 1 of 1

UNITED STATES PATENT AND TRADEMARK Omce UNITED STATFS DEPARTIWKNT OF COMMERCE
United States Patent and Trademark Office
Addnn: COMMISSIONER I-‘OR PATENTS

us-ma ~
,‘Zl3;E.?:..ifl}’ " mi: 1450WW-“rim-aw

REEXAM CONTROL NUMBER FILING OR 37] (c) DATE PATENT NUMBER

90/007,403 01/31/2005 5675734

CONFIRMATION NO. 3002
Alb r'tS. P 'l|
MAEWNE ,‘?;.',‘:.'NiLLA & GENCARELLA LU, lllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllll
710 Lakeway Drive Suite 200 '°C°°°°°°°‘5285557'
Sunnyvale, CA 94085

Date Mailed: 02/28/2005

NOTICE OF REEXAMINATION REQUEST FILING DATE

(Third Party Requester)

Requester is hereby notified that the filing date of the request for reexamination is 01/31/2005, the date the
required fee of $2,520 was received.

A decision on the request for reexamination will be mailed within three months from the filing date of the request
for reexamination. (See 37 CFR 1.515(a)).

A copy of the Notice is being sent to the person identified by the requester as the patent owner. Further patent
owner correspondence will be the latest attorney or agent of record in the patent file. (See 37 CFR 1.33). Any
paper filed should include a reference to the present request for reexamination (by Reexamination Control
Number).

cc: Patent Owner

Ansel M. Schwartz

201 N. Craig Street Suite 304
Pittsburgh, PA 15213
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90/007,403 01/31/2005 5675734
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Date Mailed: O2/28/2005

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST

The above-identified request for reexamination has been assigned to Art Unit 3625. All future correspondence to
the proceeding should be identified by the control number listed above and directed to the assigned Art Unit.

A copy of this Notice is being sent to the latest attorney or agent of record in the patent file or to all owners of
record. (See 37 CFR 1.33(c)). If the addressee is not, or does not represent, the current owner, he or she is
required to forward all communications regarding this proceeding to the current owner(s). An attorney or agent
receiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant
to 37 CFR 1.36 in order to avoid receiving future communications. if the address of the current owner(s) is
unknown, this communication should be returned within the request to withdraw pursuant to Section 1.36.

cc: Third Party Requester(if any)

Albert S. Penilla
MARTINE PENILLA & GENCARELLA LLP

710 Lakeway Drive Suite 200
Sunnyvale, CA 94085

Office of Patent Legal '__'_stratio,n_4_ _,___ , A, _ , 7_
Central Reexamination Unlt i (§71r)_g7_2f-]7§O_ ;_ ‘l:A)_( $571) 2_73-0100

PART 73 ’-’0‘FFI’cE‘c6PY '
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Art Unit : 3604 PK5-Suite 804

Friday, March 04, 2005 Phone: 306-5783

Case Serial Number: 90/007403 karen.lehman@uspto.gov
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_ System for transmitting desirefl.digita1.video or_audio,
signals

REEXAM-LITIGATE:

NOTICE OF LITIGATION

Sightsound Technologies, Inc., a Delaware corporation v. Roxio, Inc., a Delaware
corporation, et al, Filed October 8, 2004, D.C. w.D. Pennsylvania (Pittsburgh),
Doc. No. 04-CV—1549

APPL-N0: 607648 (08)
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LEVEL 1 — 1 OF 2 CASES

Sightsound.com, Inc. v. N2K, Inc.

Civil Action No. 98-0118

UNITED STATES DISTRICT COURT FOR THE WESTERN DISTRICT OF
PENNSYLVANIA

2003 U.S. Dist. LEXIS 25503

October 23, 2003, Decided

DISPOSITION: [*1] Defendants‘ motion for summary judgment denied.

Plaintiff's motion for summary judgment dismissing defendants‘ affirmative
defenses and counterclaims granted.

CASE SUMMARY:

PROCEDURAL POSTURE: In plaintiff patentee's infringement action, defendant
company moved for summary judgment on grounds that the patents-in-suit were
invalid and that the patentee's method of calculating damages was invalid. The
patentee moved for summary judgment with regard to the affirmative defense and
counterclaims of inequitable conduct.

OVERVIEW: Claims of the patents related to copy protection features believed to
be commercially desirable for preventing unauthorized copying of downloaded
files. The company argued the claims lacked enablement required by 35 U.S.C.S.
§ 112; alternatively, they and the other asserted claims were anticipated by
prior art under 35 U.S.C.S. § 102 or were rendered obvious under 35 U.S.C.S. §

“"’”IU3T”The'cdmpany's enabIemeht argument rested dn an"overIy restrictiVe””"'”“"
definition of "prevent." The patentee's definition of "prevent" set out in its
brief in opposition ("presenting a technical obstacle sufficient to impede the
ordinary customer from duplicating the purchased digital audio signal") was
appropriate to the facts. The anticipation claim failed; inter alia, a patent
issued to a Japanese inventor described only the possibility of using a control

unit in a way that anticipated the use of one of the patents-in-suit, not the
necessity required by law. The obviousness claim also failed; numerous disputed

questions of fact existed, including the teachings of prior art references, what
one skilled in the art in 1988 would be motivated to combine, and the weight to
be given to secondary considerations.

OUTCOME: The patentee's motion was granted. The company's motion was denied.

CORE TERMS: patent, digital, signal, invention, music, summary judgment,
license, audio, sightsound, consumer

...——.._.a............ - . ...

OPINION:

[*3] Hair who later assigned[*4] all his rights, title and interest

in the ‘S73 Patent to a company he co-founded, known as Parsec Sight/Sound, Inc.
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. ,..... ....

2003 U.S. Dist. LEXIS 25503, '4

("Parsec.") He also assigned to Parsec two other patents, No. 5,675,734 ,
_ issued on October 7, 1997 ("the '734 Patent"), and No. 5,966,440, issued on

October 12, 1999 ("the '440 Patent). The '734 and '440 Patents are claimed to be
continuations of ‘S73 Patent. (Amended Complaint, Docket No.

LEVEL 1 — 2 OF 2 CASES

Sightsound.com Inc. v. N2k, Inc.

'"'”"'Civi1'Actibn‘No1'9Bl11§""

UNITED STATES DISTRICT COURT FOR THE WESTERN DISTRICT OF
PENNSYLVANIA

185 F. Supp. 2d 445; 2002 U.S. Dist. LEXIS 6828

February 8, 2002, Decided

DISPOSITION: [**1] Defendants‘ objection overruled and exhibit admitted into
evidence.

CASE SUMARY:

PROCEDURAL POSTURE: In this patent infringement action, plaintiff, the patent

holder, sought to introduce an exhibit from the deposition testimony of the
inventor. The defendants, the alleged infringers, objected.- -......-......-...-..,...... .v.........-~. u ». ..-«-:..

OVERVIEW: This was a patent infringement action filed by the holder of three

patents which were directed to commercially-acceptable systems and methods for
selling music and video in digital form over telecommunications lines. The
holder accused the alleged infringers of infringing multiple claims of the
patents through the practice of downloading digital music over the internet. The

court held that the holder's proposed deposition designations were extrinsic
evidence which was responsive to arguments made by the infringers. They were, in

that respect, relevant to the inquiry before the court. In light of the fact
that the undersigned sat in an advisory position, and that the record should
tend more towards over-inclusiveness than not, the court held that the exhibit

would be admitted. After a hearing was held, at which expert testimony,

demonstrative evidence, exhibits, and arguments were offered by the parties, the
magistrate judge recommended several conclusions of law regarding claim
construction.

OUTCOME: The alleged infringers‘ objection to the patent holder's exhibit was
overruled, and the exhibit was admitted into evidence. The magistrate judge

”’“" '”*“YE%6mmended"that'thé Claims“ih”shit'be”construed in"the manner’set”fbr€HJ'””

CORE TERMS: digital, patent, memory, signal, telecommunication, audio,

electronically, specification, desired, telephone ... '



Page 00140

‘I85 'F.'sup5p‘."2d"445', ‘*3 2002 US.‘ Dist.‘ LEXIS‘6828'§ "1

OPINION:

[*453] [**3] Sightsound") accuses defendants N2K, Inc. ("NZK"), CDnow,

Inc., and CDnow Online, Inc. (collectively referred to as "CDnow" or
"defendants") of infringing multiple claims of U. [**4] S. Patent Nos.
5,191,573 ("the ‘S73 Patent"), 5,675,734 ("the '734 Patent"), and 5,966,440
("the '440 Patent") through the practice of downloading digital music over the
internet. nl

— - -Footnotes- — - - - - — - — — — - - - — - — —

~.-._.._-u.... ..-I-'

ni”6f”édfirse,"thé cofift ié not Eéfidéfnéd with thé"§¢cdséd p:oaaae“5£'p:aEei&e”
at this point. Claim construction is

- - —End Footnotes- - - - — — - - - - - - - - - - —
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1ST STORY of Level 1 printed in FULL format.

Copyright 2004 Omega Communications, Inc.
Intellectual Property Today

April, 2oo4

SECTION: INTERNETINI-‘O.COLUMN; Pg. 49

LENGTH: 718 words

HEADLINE: Will the Price of Music Downloads Include Patent License Fees?
. .i..._..._-s,.....v_.... - .. ... . .. v . -. ..pu- . ....-~....-.....a....... ..... a.. ......... - . .. ..--u..- .- .- . -- .- -.»....-..‘—-—. . «. ..--»x..

BYLINE: BY W. SCOTT PETTY; Scott Petty, a Patent Attorney with King & Spalding,

focuses on intellectual property issues for computer software, - '
telecommunications and e-commerce companies. Scott can be contacted by

telephone at 404.572.2888 or via e-mail at spetty£kslaw.com.

BODY:

CDNow, Inc., a division of media giant Bertelsmann AG, recently settled a

long-running infringement dispute involving patents for digital music downloads
over'the Internet by paying $ 3.3 million to the patent owner, Sightsound
Technologies, Inc. SightSound's patents cover the basic business model of
transferring a digital audio or video signal from one location to another via a
telecommunications line in exchange for an electronic fee payment. A pioneer in
selling music and movie downloads via the Internet, Sightsound filed its first

patent application in 1988 and claims to have completed the first sale of
downloadable music in 1995 and the first sale of a downloadable feature film in
1999.

-.-.-.4... . ....1.._q.....-v...... -. ,. .,. . _,_ ,_ . _.... ...-.........-............ ...... ..,...,,._...-..... .....u,.- .. ,.. . .- .. - .-....<..-.--. . ........;..

Sightsound first flexed its patent enforcement muscles in 1998 by asserting a

patent infringement action-against NZK, Inc. in the U.S. District Court for the
Western District Court of Pennsylvania (Civil Action 98-0118). Sightsound

alleged that NZK, Inc. infringed U.S. Patent Nos. 5,191,573 and 5,675,734,
which date back to a patent application filed in 1988, well in advance of the
commercialization of the Internet. .CDNow, Inc. acquired N2K, Inc. in 2000. In

turn, Sightsound added CDNow, Inc. and CDNow Online, Inc. (collectively "CDNow")
to the pending patent infringement action, based on allegations of infringement
of the original patents—in-suit and an additional patent, U.S. Patent No.
5,966,440, which issued to Sightsound after the start of the litigation. This
tangled web of patent infringement claims eventually extended to Bertelsmann AG,
which acquired CDNow in connection with BMG's on—line music operations.

SightSound's patents describe a process for sending a digital audio or video
signal over a telecommunications line, storing a copy of the digital signal on a
recipient's computer, and submitting a payment in exchange for receipt of that
digital signal. During a "Markman" proceeding, by which a court determines the

.u.—scope~of the asserted patent~claims,»CDNow argued that-SightSoundLs—patent~w~

claims did not cover the transmission of audio via a distributed computer
»network, such as the Internet. Chief Magistrate Judge Kenneth Benson

disagreed with CDNow's claim construction position, however, stating that
"There ’

is simply no way of reading the plain language of the claims . . . to exclude
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any means of transferring information so long as it can occur over
telecommunications lines.“ The court ruled in favor of SightSound's position
that the claims of the asserted patents are not so limited as to exclude the

distribution of digital information via the Internet.

CDNow and Sightsound entered into the settlement agreement in advance of a

rapidly approaching trial date and only after the federal district court
rendered summary judgment and claim construction decisions favorable to

Sightsound. While the settlement does not require CDNow to concede infringement
of SightSound's patents, CDNow also does not contest the validity or
enforceability of these patents. In a press release about the litigation

settlement, SightSound's President and CEO, Scott Sander, states "we changed the
way consumers access entertainment, and our patents gave us the power to change

.H..r.._._xhembusiness practices-of~an~entire-industrynkwflour~success~todaynindieateswthatm-v

the industry has entered a new era of respect for intellectual property, both
copyrights and patent rights," stated SightSound's Sander.

Armed with a successful patent litigation settlement, Sightsound is likely to

seek new opportunities to extract value from its patent portfolio by extending
license offers to members of the on-line music and movie industries. Potential

license candidates include major record labels and movie studios with e-commerce

operations for distributing fee-based digital music and video via the Internet.
While the market for selling music downloads for a fee has shown signs of
commercial success in the past year, the price paid by a consumer for purchasing
a music download via the Internet may be influenced by SightSound's patent

licensing activities. Each music download over the ‘Net may some day include a
royalty payment to Sightsound if the company is successful in expanding the
enforcement of its patent portfolio for e-commerce music and movie transactions.

GRAPHIC: Picture, no caption-.-us-—u.. . .,.—.—.._—......o...... -. .. o o. -. . ..- ............

LOAD—DATE: April 22, 2004
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1 of 1 DOCUMENT

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT

5675734

Link to Claims Section

October 7, 1997

System for transmitting desired digital video or audio signals

REEXAM-LITIGATE:

NOTICE OF LITIGATION

Sightsound Technologies, Ir1c., a Delaware corporation v. Roxio, Inc., a Delaware corporation, et a1, Filed October 8,
2004, D.C. W.D. Pennsylvania (Pittsburgh), Doc. No. 04-CV-1549

INVENTOR: Hair, Arthur R. - Pittsburgh, Pennsylvania, United States (Us)

APPL-N0: 607648 (08)

FILED-DATE: February 27, 1996

GRANTED—DATE: October 7, 1997

ASSIGNEE-AT-ISSUE: Parsec Sight/Sound, Inc., Upper St. Clair, Pennsylvania, United States (US), 02

ASSIGNEE-AFTER-ISSUE: May 3, 2000 - CHANGE OF NAME (SEE DOCUMENT FOR DETAILS).,
SIGHTSOUND.COM INCORPORATED 733 WASHINGTON ROAD, SUITE 400 MT. LEBANON
PENNSYLVANIA 15228, Reel and Frame Number: 10776/0703
October 24, 2001 - NOTICE OF GRANT OF SECURITY INTEREST, D&DF WATERVIEW PARTNERS, L.P. ONE
STERLING PLAZA 152 WEST 57TH STREET, 46TH FLOOR NEW YORK NEW YORK 10019; KENYON &
KENYON ONE BROADWAY NEW YORK NEW YORK 10004; SCHWARTZ, ANSEL M. ONE STERLING
PLAZA 201 N. CRAIG STREET, SUITE 304 PITTSBURGH PENNSYLVANIA 15213; WATERVIEW PARTNERS,
LLP ONE STERLING PLAZA 152 WEST 57TH STREET, 46TH FLOOR NEW YORK NEW YORK 10019, Reel and
Frame Number: 12506/0415

ENGLISH-ABST:

A method for transferring desired digital video or digital audio signals. The method comprises the steps of forming

a connection through telecommunications lines between a first memory of a first party and a second memory of a
second party. The first memory has the desired digital video or digital audio signals. Then, there is the step of selling
electronically by the first party to the second party through telecommunications lines, the desired digital video or digital
audio signals in the first memory. Then, there is the step of transferring the desired digital video or digital audio signals
from the first memory of the first party to the second memory of the second party through the telecommunications lines
while the second memory is in possession and control of the second party. Additionally, there is a system for
transferring digital video or digital audio signals.

TLEXOIs-NEXIS

Library: PATENTS

File: ALL



Page 00148

1 of 2 DOCUMENTS

Sightsound.com, Inc. v. N2K, Inc.

Civil Action No. 98-0118

UNITED STATES DISTRICT COURT FOR THE WESTERN DISTRICT OF
PENNSYLVANIA

2003 US. Dist. LEXIS 25503

October 23, 2003, Decided

DISPOSITION: [*1] Defendants’ motion for summary judgment denied. Plaintifl‘s motion for sununary judgment
dismissing defendants’ affirmative defenses and counterclaims granted.

CASE SUMMARY:

PROCEDURAL POSTURE: In plaintiff‘ patentee's infringement action, defendant company moved for summary
judgment on grounds that the patents-in-suit were invalid and that the patentee's method of calculating damages was
invalid. The patentee moved for summary judgment with regard to the afiirmative defense and counterclaims of
inequitable conduct.

OVERVIEW: Claims of the patents related to copy protection features believed to be commercially desirable for
preventing unauthorized copying of downloaded files. The company argued the claims lacked enablement required by
35 US. CS. 3? I12; alternatively, they and the other asserted claims were anticipated by prior art under 35 U.S.C.S. §
102 or were rendered obvious under 35 U.SC.S § 1 03. The company's enablement argument rested on an overly
restrictive definition of "prevent." The patentee's definition of "prevent" set out in its brief in opposition ("presenting a
technical obstacle suflicient to impede the ordinary customer from duplicating the purchased digital audio signal") was
appropriate to the facts. The anticipation claim failed; inter alia, a patent issued to a Japanese inventor described only
the possibility of using a control unit in a way that anticipated the use of one of the patents-in-suit, not the necessity
required by law. The obviousness claim also failed; numerous disputed questions of fact existed, including the teachings
of prior art references, what one skilled in the art in 1988 would be motivated to combine, and the weight to be given to
secondary considerations.

OUTCOME: The patentee's motion was granted. The company's motion was denied.

OPINION:

["3] Hair who later assigned [*4] all his rights, title and interest in the '573 Patent to a company he co-founded,
known as Parsec Sight/Sound, Inc. ("Parsec.") He also assigned to Parsec two other patents, No. 5,675,734, issued on
October 7, 1997 ("the '734 Patent"), and No. 5,966,440, issued on October 12, 1999 ("the '440 Patent). The '734 and
'440 Patents are claimed to be continuations of '573 Patent. (Amended Complaint, Docket No.

LEXIS-NEXIS

Library: PATENTS

File: CASES
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Sightsound.com Inc. v. N2k, Inc.

Civil Action No. 98-118

UNITED STATES DISTRICT COURT FOR THE WESTERN DISTRICT OF
PENNSYLVANIA

1.95 F. Supp. 2d 445,- 2002 US. Dist. LEXIS 6828

February 8, 2002, Decided

DISPOSITION: [**l] Defendants‘ objection overruled and exhibit admitted into evidence.

CASE SUMMARY:

PROCEDURAL POSTURE: In this patent infringement action, plaintifl‘, the patent holder, sought to introduce an
exhibit from the deposition testimony of the inventor. The defendants, the alleged infringers, objected.

OVERVIEW: This was a patent infringement action filed by the holder of three patents which were directed to
commercially-acceptable systems and methods for selling music and video in digital form over telecommunications
lines. The holder accused the alleged infringers of infringing multiple claims of the patents through the practice of
downloading digital music over the internet. The court held that the holder's proposed deposition designations were
extrinsic evidence which was responsive to arguments made by the infringers. They were, in that respect, relevant to the
inquiry before the court. In light of the fact that the undersigned sat in an advisory position, and that the record should
tend more towards over-inclusiveness than not, the court held that the exhibit would be admitted. Afier a hearing was
held, at which expert testimony, demonstrative evidence, exhibits, and arguments were offered by the parties, the
magistrate judge recommended several conclusions of law regarding claim construction.

OUTCOME: The alleged infringers’ objection to the patent‘holder's exhibit was overruled, and the exhibit was
admitted into evidence. The magistrate judge recommended that the claims in suit be construed in the manner set forth.

OPINION: \

[*453] [**3] Sightsound") accuses defendants NZK, Inc. ("NZK"), CDnow, Inc., and CDnow Online, Inc.
(collectively referred to as "CDnow" or "defendants") of infringing multiple claims of U. [**4] S. Patent Nos.
5,191,573 ("the '573 Patent"), §,6__75_,_7it_ ("the '734 Patent"), and 5,966,440 ("the '440 Patent") through the practice of
downloading digital music over the intemet. n1

n1 Of course, the court is not concerned with the accused product or practice at this point. Claim
construction is
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Copyright 2004 Omega Communications, Inc.
Intellectual Property Today

April, 2004

SECTION: INTERNETINFO.COLUMN; Pg. 49

LENGTH: 718 words

HEADLINE: Will the Price of Music Downloads Include Patent License Fees?

BYLINE: BY W. SCOTT PE I'I Y; Scott Petty, a Patent Attorney with King & Spalding, focuses on intellectual
property issues for computer sofiware, telecommunications and e-commerce companies. Scott can be contacted by
telephone at 404.572.2888 or via e-mail at spetty@kslaw.com.

BODY:

...against N2K, Inc. in" the U.S. District Court for the Western District Court of Pennsylvania (Civil Action 98-
0118). Sightsound alleged that NZK, Inc. infringed U.S. Patent Nos. 5,191,573 and 5,675,734, which date back to a
patent application filed in 1988, well in advance of the commercialization of the Internet. .CDNow, Inc. acquired N2K,
Inc. in 2000. In turn, Sightsound added CDNow,

LEXIS-NEXIS I

A Library: NEWS
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Copyright 1999 Responsive Database Senrices, Inc.
Business and Management Practices

Mondaq Business Briefing — Hale and Don LLP, US

November 3, 1999

RDS-ACC-NO: 02275027

LENGTH: 2096 words

HEADLINE: US: Business Methods Patents - The Effects Of State Street On Electronic Commerce And The Internet

BYLINE: Alter, Scott M

BIBLIOGRAPHY:

7. Patent number 5,191,573 and 5,675,734
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Copyright 1999 The New York Law Publishing Company
The National Law Journal

October 25, 1999, Monday

SECTION: INTELLECTUAL PROPERTY; Focus on Patent; Pg. C8

LENGTH: 2014 words

HEADLINE: ‘State Street’ sets stage for new patents, battles

BYLIZNE: BY SCOTT M. ALTER, SPECIAL TO THE NATIONAL LAW JOURNAL; Mr. Alter is a partner in the
Washington, D.C., office of Boston's Hale and Dorr L.L.P.

BODY:

...a digital audio signal from the memory storage of a first party to the memory storage of a second party, in
conjunction with the electronic transfer of money to the first party.

n6 Patent nos. 5,191,573 and 5,675, 734.

Sightsound.com has been pursuing licensing fees from various companies that offer music that can be downloaded
from the Internet. In a letter said to have been sent to some of these companies, Sightsound.com asserted that its patents
control "the sale of
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Copyright 1999 Aspen Publishers, Inc., All rights reserved
The Computer Lawyer

October, 1999

SECTION: PATENT; Vol. 16, No. 10; Pg. 3

LENGTH: 11742 words

HEADLINE: What the General Intellectual Property Practitioner Should Know about Patenting Business Methods

BYLINE: by David L. Hayes; David L. Hayes is a partner and is Chairman of the Intellectual Property Practice Group
at Fenwick & West in Palo Alto. CA. Copyright © 1999 Fenwick & West LLP.

BODY:

...allows the content to be searched by the second party, and the desired content selected for playback in any desired
combination.

Enforcement: In January 1999, a company called Sightsound.com asserted this and the 5,675,734 patent below
against MP3.com and GoodNoise Corp., claiming that these patents cover the sale of audio or video recordings in
download fashion over the Internet and offering a license for a royalty of

...Weapons," New York Times, Feb. 1, 1999, at C4, C4; news item of Jan. 29, 1999 from The Content
Factory via COMTEX titled "Sightsound.com's c-music patent."

5,675,734

Title: "Method for Transmitting Desired Digital Video or Audio Signals"

Priority Filling Date: June 13, 1988

Issue Date.‘ Oct. 7, 1997

Held by: Originally issued to Arthur
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Copyright 1999 Salon.com, Inc.
Salon.com

March 9, 1999 Tuesday

SECTION: Feature

LENGTH: 2469 words

HEADLINE: How can they patent that?

BYLINE: By Peter Wayner

BODY:

...Amen'can: They "invented" the practice of locking up the data traveling over the Internet between the customer
and the store -- that is, they use encryption functions to hide credit card account numbers from prying eyes.

Or consider patents 5191573 and 5675734, created by Arthur Hair when he lived in Pittsburgh. He claims to have
invented the concept of "selling electronically through telecommunications lines, the desired digital video or digital
audio signals" -- in short, pay-per—

...office aren't entirely worthless because they often narrow the scope of the claims dramatically. In many cases, the
patents aren't really as all-encompassing as they rrright seem because the negotiations have limited the breadth of the
claims. '

For instance, patent 5675734 -- one of Hairs patents for online pay-per-view -- doesn't really apply to all sales of
audio or video over the Internet. One claim requires that the signal be copied into a "sales random access

...digital video or digital audio signals purchased by the second party." Ifyour Web site doesn't have a "sales

random access memory chip" or some equivalent, then the patent doesn't apply to you. Patent 5675734's claims also
specify that money is involved. That is, a person must provide "a credit card number so the second party is charged
money." If there's no money exchanged, then the patent probably doesn't apply.

The

...argument in the system. Nonetheless, the material in the book can't be claimed as an invention by someone afler
the book is published.

Andrew Milne, an engineer for NZK, is evaluating what patents 5191573 and 5675734 mean to his company's plans
for selling music over the Internet. He's already been doing research looking for past products and services that might
qualify as prior art, and he's uncovered a wide range. One
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Copyright 1998 Business Wire, Inc.
Business Wire

May 19, 1993, Tuesday

DISTRIBUTION: Business Editors & High-Tech Writers

LENGTH: 867 words

HEADLINE: Digital Sight/Sound Rolls Out First Patented Method for Sale of Digital AudioNideo Over the lntemet

DATELINE: LOS ANGELES

BODY:

...Under the terms of the agreement, DS/S becomes the first commercial licensee of the A2B Music platform, which
in turn becomes the first platfonn to enjoy patent protection under United States Patents 5,191,573 and 5,675,734.
"A2B is a superb platform for the download sale of audio recordings, and we are pleased to be the first commercial
licensee of the system," stated Arthur R. Hair, chairman and chief technology officer of Digital Sight/Sound.
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Copyright 1998 Business Wire, Inc.
Business Wire

May 18, 1998, Monday

DISTRIBUTION: Business Editors & High-Tech Writers

LENGTH: 867 words

HEADLINE: Digital Sight/Sound Rolls Out First Patented Method for Sale of Digital AudioNideo Over the Internet

DATELINE: LOS ANGELES

BODY:

...Under the terms of the agreement, DS/S becomes the first commercial licensee of the AZB Music platform, which
in turn becomes the first platform to enjoy patent protection under United States Patents 5,191,573 and 5,675,734.
"A2B is a superb platform for the download sale of audio recordings, and we are pleased to be the first commercial
licensee of the system," stated Arthur R. Hair, chairman and chief technology officer of Digital Sight/Sound.
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Copyright 1998 Omega Communications, Inc.
Intellectual Property Today

March, 1998

SECTION: RFC EXPRESS TM; Recently Filed Patent Cases; Pg. 23

LENGTH: 1248 words

BODY:

...4,809,359

98-22 -- Filed: 980106
TELEMAC CELLULAR CORPORATION
VS.

TOPP TELECOM INC.

5,577,100

98-118 —— Filed: 980120
PARSEC SIGHT/SOUND INC.
VS.

N2K INC.

5,191,573’, 5,675,734

97-2387 -— Filed: 971118

FANTASTIC LIGHTED CLOTHING, ET AL
VS.

FERBER, ET AL
5,371,657‘, 5,531,601

97-2353 -- Filed: 971112
I&M CORPORATION
VS

HARLEY-DAVIDSON
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A method for transferring desired digital video or digital audio
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desired digital video or digital audio signals. Then, there is the
step of selling electronically by the first party to the second party
through telecommunications lines, the desired digital video or digital
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a system for transferring digital video or digital audio signals.
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMWIERCE
United States Patent and Trademark Office
Addmsi: COMMISSIONER FOR PATENTS

P.O. Bax I450
Alcximdrin. Virginia 223l 3-I450wwwm-p1o.gnv

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

90/007,403 01/31/2005 5675734 NAP SP002 3002

7590 0.1/I8/‘Z005 EXAMINER

Ansel M. Schwartz Q * . x 1201 N. Craig Street Suite 304 L me‘ gm ‘W’ ‘I
Pittsburgh, PA 15213 .

9. F53»
DATE MAILED: 03/ 1 8/2 005

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office ’

Address: ASSISTANT OOMMISSIONER FOR PATENTS

Washington, D.C. Z231

APPUCATION N0.l FILING DATE FIRST NAMED INVENTORI _ A ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION '
90/007,403 01/31/2005 5675734 NAPSP002

Albert S. Penilla
MARTINE PENILLA & GENCARELLA LLP Lanier. Benjamin
710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085 I ART UNIT | pApER
2132

DATE MAILED: 03/18/05

Please find below andlor attached an Office communication. concerning this application or
proceeding.

Commissioner of Patents and Trademarks

CC: Ansel M. Schwartz

201 N. Craig Street, Suite 304
Pittsburgh, PA 15213

PTO-SOC (R ev.3-98)
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UNITED STATES PATENT AND TRADE}/UKRK OFFICE

Cummissionertur Patents
United States Patent and Trademark Coffice

P.0. Box.-I450
Alexandria, VA 22313-1450vmmusmoamr

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

Napster, Inc.

Los Angeles Ofice

9044 Melrose Ave.

Los Angeles, CA 90069

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007 403.

PATENT NO. 5675734.

ART UNIT 2132.

Enclosed is a copy of the latest communication from the United States Patent and Trademark

Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a

reply has passed, no submission on behalf of the ex parte reexamination requester will be

acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.O7-O4)
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Control No. Patent Under Reexamination

90/007,403 _ 5675734

Examiner . Art UnitOrder Granting / Denying Request For
Ex Parte Reexamination

Benjamin E Lanier 2132

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--

The request for ex parte reexamination filed 31 January 2005 has been considered and a determination has
been made. An identification of the claims, the references relied upon, and the rationale supporting the

determination are attached. _ \ .

Attachments: a)D PTO-892, b)EI PTO-1449, c)I:] Other:

1. IX The request for ex parte reexamination is GRANTED.

RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication

(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.
If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester

is permitted. A

2. D The request for ex panfe reexamination is DENIED.

This decision is not appealable (35 U.S.C. 303(0)). Requester may seek review by petition to the
Commissioner under 37 CFR 1.181 within ONE MONTH from the mailing date of this communication (37

CFR 1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER 37 CFR 1.181 ARE
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER

37 CFR 1.183.

Inidue course, a refund under 37 CFR 1.26 (c ) will be _made to requester:

a) |:] by Treasury check or,

b)|:] by credit to Deposit Account No. , or

c) |:] by credit to a credit card account, unless otherwise notified (35 U.S.C. 303(0)).

cc:Re uester ifthird art re uesterUS. Patent and Trademark Office

PTOL—471 (Rev. 04-01) Offlce Action In Ex Parts Reexamination Part of Paper No. 20050305
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Application/Control Number: 90/007,403

Art Unit: 2132

DETAILED ACTION

Reexamination

1. The patent owner is reminded of the continuing responsibility under 37 CFR

1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent

proceeding, involving Patent No. 5,675,734 throughout the course of this reexamination

proceeding. The third party requester is also reminded of the ability to similarly apprise

the Office of any such activity or proceeding throughout the course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.

2. A substantial new question of patentability affecting claims 1-34 of United States

Patent Number 5,675,734 (“the ‘734 patent”) is raised by the request for ex parte

reexamination.

3. The prior art cited by the third party, specifically Gallagher (GB 2,178,275 A) and

Gremillet (U.S. Patent No. 4,499,568), were not previously cited or considered by the

Examiner during the prosecution of the ‘734 patent or its parent application. Gallagher

teaches a method, system and apparatus for transferring recorded digital audio and video

data between a source unit, a database housed by a record company and end user units.

Gremillet discloses a process and system for vending digital audio and video information

over telecommunication lines between a first memory of a first party and second memory

of a second party. A reasonable examiner would consider the Gallagher and Gremillet

references important in deciding whether or not the claims are patentable.

4. The Freeny (U.S. Patent No. 4,528,643) prior art reference raises a substantial

new question ofpatentability based on an intervening decision by the Federal Circuit

reversing the claim construction of Freeny which cause the Freeny reference to be viewed
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Application/Control Number: 90/007,403

Art Unit: 2132

in a new light as compared with its use in the earlier concluded examinations. A

reasonable examiner would consider the Freeny reference, in view of the new light,

important in deciding whether or not the claims are patentable.

5. Extensions of time under 37 CFR 1.136(a) will not be permitted in these

proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and not

to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that ex

parte reexamination proceedings "will be conducted with special dispatch" (37

CFR 1.550(a)). Extensions of time in ex parte reexamination proceedings are provided

for in 37 CFR l.550(c).

6. In order to ensure full consideration of any amendments, affidavits or

declarations, or other documents as evidence of patentability, such documents must be

submitted in response to this Office action. Submissions after the next Office action,

which is intended to be a final action, will be governedyby the requirements of 37 ‘

CFR 1.1 16, which will be strictly enforced.

7. The request for Ex Parte Reexamination of U.S. Patent No. 5,675,734 is

GRANTED.

8. All claims 1-34 will be examined in this reexamination proceeding.

Conclusion

9. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Benjamin B Lanier whose telephone number is 571-272-

3805. The examiner can normally be reached on M—Th0 7:30am-5:00pm, F 7:30am—4pm.
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Application/Control Number: 90/007,403

Art Unit: 2132

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Gilberto Barron can be reached on 571-272-3799. The fax phone number for

the organization where this application or proceeding is assigned is 703-872-9306.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR. Status

information for unpublished applications is available through Private PAIR only. For

more information about the PAIR system, see http://pair-direct.uspto. gov. Should you

have questions on access to the Private PAIR system, contact the Electronic Business

Center (EBC) at 866-217-9197 (toll-fiee).

H/
Ben'amin E. Lanier _ '

’ éikmrk, 3 \/ 
GILBERTO BARROIN 71».

SUPERVISORY PATENT EXAMINER
TECHNOLOGY CENTER 2100
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Officc
Addrum: COMMISSIONER FOR PATENTS

no. Buxiasq V >Alualldnl, Virginia 22]I J~l-150
www.uxptD.guv

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

90/007 .403 01/31/2005 5675734 NAPSP002 3002

°W2°°5  
Ansel M. Schwartz ‘
201 N. Craig Street Suite 304
Pittsburgh, PA 15213 PAPER "UMBER

DATE MAILED: 06/21/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

1>'ro—9oc (Rev. 10/03)
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UNITED STATES PATENT AND TRADEMARK OFFICE

; I H M I ‘ Cnmmlsslnnerfnr PatentsUnited States Patent and Trademark Office
P.0. Elox145o

Alexandria, VA 22313-1450vuvlwuxp1a.uou

DO NOT USE IN PALM PRINTER

(THIRD PARTY REOUESTER'S CORRESPONDENCE ADDRESS)

Albert S. Penilla

MARTINE PENILLA & GENCARELLA, LLP
710 Lakeway Drive, Suite 200
Sunnyvale, CA 94085

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007 403.

PATENT NO. 5 675 734.

ART UNIT 2132.

Enclosed is a copy of the latest communication from the United States Patent and Trademark

Office in the aboveidentified ex pan‘e reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex pan‘e reexamination requester will be

acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev. 07-04)
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" . Control No. Patent Under Reexamination
90/007,403 5675734 . ’

Office Action In Ex Parte Reexamination Examinej Art Unit
Benjamin E. Lanier 2132

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

aI:I Responsive to the communication(s) filed on . bI:I This action is made FINAL.
CIXI A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire month(s) from the mailing date of this letter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
Ifthe period for response specified above is less than thirty (30) days, a response within the statutory minimum ofthirty (30) days
will be considered timely.

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. El Notice of References Cited by Examiner, PTO-892. 3. El Interview Summary, PTO-474.

X Information Disclosure Statement, PTO-1449. 4. El

SUMMARY OF ACTION

Claims are subject to reexamination.

Claimsj are not subject to reexamination.

Claims_ have been canceled in the present reexamination proceeding.

Claims __ are patentable and/or confirmed.

Claims 1-_.'34 are rejected.

Claimsj are objected to.

The drawings, filed onj are acceptable.

. I:I The proposed drawing correction, filed on __ has been (7a)I:I approved (7b)I:I disapproved.

. I:I Acknowledgment is made ofthe priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)[:] All b)E] Some* c)[] None of the certified copies have

1I:| been received.

2|:| not been received.

3|] been filed in Application No.:

4I:I been filed in reexamination Control No. __

5I:I been received by the International Bureau in PCT application No.

* See the attached detailed Office action for a list of the certified copies not received.

9. I:I Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parfe Quayle, 1935 C.D.
11, 453 O.G. 213.

10. D Other:

cc: Re uester if third
U.S Patent and Trademark Office

PTOL-466 (Rev. 04-01) Office Action in Ex Parte Reexamination Part of Paper No. 20050613
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Application/Control Number: 90/007,403
Art Unit: 2132

DETAILED ACTION

Claim Rejections - 35 USC § 102

l. The following is aquotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year prior to the date of application for patent in the United States.

2. Claims 4, 19, 20, 26-29 are rejected under 35 USC. 102(b) as being anticipated by

Gallagher GB 2,178,275 A. Referring to claim 4, Gallagher discloses a recorded data transfer

system is provided for use in the entertainment industry where digital data is transferred between

a source unit that stores the digital data in a database and individual user units (Abstract) that

contain a means for storage the digital data and a transmitter/receiver interface for conducting the

transfer (Page 1, lines 19-22). The medium of data transfer is preferably high speed telephone

links by way of modems, however, normal telephone links, fibre optic links, electro-magnetic

waves or any other suitable medium may be used (Page 1, line 85). The means of storage for the

units can be hard drives (Page 1, lines 32-33), which meets the limitation of telecommunications

lines connected to the first party control unit and the second party control unit through which the

‘electronic sales of the desired digital video or digital audio signals occur and through which the

desired digital video or digital audio signals are electronically transferred from the sales random

access memory chip to the second memory while the second memory is in possession and

control of the second party and after the desired digital video or digital.audio signals are sold to

the second party by the first party. The digital data is transferred to buffer/RAM before it is

transferred to the user unit (Figure 1). Once the source unit receives the digital data from the
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Application/Control Number: 90/007,403 Page 3
Art Unit: 2132

recording artists, the source unit stores the digital data and makes it available for sale to the

general public via their user units (Page 1, lines 44-50), which meets the limitation of a first

party control unit having a first party hard disk having a plurality of digital video or digital audio

signals which include desired digital video or digital audio signals, a sales random access

memory chip electronically connected to the first party hard disk for storing a replica of the

desired digital video or digital audio signals of the first party’s hard disk to be transferred from

the first party control unit, and means for electronically selling the desired digital video or digital

audio signals. The keyboard of the user unit would meet the limitation of a second party control

unit having a second party control panel. Once the user receives and stores the digital data, the

user can recall the digital data (Page 1, line 21) and playback the digital data on the user unit by

way of a playback apparatus (Abstract), which would meet the limitation of a second memory

connected to the second party control panel, and means for playing the desired digital video or

digital audio signals connected to the second memory and the second party control panel, said

means for playing operatively controlled by the second party control panel, said second party

control unit remote from the first party control unit, said second party control unit placed by the

second party at a location determined by the second party.

Referring to claim 19, Gallagher discloses a recorded data transfer system is provided for

use in the entertainment industry where digital data is transferred between a source unit that

stores the digital data in a database and individual user units (Abstract) that contain a means for

storage the digital data and a transmitter/receiver interface for conducting the transfer (Page 1,

lines 19-22). The storage mediums can be hard drives (Page 1, lines 32-33). The source unit

contains a processor (Page 1, line 15) and the user unit contains a processor (Page 1, lines 21-
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Application/Control Number: 90/007,403 Page 4
Art Unit: 2132

22), which meets the limitation of a first party control unit in possession and control of a first

party, a second party control unit in possession and control of the second party, wherein said

second party control unit is at a location remote from said first party control unit, said first party

control unit having a first memory having a plurality of desired individual video selections as

desired digital video signals, said first party control unit which includes a first party hard disk

having the plurality of digital video signals which include desired digital video signals, and a

sales random access memory chip electronically connected to the first party hard disk for storing

a replica of the desire digital video signals of the first party’s hard disk to be transferred from the

first party control unit. Once the source unit receives the digital data from the recording artists,

the source unit stores the digital data and makes it available for sale to the general public via

their user units (Page 1, lines 44-50), which meets the limitation of means or a mechanism for

the first party to charge a fee to the second party for access to the desired digital video signals of

the first party’s hard disk at a location remote from the second party location. The keyboard of

the user unit would meet the limitation of the second party control panel. The user receives and

V stores the digital data, the user can recall the digital data (Page 1, line 21) and playback the

digital data on the user unit by way of a playback apparatus (Abstract). The digital data can be

audio or video (Page 1, line 85). For digital data in the form of video, playback would require a

monitor or similar display, which meets the limitation of a receiver and a video display for

playing the desired digital video signals received by the receive, said second party control panel

connected to the video display and the receiver, said receiver and video display operatively

controlled by the second party control panel, said second party control unit remote from the first

party control unit, said secondparty control unit place by the second party at a second party
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.Application/Control Number: 90/007,403 Page 5
Art Unit: 2132

location determined by the second party which is remote from said first party control unit, said

second party choosing the desired digital video signals from the first party’s hard disk with said

second party controlipanel, said second party control unit includes a second memory which is

connected to the receiver and the video display, said second memory storing the desired digital

video signals that are received by the receiver to provide the video display with the desired

digital video signals from the sales random access memory chip. The medium of data transfer is

preferably high speed telephone links by way of modems, however, normal telephone links, fibre

optic links, electro-magnetic waves or any other suitable medium may be used (Page 1, line 85),

which meets the limitation of telecommunications lines connected to the first paity control unit

and the second party control unit through which the desired digital video signals are

electronically transferred from the sales random access memory chip to the receiver while the

second party control unit is in possession and control of the second party afier the desired digital

video signals are sold to the second party by the first party.

Referring to claims 20, 27, 29, Gallagher discloses that the medium of data transfer is

preferably high speed telephone links by way of modems, normal telephone links, or any other

suitable medium may be used (Page 1, line 85).

Referring to claim 26, Gallagher discloses a recorded data transfer system is provided for

use in the entertainment industry where digital data is transferred between a source unit that

- stores the digital data in a database and individual user units (Abstract) that contain a means for

storage the digital data and a transmitter/receiver interface for conducting the transfer (Page 1,

lines 19-22). The storage mediums can be hard drives (Page 1, lines 32-33). The source unit

contains a processor (Page 1, line 15) and the user unit contains a processor Gage 1, lines 21-
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22), which meets the limitation of a first party control unit in possession and control of a first

party, and a second party control unit in possession and control of a second party, wherein said

second party control unit is at a second party location remote from the first party control unit,

said first party control unit for controlling and transferring digital audio signals, said first party

control unit having a first party hard disk having a plurality of digital audio signals which include

a plurality of desired individual songs as desired digital audio signals, said first party control unit

having a sales random access memory chipelectronically connected to the first party hard disk

for storing a replica ofthe desired digital audio signals ofthe first party’s hard disk to be

transferred from the first party control unit, means or mechanism for transmitting the desired

digital audio signals from the sales random access memory chip. Once the source unit receives

the digital data from the recording artists, the source unit stores the digital data andmakes it

available for sale to the general public via their user units (Page 1, lines 44-50), which meets the

limitation of said first party control unit having means or a mechanism for the first party to

charge a fee to the second party to provide the second party access to the desired digital audio

signals of the first party’s hard disk, said means or mechanism for the first party to charge a fee

to the second party remote from the second party location. The keyboard of the user unit would

meet the limitation of the second party control panel. The user unit contains a hard drive (Page 1,

lines 32-33), which meets the limitation of a second memory for storing the desired digital audio

signals from the sales random access memory chip. The user receives and stores the digital data,

the user can recall the digital data (Page 1, line 21) and playback the digital data on the user unit

by way of a playback apparatus (Abstract). The digital data can be audio or video (Page 1, line

85). For digital data in the form of audio, playback would require speakers or similar audio
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output device, which meets the limitation of a receiver connected to the second party control

panel and speakers connected to the receiver for playing the desired digital audio signals in the

second memory, said second party control panel connected to the receiver, said receiver and

speakers operatively controlled by the second party control panel, said second party control unit

placed by the second party at a second party location determined by the second party which is

remote from said first party control unit, said second party choosing the desired digital audio

signals from the first par'ty’s hard disk with said second party control panel, said second memory

connected to the receiver and the speakers, said second memory storing the desired digital audio

I signals that are received by the receiver. The medium of data transfer is preferably high speed

telephone links by way of modems, however, normal telephone links, fibre optic links, electro-

magnetic waves or any other suitable medium may be used (Page 1, line 85), which meets the

limitation of telecommunications lines connected to the first party control unit and the second

(party control unit through which the desired digital audio signals in the sales random access

memory are electronically transferred by the means or mechanism for transferring to the receiver

while the second party is in possession and control of the second party control unit and after the

desired digital audio signals of the first party’s hard disk are sold to the second by the first party

with the means or mechanism for the first party to charge a fee.

‘Referring to claim 28, Gallagher discloses a recorded data transfer system is provided

for use in the entertainment industry where digital data is transferred between a source unit that

stores the digital data in a database and individual user units (Abstract) that contain a means for

storage the digital data and a transmitter/receiver interface for conducting the transfer (Page 1,

lines 19-22). The storage mediums can be hard drives (Page 1, lines 32-33). The source unit
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contains a processor (Page 1, line 15) and the user unit contains a processor (Page 1, lines 21-

22), which meets the limitation of a first party control unit having a first party hard disk having a

plurality of digital video or digital audio signals which include desired digital video or digital

audio signals, a sales random access memory chip electronically connected to the first party hard

disk for storing a replica of the desired digital video or digital audio signals of the first party’s

hard disk to be transferred from the first party control unit, and a mechanism for electronically

selling the desired digital video or digital audio signals of the first party’s hard disk, a second

party control unit having a second party control panel, a second memory connected to the second

party control panel, and a mechanism for playing the desired digital video or digital audio signals

connected to the second memory and the second party control panel, said playing mechanism

operatively controlled by the second. party control panel, said second party control unit remote

from the first party control unit, said second party control unit place by the second party at a

location determined by the second party. Once the source unit receives the digital data from the

recording artists, the source unit stores the digital data and makes it available for sale to the

general public via their user units (Page 1, lines 44-50). The medium of data transfer is

preferably high speed telephone links by way of modems, however, normal telephone links, fibre

optic links, electro-magnetic waves or any other suitable medium may be used (Page 1, line 85),

which meets the limitation of telecommunications lines connected to the first party control unit

and the second party control unit through which the electronic sales of the desired digital video

or digital audio signals occur of the first party’s hard disk and over which the desired digital

video or digital audio signals of the first party’s hard disk are electronically transferred fi'om the

sales random access memory chip to the second memory while the second party is in possession
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and control of the second memory and afier the desired digital video or digital audio signals are

sold to the second party by the first party.

Claim Rejections - 35 USC § 103

3. The following is a quotation of35 U.S.C. lO3(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

4. The factual inquiries set forth in Graham v. John Deere Co., 383 US. 1, 148 USPQ 459

(1966), that are applied for establishing a background for determining obviousness under 35

U.S.C. lO3(a) are summarized as follows:

Determining the scope and contents of the prior art.

Ascertaining the differences between the prior art and the claims at issue.

Resolving the level of ordinary skill in the pertinent art. _

Considering objective evidence present in the application indicating obviousness

or nonobviousness.

5. Claims 1-3, 5-18, 21-25, 30-34 are rejected under 35 U.S.C. lO3(a) as being unpatentable _

over Gallagher GB 2,178,275 A, in View of Freeny, U.S. Patent No. 4,528,643. Referring to

claim 1, Gallagher discloses a recorded data transfer system is provided for use in the

entertainment industry where digital data is transferred between a source unit that stores the

digital data in a database and individual user units (Abstract) that contain a means for storage the

digital data and a transmitter/receiver interface for conducting the transfer (Page 1, lines 19-22).

The medium of data transfer is preferably. high speed telephone links by way of modems,

however, normal telephone links, fibre optic links, electro-magnetic waves or any other suitable

medium may be used (Page 1, line 85). The means of storage for the units can be hard drives
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(Page 1, lines 32-33), which meets the limitation of forming a connection through

telecommunications lines between a first memory of a firstparty at a first party location and a

second memory of a second party at a second party location remote from the first party location, '

said first memory having a first party hard disk having a plurality of digital video or digital audio

signals including coded desired digital video or digital audio signals, and a sales random access

memory chip which temporarily stores a replica of the coded "desired digital video or digital

audio signals purchased by the second party for subsequent transfer via telecommunications lines

‘to the second memory of the second party, telephoning the first party controlling use of the first

memory by the second party. The system may incorporate anti-piracy methods such as the

encryption or encoding of data either generally or uniquely (Page 1, lines 36-38), which meets

the limitation of electronically coding the desired digital video or digital audio signals to form

said coded desired digital video or digital audio signals into a configuration which would prevent

unauthorized reproduction of the desired digital video or digital audio signals. The digital data is

transferred to buffer/RAM before it is transferred to the user unit (Figure 1), which meets the

limitation of storing a replica of the coded desired digital video or digital audio signals from the

hard disk into the sales random access memory chip. Once the user receives and stores the digital .

data, the user can recall the digital data (Page 1, line 21) and playback the digital data on the user

unit by way of a playback apparatus (Abstract), which meets the limitation of transferring the

stored replica of the coded desired digital video or digital audio signals from the sales random

access memory chip of the first party to the second memory of the second party through

telecommunications lines party to the second memory of the second party through

telecommunications lines while the second memory is in possession and control of the second
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party, storing the transferred replica of the coded desired digital video or digital audio signals in

the second memory. Once the source unit receives the digital data from the recording artists, the

source unit stores the digital data and makes it available for sale to the general public via their

user units (Page 1, lines 44-50). Gallagher does not go into specific detail about how this

electronic sale of the digital data is made to the general public via their user units. Freeny

discloses a method of electronically distributing and selling audio and video data by way of

having the requesting user transmit a consumer credit card number along with their request for

the audio and video data (Col. 13, lines 25-29). This step allows the owner of the data to approve

the sale and charge the sale to the consumer credit card number (Col. 13, lines 30-31), which

meets the limitation of providing a credit card number of the second party controlling the second

memory to the first party controlling the first memory so the second party is charged money. It

would have been obvious to one of ordinary skill in the art at the time the invention was made to

have the requesting user’s of Gallagher transmit a consumer credit card number along withtheir .

request for the digital data so that the source unit could approve and charge the sale of the digital

data to the consumer_credit card because this method of electronic sale allows the owner of the

information to receive directly the compensation for sale of a recording and such compensation

is received before the reproduction is authorized as taught in Freeny (Col. 13, lines 36-39)."

Referring to claim 2, Gallagher discloses that the user unit contains a processing means

(Page 1, lines 21-22), which meets the limitation of a second party integrated circuit which

controls and executes commands of the second party. The keyboard of the user unit would meet

the limitation of a second party control panel connected to the second party integrated circuit.

Once the source unit receives the digital data from the recording artists, the source unit stores the
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(digital data and makes it available for sale to the general public via their user units (Page 1, lines

44-50).

Referring to claims 3, 5, 8, 30, 33, Gallagher discloses that the source unit and the

database have an input means (Figure 1), and a buffer stores/RAM located adjacent to the

encoder/decoder (Figs. 1-3), but does not disclose that the user unit contains a buffer store/RAM

adjacent to the encoder/decoder. It would have been obvious to one of ordinary skill in the art at

the time the invention was made to include a buffer store/RAM adjacent to the decoder of the

user unit in order to provide for faster access to the digital audio data, because the Examiner

takes official notice that accessing a buffer store/RAM would be significantly faster than

constantly accessing the hard disk, which would meet the limitation of the second memory

includes an incoming random access memory chip which temporarily stores the coded desired

digital video or digital audio signals from the sales random access memory chip, a second party

hard disk for storing the coded desired digital video or digital audio signals from the incoming

random access memory chip, and a playback random access memory chip for temporarily storing

the coded desired digital video or digital audio signals from the first party hard disk for

sequential playback, and the storing the transferred replica steps includes the steps of storing the

coded desired digital video or digital audio signals from the sales random access memory chip in

the incoming random access memory chip, transferring the desired digital video or digital audio

signals from the incoming random access memory chip to the second party hard disk, storing the

desired digital video or digital audio signals in the second party hard disk, causing the second

party integrated circuit with the second party control panel to play the desired digital video or

digital audio signals from the second party hard disk, transferring a replica of the desired digital
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video or digital audio signals from thesecond party hard disk to the playback random access

memory ‘chip for playback and, playing the desired digital video or digital audio signals from the

second party hard disk, the second memory includes an incoming random access memory chip

connected to the second party hard disk and the second party control integrated circuit, and the

first party control unit through the telecommunications lines for temporarily storing the desired

digital video or audio signals received from the first party’s control unit for subsequent storage to

the second party hard disk.

Referring to claims 6, 31, Gallagher discloses that the source unit contains a processor

(Page 1, lines 15-16), which meets the limitation of a first party control unit includes a first party

‘ control integrated circuit which controls and executes commands of the first party and is

connected to the first party hard disk, the first party sales random access memory, and the second

party control panel through the telecommunications lines. The source unit also contains input

means (Figure 1), which meets the limitation of afirst party control panel through which the first

‘party control integrated circuit is programmed and is sent commands and which is connected to

the first party control integrated circuit.

Referring to claims 7, 32, Gallagher discloses that the user unit contains a processor

(Page 1, line 22), which meets the limitation of a second party control unit includes a second

party control integrated circuit which controls and executes commands of the second party and is

connected to the second party hard disk, the playback random access memory, and the first party

control integrated circuit through the telecommunications lines. Digital data is transferred

between a source unit that stores the digital data in a database and individual user units

(Abstract) that contain a means for storage the digital data and a transmitter/receiver interface for
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conducting the transfer (Page 1, lines 19-22), which meets the limitation of said second party

control integrated circuit and said first party control integrated circuit regulate the transfer of the

desired digital video or audio signals. The keyboard of user unit would meet the limitation of a

second party control panel through which the second party control integrated circuit is

programmed and is sent commands and which is connected to the second party integrated circuit.

Referring to claim 9, Gallagher discloses that the digital data can be audio or video (Page

1, line 85) and once the user receives and stores the digital data, the user can recall the digital

data (Page 1, line 21) and playback the digital data on the user unit by way of a playback

apparatus (Abstract). For digital data in the form of video, playback would require a monitor or

similar display, which meets the limitation of the playing means includes a video display unit

connected to the playback random access memory chip and to the second party integrate circuit

for displaying the desired digital video or audio signals.

Referring to claim 10, Gallagher discloses that the medium of data transfer is preferably

high-speed telephone links by way of modems, however, normal telephone links or any other

suitable medium may be used (Page 1, line 85).

Referring to claim 1 1, Gallagher discloses a recorded data transfer system is provided for

use in the entertainment industry where digital data is transferred between a source unit that

stores the digital data in a database and individual user units (Abstract) that contain a means for

storage the digital data and a transmitter/receiver interface for conducting the transfer (Page 1,

lines 19-22), which meets the limitation of a first memory in possession and control of the first

party, a second memory in possession and control of the second party, said second memory is at

a location remote from said first memory. The medium of data transfer is preferably high speed
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telephone links by way of modems, however, normal telephone links, fibre optic links, electro-

magnetic waves or any other suitable medium may be used (Page 1, line 85), which meets the

limitation of means or a mechanism for connecting electronically via the telecommunications

lines the first memory with the second memory such that the desired digital video or digital audio

signals can pass there between, said connecting means or mechanism in electrical

communication with the transferring means or mechanism, said connecting means or mechanism

comprises a first control unit in possession and control of the first party, and a second control

unit in possession and control of the second party. The source unit contains an input means

(Figure 1), which meets the limitation of first control unit comprises a first control panel, first

control integrated circuit and a sales random access memory, said sales random access memory

and said first control panel in electrical communication with said first control integrated circuit,

means or a mechanism for transmitting the desired digital video or digital audio signals from the

first memory to the second memory, said means or mechanism for transmitting comprising a

transmitter connected to the first memory and the telecommunications lines and a receiver

connected to the second memory, the transmitter and the telecommunications lines, said first

party in control and possession of the transmitter, said second party in control and possession of

the receiver, said receiver remote from said transmitter and said receiver at a location determined

by the second party, said transmitting means or mechanism in electrical communication with said

connecting means or mechanism. The keyboard of the user unit would meet the limitation of

second control unit comprising a second control panel, a second control integrated circuit, an

incoming random access memory and a playback random access memory, said second control

panel, said incoming random access memory and said playback random access memory in
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electrical communication with said second control integrated circuit. The means of storage for

the units can be hard drives (Page 1, lines 32-33). Once the user receives and stores the digital

data, the user can recall the digital data (Page 1, line 21) and playback the digital data on the user

unit by way of a playback apparatus (Abstract), which meets the limitation of means or a

mechanism for storing the desired digital video or digital audio signals from the first memory in

the second memory, said storing means or mechanism in electrical communication with said

receiver of said transmitting means or mechanism and with said second memory. Once the

source unit receives the digital data from the recording artists, the source unit stores the digital

data and makes it available for sale to the general public via their user units (Page 1, lines 44-50).

Gallagher does not go into specific detail about how this electronic sale of the digital data is

made to the general public via their user units. Freeny discloses a method of electronically

distributing and selling audio and video data by way of having the requesting user transmit a

consumer credit card number along with their request for the audio and video data (Col. 13, lines

25-29). This step allows the owner of the data to approve the sale and charge/the sale to the

consumer credit card number (Col. 13, lines 30-31), which meets the limitation of means or a

mechanism for transferring money electronically via telecommunications lines from the second

party controlling use and in possession of the second memory to the first party controlling use

and in possession of the first memory. It would have been obvious to one of ordinary skill in the

art at the time the invention was made to have the requesting user’s of Gallagher transmit a

consumer credit card number along with their request for the digital data so that the source unit

could approve and charge the sale of the digital data to the consumer credit card because this

method of electronic sale allows the owner of the information to receive directly the
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compensation for sale of a recording and such compensation is received before the reproduction

is authorized as taught in Freeny (Col. 13, lines 36-3 9).

Referring to claims 12, 15, Gallagher discloses that the medium of data transfer is

preferably high—speed telephone links by way of modems, however, normal telephone links or

any other suitable medium may be used (Page 1, line 85).

Referring to claims 13, Gallagher discloses that the means of storage for the units can be

hard drives (Page 1, lines 32-33).

Referring to claim 14, Gallagher discloses that once the user receives and stores the

digital data, the user can recall the digital data (Page 1, line 21) and playback the digital data on

the user unit by way of a playback apparatus (Abstract). The digital data can be audio or video

(Page 1, line 85). For digital data in the form ofvideo, playback would require a monitor or

similar display, which meets the limitation of the playing means includes a video display unit

connected to the playback random access memory chip and to the second party integrate circuit

for displaying the desired digital video or audio signals. For digital data in the form of audio,

playback would require speakers or similar audio output device.

Referring to claim 16 Gallagher discloses that the source unit comprises a storage

medium, which can be a hard drive (Page 1, lines 32-33), and a buffer (Page 1, lines 66-69). The

data is stored on the storage medium and processed before being sent to the buffer where it‘ is

then subsequently transmitted (Page 1, lines 71-80 & Figure l), which meets the limitation of a

first memory at a first party location, said first memory in possession and control of the first

party, said first memory comprising a first party hard disk in which the desired digital video or

digital audio signals are stored. The user unit contains a storage medium (Page 1, line 21), which
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can be a hard drive (Page 1, line 33), which meets the limitation of a second memory in

possession and control of the second party, wherein said second memory is at a second party

location remote from said first memory, said second memory comprising a second party hard

disk in which the desired digital video or digital audio signals are stored. Gallagher does not

disclose that the user unit contains a buffer store/RAM adjacent to the encoder/decoder. It would

have been obvious to one of ordinary skill in the art at the time the invention was made to

include a buffer store/RAM adjacent to the decoder of the user unit in order to provide for faster

access to the digital audio data, because the Examiner takes official notice that accessing a buffer

store/RAM would be significantly faster than’ constantly accessing the hard disk, which would

meet the limitation digital video or digital audio signals are stored that are received from the first

memory and a playback random access memory connected to the second party hard disk. Digital

data is transferred between a source unit that stores the digital data in a database and individual

user units (Abstract) that contain a means for storage the digital data and a transmitter/receiver

interface for conducting the transfer (Page 1, lines 19-22). The medium of data transfer is

preferably high speed telephone links by way of modems, however, normal telephone links, fibre

optic links, electro—magnetic waves or any other suitable medium may be used (Page 1, line 85),

which meets the limitation of telecommunications lines, means or a mechanism for connecting

electronically via telecommunications lines thevfirst memory with the second memory such that

the desired digital video or digital audio signals can pass there between, said connecting means

or mechanism in electrical communication with the transferring means or mechanism, said

connecting means or mechanism comprises a first control unit disposed at the first party location

and a second control unit disposed at the second party location remote from said first control
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unit, said first control unit comprises a first control panel, first control integrated circuit, and a

sales random access memory connected to the first hard disk for temporarily storing a replica of

the desired digital video or digital audio signals to be transmitted from the first control unit, said

sales random access memory, said first hard disk and said first control panel in electrical

communication with said first control integrated circuit, said second control unit comprising a

second control panel, a second control integrated circuit, and an incoming random access

memory which temporarily stores the desired digital video or digital audio signals transmitted

from the sales random access memory, said playback random access memory connected to the

incoming random access memory for temporarily storing a replica of the desired digital video

signals or digital audio signals to be played, said second control panel, said incoming random

access memory, said second party hard disk and said playback random access memory in

electrical communication with said second control integrated circuit, means or a mechanism for

transmitting the desired digital video or digital audio signals from the sales random access

memory to the incoming random access memory, said means or mechanism for transmitting

comprising a transmitter connected to the sales random access memory and the

telecommunications lines and a receiver connected to the incoming random access memory, the

transmitter and the telecommunications lines, said first party in control and possession of the

transmitter, said second party in control and possession of the receiver, said receiver remote from

said transmitter, and said receiver at the second party location determined by the second party,

i said transmitting means or mechanism in electrical communication with said connecting means

or mechanism. Once the user receives and stores the digital data, the user can recall the digital

data (Page 1, line 21) and playback the digital data on the user unit by way of a playback
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apparatus (Abstract), which meets the limitation of means or mechanism for storing the desired

digital video or digital audio signals from the sales random access memory in the incoming

random access memory, said storing means or mechanism in electrical communication with said

receiver of said transmitting means or mechanism and with said sales random access memory.

Once the source unit receives the digital data from the recording artists, the source unit stores the

digital data and makes it available for sale to the general public via their user units (Page 1, lines

44-50). Gallagher does not go into specific detail about how this electronic sale of the digital

data is made to the general public via their user units. Freeny discloses a method of electronically

distributing and selling audio and video data by way of having the requesting user transmit a

consumer credit card number along with their request for the audio and video data (Col. 13, lines

25-20). This step allows the owner of the data to approve the sale and charge the sale to the

consumer credit card number (Col. 13, lines 30-31), which meets the limitation of means or a

mechanism for the first party to charge a fee to the second party and provide access to the desired

digital video or digital audio signals at the first party location remote from the second party

location, said first party controlling use of the first memory, said second party controlling use

and in possession of the second memory, said means or mechanism for the first party to charge a

fee includes means or a mechanism for transferring money electronically from the second party

via telecommunications lines to the first party at a first party location remote from the second

memory at the second party location. It would have been obvious to one of ordinary skill in the

art at the time the invention was made to have the requesting user’s of Gallagher transmit a

consumer credit card number along with their request for the digital data so that the source unit

could approve and charge the sale of the digital data to the consumer credit card because this
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method of electronic sale allows the owner of the information to receive directly the

compensation for sale of a recording and such compensation is received before the reproduction

is authorized as taught in Freeny (Col. 13, lines 36-3 9).

Referring to claim 17, Gallagher discloses that the medium of data transfer is preferably

high-speed telephone links by way of modems, however, normal telephone links or any othe_r

suitable medium may be used (Page 1, line 85).

Referring to claims 18, 34, Gallagher discloses that oncethe user receives and stores the

digital data, the user can recall the digital data (Page 1, line 21) and playback the digital data on

the user unit by way of a playback apparatus (Abstract). The digital data can be audio or video

"(Page 1, line 85). For digital data in the form of video, playback would require a monitor or

similar display, which meets the limitation of the playing means includes a video display unit

connected to the playback random access memory chip and to the second party integrate circuit

for displaying the desired digital video or audio signals. For digital data in the form of audio,

playback would require speakers or similar audio output device.

Referring to claims 21, 23, 24, Gallagher discloses a recorded data transfer system is

provided for use in the entertainment industry where digital data is transferred between a source

unit that stores the digital data in a database and individual user units (Abstract) that contain a

means for storage the digital data and a transmitter/receiver interface for conducting the transfer

(Page 1, lines 19-22). The medium of data transfer is preferably high speed telephone links by

way of modems, however, normal telephone links, fibre optic links, electro-magnetic waves or

any other suitable medium may be used (Page 1, line 85). The means of storage for the units can

be hard drives (Page 1, lines 32-33). The source unit and the database have an input means
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(Figure 1), and a buffer stores/RAM located adjacent to the encoder/decoder (Figs. 1-3), but does

not disclose that the user unit contains a buffer store/RAM adjacent to the encoder/decoder. It

would have been obvious to one of ordinary skill in the art at the time the invention was made to

include a buffer store/RAM adjacent to the decoder of the user unit in order to provide for faster

access to the digital audio data, because the Examiner takes official notice that accessing a buffer

store/RAM would be significantly faster than constantly accessing the hard disk, which would

meet the limitation of the second party control unit includes a second party hard disk which

stores a plurality of digital video signals, and a playback random access memory chip

electronically connected to the second party hard disk for storing a replica of the desired digital

video signals as a temporary staging area for playback, the second party control unit includes a

I second party control integrated circuit which controls and executes commands of the second

party and is connected to the second party hard disk, the playback random access memory, and

the first party control integrated circuit through the telecommunications lines, said second party

control integrated circuit and said first party control integrated circuit regulate the transfer of the

desired digital video signals, and a second party control panel though which the second party

control integrated circuit is programmed and is sent commands and which is connected to the

second party integrated circuit, the second party control unit includes an incoming random access

memory chip connected to the second party hard drive and the second party control integrated

I circuit, and the first party control unit through the telecommunications lines for temporarily

storing the desired digital video signals received from the first party’s control unit for subsequent

storage to the second party hard disk.
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Referring to claim 22, Gallagher discloses a recorded data transfer system is provided for

use in the entertainment industry where digital data is transferred between a source unit that

stores the digital data in a database and individual user units (Abstract) that contain a means for

storage the digital data and a transmitter/receiver interface for conducting the transfer (Page 1,

lines 19-22). The storage mediums can be hard drives (Page 1, lines 32-33). The source unit

contains a processor (Page 1, line 15) and the user unit contains a processor (Page 1, lines 21-

22), which meets the limitation of the first party control unit includes a first party control

integrated circuit which controls and executes commands of the first party and is connected to

the first party hard disk, the first party sales random access memory, and the second party control

integrated circuit through the telecommunications lines, and first party control integrated circuit

and said second party control integrated circuit regulate the transfer of the desired digital video

signals, and a first party control panel through which the first party control integrated circuit is

programmed and is sent commands and which is connected to the first party control integrated

circuit.

Referring to claim 25, Gallagher discloses that once the user receives and stores the

digital data, the user can recall the digital data (Page 1, line 21) and playback the digital data on

the user unit by way of a playback apparatus (Abstract). The digital data can be audio or video

(Page 1, line 85). For digital data in the form of video, playback would require a monitor or

similar display, which meets the limitation of the second party control unit includes a video

display unit connected to the playback random access memory chip and to the second party

integrated circuit for displaying the desired digital video signals. A

Conclusion
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6. A shortened statutory period for response is set for two month from the mailing date of

this Office Action.

In order to ensure full consideration of any amendments, affidavits or declarations, or

other documents as evidence of patentability, such documents must be submitted in response to

this Office action. Submissions afier the next Office action, which is intended to be a final

action,_ will be governed by the requirements of 37 DFR 1.116, which will be strictly enforced.

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a), to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving

Patent No. 5,966,440 throughout the course of this reexamination proceeding. See MPEP §§

2207, 2282 and 2286.

7. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Benjamin E. Lanier whose telephone number is 571-272-3805.

The examiner can normally be reached on M-Th0 7:30am-5:00pm, F 7:30am-4pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Gilbeito Barron can be reached on 571-272-3799. The fax phone number for the

organization where this application or proceeding is assigned is 703-872-9306.

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair—direct.uspto. gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free)._
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
Unitcd States Patent and Tmdcmnrk Offcc
Addruz-:: COMMISSIONER FOR PATENTS

PO. Box MSQ _ ,Alvzxmdria, Vugmm223l3- I450mvw,uspIn.gm-

APPLICATION NO. FILING DATE FTRSTNAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION N0.

90/007 ,403 01/31/2005 _ 5675734 NAPSP002 3002

7590 07/13/2005 EXAMINER

Ansel M. Schwartz . ‘ ,« M20l_N. Craig Street Suite 304 .l/oeufo 64 M
Pittsburgh. PA 15213

' ' I . at32
DATE MAILED: 07/13/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO—90C (Rev. 10/03)
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"‘ UNITED STATES PATENT AND TRADEMARK OFFICE

cunmtsslnner for Parana
United 3131 Patent am Trauemanr Unite

7.0. 3013650
Alexandria, VA zm 1-1 45)

/ vuvututmaw

DO NOT USE IN PALM PRINTER

(THIE PARTY REOUESTERS CORRESPONDENCE ADDE$)

Alba‘! S. Penilla

' MARTlNE PENlL.l.A 8. GENCARELIA. LLP
_ 710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATCON CONTROL NO. .90/007 403.

PATENT NO. 5 675 734.

ART UNlT 2132.

Enclosed is a copy of the latest communication from the United States Patent and Trademark

Office in the above ‘identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply byrequester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)). A M '

PTOL-465 (Rev. 07-04)
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_ _ \— _ Control No. V Patent Under Reexamination

Ex Parte Reexamination interview Summary 90/007.403 A 5575734 I
Examiner

Gilberto Barron Jr.

All participants (USPTO personnel, patent owner, patent owner's representative):

(1) Gilberto Barron Jr. D V (3) Mai

(2) Beniamin E. Lanier (4) / 

Date of Interview: 13 July 2005

Type: a)[:] Telephonic b)|:I Video Conference

c)E Personal (copy given to: 1)D patent owner 2)I:| patent _owner’s representative)

Exhibit shown or demonstration conducted: d)[:| Yes e)E No. v
If Yes, brief description:j .

Agreement with respect_ to the claims f)I:I was reached. Q)I:I ‘was not reached. h)E N/A.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to..'.”

C|aim(s) discussed: none in particular.

Identification of prior art discussed: Gallagher, Freeny.

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:
Mr. Schwartz discussed inherency issues in Gallagher, and Qrior court decisionswith respect to the Freeny reference.

(A fuller description, if necessary, and a copy of the amendments which the examiner agreedwould render the claims
patentable, if available, must be attached. Also, where no copy of the amendments that would render the claim

patentable is available, a summary thereof must be attached.) ‘ r

A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER’S

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE
LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW
(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNER’S STATEMENT CAN NOT BE WAIVED. EXTENSIONS
OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

GILBEHTO BARRON J -'1 ~
SIJPERVISOHY PATENT EXAMINER

TECHNOLOGY CENTER 2100

cc: Requester (if third party requester) , Examiner’s signature, if required

US. Patent and Trademark Office _
PTOL-474 (Rev. 04-01) Ex Pane Reexamination Interview Summary Paper No. 07152005
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66155 US. PTO l
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| 08/181013

Practitioner's Docket No. HAIR-1 CONT [IA PA TENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

U.S. Patent No. 5,675,734

In re application of: Arthur R. Hair

Reexamination Control No.2 90/007,403 Group No.: 2132

Reexamination Filed: 01/31/2005 Examiner: Benjamin E. Lanier
For: SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Mail Stop Ex Parte Reexamination
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

AMENDMENT TRANSMITTAL

Transmitted herewith is an amendment for this application.

STATUS

Applicant is a small entity. A statement was already filed.

CERTIFICATION UNDER 37 C.F.R. §§ l.8(a) and 1.l0*

(When using Express Mail, the Express Mail label number is mandatory;
Express Mail certification is optional.)

I hereby certify that, on the date shown below, this correspondence is being:

MAILING

X deposited with the United States Postal Service in an envelope addressed to the Commissioner for Patents, P.O. Box I450, Alexandria, VA22313-1450.

37 C.F.R. § l.8(a) 37 C.F.R. § LID"
El with sufficient postage as first class mail. X as "Express Mail Post Office to Addressee"

Mailing Label No. EL700964468US (mandatory)

TRANSMISSION B9/B6/E =
CI facsimile transmitted to the Patent and Trademark Office, (703) - F , 59-1 HSQLDQNQ B8

51 Fm 1246 /4‘/’&MABia1e seamaz
Signature 3 ' B0 Up

Date:
I I Tmcey L. Klaas

(type orprint name ofperson certmiing)

" Only the dale offiling (§ I .6) will be the date used in a patent term adjustment calculation, although the date on any certificate ofmailing or
transmission under § l.8 continues to be taken into account in determining timeliness. See 5? l.703U). Consider "Express Mail Post Oflice to
Addressee " (5? I. I 0) orfacsimile transmission (§ l.6(d)) for the reply to be accorded the earliest possiblefiling datefor patent term
adjustment calculations.

Amendment Transmittal—page I 0f2
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EXTENSION OF TERM

The proceedings herein are for a patent application and the provisions of 37 C.F.R. 1.136 apply.

Applicant believes that no extension of term is required. However, this conditional petition is

being made to provide for the possibility that applicant has inadvertently overlooked the need for

a petition for extension of time. ‘

FEE FOR CLAIIVIS

The fee for claims (37 C.F.R. l.l6(b)-(d)) has been calculated as shown below:

(Col. 1) (Col. 2) (Col. 3) SMALL ENTITY

CLAIMS

REMAINING HIGHEST NO

AFTER PREVIOUSLY PRESENT ADDIT.

AMENDMENT PAID FOR EXTRA RATE FEE

TOTAL 27 ~ 3 4 = 0 X $ 25 .00 = $

INDEP. 6 — I 7 = 0 x $ 1 00.00 = $

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM + $ 0.00 = $

P TOTAL
ADDIT. FEE

No additional fee for claims is required.

FEE DEFICIENCY

If an additional extension and/or fee is required, charge Account No. 19-0737.

If an additional fee for claims is required, charge Acc unt No. 19-0737.

Ansel M. Schwartz

Registration No. 30,587

Attorney at Law

201 N. Craig Street
Suite 304

Pittsburgh, PA 15213
412-621-9222

Amendment Transmittal—pag€ 2 Ofz
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66155 u.s. PTO

|l|||1|||1||||1||||Ill|||||||I1illlllllllllliillli
I 1

08/ 8/05 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

ARTHUR R. HAIR

Reexamination Control No. 90/007,403

Reexamination Filed: January 31, 2005 SYSTEM FOR TRANSMITTING
DESIRED DIGITAL VIDEO OR

Patent Number: 5,675,734 AUDIO SIGNALS

)

)

)

)

)

)

)

)

)

)

Pittsburgh, Pennsylvania 15213
Examiner: Benjamin E. Lanier

August 18, 2005

Mail Stop Ex Parte Reexamination
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

AMENDMENT

In response to the Office Action for the above—identified reexamination dated

June 21, 2005, please enter the following amendments.
../a- —.
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Claim Amendments

Claim 1 (original): A method for transferring desired digital video or digital

audio signals comprising the steps of:

forming a connection through telecommunications lines between a first memory

of a first party at a first party location and a second memory of a second party at a second

party location remote from the first party location, said first memory having a first party hard

disk having a plurality of digital video or digital audio signals including coded desired digital

video or digital audio signals, and a sales random access memory chip which temporarily

stores a replica of the coded desired digital video or digital audio signals purchased by the

second party for subsequent transfer via telecommunications lines to the second memory of the

second party;

telephoning the first party controlling use of the first memory by the second

providing a credit card number of the second party controlling the second

memory to the first party controlling the first memory so the second party is charged money;
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electronically coding the desired digital video or digital audio signals to form

said coded desired digital video or digital audio signals into a configuration which would

prevent unauthorized reproduction of the desired digital video or digital audio signals;

storing a replica of the coded desired digital video or digital audio signals from

the hard disk into the sales random access memory chip;

transferring the stored replica of the coded desired digital video or digital audio

signals from the sales random access memory chip of the first party to the second memory of

the second party through telecommunications lines while the second memory is in possession

and control of the second party; and

storing the transferred replica of the coded desired digital video or digital audio

signals in the second memory.

Claim 2 (original): A method as described in Claim 1 wherein there is a second

party integrated circuit which controls and executes commands of the second party, and a

second party control panel connected to the second party integrated circuit, and before the

forming step, there is the step of commanding the second party integrated circuit with the
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second party control panel to initiate the purchase of the desired digital video or digital audio

signals from the first party hard disk.

Claim 3 (original): A method as described in Claim 2 wherein the second

memory includes an incoming random access memory chip which temporarily stores the coded

desired digital video or digital audio signals from the sales random access memory chip, a

second party hard disk for storing the coded desired digital video or audio digital signals from

the incoming random access memory chip, and a playback random access memory chip for

temporarily storing the coded desired digital video or digital audio signals from the first party

hard disk for sequential playback; and the storing the transferred replica step includes the steps

of storing the coded desired digital video or digital audio signals from the sales random access

memory chip in the incoming random access memory chip, transferring the desired digital

video or digital audio signals from the incoming random access memory chip to the second

party hard disk, storing the desired digital video or digital audio signals in the second party

hard disk, causing the second party integrated circuit with the second party control panel to

play the desired digital video or digital audio signals from the second party hard disk,

transferring a replica of the desired digital video or digital audio signals from the second party

hard disk to the playback random access memory chip for playback and, playing the desired

digital video or digital audio signals from the second party hard disk.
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Claim 4 (currently amended): A system for transferring digital video or digital

audio signals comprising:

a first party control unit having a first party hard disk having a plurality of

digital video or digital audio signals which include desired digital video or digital audio

signals, a sales random access memory chip electronically connected to the first party hard

disk for storing a replica of the desired digital video or digital audio signals of the first party’s

hard disk to be transferred from the first party control unit, and means for electronically

selling the desired digital video or digital audio signals;

a second party control unit having a second party control panel, a second

memory connected to the second party control panel, and means for playing the desired digital

video or digital audio signals connected to the second memory and the second party control

panel, said means for playing operatively controlled by the second party control panel, said

second party control unit remote from the first party control unit, said second party control

unit placed by the second party at a location determined by the second party the second

memory includes a second party hard disk which stores the desired digital video or digital

audio signals transferred from the sales random access memory chip, and a playback random

access memory chip electronically connected to the second party hard disk for storing a replica
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of the desired digital video or digital audio signals from the second parg hard disk as a

temporary staging area for playback; and

telecommunications lines connected to the first party control unit and the second

party control unit through which the electronic sales of the desired digital video or digital

audio signals occur and through which the desired digital video or digital audio signals are

electronically transferred from the sales random access memory chip to the second memory

while the second memory is in possession and control of the second party and after the desired

digital video or digital audio signals are sold to the second party by the first party.

Claim 5 (canceled)

Claim 6 (currently amended): A system as described in Claim [[5]] 5 wherein

the first party control unit includes a first party control integrated circuit which controls and

executes commands of the first party and is connected to the first party hard disk, the first

party sales random access memory, and the second party control panel through the

telecommunications lines; and a first party control panel through which the first party control

integrated circuit is programmed and is sent commands and which is connected to the first

party control integrated circuit.
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Claim 7 (original): A system as described in Claim 6 wherein the second party

control unit includes a second party control integrated circuit which controls and executes

commands of the second party and is connected to the second party hard disk, the playback

random access memory, and the first party control integrated circuit through the

telecommunications lines, said second party control integrated circuit and said first party

control integrated circuit regulate the transfer of the desired digital video or audio signals; and

a second party control panel through which the second party control integrated circuit is

programmed arid is sent commands and which is connected to the second party integrated

circuit.

Claim 8 (original): A system as described in Claim 7 wherein the second

memory includes an incoming random access memory chip connected to the second party hard

disk and the second party control integrated circuit; and the first party control unit through the

telecommunications lines for temporarily storing the desired digital video or audio signals

received from the first party’s control unit for subsequent storage to the second party hard

disk.

Claim 9 (original): A system as described in Claim 8 wherein the playing

means includes a video display unit connected to the playback random access memory chip and

to the second party integrated circuit for displaying the desired digital video or audio signals.
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Claim 10 (original): A system as described in Claim 4 wherein the

telecommunications lines include telephone lines.

Claim 11 (original): A system for transmitting desired digital video or digital

audio signals stored on a first memory of a first party to a second memory of a second party

comprising:

a first memory in possession and control of the first party;

a second memory in possession and control of the second party, said second

memory is at a location remote from said first memory;

telecommunications lines;

means or a mechanism for transferring money electronically via

telecommunications lines from the second party controlling use and in possession of the second

memory to the first party controlling use and in possession of the first memory;

means or a mechanism for connecting electronically via the telecommunications

lines the first memory with the second memory such that the desired digital video or digital
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audio signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism, said connecting means or

mechanism comprises a first control unit in possession and control of the first party, and a

second control unit in possession and control of the second party, said first control unit

comprises a first control panel, first control integrated circuit and a sales random access

memory, said sales random access memory and said first control panel in electrical

communication with said first control integrated circuit, said second control unit comprising a

second control panel, a second control integrated circuit, an incoming random access memory

and a playback random access memory, said second control panel, said incoming random

access memory and said playback random access memory in electrical communication with

said second control integrated circuit;

means or a mechanism for transmitting the desired digital video or digital audio

signals from the first memory to the second memory, said means or mechanism for

transmitting comprising a transmitter connected to the first memory and the

telecommunications lines and a receiver connected to the second memory, the transmitter and

the telecommunications lines, said first party in control and possession of the transmitter, said

second party in control and possession of the receiver, said receiver remote from said

transmitter and said receiver at a location determined by the second party, said transmitting



Page 00215

means or mechanism in electrical communication with said connecting means or mechanism;

and

means or a mechanism for storing the desired digital video or digital audio

signals from the first memory in the second memory, said storing means or mechanism in

electrical communication with said receiver of said transmitting means or mechanism and with

said second memory.

Claim 12 (original): A system as described in Claim 11 wherein the

telecommunications lines include telephone lines.

Claim 13 (original): A system as described in Claim 12 wherein the first

memory comprises a first hard disk and the second memory comprises a second hard disk.

Claim 14 (original): A system as described in Claim 13 includes a video

display and speakers in possession and control of the second party, said video display and

speakers in electrical communication with said second control integrated circuit.

Claim 15 (original): A system as described in Claim 11 wherein the

telecommunications lines include telephone lines.
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Claim 16 (original): A system for transmitting desired digital video or digital

audio signals stored on a first memory of a first party at a first party location to a second

memory of a second party at a second party location comprising:

a first memory at a first party location, said first memory in possession and

control of the first party, said first memory comprising a first party hard disk in which the

desired digital video or digital audio signals are stored;

a second memory in possession and control of the second party, wherein said

second memory is at a second party location remote from said first memory, said second

memory comprising a second party hard disk in which the desired digital video or digital audio

signals are stored that are receivedfrom the first memory and a playback random access

memory connected to the second party hard disk;

telecommunications lines;

means or a mechanism for the first party to charge a fee to the second party

and provide access to the desired digital video or digital audio signals at the first party location

remote from the second party location, said first party controlling use of the first memory, said

second party controlling use and in possession of the second memory, said means or
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mechanism for the first party to charge a fee includes means or a mechanism for transferring

money electronically from the second party via telecommunications lines to the first party at

the first party location remote from the second memory at the second party location;

means or a mechanism for connecting electronically via telecommunications

lines the first memory with the second memory such that the desired digital video or digital

audio signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism, said connecting means or

mechanism comprises a first control unit disposed at the first party location and a second

control unit disposed at the second party location remote from said first control unit, said first

control unit comprises a first control panel, first control integrated circuit, and a sales random

access memory connected to the first hard disk for temporarily storing a replica of the desired

digital video or digital audio signals to be transmitted from the first control unit, said sales

random access memory, said first hard disk and said first control panel in electrical

communication with said first control integrated circuit, said second control unit comprising a

second control panel, a second control integrated circuit, and an incoming random access

memory which temporarily stores the desired digital video or digital audio signals transmitted

from the sales random access memory, said playback random access memory connected to the

incoming random access memory for temporarily storing a replica of the desired digital video

signals or digital audio signals to be played, said incoming random access memory connected
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to said second party hard disk, said second control panel, said incoming random access

memory, said second party hard disk and said playback random access memory in electrical

communication with said second control integrated circuit;

means or a mechanism for transmitting the desired digital video or digital audio

signals from the sales random access memory to the incoming random access memory, said

means or mechanism for transmitting comprising a transmitter connected to the sales random

access memory and the telecommunications lines and a receiver connected to the incoming

random access memory, the transmitter and the telecommunications lines, said first party in

control and possession of the transmitter, said second party in control and possession of the

receiver, said receiver remote from said transmitter, and said receiver at the second party

location determined by the second party, said transmitting means or mechanism in electrical

communication with said connecting means or mechanism; and

means or a mechanism for storing the desired digital video or digital audio

signals from the sales random access memory in the incoming random access memory, said

storing means or mechanism in electrical communication with said receiver of said

transmitting means or mechanism and with said sales random access memory.
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Claim 17 (original): A system as described in Claim 16 wherein the

telecommunications lines include telephone lines.

Claim 18 (original): A system as described in Claim 17 including a video

display and speakers in electrical communication with said second control integrated circuit.

Claim 19 (currently aInended): A system for transferring digital video signals

comprising:

a first party control unit in possession and control of a first party;

a second party control unit in possession and control of the second party,

wherein said second party control unit is at a location remote from said first party control unit;

said first party control unit having a first memory having a plurality of desired

individual video selections as desired digital video signals, said first party control unit which

includes a first party hard disk having the plurality of digital video signals which include

desired digital video signals, and a sales random access memory chip electronically connected

to the first party hard disk for storing a replica of the desired digital video signals of the first

party’s hard disk to be transferred from the first party control unit, and means or a mechanism
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for the first party to charge a fee to the second party for access to the desired digital video

signals of the first party’s hard disk at a location remote from the second party location;

a second party control unit having a second party control panel, a receiver and a

video display for playing the desired digital video signals received by the receiver, said second

party control panel connected to the video display and the receiver, said receiver and video

display operatively controlled by the second party control panel, said second party control unit

remote from the first party control unit, said second party control unit placed by the second

party at a second party location determined by the second party which is remote from said first

party control unit, said second party choosing the desired digital video signals from the first

party’s hard disk with said second party control panel, said second party control unit includes

a second memory which is connected to the receiver and the video display, said second

memory storing the desired digital video signals that are received by the receiver to provide

the video display with the desired digital video signals from the sales random access memory

chip, the second party control unit includes a second party hard disk which stores a plurality of

digital video signals, and a playback random access memory chip electronically connected to

the second party hard disk for storing a replica of the desired digital video signals as a

temporary staging area for playback; and
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telecommunications lines connected to the first party control unit and the second

party control unit through which the desired digital video signals are electronically transferred

from the sales random access memory chip to the receiver while the second party control unit

is in possession and control of the second party after the desired digital video signals are sold

to the second party by the first party, the telecommunications lines include telephone lines.

Claims 20 and 21 (canceled)

Claim 22 (currently amended): A system as described in Claim [[21]] Q

wherein the first party control unit includes a first party control integrated circuit which

controls and executes commands of the first party and is connected to the first party hard disk,

the first party sales random access memory, and the second party control integrated circuit

through the telecommunications lines, said first party control integrated circuit and said second

party control integrated circuit regulate the transfer" of the desired digital video signals; and a

first party control panel through which the first party control integrated circuit is programmed

and is sent commands and which is connected to the first party control integrated circuit.

Claim 23 (original): A system as described in Claim 22 wherein the second

party control unit includes a second party control integrated circuit which controls and

executes commands of the second party and is connected to the second party hard disk, the
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playback random access memory, and the first party control integrated circuit through the

telecommunications lines, said second party control integrated circuit and said first party

control integrated circuit regulate the transfer of the desired digital video signals; and a second

party control panel through which the second party control integrated circuit is programmed

and is sent commands and which is connected to the second party integrated circuit.

Claim 24 (original): A system as described in Claim 23 wherein the second

party control unit includes an incoming random access memory chip connected to the second

party hard drive and the second party control integrated circuit, and the first party control unit

through the telecommunications lines for temporarily storing the desired digital video signals

received from the first party’s control unit for subsequent storage to the second party hard

disk.

Claim 25 (original): A system as described in Claim 24 wherein the second

party control unit includes a video display unit connected to the playback random access

memory chip and to the second party integrated circuit for displaying the desired digital video

signals.

Claims 26 and 27 (canceled)
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Claim 28 (currently amended): A system for transferring digital video or digital

audio signals comprising:

a first party control unit having a first party hard disk having a plurality of

digital video or digital audio signals which include desired digital video or digital audio

signals, a sales random access memory chip electronically connected to the first party hard

disk for storing a replica of the desired digital video or digital audio signals of the first party’s

disk to be transferred from the first party control unit, and a mechanism for electronically

selling the desired digital video or digital audio signals of the first party’s hard disk;

a second party control unit having a second party control panel, a second

memory connected to the second party control panel, and a mechanism for playing the desired

digital video or digital audio signals connected to the second memory and the second party

control panel, said playing mechanism operatively controlled by the second party control

panel, said second party control unit remote from the first party control unit, said second party

control unit placed by the second party at a location determined by the second party , the

second party control unit includes a second party hard disk which stores a plurality of digital

video or audio signals, and a playback random access memory chip electronically connected to

the second party hard disk for storing a replica of the desired digital video or audio signals as

a temporary staging area for playback; and
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telecommunications lines connected to the first party control unit and the second

party control unit through which the electronic sales of the desired digital video or digital

audio signals occur of the first party’s hard disk, and over which the desired digital video or

digital audio signals of the first party’s hard disk are electronically transferred from the sales

random access memory chip to the second memory while the second party is in possession and

control of the second memory and after the desired digital video or digital audio signals are

sold to the second party by the first party , the telecommunications lines include telephone

lines.

Claims 29 and 30 (canceled)

Claim 31 (currently amended): A system as described in Claim [[30]] E

wherein the first party control unit includes a first party control integrated circuit which

controls and executes commands of the first party and is connected to the first party hard disk,

the first party sales random access memory, and the second party control integrated circuit

through the telecommunications lines, said first party control integrated circuit and said second

party control integrated circuit regulate the transfer of the desired digital video or audio

signals; and a first party control panel through which the first party control integrated circuit is

programmed and is sent commands and which is connected to the first party control integrated

circuit.
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Claim 32 (original): A system as described in Claim 31 wherein the second

party control unit includes a second party control integrated circuit which controls and

executes commands of the second party and is connected to the second party hard disk, the

playback random access memory, and the first party control integrated circuit through the

telecommunications lines, said second party control integrated circuit and said first party

control integrated circuit regulate the transfer of the desired digital video or audio signals; and

a second party control panel through which the second party control integrated circuit is

programmed and is sent commands and which is connected to the second party integrated

circuit.

Claim 33 (original): A system as described in Claim 32 wherein the second

party control unit includes an incoming random access memory chip connected to the second

party hard drive and the second party control integrated circuit, and the first party control unit

through the telecommunications lines for temporarily storing the desired digital video or audio

signals received from the first party’s control unit for subsequent storage to the second party

hard disk.

Claim 34 (original): A system as described in Claim 33 wherein the second

party control unit includes a video display unit connected to the playback random access
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memory chip and to the second party integrated circuit for displaying the desired digital video

or audio signals.
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Claims 1-4, 6-19, 22-25, 28 and 31-34 are currently active.

Claims 5, 20, 21, 26, 27, 29 and 30 have been canceled.

In regard to the following discussion concerning the prior art rejectionsunder

35 U.S.C. §§102 and 103 that the Examiner has raised, it must be stressed and pointed out

that the claims are to be considered from the viewpoint of one skilled in the art as of the

priority date of June 13, 1988, and not what one skilled in the art would consider from

today's viewpoint. This is black letter law and was so stated by the U.S. District Court for the

Western District of Pennsylvania in its Order of Court in Sightsound.com, Inc. v. N2K, dated

October 23, 2003.

The Examiner has rejected Claims 4, 19, 20, and 26-29 as being anticipated by

Gallagher.

In regard to Claim 4, Claim 4 now has the limitations of Claim 5 with all the

limitations of its base claim and any intervening claims.
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In regard to Claim 19, Claim 19 now has the limitations of Claim 21 with all

the limitations of its base claim and any intervening claims.

In regard to Claim 28, Claim 28 now has the limitations of Claim 30 with all

the limitations of its base claim and any intervening claims.

Claims 26 and 27 have been canceled.

The Examiner has rejected Claims 1-3, 5-18, 21-25, and 30-34 as being

unpatentable over Gallagher and in view of Freeny. Patentee respectfully traverses this

rejection. The teachings of Freeny carmot be combined with the teachings of Gallagher to

arrive at Patentee's claimed invention.

In SightSound v. N2K, the District Court in its Order on page 53, discussed

the decision by the Federal Circuit of the Interactive Gift Express Inc. v. Compuserve, Inc. ,

256 F.3D 1323, 1334 (Fed. Cir. 2001). The District Court stated that the court in Interactive

Gift Express affirmed the lower court's construction of the term "material object" in the

Freeny patent to be (a) separate and distinct from the IMM, (b) removed from the IMM after

purchase, and (c) intended for use away from the point-of—sale location. Q at 1336. The

Federal Circuit Court stated, "these three conditions . . . are fundamental to the meaning of a
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material object as clearly and consistently specified in the patent description." R; at 1337.

The Court explicitly noted that the (material object) is on which the information is recorded

(does not encompass a hard disk component of a home personal computer) and the material

object (must be offered for sale, and be purchasable, at [the] point—of—sale location fl. '' Q at

1338. Since one using the Hair invention purchases only the signals, not the material object

on which they are stored, and since the Sightsound Patents specifically reference the

consumers system as incorporating a hard disk, the Freeny patent, as construed by the Federal

Circuit Court in Interactive Gift Express arguably teaches away from the Hair invention in at

least two ways. (E, e.g., Claims 13 and 14 of the '440 patent as discussed in the

Magistrate's Report at 65.)

In other words, the Court held that Freeny was teaching a vending machine, for

instance, inside the user’s living room where the user would have to pay for the tape to be

dispensed.

Accordingly, there is a legal holding from the District Court in Sightsound,

supra, that Freeny teaches away from Patentee's claimed invention.

As the Examiner is aware, teachings cannot be taken out the context in which

they are found. For the Examiner to apply the teachings of Freeny in regard to the teachings
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of Gallagher would be to ignore the clear context of Freeny which is to teach away from

Patentee's claimed invention.

This position regarding the inappropriateness by law of combining the teachings

of Freeny and Gallagher is applied to all the pending claims. Accordingly, all the pending

claims are patentable over the applied art of record.

Patentee also brings to the attention of the Examiner that the U.S. District Court

for the Western District of Pennsylvania in its Order of Court Decision dated October 23,

2003, in Sightsound.com, Inc. v. N2K, on page 58, found that secondary considerations of

copying, skepticism on the part of those skilled in the art as to the viability of such a system,

long-felt but unsatisfied needs, and unsuccessful attempts by others to solve the problem

underlying the claimed invention existed. Enclosed with this Amendment as Attachment A are

the relevant pages provided to the court to establish the secondary considerations of

patentability titled "Secondary Considerations of Patentability Evidence".

This evidence shows that there was a long-felt need for a simple system for

electronically distributing digital audio. Despite the number of efforts displayed by the prior

art presented by defendants, none of the prior art systems ever survived as a consumer-

oriented mass-market distribution system for digital music distribution. See Tygar rebuttal
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report at page 80. The only solutions including all of the magic ingredients for a viable

system are the claims presented in the Hair patents. The Hair claimed invention offers the

advantages of allowing consumers to use their home computers to purchase, download and

play back the desired digital audio music using a single device. See Tygar rebuttal report at

page 80. Furthermore, the major record labels and other major companies have formed a

series of joint ventures introducing online services to electronically sell digital audio for

download to customers over the Internet, such as MusicNet (owned by Bertelsmann, EMI,

AOL Time Warner and RealNetworks), ITunes (owned by Apple Computer Company), and

PressPlay, (owned by Vivandi Universal and Sony). The services are offering downloading of

digital audio music for sale over the Internet to consumers who will use their home computers

to purchase and play music. See Exhibit P of Attachment A (tab 1, showing PC software

implementing copy protection; tabs 2-6, showing representative on line digital audio

providers). Such recognition by the music industry of the advantages of electronic sales of

digital audio is further secondary evidence of non—obviousness. Included with this Attachment

A is also the Settlement Agreement between the parties in the Sightsound.com, Inc. v. N2K

lawsuit, wherein $3.3 million dollars was paid to Sightsound by N2K as part of the settlement,

and the Final Order by the District Court in this lawsuit dated February 20, 2004, holding that

the Hair patents are valid. The Settlement Agreement and the Final Order is additional

secondary evidence of patentability.
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It should be noted that the Requester did not inform the U.S. Patent and

Trademark Office of the secondary evidence of the Settlement Agreement and the associated

$3.3 million payment, nor of the Final Order by the District Court holding the three Hair

patents were valid. Furthermore, the District Court was aware, specifically considered and ‘

even discussed the Freeny reference and the Federal Court’s decision that occurred after the

issuance of the last of the three Hair patents (discussed above herein) that Freeny taught away

from the Hair claimed invention. It is respectfully submitted that Requester should have

specifically informed the U.S. Patent and Trademark Office of these very relevant facts, just

as an applicant or Patentee has a duty of disclosure with the U.S. Patent and Trademark

Office.

It should also be noted that it is common knowledge of the success of Apple

Computer Company with its download business, ITunes, and the current lawsuit for patent

infringement of Napster by the real party in interest of the subject patent. The pleadings of

this lawsuit have recently been provided to the Examiner in an Information Disclosure

Statement in U.S. patent application serial number 09/286,892. A printout of the web page of

ITunes of Apple Computer showing over 500 million downloads is included with Attachment

A, which further updates the information identified by the District Court in Sightsound, supra.

If there is any document that is mentioned by Patentee which would be easier

for the Examiner to review by requesting Patentee for it rather then having to go through all



Page 00233

the Information Disclosure Statements submitted, Patentee would be glad to provide it to the

Examiner.

A copy of this entire response has also been mailed to the Requester.

An Information Disclosure Statement is enclosed. Copies of all non—U.S. patent

references identified in the Information Disclosure Statement can be found in U.S. patent

application serial number 09/286,892.

In view of the foregoing amendments and remarks, it is respectfully requested

that the outstanding rejections and objections to this application be reconsidered and

withdrawn, and Claims 1-4, 6-19, 22-25, 28 and 31-34, now in this application be allowed.

Respectfully submitted,

ARTHUR R. HAIR

., (§2...,£§
Ansel M. Schwartz, Esquire

Reg. No. 30,587

One Sterling Plaza

' 201 N. Craig Street
Suite 304

Pittsburgh, PA 15213

(412) 621-9222

Attorney for Patentee
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing

Amendment was mailed via first class, United States Mail, postage prepaid, this 18"‘ day of

August, 2005, to the following:

Mr. Albert S. Penilla

Martine, Penilla & Gencarella, LLP

710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085

By:
Ansel M. Schwartz

Attorney for Patentee
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66155 U.S. PTO
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Practitioner's Docket No. HAIR-1 CONT IIA PA TENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

U.S. Patent No. 5,675,734

In re application of: Hair, Arthur R.

Reexamination Control No.: 90/007,403 Group No.: 2132

Reexamination Filed: January 31, 2005 Examiner: Benjamin B. Lanier
For: SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Mail Stop Ex Parte Reexamination
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

TRANSMITTAL OF INFORMATION DISCLOSURE STATEMENT

BEFORE MAILING DATE OF EITHER A FINAL ACTION

OR NOTICE OF ALLOWANCE (37 C.F.R. § 1.97(c))

TIME OF TRANSMITTAL OF ACCOMPANYING

INFORMATION DISCLOSURE STATEMENT

The information disclosure statement transmitted herewith is being filed after three months of

the filing date of this national application or the date of entry of the national stage as set forth in

Section 1.491 in an international application or after the mailing date of the first Office action on

the merits, whichever event occurred last but before the mailing date of either

(1) a final action under § 1.113 or

(2) a notice of allowance under § 1.311

CERTIFICATION UNDER 37 C.F.R. §§ 1.8(a) and 1.10*
(When using Express Mail, the Express Mail label number is mandatory;

Express Mail certification is optional.)

I hereby certify that, on the date shown below, this correspondence is being:

MAILING ’

X deposited with the United States Postal Service in an envelope addressed to the Commissioner for Patents, P.O. Box 1450, Alexandria, VA
22313-1450.

37 C.F.R. § I.8(a) 37 C.F.R. § 1.10‘
D with sufficient postage as first class mail. X as "Express Mail Post Office to Addressee"

Mailing Label No. EL700964468US (mandatory)

TRANSMISSION

Cl facsimile transmitted to the Patent and Trademark Office, (703) - . fl
Signature 3

Date: Tracey L. Klaas

“' Only the date offiling (§ l.6) will be the date used in a patent term adjustment calculation, although the date on any certificate ofmailing or
transmission under § I .8 continues to be taken into account in determining timeliness. See § l. 703 (I). Consider “Express Mail Post 0f]ice to
Addressee " (§ l.l 0) orfacsimile transmission (§ l .6(a')) for the reply to be accorded the earliest possiblefiling datefor patent term
adjustment calculations.

‘(type or print name ofperson certifiving)

Transmittal of Information Disclosure Statement before Mailing Date of Either a Final Action Or Notice of Allowance—page l of 2
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whichever occurs first.

FEE

Accompanying this transmittal is the fee for submission of an information disclosure statement

under section 1.97(c). ($180.00)

FEE PAYMENT

Applicant elects the option to pay the fee set forth in 37 C.F.R. § 1.17(p) for submission of an

information disclosure statement under § 1.97(c) ($180.00).
Fee due $180.00

METHOD OF PAYMENT OF FEE

Attached is a check in the amount of $180.00.

A duplicate of this paper is attached.

Q
Ansel M. Schwartz

Registration No. 30,587

Attorney at Law

201 N. Craig Street
Suite 304

Pittsburgh, PA 15213
412-621-9222

Transmittal of Information Disclosure Statement before Mailing Date of Either a Final Action Or Notice of Allowance—page 2 of 2
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Practitioner's Docket No. I1AIR—1 CONT ILA 1 ' PA TENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

U.S. Patent No. 5,675,734

In re application of: Hair, Arthur R.

Reexamination Control No.1 90/007,403 Group No.: 2132

Reexamination Filed: January 31, 2005 Examiner: Benjamin B. Lanier
.I_~"or: SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Mail Stop Ex Parte Reexamination
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

TRANSMITTAL OF INFORMATION DISCLOSURE STATEMENT

BEFORE MAILING DATE OF EITHER A FINAL ACTION

OR NOTICE OF ALLOWANCE (37 C.F.R. § 1.97(c))

TIIVIE OF TRANSMITTAL OF ACCOMPANYING

INFORIVIATION DISCLOSURE STATEMENT

The information disclosure statement transmitted herewith is being filed after three months of
the filing date of this national application or the date of entry of the national stage as set forth in

Section 1.491 in an international application or after the mailing date of the first Office action on

the merits, whichever event occurred last but before the mailing date of either 3

(1) a final action under § 1.113 or

(2) a notice of allowance under § 1.311

CERTIFICATION UNDER 37 C.F.R. §§ 1.8(a) and 1.10*
(When using Express Mail, the Express Mail label number is mandatory;

Express Mail certification is optional.)

I hereby certify that, on the date shown below, this correspondence is being:

MAILING

X deposited with the United States Postal Service in an envelope addressed to the Commissioner for Patents, P.O. Box 1450, Alexandria, VA
22313-I450.

37 C.F.R.§ l.8(a) 37 C.F.R.§ l.l0*
D with sulTr;i'ent postage as first class mail. X as "Express Mail Post Office to Addressee"

Mailing Label N0. EL700964468US (mandatory)

TRANSMISSION

El facsimile transmitted to the Patent and Trademark Office, (703) - . E
Signature a

Date: Tracey L. Klaas

(type or print name ofperson certifying)

* Only the date offiling (§ 1.6) will be the date used in a patent term adjustment calculation, although the date on any certificate ofmailing or
transmission unrIer§ [.8 continue: to be taken into account in determining timeliness. See 3? I .7030). Consider “Express Mail Past Oflice to
Atldressee " (§ I. I 0) orfacsimile transmission (34 I .6(d)) for the reply to be accorded the earliest possiblefiling datefor patent term
adjustment calculations. *

Transmittal oflnfonnation Disclosure Statement before Mailing Date of Either a Final Action Or Notice of Allow.-tnce—page 1 of2
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whichever occurs first.

FEE

Accompanying this transmittal is the fee for submission of an information disclosure statement

under section l.97(c). ($180.00)

FEE PAYMENT

Applicant elects the option to pay the fee set forth in 37 C.F.R. § 1.17(p) for submission of an

information disclosure statement under § l.97(c) ($180.00).

Fee due $1 80.00

IVIETHOD OF PAYMENT OF FEE"

Attached is a check in the amount of $180.00.

A dpplicate of this paper is attached.. J‘

S
Ansel M. Schwartz

Registration No. 30,587

Attorney at Law

201 N. Craig Street
Suite'304

Pittsburgh, PA 15213
412-621-9222

Transmittal of lnfonnation Disclosure Statement before Mailing Date of Either a Final Action Or Notice of Allowance-page 2 of 2
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IN THE UNITED §I'ATES DISTRICT COURT

FOR THE WESTERN DISTRICT OF PENNSYLVANIA

SIGHTSOUND.COM INCORPORATED,

Plaintiff,

. -vs- _

- Civil Action. No. 98-0118

I NZK, INC., CDNOW, INC., and CDNOW ONLINE, 1
lNC., . ’

Defendant"

’ AMBROSE, Chief District Judge.

ORDER OF 'couRT

And now, this 23" day of October, 2003, after carefulconsideration and for

the reasons set forth in the_ opinion accompanying this Order, it is ordered that the

. Motion for summary Judgment by Defendants N2K, Inc., CDNow, lnc., and

CDNowDnline, Inc. (Docket No. 159), is denied.

It is further ordered that Plaintiff's Motion for SummaryJudgment (Docket No.

156) is granted in its entirety and that all affirmative defenses and counterclaims

relating to inequitable conduct raised by N2K, Inc., CDNow, lnc._, and CDNow0nline,-

Inc., are dismissed with prejudice.

A.Pre-Trial/Settlement Conference will be held on Wednesday, November 12,

86
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the cited cases, despite not having a clear idea of how Defendants‘ single-sentence

argument relates to them, and find that all three concentrate on" commercial

success, only one of many secondary considerations which may be offered by a

patentee. see Cable Electric t 1027, holding thatfor commercial success to have

"true relevance" to the question ofnonobviousness, that success must be shown to

be due to the nature of the patented subject matter, rather than to economic and

commercial factors unrelated to the technical quality of the patented subject

matter; siolund, i_c; at 1582, concluding that evidence of commercial success was .

irrelevant be.cause the aspect of the invention to which its success was attributed

was not part of the claimed invention. windsurfing lnt'l, which also discusses

commercial success, focuses on the weight a district court may properly give to

secondary considerations; concluding that the weight should correlate to the ,

objective evidenceprovided to support them._ _782 F.2d at 1000.

Here, I have noted Plaintiff's arguments that at the time the sightsound

Patents were issued, there were numerous examples of secondary considerations;

' copying, skepticism on the part of those skilled in the art as to the viability of such

"a system, long-felt but unsatisfied needs, and unsuccessful attempts by others to

solve the problem underlying the claimed invention. Given nothing substantive

. from Defendants in their Reply Brief to refute these claims, I accept them as

presented by Plaintiff for purposes of deciding this summaryjudgm_ent motion.

5. Conclusion

Conflicts in the evidence on factual issues are not to be resolved on summary

58
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IN THE UNITED STATES DISTRICT COURT

FOR THE WESTERN DISTRICT OF PENNSYLVAVIA

Sighcsoundcom Incorporated,

Plaintiff,
Civil Action No.: 98-0118V.

NZK, Inc., CDnow, In‘c., 2Ind
CDnow Online, Inc., \_/\_/\./\./g/\,/\_/\./\./\J
 )

REBUTTAL EXPERT REPORT OF JUSTIN DOUGLAS TYGAR, PH.D.
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K. Indicia of Non-0 bviousness

Each of the systems described by Dr. Moorer and Dr. Shamos missed a critical

ingredient, so none of them ever survived as a consumer-oriented mass-market distribution

system for digital music distribution. The only system that has all due magic ingredients is

the one disclosed and claimed by the patents in this case. Its embodiments offered

consumers a way to integrate their home computers to purchase, download, and play digital

music using a single device — their personal computer. It also offered the content

distributors a combination that allows it to ensure that digital music and video files are easily

pirated.

CONCLUSION

I conclude that the “electron.ically4coding” step in claims 1 and 2 of the ‘734 patent

and claims 6 and 8 of the ‘440 patent is enabled by the specification of the ‘734 and ‘44O

patents. I also conclude that none of the prior art cited by the Sharnos and Moorer reports

anticipates or renders obvious any of the asserted claims.
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IN THE UNITED STATES DISTRICT COURT

FOR THE WESTERN DISTRICT OF PENNSYLVANIA

Sightsound.com Inc.,
CIVII. ACTION

_ 9843118

V‘ Judge Ambrose

Plaintiff,

NZK, Inc., CDnow, Inc., and
CDnoW Ouline, Inc.,

Defendants.

DECLARATION OF CLYDE E. FINDLEY

. 1. My name is Clyde E. Findley. I am an attorney in the law firm of Kenyon BC

Kenyon, 1500 K Street, NV/, Washington, D.Ci., 20005.

2. On May 8, 2003, I Vlsitedltlle Website available at the following URL:

http://WWW.microsoftcorn/Windows/windowsmedia/Wm7/drrn/architecture.aspx. The

pages attached at Tab 1 are true and correct copies of the web pages available at that Website.

3. On May 8, 2003, I visited the website available at the follovving URL:

http://w'ww.pressplav.com/theservice.html. The pages attached at Tab 2 are true and correct

copies of the Web pages available at that website.

4. On May 8, 2003, I visited the website available at the following URL:

http://vrvsrw.pressplaycorn/fac1.htrnl. The pages attached at Tab 3 are true and correct copies

of the Web pages available at that website.
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5. On May 8, 2003, I visited the Website available at the following URL:

http://w-ww.apole.com/music/store/. The pages attached at Tab 4 are true and correct Copies

of the web pages available at that website.

6. On May 8, 2003, I visited the website available at the following URL:

http://Www.listen.corn/rhap about.isp?sect =catalogs. The pages attached at Tab 5 are true

and correct copies of the web pages available at that Website.

7. On May 8, 2003, I visited the website available at the following URL:

hctp://wwW.listen.corn/rhap> ab0ut-jsp?sect= feat. The pages attached at Tab 6 are true and

correct copies of the Web pages available at that website.

I declare under penalty of perjury under the laws of the United States of America that

the foregoing is true and correct.

Clyde E. Findley
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