During an original examination, if disclosure has been added to a specification and an
examiner believes claims in an application are unsupported by the specification as originally
filed, the proper procedure is to object under 35 U.S.C. § 132 to any alleged new matter
appearing in the specification, and reject the c]aim's as unsupported under Section 112. See
MPEP § 706.03(0). Thereafter, if the applicant does not overcome the objection and rejection,
the applicant has the option of refiling the application as a CIP including a new oath or
declaration in support of the new matter, with the rejected claims being relegated to the actual
filing date of the CIP for prior art purposes. However, in the absence of a CIP, an original
examiner cannot simply elect to assign a later effective priority date to claims the examiner
believes are unsupported by an original specification, and then proceed to cite intervening art
based upon the newly determined date. Such a procedure would amount to creation of a “de
facto CIP” by the original examiner, an undertaking plainly unsupported by statute, regulation,
case law, or MPEP provision, or any other authority or precedent.

During reexamination, it is well established that the scope of the proceeding is limited,
and is considerably narrower than the scope of the original examination. See 37 C.F.R. 1.552.
Accordingly, it is undisputed that a reexamination examiner can have no greater authority than
an original examiner. As a result, because an original examiner cannot create a “de fa?to CIp,”
reassign priority dates, and reject claims over intervening prior art, it is clear that a
reexamination examiner cannot do that either.

In the present case, no CIP was ever required by the original examiner or filed by the
Applicant, and the original examiner therefore could not -- and did not -- reassign priority dates

to the original claims. The Patentee therefore respectfully submits that the present Examiner
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likewise lacks authority -- and therefore jurisdiction -- to reassign priority dates to the pending

unamended claims in reexamination that originally issued in the ‘734 Patent.

B. The Issue of Compliance with 35 U.S.C. § 112 was Considered and Passed on
During the Original Examination Resulting in the ‘734 Patent and the Office
Therefore Lacks Jurisdiction to Revisit the Same Issue in this Proceeding
The Patentee respectfully submits that the Office further lacks jurisdiction under the facts

in this proceeding to challenge the priority date of the unamended originally issued claims in

reexamination, because the issue of those claims’ entitlement to the filing date of the original

application previously was considered and decided during the original examination of the ‘734

Patent.

1. The Issue of Compliance With 35 U.S.C. § 112 Was Considered and Passed
On By the Original Examiner

The Office has asserted in the present Office Action that additional unsupported
disclosure was added to the specification of the ‘734 Patent during the original prosecution of the
application that issued as the ‘734 Patent, as well as in its predecessor applications. The Office
has asserted further that the original examiner, Examiner Nguyen, did not consider or have
reason to consider the issue of whether the additions to the specification constituted new matter.
In support of these assertions, Examiner Foster has provided a helpful chart in the Office Action
in the related copending reexamination of the ’573 Patent, showing when and under what
circumstances additions to the specification and resulting claim amendments were made in the
573 Patent and its predecessor application. No corresponding chart was provided in the instant
Office Action for the 734 Patent. Examiner Foster has, however, pointed to specific elements

added to the claims in the prosecution of the ‘734 Patent.
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In order to demonstrate that Examiner Nguyen did in fact consider the various additions
to the specification and concluded those additions did not constitute new matter and the subject
claims therefore were supported under Section 112, Patentee has reproduced Examiner Foster’s
chart in amended form.! It is appropriate to also consider the prosecution of the ‘573 Patent in
the present reexamination because the ‘734 Patent eventually issued from a continuation of the
‘573 Patent.? As a result, any Section 112 issues déalt with and resolved in the prosecution of
the ‘573 Patent necessarily were resolved as well for the benefit of the prosecution of the ‘734
Patent. Accordingly, the chart also has been amended by adding three columns, subtitled
respectively “Consideration by Examiner Nguyen,” “Response by Applicant,” and “Subsequent

Action by Examiner Nguyen.” That chart is set forth immediately below:

Grandparent Application Grandchild Application Office Action in Application Issuance of
07/206,497 filed June 13, 08/023,098 filed February | 08/023,098 and response ‘734 Patent
1988 26, 1993
Feature Date First Date First Date First Date First Consideration | Response by Subsequent
Appearing Appearing in | Appearing | Appearing in | by Examiner Applicant Action by
in Claims of | Specification | in Claims Specification | Nguyen Examiner
Grandparent | of of of Nguyen
Application | Grandparent | Grandchild | Grandchild
Application | Application | Application
Transferring | December February February 26, | Considered in | Objection/rejection | Claims
Money from | 22, 1988 26, 1993 1993 Office Action | specifically allowed in
Second February February 24, responded to in February 5,
Partytoa 28, 1990 1992 in Parent | June 25, 1992 1997
First Party Application of | response in Parent | Office
(Charging a ‘734 Patent Application Action
Fee)

' The chart was initially amended to add rows showing additional alleged new matter pointed out by Examiner
Foster in the instant Office Action.

2 Application serial number 08/023,098 (the “’098 Application”) was filed as a continuation of application serial
number 07/586,391 (the “’391 Application”), which eventually issued as the ‘573 Patent. The ‘391 application was
in turn a continuation of application serial number 07/206,497 (the “’497 Application”), originally filed on June 13,
1988. The ‘098 Application is therefore the grandchild of the ‘497 Application. A further file wrapper continuation,
serial number 08/607,648 (the “’648 Application”) was filed from the ‘098 Application, and eventually issued as the
734 Patent.
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Providinga | December January 3, | January 3, Considered in | Objection/rejection | Claims
Credit Card | 22, 1988 1994 1994 Office Action | specifically allowed in
Number February 24, responded to in February 5,
1992 in Parent | June 25, 1992 1997
Application of | response in Parent | Office
‘734 Patent Application Action
Controlling | December February February 26, | Considered in | Objection/rejection | Claims
Use of 22,1988 26, 1993 1993 Office Action | responded to in allowed in
First/Second February 24, June 25, 1992 February 5,
Memory 1992 in Parent | response in Parent | 1997
Application of | Application Office
734 Patent Action
Transmitting | February February February 26, | Considered in | Objection/rejection | Claims
toa 28, 1990 26, 1993 1993 Office Action | responded to June | allowed in
Location February 24, 25, 1992 in Parent | February S,
Determined 1992 in Parent | Application 1997
by Second Application of Office
Party ‘734 Patent Action
Specific February February February 26, | No new matter | No response was Claims
Video 28, 1990 26, 1993 1993 issues were ever necessary allowed in
Download ever raised since no issue was | February 5,
Procedures ever raised 1997
Office
Action
First Party August 24, February February 26, | Considered in | Objection/rejection | Claims
in 1990 (not 26, 1993 1993 Office Action | responded to in allowed in
Possession entered) February 24, June 25, 1992 February S,
of 1992 in Parent | response in Parent | 1997
Transmitter Application of | Application Office
‘734 Patent Action
Second August 24, February February 26, | Considered in | Objection/rejection | Claims
Party in 1990 (not 26, 1993 1993 Office Action | specifically allowed in
Possession entered) February 24, responded to in February §,
of Receiver 1992 in Parent | June 25, 1992 1997
and Second Application of | response in Parent | Office
Memory ‘734 Patent Application Action
Account January 3, | January 3, No formal Declaration filed Claims
1994 1994 objection or with amendment allowed in
rejections introducing text to | February 5,
made claims and 1997
specification Office
Action

The foregoing chart shows that substantially all of the alleged new matter issues were

dealt with in the direct parent application, serial number 07/586,391 (the “’391 Application™),

which eventually issued as the ‘573 Patent. Thus, Examiner Nguyen already had considered

those additions and amendments in the Office Action of February 24, 1992, prior to the filing of
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the grandchild application. That consideration included an objection to the specification as
containing new matter under Section 132, and corresponding rejections of the relevant claims
under Section 112. The Applicant responded to, and overcame, that objection and those
rejections in the Response of June 25, 1992. In that Response, the Applicant included arguments
and a Declaration under 37 CFR 1.132 establishing that the additions to the specification had
ample antecedent support in the originally filed specification because the subject matter of the
additions was implicitly disclosed and understood by those skilled in the art. After considering
this Response by the Applicant, Examiner Nguyen withdrew the objection to the specification
and the Section 112 rejections of the claims, and thereby determined the claims were allowable.

During prosecution of the grandchild application, the only element incorporated that can
be alleged to be “new” is the recitation of an “account.” However, when this element was
introduced to the claims and specification by amendment, it was accompanied by a Declaration
under 37 CFR 1.132 establishing that the addition to the specification had ample antecedent
support in the originally filed specification because the subject matter of the addition implicitly
was disclosed and understood by those skilled in the art. This Declaration was accepted by
Examiner Nguyen without comment.

Coincidentally, the prosecution history of the ‘734 Patent shows that, in the first Office
Action after the filing of the grandchild application, Examiner Nguyen did issue an objection to
the specification and rejection of the claims under 35 U.S.C. § 112, first paragraph, as failing to
provide an adequate written description. Examiner Nguyen stated that the specification as filed
“fails to make clear what problems in the prior art the present invention intends to overcome.”
Office Action issued July 1, 1993, page 2. Although the objection and rejection were not “new

matter” based, this nonetheless shows that Examiner Nguyen in fact did review the disclosure
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and claims for compliance with 35 U.S.C. § 112, first paragraph. The Applicant overcame this
rejection by providing an additional summary of the problems associated with the prior art and
pointing out that the description provided in the originally filed specification made it clear what
these problems were. Examiner Nguyen thereafter withdrew the Section 112, first paragraph
rejection.

In view of all of the foregoing, Patentee respectfully submits that the amended chart set
forth above demonstrate indisputably that Examiner Nguyen did consider, or at least had every
reason and opportunity to consider, the very same new matter and Section 112 rejections the
Office has made in the present Office Action. Further, the fact that Examiner Nguyen did make
an objection to the specification and rejection of the claims based on Section 112, first
paragraph, demonstrates she in fact carefully reviewed the specification and claims for
compliance with the requirements of that section. Moreover, even though no objection or
rejections were made by Examiner Nguyen concerning the additional “video feature” disclosure
and claim elements, it is clear from Examiner Nguyen’s overall thorough analysis of the other
Section 132 and Section 112 issues that she also had every reason and opportunity to consider
and object to the “video feature” disclosure and reject those claims as well. She did not,
however, do that. As a result, it is clear Examiner> Nguyen at least implicitly considered and
passed on the “video feature” specification additions and claims as well, thereby allowing all of
the pending claims to issue in the February 5, 1997 Office Action.

2. The Office Lacks Jurisdiction to Review Again the Same Section 112 Issues
Determined by the Original Examiner

As established above, the question of Section 112 support, and hence the appropriate
priority date for the claims in the issued ‘734 Patent, were considered and passed on by

Examiner Nguyen in the original examination. The Patentee therefore respectfully submits that,
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as a matter of established law, the Office lacks jurisdiction under the facts in this proceeding to

challenge again the Section 112 support and the 1988 priority date of the same claims in

reexamination.

In Patlex v. Quiqq, 680 F.Supp. 33, (D.D.C. 1988), the United States District Court for

the District of Columbia addressed a situation substantially identical to the circumstances of the

present reexamination. In that case, the District Court reversed, on summary judgment, a

decision by the Board of Patent Appeals and Interferences (“BPAI”) upholding the final rejection

of three claims in a reexamination proceeding. The claims in question had issued in a patent that

resulted from a string of continuation and divisional applications relating back to an original

priority application. The reexamination examiner took the position that the three claims were not

entitled to the original priority date, and instead reassigned a later effective priority date, based

on the reexamination examiner’s determination that the specification had not enabled the three

claims under Section 112 as of the original filing date.

The District Court determined, however, that the issue of whether the three claims were

enabled under Section 112 previously had been considered and decided by the original examiner,

and the Court therefore explicitly held that the reexamination examiner lacked jurisdiction to

consider that issue again:

Entitlement to the ... [original priority] filing date was decided in the ... [original]
examination. Plaintiffs contended then they were entitled to the [original priority] filing
date, and the first Examiner considered then whether the [original] disclosure was
enabling. Consequently, in order to reexamine ... [the patent] on the basis of whether the
claims were anticipated by ... [later prior art], the reexamination examiner had to
“reexamine” the question of whether the specification of the ... [original application]
contained an enabling disclosure of the subject matter claimed in the ... [patent]. As
noted above, however, the reexamination statute does not contemplate a “‘reexamination”
of the sufficiency of a disclosure. Rather it is limited to reexamination of patentability
based on prior art patents and publications. Hence, the Court concludes that the
Examiner and the Board lack jurisdiction in this case to “reexamine” the sufficiency of
the specification of the ... [original application].” Id. at 36. (Emphasis added)
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The holding of the Patlex case, therefore, is clear. Where, as in the present case, an original
examiner already has considered and determined the sufficiency of a specification’s disclosure
under Section 112 and the resulting entitlement of claims to an original priority date, there is no
“substantial new” question of patentability for reexamination, as required by 35 U.S.C. §§ 301,
et seq. As aresult, the Office lacks jurisdiction to “reexamine” that same issue for those same
claims in a subsequent reexamination proceeding.

Patentee therefore respectfully requests that, for this reason as well, the Office withdraw
the current Section 112 rejections and reassignment of later priority dates for the originally
issued unamended claims.

C. In Any Event, the Claims as Issued in the ‘734 Patent Plainly Were Supported by
the Originally Filed Specification

As previously described, the Office has asserted in the present Office Action, inter-alia,
that the claims as originally issued in the ‘734 Patent rely for written description support on
certain alleged new matter added to the specification during the original prosecution of the ‘734
Patent. The Office also has asserted that the claims directed to the video embodiment of the
invention are not supported by disclosure that was enabling as of the original June 13, 1988
filing date claimed by Patentee. As set forth above in Sections I1I(A) and (B) above, Patentee’s
position is that the Office lacks jurisdiction to review issues of adequate written description and
enablement, especially where the particular issue was dealt with explicitly in the original
prosecution of the patent in reexamination. Nonetheless, Patentee further respectfully traverses
these rejections because, in any event, it is clear the originally filed specification in fact does
provide both adequate written description for all of the issued claims and an enabling disclosure

for those claims directed to the “video feature” of the invention.
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1. The Claims as Issued in the ‘734 Patent are Supported by Adequate Written
Description in the Originally Filed Specification

In the Office Action in the related copending reexamination of the ‘573 Patent, Examiner
Foster provided a helpful chart showing alleged new matter added to the specification of the ‘573
Patent during prosecution. Patentee reproduced an amended version of that chart above in
Section ITII(B)(1), thereby demonstrating the alleged new matter was considered by Examiner
Nguyen and was determined, in fact, not to be new matter. However, for the sake of
thoroughness and to reinforce that Examiner Nguyen correctly determined the issues, Patentee
provides below an analysis demonstrating that each element in Claims 1 through 34 as originally
issued in the ‘734 Patent in fact was supported, either explicitly or implicitly, by the original
specification ﬁléd on June 13, 1988.

i) The Proper Standard for Determining if Claims are Adequately Supported
by a Specification as Filed

As a preliminary matter, Patentee wishes to point out that the standard for written support
in the absence of ipsis verbis recitation of a claim limitation is not strictly the inherency or
required interpretation standard urged by the Office. Rather, the proper standard generally is
whether the written description reasonably conveys to the skilled artisan that the inventor was in
possession of the claimed subject matter.

The issue of whether the written description requirement has been met is a question of
fact, to be determined on a case-by-case basis. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1562
(Fed. Cir. 1991). The legal standard for determining whether the facts of a particular case meet .
the written description requirement is not in dispute, however. In Vas-Cath, the CAFC held that
“[t]he test for sufficiency of support in a patent application is whether the disclosure of the

application relied on ‘reasonably conveys to the skilled artisan that the inventor had possession
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at that time of the later claimed subject matter.”” Vas-Cath 935 F.2d at 1563 (emphasis added).
As further held by the CAFC in Union Oil Co. of Cal. v. Atlantic Richfield Co., 208 F.3d 989
(Fed. Cir. 2000), “[t]he written description does not require the applicant ‘to describe exactly the
subject matter claimed, [instead] the description must clearly allow persons of ordinary skill in
the art to recognize that [the inventor] invented what is claimed.”” Union Oil, 208 F.3d at 997.

Because the written description requirement is fact-based, various decision makers have
at times appeared to drift from the “reasonably conveys” standard mandated by the CAFC. The
CAFC, however, has never wavered from this standard. For example, in Hyatt v. Boone, 146
F.3d 1348 (Fed. Cir. 1998) the court reviewed a BPAI decision holding that one party to an
interference (Hyatt) lacked the necessary written description in his originally filed application to
support a later claim drawn to a count of the interference. The phraseology used by the BPAI in
setting forth the standard for compliance with the written description requirement was that “the
written description must be sufficient, when the entire specification is read, that the ‘necessary
and only reasonable construction’ that would be given it by a person of ordinary skill in the art is
one that clearly supports each positive limitation in the count.” Hyatt, 146 F.3d at 1353. The
appellant argued that the “necessary and only reasonable construction” standard applied by the
BPAI was different from and more rigorous than the “reasonably conveys standard” set forth in
Vas-Cath.

The CAFC determined, however, that the different phraseology used by the BPAI in fact
did not a set different standard for meeting the written description requirement. Rather, the
standard remains that “the written description must include all of the limitations. ..or the
applicant must show that any absent text is necessarily comprehended in the description

provided and would have been so understood at the time the patent application was filed.” Hyatt,
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at 1354-55 (emphasis added). Moreover, the CAFC has on subsequent occasions repeatedly
reinforced that the standard of Vas-Cath remains in effect. See, e.g. Pandrol USA, LP v. Airboss
Ry. Products, Inc., 424 F.3d 1161 (Fed. Cir. 2005)(“[t]he applicant must...convey with
reasonable clarity to those skilled in the art that, as of the filing date sought, he or she was in

possession of the invention.”). In contrast, the general standard does not require that the “only

reasonable interpretation” of the general features in the specification be the more specific
features in the claims. Vas-Cath at 1566 (“[t]he [district] court further erred in applying a legal
standard that essentially required the drawings of the ‘081 design application to necessarily
exclude all diameters other than those within the claimed range.”)(emphasis in original).

In addition to Hyatt, the Office has cited In re Robertson, 169 F.3d 743 (Fed. Cir. 1999)
and Lockwood v. American Airlines, Inc., 107 F.3d 1565 (Fed. Cir. 1997) as establishing a strict
inherency standard for finding written support for a claim element not having ipsis verbis support
in the specification. In the first instance, Patentee respectfully submits that the citation of In Re
Robertson is inapposite. In Robertson, the CAFC reiterated the well known standard for
determining anticipation or obviousness of a claim by prior art where the prior art does not
include literal disclosure of one or more elements of the claim. As such, Robertson was a case
directed solely to Section 102/103 issues, and does not even mention Section 112. Moreover,
nowhere in Hyatt or Lockwood does either court even allude to an inherency standard for
showing support for claim limitations not described ipsis verbis in the specification. Rather, the
CAFC simply held in Lockwood that “exact terms need not be used in haec verba..., the
specification must contain an equivalent description of the claimed subject matter.” Lockwood,

107 F.3d at 1572 (citations omitted).
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Patentee therefore respectfully submits that the requirement of an inherency standard
under Section 112 is unsupported by Hyatt, Robertson, or Lockwood. Rather the proper standard
to be applied by the Office in determining compliance with the written description requirement
remains “whether the disclosure of the application as originally filed reasonably conveys to the
artisan that the inventor had possession at that time of the later claimed subject matter, rather
than the presence or absence of literal support in the specification for the claim language.” In re
Kaslow, 707 F.2d 1366 (Fed. Cir. 1983).

ii) All Features of Claims 1 Through 34 in the ‘734 Patent Find Written
Support in the Originally filed Specification

Applﬁng the proper standard for compliance with the written description requirement
under Section 112, Patentee respectfully submits that all of the limitations in Claims 1 through
34 in the ‘734 Patent were supported by the originally filed specification. To illustrate this point,
Patentee has prepared a detailed chart showing each feature of the invention, the claims in which
those features are recited, and where support in the originally filed specification is found for each

feature. That chart is set forth immediately below:

Feature Claims Written Description of Comments

Reciting Feature in Original

Feature Specification
A method/system for ° 1-34 p-1,Ins. 7-9 ipsis verbis
transferring desired digital P. 2, Ins. 8-10, 20-26
video or digital audio signals

(video) p. 5, Ins. 36-43
forming a connection 1 p- 3, Ins. 35-40 ipsis verbis
through telecommunications
lines between a first memory
of a first party and a second
memory of a second party
first party location and 1,4,11,16, | p. 2, Ins. 47-50 The original as filed
second party location remote | 19, 26 p- 3, Ins. 20-40 specification states
from the first party location, Fig. 1 throughout that digital audio
the second party location p. 4, Ins. 21-23 or digital video signals are
determined by the second sold and transferred via
party telephone lines. A skilled
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artisan would readily
understand this to
comprehend transfers
between two remote
locations.

Since the digital audio or
digital video signals are
transferred to the user’s
(second party’s) control unit,
a skilled artisan would
readily understand that the
second party can determine
the second location.

the first party memory 1,4,16 p. 3, Ins. 35-37 ipsis verbis

having a first party hard disk

having a plurality of digital

video or digital audio

signals, including coded

digital video or digital audio

signals

the first memory having a 1 p. 3, Ins. 19-24 ipsis verbis

sales random access Fig. 1

memory chip

telephoning the first party 1 p. 2, Ins. 47-50 The original as filed

controlling the first memory p- 3, Ins. 20-40 specification states

by the second party Fig. 1 throughout that digital audio

p- 4, Ins. 21-23 or digital video signals are

sold and transferred via
telephone lines. A skilled
artisan would readily
recognize this as
comprehending the
telephoning of the first party
by the second party to
initiate a transaction. This
was addressed previously in
the declaration of Arthur
Hair submitted May 5, 1992.

providing a credit card 1 p- 1, Ins. 13-15 The original as filed

number of the second party p- 2, Ins. 8-10, 20-23, specification states

to the first party so that the 38-52 throughout that the

second party is charged p- 3, Ins. 12-15, 35-37 invention provides for

money electronic sales of digital

audio or digital video
signals. A skilled artisan
would readily recognize
credit card sales as being
comprehended within
electronic sales. This was
addressed previously in the
affidavit of Arthur Hair
dated May 5, 1992.
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electronically coding the 1 p- 2, Ins. 17-19 ipsis verbis

digital video or digital audio p- 4, Ins. 15-20

signals to form coded digital

audio signals into a

configuration that would

prevent unauthorized

reproduction

storing a replica of the 1 p. 4, Ins. 15-23 ipsis verbis

coded desired digital video

or digital audio signals from

the hard disk to the sales

random access memory chip

transferring the stored 1,4 p. 4, Ins. 15-23 The original as filed

replica of the coded desired specification includes ipsis

digital video or digital audio p-4,In.35top. 5, In. 21 verbis support for storing a

signal from the sales random replica of the coded desired

access memory chip of the digital audio or digital video

first party to the second signal to the first party sales

memory of the second party random access memory,

through telecommunications then transferring it to the

lines while the second memory of the second party.

memory is in possession and A skilled artisan would

control of the second party readily recognize that the
second memory is in
possession and control of the
second party, since the
specification as originally
filed states throughout that
the user can store, sort and
play thousands of songs
from the user unit. A skilled
artisan would clearly
understand that this means
the second party controls
and possesses the second
memory. This was
previously addressed in the
declaration of Arthur Hair
filed May S, 1992.

storing the transferred 1 p- 2, Ins. 23-27 ipsis verbis

digital video or digital audio

signals in the second

memory

a second party integrated 2 p. 3, Ins. 26-28 ipsis verbis

circuit which controls and p. 4, Ins. 15-20

executes commands of the Fig. 1

second party connected to a

second party control panel
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commanding the second 2 p. 4, Ins. 12-20 The original as filed

party integrated circuit with specification includes ipsis

the second party control verbis support for using the

panel to initiate the purchase second party control panel to

of the desired digital video command the second party

or digital audio signals from integrated circuit to execute

the first party hard disk commands of the second
party. A skilled artisan
would readily recognize that
a user would command the
second party integrated
circuit to initiate a purchase
of digital video or digital
audio signals, since that is
the purpose of the system.

the second memory includes | 3,5, 8, 13, | p. 3, Ins. 26-31 ipsis verbis

a second party hard disk and | 16,21,30 | Fig.1

an incoming random access

memory chip

the second memory includes | 3, 5, 16, 21, | p. 3, Ins. 26-30 ipsis verbis

a playback random access 30 p- 4, Ins. 39-50

memory chip Fig. |

playing the desired digital 3 p. 2, Ins. 26-32 ipsis verbis

video or digital audio signal

from the second party hard

disk

a first party control unit (in 4,11, 16, p. 2, Ins, 38-43 The as filed original

possession and control of the | 19, 26, 28 p. 3, Ins. 35-49 specification includes ipsis

first party) verbis support for a first
party control unit, where the
authorized agent is the first
party.
A skilled artisan would
readily recognize that the
first party control unit is in
possession and control of the
first party because as an
“agent authorized to
electronically sell and
distribute” digital audio or
digital video, the first party
would necessarily have to
possess and control the
source of the digital audio
and digital video.

a second party control unit 4,11, 16, p- 2, Ins. 38-43 The as filed original

(in possession and control of | 19, 26, 28 p. 3, Ins. 35-49 specification includes ipsis

the second party)

verbis support for a second
party control unit, where the
user is the second party.

A skilled artisan would
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readily recognize that the
second memory is in
possession and control of the
second party, since the
specification as originally
filed states throughout that
the user can store, sort and
play thousands of songs
from the user unit. A skilled
artisan would clearly
understand that this means
the second party controls
and possesses the second
party control unit.

This was previously
addressed in the declaration

of Arthur Hair filed May 5,
1992.

the first party control unit 4,11, 19, p. 2, Ins. 8-10 The as filed original

has a first party hard disk,a | 26, 28 p. 3, Ins. 20-40 specification has ipsis verbis

sales random access Fig. 1 support for a first party

memory chip, and means or control unit with a hard disk,

mechanism for and sales random access

electronically selling desired memory chip.

digital video or digital audio A skilled artisan would

signals readily recognize that the
first party control unit would
include a means or )
mechanism for executing an
electronic sale because the
electronic sale is described
in the original specification
as separate from electronic
transfer and electronic
distribution.

the second party control unit | 4, 19, 21, p. 3, Ins. 26-31 The as filed original

has a second memory 26, 28 Fig. 1 specification has ipsis verbis

connected to the second support for a control panel

party control panel connected to the second
party control unit. A skilled
artisan would readily
understand that the second
party hard disk corresponds
to a second memory.

the second party control unit | 4, 28 p. 3, Ins. 26-33 ipsis verbis

has means for playing Fig. 1

desired digital video or

digital audio signals

connected to and controlled

by the second party control

panel
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selling digital video or
digital audio signals through
telecommunications lines

p. 2, Ins. 8-10, Ins. 47-50

ipsis verbis

the first party control unit
includes a first party control
integrated circuit connected
to the first party hard disk,
the sales random access
memory and the second
party control panel through
telecommunications lines

4,6,11, 16,
19, 22, 26,
28, 31,

p. 3, Ins. 20-33
Fig. 1

ipsis verbis

the first party control unit
includes a first party control
panel connected to and
through which the first party
control integrated circuit is
programmed

6,11, 16,
22,31

p. 3, Ins. 20-24
p. 4, Ins. 12-14
Fig. 1

ipsis verbis

the second party control unit
includes a second party
control integrated circuit
connected to the second
party hard disk, the playback
random access memory and
the first party control
integrated circuit

7,11, 16,
23,32

p. 3, Ins. 20-33
p- 4, Ins 15-20
Fig. 1

ipsis verbis

the second party control
integrated circuit and the
first party control integrated
circuit regulate the transfer
of desired digital video or
digital audio signals

7, 22,23,
31,32

p. 4, Ins. 15-20

ipsis verbis

the second party control unit
includes a second party
control panel connected to
and through which the
second party control
integrated circuit is
programmed

7, 16, 19,
23,26, 28,
32

p. 3, Ins. 26-28
p.- 4, Ins. 12-14
Fig. 1

ipsis verbis

the playing means of the
second party control unit
includes a video display

9, 14, 18,
19,25, 34

p- 3, Ins. 26-33
p- S, Ins. 9-21
Fig. 1

ipsis verbis

the telecommunications
lines include telephone lines

10, 11, 12,
15, 17, 20,
27,29

p- 3,In. 25
Fig. 1

ipsis verbis
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means or mechanism for 11, 16, 19 p. 1, Ins. 10-12 The as filed original

transferring money p. 2, Ins. 8-10, 20-26, 47-52 specification has ipsis verbis

electronically via p. 3, Ins. 20-25 support for electronic sales

telecommunications lines p- 4, Ins. 21-23 via telecommunications

from the second party to the lines. A skilled artisan

first party would readily recognize that
electronic sales via
telecommunications lines
would include the transfer of
money via
telecommunications lines.
This was addressed
previously in the affidavit of
Arthur Hair dated May S,
1992.

means or mechanism for the | 16, 19, 26 p. 1, Ins. 13-15 The specification discloses

first party to charge a fee to p. 2, Ins. 8-10, 20-23, 47-50 electronic sales via

the second party and p- 3, Ins. 20-33 telephone lines. Because the

granting access to desired Fig. 1 agent is authorized to sell

digital video or digital audio and to transfer via telephone

signals lines, there is implicitly
support for selling and
thereby charging a fee. This
was previously pointed out
in the declaration of Arthur
Hair submitted December
30, 1993.

means or mechanism for 11, 16, p. 4, Ins. 15-20 A skilled artisan would

connecting electronically via Fig. 1 readily recognize from the

telecommunications lines specification that the first

the first memory with the memory would include a

second memory means for connecting to the
second memory via the
disclosed telephone lines.

the second party control unit | 11, 16,24, | p. 3, Ins. 26-29 ipsis verbis

includes an incoming 33 Fig. 1

random access memory

means or mechanism for 11,16,26, | p.1,Ins. 10-12 The as filed original

transmitting desired digital 28 p. 2, Ins. 8-10, 20-26, 47-52 specification has ipsis verbis

video or digital audio signals p. 3, Ins. 20-25 support for electronic

p.- 4, Ins. 21-23 distribution via
telecommunications lines.
A skilled artisan would
readily recognize that this
requires transmission of
those signals, where the
telecommunications lines act
as the transmitter.
A skilled artisan would also
readily recognize in order to
receive digital audio or
digital video signals over
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telecommunications lines,
part of the second party
control unit would act as a
receiver. This was
addressed previously in the
affidavit of Arthur Hair
dated May 5, 1992.

a transmitter connected to
the first memory and the
telecommunications lines,
the first party in possession
and control of the
transmitter

11, 16

p- 1, Ins. 10-12
p. 2, Ins. 8-10, 20-26, 47-52
p- 3, Ins. 20-25
p- 4, Ins. 21-23

The as filed original
specification has ipsis verbis
support for electronic
distribution via
telecommunications lines.

A skilled artisan would
readily recognize that this
requires transmission of
those signals, where the
telecommunications lines act
as the transmitter.

a receiver connected to the
second memory and the
telecommunications lines,
the second party in
possession and control of the
receiver

11, 16, 19,
26

A skilled artisan would
readily recognize in order to
receive digital audio or
digital video signals over
telecommunications lines as
disclosed throughout the
specification, part of the
second party control unit
would act as a receiver.
This was addressed
previously in the affidavit of
Arthur Hair dated May 5,
1992.

A skilled artisan would
readily recognize that the
receiver is in possession and
control of the second party,
since the specification as
originally filed states
throughout that the user can
store, sort and play
thousands of songs from the
user unit. A skilled artisan
would clearly understand
that this means the second
party controls and possesses
the second party control
unit. This was previously
pointed out in the
declaration of Arthur Hair
submitted December 30,
1993.

the transmitter remote from
the receiver, the receiver at a
location determined by the

11

p- 2, Ins. 47-50
p. 3, Ins. 20-40
Fig. 1

The original as filed
specification states
throughout that digital audio
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second party in electrical
communication with the
connecting means or
mechanism

p. 4, Ins. 21-23

or digital video signals are
sold and transferred via
telephone lines. A skilled
artisan would readily
understand this to
comprehend transfers
between two remote
locations. A skilled artisan
would further recognize that
in order for transmission of
the digital audio or video
signals to occur the
transmitter and receiver
have to be in electrical
communication with the
connecting means.

means or mechanism for
storing desired digital video
or digital audio signals with
the receiver

11,16

p. 3, Ins. 26-31
p. 4, Ins. 15-20
Fig. 1

The second party control
unit includes a second party
control integrated circuit
which regulates the transfer
of the digital audio and
digital video signals. A
skilled artisan would readily
recognize that the second
party integrated circuit
regulates storage of the
digital audio or digital video
signals.

speakers in possession and
control of the second party

14, 18, 26

p- 3, In. 33, 47-49

The as filed original
specification has ipsis verbis
support for speakers. A
skilled artisan would readily
recognize that the speakers
would be in possession and
control of the second party
since the specification
throughout states that the
second party may repeatedly
listen to stored songs
through the speakers.

the second party choosing
desired digital audio signals
from the first party’s hard
disk

26

p. 2, Ins. 8-16, 20-27, 38-52
p. 35-49

Throughout the specification
discloses electronic sales of
digital video or digital audio
signals.

A skilled artisan would
readily recognize that this
includes the selection of
individual desired signals by
the purchaser.

-44 -

Page 01020



For all the reasons set forth in the chart immediately above, Pafentee respectfully submits that the
written description standard was satisfied for originally issued Claims 1 through 34 of the ‘734
Patent.

2. The “Video Feature” of the Invention in the Claims of the ‘734 Patent was
Enabled by the Originally Filed Specification

The Office asserts the “video feature” of the invention claimed in the ‘734 Patent was not
enabled by the disclosure in the originally filed specification. Patentee respectfully traverses this
for the reasons set forth below.

The Office acknowledges the “original specification does contain a general statement at
the end of the specification stating ‘[fJurther, it is intended that this invention not be limited to
Digital Audio Music and can include Digital Video....”” The Office, however, generally asserts
“this broad, generic statement fails to enable specifically claimed video download and processing
procedures.” Office Action, page 7. Since the Office has not specifically identified which
portions of the claims allegedly are not enabled, Patentee will discuss below the issue of
enablement with respect to particular comments made in the Office Action.

Initially, Patentee respectfully submits that it appears the Office is attempting to apply a
“mass production” standard to the claims when, in actuality, the enablement standard of Section
112 has no such requirement. As the CAFC held in Christianson v. Colt Indus. Operating Corp.,
822 F.2d 1544 (Fed. Cir. 1987) “the law has never required that a patentee ... must disclose in its
patent the dimensions, tolerances, drawings, and other parameters of mass production not
necessary to enable one skilled in the art to practice (as distinguished from mass-produce) the
invention.” Nonetheless, it appears this kind of “mass production” information is exactly the
kind of information the Office now seeks. For example, the Office Action states “[p]ersonal user

devices with the processing power capable of playing back much larger and more complicated
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digital video files, such as DVD players, were not routinely available until the late 1990(s).”
Office Action, page 17. (emphasis added.) Whether such devices “routinely” were available is
not part of the test for enablement, nor is it one of the eight factors for reasonable
experimentation that were laid out by the CAFC in In re Wands, 858 F.2d 731 (Fed. Cir. 1988).
Rather, the only relevant test is whether, without undue experimentation, one of ordinary skill in
the art could have made and used the claimed invention.

As further evidence that the Office seeks to apply a “mass production” standard, it is
noted that the Office Action states “the digital bandwidth required to transmit a video signal at
even VHS quality was around 1.5 megabits per second (approximately 30 megabytes in 3
minutes).” Office Action, page 10. (emphasis added.) However, while VHS quality may be
appropriate for “mass production,” a limitation requiring VHS quality video is not included in
any of the claims, and thus it is impermissible for the Office to use that level of quality as a
benchmark for enablement. In fact, the recent success of very small screen video players shows
that “mass production” can be achieved with even less than VHS quality.

Moreover, even if VHS quality were a requirement for enablement of the claims, there is
no articulated basis to believe the original specification would not have enabled one of ordinary
skill in the art to meet that quality for a short period of time. This fact is accentuated by the

statement in the Office Action that “it is not clear ... how downloaded files of any appreciable or

viable size would have been downloaded and stored on originally disclosed hard disk 60 of the
user in the original spéciﬁcation.” Office Action, page 18. (emphasis added.) The use of
“appreciable” and “viable” makes it clear that short videos are enabled, and nothing more is

required. Moreover, the Office appears to acknowledge that even a 30 megabyte hard drive
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could store a three-minute movie if encoded at 1.5 megabits/second. /d. That alone is sufficient
to meet the enablement requirement.

Moreover, Patentee respectfully submits that the Office impermissibly limits the scope of
what it referenced when the Office Action cites the size of available hard drives. While a 30
megabyte hard drive would have been available in a 3.5 inch form factor, the same chart relied
on by the Office illustrates that hard drives larger than 1.89 gigabytes were available at the same
time. See Exhibit “A” to this Response, which is a copy of the chart cited in footnote 14 of the
Office Action.

The Office has applied the same “mass production” requirement to the library server.
The Office initially seems to acknowledge that mainframes did exist which could have operated
as repositories for copyrighted materials using hard disk drives. However, the Office then seems
to discount the relevance of the existing mainframes by stating “it is not clear how even a small-
sized video library ... would have been stored in the hard disk of the copyright holder ... without
requiring details directed to a complex mainframe operating environment.” Office Action page
18. Patentee respectfully submits this unsupported statement on “complexity” is insufficient to
prove that mainframe operating environments capable of storing digital video files were not
already known at the time the original specification was filed, or that undue experimentation
would have been required to store digital video files in such an environment. The statement also
leaves unanswered how the Office is defining “small” -- according to the enablement standard
under Section 112 or the improper “mass production” standard?

The Office Action further states “[r]egarding the transfer of these large video files over a
network, the proliferation of broadband communication network[s] capable of delivering these

large files to consumers, such as the Internet, simply did not exist or were not well known in
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1988.” Office Action, page 10. (emphasis added.) Such a statement raises at least two issues.
First, “not well known” to whom? Those of ordinary skill in the art of computer systems knew
of telephony-based wide area networks at the time the original specification was filed. See
http://www.rfc-editor.org/rfc-index.html for a list of computer communications standards
including those available at the time of filing. Second, utilization of a “broadband” network is
not required. In fact, the originally filed specification discloses that the audio and video files can
be transferred over telephone lines. While this may not be an extremely fast method of transfer,
it nonetheless clearly is enabling under Section 112.

The Office further questions “how the digital video would have been coded and decoded
during transmission, as digital video coding standards for purposes of transmission and file
download were not settled in 1988. [T]he MPEG-1 standard which was designed to code/decode
digital video information and to transmit the video via a telephone (telecommunications) network

in NTSC (broadcast) quality for archiving, was only established in 1992.” Office Action, page

18. (emphasis added.) Again, Patentee respectfully notes that standardization of video coding
and the use of “NTSC quality” relate to “mass production”, not enablement under Section 112.
Thus, the Office has not alleged -- and cannot allege -- that one of ordinary skill in the art could
not have coded video at some other resolution or using some other encoding technique at the
time the original specification was filed.

Accordingly, Patentee respectfully submits that Claims 1 through 34 directed to the
“video feature” embodiment of the invention were enabled by the originally filed specification
under the proper standard for Section 112 enablement.
D. Because the Originally Issued Claims of the ‘734 Patent are Entitled to the June 13,

1988 Priority Date Awarded During the Original Examination, the References Yurt
and Goldwasser are not Appropriate Prior Art
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Based on the foregoing, Patentee respectfully submits that originally issued Claims 1
through 34 of the ‘734 Patent are entitled to the June 13, 1988 priority date. In the first instance,
it is improper for the Office to reconsider the issue of priority in the present reexamination for
the reasons set forth in Sections III(A) and (B) above. Further, even if it were proper to
reconsider the issue of priority, Patentee respectfully submits the facts of record clearly show the
claims were described adequately and enabled by the originally filed specification for the reasons
set forth in Section III(C) above. Patentee therefore respectfully submits that the references Yurt
and Goldwasser are not appropriate prior art because both. of these references post-date the
applicable June 13, 1988 priority date of the claims. Patentee therefore respectfully requests that
all rejections based on these references be withdrawn.

IV. THE AMENDED AND NEW CLAIMS ARE NEITHER ANTICIPATED BY, NOR
OBVIOUS OVER, THE APPROPRIATE PRIOR ART OF RECORD

Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34 have been
rejected as either anticipated by or obvious over one reference that antedates the proper June 13,
1988 priority date of the claims, and two references that post-date the proper June 13, 1988
priority date. Specifically:

Claims 4, 6 through 19, 22 through 25, 28 and 31 through 34 are rejected under 35 U.S.C.
§ 103(a) as obvious over U.S. Patent No. 5,132,992 to Yurt (Yurt) in view of U.S. Patent No.
5,241,428 to Goldwasser (Goldwasser);

Claims 1 and 2 are rejected under 35 U.S.C. § 103(a) as obvious over Yurt in view of
U.S. Patent No. 4,789,863 to Bush (Bush);

Claim 3 is rejected under 35 U.S.C. § 103(a) as obvious over Yurt in view of Bush,

further in view of Goldwasser.
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Patentee has amended independent Claims 1 and 11 to specify that the digital audio or
digital video signals are stored to a second party hard disk. Moreover, all of independent Claims
4, 16, 19 and 28 recite that the digital audio or digital video signals are stored to a second party
hard disk. Patentee has also added independent Claims 35, 37, 43, 48, 51, and 56 which recite
that the digital audio or digital video signals are stored to a non-volatile storage portion of the
second memory. As a result, Patentee respectfully submits that no appropriate prior art of record
shows, suggests or teaches each and every limitation of independent Claims 1, 4, 11, 16, 19 and
28 or independent Claims 35, 37, 43, 48, 51, and 56. By extension, no appropriate prior art
shows, suggests or teaches each and every limitation of dependent Claims 2, 3, 6 through 10, 12
through 15, 17, 18, 22 through 25 and 31 through 34 or dependent Claims 36, 38 through 42, 44
through 47, 49, 50, 52 through 55 and 57 through 60.

A. The Rejections Based on Yurt and Goldwasser are Improper and Should be
Withdrawn :

As demonstrated above in Section III, Claims 1 through 34 of the ‘734 Patent as issued
were entitled to the June 13, 1988 priority filing date of the original application. Further, as
shown above in Section II, the added recitation of “wherein the second memory includes a non-
volatile storage portion that is not a tape or CD” ié supported in the original specification filed
June 13, 1988. As aresult, in addition to the other originally issued claims, amended Claims 1
and 11 and their respective dependent claims and newly added Claims 35 through 60 are entitled
to the June 13, 1988 priority date. Yurt and Goldwasser therefore are not appropriate prior art
against any of these claims for the purposes of 35 U.S.C. §§ 102 and 103. Patentee therefore
respectfully submits that the rejections based on the combination of Yurt and Goldwasser, and

their combination with Bush, cannot be sustained and should be withdrawn.
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B. Bush Does Not Show, Suggest or Teach Each and Every Limitation of Claims 1
Through 34

As described above, amended Claims 1 and 11 recite the limitation that the digital audio
or digital video signals are stored in a second party hard disk. Further, existing Claims 4, 11, 16,
19 and 28 all state that the digital audio or digital video signals are stored in a second party hard
disk. Patentee respectfully submits that Bush, either alone or in combination any other
applicable reference, does not show, suggest or teach this feature. > In fact, it is apparent that
Bush teaches away from this feature. Further newly added independent Claims 35, 37, 43, 48,
51, and 56 all recite that the digital audio or digital video signals are stored to a non-volatile -
storage portion of a second party memory, wherein the non-volatile storage portion is not a tape
or CD. It similarly is clear that Bush, either alone or in combination with any other applicable
reference, does not show, suggest or teach this feature, and that Bush in fact teaches away from
it.

In particular, Bush discloses a system whereby a user can receive selected pre-recorded
entertainment over cable lines. Bush, col. 1, Ins. 46-48. The pre-recorded entertainment includes
audio and video selections that are stored at a control source in CD format. Bush, col. 2, Ins. 30-
34. According to the disclosure of Bush, the audio or video selection received by the user must
be recorded on a cassette tape. Bush, col. 4, Ins. 7-58. Bush also discloses that a CD may be
used to record the audio or video entertainment. Bush, col. 5, Ins. 24-29.

It therefore is clear that Bush expressly requires audio or video signals be transferred
from a first memory to a CD or tape in the second memory. Thus, the reference recognized the

known problems in the prior art -- the inherent disadvantages in centrally producing CD’s, tapes,

? Patentee is aware that several other references that antedate the June 13, 1988 priority date also are of record, but
have not been cited against pending claims in the present reexamination. Patentee wishes to point out that, for the
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and other fixed media at a remote manufacturing location and then distributing those objects for
sale to ultimate consumers via traditional “brick and mortar” wholesale and retail distribution
channels. However, Bush failed to recognize, and therefore stopped short of, the ultimate and
superior solution to the prior art problems provided by the invention of the ‘734 Patent -- the
elimination of the need to produce CD’s, tapes, or other fixed media objects at the second party’s
location. Thus, where Bush still required the production of CD’s and tapes at the second party’s
location, with all of the attendant localized problems of production, physical storage, and risk of
damage, the invention of the ‘734 Patent solved these problems by providing storage in a non- |
volatile storage permitting repetitive playback of audio and video without requiring the second |
party to make, handle, physically store, or otherwise deal with CD’s, tapes, or other fixed media
forms.

As a result, Patentee respectfully submits that the only reference properly cited does not
show, suggest, or teach transferring audio or video signals from a first memory to a non-volatile
storage portion of a second memory, which non-volatile storage portion is not a tape or CD
and/or which is a hard disk. To the contrary, Bush expressly teaches away from this invention by
requiring that the digital audio or digital video signals be transferred to a CD or tape, while
failing to recognize or deal with the problems and disadvantages associated with CD’s and tapes.
It therefore follows that Bush does not teach storing digital audio or digital video signals in a
portion of a second memory that is a non-volatile storage and is not a tape or CD. Patentee
therefore respectfully submits that Bush does not show, suggest or teach each and every
limitation of independent Claims 1, 4, 11, 16, 19, 28, 35, 37, 43, 48, 51, and 56. As a result,

none of independent Claims 1, 4, 11, 16, 19, 28, 35, 37, 43, 48, 51, and 56, or their respective

reasons set forth in Patentee’s coordinate Response to the Office Action in ‘573 Patent reexamination, the teaching
of these references is similar to that of Bush, since they all teach copying audio or video signals to a tape or CD.
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dependent claims, can be anticipated by or obvious over Bush, alone or in combination with any
other applicable references.
V. DOUBLE PATENTING
Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34 also have been
rejected under the judicially created doctrine of obviousness-type double-patenting over Claims
1 through 6 of the ’573 Patent, which is copending in reexamination, in combination with Yurt.
Patentee submits that this double-patenting rejection is improper as applied to the instant
claims for the reasons set forth below. Patentee therefore respectfully requests that the rejection
be withdrawn.

A. Obviousness-Type Double-Patenting Is Not A New Issue Related To Patentability
And Is Therefore Inappropriate In The Instant Reexamination

Patentee respectfully submits that it is not appropriate to consider and assert obviousness-
type double-patenting in the present reexamination because it does not present a “substantial new
question of patentability.”

During the prosecution of the applications that eventually resulted in the ‘734 Patent and
the related U.S. Patent No. 5,966,440 (the “’440 Patent”), both applications were co-pending
before Examiner Nguyen. Indeed, it was Examiner Nguyen who issued the ‘573 Patent, the
subject ‘734 Patent, and the ‘440 Patent. Examiner Nguyen in each case therefore was well
aware of the scope of the claims in each application and in the patents that issued from those
applications. This by itself indicates the issue of double-patenting was before Examiner Nguyen
in the original examination of the subject ‘734 Patent, and therefore does not present a
“substantial new question of patentability” now.

35 U.S.C. § 303 permits the Director to “determine whether a substantial new question of

patentability is raised.” While the fact that a patent or printed publication previously was cited

-53-

Page 01029



or considered may not preclude the existence of a substantial new question of patentability in
some circumstances, the plain language of the statute nonetheless requires that the question of
patentability raised must be new. Patentee therefore believes it is improper in reexamination to
re-raise a ground for rejection that was before the examiner in the original examination of the
patent (and any related patents) at issue. Moreover, Patentee believes the case law squarely
support’s Patentee’s position on this point. See In re Recreative Technologies Corp., 83 F.3d
1394, 1398 (Fed. Cir. 1996) (“Reexamination is barred for questions of patentability that were
decided in the original examination.”)

In the present case, the prosecution history of the ‘734 Patent shows unequivocally that
the Applicant’s attorney specifically requested Examiner Nguyen consider any issues of double-
patenting that might have resulted from the issuance of the ‘734 Patent. Thus, the Applicant’s
attorney expressly stated to Examiner Nguyen:

“Applicant requests the Examiner to review any double patenting
possibility of the above-identified patent application in regard to U.S.
Patent 5,191,573. If the Examiner determines there is no need for
any double patenting concern, the applicant requests that the
Examiner deem this request to consider double patenting as moot.”
(Response to Office Action filed by Applicant’s Counsel, Ansel
Schwartz, July 13, 1994).

Further, in the related copending application that resulted in the ‘440 Patent, Applicant
again brought the issue of double-patenting to the Examiner Nguyen’s attention. Specifically,
Applicant’s attorney stated to Examiner Nguyen:

“Applicant reminds the Examiner of related continuation
application 08/607,648 and asks the Examiner to review whether
there is any double patenting issue with regard to this application
08/607,648 or parent patent, U.S. Patent No. 5,191,573.”

(Response to Office Action filed by Applicant’s Counsel, Ansel
Schwartz, July 3, 1996)
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Notwithstanding this express raising of the issue fwice by the Applicant, Examiner Nguyen in
subsequent Office Actions deciined to issue a rejection based on double-patenting in the two co-
pending applications that resulted in issuance of the ‘734 and the ‘440 Patents, with respect to
each other or the ‘573 Patent. Thus, Examiner Nguyen plainly had the impetus and the
opportunity to make a double patenting rejection had she felt it warranted. She did not do that
however. It therefore follows, a fortiori, that the question of double-patenting cannot, as a
matter of law and fact, present a “substantial new question of patentability” in the present
proceedings.

Moreover, Patentee respectfully submits that Applicant was -- and Patentee now is --
entitled to rely on Examiner Nguyen’s declining to make a rejection for double-patenting in
response to the Applicant’s previous specific requests to consider the issue. Patentee should not
now be forced to face that same issue in the instant reexamination. That is exactly what 35
U.S.C. § 303 is intended to avoid. Indeed, as recognized by the CAFC in Recreative
Technologies, the “substantial new question requirement would protect patentees from having to
respond to, or participate in unjustified reexaminations. Further, it would act to bar
reconsideration of any argument already decided by the Office” and, as a result, “the statute
[35 U.S.C. § 303] guarded against simply repeating the prior examination on the same issues and
arguments.” Id. at 1397.

Patentee therefore respectfully submits that the issue of double-patenting over the ‘573
Patent was properly before Examiner Nguyen and passed on during the original prosecution of
the ‘734 Patent. As a result, under the plain meaning of 35 U.S.C. § 303 and the CAFC’s
holding in Recreative Technologies, double-patenting, under the present circumstances, is not a

“substantial new question of patentability” and therefore is not a proper issue to be considered in
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this reexamination. Patentee therefore respectfully requests that the rejection of Claims 1
through 4, 6 through 19, 22 through 25, 28 and 31 through 34 for obviousness-type double-
patenting be withdrawn.

B. Yurt is not Available as Prior Art for the Purpose of Obviousness-Type Double-
Patenting

As set forth above, the claims currently in reexamination are entitled to the June 13, 1988
‘ priority date awarded in the initial examination of the ‘734 Patent. As a result, Yurt, which does
not antedate the June 13, 1988 priority date, is not available as prior art. Patentee therefore
respectfully submits that the rejection of Claims 1 through 4, 6 through 19, 22 through 25, 28 and

31 through 34 for obviousness-type double-patenting over Claims 1 through 6 of the ’573 Patent

in combination with Yurt is improper and should be withdrawn for this reason as well.

C. The Rejection Of Claims 1 through 4, 6 through 19, 22 through 25, 28 And 31
through 34 Over Claims 1 through 6 Of The ‘573 Patent Alone Is Improper In An
Obviousness-Type Double-Patenting Rejection
As established above, Yurt is not available as prior art under the circumstances of the

present reexamination. Patentee further respectfully submits that, because ’the rejection for

obviousness-type double-patenting therefore is unsupported by some suggestion in the prior art,
or the knowledge of one having ordinary skill in the art, it is improper and should be withdrawn
for this reason as well.

The BPAI dealt with this very same issue in Ex parte Schmit, 64 USPQ.2d, 1723. In
Schmit, the BPAI reversed a rejection under the doctrine of obviousness-type double-patenting,
where the examiner had relied on a combination of “references” both of which were parents of
the application at issue. In its opinion, the BPAI interpreted its own precedent in Ex parte
Oetiker, 23 USPQ2d 1.651 (Bd. App. 1990), and the precedent of the CAFC in /n re Longi, 774

F.2d 1100, 225 USPQ 645 (Fed. Cir. 1985). The BPAI recognized this precedent to “‘stand for
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the proposition that prior art must be cited to support an obviousness-type double-patenting
rejection.” Schmit, at 1725. (emphasis added) The BPALI therefore properly held that, “[a]bsent
citation of prior art in addition to the base patent, there is no factual basis for the [obviousness-
type double-patenting] rejection.” /d. As a result, in the present reexamination, although the
claims of the ‘573 Patent can be asserted by the Examiner as a partial basis for an obviousness-
type double patenting rejection, the ‘573 Patent cannot by itself support such a rejection. See Ex
parte Schmit, 64 USPQ.2d, 1723; In re White and Langer, 405 F.2d 904, 160 USPQ 417 (CCPA
1969) (“Having been copending with the application at bar, appellants’ own patent is not prior
art although it is the basis of the double patenting rejection.”); Research Corporation
Technologies, Inc. v. Gensia Laboratories, Inc., 10 Fed.Appx. 856, 2001 WL 287093 (Fed. Cir.
2001) (“In considering the question [double-patenting], the patent disclosure may not be used as
prior art.”)

The instant obviousness-type double-patenting rejection implicitly acknowledges that
Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34 are not co-extensive with
the Claims 1 through 6 of the ‘573 Patent. Therefore, Patentee respectfully submits that, under
Oetiker and Longi, as adopted by the BPAI in Schmit, it is necessary to show some rationale,
either in the prior art, or the knowledge of one having ordinary skill in the art, as to why Claims
1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34 are obvious over Claims 1
through 6 of the ‘573 Patent. Since Yurt is not available as prior art for this purpose, and because
the appropriate rationale does not otherwise appear of record elsewhere, Patentee respectfully
submits that the instant double-patenting rejection over Claims 1 through 6 of the *573 Patent

should be withdrawn for this further reason as well.*

* Parenthetically, Patentee notes that Schmit was not published as binding precedent of the BPAI. Nonetheless, for
the reasons set forth above, Patentee believes it is abundantly clear that Schmit was correctly decided and is
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Respectfully submitted,

DRINKER BIDDLE & REATH LLP

&Qfeﬁ,/A/. Koons, Jr.
egistration No. 32,474
DRINKER BIDDLE & REATH LLP

One Logan Square

18" & Cherry Streets

Philadelphia, PA 19103-6996

Telephone: (215) 988-3392
Facsimile: (215) 988-2757

supported by the precedent of the CCPA and CAFC. Patentee therefore respectfully suggests that the Examiner
should follow the Board’s holding in the present reexamination.
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing

Response in Reexamination No. 90/007,403 was served via First Class United States

Mail, postage prepaid, this 29" day of November, 2006, on the following: i

Mr. Albert S. Penilla

Martine, Penilla, & Gencarella, LLP

710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085 '
Attorney for Third Party Reexamination Requester i

torney for Patentee
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CERTIFICATE'OF MAILING BY "EXPRESS MAIL" (37 CFR 1.10) Docket No.
Applicant(s). Arthur R. Hair 219099 (NAPS002)
Application No. Filing Date Examiner Customer No. | Group Art Unit
90/007,403 01/31/2005 : Roland G. Foster 23973
Invention:  System for Transmitting Desired Digital Video or Digital Audio Signals dide

VINkS

| hereby certify that the following correspondence:

Statement Under 37 C.F.R. 1.560(b) w/chart attachments, Post Card.

(Identify type of correspondence)

is being deposited with the United States Postal Service "Express Mail Post Office to Addressee" service under 37

CFR 1.10 in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on

December 1,

2006

(Date)

Note:

DRINKER BIDDLE & REATH LLP
One Logan Square

18th & Cherry Streets
Philadelphia, PA 19103-6996
Telephone (215) 988-3392
Facsimile: (215) 988-2757

Lorraine T. Lewis
(Typed or Printed Name of Person Mailing Correspondence)

Lriare T Lo

(Signature of Person Mailing Carresﬁondence)

EV592625247US
("Express Mail" Mailing Label Numnber)

Each paper must have its own certificate of mailing.
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing
Statement Under 37 C.F.R. §1.560(b) in Reexamination No. 90/007,403 was served via

First Class United States Mail, postage prepaid, this 13T day of December, 2006, on the

following:

Mr. Albert S. Penilla

Martine, Penilla, & Gencarella, LLP
710 Lakeway Drive, Suite 200
Sunnyvale, CA 94085

Attorney for Third Party Reexaminafigh) Redfiester

Rotftt A. Koons, Jr.
Aftorney for Patentee
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of: )

) J101 V.. Fiwv
ARTHUR R. HAIR ) I
Reexamination Control No. 90/007,403 ) 12/01/06

)
Reexamination Filed: January 31, 2005 ) SYSTEM FOR TRANSMITTING

) DESIRED DIGITAL VIDEO OR
Patent Number: 5,675,734 ) AUDIO SIGNAL

)
Examiner: Roland G. Foster )

Mail Stop Ex Parte Reexamination
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

STATEMENT UNDER 37 C.E.R. §1.560(b)

At the Interview with Examiners Foster, Weaver, Laballe, and Supervisory Examiner
Kashnikow on November 16, 2006 in Reexamination Control Nos. 90/007,402; 90/007,403; and
90/007,407, Patentee’s counsel presented the following reasons as warranting favorable action in

the pending Reexamination applications:

1. The rejections of the pending claims in all three Reexaminations under Section 112 are
improper and should be withdrawn because, as a matter of law, the Office is without
jurisdiction to consider whether originally issued claims meet the requirements of Section

112, first paragraph.

PHIP\S31526\1
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2. The rejections of the pending claims in all three Reexaminations under Section 112 also
should be withdrawn because where, as here, the original examiner considered whether
the originally issued claims in the patents in Reexamination met the requirements of
Section 112, first paragraph, the Office is without jurisdiction in these three
Reexaminations to consider again those same issues for those same claims under Section
112, first paragraph. Patentee’s counsel presented a chart showing the manner in which
the original examiner considered and passed on the issue of the originally issued claims

meeting the requirements of Section 112, first paragraph. That chart is attached hereto.

3. Although the Office is without jurisdiction to consider the issue of whether the originally
issued claims in all three Reexaminations meet the requirements of Section 112, first
paragraph, it is clear that, in fact, those claims do meet the requirements of Section 112,
first paragraph, because they find written support and are enabled by the original
specification as it was filed on June 13, 1988. Patentee’s counsel presented charts for all
three patents in Reexamination, showing where support for all of the limitations in the
originally issued claims find support in the original specification as filed on June 13,

1988. Those charts also are attached hereto.

4. Since all of the claims in the three Reexaminations properly are supported under Section
112 by the original specification as filed on June 13, 1988, those claims are entitled to

June 13, 1988 as their priority date.

5. Since all of the claims in the three Reexaminations are entitled to a June 13, 1988 priority
date, certain of the references cited by the Office in the pending Office Actions, i.e.,

United States Patent No. 5,241,421 to Goldwasser; United States Patent No. 5,132,992 to

PHIP\531526\1
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Yurt, and United States Patent No. 4,999,187 to Cohen, are inapplicable and not available
as prior art to the pending claims, because all three references postdate the June 13, 1988

priority date of those claims.

6. All of the other references cited by the Office in the pending Office Actions which
antedate the June 13, 1988 priority date of the claims require that audio or digital signals
be downloaded from a first memory to a second memory that requires a CD or tape.
Patentees have amended the pending claims to make it clear those claims do not require
the second memory be a CD or a tape and, as a result, those claims are not obvious over

any of the pre-June 13, 1988 references, either alone or in combination.

Respectfully submitted,

December 1, 2006
DRINKER BIDDLE & REATH LLP
One Logan Square
18" & Cherry Streets
Philadelphia, PA 19103-6996
Telephone: (215) 988-3392
Facsimile: (215) 988-2757

PHIP\531526\
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Parent Application Child Application Office Action in Issuance of
07/206,497 filed June 13, 07/586,391 filed Application 07/586,391 and | ‘573 Patent
1988 September 18, 1990 response
Feature Date First | Date First Date First | Date First Consideration | Response Subsequent
Appearing | Appearing in | Appearing | Appearing in | by Examiner | by Action by
in Claims Specification | in Claims Specification | Nguyen Applicant | Examiner
of Parent of Parent of Child of Child Nguyen
Application | Application | Application | Application
Transferring | December September Considered in | Objection | Claims
Money from | 22, 1988 18, 1990 Office Action | specifically | allowed in
Second February February 24, | responded | September
Party to a 28, 1990 1992 to in June 21,1992
. First Party 25, 1992 Office
(Charging a response Action
Fee)
Providinga | December September Considered in | Objection | Claims
Credit Card | 22, 1988 18, 1990 Office Action | specifically | allowed in
Number February 24, | responded | September
1992 to in June 21, 1992
25,1992 Office
response Action
Controlling | December September Considered in | Objections | Claims
Use of 22,1988 18, 1990 Office Action | responded | allowed in
First/Second February 24, | toinJune | September
Memory 1992 25,1992 21, 1992
response Office
Action
Transmitting | February September Considered in | Objection | Claims
toa 28, 1990 18, 1990 Office Action | responded | allowed in
Location February 24, | to June 25, | September
Determined 1992 1992 21, 1992
by Second Office
Party Action
Specific February September No new No Claims
Video 28, 1990 18, 1990 matter issues | response allowed in
Download were ever was ever September
Procedures raised necessary | 21,1992
since no Office
issue was Action
ever raised
First Party August 24, September Considered in | Objections | Claims
in 1990 (not 18, 1990 Office Action | responded | allowed in
Possession entered) February 24, | toinJune | September
of 1992 25,1992 21,1992
Transmitter response Office
Action
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Second August 24, September Considered in | Objection | Claims
Party in 1990 (not 18, 1990 Office Action | specifically | allowed in
Possession entered) February 24, | responded | September
of Receiver 1992 to in June 21,1992
and Second 25,1992 Office
Memory response Action
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Claim Features of ‘573 Patent

Feature Claims Written Description Comments
Reciting | of Feature in Original
Feature | Specification

A method for 1 p-1,Ins. 7-9 ipsis verbis

transmitting a desired p- 2, Ins. 8-10, 20-26

digital audio signal

stored on a first 1, 4 p. 3, Ins. 35-40 The specification

memory of a first p. 4, Ins. 12-26 states ipsis verbis that

party to a second the hard disk in the

memory of a second control unit of the

party authorized agent is
the source of the
digital signal. Further,
the specification states
that the digital signal
is transferred to the
hard disk in the
control unit of the
user. A skilled artisan
would understand this
as transferring signals
stored on a first
memory to a second
memory.

transferring money via | 1, 4 p. 1, Ins. 13-15 The specification

a telecommunications
line to a first party
location remote from
the second memory

p. 2, Ins. 8-10, 20-23,
47-50

p. 3, Ins. 20-33

Fig. 1

discloses electronic
sales via telephone
lines. Because the
agent is authorized to
sell and to transfer via
telephone lines, there
is implicitly support for
selling and thereby
transferring money.
This was previously
pointed out in the
declaration of Arthur
Hair submitted May 5,
1992. A skilled artisan
would readily
understand this to
comprehend transfers
between two remote
locations.
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second party
financially distinct
from the first party

1,4

p. 1, Ins. 13-15

p. 2, Ins. 8-10, 20-23,
47-50

p. 3, Ins. 20-33

A skilled artisan would
readily recognize that
a sale requires the
parties to be
financially distinct.
This was previously
pointed out in the
declaration of Arthur
Hair submitted May 5,
1992.

second party
controlling use and in
possession of the
second memory

1,3

p. 3, Ins. 26-33, 40-43

The as filed original
specification includes
ipsis verbis support for
a second party control
unit, where the user is
the second party.

A skilled artisan would
readily recognize that
the second memory is
in possession and
control of the second
party, since the
specification as
originally filed states
throughout that the
user can store, sort
and play thousands of
songs from the user
unit. A skilled artisan
would clearly
understand that this
means the second
party controls and
possesses the second
party control unit.
This was previously
pointed out in the
declaration of Arthur
Hair submitted May 5,
1992.

connecting
electronically via a
telecommunications
line the first memory
with the second
memory

1,4

p. 3, Ins. 35-40

ipsis verbis
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transmitting the 1 p. 2,1In, 47-52 The as filed original
desired digital audio p. 3, Ins. 35-40 specification has ipsis
signal from the first Fig. 1 verbis support
memory with a transmitting a desired
transmitter in control digital audio signal
and possession of the and that the hard disk
first party in the control unit of
the authorized agent
is the source. A
skilled artisan would
recognize that in order
to regulate distribution
of the signals the
authorized agent
would have to possess
and control the
transmitter. This was
previously pointed out
in the declaration of
Arthur Hair submitted
May 5, 1992.
to a receiver having 1,4 p. 2, Ins. 47-50 A skilled artisan would
the second memory at p. 3, Ins. 20-40 readily recognize in
a location determined Fig. 1 order to receive digital
by the second party; p. 4, Ins. 21-23 signals over

said receiver in
possession and control
of the second party

telecommunications
lines as disclosed
throughout the
specification, part of
the second party
control unit would act
as a receiver. This
was addressed
previously in the
affidavit of Arthur Hair
dated May 5, 1992, A
skilled artisan would
also readily
understand this to
comprehend transfers
between two remote
locations. Since the
second party
possesses the second
memory the second
party can determine
its location. This was
addressed previously
in the declaration of
Arthur Hair submitted
May 5, 1992.
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storing the digital 1 p. 2, Ins. 23-27 ipsis verbis
audio signal in the
second memory

searching the first 2 p. 3, Ins. 35-40 The as filed original
memory for the p. 4, Ins. 12-28 specification has ipsis
desired digital audio verbis support for
signal electronic sales and

electronic transfer of
digital signals from a
control unit of an
authorized agent to a
control unit of a user.
A skilled artisan would
readily recognize that
this would include
searching the hard
disk of the first party
to locate desired
digital signals for

purchase.
selecting the desired 2 p. 3, Ins. 35-40 The as filed original
digital audio signal p. 4, Ins. 12-28 specification has ipsis
from the first memory verbis support for

electronic sales and
electronic transfer of
digital signals from a
control unit of an
authorized agent to a
control unit of a user.
A skilled-artisan would
readily recognize that
this would include
selecting desired
digital signals from the
hard disk of the first
party for purchase.
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telephoning the first
party controlling use
of the first memory by
the second party

3,6

p. 2, Ins. 47-50
p. 3, Ins. 20-40
Fig. 1

p. 4,Ins. 21-23

The original as filed
specification states
throughout that digital
audio or digital video
signals are sold and
transferred via
telephone lines. A
skilled artisan would
readily recognize this
as comprehending the
telephoning of the first
party by the second
party to initiate a
transaction. This was
addressed previously
in the declaration of
Arthur Hair submitted
May 5, 1992.

providing a credit card
number of the second
party to the first party
so that the second
party is charged
money

3,6

p. 1,Ins. 13-15

p. 2, Ins. 8-10, 20-23,
38-52

p. 3, Ins. 12-15, 35-37

The original as filed
specification states
throughout that the
invention provides for
electronic sales of
digital audio or digital
video signals. A
skilled artisan would
readily recognize
credit card sales as
being comprehended
within electronic sales.
This was addressed
previously in the
affidavit of Arthur Hair
dated May 5, 1992.
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first party controlling 3,6 p. 2, Ins. 38-43 The as filed original
the first memory p. 3, Ins. 35-49 specification includes
ipsis verbis support for
a first party control
unit, where the
authorized agent is
the first party.

A skilled artisan would
readily recognize that
the first party control
unit is in possession
and control of the first
party because as an
“agent authorized to
electronically sell and
distribute” digital
audio or digital video,
the first party would
necessarily have to
possess and control
the source of the
digital audio and
digital video. This was
previously pointed out
in the declaration of
Arthur Hair submitted
May 5, 1992. :

A method for 4 v p. 5, Ins. 36-43 ipsis verbis
transmitting a desired
digital video signal
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transmitting the
desired digital video
signal from the first
memory with a
transmitter in control
and possession of the
first party

p. 5, Ins. 36-43
p. 2, In. 47-52
p. 3, Ins. 35-40
Fig. 1

The as filed original
specification has ipsis
verbis support
transmitting a desired
digital audio signal
and that the hard disk
in the control unit of
the authorized agent
is the source. A
skilled artisan would
recognize that in order
to regulate distribution
of the signals the
authorized agent
would have to possess
and control the
transmitter. This was
previously pointed out
in the declaration of
Arthur Hair submitted
May 5, 1992.

A skilled artisan would
recognize based on
the disclosure at the
end of the
specification that this
procedure could also
be used for digital
video.

storing the digital
video signal in the
second memory

p. 5, Ins. 36-43
p. 2, Ins. 23-27

The as filed original
specification has ipsis
verbis support for
storing digital signals
on the hard disk of the
user control unit. A
skilled artisan would
recognize based on
the disclosure at the
end of the
specification that this
procedure could also
be used for digital
video.
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searching the first
memory for the
desired digital video
signal

p. 3, Ins. 35-40
p. 4, Ins. 12-28
p. 5, Ins. 36-43

The as filed original
specification has ipsis
verbis support for
electronic sales and
electronic transfer of
digital signals from a
control unit of an
authorized agent to a
control unit of a user.
A skilled artisan would
readily recognize that
this would include
searching the hard
disk of the first party
to locate desired
digital signals for
purchase.

A skilled artisan would
recognize based on
the disclosure at the
end of the
specification that this
procedure could also
be used for digital
video.

selecting the desired
digital video signal
from the first memory

p. 3, Ins. 35-40
p. 4, Ins. 12-28
p. 5, Ins. 36-43

The as filed original
specification has ipsis
verbis support for
electronic sales and
electronic transfer of
digital signals from a
control unit of an
authorized agent to a
control unit of a user.
A skilled artisan would
readily recognize that
this would include
selecting desired
digital signals from the
hard disk of the first
party for purchase.

A skilled artisan would
recognize based on
the disclosure at the
end of the
specification that this
procedure could also
be used for digital
video.
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Claim Features of ‘734 Patent

Feature Claims Written Description Comments
Reciting | of Feature in Original
Feature | Specification

A method/system for 1-34 p. 1, Ins. 7-9 ipsis verbis

transferring desired p. 2, Ins. 8-10, 20-26

digital video or digital

audio signals (video) p. 5, Ins. 36-43

forming a connection 1 p. 3, Ins. 35-40 ipsis verbis

through

telecommunications

lines between a first

memory of a first party

and a second memory

of a second party

first party location and 1,4,11, |(p. 2, Ins. 47-50 The original as filed

second party location 16, 19, p. 3, Ins. 20-40 specification states

remote from the first 26 Fig. 1 throughout that

party location, the p. 4, Ins. 21-23 digital audio or digital

second party location video signals are sold

determined by the and transferred via

second party telephone lines. A
skilled artisan would
readily understand
this to comprehend
transfers between
two remote locations.
Since the digital
audio or digital video
signals are
transferred to the
user’s (second
party’s) control unit,
a skilled artisan
would readily
understand that the
second party can
determine the second
location.

the first party memory | 1, 4, 16 p. 3, Ins. 35-37 ipsis verbis

having a first party
hard disk having a
plurality of digital video
or digital audio signals,
including coded digital
video or digital audio-
signals
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the first memory
having a sales random
access memory chip

p. 3, ins. 19-24
Fig. 1

ipsis verbis

telephoning the first
party controlling the
first memory by the
second party
Possibly Amend to:
“establishing
telephone
communications
between the first
memory and the
second memory”

p. 2, Ins. 47-50
p. 3, Ins. 20-40
Fig. 1

p. 4, Ins. 21-23

The original as filed
specification states
throughout that
digital audio or digital
video signals are sold
and transferred via
telephone lines. A
skilled artisan would
readily recognize this
as comprehending
the telephoning of the
first party by the
second party to
initiate a transaction.
This was addressed
previously in the
declaration of Arthur
Hair submitted May
5, 1992.

providing a credit card
number of the second
party to the first party
so that the second
party is charged money

p. 1, Ins. 13-15

p. 2, Ins. 8-10, 20-23,
38-52

p. 3, Ins. 12-15, 35-37

The original as filed
specification states
throughout that the
invention provides for
electronic sales of
digital audio or digital
video signais. A
skilled artisan would
readily recognize
credit card sales as
being comprehended
within electronic
sales. This was
addressed previously
in the affidavit of
Arthur Hair dated
May 5, 1992.

electronically coding
the digital video or
digital audio signals to
form coded digital
audio signals into a
configuration that
would prevent
unauthorized
reproduction

p. 2, Ins. 17-19
p. 4, Ins. 15-20

ipsis verbis
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storing a replica of the {1 p. 4, Ins. 15-23 ipsis verbis

coded desired digital

video or digital audio

signals from the hard

disk to the sales

random access memory

chip

transferring the stored 1, 4 p. 4, Ins. 15-23 The original as filed

replica of the coded specification includes

desired digital video or p.4,In. 35to p. 5, In. | ipsis verbis support

digital audio signal 21 for storing a replica of

‘| from the sales random the coded desired

access memory chip of digital audio or digital

the first party to the video signal to the

second memory of the first party sales

second party through random access

telecommunications _ memory, then

lines while the second transferring it to the

memory is in memory of the

possession and control second party.

of the second party A skilled artisan
would readily
recognize that the
second memory is in
possession and
control of the second
party, since the
specification as
originally filed states
throughout that the
user can store, sort
and play thousands of
songs from the user
unit. A skilled artisan
would clearly
understand that this
means the second
party controls and
possesses the second
memory. This was
previously addressed
in the declaration of
Arthur Hair filed May
5, 1992.

storing the transferred 1 p. 2, Ins. 23-27 ipsis verbis

digital video or digital

audio signals in the

second memory
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a second party
integrated circuit which
controls and executes
commands of the
second party connected
to a second party
control panel!

p. 3, Ins. 26-28
p. 4, Ins. 15-20
Fig. 1

ipsis verbis

commanding the
second party integrated
circuit with the second
party control panel to
initiate the purchase of
the desired digital
video or digital audio
signals from the first
party hard disk

p. 4, Ins. 12-20

(CANCEL)

the second memory
includes a second party
hard disk and an
incoming random
access memory chip

3,58,
13, 16,
21, 30

p. 3, Ins. 26-31
Fig. 1

ipsis verbis

the second memory
includes a playback
random access memory
chip

3,5, 16,
21, 30

p. 3, Ins. 26-30
p. 4, Ins. 39-50
Fig. 1

ipsis verbis

playing the desired
digital video or digital
audio signal from the
second party hard disk

p. 2, Ins. 26-32

ipsis verbis
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a first party control unit
(in possession and
control of the first

party)

4,11,
16, 19,
26, 28

p. 2, Ins. 38-43
p. 3, Ins. 35-49

The as filed original

| specification includes

ipsis verbis support
for a first party
control unit, where
the authorized agent
is the first party.

A skilled artisan
would readily
recognize that the
first party control unit
is in pessession and
control of the first
party because as an
“agent authorized to
electronically sell and
distribute” digital
audio or digital video,
the first party would
necessarily have to
possess and control
the source of the
digital audio and
digital video.
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a second party control
unit (in possession and
control of the second

party)

4,11,
16, 19,
26, 28

p. 2, Ins. 38-43
p. 3, Ins. 35-49

The as filed original
specification includes
ipsis verbis support
for a second party
control unit, where
the user is the second
party.

A skilled artisan
would readily
recognize that the
second memory is in
possession and
control of the second
party, since the
specification as
originally filed states
throughout that the
user can store, sort
and play thousands of
songs from the user
unit. A skilled artisan
would clearly
understand that this
means the second
party controls and
possesses the second
party control unit.
This was previously
addressed in the
declaration of Arthur
Hair filed May 5,
1992.
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the first party control 4,11, p. 2, Ins. 8-10 The as filed original

unit has a first party 19, 26, p. 3, Ins. 20-40 specification has ipsis

hard disk, a sales 28 Fig. 1 verbis support for a

random access memory first party control unit

chip, and means or with a hard disk, and

mechanism for sales random access

electronically selling memory chip.

desired digital video or A skilled artisan

digital audio signals would readily
recognize that the
first party control unit
would include a
means or mechanism
for executing an
electronic sale
because the
electronic sale is

' described in the

original specification
as separate from
electronic transfer
and electronic
distribution.

the second party 4, 19, p. 3, Ins. 26-31 "The as filed original

control unit has a 21, 26, Fig. 1 specification has ipsis

second memory 28 verbis support for a

connected to the control panel

second party control connected to the

panel second party control
unit. A skilled artisan
would readily
understand that the
second party hard
disk corresponds to a
second memory.

the second party 4, 28 p. 3, Ins. 26-33 ipsis verbis

control unit has means Fig. 1

for playing desired

digital video or digital

audio signals connected

to and controlled by the

second party control

panel

selling digital video or 4 p. 2, Ins. 8-10, Ins. 47- | ipsis verbis

digital audio signals
through
telecommunications
lines

50
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the first party control
unit includes a first
party control integrated
circuit connected to the
first party hard disk,
the sales random
access memory and the
second party control
panel through
telecommunications
lines

4,6,11,
16, 19,
22, 26,
28, 31,

p. 3, Ins. 20-33
Fig. 1

ipsis verbis

the first party control
unit includes a first
party control panel
connected to and
through which the first
party control integrated
circuit is programmed

6, 11,
16, 22,
31

p. 3, Ins. 20-24
p. 4, Ins. 12-14
Fig. 1

ipsis verbis

the second party
control unit includes a
second party control
integrated circuit
connected to the
second party hard disk,
the playback random
access memory and the
first party control
integrated circuit

7,11,
16, 23,
32

p. 3, Ins. 20-33
p. 4, Ins 15-20
Fig. 1 -

ipsis verbis

the second party
control integrated
circuit and the first
party control integrated
circuit regulate the
transfer of desired
digital video or digital
audio signals

7, 22,
23, 31,

p. 4, Ins. 15-20

ipsis verbis

the second party
control unit includes a
second party control
panel connected to and
through which the
second party control
integrated circuit is
programmed

7, 16,
19, 23,
26, 28,
32

p. 3, Ins. 26-28
p. 4, Ins. 12-14
Fig. 1

ipsis verbis
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the playing means of 9, 14, p. 3, Ins. 26-33 ipsis verbis

the second party 18, 19, p. 5, Ins. 9-21

control unit includes a 25, 34 Fig. 1

video display

the telecommunications | 10, 11, p. 3, In. 25 ipsis verbis

lines include telephone | 12, 15, Fig. 1

lines 17, 20,

27, 29

means or mechanism 11, 16, p. 1, Ins. 10-12 The as filed original

for transferring money | 19 p. 2, Ins. 8-10, 20-26, | specification has ipsis

electronically via 47-52 verbis support for

telecommunications p. 3, Ins. 20-25 electronic sales via

lines from the second p. 4, Ins. 21-23 telecommunications

party to the first party lines. A skilled
artisan would readily
recognize that
electronic sales via
telecommunications
lines would include
the transfer of money
via
telecommunications
lines. This was
addressed previously
in the affidavit of
Arthur Hair dated
May 5, 1992,

means or mechanism 16, 19, p. 1, Ins. 13-15 The specification

for the first party to 26 p. 2, Ins. 8-10, 20-23, | discloses electronic

charge a fee to the
second party and
granting access to
desired digital video or
digital audio signals

47-50
p. 3, Ins. 20-33
Fig. 1

sales via telephone
lines. Because the
agent is authorized to
sell and to transfer
via telephone lines,
there is implicitly
support for selling
and thereby charging
a fee. This was
previously pointed
out in the declaration
of Arthur Hair
submitted December
30, 1993.
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means or mechanism 11, 16, p. 4, Ins. 15-20 A skilled artisan

for connecting Fig. 1 would readily

electronically via recognize from the

telecommunications specification that the

lines the first memory first memory would

with the second include a means for

memory connecting to the
second memory via
the disclosed
telephone lines.

the second party 11, 16, p. 3, Ins. 26-29 ipsis verbis

control unit includes an | 24, 33 Fig. 1

incoming random

access memory

means or mechanism 11, 16, p. 1, Ins. 10-12 The as filed original

for transmitting desired | 26, 28 p. 2, Ins. 8-10, 20-26, | specification has jpsis

digital video or digital
audio signals

47-52
p. 3, Ins. 20-25
p. 4, Ins. 21-23

verbis support for

electronic distribution

via

telecommunications

lines. A skilled

artisan would readily

recognize that this

requires transmission

of those signals,
where the

telecommunications

lines act as the
transmitter.

A skilled artisan
would also readily

recognize in order to
receive digital audio

or digital video
sighals over

telecommunications

lines, part of the

second party control

unit would act as a
receiver. This was

addressed previously

in the affidavit of
Arthur Hair dated
May 5, 1992.

10
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a transmitter connected
to the first memory and
the telecommunications
lines, the first party in
possession and control
of the transmitter

11, 16

p. 1, Ins. 10-12

p. 2, Ins. 8-10, 20-26,
47-52

p. 3, Ins. 20-25

p. 4, Ins. 21-23

The as filed original
specification has ipsis
verbis support for
electronic distribution
via
telecommunications
lines. A skilled
artisan would readily
recognize that this
requires transmission
of those signals,
where the
telecommunications
lines act as the
transmitter.

11
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a receiver connected to
the second memory
and the
telecommunications
lines, the second party
in possession and
control of the receiver

11, 16,
19, 26

p. 2, Ins. 47-49
p. 3, Ins. 35-38
p. 4, Ins. 24-26

A skilled artisan
would readily
recognize in order to-
receive digital audio
or digital video
signals over
telecommunications
lines as disclosed
throughout the
specification, part of
the second party
control unit would act
as a receiver. This
was addressed
previously in the
affidavit of Arthur
Hair dated May 5,
1992.

A skilled artisan
would readily
recognize that the
receiver is in
possession and
control of the second
party, since the
specification as
originally filed states
throughout that the
user can store, sort
and play thousands of
songs from the user
unit. A skilled artisan
would clearly
understand that this
means the second
party controls and
possesses the second
party control unit.
This was previously
pointed out in the
declaration of Arthur
Hair submitted
December 30, 1993.

12

Page 01062




the transmitter remote
from the receiver, the
receiver at a location
determined by the
second party in
electrical
communication with
the connecting means
or mechanism

11

p. 2, Ins. 47-50
p. 3, Ins. 20-40
Fig. 1

p. 4, Ins. 21-23

The original as filed
specification states
throughout that
digital audio or digital
video signals are sold
and transferred via
telephone lines. A
skilled artisan would
readily understand
this to comprehend
transfers between
two remote locations.
A skilled artisan
would further
recognize that in
order for transmission
of the digital audio or
video signals to occur
the transmitter and
receiver have to be in
electrical
communication with
the connecting
means.

means or mechanism
for storing desired
digital video or digital
audio signals with the
receiver

11, 16

p. 3, Ins. 26-31
p. 4, Ins. 15-20
Fig. 1

The second party
control unit includes a
second party control
integrated circuit
which regulates the
transfer of the digital
audio and digital
video signals. A
skilled artisan would
readily recognize that
the second party
integrated circuit
regulates storage of
the digital audio or
digital video signals.

13
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speakers in possession
and control of the
second party

14, 18,
26

p. 3, In. 33, 47-49

The as filed original
specification has ipsis
verbis support for
speakers. A skilled
artisan would readily
recognize that the
speakers would be in
possession and
control of the second
party since the
specification
throughout states
that the second party
may repeatedly listen
to stored songs
through the speakers.

the second party
choosing desired digital
audio signals from the
first party’s hard disk

26

p. 2, Ins. 8-16, 20-27,
38-52
p. 35-49

Throughout the
specification discloses
electronic sales of
digital video or digital
audio signals.

A skilled artisan
would readily
recognize that this
includes the selection
of individual desired
signals by the
purchaser.

14
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Claim Features of ‘440 Patent

first party to the
second memory of
the second party
control unit of the
second party
through
telecommunications
lines

Feature Claims | Written Description Comments
Reciting | of Feature in Original
Feature | Specification
A method/system 1-63 p. 1, Ins. 13-15 ipsis verbis
for transferring p. 2, Ins. 8-10, 20-26
desired digital video
or digital audio (video) p. 5, Ins. 36-43
signals
forming a 1-22, p. 3, Ins. 35-40 ipsis verbis
connection through | 25-28,
telecommunications | 36-46,
lines between a first | 58-63
memory of a first
party and a second
memory of a
‘1 second party
control unit of a
second party
first memory having | 1-21, p. 3, Ins. 35-37 ipsis verbis
desired digital video | 25-28,
or digital audio 42-57,
signals 62, 63
selling electronically | 1-22, p. 2, Ins. 47-52 ipsis verbis
by the first party to | 25-28, p. 3, Ins. 35-40
the second party 40, 42-
through 45
telecommunications
lines
transferring the 1-21, p. 2, In. 47-52 ipsis verbis
desired digital video | 25-28, p. 3, Ins. 35-40
or digital audio 36-40, Fig. 1
signals from the 42-46,
first memory of the | 62-63
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the second party 1-41, p. 3, Ins. 26-33, 40-43 | The as filed original

control unit with the | 46-52, specification includes

second memory is 62 ipsis verbis support for a

in possession and second party control unit,

control of the where the user is the

second party second party.
A skilled artisan would
readily recognize that the
second memory is in
possession and control of
the second party, since
the specification as
originally filed states
throughout that the user
can store, sort and play
thousands of songs from
the user unit. A skilled
artisan would clearly
understand that this
means the second party
controls and possesses
the second party control
unit. This was previously
pointed out in the
declaration of Arthur Hair
submitted May 5, 1992.

playing through 1-10, p. 2, Ins. 26-32 ipsis verbis

speakers of the 11, 22,

second party 36-46,

control unit the 63

digital video or

digital audio signals

in the second

memory

speakers of the 1-10, p. 3, Ins. 25-32 ipsis verbis

second party 28, 35, p. 4, Ins. 47-50

control unit 62 Fig. 1

connected with the

second memory of

the second party

control unit

528758 2
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first contro! unit in 24, 31- p. 2, Ins. 38-43 The as filed original
possession and 35 p. 3, Ins. 35-49 specification includes
control of first party ipsis verbis support for a
first party control unit,
where the authorized
agent is the first party.

A skilled artisan would
readily recognize that the
first party control unit is
in possession and control
of the first party because
as an “agent authorized
to electronically sell and
distribute” digital audio
or digital video, the first
party would necessarily
have to possess and
control the source of the
digital audio and digital
video. This was
previously pointed out in
the declaration of Arthur
Hair submitted May 5,

1992.
second party 2-63 p. 2, Ins. 47-50 The original as filed
location remote p. 3, Ins. 20-40 specification states
from the first party Fig. 1 throughout that digital
location, p. 4, Ins. 21-23 audio or digital video
determined by the : signals are sold and
second party transferred via telephone

lines. A skilled artisan
would readily understand
this to comprehend
transfers between two
remote locations. Since
the second party
possesses the second
memory the second
party can determine its
location. This was
previously pointed out in
the declaration of Arthur
Hair submitted May 5,
1992,

528758 3
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charging a fee via 2-10, p. 1, Ins. 13-15 The specification

telecommunications | 19-21, p. 2, Ins. 8-10, 20-23, discloses electronic sales

lines by the first 36-40, 47-50 via telephone lines.

party to the second | 43-45, p. 3, Ins. 20-33 Because the agent is

party 47-63 Fig. 1 authorized to sell and to
transfer via telephone
lines, there is implicitly
support for selling and
thereby charging a fee.
This was previously
pointed out in the
declaration of Arthur Hair
submitted December 30,
1993.

second party has an | 3-10, p. 1, Ins. 13-15 The specification

account, charging 20-21, | p. 2, Ins. 8-10, 20-23, discloses electronic sales

the account of the 38-40, 47-50 via telephone lines. A

second party 44-45, p. 3, Ins. 20-33 skilled artisan would

56-57, Fig. 1 readily recognize that

Possibly Amend 60-61 charging a fee via

to: “"Charging the telecommunications lines

second party” would include the second
party having an account
that can be charged.
This was previously
pointed out in the
declaration of Arthur Hair
submitted December 30,
1993.

telephoning the first | 4-10, p. 2, Ins. 47-50 The original as filed

party controlling 39-40, p. 3, Ins. 20-40 specification states

use of the first 45, 57, Fig. 1 throughout that digital

memory by the 61 p. 4, Ins, 21-23 audio or digital video

second party
Possibly Amend
to: “establishing
telephone
communications
between the first
memory and the
second memory”

signals are sold and
transferred via telephone
lines. A skilled artisan
would readily recognize
this as comprehending
the telephoning of the
first party by the second
party to initiate a
transaction. This was
addressed previously in
the declaration of Arthur
Hair submitted May 5,
1992,

528758
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providing a credit 4-10, p. 1, Ins. 13-15 The original as filed

card number of the | 21, 39- p. 2, Ins. 8-10, 20-23, specification states

second party 40, 45, 38-52 throughout that the

controlling the 61 p. 3, Ins. 12-15, 35-37 | invention provides for

second memory to electronic sales of digital

the first party audio or digital video

controlling the first signals. A skilled artisan

memory so the would readily recognize

second party is credit card sales as being

charged money comprehended within
electronic sales. This
was addressed previously
in the affidavit of Arthur
Hair dated May 5, 1992.

storing the desired 5-10, p. 2, Ins. 23-27 ipsis verbis

digital video or 22, 36-

digital audio signals | 41

in the second

memory

electronically coding | 6-8 p. 2, Ins. 17-19 ipsis verbis

the desired digital p. 4, Ins. 15-20

video or digital

audio signals into a

configuration which

would prevent

unauthorized

reproduction of the

desired digital audio

signals

first memory 7-8, 13, | p. 4, Ins. 5-6 ipsis verbis

includes first party 14, 27- p. 3,In. 19 [

hard disk 28, 34- Fig. 1

35, 49-
54

second party can 58-61 p. 5, Ins. 36-43 The as filed original

view desired digital p. 3, Ins. 26-33 specification has ipsis

video signals verbis support for a video
display. Since the
specification explicitly
says that the invention is
applicable to video, a
skilled artisan would
recognize that a user
could view the desired
video signals on the
video display.

528758 5
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second party can 63 p. 4, Ins. 27-28, 36-50 | ipsis verbis

listen to the desired

digital audio signals

first memory 7-8, 13- | p. 3, Ins. 19-24 ipsis verbis

includes a sales 18, 25- Fig. 1

random access 28, 49-

memory chip 54

second party 48-54 p. 3, Ins. 26-30 The as filed original

control unit includes Fig. 1 specification has ipsis

second memory verbis support for a
second party control unit.
A skilled artisan woulid
readily understand that
the second party hard
disk corresponds to a
second memory.

second party 8, 12- p. 3, Ins. 26-27 ipsis verbis

control unit has a 21, 25- Fig. 1

second party 28, 32-

control panel 35, 47-

57

second party 8, 16- p. 3, Ins. 26-28 ipsis verbis

control panel 18, 25- Fig. 1

connected to the 28, 32-

second party 35, 52-

integrated circuit 54

second memory of 9-10, p. 3, In. 26-29 ipsis verbis

the second party 17-18, Fig. 1

control unit includes | 25-28,

an incoming 32-35,

random access 53-54

memory chip

second memory of 9-10, p. 3, Ins. 26-31 ipsis verbis

the second party 12-21, Fig. 1

control unit includes | 25-28,

a second party hard | 34-35,

disk for storing the | 50-54

desired digital video
or digital audio
signals

528758
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second memory of
the second party
control unit includes
a playback random
access memory chip
for temporarily
storing the desired
digital video or
digital audio signals
for sequential
playback

9-10,
25-28
32-35,
50-54

p. 3, Ins. 26-30
p. 4, Ins. 39-50
Fig. 1

ipsis verbis

a first party control
unit having a first
memory

12-21,
25-28

p. 3, Ins. 20-24
Fig. 1

ipsis verbis

second party
control unit having
means or a
mechanism for
playing the desired
digital video or
digital audio signals
connected to the
second memory and
the second party
control panel

12-35

p. 3, Ins. 26-33
Fig. 1

The as filed original
specification has ipsis
verbis support for
speakers and video
display which are means
for playing.

first party control
integrated circuit
connected to the
first party hard
disk, the first party
sales random
access memory,
and the second
party control
integrated circuit
through the
telecommunications
lines

15-18,
25-28,
32-35,

51-54

p. 3, Ins. 20-33

Fig. 1

ipsis verbis

528758
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second party
control integrated
circuit connected to
the second party
hard disk, the
playback random
access memory,
and the first party
control integrated
circuit through the
telecommunications
lines

16-18,
25-28,
52-54

p. 3, Ins. 20-33
Fig. 1

ipsis verbis

first party control
integrated circuit
and second party
control integrated
circuit regulate the
transfer of the
desired digital video
or digital audio
signals

13-18,
25-28

p. 4, Ins. 15-20

ipsis verbis

first party control
panel connected to
the first party
control integrated
circuit

15-18,
25-28,
51-54

p. 3, Ins. 20-24
Fig. 1

ipsis verbis

incoming random
access memory chip
connected to the
second party hard
drive and the
second party
control integrated
circuit, and the first
party control unit
through the
telecommunications
lines

17-18,
25-28,
53-54

p. 3, Ins. 20-33
Fig. 1

ipsis verbis

second party
control unit includes
a video display unit
and/or speakers

18, 25-
28, 35,
47-61

p. 3, Ins. 26-33
Fig. 1

ipsis verbis

528758
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second party
control unit having
a receiver, second
memory connected
to the receiver

22,41,
47-56,
58-60

p. 2, Ins. 47-49
p. 3, Ins. 35-38
p. 4, Ins. 24-26

A skilled artisan would
readily recognize in order
to receive digital audio or
digital video signals over
telecommunications lines
as disclosed throughout
the specification, part of
the second party control
unit would act as a
receiver. This was
addressed previously in
the affidavit of Arthur
Hair dated May 5, 1992.

second party
financially distinct
from the first party

22,41

p. 2, Ins. 8-16, 20-27,
38-52
p. 35-49

Throughout the
specification discloses
electronic sales of digital
video or digital audio
signals.

A skilled artisan would
readily recognize that the
first and second parties
would be financially
distinct since this is
required in order to have
a sale. This issue was
previously addressed in
the affidavit of Arthur
Hair filed on May 5,
1992.

first memory with a
transmitter in
control and
possession of the
first party

22-24,
29-35,
41, 58-
61, 63

p. 1, Ins. 10-12

p. 2, Ins. 8-10, 20-26,
47-52

p. 3, Ins. 20-25

p. 4, Ins. 21-23

The as filed original
specification has ipsis
verbis support for
electronic distribution via
telecommunications
lines. A skilled artisan
would readily recognize
that this requires
transmission of those
signals, where the
telecommunications lines
act as the transmitter.

528758
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receiver is in 22-24, p. 2, Ins. 47-49 A skilled artisan would

possession and 29-35, p. 3, Ins. 35-38 readily recognize in order
control of the 41, 58- p- 4, Ins. 24-26 to receive digital audio or
second party 61, 63 digital video signals over

telecommunications lines
as disclosed throughout
the specification, part of
the second party control
unit would act as a
receiver. This was
addressed previously in
the affidavit of Arthur
Hair dated May 5, 1992.
A skilled artisan would
readily recognize that the
receiver is in possession
and control of the second
party, since the
specification as originally
filed states throughout
that the user can store,
sort and play thousands
of songs from the user
unit. A skilled artisan
would clearly understand
that this means the
second party controls
and possesses the
second party control unit.
This was previously
pointed out in the
declaration of Arthur Hair
submitted December 30,

1993.
means or 23-24, p. 1, Ins. 10-12 The as filed original
mechanism for 30-35 p. 2, Ins. 8-10, 20-26, specification has ipsis
transferring money 47-52 verbis support for
electronically via p. 3, Ins. 20-25 electronic sales via
telecommunications p. 4, Ins. 21-23 telecommunications
lines from the lines. A skilled artisan
second party to the would readily recognize
first party that electronic sales via
controlling use of telecommunications lines
the first memory would include the

transfer of money via
telecommunications
lines. This was
addressed previously in
the affidavit of Arthur
Hair dated May 5, 1992.

528758 10
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second party 47-63 p. 2, Ins. 8-16, 20-27, Throughout the
choosing desired 38-52 specification discloses
digital video or p. 35-49 electronic sales of digital
digital audio from video or digital audio
first memory with signals.
second party A skilled artisan would
control panel readily recognize that
this includes the
selection of individual
desired signals by the
purchaser.
means or 23-24, p. 4, Ins. 15-20 A skilled artisan would
mechanism for 29-35 Fig. 1 readily recognize from
connecting the specification that the
electronically via first memory would
telecommunications include a means for
lines the first connecting to the second
memory with the memory via the disclosed
second memory telephone lines.
means or a 23-24, p. 1, Ins. 10-12 The as filed original
mechanism for 29-35 p. 2, Ins. 8-10, 20-26, specification has ipsis

transmitting the
desired digital video
or digital audio
signals from the .
first memory to a
receiver having the
second memory

47-52
p. 3, Ins. 20-25
p. 4, Ins. 21-23

verbis support for
electronic distribution via
telecommunications
lines. A skilled artisan
would readily recognize
that this requires
transmission of those
signals, where the
telecommunications lines
act as the transmitter.

A skilled artisan would
also readily recognize in
order to receive digital
audio or digital video
signals over
telecommunications »
lines, part of the second
party control unit would
act as a receiver. This
was addressed previously
in the affidavit of Arthur
Hair dated May 5, 1992.

528758
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means or a 23-24, p. 3, Ins. 26-31 The second party control

mechanism for 29-35 p. 4, Ins. 15-20 unit includes a second

storing the digital Fig. 1 party control integrated

video or digital circuit which regulates

audio signals in the the transfer of the digital

second memory audio and digital video
signals. A skilled artisan
would readily recognize
that the second party
integrated circuit
regulates storage of the
digital audio or digital
video signals.

playing means or 23-24, p. 3, Ins. 26-33 ipsis verbis

mechanism 29-35 p. 4, Ins. 39-50

connected to the Fig. 1

second memory

second memory 48-54, p. 3, Ins. 26-33 The as filed original

connected to 58-61 p. 4, Ins. 39-50 specification has ipsis

receiver and video Fig. 1 verbis support for a video

display display connected to the
second memory.
A skilled artisan would
also readily recognize in
order to receive digital
audio or digital video
signals over
telecommunications
lines, part of the second
party control unit would
act as a receiver. This
was addressed previously
in the affidavit of Arthur
Hair dated May 5, 1992.

telecommunications | 26-28, p. 3, In. 25 ipsis verbis

lines include 33-35 Fig. 1

telephone lines

incurring a fee by 46 (CANCEL)

second party to first

party for use of

telecommunication

lines, the desired

digital video or

audio signal in first

memory

528758 12
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NAPSP002

3002
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I ART UNIT
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Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissloner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
VAWV USPO.QOV

DO NOT USE IN PALM PRINTER
(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)
W;LBERT S. PENILA |
MARTINE PENILLA & GENCARELLA LLP
710 LAKEWAY DRIVE, SUITE 200

SUNNYVALE, CA 94085

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007,403.

PATENT NO:. 5675734.

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Contr IN . Patent Under Reexamination

' 90/007,403 5675734
Office Action in Ex Parte Reexamination Exarin T A Uit
Roland G. Foster | 3992

-- The MAILING DATE of this communicati n appears n the cover sheet with the correspondence address --

alX] Responsive to the communication(s) filed on 29 November 2006 . b{X] This action is made FINAL.
c|:] A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire 2 month(s) from the mailing date of this letter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parfe reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days
will be considered timely.

Part] THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. [ Notice of References Cited by Examiner, PTO-892. 3. [ Interview Summary, PTO-474.
2. [ Information Disclosure Statement, PTO/SB/08. 4. X 07/206,497 as originally filed.

Partll SUMMARY OF ACTION
1a.
1b.

2.

Claims 1-4,6-19,22-25,28 and 31-60 are subject to reexamination.

Claims are not subject to reexamination.

Claims 5,20,21,26,27,29 and 30 have been canceled in the present reexamination proceeding.

Claims are patentable and/or confirmed.

Claims 1-4, 6-19, 22-25, 28, and 31-60 are rejected.

Claims are objected to.

The drawings, filed on are acceptable.

The proposed drawing correction, filed on

has been (7a)_] approved (7b)[] disapprovéd.
Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)(J Al b)(] Some* c)] None of the certified copies have
1] been received.

O00O0OXROXKOKX

2[] not been received.

3[j been filed in Application No.__ .

4[T] been filed in reexamination Control No. _«

5[] been received by the International Bureau in PCT application No.
“See the attached detailed Office action for a list of the certified copies not received.

9. [ Ssince the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D.
11,453 0.G. 213.

10. ] Other:

cc: Requester (if third party requester)

U.S. Patent and Trademark Office
PTOL-466 (Rev. 08-06) Offic Action in Ex Parte Reexaminati n Part of Paper No. 20070301
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Application/Control Number: 90/007,403 Page 2
- Art Unit: 3992

DETAILED ACTION

Summary

U.S. Patent No. 5,674,734 (the ";734" patent) is presently under reexamination in this
proceeding. The '734 patent is generally directed to downloading audio and video content via a
telecommunications line (e.g., see claim 1), where a district court has held that the term
"telecommunications line" includes the Internet.! The amendment, filed on November 29, 2006,
(the “Amendment”’), has been duly considered but is not deemed persuasive to overcome the
prior rejections of all claims in the '734 patent under reexamination. In addition, the Patent
Owner has not shown that the effective filing date of the instant '734 patent under reexaminatibn
is earlier than February 27, 1996. Therefore, the prior rejeetions are repeated below, except for
ahy new grounds of rejections necessitated by the amendment to the claims. Accordingly, this

Office action is made final. See MPEP § 706.07(a) and § 2271.1IL

* Benefit of Earlier Filing Date Regarding Original Claims

Definitions
As an initial matter, the instant 734 patent and the earlier filed applications are related as
follows. The '734 patent uﬁder reexamination issued from U.S. Application No. 08/607,648
(hereinaﬁef the "Chil(i” application), which was filed on February 27, 1996. The parerit
application to the Child application is U.S. Application No. 08/023,398, filed on February 26,

1993 (hereinafter the "Parent” application). The grandparent applieation to the Child application

! Sightsound.com Inc. v. NSK, Inc. Cdnow, Inc.. and Cdnow Online, Inc., Civil Action No. 98-118, pp. 50 and 57
(District Court for the Western District of Pennsylvania, Feb. 2002).

Page 01080




Application/Control Number: 90/007,403 Page 3
Art Unit: 3992 '

is U.S. Application No. 07/586,391 (hereinafter the "Grandparent" application), filed on
September 18, 1990. Finally, the great-grandparent application to the Child application is U.S.
Application No. 07/206,497, filed June 13, 1988 (hereinaﬁer the "Great Grandparent"
application). The I;arent, Grandparent, and Great-Grandparent applications are collectively

referred to as the parent applications.

Basic Statement of the Issues Regarding Priority

The Grandparent, Parent, and Child applications are alleged to be related to their
respective parent applications as "continuation" applications (i.e., each child application did not,
on filing, contain disclosure of any subject matter not present in its respective, parent application;
and tﬁe claims of each child application, on filing, were fully supported by the disclosure of the -
: ehild application, see MPEP § 201.06(c).IIl).> However, the specifications of these
applications differ considerably, as discus_sed below, raising issues of priority under 35 US.C.

120.

Furthermore, the prosecution .history of the Child appiication (issuing as the '734 patent
under reexamination) does not show that the examiner had any reason to consider the propriety
of the benefit (continuation) claim set forth in the Child application to any of the originally filed,
parent applications, as, for example a reference dated later than the filing date of any of the
parent applications that would antedate the actual filing date of the Child application. In

addition, the prosecution history of the Child patent does not contain any substantive, written
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! discussion between the Patent Owner and the examiner regarding such claims to the benefit of

filing date in any of the parent applications, as originally filed.

For the reasons to be discussed below, the effective filing date of the '734 patent under
reexamination, which issued from the Child application, is February 27, 1996 (at the earliest),

which is the actual filing date of the Child application.

Intervening Patents and Printed Publications Are Available as Prior Art In a Reexamination
' Proceeding According to 35 U.S.C. 120

A rejection may be made in an ex-parte reexamination proceeding based on an
intervening patent when the patent claims under reexamination, under 35 U.S.C. 120, are entitled

only to the filing date of the patent under reexamination. Specifically:

Rejections may be made in reexamination proceedings based on intervening patents or printed
publications where the patent claims under reexamination are entitled only to the filing date of the
patent and are not supported by an earlier foreign or United States patent application whose filing
date is claimed. For example, under 35 U.S.C. 120, the effective date of these claims would be
the filing date of the application which resulted in the patent. Intervening patents or printed
publications are available as prior art under In re Ruscetta, 255 F.2d 687, 118 USPQ 101 (CCPA
1958), and In re van Langenhoven, 458 F.2d 132, 173 USPQ 426 (CCPA 1972). See also MPEP
§201.11 :

MPEP § 2258.1.C, Scope of Reexamination (emphasis added).

2 Note that all the applications above were filed under the old "file wrapper continuation” procedures under 37 CFR 1.62, see
MPEP § 201.06(a).
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As discussed above, 35 U.S.C. 120 applies to ex-parte reexamination procedure. To be
entitled to benefit of an earlier filing date under 35 U.S.C. 120, the originally filed specification

* must support the invention claimed in the later application. See 35 U.S.C. 120.

The Original Claims of the Child Patent Under Reexaminatioh Are Not Entitled to Benefit of
Filing Date.of the Parent Applications, as Originally Filed, Under 35 U.S.C. 120 Because the

Written Description of the Parent, Grandparent, and Great Grandparent Applications, as
Originally Filed, Fail to Support Several Features Claimed in the Child Patent Under
Reexamination

A review of the prosecution history reveals that a significant amount of new text (directed
to various features) added by a series of amendments is not found in the Great-Grandparent
application, as originally filed (see attachment "A"), nor for that matter, the Grandparent or

Parent applications as originally filed.

When an explicit limitation in a claim “is not present in the written description whose
benefit is sought it must be shown that a person of ordinary skill would have @derstood, at the
time the patent applicatién was filed, that the description requires that lirnitation.” Hyatt v.
Boone, 146 F.3d 1348, 1353, 47 USPQ2d 1128, 1131 (Fed. Cir. 1998) (émphasis added). “To
esta;blish inherency, the eXtﬁnsic evidence must make clear that the missing descriptive matter is

necessarily present in the thing described in the reference.... Inherency, however, may not be

established by probabilities or possibilities.” In re Robertson, 169 F.3d 743, 745, 49 USPQ2d
1949, 1950-51 (Fed. Cir. 1999) (citations omitted, emphasis added). As for speculation about
undisclosed uses of the originally disclosed elements, it is not sufficient that the written

description, when "combined with the knowledge in the art, would lead one to speculate as to
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modifications that the inventor might have envisioned, but failed to disclose." Lockwood v.

American Airlines, Inc., 107 F.3d 1565, 1571, 41 USPQ2d 1961, 1965-66 (Fed. Cir. 1997). See

also MPEP § 2163.I1.A.2(b) and § 2163.05.1L.

Great-Grandparent Application

For example, a siéniﬁcant amount of unsupported, new text was added by amendment to
the Grandparent application, where this new text was neither required nor necessarily present in
the specification of the Great-grandparent as.originally filed. The reasons for the above
conclﬁsion were extensively discussed in the "Benefit of Earlier Filing Date" section in the Final
Office action for related reexamination 90/007,402 (regarding the parent U.S. patent 5,191,573,
which issued from the Grandparent application) (see especially Tables I and II), where this
section is hereby incorporafed into this Office action in its entirety.A Thus, this new text was néw
matter. Thus, the Grandparent Application, at the earliest, only has an effective filing date of

September 18, 1990, which is the actual ﬁlihg date of the Grandpgirent application.

Thus, the Child application (later issuing as the '734 patent under reexamination), which

is alleged to be related via continuation applications to the Great-Grandparent application and

which claims subject matter that was found to be new matter to the Great-Grandparent

application (e.g., compare claim 1 in the instant proceeding to Table I that was incorporated by

reference above), would also only have an effective filing date of the intervening Grandparent

application, which is September 18, 1990, at the earliest.
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The prosecution history of the Parent application also provides additional reasons why
the Great-Grandparent application, as originally filed, fails to provide written description support
for the invention claimed in the Child application. Specifically, a significant amount of new text

was also added by amendment to the specification and claims of the Parent application that is

also new matter to the Great-grandparent application and that cuts off priority from the Child

application to the Great-grandparent application.

Consider for example the g.mendment of January 3, 1994 in the Parent application, where
a very large amount of the new text was introduced into the specification and claims directed to
specific video download, processing, and display procedures. This new text is directed to subject
matter claimed in the Child application (e.g., see claim 1 in the instant proceeding). This new
text however is not found in original Speciﬁcation of the Great-Grandparent application.
Although the Great-Grandparent specification, as originally filed, contaihs a general statement at
the end of the specification stating "[fJurther, it is inténded that this invention is not to be limited
to Digifal Audio Music and can include Digital Video...;", this is a broad, one-sentence, geﬁeric
statement.’ Thﬁs, much of the new text added by the amendment of January 3, 1994 is in the
nature of additional, narrowing video limitations and elements undisclosed by a generic video
statement iﬂ the Great-Grandpareﬁt application, as originally filed, énd thﬁs these additional

specific video limitations must be shown to be required.or necessarily present in the original

. disclosure, as required by case law and as discussed above.

3 The-original specification also describes using a "convenient visual display of the user's library of songs" (page 5),
however this section appears to relate to displaying category/lyrical information to the user regarding downloaded
audio content, and not directed to the actual download, processing, and display of video content.
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In the instant case, it is clear that the many explicit and specific video limitations added
by the amendment of January 3, 1994 are not required by nor necessarily present the generic
video disclosure at end of the written description of the Great-Grandparent application, as
originally filed. Undisclosed digital video features (assuming enablement) could be
implemented into the broadly termed "invention" in an almost unlimited number of specific,
possible (but not required) ways, such as at various levels of integration with the originally
disblosed audio | system and at various levels of detail. By introducing new text directed to
specific video download features in the subsequent amendments, the Patent Owner simply chose
one possible (but not required) way to integrate video features into the originally disclosed éu_dio
system.’ Indeed, the Patent Owner added specific, video download and transmission procedures
not found in the original specification during the prosecution of Grandparent application see the
90/007,402 reexamination. 3 Thus, the original, one sentence generic statement does not require

all the many instances of undisclosed, specific details later added by the Patent Owner.

Furthermore, transmission and storage of digital video content significantly differs in
technology from the transmission and storage of digital audio content, thus the originally
disclosed audio transmission features fail to imply or require any video transmission features.

For example, the decoding of digital video data is much more processor intensive than the

* See, for example, the amendment January 3, 1994,

? Although adding text that replaces all appearances of "audio" with "video" would be one possible (but not
required) way to integrate undisclosed video features into the originally disclosed audio system, this is not what the
Patent Owner has done here, probably because such a rote replacement would create a dysfunctional system. For
example, those originally disclosed audio features directed to listening to the audio during cannot be simply replaced

\
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decoding of digital audio data due to the increased information content and bandwidth of a
typical video signal. In the mid 1980(s), at the time of the original Great-Grandparent
application, only compact audio disks. players were routinely available.® Personal user devices
with the processing power capable of playing back much larger and more complex digital video
files, such as DVD players, were not routinely available until the late 1990(s), and even these
devices initially only read video data from read-only DVD disks capablé of storing large digital
video files, not from videé data downloaded (recorded) from a remote server via a
communications network. ' Thus, undisclosed devices capable of decoding and playing back
digital video files would not have been required nor necessarily prese'nt based on the original

disclosure of an integrated circuit 50 of the user, which was also ori ginally disclosed to process

and store audio information. For the same reasons, it is also not clear how the originally
disclosed, incoming RAM 50c and playback RAM 50d could have supported storage of

downloaded video and playback.

Further regarding the original equipment of the user (consumer), in 1988 a large capacity
drive for a user (e.g., 3.5 inch form factor) was around 30 mega’bytess, yet the digital bandwidth

required to transmit a video signal at even VHS quality was 1.5 megabits per second

with the word video. For example, Patent Owner waited until the Parent Application to add new text directed
toward displaying downloaded video, see page 10 of the amendment, filed January 3, 1994.

6 See "The History of Recordings", Recording Industry of Association, retrieved from
http://www.riaa.com/issues/audio/hisotry.asp on Segtember 19, 2006. See also the "History of CD Technology",
citing as a source "The compact Disc Handbook, 2™ Edition," by Ken C. Pohlmann, retrieved from
http://www.oneoffcd.com/info/hisotrycd.cfm on September 19, 2006.

7 See the "History of MPEG", University of California, Berkeley, School of Information Management and Systems,
retrieved from http://www?2.sims.berkeley.edu/courses/is224/s99/GroupG/report1.html on September 19, 2006. See
also the "History of CD Technology", citing as a source "The compact Disc Handbook, 2 Edition," by Ken C.
Pohlmann, retrieved from http://www.oneoffcd.com/info/hisotrycd.cfm on September 19, 2006.
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(approximately 30 megabytes in 3 minutes) and this even using a Moving Picture Coding
Experts Group Standard "1" ("MPEG-1") video compression technology not even available in
1988.° Thus, undisclosed devices capéble of downloading and storing digital video files would
not have been required or necessarily present based on the original disclosure of hard disk 60,

which was also originally disclosed to process and store audio information.

Regarding video equipment used at the library (server) end, even large mainframe
computers (€.g., IBM mainframe computers) typically only provided hard drives with capacity
well below 10 gigabytes.lo Thus, undisclosed devices capéble of supporting even a small-sized
video librafy, with its steep storage requirements as discussed above, would not have been
required or necessarily present based on the original disclosure of the library (server) hard disk

10 of the copyright holder, which was originally disclosed as storing audio information.

Regarding the transfer of these large video files over a network, thé proliferation of
broadband communication network capable of delivering these large files to consumers, such as
the Internet, simply did not exist or were not well known in- 1988. Furthermore, it is not clear
how the digital video would have been coded and decoded during transmission, as digital video
coding standards for purposes of transmission and file downloading were not settled in 1988. As
an example of the above points, the MPEG-1 standard, which was de.sigrléd to code/decode

digital video information and to transmit the video via a telephone (telecommunications) network

¥ See "IBM HDD Evolution" chart, by Ed Grochowski at Almaden, retrieved from _
http://www.soragereview.com/guidelmages/z_ibm_sorageevolution.gif" on September 19, 2006.
? See the "History of MPEG", University of California, Berkeley, School of Information Management and Systems,

retrieved from http:/www2.sims.berkeley.edu/courses/is224/599/GroupG/report1.html on September 19, 2006.
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in NTSC (broadcast) quality for archiving, was only established in 1992."" Thus, undisclosed
devices capable of coding, transmitting, and decoding video digital data would not have been
required or necessarily present based on the originai disclosure of telephone line 30
(transmission line) and control IC(s) 20b and 50b (coding/decoding devices), which were

originally disclosed as processing audio information.

The Patent Owner also failed to provide support in the Great-grandparent application, as
originally filed, for the new text in the amendment of January 3, 1994. Patent Owner should
specifically point out the support for any amendments made to the original disclosure. MPEP §

714.02, 2163.11.A.2(b), and 2163.06.

For the reasons discussed above, the Great-Grandparent application, as originally filed,
fails to provide written description support fbr the features claimed in all subsequent
applications, including the Child application. Thus, the Great-Grandparent application, as
originally filed, cannot provide the benefit ofits filing date to these applications. Thus, the
effective filing date (prio'rity)_ of the instant '734 patent under reexamination, which issued from
the Child application, is September 18, 1990 (at the earliest), which is the filing date of the

Grandparent application.

For the reasons below however, the priority chain for the Child application is also broken

at a later date.

' IBM HDD Evolution chart, supra.
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Grandparent Application

As for disclosure of video downloading features regarding the Grandparent specification,
as originally filed, it contains the same‘éeneral statement at the end of the specification (as
discussed above), plus an independent claim that recites "transmitting a desired digital, a video
or audio music signal," an abstract briefly mentioning that video signals are stored on a hard
disk, and a title stating a "Method for Transmitting a Desired Video or Audio Signal." See
Tables I and II in the "Benefit of Earlier Filing Date" section in the Final Office action for related
reexamination 90/007,402 (regarding the parent US pateﬂt 5,191,573, which issued from the
Grandparent application), where this section is hereby incorporated into this Office action in its
entirety. Thué, thé Grandparent application, as originally filed, contains the same type of broad,
generic video statements as contained in the Great-grandparent application, as originally filed.
Thus for the same reasons as discussed extensively above, the many explicit and specific video
limitations added by the amendment of J aﬁuary 3, 1994 in the Parent applicationkand claimed in
the Child apblication are not required by ﬁor necessarily present the generic video disclosure at

end of the written description of the Grandbarent application, as originally filed.

It should be noted that the Patent Owner also failed to provide support in the Grandparent
applications, as originally filed, for all of the new text in the amendment of January 3, 1994 in
the Parent application. Patent Owner should specifically point out the support for any

amendments made to the original disclosure. MPEP § 714.02, 2163.11.A.2(b), and 2163.06.

'! History of MPEG, supra.
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Thus, the Grandparent application, as originally filed, fails to provide written description

support for the features claimed in all subsequent applications, including the Child application.

Thus, the Grandparent application, as originally filed, cannot provide the benefit of its filing date

to these applications. Thus, the effective filing date (priority) of the instant '734 patent under
reexamination, which issued from the Child application, is February 26, 1993 (at the earliest),

which is the filing date of the Parent application.

For the reasons below however, the priority chain for the Child application is also broken

at a later date.

Parent Application

The pattern of gradually adding new text not found in the originally disclosed Great-
Grandparent specification did not end however‘with the amendment of January 3, 1994 in the
Parent application. For example, see the amendment of December 9, 1996 in the Child
applicatiqn, which introduces a significant amount of new text in the nature of narrowing
limitations to the claims without providing support for where this new text was found. As
discussed extensively above, the Patent Owner should specifically point out the support for any
amendments made to the original disclosure. Also as discussed extensively above, the new text
in the nature of narrowing limitation and narrowing limitations undisclosed in the original
specification must be required or necessarilly present in the original disclosure of the previously

filed applications, otherwise the new text is new matter. Here, the extensive new text in the
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Child application is new matter because the new text was unsupported by the Patent Owner and
because the new text, using the same type of reasoning discusse;d extensively above, is clearly
not required by the written description in the Parent application, as originally filed, nor for that
matter the written descriptions in the Grand-parent and Great-Grandparent applications, as

originally filed.

Thus, the Parent appiication, as originally filed, fails to provide written description
support for the features claimed in the Child application. Thus, the Parent application, as
originally filed, cannot provide the benefit of its filing date to the Child application. Thus, the
effective filing date (priority) of the instant '734 patent under reexamination, whiqh issued from
thé Child application, is February 27, 1996 (at the earliest), which is the filing date of the Child

application.

Claim Rejections - 35 USC § 112

The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and process of making
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode
contemplated by the inventor of carrying out his invention.

Claims 4, 6-10, 19, 22-25; 28, and 31-60 are rejected under 35 U.S.C. 1 12, first

paragraph, as failing to comply with the written description requirement.
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New Claims Contain Extensive New Text that is Not Found in the Written Description of
the Parent Application As Originally Filed

35U.S.C. 112 issues can be addressed in a reexamination proceeding with respect to new

claims or amendatory subject matter. MPEP § 2258.

"Most typically, the [112] issue will arise in the context of determining whether new or
amended claims are supported by the description of the invention in the application as ﬁled...'
whether a claimed invention is entitled to the benefit of an earlier priority date or effective filing
date under 35 U.S.C. 119, 120, or 365(c)." MPEP § 2163.1. Here, the '734 patent under
reéexamination claims benefit under 35 U.S.C. 120 to the earlier filing dates of the Parent,

Grandparent, and Great-Grandparent applications.

The new and amended claim(s) contain subject matter, which was not described in the
specification in such a way as to reasonably convey to one skilled in the relevant art that the
inventor(s), at the time the ori gihal parent applications were filed, had possession of the claimed

invention.

To comply with the written description requirement of 35 U.S.C. 112, para. 1, or to be
entitled to an earlier priority date or filing date under 35 U.S.C. 119, 120, or 365(c), each
claim limitation must be expressly, implicitly, or inherently supported in the originally
filed disclosure. When an explicit limitation in a claim “is not present in the written
description whose benefit is sought it must be shown that a person of ordinary skill would
have understood, at the time the patent application was filed, that the description requires
that limitation.” Hyatt v. Boone, 146 F.3d 1348, 1353, 47 USPQ2d 1128, 1131 (Fed. Cir.
1998). See also In re Wright, 866 F.2d 422, 425, 9 USPQ2d 1649, 1651 (Fed. Cir. 1989).
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MPEP § 2163.11.A.2.(b), emphasis added.

Here, the Patent Owner, on pages 21 and 22 of the Amendment, states that the new
claims mirror the original claims in the '734 patent, where alleged support for the original claims
in the '734 patent are provided on pages 36-44 of the Amendment. Certain of the claim
limitations addressed in this chart, however, are not necessarily disclosed (required by) the
writtén description of the originally filed, Great-Grandparent application (nor the other Parent
applications), and thus are not presenf in the said written description. Thus these limitations are
considered new matter, as extensively discussed by the examiner in the "Benefit of Earlier Filing

Date Regarding the Original Claims" section above.

New and Amended Claims Contain a Negative Limitation that is Not Found in the
Written Description of the Original Parent Application

The Amendment also introduced a negative limitation into independent claims 35, 37, 43, '
48,51, and 56. For example, claim 35 now recites "a non-volatile storage portion of the second

memory; wherein the non-volatile storage portion is not a tape or a CD" (emphasis added).

Any negative limitation must have basis in the originalldisclo'sure. If alternative elements
are positively recited in the specification, they may be explicitly excluded in thé claims, however
the mere absence of a positive reéitation is not a basis for exclusion. Any claim contgining a
negative limitation, which does not have a basis in the original disclosure should be rejected

under 35 U.S.C. 112. See MPEP § 2173.05(i).
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Altﬁough the Great-Grandparent application, as originally filed (attachment "A"),
discloses a speci'ﬁc hard disk_ embodiment; which is therefore not in the form of a tape or a CD,
the originally filed disclosure does not provide written description support for the recited,
negative limitation. On page 21 of the Amendment, the Patent Owner points to page 4, lines 35
to 49 of the originally filed, Great-Grandparent specification (attachment "A") has teaching a
"hard disk for storing digital audio or digital video signais." The originally filed specification in
the Great-Grandparent applicatién, including the section cited to by the Patent Owner above,
only discloses one embodiment, where a hard disk 60 stores electronic audio music.'? Thus, the
originally filed, Great-Grandparent specification discloses only a specific hard disk embodiment,
which is not in the form of a tape or a CD. It should also be noted that "[c]laims are not
necessarily limited to preferred embodiments,lbutfif there are no other embodimepts, and no

other disclosure, then they may be so limited." Lizardtech, Inc. v. Earth Resource Mapping, Inc.,

433 F.3d 1373, 1375 (Fed. Cir. 2006) (rehearing denied, en banc).

The negative limitation introduces new concepts beyond this specific embodiment. The
new concepts include non-volatile storage devices that are not tapes or CDs, but that are also not
hard disks. See page_3 of Ex Parte Wong, 2004 WL 4981845 (Bd.Pat.App. & Interf. 2004).

The "express exclusion of certain elerﬁents implies the permissible inclusion of all other .

elements not so expressly excluded. This clearly illustrates that such negative limitations do, in

fact, introduce new concepts. Ex parte Grasselli, 231 USPQ 393, 394 (Bd. App. 1983), aff °’d

mem., 738 F.2d 453 (Fed. Cir. 1984). "The artificial subgenus thus created in the claims is not

12 The originally filed specification in the Great-Grandparent application, including the section cited to by the Patent
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described in the parent case and would be new matter if introduced into the parent case. It is thus
equally 'new mater'...." Ex Parte Johnson, 558 F.2d 1008, 1014 (CCPA 1977). Here, the
originally filed, Great-Grandparent disclosure does not necessarily disclose (require) or even
suggest an undisclosed, artificial subgenus of non-volatile storage devices that are not tapes or

CDs. Thus, such a claimed subgenus represents new matter.

Claims 4, 6-10, 19, 22-25, 28, and 31-60 are rejected under 35 U.S.C. 112, first
paragraph, as failing to comply with the enablement requirement. The claim(s) contains subject
matter, which was not described in the specification in such a way as to enable one skilled in the
art to which it pertains, or with which it is most nearly connected, to make and/or use the

invention.

35 U.S.C. 112 issues can be addressed in a reexamination proceeding with respect to new

claims or amendatory subject matter. MPEP § 2258.

The new claim(s) contain subject matter, which was not described in the.speciﬁcation in
such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the
time the original Great-Grandparent application was filed, that the specification would ha\"e
taught one skilled in the art how to make and/or use the full scope of the claimed invention
without undue experimentation. In re Wright, 999 F.2d 1557, 1562, 27 USPQZd 1510, 1513

(Fed. Cir. 1993). See also MPEP § 2164.01 and 2164.05(a).

Owner above, also fails to teach that the hard disk stored video data despite assertions by the Patent Owner| -
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Undue Experimentation Factors

‘There are many fact01;s to be considered when determining whether there is sufficient
evidence to support a determination that a disclosure does not satisfy the enablement requirement
* and whether any necessary experimentation is “undue.” These factors include, but are not limited
to whether the scope and breadth of the claims are reasonably related to the scope of enablement
within the original specification, the level of ordinary skill iﬁ the art, and the quantity of undue

experimentatibn. See MPEP 2164.01(a).

Here, thé subject claims recite extensive new text directed to specific and detailed video
download and processing procedures that is not found in .driginal specification of the Great-
Grandparent application. The original specification does contain a general staterhent at the end
of the specification stating "[f]urther, it is intended thét this invention is not to be limited to
Digital Audio Music and can include Digital Video...." (attachment "A"), however this broad,
generic statement fails to enable specifically claimed video download and processing |

procedures.13

The detailed and extensive claim limitations directed to video download and processing
stand in contrast to the brief, generic one sentence disclosure in the original specification, as

discussed above. . Thus, the scope and breadth of the claims are not reasonably correlated to the

1 The original specification also describes using a "convenient visual display of the user's library of songs" (page
5), however this section appears to relate to displaying category information to the user regarding downloaded audio
content, and not directed to the actual download of video content.
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scope of enablement in the original specification. The scope of enablement must at least bear a
“reasonable correlation” to the scope of the claims. See, e.g., In re Fisher, 427 F.2d 833, 839,

166 USPQ 18, 24 (CCPA 1970). See also MPEP § 2164.08.

The original specification would not have been enabling to one of ordinary skill in the art
and furthermore an ﬁndl.le quantity of experimentation would have been reéquired to make or use
the scope of fhe claimed invention (video download and processing features) based on the
original specification. The specification must be enabling as of the filing date of the
specification. MPEP § 2164.05(a). Here, Athe filing date of the Great-Grandparent application
was June 13, 1988. In the mid 1980(s) however, only compact audio disks players were just
becoming popular.* Personal user deyices with the processing power capable of playing back
much largér and more complex digital video files, such as DVD players, were not routinely
available until the late 1990(s), and even these devices initially oﬁly read video data from read-
only DVD disks capable of storing large digital video files, not from video data downloaded
(recorded) from a remote server via a communications network. !> Thus, it is not clear how the
originally disclosed,>integrated circuit 50 of the user would have had the procéssing power to

decode and playback downloaded, digital video signals. For the same reasons, it is also not clear

' See "The History of Recordings", Recording Industry of Association, retrieved from .
http://www.riaa.com/issues/audio/hisotry.asp on chtember 19, 2006. See also the "History of CD Technology",
citing as a source "The compact Disc Handbook, 2" Edition," by Ken C. Pohlmann, retrieved from
http://www.oneoffed.comvinfo/hisotrycd.cfm on September 19, 2006.

% See the "History of MPEG", University of California, Berkeley, School of Information Management and
Systems, retrieved from http://www2.sims.berkeley.edu/courses/is224/s99/GroupG/report1.html on September 19,
2006. See also the "History of CD Technology", citing as a source "The compact Disc Handbook, 2™ Edition," by
Ken C. Pohlmann, retrieved from http://www.oneoffcd.com/info/hisotrycd.cfm on September 19, 2006.
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how the originally disclosed, incoming RAM 50c and playback RAM 50d could have supported

storage of downloaded video and playbabk.

Further regarding the equipment of the user (consumer), in 1988 a lar_gé capacity drive
for a user (e.g., 3.5 inch form factor) was around 30 megabytes'®, yet the digital bandwidth
required to transmit a video signal at even VHS quality was 1.5 megabits per second
(approximately 30 megabytes in 3 minutes) and this even using a Moving Picture Coding
Experts Group Standard "1" ("MPEG-1") video compression technology not even available in
1988."7 Thus, it is not clear how a how downloaded video files of any appreciable or viable size
would have been downloaded and stored on originally disclosed hard disk 60 of the user in the

original specification.

Regarding the equipment used at the library (server), even large mainframe computers
(e.g., IBM mainframe computers) typically lonly provided hard drives with capacity well below
10 gigabytes.'® Thus, it is not clear how even a small-sized video library, with its steep
bandwidth (storage) requirements (as discussed above), would have been stored in the hard dfsk
10 of the copyright holder in the original specification, without requiring details directed toward

a complex mainframe operating environment.

' See "IBM HDD Evolution" chart, by Ed Grochowski at Almaden, retrieved from
http://www.soragereview.com/guidelmages/z_ibm_sorageevolution.gif" on September 19, 2006.

"7 See the "History of MPEG", University of California, Berkeley, School of Information Management and
Systems, retrieved from http://www2.sims. berkeley.edu/courses/is224/s99/GroupG/report].html on September 19,
2006.

' IBM HDD Evolution chart, supra.
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Regarding the transfer of these large video files over a network, the proliferation of
broadband communication network éapable of deliven'ng these large files to consumers, such as
the Internet, simply did not exist or were not well known in 1988. Furthermore, it is not clear
how the digital video Would have been cpded and decoded during transmission, as digital video
coding standards f<;r ﬁurposes of transmiséion apd file downloading were not settled in 1988. As
an example of the abov¢ points, the MPEG-1 standard, which was designed to code/decode

digital video information and to transmit the video via a telephone (telecommunications) network

in NTSC (broadcast) quality for archiving, was only established in 1992. 19

Thus, based on the evidence regarding each of the above factors, the specification, at thé
time the Great-Grandparent application was filed, would not have taught one skilled in the art

- how to make and/or use the full scope of the claimed invention without undue experimeritation.

Claim Rejections Based on Yurt

Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made. '

19 History of MPEG, supra.
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Claims 4, 6-19, 22-25, 28, 31-34, and 37-60 are rejected under 35 U.S.C. 103(a) as being
unpatentable over U.S. Patent No. 5,132,992 ("Yurt") in view of U.S. Patent No. 5,241,428

("Goldwasser"), newly cited.

The publication date of the Yurt patent is July 2 1, 1992. The earliest priority date of the
'"734 patent under reexamination however is February 27, 1996, as discussed extensively above in
the "Benefit of Earlier Filing Date" section. Thus, Yurt is available as 102(b) and 102(e) type
prior art. The publication date of the Goldwasser patent in August 31, 1993. Thus, Goldwasser

is also available as 102(b) and 102(e) type prior art.

Regarding claim 4:

A method for transferring desired digital video or digital audio signals 4
comprising the steps of:

Yurt teaches transmittihg a desired audio or video, digital signal (title, abstract, col. 6, 1.
8-15).

a first party control unit having a first party hard disk having a plurality
of digital video or digital audio signals which include desired digital video
or digital audio signals, a sales random access memory chip electronically
connected to the first party hard disk for storing a replica of the desired
digital video or digital audio signals of the first party's hard disk to be
transferred from the first party control unit, and means for electronically
selling the desired digital video or digital audio signals;
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Yurt teaches of a library system control computer 1123 (first party control unit)
comprising a hard disk (compressed data library 118) storing a plurality of digital video or audio

signals (Fig. 2b and col. 6, 11. 19-22 and col. 12, 11. 42-47).

Yurt teaches that the library system control computer 1123 (contrél unit) executes a
"queué manager program" (col. 15, 11. 33-37). The "queue manager program" temporarily stores
a replica of the digital video or audio signals for subsequent transfer via the telecommunications
line (Fig. 2b, col. 15, 11. 33-54 and col. 16, 11. 29-52). Thus, the computer is a digital computer.
A digital computer inherently ‘includes a random access memory associated with
readable/writable register content, system cache, etc. IThe digital computer aléo includes a
"chip', whether the random access memory in the computer is entirely implemented on a single
processing unit (e.g., CPU) or whether implemented in a discrete component.' Thus, the queue

manager program requires a "random access memory chip.”

The library s'ystem control computer 1123, comprising a random access memory chip,
that executes the queue manager (as discussed above), also supports a sale, such as controlling
the transfer of user (customer) requested audio and lvideo content from the compressed data
library 118 to the transmission format conversion CPU(s) (Fig. 2b, 5, and 7, col. 11, 11. 54-65;
and col. 12, 11. 21-27). For example, when the download successfully completes, a "billing
program...updates the account of the user" (Fig. 5, step 5090 and col. 17, 1. 9-11). Thus, money

is transferred form the second party (user) to the first party (library provider) and a "sale” occurs.
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Thus, the random access memory.chip associated with the library control computer 1123 is a

"sales" chip and furthermore supports a "means for electronically selling."

a second party control unit having a second party control panel, a second
memory connected to the second party control panel, and means for playing the
desired digital video or digital audio signals connected to the second memory
and the second party control panel, said means for playing operatively
controlled by the second party control panel, said second party control unit
remote from the first party control unit, said second party control unit placed
by the second party at a location determined by the second party; and

Yurt teaches that a reception system 200 associated with tﬁe usér or customer supports a
terminal interface based on a personal computer (Fig. 6 and col. 14, 1. 64 — col. 15, 1. 21), where
-a pefsonal computer includes a control unit (e.g., CPU) and control panel (e.g., keyboard). Yurt
also teaches of control unit and control panel in the form of a telephonic interface (e.g.,
telephone and keypad) (co. 13, 1I. 61 — 68). A second memory (Fig. 6, reception system 200
storage 203) is connected to the control panel via the user interface 207. A means for p]ayihg tﬁe
desired digital video or audio signal (Fig. 6, output format conversion 21 1;214 and TV‘or audio
amplifiers as discussed in col. 18, 11. 27-45) is coupled to the second memory and control pane
(Fig .6). The means for playing (personal computer interface or telephone keypad) ére clearly
controlled by the second party (user or customer). The first control unit (library computer
controller) is associated with transmission system 100 and the second control unit is associated
with reception system 200, where the second control unit is remote to the first control unit via a
communication link (e.g., IDSN) (Fig. 1a). The second barty (user) determines the location of

the control unit as broadly recited by the claims, such as when the user (consumer) operates the
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reception system at a location of his choosing (€.g., consumer's home). The user also determines
the location to which the audio/video data is transmitted and thus the location of the rece;;tion
system 200 and the second party control unit (personal computer) associated with the reception
system 200, such as the user calling from work and having the "movie sent to their house to be

played back after dinner or at any later time of their choosing" (col. 5, 11. 18-21).

the second memory includes a second party hard disk which stores the desired

digital video or digital audio signals transferred from the sales random access

memory chip

Although Yurt teaches that the second memory (storage 203) stores the desired digital
video or audio signals transferred from the library control computer 1123 (comprising a sales
random access memory chip, as discussed above) via a telecommunications link (Fig. 1a, col. 17,

11. 35-53, col. 18, 11. 19-21, and col. 19, 1. 30-36). Yurt however fail; to teach that the storage

203 (second memory) includes a "hard disk."

Yurt however teaches that another video and audio storage device, specifically the library

system control computer 1123, comprising the compressed data library 118 (Fig. 2b), uses a hard

. disk (col. 6, 11. 19-22 and col. 12, 11. 42-47).

Yurt also teaches that adding a hard disk to a video and audio storage device would have

increased the speed and reliability of video and audio access (col. 12, 11. 42-47).
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Thus to one of ordinary skill in the art at the time the invention was made, it would have
been obvious to add a hard disk as taught by the audio/video storage device of Yurt to the storage

203 (second memory) in Yurt, which is also a video and audio storage device.

and a playback random access memory chip electronically connected to the second
party hard disk for storing a replica of the desired digital video or digital audio
signals from the second party hard disk as a temporary staging area for playback

As discussed above, Yurt teaches that a personal computer (control interface) controls the

playback of video and audio data stored on the second party hard disk.

Although Yurt as modified above teaches of a second party hard disk, Yurt fails to
spéciﬁcally teaches of a "plgyback random access memory chip electronically connected to the
second hard disk for storing a replica of the desired digital video or digital audio signals....as a
temporary staging area for playback."” Yurt however teaches that second party, when entering
playback commands, has "random access" to video and audio signals stored in the reception
systém 200 (second party control unit), such as by entering forward and rewinding commands

(col. 17, 11. 35-43).

Similarly to Yurt as discussed above, Goldwasser teaches of a device for récording video
- and audio signals onto a hard disk and playing back those signals (abstract and col. 3, 11. 6-13),
where the user, when entering playback commands, has random access to the video and audio
signals stored in the device, such as by entering play, foﬁmd, and réwind commands (col. 1, 11.

62-68). Furthermore, the Goldwasser device implements said random access, playback feature
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by using a record and playback buffer random access memory ("RAM") electronically connected
to the hard disk for storing replicas of the desired digitai video or audio signals from the hard

disk as a temporary staging area for playback (Fig. 3, RAM 53, col. 3, 11. 14-20, and col. 7, 11. 59-
68) in order to support a simultaneous record and playback feature (abstract). Goldwasser also |
teaches that the playback buffer RAM is in the form of discrete electronic components
interconnected by control and data buses, thus the playback RAM can properly be interpreted as
part of a "chip” (i.e., a playback RAM chip). Thus, Goldwasser teaches of a playback RAM

chip electrically connected to a hard disk for buffering, i.e., storing a replica of the desired video

or audio signal from the hard disk as a temporary staging area for playback.

The suggestion/motivation for adding the playback RAM chip as taught by Goldwasser
would have been to increase the convenience? flexibility, and efficiency of the video‘ and audio
recording/playback device (with rewind capability) of Yurt. Specifically, the addition of
Goldwasser would have allowed "one to view material as it is being recorded," which avoids
"many inconveniences" (Goldwasser, co.l. 1, 11. 30-33). For example, consider the following

specific advantages:

For example, often one will anticipate arriving home at a particular hour, sometime
after the commencement of a particular broadcast program one desires to watch.
One must therefore set one's VCR to commence recording at the beginning of the
program. If one then arrives a few minutes after the beginning of the program,

one can watch the end of the program in real time, but cannot see its beginning
[i.e., rewind and playback] until after the entire program has been recorded.

Similarly, often one will be watching a particular program when one must
temporarily cease watching it, for example, to take a telephone call or the
like. It would obviously be convenient to be able to record the program from
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that point forward, complete the telephone call, and simply watch [i.e., playback] the
remainder delayed by the length of time of the interruption. However, no devices are
now available which permit this facility. It also is not possible to employ two
separate videocassette recorders to overcome these inconveniences.

Goldwasser, col. 1, 11. 34-52.

Therefore, it would have been obvious to one of ordinary skill in the art at the time the
invention was made to add the playback RAM chip electrically connected to a hard disk for
buffering (and thus storing a replica of the desired video or audio signal from the hard disk as a
temporary staging area for playback) as taught by Goldwasser (directed to a device for recording
and playing back audio and video stored on a hard disk, where the user enters random access
commands during playback, such as rewind and play) to Yurt (also directed to a device for
recording and playing back audio and video stored on a hard disk, where the user enters random
access commands during playback, such as rewind and play).

telecommunications lines connected to the first party control unit and the

second party control unit through which the electronic sales of the desired

digital video or digital audio signals occur and through which the desired

digital video or digital audio signals are electronically transferred from the

sales random access memory chip to the second memory while the second memory is

in possession and control of the second party and after the desired digital
video or digital audio signals are sold to the second party by the first party.

The digital signal is sold and transferred via an ISDN (or the like) telecommunications
line connection (Fig. 1a, col. 16:, 11. 4-15 and 11. 53-68). Regarding "second memory is in

possession and control of the second party", the second party (user) also controls the use and also
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possesses the second memory (storage 203), such as by the ability to determine what contents are
stored in the second memory and what audio/video is played back from the second memory (col.
5, 11. 10-33 and col. 17, 11. 35-53). The remaining limitations recited functions that have been

clearly addressed above regarding the teachings of Yurt in view of Goldwasser.

Claim 11 differs substantively from claim 4 in that claim 11 recites limitations directed
to a "first control panel", a "transmitter” in control and possession of the first party, a "receiver"
in control and possession of the second party, and a first and second control "integrated circuit."
The claimed "first control panel” reads on library access interface 121, which includes operator
computer terminals (Fig. 2b and col. 14, 11. 52-63). A "transmitter" reads on Fig. 2b,
transmitter/transceiver(s) 122, which are in control and possession of the first party, such as
~ when the first party (library provider) determines wﬁat contents are stored in the first memory

(col. 6, 11. 8-54) and thus the type of content that will transmitted by the transmitters. A
“'receiver" reads on the reception system 200 (Fig. 6) (receiver) that includes receiver circuitry
(e.g., the transceiver 201). The receiver is in control and posséssion of the second party. For
example, the second party (user) can control what type of content 'is dowﬁloaded to the receiver
(as discussed above) and at what tirﬁe the content is downloaded (col. 5, 11. 18-21). See the claim
"4 rejection for additional details. As discussed in the claim 11 rejection above, Yurt teaches a
first control circuit (control computer 1123), where the control computer 1123 is a digital
computer. A digital computer inherently includes a random access memory associated with

readable/writable register content, system cache, etc., which in turn requires integrated circuits.
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Also as discussed above, Yurt teaches of a second control circuit (user's personal computer),

where a personal computer includes integrated circuits.

Claim 16 does not substantively differ from claims 4 and 11. Therefore, see the claims 4

and 11 rejections above for additional details.

Claim 19 differs substantively from claims 4 and 11 in that claim 19 recites the limitation
"video display for playing the desired digital video sigrials." This limitation reads on Yurt, col.
18, 11. 36-37. Claim 19 also recites that the "telecommunications lines include telephone lines",

which clearly reads on Yurt, for example, ISDN lines are voice grade telephone lines.

Claim 28 does not substantively differ from claims 4 and 11. Therefore, see the claims 4

and 11 rejections above for additional details.

Claim 37 differs substantively from claim 1 in that claim 35 recites that the second
memory is a "non-volatile storage portion...wh.erein the non-volatile storage portion of the -
second memory, which is not a tape or CD." This limitation was addressed in the claim 4
rejection above regarding the obvious addition of a éecond party hard disk, which is a non-

volatile storage that is not a tape or CD.

Claim 43 does'not differ substantively from claims 11 and 37 above. Therefore, see the

claims 11 and 37 rejections above for additional details.
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Claim 48 does not differ substantively from claims 16 and 37 above. Therefore, see the

claims 16 and 37 rejections above for additional details.

Claim 51 does not differ substantively from claims 19 and 37 above. Therefore, see the

claims 19 and 37 rej ections above for additional details.

Claim 56 does not differ substantively from cl_aims 28 and 37 above. Therefore, see the

claims 19 and 37 rejections above for additional details.

Regarding claims 6, 7, 22, 23, 31, 32, 38, 39, 52, 53, 57, and 58, see the claim 11

rejection above for additional details.

Regarding claims 8, 24, 33, 40, 54, and 59, see the claim 4 rejection for additional

details.

Regarding claims 9, 10, 12, 15,17, 41, 42, 44, 47, and 49, see the claim 19 rejection for

additional details.

Regarding claim 13 and 45, see the claim 1 rejection for additional details.
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Regarding claims 14, 18, 25, 34, 46, 50, 55, and 60, see the claim 19 rejection for

additional details. A "television" also inherently includes speakers.

‘Claims 1, 2, 35, 36 are rejected under 35 U.S.C. 1.03(a) as being unpatentable over Yurt
in view of U.S. Patent No. 4,789,863 ("Bush"), of record.
Regarding claim 1,

A method for transferring desired digital video or digital audio signals
comprising the steps of:

Yurt teaches transmitting a desired audio or video, digital signal (title, abstract, col. 6, 11.

8-15).

forming a connection through telecommunications lines between a first memory
of a first party at a first party location and a second memory of a second
- party at a second party location remote from the first party location,

The digital signal is transferred via an ISDN (or the like) telecommunications line
connection (Fig. 1a, col. 16, 11. 4-15 and 11. 53-68), which also separates the .second party (user)
from the remote first party (library provider). The signals are stored on a first memory of a first
party (library provider) (Fig. 2a, source material library, pre-compression data processing
storages 130 and 131, compressed data formatting storage, and compressed datz;l libraries) and

transmitted to a remote, second memory (Fig. 6, reception system 200 storage 203). The
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reception system is associated with a second party, namely the customer or "user” (Figs. 1d, e,

If, 1g, and col. 5, 11. 10-33).

said first memory having a first party hard disk having a plurzility of digital video
or digital audio signals including coded desired digital video or digital audio signals,

The first memory includes a hard disk (compressed data library 118) storing a plurality of

digital video or audio signals (col. 6, 11. 19-22 and col. 12, 11. 42-47) including in coded format

(e.g., digital encoding, compression, col. 6, 11. 35-68 and copy protection, col. 5, 11. 34-57). .

and a sales random access memory chip which temporarily stores a

replica of the coded desired digital video or digital audio signals purchased

by the second party for subsequent transfer via telecommunications lines to the
second memory of the second party;

Yurt téaches of a "queue manager program" that temporarily stores a replica of the coded
(as discussed above) digital video or audio signals for subsequent transfer via the
telecommunications line for storage in the second memory (reception system 200 storage) (Fig.
2b, col. 15, 11. 33-54 and col. 16, 11. 29-52). The queue manager program is executed by the
library system control computer 1123 (col. 15, 1. 33-37). Thus, the computer is a digital
computer. A digital computer inherently includes a random access memory associated with
readable/writable »registér content, system cache, etc. The digital computer also includes a

"chip', whether the computer is entirely implemented on a single processing unit (e.g., CPU) or
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whether the computer is comprised of discrete components (chips). Thus, the queue manager

program requires a "random access memory chip."

The library system control computer 1123, comprising a random access memory chip,
that executes'the queue manager (as discussed above) also implement functions supporting a
sale, sﬁch as controlling the transfer of user (customer) requested audio and video content from
the compressed data library 118 to the transmission format conversion CPU(s) (Fig. 2b, 5, and 7,
col. 11, 1. 54-65, and col. 12, 11. 21-27). For example, when the download successfully
completes, a "billing program...updates the account of the user" (Fig. 5, step 5090 and col. 17, 11.
9-11). Thus, money is transferred form the second party (user) to the first party (library -
provider) and a "sale" occurs. Thus, the random access memory chip associated with the library

control computer 1123 also supports a "sales" function.
the second memory having a second party hard disk

See the claim 4 rejection above for additional details regarding the obvious addition of a

second party hard disk.

telephoning the first party controlling use of the first memory by the
second part;

Yurt teaches telephoning the library provider (first party) controlling use of the first

memory, including the compressed data library (col. 13, 11. 48 col. 14, 13).
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electronically coding the desired digital video or digital audio signals to

form said coded desired digital video or digital audio signals into a

configuration which would prevent unauthorized reproduction of the desired

- digital video or digital audio signals;

As discussed above, Yurt teaches electronically coding the digital or audio signals (e.g.,
digital encoding, compression, col. 6, 11. 35-68 and copy protection, col. 5, 1l. 34-57). Copy
protection, as taught by Yurt, preventé unauthorized reproduction of fhe desired video or audio
signals.

storing a replica of the coded desired digital video or digital audio
signals from the hard disk into the sales random access memory chip;

transferring the stored replica of the coded desired digital video or

digital audio signals from the sales random access memory chip of the first

party to the second memory of the second party through telecommunications lines
while the second memory is in possession and control of the second party; and

storing the transferred replica of the coded desired digital video or
digital audio signals in the second memory.

As discussed above, Yurt teaches storing a replica of the coded, digital video or audio
signal from the hard disk (compresséd data library 118) into a library system control computer

1123, which executes the queue manager and includes a sales random access memory chip.

Also as repeatedly discussed above, the signal is transferred from the chip to the second
memory (reception system 200 memory) of the second party through a telecommunications line
(ISDN line, or the like). The second party (user) also controls the use and also possesses the

second memory, such as by the ability to determine what contents are stored in the second
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memory and what audio/video is played back from the second memory (col. 5, 11. 10-33 and col.

17, 11. 35-53)

The received audio/video digital signal is stored in the second memory (storage 203)
associated with the second party (user) (col. 17, 1l. 35-53, col. 18, 1l. 19-21, and col. 19, 11. 30-

36).

providing a credit card number of the second party controlling the second
memory to the first party controlling the first memory so the second party is
charged money; ' :

Yurt teaches of telephoning the first party controlling use of the first memory (library
provider) (Fig. 3 and col. 13, 1. 61 —col. 14, 1. 13) and transferring money (as discussed above in

the claim 1 rejection). Yurt however fails to teach providing a crédit card number of the second

party.

Bush teaches (similarly to Yurt) of a system for downloading audio and video files from
a central library to a user, where the user pays for the audio files and stores the audio files
(abstract and Figs. 1 and 6). Bush also teaches that the user provides a credit card number to the

second party (library) (col. 4, 1. 44-47, col. 5, 11. 1-3, col. 6, 1l. 25-28, and 11. 45-48).

The suggestion/motivation for providing a credit card number to the second party would

be to reduce the expenses involved in operating a download service, because financial service
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organizations, such as credit card organizations, "enable the source 10 to [be] paid be a service
fee for the subscriber's use of the system." Bush, col. 2, 1. 58-63. Obviously, providing a credit

card number would have been required to use the services of a credit card organization.

Therefore, it would have been obvious to one of ordinary skill in the art at the time the
invention was made to add the step of the user providing a credit number to the second party as
taught by the music download system of Bush to the music download of Yurt, which teaches that

the user pays for the download.

Regarding claim 2, see Yurt, col. 5, 11. 36-40 and col. 6, 11. 43-47. See the claim 4

rejection regarding how Yurt teaches a "second party control unit."

Claim 35 differs substantively from claim 1 in that claim 35 recites that the second
memory is a "non-volatile storage portion...wherein the non-volatile storage portion of the
second memory is not a tape or CD." This limitation was addressed in the claim 1 rejection
above regarding the obvious addition of a second party hard disk, which is a non-volatile storage

that is not a tape or CD.

Regarding claim 36, see the claim 2 rejection above for additional details.
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Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yurt in
view of Bush as applied to claim 2 above, and further in view of Goldwasser. See the claims 4

and 11 rejections above for further details.

Double Patenting

The nonstatutory double patenting rejection is based on a judicially created doctrine
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed.
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686
F.2d 937,214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA
1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to
overcome an actual or provisional rejection based on a nonstatutory double patenting ground
provided the conflicting application or patent is shown to be commonly owned with this
application. See 37 CFR 1.130(b).

Effective January 1, 1994, a registered attorney or-agent of record may sign a terminal
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37
CFR 3.73(b).

Claims 1-4, 6-19, 22-25, 28, and 31-60 are rejected under the judicially created doctrine
of obviousness-type double patenting as being unpatentable over claims 1-6 of U.S. Patent No.
5,191,573 in view of Yurt. For example, current claim 1 is invalid for double patenting in view
of claims 1 and 3 of the '573 patent. The only differences between current claim 1 and claims 1
and 3 of the '573 patent are hard drives at the first and second parties and electronically coding
the digital data to prevent unauthorized reproduction. These features do not render the claims

patentably distinct because it would have been obvious to one of ordinary skill in the art at the

time the invention was made to add hard drives as taught by Yurt. See the claim 4 rejection
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based on Yurt above for additional details. Furthermore, it would have been obvious to one of
ordinary skill in the art at the time the invention was made to encode or encrypt the recorded
music data as taught by Yurt. See the claim 1 rejection based on Yurt for additional details.
The suggestion/motivation would have been to increase the control and security over one's

intellectual property, as would have been notoriously well known in the art.

Response to Arguments

“The Office has Jurisdiction to Apply Intervening Patents and Printed Publications in an

Reexamination Proceeding To a Patent that Seeks the Section 120 Benefit to the Filing Date of
an Earlier Filed Application

On page 23 of the Amendment, the Patent Owner argues that the Office lacks jurisdicﬁon
in reexaminations to reassign priority dates for originally issued claims in the absence of a
previous continuatioﬁ—in—part applic‘;ition. Specifically, the Patent Owner argues that it is
"impermissible, in the context of a reexamination, to apply 35 U.S.C. § 120 to reassign priority

dates for originally issued claims."

Although the Patent Owner's arguments have been carefully considered, they are not
deemed persuasive. A rejection may be made in an ex-parte reexamination proceeding based on
an intervening patent when the patent claims under reexamination, under 35 U.S.C. 120, are

entitled only to the filing date of thé patent under reexamination. Speciﬁcally:.

Rejections may be made in reexamination proceedings based on intervening patents or printed
publications where the patent claims under reexamination are entitled only to the filing date of the
patent and are not supported by an earlier foreign or United States patent application whose filing
date is claimed. For example, under 35 U.S.C. 120, the effective date of these claims would be
the filing date of the application which resulted in the patent. Intervening patents or printed
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publications are available as prior art under In re Ruscetta, 255 F.2d 687, 118 USPQ 101 (CCPA
1958), and In re van Langenhoven, 458 F.2d 132, 173 USPQ 426 (CCPA 1972). See also MPEP
§201.11 _ :

MPEP § 2258.1.C, Scope of Reexamination (emphasis added). See also MPEP § 2217.

Furthermore, no priority dates have be¢n "reassigned” by the examiner, rather the
examiner simply applied an intervening reference. When an application claims section 120
benefit to an earlier filed application (e.g. continuations, continuations-in-part), the examiner
may use an intervening reference (e.g., a printed publication or patent pre-dating the actual filing
date of the application, but post-dating the filing date of the different, parent application to which
benefit is sought) in a rejection based on the actual filing date of an application claiming section
120 beneﬁt.. The Patent Owner may then correct the benefit claim or show that the conditions for

claiming benefit to the priority date have been met. MPEP 201.11.

~ The Patent Owner next argues on pages 23 and 24:

It is well established that the primary determination under Section 120 is whether priority is
claimed to an earlier application that "fulfills the requirements of Section 112, first paragraph."
Callicrate v. Wadsworth Mfg., 427 F.3d 1361, 1373 (Fed. Cir. 2005) (citation omitted).

It equally is well established, however, that the scope of a reexamination proceeding is limited to
whether claims are patentable under 35 U.S.C. §§ 102 and 103 "on the basis of patents and
printed publications." 37 C.F.R. § 1.552. The reexamination rules explicitly preclude
consideration of issues arising under 35 U.S.C. § 112, except "with respect to subject matter
added or deleted in the reexamination proceeding." Id.; see also In re Etter, 756 F.2d 852, 856
(Fed. Cir. 1985) (en banc) ("only new or amended claims are also examined under 35 U.S.C. §§
112 and 132"), :

Although the Patent Owner's arguments have been carefully considered, they are not
deemed persuasive. Applying 35 U.S.C. § 120 neither requires nor implies that the specification

of the '734 patent under reexamination is itself being subjected to a 35 US.C. § 112 analysis.
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Indeed, none of the original 34 claims of the '734 patent have been rejected pursuant to section
112. Rather it is the specification(s) of various parent applications that are being analyzed on
that basis. For example,‘ the examiner has taken the position that the parent applications, as |
1 originally filed, do not describe certain features recited in the claims of the instant '734 patent
under reexamination. The examiner does not argue that the specification, including the claims,
of '734 patentlunder reexamination fails to establish possession of the claimed invention, but
rather whether possession of the claimed invéntion was established before the filing date of the

'734 patent in different U.S. applications.

The 35 U.S.C. 102 and 103 rejections based on the intervening patents and publications

_ are also, clearly, an inquiry into patentability "on the basis of patents and printed publications."

An Inquiry Under Section 120 Does Not Revisit Any Substantial Question of
Patentability Necessarily Raised and Previously Decided by the Examiner During Prosecution of

the Application Corresponding to the '734 Patent

On page 24 of the Amendment, the Patent Owner argue that an:

[[nquiry under Section 120 as to whether the language of a particular claim, as filed or amended
during an original prosecution, was supported or unsupported by sufficient disclosure is, by
definition, not a new question.

Although the Patent Owner's arguments have been carefully considered, they are not
deemed persuasive. A substantial new question of patentability was raised in this proceeding
based on prior patents or printed publications identified in the Request for Reexamination, filed

on] anuary 31, 2005 (and as detailed in the Order Granting the Request for Ex Parte

Page 01120



Application/Control Number: 90/007,403 ' . Page 43
Art Unit: 3992

Reexamination, mailed June 19, 2006). Therefore, the issue of whether a 35 U.S.C. 120 inquiry

raises a substantial new question of patentability is irrelevant.

Nonetheless, an inquiry under section 120 does not revisit any substantial question of
patentability previously decided by the examiner during prosecution of the application
corresponding to the '734 patent. Substantial questions of patentability are "old" only in respect

to previously considered patents or printed publications, i.e., those questions based on "old art."

See MPEP 2242.11. The intervening patents applied in this reexamination proceeding were not
previously considered during prosecution of application leading to the '734 patent under
reexamination, and thus do not raise questions of patentability previously considered by the

original examiner.

The Patent Owner next argues on page 24:

Rather, it is an issue that necessarily arises at the time of original filing or amendment, and one
that necessarily is before the original examiner. It cannot, therefore, raise a "substantial new
question of patentability in reexamination," 35 U.S.C. § 303, because it is never a "new question"
at all. '

Although the Patent Owner's arguments have been carefully considered, they are nqt
deemed persuasive. A section 120 issue does not "necessarily" arise, as argued by the Patent
Owner above, during prosecution of the application leading to patent, thereby precluding ail
further consideration of priority issues by the Office after the patent issues. For example, in
addition to the MPEP § 2258.1.C. as discussed above, the Patent Owner himself rriay request a |

reexamination proceeding to correct a failure to adequately claim benefit under 35 U.S.C. 120,
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see MPEP § 2258.IV.E. Priority issues can also be considered in reissue proceedings, see MPEP
§ 1402. The inclusion of prior application information in the patent does not necessarily
indicate that the claims are entitled to the benefit of the earlier filing date, and furthermore
notations in the file history regarding prior appiication information are only evaluated to ensure
that the data itself is accurate, not necessarily that the Patent Owner is entitled to the benefit of

the earlier filing date. MPEP § 202.02.

“The examiner had no reason to consider the propriety of a >beneﬁt claim under section
120 during prosecution of the application leading to the '734 patent under reexamination. The
examiner would not have determined the sufficiency of the Parent specification, as originally
field, which is at issue here, unless provoked by a need to use an intervening reference. For
example, the prosecution history of th¢ 734 patent reveals that it would have been @ecessary
for the examiner to have reviewed the particular issue of whether a different, earlier filed
applic;ation established possession of the claims recited in the '734 patent, since no intervening
references (e.g., documents pre-dating the actual filing date of the '734 patent, but post-dating the

filing date of the Parent application) were cited of record by the Patent Owner.

Ruscetta and Langenhoven Nowhere Hold That Priority Determinations Under 35 U.S.C.
120 Are Limited To Continuation-in-Part Applications, Nonetheless, the Application
Corresponding to the '734 Patent Shares the Characteristics of a Contlnuatlon-m-Pan in 1ts

Relationship to the Originally Filed, Parent Applications

On page 24 of the Amendment, the Patent Owner argues that MPEP §§ 2258.1.C. and

2217 should be limited to situations where there was a continuation-in-part ("CIP") application
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because both of the cases cited for support are cases involving CIP(s), namely In re Ruscetta,

255 F.2d 687 (CCPA 1958) and In re van Langenhoven, 458 F.2d 132 (CCPA 1972).

Although the Patent Owner's arguments have been carefully considered, they are not
deemed persuasive. As extensively discussed in the "Benefit of Earlier Filiﬁg Date" section
above, a review of the prosecution history provides clear and objective evidence that a
significant amount of new text (directed to various features) was added in a series of
amendments to the application corresponding to the '734 patent that was not present in the
originally filed, parent applicatiohs. See the "Benefit of Earlier Filing Date" section above for
additional details. Thus, the '734 patent being reexamined and the specification of the original,
Parent application are not congruent, that is, they do not contain the same disclosure with respect
to claim support issues. Thus, the application corresponding to the '734 patent shares the
characteristics of a continuation-in-part in its relationship to the originally filed, Parent

application. See 37 CFR 1.53.b.2 and MPEP § 201.08.

Nonetheless, Ruscetta and Langenhoven nowhere hold that priority determinations under

35 U.S.C. 120 should be limited to continuation-in-part applications. Instead, both cases are
directed to the use of intervening references against the claims of an application that seek the
benefit of priority to an earlier filed application under 35 U.S.C. 120. The ability to use an
intervening reference is not limited to continuation-in-part applications, but applies to any later
filed application claiming benefit of a prior application under 35 U.S.C. 120, such as

continuation applications. See MPEP § 201.11, "Claiming the Benefit of an Earlier Filing Date
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Under 35 U.S.C. 120 and 1 19(e)"....(B)... [t}he examiner may use an intervening reference in a
rejection until applicant corrects the benefit claim or shows that the conditions for claiming the
benefit of the prior application have been met." Both continuation and continuations-in-part
applications are also related in that they both rely on priority under 35 U.S.C. 120 to obtain thf_:
benefit of an earlier filing date. MPEP § 201.11  Furthermore, continuation-in-part
applications are related to continuétion applications as a "continuing applications" under 37 CFR
1.53(b). Indeed, the application corresponding to the '734 patent under reexamination was filed
under the old "file wrapper continuation" procedure, under which both continuation and

continuation-in-part applications were filed under the same rule, 37 CFR 1.62. MPEP §

201.06(b), referring to MPEP, 8™ Ed., 1 Revision, February 2003.

http://www.uspto.gov/web/offices/pac/mpep/mpep_e8rl_0200.pdf). Here, the present

reexamination proceeding uses intervening references against the claims of an alleged continuing
application (the '734 patent) that seeks the benefit of priority to earlier filed applications under 35

U.S.C. 120, which is similar to the issues discussed in the Ruscetta and Langenhoven cases.

The Use of Intervening Reference Is Not Limited to Continuation-in-Part Applications,

but Applies To Any Later Filed Application Claiming Priority Benefit To a Prior Application
under 35 U.S.C. 120, such as Continuation Applications.

On pages 25 and 26 of the Amendment, the Pafent Owher argues that examiner lacks the
authority to reassign priority dates in the present ree);amination proceeding because the original
examiner lacked the authority to do so. Specifically, the Patent Owner argues that the oﬁginal
examinér "could not — and did not - reéssign priorit? dates to the original claims" because "if the

applicant does not overcome the objection and rejection the applicant has the option of refiling
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the application as a CIP...." that "in the absence of a CIP an original examiner cannot simply
elect to assign a later effective priority date."  "Such a procedure would amount to creation of a
'de facto CIP' by the original examiner, and undertaking plainly unsupported by statue,

regulation, case law, or MPEP provision, or any other authority or precedent.”

Although the Patent Owner's arguments have been carefully considered, they are not

deemed persuasive.

First it is noted that the Patent Owner admits that the original examiner did not address
the issue of whether to apply intervening references against the original claims. Thus, the use of
intervening references is an open question that will be addressed in this reexamination

proceeding.

Second, the ability to use an intervening reference is not limited to continuation-in-pa;rt
applications, but applies to any later filed af)plication claiming benefit of a prior application
under 35 U.S.C. 120, such as continuation applications, as discussed extensively above. See
again MPEP § 201.11. If the claims in the later_-ﬁled application are not entitled to the benefit of

an earlier filing date under section 120, then the examiner should:

conduct a prior art search based on the actual filing date of the application
instead of the earlier filing date. The examiner may use an intervening reference
in a rejection until applicant corrects the benefit claim or shows that the
conditions for claiming the benefit of the prior application have been met. The .
effective filing date of the later-filed application is the actual filing date of the
later-filed application, not the filing date of the prior-filed application.
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MPEP § 201.11 (emphasis added).

Thus, the present (and original) examiner has (had) the authority to apply an intervening
reference by relying upon the aétual filing date of the application corresponding to the '734
patent until the Patent Owner corrects the section 120 benefit claim or shows that the conditions
for claiming benefit of the prior application have been met, even though the original examiner
did not exercise such authority, as admitted to by the Patent Owner above and based on the -

prosecution history as discussed extensively above.

The Original Examiner Did Not Address the Specification as Originally Filed in the '734
Specification, Much Less the Specification as Originally Filed in the Parent Applications

On pages 26-30 of the Amendment, the Patent Owner argues that the original examiner
did "consider the various additions to the specification and concluded those additions did not
constitute new matter and the subject claims therefqre were supported under Section 112...." The
Patent Owner also refers to a Declaration filed under 37 CFR 1.132 and to _a‘chart on pages 27

and 28 of the Amendment.

Although the Patent Owner's arguments have been carefully considered, they are not
deemed persuasive. Although the examiner addressed new matter issues in a non-final rejection
~ in the Grandparent application, mailed on February 24, 1992 (as the Patent Ownér provided chart
demonstrates), these new matter issues were in response to one amendment filed on December

11, 1991. However, a series of amendments to the specification and claims were filed previously
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to this amendment in the Great-Grandparent (and even in the Grandparent) applications and
subsequently in the Child and Parent (and even the Grandparent) applications, where each new

amendment gradually added new matter. See the "Benefit of Earlier Filing Date" section above

for additional details. Therefore, it is not clear whether the examiner addressed this issue in

regard to the specification as originally filed in the Child application from which the '734 patent

issued, much less the specifications as originally filed in the Parent, Grandparent, and Great-

Grandparent applications, which are at issue here. Tﬁat is, the consideration of any new matter
in the December 11, 1991 amendment does not relate back to ihe specification as originally in
the Great-Grandparent application, nor account for all the new text added to the other parent
applications subsequent to the December 11, 1991 amendment. For the same reasons, the
consideration of any issues in the Declaration, filed on June 25, 1992, would also fail to relate
back to the specification as originally filed in the Great-Grandparent application, nor account for
all the new text added subsequently to the December 11, 1991 amendment (even if the
Declaration were considered bersuasive, which it is not, as discussed in the "Benefit of Earlier

" Filing Date" section in the Final Office action for related reexamination 90/007,402). Thus, the
prosecution history pfovides further evidence that the examiner did not consider support in the

specification as originally filed in any of the parent applications.

Patlex Makes Clear that It Does Not Apply to Situations Where the Sufficiency of the
Parent Application Has Not Been Decided, Furthermore the Facts in the Patlex Case Differ
Considerably from the Facts in the Instant Reexamination Proceeding

On pages 30-32 of the Amendment, the Patent Owner argues that in Patlex v. Quiqq, 680

F.Supp. 33, 6 USPQ2d 1296 (D.D.C. 1988), the United States District Court for the district of
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Columbia "addressed a situation substantially identical to the circumstances of the present
reexamination" and held that where "an original examiner already has considered and determined
the sufficiency of the specification's di'sclosure under Section 112 and the resulting entitlement of
claims to an original priority d ate, there is no 'substantial new' question of patentability for
reexamination..." and thus the "Office lacks jurisdiction to 'reexamine' that samé issue for those

same claims in a subsequent reexamination proceeding."

Although the Paten‘; Owner's arguments have been carefully considered, they are not

deemed persuasive. The holding relied on by the Patent Owner reads, in full, "hence, the Court

" concludes that the examiner and the Board lacked jurisdiction in this case to 'reexamine' the
sufficiency of the specification of the 'great-grandparent’ application.” (Emphasis added). Id., at
37, at 1299. Obviously, this is not a broad holding that a 35 U.S.C. § 120 Beneﬁt claim can
never be "reexamined" in a reexamination proceeding. Indeed, the Patlex court specifically, and

| rather clearly, went on to state that the "Court wishes to make clear that it is not deciding
whether the Commissioner has jurisdiction in a reexamination to inquire into the sufficiency of
the specification of a "parent" applice;tion where the sufficiency of the "parent" application vis-a-
vis the claims of the patent being reexamined was not pfeyiously determined by the PTO or a

court."?® As discussed extensively above, the original examiner did not consider and determine

% In another example, the Federal Circuit recently upheld a priority determination based upon a written
description analysis raised by the Office during a reexamination proceeding initiated based on prior art
raising a new question of patentability. In re Curtis, 354 F.3d 1347 (Fed. Cir. 2004). See also In re
Modine and Guntly, 2001 WL 898541 (Fed. Cir. 2001) (unpublished) (finding lack of priority to an -
ancestor application during a reexamination of a patent where the reexam was initiated based on prior art
raising a new question of patentability.
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the sufficiency of the specification in the parent applications, as originally filed, for the purposes

of priority under 35 U.S.C. 120.

Indeed, the facts in the instant reexamination proceeding differ considerably from the

facts in Patlex. In Patlex, the Court found that the issues were based upon the fact that the

specification of the patent being reexamined was "essentially identical” to the specification of the
great-grandparent application for which section 120 benefit was claimed (Id., at 34, at 1297) and

that the claims of the great-grandparent were "directed essentially to the invention for [the patent

being reexamined]." (Id. at 36, at 1299).  As discussed ex_tensively above in the "Benefit of '
Earlier Filing Date" section above, the specification and the claims of the patent being
reexamined are substantially different from the specification and claims of the parent
applications, as originally filed, for which section 120 benefit was claimed. A series of
amendments subsequent the filing of the original, Great-Grandparent application has added a
substantial amount of new text to the specification apd claims of both the Grandparent, Parent,

and Child application, which issued as the '734 patent.

If a Claim Limitation Is Not Necessarily Disclosed in (Required by) the Written
Description of the Originally Filed, Parent Application, It Is Not Present in the Written

Description

On pages 33-36 of the Amendment, the Patent Owner argues that the "requirement of an

inherency standard under Section 112 is unsupported by Hyatt, Robertson, or Lockwood."
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Although the Patent Owner's arguments have been carefully considered, they are not
deemed persuasive. The case of Hyatt v. Boone, 146 F.3d 1348, 47 USPQ2d 1128 (Fed. Cir.
1998) (emphasis added) (Certiorari Denied), to which the Patent Owner refers to approvingly, is
clear in this matter. When an explicit limitation in a claim "is not present in the written
description whose beneﬁt is sought it must be shown that a person of ordinary skill would have _
understood, at the time the pat'ent application was filed, that the descript-ion requires that
limitation." Id. at 1353 (emphasis added). "It is 'not a question of whether one skilled in the art
might be able to construct the patentee's device from the teachings of the disclosure...Rather, it is

a question whether the application necessarily discloses that particular device.” Id. at 1353-4

(quoting from Jepson v. Coleman, 50 C.C.P.A. 1051, 314 F.2d 533, 536, 136 USPQ 647, 649-50

(CCPA 1963)) (emphasis added). The "written description must include all of the limitations...or
the applicant must show that any absent text is necessarily comprehended in the description

provided and would have been so understood at the time the patent application was filed." Id. at

 1354-55 (emphasis added).

The case of In re Roberston, 169, F.3d 743, 49 USPQ2d 1949 (Fed. Cir. 1999) was cited
for its holding that "missing descriptive matter" that is "necessarily present" also goes to

inherency. Id. at 745 (emphasis added).

The case of Lockwood v. American Airlines, Inc., 107 F.3d 1565, 41 USPQ2d 1961

(Fed. Cir. 1997) was cited to emphésize that, although the written description requirement

requires that the application necessarily discloses a particular device to one of ordinary skill in
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the art at the time the application was filed, such a test should not devolve into an inquiry that
"combined with the knowledge in the art, would lead one to speculate as to modifications that the

inventor might have envisioned, but failed to disclosed. Id. at 1571.

Thus, when an explicit limitation in a claim is not present in the written description
whose benefit is sought, such a limitation must be required (necessarily disclosed) by the written
description. Thus, if the said limitation is not necessarily disclosed in (required by) the written

description, it is not present in the written description.

Certain Claim Limitations Addressed in the Patent Owner's Claim Support Chart Are Not
Necessarily Disclosed (Required by) the Written Description of the Originally Filed, Parent

Application, and Thus Are Not Present in the Original, Written Description

On pages 36-44 of the Amendment, the Patent Owner provides a chart to show that all of
the limitations in claims 1-34 of the '734 patent were supported by the originally filed, Great-

Grandparent application.

Althoﬁgh the Patent Owner's arguments have been duly considered, they are not deemed
persuasive. While the chart is certainly appreciated, certain of the claim limitations addressed in
the chart are not necessarily disclosed (required by) the written description of the originally filed,
Great-Grandparent application, and thus are not present in the said written description, as
extensively discussed by the examiner in the "Benefit of Earlier Filing Date" section supra.

Thus, the effective filing date (priority) of the instant '734 patent under reexamination remains
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the latest date at which time the priority chain was broken, namely February 27, 1996 (at the

earliest), which is also the actually filing date of the '734 patent.

The Enablement Rejection of Newly Added, Video Download Feature Is Based on
Factors, such as Undue Experimentation, and Not upon a "Mass Production" Standard as Argued
by the Patent Owner

On pages _45-48 of the Amendmernit, the Patent aner argues that, regarding the
enablement of various video features recited in claims 4, 6-10, 19, 22-25, 28, and 31-60 by the
Great-Grandparent application, as originally filed, the Qfﬁce is attempting to apply a "mass

'production" standard when, "in actuality, the enablement standard of Section 112 has no such

requirement."

Although the Patent Owner's.arguments have been duly considered, they are not deemed
persuasive. The examiner of rejection under the enablement requirement of those newly
introduced claims reciting a video download feature was explicitly based upon an undue
experimentation factor. Nothing was stated about a "mass production” requirement. For
example, the originally filed, Great-Grandparent application teéches_that data (not specifically
video data) is transmitted via a telephone line. Yet the MPEG-1 standard, which was designed to

code/decode digital video information and to transmit the video via a telephone

(telecommunications) network in NTSC (broadcast) quality for archiving, was only established
in 1992. See the 35 U.S.C. 112, 1* paragraph rejection supra for additional details. Thus, digital
video coding standards for purposes of transmission and file downloading over a telephone line

were not settled in 1988. Thus, it would not have been clear to one of ordinary skill how the
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digital video would have been coded and decoded during transmission over a telephone line.
Such a question does not relate to mass production, but whether a single video dpwnloading
system as claimed could be made or used without undue experimentation by one of ordinary skill
in the art in 1988 facing a lack of industry standards for transmitting digital, video data via a
telephone line and also facing a limited disclosure of any video features whatsoever (except for
the general statements at the end of the specification regarding video épplicability) in the

originally filed, Great-Grandparent application.

Yurt and qudwasser Are Available of Prior Art Patents

On pages 50-53 of the Amendment, the Patent Owner argues that Yurt and Goldwasser
are not available as prior art éatents. The publication date of the Yurt patent however is July 21,
1992. The earliest priority date of the '734 Patent ﬁnder reexamination however is February 27,
1996, as discussed extensfvely above in the "Benefit of Earlier Filing Date" section. Thus, Yurt
is available as both 102(b) and 102(e) type prior art. For similar reasons, Goldwasser is also

available as prior art.

Patent Owner arguments regarding Bush are not directed to rejections as presently
formulated in this Office action, and are thus unpersuasive. For example, Bush was not relied
upon as a base reference, where its lack of teachings regarding a hard disk (non-volatile storage
not a tape or CD) would have to be addressed by a secohdary reference. Instead, Bush was only
relied upon as a secondary reference, for its narrow teaching regarding the user providing a credit

card number.

Page 01133




Application/Control Number: 90/007,403 : Page 56
Art Unit: 3992 '

The Examiner Should Consider Double Patenting Issues During the Examination Stage
of a Reexamination Proceeding

On pages 53-57 of the Amendment, the Patent Owner argues that the double-batenting
rejections are improper because they are not based on a substantial new question of patentability.
This argument is unpersuasive. As discussed extensively above, the present reexamination
proceeding was ordered based on a substantial new question(s) of patentability independent éf
. any priority issue, and for that matter, independent of any double-patenting issues. However, the
issue of double patenting should be considered during the examination stage of reexamination

proceeding and a rejection set forth if appropriate, as authorized in MPEP § 2258.D.

Response to Declarations

Several Declarations were filed by the Patent Owner on December 27, 2005. These
Declarations were considered, but are not deemed persuasive. The Declarations by Justin
Do‘uglas Tygar, Ph.D. and Arthur R. Hair appeaAr‘to argue support features generélly, but do not
specifically relate to the new matter issues. caused by the gradual and repeated introduction of
new text after the Great-grandparent application was originally filed, which is the issue here and
as extensively discussed above. The Declarations by Kenneth C. Pohlmann and regarding the

prior litigation are not directed to the rejections as presently formulated in this Office action.

Page 01134




Application/Control Number: 90/007,403 Page 57
Art Unit: 3992 :

Conclusion

The Amendment (filed on-November 11, 2006) necessitated the new grounds of rejection
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP §

706.07(a) and § 2271.11L

A shortened statutory period for response to this action is set to expire 2 months from the

mailing date of this action.

Any amendment after a final action must include "a showing of good and sufficient
reasons why the amendment is necessary and was not earlier presented" in order to be

considered. See MPEP § 2260.

The filing of a timely first response to this final rejection will be construed as including a
request to extend the shortened statutory period for an additional month, which will be granted
even if previous extensions have been granted. In no event, however, will the statutory period
for response expire later than SIX MONTHS from the mailing date of the final action. See

MPEP § 2265.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these p‘roceedings
because the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a
reexamination proceeding. Further, in 35 U.S.C. 305 and in 37 CFR A1 .550(a), it is required that

reexamination proceedings "will be conducted with special dispatch within the Office" (37 CFR
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1.550(a)). Extension of time in ex parte reexamination proceedings are provided for in 37 CFR

1.550(c).

~ Extensions of time in reexamination proceedings are provided for in 37 CFR
1.550(c). A requést for extension of time must be filed on or before the day on which a response
to this action is due, and it must be accompanied by the petition fee set forth in 37 CFR 1.17(g).
The mere filing of a request will not effect any exténsion of time. An extension of time will be

granted only for sufficient cause, and for a reasonable time specified.

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to
apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving
U.S. Patent No. 5,675,734 (the "'734" patent under reexamination) throughout the course of this
reexamination proceeding. The third party requester is also reminded of the ability to similarly. .
apprise the Office of any such activity or proceeding throughoﬁt the course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.
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All correspondence relating to this ex parte reexamination proceeding should be directed

as follows:

By U.S. Postal Service Mail to:

Mail Stop “Ex Parte Reexam”
ATTN: Central Reexamination Unit
Commissioner for Patents

P. O. Box 1450 ,
Alexandria VA 22313-1450

By FAX to:

(571) 273-9900
Central Reexamination Unit

By hand to:
Customer Service Window
Central Reexamination Unit
Randolph Building, Lobby Level

401 Dulany Street
Alexandria, VA 22314

Any inquiry concerning this communication or earlier communications from the
‘Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should be

directed to the Central Reexamination Unit at telephone number (571) 272-7705.

Signed: : Conferee

Roland G. Foster : - CRUEXAMINER-AU 3992
Central Reexamination Unit, Primary Examiner :

Electrical Art Unit 3992

(571)272-7538

MARK J. REINHART
SPRE-AU 3082
CENTRAL REEXAMINATION UNIT

Page 01137



Application Number

Application/Control No.

Applicant(s)/Patent under
Reexamination

90/007,403 5675734
Examiner Art Unit
Roland G. Foster 3992

U.S. Patent and Trademark Office

Part of Paper No. 20070301

Page 01138




Index of Claims

Application/Control No.

Applicant(s)/Patent under

Re xamination

90/007,403 5675734
Examiner Art Unit
Roland G. Foster 3992
. (Through numeral)
v | Rejected Cancelled N Non-Elected Appeavl
=|( Allowed + Restricted 1| Interference Objected
Claim Date Claim Date Claim Date
5|85 | Z | =
G| E 1o T | £ G | £
£l Bla c |5 €| ©
w 6 3 w 6 w 5
11V 51| 101
2 |V 52 |V 102
34V 53 |V 103
4 |J 54 |V 104
5 55 [V 105
6 |V 56 |V 106
7 |V 57 |V 107
8 |V 58 |V 108
9 |V 59 |V 109
10(v 60 |V 110
1MV 61 11
12|V 62 112
131V 63 113
14 | v 64 114
151V 65 115
16 [V 66 116
17 |V 67 117
18 (v 68 118
19 [V 69 119
20 70 120
21 71 121
22 |V 72 122
23 |V 73 123
24 | v 74 124
25 | v 75 125
26 76 126
27 77 127
28 |/ 78 128
29 79 129
30 80 130
31|y 81 131
32|y 82 132
|V 83 133
341 84 134
35|V 85 135
36 |V 86 136
37|V 87 137
38 (v 88 138
39|V 89 139
40 | v 90 140
4“1y 91 141
2|y 92 142
43 |V 93 143
4|V 94 144
45|V 95 145
46 | v 96 146
47 |V g7 147
48 | v 98 148
49 | v 99 149
50 |V 100 150

U.S. Patent and Trédemark Office

Part of Paper No. 20070301

Page 01139




Search Notes

Applicati n/Contr IN .

Applicant(s)/Patent under
R examination ’

. 90/007,403 5675734
Examiner Art Unit
Roland G. Foster 3992
' SEARCH NOTES -
SEARCHED (INCLUDING SEARCH STRATEGY)
Class Subclass Date Examiner DATE EXMR
Not Updated rgf
INTERFERENCE SEARCHED
Class Subclass Date Examiner

U.S. Patent and Trademark Office

Part of Paper No. 20070301

Page 01140




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
56548 U.S.PTO

In re Application of. lmlllll!HUHNIINIHIINHH!NNHIIWHI

ARTHUR R. HAIR
Reexamination Control No. 90/007,403
SYSTEM FOR TRANSMITTING

DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

Reexamination Filed: January 31, 2005

Patent Number: 5,675,734

Examiner: Roland Foster

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

MAIL STOP Ex Parte Reexamination A /\/ E
=l ¢

TRANSMITTAL

In response to the Office Action mailed on March 17, 2007 in the above-captioned
reexamination, to which a response is due May 17, 2007, enclosed herewith are the following:
Response;
Copy of cited publication;
Declaration Under 37 CFR § 1.132; and
Certificate of Service.

No fee is believed due to support this submission. However, should any fee be due,
authorization is hereby given to charge Deposit Account No. 50-0573.

Respectfully submitted,
REATH LLP

Re stratlon No 32 474

DRINKER BIDDLE & REATH LLP
One Logan Square

18th & Cherry Streets

Philadelphia, PA 19103-6996
Telephone: (215) 988-3392
Facsimile: (215) 988-2757
Customer No. 23973

543361.1
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56548 U.S.PTO

05/17/07

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Application of:
ARTHUR R. HAIR
Reexamination Control No. 90/007,403
SYSTEM FOR TRANSMITTING

DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

Reexamination Filed: January 31, 2005

Patent Number: 5,675,734

N N N N N Nt N N Nt

Examiner: Roland Foster

Mail Stop Ex Parte Reexamination
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

RESPONSE
In response to the Office Action for the above-identified reexamination dated
March 17, 2007, please enter the following remarks.

Remarks begin on page 2 of this paper.

PHIP\542891\2
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REMARKS

~ Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34, which
originally issued in the patent under reexamination, and new Claims 35 through 60, are
currently pending in the reexamination.
L SUMMARY

The Office essentially has reiterated its previous position regarding the
entitlcmeﬁt of the claims as issued in U.S. Patent No. 5,675,734 (the ‘“’734 Patent”) to the
proper priority date of June 13, 1988. Patentee again wishes to point out that the Office
has exceeded its jurisdiction in extending the instant reexamination to consider issues of
written support and enablement, which clearly are outside the mandate given to the
Office in the reexamination statutes. The Office repeatedly cites the Manual of Patent
Examination Proceed (“MPEP”) as granting authority to consider in reexamination issues
related to priority. In fact, a number of the sections of the MPEP cited by the Office as
granting authority to address intervening references in reexamination are not themselves
concerned with reexamination, but rather initial examination. Further, Patentee
respectfully points out that, even with respect to MPEP sections that are relevant to
reexamination, these sections merely set forth PTO procedures. The MPEP is not a rule
or statement of law, and thus the MPEP cannot by itself grant any authority not
previously granted by statute. |
Nonetheless, even if it were within Office’s mandate to consider issues of priority,

the Office clearly is not empowered to address any issues where they do not themselves
present new issues related to patentability. As pointed out in detail by Patentee in the

Response to the Office Action of September 29, 2006, all of the issues of alleged new
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matter now specifically raised in the instant reexamination were addressed previously by
the original examiner, Examiner Nguyen, during the initial examination of the ‘734
Patent and its parent, U.S. Patent No. 5,191,573. Patentee herein incorporates all
arguments made in the Response to the previous Office Action concerning this issue as if
repeated in their entirety.

Additionally, Patentee in the Response to the previous Office Action pointed out
where each element in the claims currently in reexamination is supported in the
~ specification as originally filed. Further, Patentee specifically pointed out in detail that
the invention was in fact enabled as of June 13, 1988. As specifically addressed in
Patentee’s Response to the previous Office Action, the Office is applying an improper
standard for 35 U.S.C. § 112, first paragraph, written support and enablement. Patentee
also incorporates herein all arguments made in the Response to the previous Office
Action concerning this issue as if repeated in their entirety.

Many of the new rejections of Claims 1 through 4, 6 through 19, 22 through 25,
28 and 31 through 60 under Section 112, first paragraph, regarding written support and
enablement similarly are improper because they address issues already decided during the
initial examination of the ‘734 Patent. With respect to any issues under Section 112, first
paragraph, now raised by the Office that may not have been decided previously, Patentee
demonstrates herein that Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31
through 60 are fully supported and enabled by the specification originally filed on June
13, 1988.

As a result, Patentee reiterates its position that U.S. Patent No. 5,132,992 to Yurt

(Yurt) and U.S. Patent No. 5,241,428 to Goldwasser (Goldwasser) cited by the Office do
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not dualify as prior art and are not available for the purposes of rejections under 35
U.S.C. § 103(a) or for the purposes of obviousness-type double-patenting. Patentee
similarly incorporates herein all arguments made in the Response to the previous Office
Action concerning this issue as if repeated in their entirety.

IL. THE OFFICE IS NOT EMPOWERED TO REASSIGN PRIORITY DATES
DURING REEXAMINATION

The 734 Patent issued from U.S. Patent Application Serial No. 08/607,648 (the
“’648 Application”), which was filed as a continuation of U.S. Patent Application Serial
No. 08/023,398 (the “’398 Application”), which was filed as a continuation of U.S.
Patent Application Serial No. 07/586,391 (the “’391 Application”), §vhich was filed as a
continuation of U.S. Patent Application Serial No. 07/206,497 (the ‘“’497 Application”),
which was the originally filed application. The Office admits the 734 Patent is not a
continuation-in-part, but then asserts that the ‘734 Patent “shares the characteristics of a
continuation-in-part.” Based on this novel characterization of the ‘734 Patent, the Office
proceeds to revisit the entitlement of the claims in the ‘734 Patent to the June 13, 1988
priority date previously awarded by Examiner Nguyen.

A. THE OFFICE IS ATTEMPTING TO REASSIGN THE PRIORITY DATE
OF THE ‘734 PATENT

The Office asserts that “no priority dates have been ‘reassigned’ by the
examiner.” However, this is exactly what the Office has done.

1. Examiner Nguyen Assigned A Priority Date Of June 13, 1988 To The
Claims In The ‘734 Patent

MPEP § 602.05(a) states unequivocally that, “[i]f the examiner determines that
the continuation or divisional application contains new matter relative to the prior

application, the examiner should so notify the applicant in the next Office action. The
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examiner should also (A) require a new oath or declaration along with the surcharge set
forth in 37 CFR 1.16 (f); and (B) indicate that the application should be redesignated as a
continuation-in-part.” : |

During initial exa:rnination of the ‘734 Patent, the ‘648 Application and ‘398
Application were filed as “continuations” claiming priority back to the ‘497 Application,
through the ‘391 Application. Thus, as a preliminary matter, the ‘648 Application and
‘398 Application were entitled to the filing date of the original application, June 13, 1988.
Examiner Nguyen reviewed all amendments made to the specification and claims of the
‘648 Application and ‘398 Application, and did not require a new oath or declaration or
that either application be refiled as a continuation-in-part.' Based on the MPEP sections
cited by the Office and the Patentee, implicit in this is the fact that Examiner Nguyen
thereby assigned the priority date of June 13, 1988 to the ‘648 Application and ‘398
Application.

During prosecution of the ‘648 Application and ‘398 Application, amendments
were made to the specification and claims. The Office specifically refers to amendments
filed on January 3, 1994 and December 9, 1996 as adding alleged new matter.” As noted
by the Office, the January 3, 1994 amendment clarified the original disclosure in the ‘497
Application, which explicitly disclosed that the invention was applicable to digital video

as well as digital audio. The Office admits the originally filed specification explicitly

! Patentee notes that a declaration and power of attorney dated February 22, 1993 was filed with the ‘398
Application. A review of the specification filed with the ‘398 Application reveals that it included only two
paragraphs not expressly found in the originally filed ‘497 Application. However these two paragraphs
incorporated matter considered and passed on by Examiner Nguyen as part of the December 9, 1991
amendment in the ‘391 Application and thus did not add new matter. See MPEP § 602.05.

2 Patentee notes that there is no amendment in the file history of the ‘734 Patent bearing a date of January
3, 1994 or December 9, 1996. The closest dates corresponding to the amendments referenced by the Office
are dated December 30, 1993 and December 6, 1996. For the purpose of responding to the current
rejection, Patentee assumes these are the amendments to which the Office refers.
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discloses that an embodiment of the invention can be applied to video as well as audio,
but then objects to the fact that a description drawn to the video embodiment was
included in the January 3, 1994 amendment.

A review of the text added to the specification and claims via the January 3, 1994
amendment shows that the text substantially repeats much of the previous description of
the invention, merely replacing the term “audio” with “video.” Since the original
specification stated explicitly that the described invention was applicable to video, as
well as audio, it cannot be said this further video description was not supported by the
original specification. Further, to the extent the January 3, 1994 amendment contained
terms not explicitly found in the original’ specification filed on June 13, 1988, a review of
the amendment shows it does not contain any matter that was not previously reviewed by
Examiner Nguyen and found to be supported.

Specifically, during prosecution of the ‘391 Application, Examiner Nguyen made
certain specific new matter rejections based on amendments to the specification and
claims. ’fhose rejections were traversed and responded to by the applicant, including the
submission of a Declaration under 37 CFR § 1.132, which was determined to be
persuasive by Examiner Nguyen.3 The new matter rejections subsequently were
withdrawn and the application proceeded to issue as the ‘573 Patent. Therefore,
Examiner Nguyen expressly concluded that the alleged new matter was in fact supported
by the originally filed specification; i.e. was disclosed in the manner provided by the first

paragraph of Section 112. The January 3, 1994 amendment included identical

? As an ancillary matter, the Office now seems to question the persuasiveness of the Section 1.132
Declaration submitted by applicant during examination of the ‘391 Application. Patentee respectfully
points out this is not an issue that can be addressed on reexamination. The original Examiner must be
assumed to have done his job properly in the initial examination.
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terminology; e.g. “charge a fee”, “second party location

M«

, “credit card number”, etc.,
which previously had been reviewed and found to be supported by Examiner Nguyen, the
only difference being the recitation of digital video. Because the original specification
explicitly states that the disclosed invention is applicable to video, Examiner Nguyen did
not object -- and in fact had no reason to object -- to matter she had already reviewed.

With respect to the December 9, 1996 amendment, a review of the filing does not
reveal any additions to the specification, only amendments to the claims. Further, all of
the text added to the claims via this amendment was either explicitly supported in the
originally filed specification, or included terms that were reviewed previously and found
to be supported by Examiner Nguyen.

Therefore, because the text added by the January 3, 1994 and December 9, 1996
amendments consisted of matter either explicitly found in the original specification or
previously considered and passed on by Examiner Nguyen, there is no doubt that
Examiner Nguyen determined the claims in the ‘734 Patent were entitled to claim priority
to the original June 13, 1988 filing date.

2. The Office Is Attempting To Reassign A Priority Date Of February
27,1996 To The Claims Of The ‘734 Patent

The Office now asserts, contrary to Examiner Nguyen, that the ‘734 Patent was
only entitled to a priority date of February 27, 1996. Essentially, the Office has made an
ex post determination that Examiner Nguyen should have either required that the
amendatory text be deleted, or should have required that the application be refiled as a
continuation-in-part with a new oath or declaration. In short, it is the Office’s position
that Examiner Nguyen should have, at some point, assigned a priority date of February

27, 1996 to the ‘398 Application during prosecution. After extensively reviewing the
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amendments to the specification and claims during prosecution of the ‘398 Application,
Examiner Nguyen assigned the priority date of June 13, 1988. Dissatisfied with
Examiner Nguyen’s conclusion, the Office now has taken it upon itself to revisit the issue
and reassign the priority date of February 27, 1996 for the ‘734 Patent.

3. The Office is Attempting To Create A New Designation Of “De Facto
CIp”

The Office admits the ‘734 Patent is not a continuation-in-part application, but
then asserts the ‘734 Patent “shares the characteristics of a continuation-in-part,” and
cites this as a basis for assigning a later priority date to the claims of the ‘734 Patent. The
Office points to text added to the specification of the ‘734 Patent that was not found in
the originally filed specification as grounds for this new designation. The Office further
cites MPEP § 201.11 to support its conclusion. However, the presence of additional or
different text in the specification of a continuation application does not by itself render
the continuation application a continuation-in-part. The prohibition of MPEP § 201.11
concerns addition of text that would constitute new matter. Indeed, MPEP § 602.05
explicitly contemplates that changes and additions to the text of specifications in
continuation and divisional applications can occur and are acceptable so long as no new
matter is introduced:

“A copy of the oath or declaration from a prior non-provisional application may be
filed in a continuation or divisional application even if the specification for the
continuation or divisional application is different from that of the prior application,
in that revisions have been made to clarify the text to incorporate amendments made
in the prior application, or to make other changes provided the changes do not
constitute new matter relative to the prior application. See 37 CFR 1.52(c)(3).”
MPEP § 602.05 (emphasis added).

Further, the Office has cited no authority that empowers it, in the context of

reexamination, to treat a continuation application as a continuation-in-part because the
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examiner in reexamination believes the continuation “shares characteristics of a
continuation-in-part.” Patentee submits that an application or patent is either a
continuation-in-part, or it is not. There simply is no designation in the statutes or
regulations for patents that are continuations, but “share the characteristics of
continuations-in-part”, as asserted by the Office. Patentee therefore respectfully submits
that the Office has manufactured the designation of “de facto CIP” to allow the Office to
cite references that otherwise would be unavailable as prior art.

The Office’s reliance on In re Ruscetta, 255 F.2d 687 (CCPA 1958) and In re van
Langenhoven, 458 F.2d 132 (CCPA 1972) as authority for creating a de facto CIP is
misplaced. Both Ruscetta and van Langenhoven deal explicitly with patents that issued
from continuation-in-part applications. Further, both cases pre-date the reexamination
statute, and thus say nothing about the proper conduct of reexamination proceedings.
The Office has cited no further authority to support its interpretation of Ruscetta or van
Langenhoven. Moreover, the Office cannot expénd the holdings of these cases simply by
inserting references to them in MPEP sections dealing with the scope of reexamination.
“The MPEP sets forth PTO procedures; it is not a statement of law.” Regents of the
University of New Mexico v. Knight, 321 F.3d 1111, 1121 (Fed. Cir. 2003).

B. THE PRIORITY DATE OF THE CLAIMS OF THE ‘734 PATENT IS NOT
A NEW ISSUE RELATED TO PATENTABILITY AND CANNOT BE
REVISITED BY THE OFFICE IN REEXAMINATION
The Office asserts the determination of the priority date of the claims in the ‘734

Patent is a new issue related to patentability. The Office then back tracks on this

statement by saying that even if were not a new issue, nothing bars the Office from

revisiting the issue in reexamination.
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1. The Entitlement Of The Claims In The ‘734 Patent To The Priority
Date Of June 13, 1988 Was Addressed By Examiner Nguyen During
The Original Prosecution Of The ‘734 Patent

The Office admits that Examiner Nguyen did in fact address the issue of the
alleged new matter shown in Table I of the most recent Office Action in related
reexamination 90/007,402. The Office further admits that Patentee has effectively
demonstrated as much through the table submitted with Patentee’s Response to the Office
Action of September 29, 2006. However, the Office then asserts that Examiner Nguyen |
did not have an opportunity to compare all of the amendments to the claims and
specification made during prosecution to the originally filed specification. The Office
refers to Table I in the most recent Office Action in related reexamination 90/007,402
for examples of “gradually added new matter” which the Office asserts was not addressed
by Examiner Nguyen. However, on reviewing Table II, it is apparent it contains the same
alleged new matter as Table I, which the Office already has admitted was reviewed and
passed on by Examiner Nguyen. In fact, the text referred to by the Office in the instant
Office Action appears to be the same text presented in the previous Office Action with
the exception that it has now been relabeled Table IL

The Office also refers to the amendments of January 3, 1994 and December 9,
1996 as allegedly adding new matter. However, beyond making vague assertions that
disclosure and claims drawn to video constitute new matter, the Office has failed to
specify exactly what the Office considers new matter added by these amendments. A
review of the text of these amendments shows their content corresponds to the same

alleged new matter found in Tables I and II discussed above. As a result, it is not

10
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apparent the amendments of January 3, 1994 and December 9, 1996 included any
disclosure that was not previously considered and passed on by Examiner Nguyen.
2. The Absence Of Rejections Based On Intervening References During
The Initial Examination Of The ‘734 Patent Does Not Demonstrate
Examiner Nguyen Failed To Address The Issue Of Priority
The Office asserts that Examiner Nguyen never had reason to consider the
propriety of the claim of priority made in the ‘648 or ‘398 Applications, because no
intervening references were ever cited by the Examiner. This line of argument by the
Office effectively puts the rabbit in the hat, by concluding that the absence of any
intervening references in the record is conclusive evidence the issue of priority was never
addressed by Examiner Nguyen. Patentee respectfully submits it is more plausible to
conclude that no intervening references were cited because Examiner Nguyen properly
concluded the ‘648 and ‘398 Applications were entitled to the priority date of June 13,
1988. Not only is Patentee’s position more plausible on its face, it is fully-supported by
the written record as detailed in Section II(A)(1) above.
3. MPEP § 2258.IV.E Does Not Empower The Office To Revisit The
Issue Of The Entitlement Of Claims In An Issued Patent To A
Priority Date
The Office cites MPEP § 2258.IV.E as an example of revisiting priority issues in
reexamination. However, most of this section addresses only the procedural issues in
reexamination for perfecting a claim for priority made previously during initial
examination.
The cited section also deals with claiming priority under 35 U.S.C. § 120 to an

earlier filed copending application during reexamination, where there was an earlier

failure to make such a claim. Where a patentee seeks to correct an earlier failure to claim

11
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priority, that would be a new issue, since the priority claim was never before the Office in
the first place. However, in, the instant case, a claim of priority was made by the
applicant and Examiner Nguyen determined the ‘734 Patent in fact was entitled to the
priority date of June 13, 1988. Since a claim of priority is, by definition, before the
Examiner when it is made, it can never be a new issue in reexamination; i.e. one that the
original Examiner had no reason to consider. Indeed, MPEP § 201.11, cited favorably by
the Office, requires an Examiner to address the issue during in_itial examination.

Further, MPEP § 2258.1IV.E does not address revisiting and removing an earlier
claim of priority made in an application, and does not address the entitlement of an issued
patent to an earlier claimed right of priority.

Finally, MPEP § 2258.IV.E addresses reexaminations initiated by the Patentee,
and does not empower the Office to address the issue of entitlement to a claimed priority
date where the issue is not first raised by the Patentee.

The Office also cites MPEP § 1402, which concerns reissue proceedings, as an
example of addressing priority issues. However, again, the cited section deals with
adding or changing claims of priority, where an earlier claim contained an error or was
not made at all. Patentee further respectfully points out that, while MPEP § 1405 does
address deletion of a priority claim in reissue, that section does not empower the Office
on its own to determine the propriety of the priority claim. Finally, 37 CFR § 1.552(c) is
explicit about the scope of reexamination:

“Issues other than those indicated in paragraphs (a) and (b) of this section will not

be resolved in a reexamination proceeding. If such issues are raised by the patent

owner or third party requester during a reexamination proceeding, the existence of
such issues will be noted by the examiner in the next Office action, in which case

the patent owner may consider the advisability of filing a reissue application to
have such issues considered and resolved.” 37 CFR 1.552(c) (emphasis added).

12
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Therefore, notwithstanding MPEP § 1405, the propriety of a previously made priority

claim cannot be revisited by the Office during reexamination.

C.  SINCE THE ISSUE OF ENTITLEMENT OF THE CLAIMS OF THE ‘734
PATENT TO THE JUNE 13, 1988 FILING DATE OF THE PARENT
APPLICATION IS NOT A NEW ISSUE, PATLEX BARS
RECONSIDERATION OF THE ISSUE DURING REEXAMINATION
The Office agrees that the holding of Patlex v. Quigg, 680 F.Supp 33 (D.D.C.

. 1988) bars reconsideration of the entitlement to a claim for priority where the issue of the

sufficiency of the disclosure of the application to which the claim is made has already

been determined by the PTO or a court. As demonstrated by Patentee and admitted by
the Office, Examiner Nguyen decided the issue of the sufficiency of the disclosure of the

‘497 Application during the initial examination of the ‘734 Patent. In short, Examiner

Nguyen decided the claims in the ‘734 Patent are entitled to the filing date accorded the

‘497 Application, June 13, 1988. Recasting as arising under 35 U.S.C. § 120, as opposed

to 35 U.S.C. § 132, the same Section 112, first paragraph, issues previously dealt with by

Examiner Nguyen does not make them new. Therefore, by the Office’s own admission,

it is barred from revisiting the issue of priority in reexamination.

III. THE INSTANT REJECTIONS OF THE CLAIMS CURRENTLY IN
REEXAMINATION ARE IMPROPER

The Office has rejected Claims 4, 6 through 10, 19, 22 through 25, 28 and 31
through 60 under Section 112, first paragraph, based on lack of adequate written
description and lack of enablement. A number of these Section 112, first paragraph,
rejections improperly address issues that previously were determined during the initial
examination of the ‘734 Patent. The Office has also rejected Claims 1 through 4, 6

through 19, 22 through 25, 28 and 31 through 60 under 35 U.S.C. § 103(a) over various

13
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references. At least two of these references, Yurt and Goldwasser, are not available as
prior art since they post date the proper June 13, 1988 priority date for the ‘734 Patent.

A. REJECTION OF CLAIMS 4, 6 THROUGH 10, 19, 22 THROUGH 25, 28
AND 31 THROUGH 60 UNDER 35 U.S.C. § 112, FIRST PARAGRAPH

Claims 4, 6 through 10, 19, 22 through 25 , 28 and 31 through 60 have been
rejected under Section 112, first paragraph, as either introducing matter not described in
the original specification or not being enabled by the original specification. Patentee
traverses thié rejection.

As a preliminary matter, 37 CFR § 1.552(a) states that an analysis under Section
112 will be performed with respect to matter added or deleted, not claims added or
deleted. The restatement of matter already presented in Claims 1 through 34 in the form
of Claims 35 through 60 does not add matter to the claims. MPEP § 2163.1 states that
issues under Section 112 “most typically... arise in the context of...new or amended
claims.” (emphasis added). This statement does not empower the Office to assert Section
112, first paragraph, rejections every time previously claimed matter is presented in the
form of a different claim.

In particular, Patentee notes that Claims 1 through 34 were only amended to add
limitations from existing dependent claims into existing independent claims. Therefore,
the rationale cited by the Office for subjecting Claims 4, 6 through 10, 19, 22 through 25,
28 and 31 through 34 to analysis. under Section 112, first paragraph is wholly faulty. The
only element present in Claims 35 through 60 that was not previously present in Claims 1
through 34 is the recitation of a non-volatile storage portion of the second memory that is

not a tape or CD. Therefore, the Office may only examine the recitation of “a non-
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volatile storage portion of the second memory that is not a tape or CD” for compliance
with Section 112, first paragraph.

Nonetheless, even if it were proper for the Office to examine Claims 35 through
60 in their entirety for compliance with Section 112, first paragraph, under 37 CFR §
1.552(a), those issues already were addre;ssed by Examiner Nguyen during the initial
examination of Claims 1 through 34, as recognized by the Office in the instant Office
Action.

1. Rejection Of Claims 35 Through 60 Under 35 U.S.C. § 112, First

Paragraph As Introducing Matter Not Found In The Original
Specification

With respect to the recitation of “a non-volatile storage portion of the second
memory, wherein the non-volatile storage is not a tape or a CD”, the Office asserts that
the negative limitation in Claims 35, 37, 43, 48, 51 and 56 introduces a new concept to
the claims that does not have a basis in the originally filed specification. The Office cites
two cases from the Board of Patent Appeals and Interferences (BPAI), one case from the
Court of Customs and Patent Appeals (CCPA), and one case from the Court of Appeals
for the Federal Circuit (CAFC) to support this rejection.

As a preliminary matter, Patentee notes that the CAFC case cited by the Office,
Lizardtech v. Earth Resources Mapping, 433 F.3d 1373 (Fed. Cir. 2006), is merely an
opinion denying a petition for rehearing en banc, which does not address anything related
to the current rejection, and therefore contains no holding that supports the Office’s
position.

The two cases from the BPAI, Ex Parte Wong, 2004 WL 4981845 (Bd. Pat. App.

& Interf.) and Ex Parte Grasselli, 231 USPQ 393 (Bd. Pat. App. & Interf. 1983), address
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situations where a negative limitation added to a claim was not described in the
specification of the application.

The case from the CCPA, Application of Johnson, 558 F.2d 1008 (CCPA 1977),
concerns a situation where the applicant sought to claim priority to an originally filed
application for claims in a subsequent continuation-in-part application. The disclosure
and claims in the CIP application recited a negative limitation excluding certain species
from a polymer composition, where the negative limitation was not disclosed in the
original parent application. According to the court, this new negative limitation created a
new sub-genus not disclosed in the original parent application. As a result, the claims in
the CIP application were not entitled to claim priority to the original parent application.

The holdings of Wong and Grasselli do not support the rejection of Claims 35
through 60 under Section 112, first paragraph, in the instant case. In both Wong and
Grasselli, the issue and ultimate ground for rejection was that a negative limitation added
to the claims introduced a new concept not disclosed in the respective specifications in
those cases. That simply is not the situation here. All of Claims 35, 37, 43, 48, 51 and 56
recite a non-volatile storage portion of a memory that is not a tape or CD. The originally
filed specification of the ‘497 Application explicitly states that the disclosed invention
eliminates the need to handle tapes and CDs. See p. 2, Ins. 23 to 26. Thus, the concept of
storing digital audio or digital video signals on a memory that is not a tape or CD is
explicitly disclosed by the original specification.

The holding of Johnson similarly is not helpful to the Office here. In Johnson, an
original parent application disclosed and claimed a genus of polymer compositions

comprising various monomer units. In a later filed continuation-in-part application, the
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broad genus claims in the parent application were narrowed by expressly excluding
certain species from the polymer compositions. The parent application only contained a
description of the broader genus. The court found that claims to the narrower sub-genus
created by the express exclusion of certain species in the continuation-in-part were not
supported by the description of the broader genus in the parent specification. Again, the
situation with the present reexamination differs significantly from the cited case law.
Claims 35, 37, 43, 48, 51 and 56 recite a non-volatile storage portion of a memory that is
not a tape or CD. This is exactly what is described at page 2, lines 23 to 26 of the
originally filed specification. In short, the negative limitation recited in Claims 35, 37,
43, 48, 51 and 56 is expressly disclosed in the specification of the parent application.
Thus, in the instant case, the scope of the disclosure in the specification was never
narrowed with respect to this element, contrary to the situation in Johnson. Patentee
therefore respectfully submits that the recitation of a non-volatile storage portion of a
memory that is not a tape or CD is fully supported by the originally filed specification, as
well as the specification of the ‘734 Patent as issued.

With respect to the other elements recited in Claims 35 through 60, the issue of
written support for the claimed matter was previously addressed by Examiner Nguyen
during the initial examination of Claims 1 through 34, as recognized by the Office in the
instant Office Action. Moreover, Patentee thoroughly demonstrated in the Response to
the Office Action of September 29, 2006 that each element in Claims 35 through 60 is
fully supported and enabled by the original specification as filed, as well as the

specification for ‘734 Patent as issued. Reconsideration is respectfully requested.
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2. Rejection Of Claims 4, 6 Through 10, 19, 22 Through 25, 28 and 31
Through 60 Under 35 U.S.C. § 112, First Paragraph As Not Being
Enabled By The Original Specification

Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60 have been
rejected under Section 112, first paragraph, as not being enabled by the original
specification. Patentee traverses this rejection.

As set forth in Section III(A) above, all of the limitations recited in the claims
have written support in the original specification filed on June 13, 1988. As further set
forth above, 37 CFR § 1.552(a) states that an analysis under Section 112 will be
performed with respect to matter added or deleted, not claims added or deleted.
Therefore, the Office may only examine the claims with respect to the recitation of “a
non-volatile storage portion of the second memory that is not a tape or CD” for
compliance with the enablement requirement. In particular, Patentee notes that Claims 1
through 34 were only amended to add limitations from existing dependent claims into
existing independent claims. Therefore, the rationale cited by the Office for subjecting
Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 34 to analysis under
Section 112, first paragraph is wholly faulty. Nonetheless, Patentee thoroughly
demonstrated in the Response to the Office Action of September 29, 2006 that each
element in Claims 1 through 34 is fully supported and enabled by the original
specification as filed, as well as the specification for ‘734 Patent as issued.

With respect to new Claims 35 through 60, the only difference between the new
claims and original Claims 1 through 34 is the recitation of “a non-volatile storage
portion of the second memory that is not a tape or CD.” Patentee respectfully submits

that, for the same reason Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31
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through 34 are enabled, Claims 35 through 60 are also enabled. Reconsideration is
respectfully requested.
3. All Features Of Claims 1 Through 4, 6 Through 19, 22 Through 25, 28
And 31 Through 60 In The ‘734 Patent Find Written Support In The
Originally Filed Specification Of The ‘497 Application
In the Response to the previous Office Action, Patentee specifically pointed out in
table format where each feature of Claims 1 through 4, 6 through 19, 22 through 25, 28
and 31 through 34 is supported by the originally filed specification of the ‘497
Application. Patentee incorporates those arguments here as if repeated in their entirety.
Patentee further submits for the same reason Claims 35 through 60 are also supported by
the originally filed specification of the ‘497 Application.
To further support Patentee’s position with respect to particular claim elements,
Patent hereby submits a Declaration under 37 CFR § 1.132 of Dr. J. Douglas Tygar. As

set forth in the Declaration of Dr. Tygar, the claim language; “transferring money

electronically via a telecommunication line to a first party at a location remote from the

” o« ”» «

second memory,” “charging a fee,” “providing a credit card number,” and “charging
an account,” all would have been interpreted by one of ordinary skill in the art in the
context of the described electronic sales and distribution of digital audio signals or
digital video signals. In this context, one of ordinary skill in the art would have
recognized that electronic sales encompassed transactions where a fge is charged, and
thus money is transferred from one party to another electronically via a
telecommunication line. It further would have been understood by one of ordinary skill

in the art that electronic sales could be accomplished by providing a credit card

number. As a result, one of ordinary skill in the art in 1988 would have recognized
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that the description of electronic sales in the specification of the ‘479 Application

necessarily comprehends “transferring money to a first party from a second party

” W« ?”

electronically via telecommunication lines,” “charging a fee,” “charging an account,”
and “providing a credit card number.”

As further set forth in the Declaration of Dr. Tygar, one of ordinary skill in the
art in 1988 would have been aware of the available means for connecting computer
systems to telecommunication lines for the purpose of transferring electronic signals;
for example modems. Such means could be used at the originating (transmitting)
computer and at the destination (receiving) computer. The control unit or control
integrated circuit of the copyright holder and user would have been recognized by one
of ordinary skill in the art as being some type of computer system or part of a computer
system. Therefore, the terms in the claims, “transmitter” and “receiver”, describe
what would have been understood by one of ordinary skill in the art as being
necessarily comprehended by the description provided in the specification and figures
filed with the ‘497 Application.

Finally, as also set forth in the Declaration of Dr. Tygar, it easily would have
been recognized by one of ordinary skill in the art in 1988 that the specification’s
teaching requires establishing some type of connectivity as a pre-requisite to making a
purchase/sale of digital ‘signals, as well as for transferring the digital signals. Since the
specification of the ‘497 Application explicitly discloses selling and transferring digital

audio signals (or digital video signals) over telephone lines, it is clear that the step of

requesting and establishing connectivity (telephoning) is necessarily comprehended in
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the description provided in the ‘497 Application, since the step would have been

recognized as a prerequisite for performing the function of the disclosed system.

4. All Features Of Claims 1 Through 4, 6 Through 19, 22 Through 25, 28
And 31 Through 60 In The ‘734 Patent Are Enabled By The
Originally Filed Specification Of The ‘497 Application

In the Response to the previous Office Action, Patentee specifically explained
how claims drawn to the video feature are enabled by the originally filed specification of
the ‘497 Application. Patentee incorporates those arguments here as if repeated in their
entirety. In response to those arguments, the Office states:

Thus, it would not have been clear to one of ordinary skill how the digital

video would have been coded and decoded during transmission over a

telephone line. Such a question does not relate to mass production, but

where a single video downloading system as claimed could be made or

used without undue experimentation by one of ordinary skill in the art in

1988 facing a lack of industry standards for transmitting digital video data

via a telephone line and also facing a limited disclosure of any video

features whatsoever.
It is respectfully submitted that those of ordinary skill in the art would have been able to
code and decode video data transmitted over a telephone line without undue
experimentation. This is because there were existing video teleconferencing systems
known and available to them prior to applicant’s earliest priority date. Patentee hereby
submits the reference “The Design of Picturephone® Meeting Service (PMS) Conference

Centers For Video Teleconferencing”, Bernard A. Wright, IEEE Communications
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Magazine,© 1983 (hereinafter Wright). In the paragraph crossing the left and right

columns of page 30 of Wright, the article describes that five years before applicant’s

earliest priority date a digital video signal could have been (and was) sent via a télephone
network and decoded with a picture processor in real-time. In fact, on page 36, Wright
states:
The Bell System has developed a complete capability for full

motion video teleconferencing, and as of July 2, 1982 is providing such a

service. This high quality PMS service provides the user with an excellent

full-motion, two-way fully interactive conferencing capability.
Similarly, in the section of page 35 entitled “Picture Processor,” Wright discloses that not
only was a TV processor for video processing available from Nippon Electric
Corporation for use in the described video processing system, but a network interface
specification was available for making systems that were compatible with the Bell
System. (See reference [3].) It further states that “In the receive direction, a decoder
accepts the two DS-1 signals as inputs, corrects errors, and recovers audio, video, and
control information by performing the inverse of the encoding operations.” (Emphasis
added.) As such, contrary to the position of the Office Action, it is clear that at the time
of filing the earliest priority application, one of ordinary skill in the art would have been
able to transmit, download and décode video signals as claimed by using, for example,
the digital video format of the PicturePhone system described in Wright, without undue
experimentation. Applicant therefore respectfully requests that the Patent Office

withdraw this ground for rejection.
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B. REJECTION OF CLAIMS 4, 6 THROUGH 19, 22 THROUGH 25, 28, 31

THROUGH 34 AND 37 THROUGH 60 UNDER 35 U.S.C. § 103(a) OVER

YURT IN VIEW OF GOLDWASSER

Claims 4, 6 through 19, 22 through 25, 28, 31 through 34 and 37 through 60 have
been rejected under 35 U.S.C. § 103(a) as obvious over the combination of U.S. Patent
5,132,992 to Yurt (Yurf) in view of U.S. Patent No. 5,241,428 to Goldwasser
(Goldwasser). Patentee respectfully traverses this rejection.

As previously pointed out by Patentee, neither of Yurt or Goldwasser qualifies as
prior art based on the proper June 13, 1988 priority date of the ‘734 Patent. Therefore, a
prima facie case .of obviousness of Claims 4, 6 through 19, 22 through 25, 28, 31 through
34 and 37 through 60 has not been established by the foregoing combination of

references.

C. REJECTION OF CLAIMS 1, 2,35 AND 36 UNDER 35 U.S.C. § 103(a)
OVER YURT IN VIEW OF BUSH

Claims 1, 2, 35 and 36 have been rejected under 35 U.S.C. § 103(a) as obvious
over the combination of Yurt in view of U.S. Patent No. 4,789,863 to Bush (Bush).
Patentee respectfully traverses this rejection.

As set forth in Section III(E) above Yurt does not qualify as prior art based on the
proper June 13, 1988 priority date of the ‘734 Patent. Therefore, a prima facie case of
obviousness of Claims 1, 2, 35 and 36 has not been established by the foregoing
combination of references.

D. REJECTION OF CLAIM 3 UNDER 35 U.S.C. § 103(A) OVER YURT IN
VIEW OF BUSH IN VIEW OF GOLDWASSER

Claim 3 has been rejected under 35 U.S.C. § 103(a) over Yurt in view of Bush

further in view of Goldwasser. Patentee respectfully traverses this rejection.
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As set forth above Yurt and Goldwasser are not available as prior art based on the
appropriate priority date of June 13, 1988 for the ‘734 Patent. Therefore a prima facie
case of obviousness has not been established by this combination of references.

E. REJECTION OF CLAIMS 1 THROUGH 4, 6 THROUGH 19, 22
THROUGH 25, 28 AND 31 THROUGH 60 UNDER THE DOCTRINE OF
OBVIOUSNESS TYPE DOUBLE-PATENTING
Claims 1 through 4, 6 through 19, 22 through 25, 28, and 31 through 60 have been

rejected under the doctrine of obviousness-type double-patenting over Claims 1 through 6

of U.S. Patent No. 5,191,573 in view of Yurt. Patentee respectfully traverses this

rejection.

As set forth above, Yurt is not available as prior art based on the appropriate
priority date of June 13, 1988 for the ‘734 Patent. As previously set forth in Patentee’s
Response to the September 29, 2006 Office Action, a rejection for obviousness-type
double-patenting that is unsupported by some suggestion in the prior art, or the
knowledge of one having ordinary skill in the art, is improper. Since Yurt is not available
as prior art, the instant rejection is improper and should be withdrawn.

Further, it is improper for the Office even to consider the issue of double-
patenting now, because that issue was before the examiner in the original examination of
the “734 Patent. Patentee incorporates herein all arguments made in Patentee’s Response
to the September 29, 2006 Office Action concerning the inappropriateness of the current
rejections for obviousness-type double-patenting as if repeated in their entirety.

* * * * * * * *
For all of the reasons set forth above, Patentee respectfully requests that all

rejections of Claims 1 through 4, 6 through 19, 22 through 25, 28, and 31 through 60 be
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withdrawn, and those claims be allowed to issue out of the pending reexamination

proceeding.

DRINKER BIDDLE & REATH LLP
One Logan Square

18th & Cherry Streets

Philadelphia, PA 19103-6996
Telephone: (215) 988-3392
Facsimile: (215) 988-2757

Respectfully submitted,
DRINKER BIDDLE & REATH LLP

Registration No. 32,474
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Ruled Valid by
H 12 Sightsound.com Inc. v. N2K, Inc., 391 F.Supp.2d 321 (W.D.Pa. Oct 24, 2003) (NO. CIV.A.
98-CV-118)

Court Documents
Trial Court Documents (U.S.A.)

W.D.Pa. Expert Testimony

13 SIGHTSOUND.COM INCORPORATED, a Pennsylvania corporation, Plaintiff, v. N2K, INC., a
Delaware corporation, Cdnow, Inc., a Pennsylvania corporation, and Cdnow Online, Inc., a
Pennsylania corporation, Defendants., 1998 WL 34373758 (Expert Report and Affidavit) (W.D.Pa.
1998) Opening Expert Report of James A. Moorer (NO. 98-0118)

14 SIGHTSOUND. COM INCORPORATED, A Pennsylvania corporation, Plaintiff, v. N2K, INC,, a
Delaware corporation CDNOW, Inc., A Pennsaylvania corporation, and CDNOW Online, Inc., a
Pennsylvania corporation, Defendants., 2001 WL 34891529 (Expert Deposition) (W.D.Pa. Apr. 19,
2001) Proceedings (NO. 98-118)

15 SIGHTSOUND COM INCORPORATED, a Pennsylvania corporation, Plaintiff, v. N2K, INC., a
Delaware Corporation, CONOW, INC., a CDNOW Online, Inc., a Pennsylvania corporation,
Defendants., 2002 WL 32994569 (Expert Report and Affidavit) (W.D.Pa. Dec. 24, 2002) Expert
Report of Michael Ian Shamos, Ph.D., J.D. (NO. 98-118)

16 SIGHTSOUND.COM INCORPORATED, Plaintiff, v. N2K, INC., CDNow, Inc., and CDNow
Online, Inc., Defendants., 2003 WL 24288805 (Expert Report and Affidavit) (W.D.Pa. Jan. 21,
2003) Expert Report of Justin Douglas Tygar, Ph.D. (NO. 98-0118)

17 SIGHTSOUND.COM INCORPORATED, a Pennsylvania corporation, Plaintiff, v. N2K, INC,, a
Delaware corporation, Cdnow, Inc., a Pennsylvania corporation, and Cdnow Online, Inc., a
Pennsylvania corporation, Defendants., 2003 WL 24288806 (Expert Report and Affidavit)
(W.D.Pa. Feb. 19, 2003) Rebuttal Expert Report of James A. Moorer to Opening Report of
Professor Tygar (NO. 98-0118)

18 SIGHTSOUND.COM INCORPORATED a Pennsylvania corporation, Plaintiff, v. N2K, INC., a
Delaware Corporation, Cdnow, Inc., a Pennsylvania corporation, and Cdnow Onlline, Inc., a
Pennsylvania corporation, Defendants., 2003 WL 24288804 (Expert Report and Affidavit)
(W.D.Pa. Feb. 20, 2003) Rebuttal Report of Michael [an Shamos, PH.D., J.D. (NO. 98-118)

19 SIGHTSOUND.COM. INCORPORATED, Plaintiff; v. N2K, INC., CDnow, Inc., and CDnow
Online, Inc., Defendants., 2003 WL 24289706 (Expert Report and Affidavit) (W.D.Pa. Feb. 20,
2003) Rebuttal Expert Report of Justin Douglas Tygar, Ph.D. (NO. 98-0118)

20 SIGHTSOUND. COM INCORPORATED, a Pennsyivania corporation, Plaintiff, v. N2K, INC., a
Delaware corporation, Cdnow, Inc., a Pennsylvania corporation, and Cdnow Online, Inc., a
Pennsylvania corporation, Defendants., 2003 WL 24309949 (Partial Expert Testimony) (W.D.Pa.
Mar. 3, 2003) (Partial Testimony) (NO. 98-0118) _

21 SIGHTSOUND.COM, INCORPORATED, Plaintiff, v. N2K, INC., Cdnow, Inc., and Cdnow
Online, Inc., Defendants., 2003 WL 24309947 (Partial Expert Testimony) (W.D.Pa. Mar. 9, 2003)
Deposition of Justin Douglas Tygar, Ph.D. (NO. 98-0118)

22 SIGHTSOUND. COM INCORPORATED, a Pennsylvania corporation, Plaintiff, v. N2K, INC,, a
Delaware corporation, Cdnow, Inc., a Pennsylvania corporation, and Cdnow Online, Inc., a
Pennsylvania corporation, Defendants., 2003 WL 24309950 (Expert Deposition) (W.D.Pa. Mar. 11,
2003) (Deposition) (NO.98-0118) -

23 In the Matter of: SIGHTSOUBD.COM INC,, v. N2K, INC. et al., 2003 WL 24309948 (Partial
Expert Testimony) (W.D.Pa. Mar. 12, 2003) (Partial Testimony) (NO. 98-0118)

24 SIGHTSOUND.COM, INC., a Pennsylvania corporation, Plaintiff, v. N2K, INC,, a Delaware
corporation, Cdnow, Inc., a Pennsylvania corporation, and Cdnow Online, Inc., a Pennsylvania
corporation, Defendants., 2003 WL 24288807 (Expert Report and Affidavit) (W.D.Pa. Apr. 23,
2003) Declaration by James A. Moorer in Support of Defendants' Motion for Summary
Judgment (NO. 98-0118)
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25 SIGHTSOUND.COM, INC,, a Pennsylvania corporation, Plaintiff and, Counterdefendants, v. N2K,
INC., a Delaware corporation, CDNOW, Inc., a Pennsylvania corporation, and Cdnow Online,
INC., a Pennsylvania corporation, Defendants and Counterclaimants., 2004 WL 3735168 (Expert
Report and Affidavit) (W.D.Pa. Jan. 27, 2004) Declaration of Michael 1an Shamos in Support of
Defendants' Motion for Summary Judgment (NO. 98-0118)

W.D.Pa. Trial Motions, Memoranda and Affidavits

26 SIGHTSOUND.COM INC,, Plaintiff, v. N2K, INC., Cdnow, Inc., and CDnow Online, Inc.,
Defendants., 2004 WL 3742179 (Trial Motion, Memorandum and Affidavit) (W.D.Pa. Jan. 12,
2004) Sightsound's Motion in Limine to Preclude Certain Testimony of James A. Moorer, Ph.
D. (NO. 98-0118)

27 SIGHTSOUND.COM INC.,, Plaintiff, v. N2K, INC., CDnow, Inc., and CDnow Online, Inc.,
Defendants., 2004 WL 3742180 (Trial Motion, Memorandum and Affidavit) (W.D.Pa. Jan. 12,
2004) Sightsound's Motion in Limine to Preclude Certain Testimony of Michael Ian Shamos,
Ph.D., J.D. (NO. 98-0118)

28 SIGHTSOUND.COM INC,, Plaintiff, v. N2K, INC., CDnow, Inc., and CDnow Online, Inc.,
Defendants., 2004 WL 3742181 (Trial Motion, Memorandum and Affidavit) (W.D.Pa. Jan. 27,
2004) Defendants' Opposition to Plaintiff's Motion in Limine to Preclude Certain Testimony
of James A. Moo (NO. 98-0118)

29 SIGHTSOUND.COM INC,, Plaintiff, v. N2K, INC., Cdnow, Inc., and CDnow Online, Inc.,

’ Defendants., 2004 WL 3742182 (Trial Motion, Memorandum and Affidavit) (W.D.Pa. Jan. 27,
2004) Defendants' Opposition to Plaintiff's Motion in Limine to Preclude Certain Testimony
of Michael Sham (NO. 98-0118)

Dockets (U.S.A.)

W.D.Pa. ‘
30 SIGHTSOUND.COM INC. v. N2K, INC., ET AL, NO. 2:98CV00118 (Docket) (W.D.Pa. Jan. 16,
1998)

Patent Family
31 DIGITAL VIDEO OR AUDIO SIGNALS TRANSFER METHOD - FORMING CONNECTION
THROUGH TELECOMMUNICATIONS LINES BETWEEN TWO PARTY LOCATIONS AND
STORING TRANSFERRED REPLICA OF CODED SIGNAL, DWPL 1997-502649

Assignments
32 ACTION: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR
DETAILS). NUMBER OF PAGES: 006, DATE RECORDED: Dec 27, 2005

33 ACTION: NOTICE OF GRANT OF SECURITY INTEREST NUMBER OF
PAGES: 006, DATE RECORDED: Oct 24, 2001
34 ACTION: CHANGE OF NAME (SEE DOCUMENT FOR DETAILS). NUMBER

OF PAGES: 016, DATE RECORDED: May 03, 2000

Patent Status Files
. Request for Re-Examination, (OG date: Mar 29, 2005)

Docket Summaries
36 "SIGHTSOUND TECH v. ROXIO, INC,, ET AL", 2:04CV01549, (W.D.PA. Oct 08, 2004), 35
USC 271 PATENT INFRINGEMENT

Litigation Alert
37 LitAlert P1998-06-59, (1999) Action Taken: A complaint was filed.

Prior Art (Coverage Begins 1976)
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38 US PAT 4567359 AUTOMATIC INFORMATION, GOODS AND SERVICES DISPENSING
SYSTEM, (U.S. PTO Utility 1986)

39 US PAT 4538176 BUFFER MEMORY DISPERSION TYPE VIDEO/AUDIO TRANSMISSION
SYSTEM, Assignee: Hitachi, Ltd., (U.S. PTO Utility 1985)

40 US PAT 3990710 COIN-OPERATED RECORDING MACHINE, (U.S. PTO Utility 1976)

41 USPAT 5191573 METHOD FOR TRANSMITTING A DESIRED DIGITAL VIDEO OR AUDIO
SIGNAL, (U.S. PTO Utility 1993) .

42 US PAT 4789863 PAY PER VIEW ENTERTAINMENT SYSTEM, (U.S. PTO Utility 1988)

43 US PAT 4521806 RECORDED PROGRAM COMMUNICATION SYSTEM, Assignee: World
Video Library, Inc., (U.S. PTO Utility 1985)

44 US PAT 4654799 SOFTWARE VENDING SYSTEM, Assignee: Brother Kogyo Kabushiki
Kaisha, (U.S. PTO Utility 1987)

45 US PAT 4528643 SYSTEM FOR REPRODUCING INFORMATION IN MATERIAL OBJECTS
AT A POINT OF SALE LOCATION, Assignee: FPDC, Inc., (U.S. PTO Utility 1985)

46 US PAT 3718906 VENDING SYSTEM FOR REMOTELY ACCESSIBLE STORED
INFORMATION, Assignee: Lightner R, (U.S. PTO Utility 1973) ‘

47 US PAT 4647989 VIDEO CASSETTE SELECTION MACHINE, (U.S. PTO Utility 1987)

0O 0 xT O 00 TO O ¥
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Date # Proceeding Text

10/08/2004 1 COMPLAINT with summons issued; jury demand Filing Fee $ 150.00 Receipt # 05000126 (tt)
(Entered: 10/08/2004)

10/08/2004 2 DISCLOSURE statement by SIGHTSOUND TECH (tt) (Entered: 10/08/2004)

10/08/2004 -- COPY of Complaint and Docket Entries mailed to the Commissioner of Patents and Trademarks.
(tt) (Entered: 10/08/2004)

11/08/2004 3 RETURN OF SERVICE executed as to ROXIO, INC. 11/5/04 Answer due on 11/26/04 for ROXIO,
INC. (tt) (Entered: 11/09/2004)

11/08/2004 4 RETURN OF SERVICE executed as to NAPSTER, L.L.C. 11/5/04 Answer due on 11/26/04 for
NAPSTER, L.L.C. (tt) (Entered: 11/09/2004)

11/24/2004 5 ANSWER to Complaint; jury demand and COUNTERCLAIM by ROXIO, INC., NAPSTER, L.L.C.
(Attorney William M. Wycoff, Kevin P. Allen, Charles K. Verhoeven, Michael E. Williams) against
SIGHTSOUND TECH (tt) Modified on 03/11/2005 (Entered: 11/24/2004)

11/24/2004 6 DISCLOSURE statement by ROXIO, INC., NAPSTER, L.L.C. (tt) (Entered: 11/24/2004)
11/24/2004 7 NOTICE Opting Out of Arbitration by RO)&IO, INC., NAPSTER, L.L.C. (tt) (Entered: 11/24/2004)

12/15/2004 8 ANSWER by SIGHTSOUND TECH to [5-2] counterclaims by NAPSTER, L.L.C., ROXIO, INC. (tt)
(Entered: 12/16/2004)

12/17/2004 9 Case Management Conference set for 9:15 1/11/05 (tt) (Entered: 12/17/2004)
01/10/2005 10 INITIAL Case Scheduling Conference Statement by ROXIO, INC., NAPSTER, L.L.C. (tt) (Entered:

01/10/2005)

01/10/2005 11 MOTION by SIGHTSOUND TECH for Preliminary Injunction , with Proposed Order. (tt) (Entered:
01/11/2005)

01/10/2005 12 EXHIBITS by SIGHTSOUND TECH to [11-1] motion for Preliminary Injunction (tt) (Entered:
01/11/2005)

01/10/2005 13 BRIEF by SIGHTSOUND TECH in support of [11-1] motion for Preliminary Injunction by
SIGHTSOUND TECH (tt) (Entered: 01/11/2005)

01/10/2005 14 DECLARATION of Justin Douglas Tygar, Ph.D. concerning the Operation of Roxio/Napster Re:
[11-1] motion for Preliminary Injunction by SIGHTSOUND TECH (tt) (Entered: 01/11/2005)

01/11/2005 15 MOTION by ROXIO, INC., NAPSTER, L.L.C. to Substitute Attorney , with Proposed Order. (tt)
(Entered: 01/11/2005)

01/11/2005 16 MOTION by ROXIO, INC., NAPSTER, L.L.C. for Cha_rles K. Verhoeven to Appear Pro Hac Vice ;
Filing Fee $ 40.00 Receipt # 05001581 , with Proposed Order. (tt) (Entered: 01/11/2005)

01/11/2005 17 MOTION by ROXIO, INC., NAPSTER, L.L.C. for Tigran Guledjian to Appear Pro Hac Vice ; Filing
Fee $ 40.00 Receipt # 05001581 , with Proposed Order. (tt) (Entered: 01/11/2005)

01/11/2005 18 MOTION by ROXIO, INC., NAPSTER, L.L.C. for Michaél E. Williams to Appear Pro Hac Vice ;
Filing Fee $ 40.00 Receipt # 05001581 , with Proposed Order. (tt) (Entered: 01/11/2005)

01/11/2005 19 Status Conference held 1/11/05 before Chief Judge Donetta W. Ambrose [ Reporter: none ] (tt)
(Entered: 01/11/2005)

01/11/2005 - Deadline updated; Response to Motion set to 2/11/05 for [11-1] motion for Preliminary
Injunction ; Reply to Response to Motion set to 2/21/05 for [11-1] motion for Preliminary
Injunction ; Motion Hearing set for 1:30 3/3/05 for [11-1] motion for Preliminary Injunction (tt)
(Entered: 01/11/2005)

01/11/2005 20 RESPONSE by SIGHTSOUND TECH to defts' [10-1] Initial Case Scheduling Conference
Statement. (tt) (Entered: 01/11/2005)

01/11/2005 -- ORDER upon motion granting [15-1] motion to Substitute Attorney ; terminated attorney
William M. Wycoff for ROXIO, INC., attorney Kevin P. Allen for ROXIO, INC., attorney William M.
Wycoff for NAPSTER, L.L.C., attorney Kevin P. Allen for NAPSTER, L.L.C. and added Laurence Z.
Shiekman, Kathryn M. Kenyon for defts. ( signed by Chief Judge Donetta W. Ambrose on
1/11/05 ) CM all parties of record. (tt) (Entered: 01/12/2005)

01/11/2005 - ORDER upon motion granting [16-1] motion for Charles K. Verhoeven to Appear Pro Hac Vice on
behalf of defts. ( signed by Chief Judge Donetta W. Ambrose on 1/11/05 ) CM all parties of
record. (tt) (Entered: 01/12/2005)
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01/11/2005
01/11/2005

01/18/2005

01/21/2005
01/21/2005

01/25/2005
01/27/2005

01/28/2005
01/28/2005
01/28/2005

02/02/2005

02/02/2005

02/03/2005
02/03/2005
02/03/2005
02/03/2005
02/04/2005
02/04/2005
02/04/2005

02/04/2005

21

22
23

24

25

26
27
28

29

30
31
32
33
34
35
36

37

ORDER upon motion granting [17-1] motion for Tigran Guledjian to Appear Pro Hac Vice on
behalf of defts. ( signed by Chief Judge Donetta W. Ambrose on 1/11/05 ) CM all parties of
record. (tt) (Entered: 01/12/2005)

ORDER upon motion granting [18-1] motion for Michael E. Williams to Appear Pro Hac Vice on
behalf of defts. ( signed by Chief Judge Donetta W. Ambrose on 1/11/05 ) CM all parties of
record. (tt) (Entered: 01/12/2005)

Status Conference via phone held 1/18/05 before Chief Judge Donetta W. Ambrose [ Reporter:
none ] ; Deft wants leave to amend counterclaims related to press release. Pltf doesn't object to
motion for leave to amend. Leave granted orally by the Court; Amended counterclaim due
1/25/05. Deft to file a Motion to Stay Case pending outcome of application to Patent &
Trademark Office, response due w/in 10 days. (tt) (Entered: 01/19/2005)

MOTION by ROXIO, INC., NAPSTER, L.L.C. to Stay Pending Reexamination of Patents in Suit
with Proposed Order. (jsp) (Entered: 01/24/2005)

BRIEF by ROXIO, INC., NAPSTER, L.L.C. in support of [22-1] motion to Stay Pending
Reexamination of Patents in Suit by NAPSTER, L.L.C., ROXIO, INC. (jsp) (Entered: 01/24/2005)

FIRST AMENDED ANSWER to Complaint by ROXIO, INC., NAPSTER, L.L.C. amends: [5-1]
answer by NAPSTER, L.L.C., ROXIO, lNC and COUNTERCLAIMS against SIGHTSOUND TECH (tt)
(Entered: 01/26/2005)

MOTION by SIGHTSOUND TECH to Extend Time w/in which to respond to defts' motion to stay
pending receipt of defts' request for re-examination of patents and prior art which defts intend
to submit to the Patent and Trademark Office , with Proposed Order. (tt) (Entered: 01/28/2005)

RESPONSE by ROXIO, INC., NAPSTER, L.L.C. to pltf's [25-1] motion to Extend Time w/in which
to respond to defts' motion to stay (tt) (Entered: 01/28/2005)

ACCEPTANCE OF SERVICE of First Amended Answer and Counterclaim as to Scott Sander
executed 1/26/05 (tt) (Entered: 01/28/2005)

BRIEF by SIGHTSOUND TECH in support of {25-1] motion to Extend Time w/in which to respond
to defts' motion to stay (tt) (Entered: 01/31/2005)

Status Conference via phone held 1/31/05 before Chief Judge Donetta W. Ambrose [ Reporter:
none ] ; Pltf's response to motion to stay due 2/11/05 ; Defts' reply due 2/16/05 ; Preliminary
injunction date will be scheduled via order on motion to stay ; Defts do not have to file answer
to preliminary injunction by March. (tt) (Entered: 02/02/2005)

ORDER upon motion granting [25-1] motion to Extend Time w/in which to respond to defts'
motion to stay pending receipt of defts' request for re-examination of patents and prior art
which defts intend to submit to the Patent and Trademark Office. Defts shall serve on counsel
for pltf by overnight delivery sent no later than 2/1/05 any request for re-examination of the
patents in suit which defts intend to file with the PTO, including all prior art on which defts plan
to rely in such request for re-examination ; Pltf's Response to Motion set to 2/11/05 for

defts' [22-1] motion to Stay Pending Reexamination of Patents in Suit ; Defts' Reply Brief due
2/16/05 ; Defts are not required to file an answer to pltf's motion for preliminary injunction until
further order of court. ( signed by Chief Judge Donetta W. Ambrose on 1/31/05 ) CM all parties
of record. (tt) (Entered: 02/02/2005)

MOTION by SIGHTSOUND TECH for Brian S. Mudge to Appear Pro Hac Vice ; Filing Fee $ 40.00
Receipt # 05001943 , with Proposed Order. (tt) (Entered: 02/04/2005)

MOTION by SIGHTSOUND TECH for William K. Wells to Appear Pro Hac Vice ; Filing Fee $ 40.00
Receipt # 05001943 , with Proposed Order. (tt) (Entered: 02/04/2005)

MOTION by SIGHTSOUND TECH for Duncan L. Williams to Appear Pro Hac Vice ; Filing Fee $
40.00 Receipt # 05001943 , with Proposed Order. (tt) (Entered: 02/04/2005)

MOTION by SIGHTSOUND TECH for Clyde E. Findley to Appear Pro Hac Vice ; Filing Fee $40.00
05001943 Receipt # 05001943 , with Proposed Order. (tt) (Entered: 02/04/2005)

NOTICE of Lodging of Pending Requests for Reexamination by ROXIO, INC., NAPSTER, L.L.C.
(tt) (Entered: 02/04/2005)

EXHIBITS (VOLUME I) by ROXIO, INC., NAPSTER, L.L.C. to [34-1] notice of lodging of pending
requests for reexamination. (tt) (Entered: 02/04/2005)

EXHIBITS (VOLUME II) by ROXIO, INC., NAPSTER, L.L.C. to [34-1] notice of lodging of pending
requests for reexamination. (tt) (Entered: 02/04/2005)

EXHIBITS (VOLUME III) by ROXIO, INC., NAPSTER, L.L.C. to [34-1] notice of lodging of pending
requests for reexamination. (tt) (Entered: 02/04/2005)
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02/07/2005 -- ORDER upon motion granting [30-1] motion for Brian S. Mudge to Appear Pro Hac Vice on
behalf of pltf. ( signed by Chief Judge Donetta W. Ambrose on 2/4/05 ) CM all parties of record.
(tt) (Entered: 02/07/2005)

02/07/2005 -- ORDER upon motion granting [31-1] motion for William K. Wells to Appear Pro Hac Vice on
behalf of pitf. ( signed by Chief Judge Donetta W. Ambrose on 2/4/05 ) CM all parties of record.
(tt) (Entered: 02/07/2005)

02/07/2005 -- ORDER upon motion granting [32-1] motion for Duncan L. Williams to Appear Pro Hac Vice on
behalf of pltf. ( signed by Chief Judge Donetta W. Ambrose on 2/4/05 ) CM all parties of record.
(tt) (Entered: 02/07/2005)

02/07/2005 -- ORDER upon motion granting [33-1] motion for Clyde E. Findley to Appear Pro Hac Vice on
behalf of pltf. ( signed by Chief Judge Donetta W. Ambrose on 2/4/05 ) CM all parties of record.
(tt) (Entered: 02/07/2005)

02/11/2005 38 REPLY by SIGHTSOUND TECH to [24-2] First Amended Counterclaims by NAPSTER, L.L.C.,
ROXIO, INC. (tt) (Entered: 02/14/2005)

02/11/2005 39 BRIEF by SIGHTSOUND TECH in opposition to Napster's [22-1] motion to Stay Pending
Reexamination of Patents in Suit (tt) (Entered: 02/14/2005)

02/11/2005 40 MOTION by SIGHTSOUND TECH, SCOTT SANDER to Dismiss defts' Amended Counterclaims 4-
" 9. (tt) (Entered: 02/14/2005)

02/11/2005 41 BRIEF by SIGHTSOUND TECH, SCOTT SANDER in support of their [40-1] motion to Dismiss
defts' Amended Counterclaims 4-9 (tt) (Entered: 02/14/2005)

02/16/2005 42 REPLY by ROXIO, INC., NAPSTER, L.L.C. in support of their Motion to Stay pending
Reexamination of the Patents-In-Suit (tt) (Entered: 02/17/2005)

02/16/2005 43 DECLARATION of William E. Growney (tt) Modified on 02/18/2005 (Entered: 02/17/2005)

02/16/2005 44 MOTION by ROXIO, INC., NAPSTER, L.L.C. to Seal [43-1] Declaration , with Proposed Order. (tt)
(Entered: 02/17/2005)

02/17/2005 45 OPPOSITION by SIGHTSOUND TECH to defts' [44-1] motion to Seal [43-1] Declaration (tt)
(Entered: 02/18/2005)

02/17/2005 46 ~ NOTICE OF FILING: Supplemental Declaration of Christopher Reese by SIGHTSOUND TECH
(FILED UNDER SEAL) (tt) Modified on 02/28/2005 (Entered: 02/18/2005)

02/17/2005 47 REQUEST by SIGHTSOUND TECH for Oral Argument on Motion to Stay . (tt) (Entered:
02/18/2005)

02/18/2005 -- ORDER upon motion denying [44-1] motion to Seal [43-1] Declaration. The declaration speaks
only of vague, unsuccessful attempts & no dollar values are set forth. I see no risk of
confidential information being disclosed. ( signed by Chief Judge Donetta W. Ambrose on
2/18/05 ) CM alt parties of record. (tt) (Entered: 02/18/2005)

02/18/2005 -- ORDER upon motion denying [47-1] motion for Oral Argument on Motion to Stay. The parties
have clearly represented their respective positions in the briefs and declarations filed. ( signed
by Chief Judge Donetta W. Ambrose on 2/18/05 ) CM all parties of record. (tt) (Entered:
02/18/2005)

02/23/2005 48 MOTION by ROXIO, INC., NAPSTER, L.L.C. to Seal Supplemental Declaration of Christopher
Reese , with Proposed Order. (tt) (Entered: 02/23/2005)

02/23/2005 49 OPPOSITION by SIGHTSOUND TECH to defts' [48-1] motion to Seal Supplemental Declaration of
Christopher Reese (tt) (Entered: 02/24/2005)

02/28/2005 - ORDER upon motion granting [48-1] motion to Seal Supplemental Declaration of Christopher
Reese. The Supplemental Declaration of Christopher Reese filed 2/17/05 shall be placed under
seal. ( signed by Chief Judge Donetta W. Ambrose on 2/28/05 ) CM all parties of record. (tt)
(Entered: 02/28/2005)

02/28/2005 50 MEMORANDUM OPINION & ORDER granting defts' [22-1] motion to Stay. The defts are to
contact this Court immediately upon receiving any notification from the PTO regarding the
outcome of the Request for Reexamination. The preliminary injunction hearing scheduled for
3/3/05 is cancelled . The [11-1] motion for Preliminary Injunction is denied without prejudice to
reassert once the stay is lifted. ( signed by Chief Judge Donetta W. Ambrose on 2/28/05 ) CM
all parties of record. (tt) (Entered: 02/28/2005)

03/03/2005 51 NOTICE OF APPEAL by SIGHTSOUND TECH from [50-1] memorandum opinion dated 2/28/05
FILING FEE $ 255 RECEIPT # 2394 TPO issued. (lck) (Entered: 03/07/2005)

03/03/2005 -- Certified copy of Notice of Apbeal [S1-1] appeal by SIGHTSOUND TECH , certified copy of
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docket, certified copy of order dated 2/28/05 mailed to USCA; copy of Notice of Appeal and
information sheet to ROXIO, INC., NAPSTER, L.L.C. and judge. Copy of information sheet to
appellant. (Ick) (Entered: 03/07/2005)

03/11/2005 52 Transcript Purchase order re: [51-1] appeal by SIGHTSOUND TECH indicating that no transcript
is being ordered. (tt) (Entered: 03/11/2005)

03/21/2005 -- Text not available. (Entered: 03/21/2005)

04/04/2005 53 NOTICE of PTO's Order granting ex parte Reexamination by ROXIO, INC., NAPSTER, L.L.C. (tt)
’ (Entered: 04/04/2005) '

07/21/2005 54 MOTION for Relief from Stay with Respect to'Defamation Counterclaims by SIGHTSOUND
TECHNOLOGIES, INC., SCOTT SANDER. (Attachments: # 1 Proposed Order)(jsp) (Entered:
07/21/2005)

07/21/2005 55 BRIEF in Support re 54 MOTION for Relief from Stay with Respect to Defamation Counterclaims
filed by SIGHTSOUND TECHNOLOGIES, INC., SCOTT SANDER. (Attachments: # 1 Part 2 of
Brief)(jsp) (Entered: 07/21/2005)

07/22/2005 56 NOTICE: re 54 MOTION for Relief from Stay with Respect to Defamation
Counterclaims:Response due on or before 8/4/05. (jlh) (Entered: 07/22/2005)

08/04/2005 57 NOTICE by ROXIO, INC., NAPSTER, L.L.C. of PTO's Issuance of Office Actions in Ex Parte
Reexamination (Attachments: # 1 # 2 # 3)(Helmsen, Joseph) (Entered: 08/04/2005)

08/04/2005 58 MOTION for attorney Michael T. Zeller to Appear Pro Hac Vice by ROXIO, INC., NAPSTER, L.L.C..
(Attachments: # 1 Proposed Order)(Kenyon, Kathryn) (Entered: 08/04/2005)

08/04/2005 59 NOTICE by ROXIO, INC., NAPSTER, L.L.C. re 57 Notice (Other) Letter Notice of Prior Filing
(Kenyon, Kathryn) (Entered: 08/04/2005)

08/04/2005 60 BRIEF in Opposition re 54 MOTION for Relief from Stay with Respect to Defamation
Counterclaims filed by ROXIO, INC., NAPSTER, L.L.C.. (Attachments: # 1 Exhibit A# 2 Exhibit_
B# 3 Exhibit C# 4 Exhibit D# 5 Exhibit E# 6 Exhibit F# 7 Exhibit G# 8 Exhibit H)(Kenyon,
Kathryn) (Entered: 08/04/2005)

08/04/2005 -- Pro Hac Vice Fees received in the amount of $ 40 receipt # 4877 re 58 Motion to Appear Pro
Hac Vice (ept) (Entered: 08/05/2005)

08/08/2005 61 ORDER granting 58 Motion to Appear Pro Hac Vice . Signéd by Judge Donetta W. Ambrose on
8/8/05. (jlh ) (Entered: 08/08/2005)

09/01/2005 62 ORDER denying 54 Motion for Relief from Stay . Signed by Judge Donetta W. Ambrose on
8/31/05. (jlh ) (Entered: 09/01/2005)

09/06/2005 63 NOTICE by SIGHTSOUND TECHNOLOGIES, INC., SCOTT SANDER NOTICE OF FILING TO
SUPPLEMENT RECORD (Kerr, Benjamin) (Entered: 09/06/2005)

09/07/2005 64 Minute Entry for proceedings held before Judge Donetta W. Ambrose : Status Conference held
on 9/7/2005. Parties to keep Court informed of PTO Action. (jlh ) (Entered: 09/07/2005)

11/02/2005 65 NOTICE by ROXIO, INC., NAPSTER, L.L.C. of PTO's Issuance of Second Office Actions in Ex Parte
Reexamination (Attachments: # 1 Exhibit A# 2 Exhibit B# 3 Exhibit C)(Kenyon, Kathryn)
(Entered: 11/02/2005)

11/14/2005 66 MANDATE of USCA for the Federal Circuit as to [51] Notice of Appeal filed by SIGHTSOUND
TECHNOLOGIES, INC., that the appeal is dismissed, with each party to bear its own costs. (jsp)
(Entered: 11/15/2005)

03/02/2006 67  MOTION by Clyde E. Findley to Withdraw as Attorney by SIGHTSOUND TECHNOLOGIES, INC.
(jsp) (Entered: 03/02/2006)

05/10/2006 68 NOTICE by ROXIO, INC., NAPSTER, L.L.C. Defendants' Notice of PTO's Issuance of Final Office
Actions in Ex Parte Reexamination and Request for Status Conference (Attachments: # 1 Exhibit
A)(Kenyon, Kathryn) (Entered: 05/10/2006)

05/10/2006 69 EXHIBITS in Support of 68 Notice (Other) by ROXIO, INC., NAPSTER, L.L.C.. (Kenyon, Kathryn)
(Entered: 05/10/2006)

05/10/2006 70 EXHIBITS in Support of 68 Notice (Other) by ROXIO, INC., NAPSTER, L.L.C.. (Kenyon, Kathryn)
(Entered: 05/10/2006)

05/10/2006 -- MOTION (Request) for Status Conference by ROXIO, INC., NAPSTER, L.L.C..(with Document 68)
(jsp) (Entered: 05/11/2006)
05/11/2006 -- CLERK'S OFFICE QUALITY CONTROL MESSAGE. re 68 Notice (Other) ERROR: Document should

have been filed as two separate documents. CORRECTION: Attorney advised in future that
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documents of that nature are to be filed as separate documents. Clerk of Court docketed
Request for Status Conference. This message is for informational purposes only. (jsp) (Entered:
05/11/2006)

05/31/2006 71 Minute Entry for proceedings held before Judge Donetta W. Ambrose : Telephone Conference
held on 5/31/2006. (Court Reporter none) (jlh ) (Entered: 05/31/2006)

05/31/2006 72 ORDER FOR ADMINISTRATIVE CLOSING.Signed by Judge Donetta W. Ambrose on 5/31/06. (jlh)
(Entered: 05/31/2006)

06/02/2006 73 NOTICE by SIGHTSOUND TECHNOLOGIES, INC. Notice of Filing by Sightsound Technologies,
Inc. of Sua Sponte Decisions of United States Patent and Trademark Office Vacating Previous
Final Office Actions (Rinaldo, Richard) (Entered: 06/02/2006)

Copyright © 2007 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ***
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Search - 1 Result - patno=5675734 ~ Page1of2

Source: Command Searching > Utility, Design and Plant Patents (i}
Terms: patno=5675734 (Edit Search | Suggest Terms for My Search)

607648 (08) 5675734 October 7, 1997

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT
5675734

Get Drawing Sheet 1 of 2
Access PDF of Official Patent *
Check for Patent Family Report PDF availability *

* Note: A transactional charge will be incurred for downloading an
Official Patent or Patent Family Report. Your acceptance of this
charge occurs in a later step in your session. The transactional
charge for downloading is outside of customer subscriptions; it is not
included in any flat rate packages.

Order Patent File History / Wrapper from REEDFAX®
Link to Claims Section

October 7, 1997
System for transmitting desired digital video or audio signals

REEXAM-LITIGATE: January 31, 2005 - Reexamination requested January 31, 2005 by
Napster, Inc., Los Angeles, CA; c/o Albert S. Penilla, Martine, Peniila & Gencarella, LLP,
Sunnyvale, CA, Reexamination No. 90/007,403 (0.G. March 29, 2005) Ex. Gp.: 3625

NOTICE OF LITIGATION

Sightsound Tech v. Roxio, Inc, et al, Filed October 8, 2004, D.C. W.D. Pennsylvania, Doc. No.
2:04cv1549

APPL-NO: 607648 (08)
FILED-DATE: February 27, 1996
GRANTED-DATE: October 7, 1997

ASSIGNEE-AT-ISSUE: Parsec Sight/Sound, Inc., Upper St. Clair, Pennsylvania, United States
(US), United States company or corporation (02)

ASSIGNEE-AFTER-ISSUE: May 3, 2000 - CHANGE OF NAME (SEE DOCUMENT FOR
DETAILS)., SIGHTSOUND.COM INCORPORATED 733 WASHINGTON ROAD, SUITE 400MT.
LEBANON, PENNSYLVANIA, 15228, Reel and Frame Number: 010776/0703

October 24, 2001 - NOTICE OF GRANT OF SECURITY INTEREST, KENYON & KENYON ONE
BROADWAYNEW YORK, NEW YORK, 10004, SCHWARTZ, ANSEL M. ONE STERLING PLAZA 201
N. CRAIG STREET, SUITE 304PITTSBURGH, PENNSYLVANIA, 15213, WATERVIEW PARTNERS,
LLP ONE STERLING PLAZA 152 WEST 57TH STREET, 46TH FLOORNEW YORK, NEW YORK,
10019, D&DF WATERVIEW PARTNERS, L.P. ONE STERLING PLAZA 152 WEST 57TH STREET,
46TH FLOORNEW YORK, NEW YORK, 10019, Reel and Frame Number: 012506/0415
December 27, 2005 - ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR
DETAILS)., DMT LICENSING, LLC ONE INDEPENDENCE WAY PRINCETON NEW JERSEY 08540,
Reel and Frame Number: 017555/0149
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CORE TERMS: digital, video, user, memory, electronically, song, receiver, music, hard disk,
telecommunications ...

Source:
Terms:
View:
Segments:
Date/Time:

Command Searching > Utility, Design and Plant Patents ]

patno=5675734 (Edit Search | Suggest Terms for My Search)
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Assign-type, Assignee, Cert-correction, Filed, Reexam-cert, Reexam-litigate, Reissue, Reissue-comment
Tuesday, July 17, 2007 - 1:34 PM EDT
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wip in.sa
Restrict by Document Segment: w%e_g in sa
. wis In sa
Select a document segment, enter search terms for the segment, then click Add. andnot andt
[Select a Segment [<] | | (Aadd] 1] >More Connect

Note: Segment availability differs between sources. Segments may not be applied consistently across sources. How Do 1...7?
> Use wildcards
Restrict by Date: _ ga?gﬁ orme
® [No Date Restrictions @ G From| | Tol | Date Formats... > Restrict by do

> Restrict by da

€y View

My Lexis™ | Search | Research Tasks | Search Advisor | Get a Document | Shepard's® | Alerts
History | Delivery Manager | Switch Client | Preferences | Feedback | Sign Off | Help

About LexisNexis | Terms & Conditions

D . .
@ LGXlSN@XIS‘B Copyright © 2007 LexisNexis, a division of Reed Elsevier Inc. All rights

reserved.

http://www.lexis.com/research/form/bool? _m=cd8bc02fde869b00988b8cebd74db2f1& src=... 7/17/07
Page 01189



Search - 2 Results - 5675734 or 5,675,734 Page 1 of 1

Source: Command Searching > Patent Cases from Federal Courts and Administrative Materials {1}
Terms: 5675734 or 5,675,734 (Edit Search | Suggest Terms for My Search)

¥ Select for FOCUS™ or Delivery

1@ 1. Sightsound.com, Inc. v. N2K, Inc., Civil Action No. 98-0118 , UNITED STATES
DISTRICT COURT FOR THE WESTERN DISTRICT OF PENNSYLVANIA, 391 F. Supp.
2d 321; 2003 U.S. Dist. LEXIS 25503, October 23, 2003, Decided

OVERVIEW: Defendant was denied summary judgment on claims of patent
invalidity; earlier patent described only "possibility" of use of unit in way that
anticipated use of patent-in-suit, not the required "necessity," and fact question
existed as to obviousness.

CORE TERMS: patent, digital, sightsound, invention, music, summary judgment,
signal, prior art, license, consumer ...

... other patents, No. 5,675,734, issued on October .

@ 2. Sightsound.com Inc. v. N2k, Inc., Civil Action No. 98-118 , UNITED STATES
DISTRICT COURT FOR THE WESTERN DISTRICT OF PENNSYLVANIA, 185 F. Supp.
2d 445; 2002 U.S. Dist. LEXIS 6828, February 8, 2002, Decided

OVERVIEW: In an action involving patents which were directed to commercially-
acceptable systems and methods for selling music and video in digital form over
telecommunications lines, the judge made several recommendations regarding
claim construction.

CORE TERMS: digital, memory, telecommunication, electronically, patent, audio
signals, signal, specification, desired, transferring ...

... Patent Nos. 5,191,573 ("the '573 Patent"), 5,675,734 ("the '734 Patent"), ...

Source: Command Searching > Patent Cases from Federal Courts and Administrative Materials (i}
Terms: 5675734 or 5,675,734 (Edit Search | Suggest Terms for My Search)
View: Cite
Date/Time: Tuesday, July 17, 2007 - 1:35 PM EDT

" * Signal Legend:
@ - Warning: Negative treatment is indicated

'Q]- Questioned: Validity questioned by citing refs

A\ - Caution: Possible negative treatment

° - Positive treatment is indicated

i) - Citing Refs. With Analysis Available -

i@ - Citation information available

* Click on any Shepard's signal to Shepardize® that case.
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Search - 7 Results - 5675734 or 5,675,734 | Page 1 of 2

Source: Command Searching > News, All (English, Full Text) [i}
Terms: 5675734 or 5,675,734 (Edit Search | Suggest Terms for My Search)

¥ Select for FOCUS™ or Delivery

O 1. Intellectual Property Today, April, 2004, INTERNETINFO.COLUMN; Pg. 49, 718
words, Will the Price of Music Downloads Include Patent License Fees?, BY W.
SCOTT PETTY; Scott Petty, a Patent Attorney with King & Spalding, focuses on
intellectual property issues for computer software, telecommunications and e-
commerce companies. Scott can be contacted by telephone at 404.572.2888 or
via e-mail at spetty@kslaw.com. ’
... Patent Nos. 5,191,573 and 5,675,734, which date back to a ...

O 2. Mondaq Business Briefing - Hale and Dorr LLP, US, November 3,
1999, 02275027, 2096 words, US: Business Methods Patents - The Effects Of
State Street On Electronic Commerce And The Internet, Alter, Scott M
... 7. Patent number 5,191,573 and 5,675,734 ... ‘

] 3. The Computer Lawyer, October, 1999, PATENT; Vol. 16, No. 10; Pg. 3, 11742
words, What the General Intellectual Property Practitioner Should Know about
Patenting Business Methods, by David L. Hayes; David L. Hayes is a partner and is
Chairman of the Intellectual Property Practice Group at Fenwick & West in Palo
Alto. CA. Copyright © 1999 Fenwick & West LLP.
... Sightsound.com asserted this and the 5,675,734 patent below against ...
. c-music patent."5,675,734 Title: "Method for ...

| 4, Salon.com, March 9, 1999 Tuesday, Feature, 2469 words, How can they patent
that?, By Peter Wayner
... consider patents 5191573 and 5675734, created by Arthur ...
... For instance, patent 5675734 -- one of Hair's patents ..
... doesn't apply to you. Patent 5675734's claims also specify that ...
... evaluating what patents 5191573 and 5675734 mean to his company’s plans

[l 5. Business Wire, May 19, 1998, Tuesday, 867 words, Digital Sight/Sound Rolls Out

- First Patented Method for Sale of Digital Audio/Video Over the Internet, LOS
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Ex Parte Reexamination Control No. Patent Under Reexamination
. . 90/007,403 5675734
Advisory Action : i
Before the Filing of an Appeal Brief Examiner Art Unit
. Roland G. Foster 3992

--The MAILING DATE of this communlication appears on the cover sheet with the correspondence address--

THE PROPOSED RESPONSE FILED 17 May 2007 FAILS TO OVERCOME ALL OF THE REJECTIONS IN THE
FINAL REJECTION MAILED 17 March 2007.

1. Unless a timely appeal is filed, or other appropriate action by the patent owner is taken to overcome all of the
outstanding rejection(s), this prosecution of the present ex parte reexamination proceeding WILL BE
TERMINATED and a Notice of Intent to Issue Ex Parte Reexamination Certificate will be mailed in due course. Any
finally rejected claims, or claims objected to, will be CANCELLED.

THE PERIOD FOR RESPONSE IS EXTENDED TO RUN 2 MONTHS FROM THE MAILING DATE OF THE FINAL REJECTION. Extensions of
time are governed by 37 CFR 1.550(c).

NOTICE OF APPEAL

2. X An Appeal Brief is due two months from the date of the Notice of Appeal filed on 31 May 2007 to avoid dismissal of
the appeal. See 37 CFR 41.37(a). Extensions of time are governed by 37 CFR 1.550(c). See 37 CFR 41.37(e).

AMENDMENTS

3. [] The proposed amendment(s) filed after a final actlon but prior to the date of filing a brief, will not be entered because:
(a) ] They raise new issues that would require further consideration and/or search (see NOTE below)
(b) ] They raise the issue of new matter (see NOTE below);
(c) (] They are not deemed to place the proceeding in better form for appeal by materially reducing or simplifying the
issues for appeal; and/or
(d) O They present additional claims without canceling a corresponding number of finally rejected claims.

NOTE: (See 37 CFR 1.116 and 41.33(a)).
4. [] Patent owner's proposed response filed has overcome the following rejection(s):
5. [C] The proposed new or amended claim(s) would be allowable if submitted in a separate, timely filed amendment

canceling the non-allowable claim(s).

6. [] For purposes of appeal, the proposed amendment(s) a)[_] will not be entered, or b)[] will be entered and an
explanation of how the new or amended claim(s) would be rejected is provided below or appended.
The status of the claim(s) is (or will be) as follows:.
Claim(s) patentable and/or confirmed:
Claim(s) objected to:
Claim(s) rejected:
Claim(s) not subject to reexamination:
AFFIDAVIT OR OTHER EVIDENCE

7. X The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be
entered because patent owner failed to provide a showing of good and sufficient reasons why the affidavit or other
evidence is necessary and was not earlier presented. See 37 CFR 1.116(e).

8. [ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will
not be entered because the affidavit or other evidence fails to overcome all rejections under appeal and/or appellant
failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was
not earlier presented. See 37 CFR 41.33(d)(1).

9. [0 The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

10. [X] The request for reconsideration has been considered but does NOT place the application in condition for allowance
because: See the Continuation Sheet.

11. [T Note the attached Information Disclosure Statement(s), PTO/SB/08, Paper No(s)

12. ] Other.__. .
J___—~ MARK J. REINHART Roland G. F
HL. (easss SPRE-AU 3992 Pri Exami
CRY kUi 2 wr CENTRAL REEXAMINATION UNIT A?tTJanrl)t/ 3gagr;|ner

cc: Requester (if third party requester)

U.S. Patent and Trademark Office
PTOL-467 (Rev. 08-06) Ex Parte Reexamination Advisory Action Before the Filing of an Appeal Brief  Part of Paper No. 20070716
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Continuation Sheet (PTOL-467) Co7rol No.

REQUEST FOR RECONSIDERATION/OTHER (Continued)

The Request for Reconsideration, filed on May 17, 2007 (the "Request"), has been considered but is not deemed -
persuasive.

The Request includes a new Declaration of Dr. Tygar and other new evidence in the form of non-patent literature
describing a videoconferencing system that relies upon the use of a specialized High Speed Switched Digital Service
(HDDS) rather than a telephone network. Both the declaration and the other evidence were submitted on May 17, 2007
after the final rejection, mailed March 17, 2007 (the "Final Rejection"). Indeed, this new evidence was submitted after the
Final Rejection in response to issues (lack of entitlement to the benefit of an earlier filing date, written description, and
enablement) first raised in an earlier Non-final rejection, mailed September 29, 2006 (the "Non-final Rejection"), thereby
raising questions as to why this new evidence was not earlier presented. Despite this, the Request fails to provide ANY
showing of good and sufficient reasons why this new evidence is necessary and was not earlier presented, contrary to 37
CFR 1.116(e) and contrary to the notice provided on page 36 of the Non-final Rejection. See also MPEP § 2260 and
2272, especially regarding policy reasons. Thus, the said new evidence has not been entered nor considered by the
examiner.

On pages 4-13 of the Request, the Patent Owner reiterates many of the arguments made in response to the Non-final
Rejection and previously deemed unpersausnve Thus, Patent Owner's present arguments are deemed unpersuasive for
similar reasons.

In addition, the Patent Owner repeatedly asserts that the "office admits the ‘734 patent is not a continuation-in-part, but
then asserts that the '734 Patent 'shares the characteristics of a continuation-in-part." For example, see pages 4 and 8
of the Request. The Patent Owner however has not cited to a section in the Final Rejection where this admission was
allegedly made, and the examiner has not determined where he made this admission. Thus, Patent Owner's arguments
that such-an admission was made are unpersuasive.

On page 10 of the Request, the Patent Owner asserts that the "office admits that Examiner Nguyen did in fact address
the issue of alleged new matter shown in Table | of the most recent Office action in related reexamination
90/007,402...[tlhe Office further admits that Patentee has effectively demonstrated as much through the table submitted
with Patentee's Response to the Office Action of September 29, 2006." The Patent Owner however has not cited to a
section in the Final Rejection where these admissions were allegedly made, and the examiner has not determined where
he made these admissions. Thus, Patent Owner's argument that such admissions were made is unpersuasive.

On pages 14 and 15 of the Request, the Patent Owner argues that the "Office may only examine the recitation of 'a non-
volatile storage portion of the second memory that is not a tape or CD" for compliance with Section 112, first paragraph.”
This argument is unpersuasive however because, besides being presented in conclusory language, the claims recite a
new limitation directed to a "the second memory having a second party hard disk,"” which is quite distinct from the argued
feature that a memory that is not a tape or CD. Accordingly, the Final Rejection included 112, 1st paragraph rejections
regarding the download of video to a second memory and playback therefrom. Furthermore, "the question of new
matter should be considered in a reexamination proceeding." MPEP 2258.I1.B. :

On page 17 of the Request, the Patent Owner argues that the originally filed specification explicitly states that the. )
disclosed invention eliminates the need to handle tapes and CDs. This argument however is not persuasive because the
cited portion of the specification instead states that a hard disk "thus eliminat[es]...the need to unnecessarily
handl[e]...tapes, or compact discs on a regular basis." Thus, the specification as originally filed does not preclude the
possibility that tapes and CDs are used to store the downloaded music, albeit not on a regular basis. This embodiment
thus directly contradicts the newly introduced, negative limitations directed to a "non-volatile storage portion of the
second memory, wherein the non-volatile storage portion is not a tape or a CD."” Indeed by pointing to that part of the
specification that teaches storing the data on a hard disk, the Patent Owner's arguments support the position that the
specification as originally filed teaches of a second memory in the form of hard disk, but fails to necessarily disclose
(require) the broader, artificially created sub-genus corresponding to the negative limitation, namely a second memory
that is not necessarily a hard disk, and that is also not a tape or CD either.

Pages 19-23 of the Request, the Patent Owner refers to newly submltted ewdence that has not been entered or
considered by the examiner as discussed above.

2 OF 2
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Express Mail No.: EV 299882848 US Control No.: 90/007,403

Attorney's Docket No. NAPSP002 Patent

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of: Arthur R. Hair : Group No.: 3992
Serial No.: 90/007,403 : Examiner: Roland G. Foster
Filed: January 31, 2005 : Confirmation No. 3002

For: SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

BRIEF ON APPEAL UNDER 37 C.F.R. § 41.37

Mail Stop Appeal Brief - Patents
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Real Party in Interest

Appellant’s real party in interest is:

DMT Licensing, LLC (a wholly-owned subsidiary of GE Intellectual Property
Licensing, Inc., which is a wholly-owned subsidiary of General
Electric Co.)

105 Carnegie Center

Princeton, New Jersey 08540

Related Appeals and Interferences

The Appeals in copending reexaminations 90/007,402 and 90/007,407 are related to the
instant Appeal. The outcomes in these copending Appeals may affect, be affected by, or have
some bearing on the Board’s decision in the instant Appeal.

Status of the Claims

Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 60 are currently

pending. Claims numbered 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34
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were originally issued in U.S. Patent Number 5,675,734 (the ‘734 Patent™). Claims 35 through
60 were added during reexamination.

Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60 are rejected under 35
U.S.C. § 112, first paragraph. Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31
through 60 are rejected under 35 U.S.C. § 103(a). Claims 1 through 4, 6 through 19, 22 through
25, 28 and 31 through 60 are rejected under the doctrine of obviousness-type double-patenting
over Claims 1 through 6 of U.S. Patent 5,191,573 (the ““573 Patent”). Appellant appeals the
rejection of all claims.

Status of Amendments
All amendments have been entered.

Summary of the Claimed Subject Matter

Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 60 are the
independent claims. Below, Appellant summarizes the claimed subject matter in the
independent claims per 37 C.F.R. § 41.37(c)(1)(v) using references to the Figures and column
and line numbers in the issued patent.

Independent Claim 1 recites a method for transferring desired digital video or digital
audio signals [Abstract; col. 6, Ins. 13 to 16]. The method comprises the steps of forming a
connection through telecommunications lines between a first memory of a first party at a first
party location and a second memory of a second party at a second party location remote from
the first party location [Fig. 1 (20B, 30, 50B); col. 3, Ins. 5 to 8; col. 4, Ins. 8 to 15; col. 5, Ins.
47 to 51], said first memory having a first party hard disk [Fig. 1 (10); col. 3, In. 63] having a
plurality of digité] video or digital audio signals including coded desired digital video or digital

audio signals [col. 4, Ins. 8 to 11 and Ins. 43 to 50; col. 6, Ins. 13 to 16], and a sales random
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access memory chip which temporarily stores a replica of the coded desired digital video or
digital audio signals purchased by the second party for subsequent transfer via
telecommunications lines to the second memory of the second party [Fig. 1 (20C); col. 3, Ins.
65 to 66], the second memory having a second party hard disk [Fig. 1 (60); col. 4, In. 5]. The
method further comprises telephoning the first party controlling use of the first memory by the
second party [col. 3, Ins. 5 to 8; col. 7, In. 67 to col. 8, In. 3], providing a credit card number of
the second party controlling the second memory to the first party controlling the first memory
so the second party is charged money [col. 2, Ins. 39 to 43 and Ins. 64 to 66; col. 7, Ins. 31 to
40]. The method further comprises electronically coding the desired digital video or digital
audio signals to form said coded desired digital video or digital audio signals into a
configuration which would prevent unauthorized reproduction of the desired digital video or
digital audio signals [col. 2, In. 64 to col. 3, In. 1; col. 4, Ins. 43 to 50; col. 6, Ins. 13 to 16]. The
method further comprises storing a replica of the coded desired digital video or digital audio
signals from the first party hard disk into the sales random access memory chip [col. 4, Ins. 51
to 54], transferring the stored replica of the coded desired digital video or digital audio signals
from the sales random access memory chip of the first party to the second memory of the
second party through telecommunications lines while the second memory is in possession and
control of the second party [col. 4, Ins. 51 to 54], and storing the transferred replica of the coded
desired digital video or digital audio signals in the second party hard disk [col. 4, Ins. 55 to 58].
Independent Claim 4 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include

desired digital video or digital audio signals [Fig. 1 (10); col. 3, In. 61 to col. 4, In. 16], a sales
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random access memory chip electronically connected to the first party hard disk for storing a
replica of the desired digital video or digital audio signals of the first party’s hard disk to be
transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 65 to 66; col. 4, Ins. 51 to
54],-and means for electronically selling the desired digital video or digital audio signals [col. 4,
Ins. 9 to 15]. The system further comprises a second party control unit having a second party
control panel, a second memory connected to the second party control panel [Fig. 1 (50A, 50B);
col. 4, Ins. 1 to 18], and means for playing the desired digital video or digital audio signals
connected to the second memory and the second party control panel [Fig. 1 (70, 80); col. 4, Ins.
1 to 8 and 24 to 26; col. 6, In. 56 to col. 7, In. 11], said means for playing operatively controlled
by the second party control panel [col. 4, Ins. 37 to 61; col. 6, Ins. 30 to 31], said second party
control unit remote from the first party control unit [Fig. 1 (20B, 30, ASOB); col. 3, Ins. 5to 8;
col. 6, Ins. 31 to 32], said second party control unit placed by the second party at a location
determined by the second party [col. 5, Ins. 17 to 34; col. 6, Ins. 33 to 35], the second party
memory includes a second party hard disk which stores the desired digital video or digital audio
signals transferred from the sales random access memory chip, and a playback random access
memory chip electronically connected to the second party hard disk for storing a replica of the
desired digital video or digital audio signals from the second party hard disk as a temporary
staging area for playback [Fig. 1 (50D, 60); col. 4, Ins. 1 to 7 and Ins. 55 to 61; col. 6, Ins. 13 to
16 and Ins. 50 to 56]. The system further comprises telecommunications lines connected to the
first party control unit and the second party control unit through which the electronic sales of
the desired digital video or digital audio signals occur and through which the desired digital
video or digital audio signals are electronically transferred from the sales random access

memory chip to the second memory while the second memory is in possession and control of
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the second party and after the desired digital video or digital audip signals are sold to the second
party by the first party [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 8 to 16; col. 6, Ins. 38 to 45].
Independent Claim 11 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party to a second memory of a second party
[Abstract; col. 6, Ins. 13 to 16]. The system comprises a first memory in possession and control
of the first party [Fig. 1 (10, 20C); col. 3, Ins. 61 to 66; col. 6, Ins. 19 to 21], a second memory
in possession and control of the second party [Fig. 1 (50C, 50D, 60); col. 4, Ins. 1 to 5; col. 6,
Ins. 46 to 48], said second memory at a location remote from said first memory [col. 6, Ins. 31
to 32]. The second memory includes a second party hard disk [Fig. 1 (60); col. 4, Ins. 1 to 5].
The system further comprises telecommunications lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins.
12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for transferring money electronically via
telecommunications lines from the second party controlling use and in possession of the second
memory to the first party controlling use and in possession of the first memory [col. 2, Ins. 21 to
24 and 39 to 43; col. 4, Ins. 8 to 25; col. 8, Ins. 27 to 31], means or a mechanism for connecting
electronically via the telecommunications lines the first memory with the second memory such
that the desired digital video or digital audio signals can pass therebetween, said connecting
means or mechanism in electrical communication with the transferring means or mechanism,
said connecting means or mechanism comprises a first control unit in possession and control of
the first party, and a second control unit in possession and control of the second party [Fig. 1
(20B, 50B); col. 3, In. 63 to col. 4, In. 7; col. 6, Ins. 17 to 45], said first control unit comprises a
first control panél, first control integrated circuit and a sales random access memory, said sales
random access memory and said first control panel in electrical communication with said first

control integrated circuit [Fig. 1 (20A); col. 3, Ins. 64 to 66; col. 4, Ins. 19 to 23 and Ins. 40 to
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50], said second control unit comprising a second control panel, a second control integrated
circuit, an incoming random access memory and a playback random access memory, said
second control panel, said 'incoming random access memory and said playback random access
memory in electrical communication with said second control integrated circuit [Fig. 1 (50A,
50B, 50C, 50D); col. 4, Ins. 1 to 4, 15 to 18 and 40 to 50]. The system further comprises a
means or a mechanism for transmitting the desired digital video or digital audio signals from
the first memory to the second memory, said means or mechanism for transmitting comprising a
transmitter connected to the first memory and the telecommunications lines and a receiver
connected to the second memory, the transmitter and the telecommunications lines [Fig. 1 (20B,
30, 50B); col. 3, In. 67; col. 4, Ins. 11 to 15; col. 6, Ins. 24 to 28; col. 3, Ins. 24 to 29], said first
party in control and possession of the transmitter [col. 3, Ins 24 to 29], said second party in
control and possession of the receiver, said receiver remote from said transmitter and said
receiver at a location determined by the second party [col. 6, Ins. 33 to 45], said transmitting
means or mechanism in electrical communication with said connecting means or mechanism;
and means or a mechanism for storing the desired digital video or digital audio signals from the
first memory into the second party hard disk of the second memory, said storing means or
mechanism in electrical communication with said receiver of said transmitting means or
mechanism and with said second memory [Fig. 1 (50B, 50C, 60); col. 4, Ins. 39 to 61; col. 7, In.
67 tocol. 8, In. 11].

Independent Claim 16 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party at a first party location to a second
memory of a second party at a second party location [Abstract; col. 6, Ins. 13 to 16]. The

system comprises a first memory at a first party location [Fig. 1 (10, 20C); col. 3, Ins. 61 to 66;
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col. 6, Ins. 17 to 21], said first memory in possession and control of the first party [col. 4, Ins. 8
to 15; col. 8, Ins. 24 to 27], said first memory comprising a first party hard disk in which the
desired digital video or digital audio signals are stored [Fig. 1 (20C); col. 3, In. 63; col. 4, Ins. 8
to 11; col. 6, Ins. 13 to 16]. The system further comprises a second memory in possession and
control of the second party [Fig. 1 (50C, 50D, 60); col. 4, Ins. 1 to 5 and Ins. 15 to 18; col. 6,
Ins. 38 to 48], wherein said second memory is at a second party location remote from said first
memory [col. 6, Ins. 31 to 35], said second memory comprising a second party hard disk in
which the desired digital video or digital audio signals are stored that are received from the first
memory and a playback random access memory connected to the second party hard disk [Fig. 1
(50D, 60); col. 4, Ins. 1 to 5]. The system further comprises telecommunications lines [Fig. 1
(30); col. 3, In. 67; col. 4, Ins. 12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for the first
party to charge a fee to the second party and provide access to the desired digital video or
digital audio signals at the first party location remote from the second party location [col. 2, Ins.
21 to 24 and 39 to 43; col. 6, Ins. 22 to 24], said first party controlling use of the first memory
[col. 4, Ins. 8 to 15; col. 8, Ins. 21 to 23], said second party controlling use and in possession of
the second memory [col. 2, Ins. 43 to 48; col. 3, Ins. 24 to 29; col. 5, Ins. 51 to 55], said means
or mechanism for the first party to charge a fee includes means or a mechanism for transferring
money electronically from the second party via telecommunications lines to the first party at the
first party location remote from the second memory at the second party location [col. 8, Ins. 26
to 31]. The system further comprises means or a mechanism for connecting electronically via
telecommunications lines the first memory with the second memory such that the desired digital
video or digital audio signals can pass therebetween, said connecting means or mechanism in

electrical communication with the transferring means or mechanism, said connecting means or
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mechanism comprises a first control unit disposed at the first party location and a second
control unit disposed at the second party location remote from said first control unit [col. 3, Ins.
16 to 23; col. 3, In. 64 to col. 4, In. 4; col. 6, Ins. 31 to 35], said first control unit comprises a
first control panel, first control integrated circuit, and a sales random access memory connected
to the first hard disk for temporarily storing a replica of the desired digital video or digital audio
signals to be transmitted from the first control unit, said sales random access memory, said first
hard disk and said first control panel in electrical communication with said first control
integrated circuit [Fig. 1 (10, 20A, 20B, 20C); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to
16], said second control unit comprising a second control panel, a second control integrated
circuit, and an incoming random access memory which temporarily stores the desired digital
video or digital audio signals transmitted from the sales random access memory, said playback
random access memory connected to the incoming random access memory for temporarily
storing a replica of the desired digital video signals or digital audio signals to be played, said
incoming random access memory connected to said second party hard disk, said second control
panel, said incoming random access memory, said second party hard disk and said playback
random access memory in electrical communication with said second control integrated circuit
[Fig. 1 (50A, 50B, 50C, SOD, 60); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to 16]. The
system further comprises means or a mechanism for transmitting the desired digital video or
digital audio signals from the sales random access memory to the incoming random access
memory, said means or mechanism for transmitting comprising a transmitter connected to the
sales random access memory and the telecommunications lines and a receiver connected to the
incoming random access memory, the transmitter and the telecommunications lines [col. 3, Ins.

24 t0 29; col. 4, Ins. 11 to 18 and 37 to 61], said first party in control and possession of the
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transmitter, said second party in control and possession of the receiver [col. 4, Ins. 11 to 18; col.
5, Ins 51 to 56], said receiver remote from said transmitter [col. 3, Ins. 5 to 8; col. 6, Ins. 28 to
32], and said receiver at the second party location determined by the second party [col. 5, Ins.
55 to 56], said transmitting means or mechanism in electrical communication with said
connecting means or mechanism [col. 4, Ins. 51 to 58; col. 7, Ins. 17 to 23], and means or a
mechanism for storing the desired digital video or digital audio signals from the sales random
access memory in the incoming random access memory, said storing means or mechanism in
electrical communication with said receiver of said transmitting means or mechanism and with
said sales random access memory [col. 4, Ins. 1 to 5 and 59 to 61; col. 6, In. 46 to col. 7, In. 7].
Independent Claim 19 recites a system for transferring digital video signals [Abstract;
col. 6, Ins. 13 to 16]. The system comprises a first party control unit in possession and control
of a first party [col. 3, Ins. 64 to 66; col. 4, Ins. 11 to 15; col. 5, Ins. 51 to 55; col. 8, Ins. 7 to
11], a second party control unit in possession and control of the second party [col. 4, Ins. 1 to 4;
col. 5, Ins. 26 to 31; col. 6, Ins. 38 to 45], wherein said second party control unit is at a location
remote from said first party control unit [col. 6, Ins. 33 to 35]. The first party control unit has a
first memory having a plurality of desired individual video selections as desired digital video
signals, said first party control unit which includes a first party hard disk having the plurality of
digital video signals which include desired digital video signals [Fig. 1 (10); col. 4, Ins. 8 to 11],
and a sales random access memory chip electronically connected to the first party hard disk for
storing a replica of the desired digital video signals of the first party’s hard disk to be
transferred from the first party control unit [Fig. 1 (20C); col. 4, Ins. 51 to 54], and means or a
mechanism for the first party to charge a fee to the second party for access to the desired digital

video signals of the first party’s hard disk at a location remote from the second party location
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[col. 2, In. 64 to col. 3, In. 8; col. 6, Ins. 22 to 24; col. 7, Ins. 31 to 40]. The system further
comprises a second party control unit having a second party control panel, a receiver and a
video display for playing the desired digital video signals received by the receiver, said second
party control panel connected to the video display and the receiver, said receiver and video
display operatively controlled by the second party control panel [Fig. 1 (70); col. 4, Ins. 1 to 6,
15 to 18 and 39 to 49], said second party control unit remote from the first party control unit,
said second party control unit placed by the second party at a second party location determined
by the second party which is remote from said first party control unit [col. 6, Ins. 33 to 35], said
second party choosing the desired digital video signals from the first party’s hard disk with said
second party control panel [col. 4, Ins. 39 to 49; col. 8, Ins. 3 to 6], said second party control
unit includes a second memory which is connected to the receiver and the video display [col. 5,
Ins. 26 to 32], said second memory storing the desired digital video signals that are received by
the receiver to provide the video display with the desired digital video signals from the sales
random access memory chip [col. 4, Ins. 15 to 19 and 55 to 58], the second party control unit
includes a second party hard disk which stores a plurality of digital video signals, and a
playback random access memory chip electronically connected to the second party hard disk for
storing a replica of the desired digital video signals as a temporary staging area for playback
[Fig. 1 (50D, 60); col. 4, Ins. 1 to S and 55 to 61], and telecommunications lines connected to
the first party control unit and the second party control unit through which the desired digital
video signals are electronically transferred from the sales random access memory chip to the
receiver while the second party control unit is in possession and control of the second party

after the desired digital video signals are sold to the second party by the first party, said
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telecommunications lines include telephone lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 11 to
18].

Independent Claim 28 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include
desired digital video or digital audio signals [Fig. 1 (10); col. 3, Ins. 63 to 66; col. 4, Ins. 8 to
15], a sales random access memory chip electronically connected to the first party hard disk for
storing a replica of the desired digital video or digital audio signals of the first party’s hard disk
to be transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 63 to 66; col. 4, Ins.
51 to 54], and a mechanism for electronically selling the desired digital video or digital audio
signals of the first party’s hard disk [col. 2, Ins. 39 to 43; col. 4, Ins. 11 to 15; col. 6, Ins. 22 to
24]. The system further comprises a second party control unit having a second party control
panel, a second memory connected to the second party control panel, and a mechanism for
playing the desired digital video or digital audio signals connected to the second memory ana
the second party control panel [Fig. 1 (50A, 70, 80); col. 4, Ins. 1 to 7], said playing mechanism
operatively controlled by the second party control panel [col. 4, Ins. 39 to 61; col. 5, Ins. 17 to
40; col. 6, Ins. 13 to 16], said second party control unit remote from the first party control unit,
said second party control unit placed by the second party at a location determined by the second
party [col. 6, Ins. 31 to 35], the second party control unit includes a second party hard disk
which stores a plurality of digital video or audio signals, and a playback random access memory
chip electronically connected to the second party hard disk for storing a replica of the desired
digital video or audio signals as a temporary staging area for playback [Fig. 1 (50D, 60); col. 4,

Ins. 1 to 5 and 59 to 61; col. 6, Ins. 13 to 16] and telecommunications lines connected to the first
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party control unit and the second party control unit through which the electronic sales of the
desired digital video or digital audio signals occur of the first party’s hard disk, and over which
the desired digital video or digital audio signals of the first party’s hard disk are electronically
transferred from the sales random access memory chip to the second memory while the éecond
party is in possession and control of the second memory and after the desired digital video or
digital audio signals are sold to the second party by the first party, said telecommunications
lines include telephone lines [Fig. 1 (30); col. 3, Ins. 5 to 12 and 67].

Independent Claim 35 recites a method for transferring desired digital video or digital
audio signals [Abstract; col. 6, Ins. 13 to 16]. The method comprises the steps of forming a
connection through telecommunications lines between a first memory of a first party at a first
party location and a second memory of a second party at a second party location remote from
the first party location [col. 3, Ins. § to 8; col. 4, Ins. 8 to 15; col. 5, Ins. 47 to 51], said first
memory having a first party hard disk [Fig. 1 (10); col. 3, In. 63] having a plurality of digital
video or digital audio signals including coded desired digital video or digital audio signals [col.
4, Ins. 8 to 11 and 43 to 50; col. 6, Ins. 13 to 16], and a sales random access memory chip which
temporarily stores a replica of the coded desired digital video or digital audio signals purchased
by the second party for subsequent transfer via telecommunications lines to the second memory
of the second party [Fig. 1 (20C, 30); col. 3, Ins. 65 to 66]. The method further comprises
telephoning the first party controlling use of the first memory by the second party [col. 3, Ins. 5
to 8; col. 7, In. 67 to col. 8, In. 3], providing a credit card number of the second party
controlling the second memory to the first party controlling the first memory so the second
party is charged money [col. 2, Ins. 39 to 43 and 64 to 66; col. 7, Ins. 31 to 40]. The method

further comprises electronically coding the desired digital video or digital audio signals to form
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said coded desired digital video or digital audio signals into a configuration which would
prevent unauthorized reproduction of the desired digital video or digital audio signals [col. 2, In.
64 to col. 3, In. 1; col. 4, Ins. 43 to 50; col. 6, Ins. 13 to 16]. The method further comprises
storing a replica of the coded desired digital video or digital audio signals from the hard disk
into the sales random access memory chip [col. 4, Ins. 51 to 54], transferring the stored replica
of the coded desired digital video or digital audio signals from the sales random access memory
chip of the first party to the second memory of the second party through telecommunications
lines while the second memory is in possession and control of the second party [col. 4, Ins. 51
to 54], and storing the transferred replica of the coded desired digital video or digital audio
signals in a non-volatile storage portion of the second memory [col. 4, Ins. 55 to 58], wherein
the non-volatile storage portion is not a tape or CD [col. 2, Ins. 43 to 47].

Independent Claim 37 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include
desired digital video or digital audio signals [Fig. 1 (10); col. 3, In. 61 to col. 4, In. 16], a sales
random access memory chip electronically connected to the first party hard disk for storing a
replica of the desired digital video or digital audio signals of the first party’s hard disk to be
transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 65 to 66; col. 4, Ins. 51 to
54], and means for electronically selling the desired digital video or digital audio signals [col. 4,
Ins. 9 to 15]. The system further comprises a second party control unit having a second party
control panel, a second memory connected to the second party control panel [Fig. 1 (50A); col.
4, Ins. 1 to 8 and 24 to 26; col. 6, In. 56 to col. 7, In. 11], and means for playing the desired

digital video or digital audio signals connected to the second memory and the second party
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control panel, said means for playing operatively controlled by the second party control panel
[Fig. 1 (70, 80); col. 4, Ins. 37 to 61; col. 6, Ins. 30 to 31], said second party control unit remote
from the first party control unit [col. 3, Ins. 5 to 8; col. 6, Ins. 31 to 32], said second party
control unit placed by the second party at a location determined by the second party [col. 5, Ins.
17 to 34; col. 6, Ins. 33 to 35], the second memory includes a non-volatile storage portion which
is not a tape or CD [col. 2, Ins. 43 to 47], the second memory storing the desired digital video or
digital audio signals transferred from the sales random access memory chip, and a playback
random access memory chip electronically connected to the non-volatile storage for storing a
replica of the desired digital video or digital audio signals from the non-volatile storage as a
temporary staging area for playback [Fig. 1 (50D); col. 4, Ins. 1 to 7 and 55 to 61; col. 6, Ins. 13
to 16 and 50 to 56]. The system further comprises telecommunications lines connected to the
first party control unit and the second party control unit through which the electronic sales of
the desired digital video or digital audio signals occur and through which the desired digital
video or digital audio signals are electronically transferred from the sales random access
memory chip to the second memory while the second memory is in possession and control of
the second party and after the desired digital video or digital audio signals are sold to the second
party by the first party [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 8 to 16; col. 6, Ins. 38 to 45].
Independent Claim 43 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party to a second memory of a second party
[Abstract; col. 6, Ins. 13 to 16]. The system comprises a first memory in possession and control
of the first party [col. 3, Ins. 61 to 66; col. 6, Ins. 19 to 21], a second memory in possession and
control of the second party [col. 4, Ins. 1 to 5; col. 6, Ins. 46 to 48], said second memory is at a

location remote from said first memory [col. 6, Ins. 31 to 32], telecommunications lines [Fig. 1

14

Page 01215



Express Mail No.: EV 299882848 US Control No.: 90/007,403

(30); col. 3, In. 67; col. 4, Ins. 12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for
transferring money electronically via telecommunications lines from the second party
controlling use and in possession of the second memory to the first party controlling use and in
possession of the first memory [col. 2, Ins. 21 to 24 and 39 to 43; col. 4, Ins. 8 to 25; col. 8, Ins.
27 to 31], and includes a non-volatile storage portion that is not a tape or CD [col. 2, Ins. 43 to
47]. The system further comprises means or a mechanism for connecting electronically via the
telecommunications lines the first memory with the second memory such that the desired digital
video or digital audio signals can pass therebetween, said connecting means or mechanism in
electrical communication with the transferring means or mechanism, said connecting means or
mechanism comprises a first control unit in possession and control of the first party, and a
second control unit in possession and control of the second party [col. 3, In. 63 to col. 4, In. 7;
col. 6, Ins. 17 to 45]. Said first control unit comprises a first control panel, first control
integrated circuit and a sales random access memory, said sales random access memory and
said first control panel in electrical communication with said first control integrated circuit [Fig.
1 (204, 20B, 20C); col. 3, Ins. 64 to 66; col. 4, Ins. 19 to 23 and 40 to 50], said second control
unit comprising a second control panel, a second control integrated circuit, an incoming random
access memory and a playback random access memory, said second control panel, said
incoming random access memory and said playback random access memory in electrical
communication with said second control integrated circuit [Fig. 1 (50A, 50B, 50C, 50D); col. 4,
Ins. 1 to 4 and 15 to 18 and 40 to 50]. The system further comprises means or a mechanism for
transmitting the desired digital video or digital audio signals from the first memory to the
second memory, said means or mechanism for transmitting comprising a transmitter connected

to the first memory and the telecommunications lines and a receiver connected to the second
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memory, the transmitter and the telecommunications lines [col. 3, Ins. 24 to 29 and 67; col. 4,
Ins. 11 to 15, col. 6, Ins. 24 to 28], said first party in control and possession of the transmitter
[col. 3, Ins 24 to 29], said second party in control and possession of the receiver, said receiver
remote from said transmitter and said receiver at a location determined by the second party [col.
6, Ins. 33 to 45], said transmitting means or mechanism in electrical communication with said
connecting means or mechanism; and means or a mechanism for storing the desired digital
video or digital audio signals from the first memory into the non-volatile storage portion of the
second memory, said storing means or mechanism in electrical communication with said
receiver of said transmitting means or mechanism and with said second memory [col. 4, Ins. 39
to 61; col. 7, In. 67 to col. 8, In. 11].

| Independent Claim 48 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party at a first party location to a second
memory of a second party at a second party location [Abstract; col. 6, Ins. 13 to 16]. The
system comprises a first memory at a first party location [col. 3, Ins. 61 to‘66; col. 6, Ins. 17 to
21], said first memory in possession and control of the first party [col. 4, Ins. 8 to 15; col. 8, Ins.
24 to 27], said first memory comprising a first party hard disk in which the desired digital video
or digital audio signals are stored [Fig. 1 (10); col. 3, In. 63; co. 4, Ins. 8 to 11; col. 6, Ins. 13 to
16]. The system further comprises a second memory in possession and control of the second
party [col. 4, Ins. 1 to 5 and Ins. 15 to 18; col. 6, Ins. 38 to 48], wherein said second memory is
at a second party location remote from said first memory [col. 6, Ins. 31 to 35], said second
memory including a non-volatile storage portion in which the desired digital video or digital
audio signals are stored that are received from the first memory and a playback random access

memory, wherein the non-volatile storage portion is not a tape or CD [col. 2, Ins. 43 to 47].
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The system further comprises telecommunications lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins.
12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for the first party to charge a fee to the
second party and provide access to the desired digital video or digital audio signals at the first
party location remote from the second party location [col. 2, Ins. 21 to 24 and 39 to 43; col. 6,
Ins. 22 to 24], said first party controlling use of the first memory [col. 4, Ins. 8 to 15; col. 8, Ins.
21 to 23], said second party controlling use and in possession of the second memory [col. 2, Ins.
43 to 48; col. 3, Ins. 24 to 29; col. 5, Ins. 51 to 55], said means or mechanism for the first party
to charge a fee includes means or a mechanism for transferring money electronically from the
second party via telecommunications lines to the first party at the first party location remote
from the second memory at the second party location [col. 8, Ins. 26 to 31]. The system further
comprises means or a mechanism for connecting electronically via telecommunications lines
the first memory with the second memory such that the desired digital video or digital audio
signals can pass therebetween, said connecting means or mechanism in electrical
communication with the transferring means or mechanism, said connecting means or
mechanism comprises a first control unit disposed at the first party location and a second
control unit disposed at the second party location remote from said first control unit [col. 3, Ins.
16 to 23; col. 3, In. 64 to col. 4, In. 4; col. 6, Ins. 31 to 35], said first control unit comprises a
first control panel, first control integrated circuit, and a sales random access memory connected
to the first hard disk for temporarily storing a replica of the desired digital video or digital audio
signals to be transmitted from the first control unit, said sales random access memory, said first
hard disk and said first control panel in electrical communication with said first control
integrated circuit [Fig. 1 (10, 20B); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to 16], said

second control unit comprising a second control panel, a second control integrated circuit, and
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an incoming random access memory which temporarily stores the desired digital video or
digital audio signals transmitted from the sales random access memory, said playback random
access memory connected to the incoming random access memory for temporarily storing a
replica of the desired digital video signals or digital audio signals to be played, said incoming
random access memory connected to said non-volatile storage, said second control panel, said
incoming random access memory, said non-volatile storage and said playback random access
memory in electrical communication with said second control integrated circuit [Fig. 1 (50C,
50D, 60); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to 16]. The system further comprises
means or a mechanism for transmitting the desired digital video or digital audio signals from
the sales random access memory to the incoming random access memory, said means or
mechanism for transmitting comprising a transmitter connected to the sales random access
memory and the telecommunications lines and a receiver connected to the incoming random
access memory, the transmitter and the telecommunications lines [col. 3, Ins. 24 to 29; col. 4,
Ins. 11 to 18 and 37 to 61], said first party in control and possession of the transmitter, said
second party in control and possession of the receiver [col. 4, Ins. 11 to 18; col. 5, Ins 51 to 56],
said receiver remote from said transmitter [col. 3, Ins. 5 to 8; col. 6, Ins. 28 to 32], and said
receiver at the second party location determined by the second party [col. 5, Ins. 55 to 56], said
transmitting means or mechanism in electrical communication with said connecting means or
mechanism [col. 4, Ins. 51 to 58; col. 7, Ins. 17 to 23], and means or a mechanism for storing
the desired digital video or digital audio signals from the sales random access memory in the
incoming random access memory, said storing means or mechanism in electrical
communication with said receiver of said transmitting means or mechanism and with said sales

random access memory [col. 4, Ins. 1 to 5 and 59 to 61; col. 6, In. 46 to col. 7, In. 7].
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Independent Claim 51 recites a system for transferring digital video signals [Abstract;
col. 6, Ins. 13 to 16]. The system comprises a first party control unit in possession and control
of a first party [col. 3, Ins. 64 to 66; col. 4, Ins. 11 to 15; col. 5, Ins. 51 to 55; col. 8, Ins. 7 to
11], a second party control unit in possession and control of the second party [Fig. 1; col. 4, Ins.
1 to 4; col. 5, Ins. 26 to 31; col. 6, Ins. 38 to 45], wherein said second party control unit is at a
location remote from said first party control unit [col. 6, Ins. 33 to 35]. The first party control
unit having a first memory having a plurality of desired individual video selections as desired
digital video signals, said first party control unit which includes a first party hard disk having
the plurality of digital video signals which include desired digital video signals [Fig. 1 (10);
col. 4, Ins. 8 to 11], and a sales random access memory chip electronically connected to the first
party hard disk for storing a replica of the desired digital video signals of the first party’s hard
disk to be transferred from the first party control unit [Fig. 1 (20C); col. 4, Ins. 51 to 54], and
means or a mechanism for the first pany.to charge a fee to the second party for access to the
desired digital video signals of the first party’s hard disk at a location remote from the second
party location [col. 2, In. 64 to col. 3, In. 8; col. 6, Ins. 22 to 24; col. 7, Ins. 31 to 40]. The
system further comprises a second party control unit having a second party control panel, a
receiver and a video display for playing the desired digital video signals received by the
receiver, said second party control panel connected to the video display and the receiver, said
receiver and video display operatively controlled by the second party control panel [Fig. 1
(50A, 70); col. 4, Ins. 1 to 6, 15 to 18 and 39 to 49], said second party control unit remote from
the first party control unit, said second party control unit placed by the second party at a second
party location determined by the second party which is remote from said first party control unit

[col. 6, Ins. 33 to 35], said second party choosing the desired digital video signals from the first
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party’s hard disk with said second party control panel [col. 4, Ins. 39 to 49; col. 8, Ins. 3 to 6],
said second party control unit includes a second memory which is connected to the receiver and
the video display [col. 5, Ins. 26 to 32], said second memory storing the desired digital video
signals that are received by the receiver to provide the video display with the desired digital
video signals from the sales random access memory chip [col. 4, Ins. 15 to 19 and 55 to 58], the
second party control unit includes a non-volatile storage portion which stores a plurality of
digital video signals, wherein the non-volatile storage portion is not a tape or CD [col. 2, Ins. 43
to 47], and a playback random access memory chip electronically connected to the non-volatile
storage for storing a replica of the desired digital video signals as a temporary staging area for
playback [Fig. 1 (50D); col. 4, Ins. 1 to 5 and 55 to 61], and telecommunications lines
connected to the first party control unit and the second party control unit through which the
desired digital video signals are electronically transferred from the sales random access memory
chip to the receiver while the second party control unit is in possession and control of the
second party after the desired digital video signals are sold to the second party by the first party,
the telecommunications lines include telephone lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 11 to
18].

Independent Claim 56 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include
desired digital video or digital audio signals [Fig. 1 (10); col. 3, Ins. 63 to 66; col. 4, Ins. 8 to
15], a sales random access memory chip electronically connected to the first party hard disk for
storing a replica of the desired digital video or digital audio signals of the first party’s disk to be

transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 63 to 66; col. 4, Ins. 51 to
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54], and a mechanism for electronically selling the desired digital video or digital audio signals
of the first party’s hard disk [col. 2, Ins. 39 to 43; col. 4, Ins. 11 to 15; col. 6, Ins. 22 to 24]. The
system further comprises a second party control unit having a second party control panel, a
second memory connected to the second party control panel, and a mechanism for playing the
desired digital video or digital audio signals connected to the second memory and the second
party control panel [Fig. 1 (50A, 70, 80); col. 4, Ins. 1 to 7], said playing mechanism operatively
controlled by the second party control panel [col. 4, Ins. 39 to 61; col. 5, Ins. 17 to 40; col. 6,
Ins. 13 to 16], said second party control unit remote from the first party control unit, said second
party control unit placed by the second party at a location determined by the second party [col. |
6, Ins. 31 to 35], the second memory includes a non-volatile storage portion which stores a
plurality of digital video or audio signals, wherein the non-volatile storage portion is not a tape
or CD [col. 2, Ins. 43 to 47], and a playback random access memory chip electronically
connected to the non-volatile storage for storing a replica of the desired digital video or audio
signals as a temporary staging area for playback [Fig. 1 (50D); col. 4, Ins. 1 to 5 and 59 to 61;
col. 6, Ins. 13 to 16] and telecommunications lines connected to the first party control unit and
the second party control unit through which the electronic sales of the desired digital video or
digital audio signals occur of the first party’s hard disk, and over which the desired digital video
or digital audio signals of the first party’s hard disk are electronically transferred from the sales
random access memory chip to the non-volatile storage portion of the second memory while the
second party 1s in possession and control of the second memory and after the desired digital
video or digital audio signals are sold to the second party by the first party, said

telecommunications lines include telephone lines [Fig. 1 (30); col. 3, Ins. 5 to 12 and 67].
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Grounds for Rejection to be Reviewed on Appeal

1. Examiner’s rejeétion of Claims 4, 6 through 19, 22 through 25, 28, 31 through 34 and 37
through 60 under 35 U.S.C. § 103(a) over U.S. Patent 5,132,992 to Yurt (Yurt) in view of U.S.
Patent 5,241,428 to Goldwasser (Goldwasser). In particular, Appellant seeks review of the
Examiner’s assertion that the ‘734 Patent is not entitled to the filing date of June 13, 1988, the
assertion having to be correct before either Yurt or Goldwasser could properly be cited as prior
art references.

2. Examiner’s rejection of Claims 1, 2, 35 and 36 under 35 U.S.C. § 103(a) over Yurt in
view of U.S. Patent 4,789,863 to Bush (Bush). In particular, Appellant seeks review of the
Examiner’s assertion that the ‘734 Patent is not entitled to the filing date of June 13, 1988, the
assertion having to be correct before Yurt could properly be cited as a prior art reference.

3. Examiner’s rejection of Claim 3 under 35 U.S.C. § 103(a) over Yurt in view of Bush,
further in view of Goldwasser. In particular, Appellant seeks review of the Examiner’s
assertion that the ‘734 Patent is not entitled to the filing date of June 13, 1988, the assertion
having to be correct before either Yurt or Goldwasser could properly be cited as prior art
references.

4. Examiner’s rejection of Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31
through 60 for obviousness-type double-patenting over Claims 1 through 6 of the ‘573 Patent in
view of Yurt.

5. Examiner’s rejection of Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60
under 35 U.S.C. § 112, first paragraph as not being supported by the written description in the

specification.
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6. Examiner’s rejection of Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60
under 35 U.S.C. § 112, first paragraph as not being enabled by the specification.

Argument
L Summary

The instant reexamination was originally filed on January 31, 2005, and was initially
assigned to Examiner Benjamin Lanier (“Examiner Lanier”). The reexamination and two
related copending reexaminations subsequently were transferred to the Central Reexamination
Unit (“CRU”) where they were assigned to Examiner Roland Foster (“Examiner Foster”).

During the course of the proceedings in the instant reexamination, five Office Actions
were issued. The first three Office Actions were issued by Examiner Lanier, who consistently
rejected all claims presented by Appellant as obvious. In each case, Examiner Lanier relied on
combinations of up to nine references in his obviousness analyses, offering only conclusory
statements regarding the motivation or teaching to combine the multiple references. In each
case, the Appellant pointed out the impropriety of the combinations. Examiner Lanier never
rebutted the Appellant’s arguments. Instead, Examiner Lanier simply asserted that the
rejections were proper.

Following the issuance of the third Office Action by Examiner Lanier, the instant
reexamination was transferred to the CRU, specifically to Examiner Foster, where the Office
reviewed and vacated Examiner Lanier’s Final Rejection of the claims. The Office appeared to
concur with the Appellant’s view that the rejections offered by Examiner Lanier were
untenable, but the Office did not allow the claims. Instead, the Office issued two subsequent

Office Actions.
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The two subsequent Office Actions take an alternate approach which, since also
improper, has led to this appeal. Instead of relying on up to nine references, these subsequent
Office Actions relied primarily on references that post-dated the june 13, 1988 priority date for
the ‘734 Patent. In other words, the Office Actions relied on non-prior art. To justify this, the
Office first had to conduct a de novo review of the ‘734 Patent’s prosecution and then, based on
that review, reassign the ‘734 Patent’s June 13, 1988 priority date; a priority date that was
rightfully granted by the original Examiner during the initial examination of the ‘734 Patent. In
taking those steps, the Office reassigned the priority date to February 27, 1996. Then, using this
new priority date, the Office cited new art post-dating the June 13, 1988 priority date, which the
Office asserts anticipates or makes obvious all of the claims in reexamination.

As detailed below, this de novo review and resulting reassignment of the priority date by
the Office is clearly outside the scope of authority granted by the Reexamination Statute. 35
U.S.C. §301 et seq. Further, the attempted reassignment of a new priority date to the 734
Patent does not comport with the Office’s procedures.

Further, as a predicate for reassigning the priority date of the claims in the ‘734 Patent,
the Office asserts that the claims as issued are either not supported by a adequate written
description or are not enabled by the specification as filed on June 13, 1988. In making these
findings, the Office has applied improper and overly strict standards for both written description
and enablement under 35 U.S.C. § 112, first paragraph. Using the appropriate standards,
Appellant has demonstrated that the claims in reexamination are fully supported and enabled by
the originally filed specification, and are thus entitled to the priority date of June 13, 1988.

The Office has also made separate rejéctions of Claims 4, 6 through 10, 19, 22 through

25, 28 and 31 through 60 in reexamination under 35 U.S.C. § 112, first paragraph, as not being
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supported by an adequate written description and as not being enabled by the specification as
issued. Here again, Appellant maintains that the Office has acted outside the mandated scope of
reexamination by examining Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60
in their entirety for compliance with section 112, first paragraph, rather than limiting the
analysis to newly claimed subject matter. Further, the Office has again applied improper
standards for both written description support and enablement. Using the appropriate standards,
Appellant has demonstrated that the claims in reexamination do comply with the requirements
section 112, first paragraph.

Finally, the Office has rejected Claims 1 through 4, 6 through 19, 22 through 25, 28 and
31 through 60 for obviousness-type double-patenting over Claims 1 to 6 of the ‘573 Patent,
which is the subject of copending reexamination 90/007,402 (the “‘402 Reexamination™). In
support of this rejection, the Office cites Yurt. In the first instance, Appellant asserts that the
reliance on Yurt is improper, since it is not available as prior art. Further, the issue of double-
patenting was previously addressed by the original examiner during the initial examination of
the ‘734 Patent. Finally, Appellant questions the propriety of double-patenting rejections based
on claims in a related patent that is itself subject to a copending reexamination.

Since many of the positions taken by the Office in finally rejecting Claims 1 through 4,
6 through 19, 22 through 25, 28 and 31 through 60 rely on a revisiting of issues dealt with
during the original examination of the ‘734 Patent, it is appropriate here to summarize the
prosecution history of the ‘734 Patent. Appellant’s arguments herein will refer to the summary

provided in Section II below.
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II. Prosecution History of the ‘734 Patent

The *734 Patent issued from U.S. Patent Application Serial No. 08/607,648 (the “‘648
Application”), which was filed as a continuation of U.S. Patent Application Serial No.
08/023,398 (the “‘398 Application™), which was filed as a continuation of U.S. Patent
Application Serial No. 07/586,391 (the “391 Application”), which was filed as a continuation
of U.S. Patent Application Serial No. 07/206,497 (the “‘497 Application”), which was the
originally filed application. The ‘391 Application was issued as the ‘573 Patent, which is the
subject of copending reexamination 90/007,402, currently on Appeal.

The ‘497 Application was originally filed on June 13, 1988 by Arthur Hair as a pro se
applicant.! In the period after the initial filing of the ‘497 Application Mr. Hair retained Ansel
M. Schwartz as patent counsel. The Application was assigned to Examiner Hoa T. Nguyen
(“Examiner Nguyen”).

On December 19, 1988, Mr. Schwartz filed a preliminary amendment canceling original
Claims 1 through 10 in the ‘497 Application and replacing them with new Claims 11 through
13, which read as follows:

11. A method for transmitting a desired digital audio music signal

stored on a first memory to a second memory comprising the steps of:

transferring money to a party controlling use of the first memory
from a party controlling use of the second memory;

connecting electronically the first memory with the second
memory such that the desired digital signal can pass therebetween;

transmitting the digital signal from the first memory to the second

memory; and
storing the digital signal in the second memory. (emphasis added).

12. A method as described in Claim 11, including after the
transferring step, the steps of searching the first memory for the desired

! The application which became the ‘497 Application was actually mailed on June 9, 1988. However, since Mr.
Hair was unaware of the use of Express Mail, the application was accorded the date that it actually was received at
the Office.
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digital audio signal; and selecting the desired digital audio signal from the
first memory. (emphasis added).

13. A method as described in Claim 12 wherein the transferring step
includes the steps of telephoning the party controlling use of the first
memory by the party controlling the second memory; providing a credit
card number of the party controlling the second memory to the party
controlling the first memory so that the party controlling the second
memory is charged money. (emphasis added).

The first Office Action in the ‘497 Application was issued on November 15, 1988 on the
basis of Claims 11 to 13 added by the preliminary amendment. All of the claims were rejected
as anticipated by U.S. Patent 3,718,906. Mr. Schwartz responded to the Office Action on
February 26, 1990. In this response, Claims 15 through 20 were added. Exemplary Claims 14
and 15 read as follows:

14. A method as described in Claim 11 wherein the transmitting step

includes the step of transmitting the digital signal from the first memory to

the second memory at a location determined by the second party
controlling use of the second memory. (emphasis added)

15. A method for transmitting a desired a digital video or audio music
signal stored on a first memory to a second memory comprising the steps
of:

charging a fee to a first party controlling use of the second
memory;

connecting the first memory with the second memory such that the
digital signal can pass therebetween;

transmitting the digital signal from the first memory to the second
memory; and

storing the digital signal in the second memory. (emphasis added)

The second Office Action in the ‘497 Application was issued on May 10, 1990 on the
basis of Claims 11 to 20. All of the claims were rejected as anticipated by either of U.S. Patent
3,718,906 or 3,990,710. Mr. Schwartz responded to this Office Action on August 21, 1990. In
this response, Claims 11, 12 and 15 were amended and Claim 21 was added. Claims 14 and 16

to 20 were canceled. Claims 11 and 15 were amended by including the recitation of a
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“transmitter” and a “receiver.” New Claim 21 read identically to Claim 12, except that it
depended from independent Claim 15. On September 9, 1990, Examiner Nguyen issued an
Advisory Action indicating that the amendments would not be entered.

The amendment was resubmitted with a File Wrapper Continuation and subsequently
entered. The File Wrapper Continuation was assigned application serial number 07/586,391 (the
“*391 Application”). The ‘391 Application was filed as a continuation of the parent ‘497
Application and claimed priority to the June 13, 1988 filing date. In fact, due to a clerical error,
Mr. Schwartz was required to revive the ‘497 Application as unintentionally abandoned for the
express purpose of establishing copendency with the ‘391 Application so that a proper claim for
priority could be made. No new oath was required by the Office when the ‘391 Application was
filed.

The first Office Action in the ‘391 Application was issued on September 9, 1991 on the
basis of Claims 11 to 13, 15 and 21. All of the claims were rejected as obvious over U.S. Patent
3,990,710. Mr. Schwartz responded to this Office Action on December 9, 1991. In this
response, Claims 11 and 15 were amended to recite that the first party location was remote from
the second party location. Claim 15 was further amended to delete the reference to digital audio
signals. Claim 22, which was essentially identical to Claim 13, but depended from Claim 21
was added. In addition to the claim amendments, text was added to pages 3 and 5 of the
specification.

The next Office Action in the ‘391 Application was issued on February 24, 1992 on the
basis of Claims 11 to 13, 15, 21 and 22. In the Office Action, Examiner Nguyen explicitly
objected to the amendments to the specification and rejected all of the claims as being

unsupported by the originally filed specification. See pages 5 to 6 of the February 24, 1992
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Office Action. Examiner Nguyen specifically pointed out the following as not having a basis in
the original specification:
0)) “transferring money”

) “second party financially distinct from the first party”
3) “in the controlling step ‘receiver in possession...of the second

paI.ty’7’
4 “telephoning”
&) “providing a credit card”

The specification was objected to “as originally filed, failing to provide clear support for
the amendments to pages 3 and 5.” The amendments to pages 3 and 5 encompassed the entirety
of the amendments to the specification. Claims 11 to 13, 15, 21 and 22 were also rejected as
obvious over U.S. Patent 3,990,710.

Mr. Schwartz responded to this Office Action on June 23, 1992. In this response, the
amendments to the specification adding text at pages 3 and 5 was withdrawn. A substitute
specification was submitted to address formal issues. Further, a new amendment to the
specification was presented adding a new Abstract and adding text at page 6 and page 12 of the
substitute specification. Claims 11 and 15 were amended to recite “transferring money
electronically via a telecommunications line” and “connecting electronically via a
telecommunications line.” Claim 15 was again amended to delete “audio.” Claim 23 was
added.

In addition to the amendments and arguments filed with the Office Action response on
June 23, 1992, Mr. Schwartz also filed a Declaration by Arthur Hair under 37 C.F.R. § 1.132
indicating that one of ordinary skill in the art would recognize that all of the terminology
presented in the claims and specification by amendment was supported by the originally filed

specification.
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The next Office Action in the ‘391 Application was issued on September 21, 1992 on the
basis of Claims 11 to 13, 15 and 21 to 23. The Office Action indicated that Claims 11 to 13, 15,
21 and 22 were allowable based on the response filed on June 23, 1992. Claim 23 was rejected.
Mr. Schwartz responded to this Office Action on September 30, 1992 by canceling rejectea
Claim 23. The Examiner proceeded to issue a Notice of Allowance and Issue Fee Due on
October 19, 1992.

The ‘398 Application was filed on February 26, 1993 as a continuation of the ‘391
Application, which was to issue as the ‘573 Patent on March 2, 1993. Thus, the determinations
made by Examiner Nguyen in the ‘391 Application with respect to alleged new matter were of
record in the prosecution history of the ‘398 Application.

The ‘398 Application was filed with a new declaration dated February 2, 1993. The
“New Application Transmittal” papers included a claim for priority to the ‘391 Application,
which in turn claimed priority to the ‘497 Application. The specification filed with the ‘398
Application was substantially the same as the specification originally filed on June 13, 1988, but
did contain some differences. The substantive differences were as follows:

) The specification included a “Field of the Invention” section not

present in the originally filed application.

2) The specification of the ‘398 Application included an additional

paragraph spanning lines 4 to 19 of page 5.

?3) The specification of the ‘398 Application included an additional

paragraph spanning lines 5 to 20 of page 10.

4 The specification included an Abstract.
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Although the specification filed with the ‘398 Application was not identical to that
originally filed with the ‘497 Application, a review of the history of the parent (‘391) application
shows that the majority of the “new” text was substantially identical to text added by the June
23, 1992 amendment in the ‘391 Application. In particular, the “Field of the Invention” section
was substantially identical with the exception that it recited a “system” in addition to a method.
Further the paragraphs at pages 5 and 10 were substantially identical to the paragraphs added by
the June 23, 1992 amendment in the ‘391 Application with the exception that the text added to
page 5 recited a “system” instead of a method. It is notable that Examiner Nguyen found this
“new” text to be supported by the originally filed specification in the grandparent ‘497
Application.

The Abstract filed with the ‘398 Application was less similar to the Abstract added by the
June 23, 1992 amendment in the ‘391 Application. Nonetheless, the terminology presented in
the Abstracts was similar.

The first Office Action in the ‘398 Application was issued by Examiner Nguyen on July
1, 1993 on the basis of originally filed Claims 1 through 31. The specification was objected to
and all of Claims 1 through 31 were rejected undef 35 U.S.C. § 112, first paragraph, for lack of
adequate written description. In particular, Examiner Nguyen stated that the specification failed
to set forth the problems in the prior art that the invention intended to overcome. The claims
were also rejected as anticipated by U.S. Patent 3,718,906 or obvious over U.S. Patent 3,718,906
in view of U.S. Patent 4,654,799. Mr. Schwartz responded to this Office Action on December
30, 1993 by filing an amendment adding text to the specification, amending Claims 1 through 31

and adding additional Claims 32 through 63.
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The amendment to the specification included the addition of individual terms at various
points in the existing text; e.g. the addition of “or digital video” following “music” or the
addition of “or mechanism” following “means.”

A large section of text, approximately four and two-thirds pages, was also added. Of this
added text, about two and two-thirds pages comprised a written description of original Figure 1,
using the lead numbers for the elements shown therein. Approximately one-half page of the
added text comprised means-plus-function language. The balance of the added text comprised a
description of a method using the system as set forth in the description of Figure 1.

The response filed by Mr. Schwartz also included a second declaration by Arthur Hair
under 37 C.F.R. § 1.132, explaining how the terminology presented in the specification as filed
and amended would have been understood by one having ordinary skill in the art.

The second Office Action in the ‘398 Application was issued by Examiner Nguyen on
May 4, 1994. In this Office Action, Claims 1 through 3, 8, 9, 16 through 18, 23, 24, 29 through
44 and 51 through 63 were rej écted as anticipated by U.S. Patent 4,528,643. Claims 4 through
7, 10 through 15, 19 through 22, 25 through 28 and 45 through 50 were objected to as depending
from rejected claims, but were considered allowable if rewritten in independent form. Mr.
Schwartz responded to the Office Action on July 13, 1994 by making amendments to the claims
in an attempt to put the allowable claims into form for issue. The amendment to the claims
included the addition of new Claims 64 through 75. In addition, the Abstract was amended by
adding the term “digital” at various places.

Also in the July 13, 1994 response, Mr. Schwartz explicitly asked Examiner Nguyen to
consider any possible issues of double-patenting. Thus, Mr. Schwartz expressly stated to

Examiner Nguyen:
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“Applicant requests the Examiner to review any double patenting possibility of the
above-identified patent application in regard to U.S. Patent 5,191,573. If the Examiner
determines there is no need for any double patenting concern, the applicant requests that the
Examiner deem this request to consider double patenting as moot.” (Response to Office
Action filed by Applicant’s Counsel, Ansel Schwartz, July 13, 1994).

A third Office Action in the ‘398 Application was issued by Examiner Nguyen on
October 28, 1994, on the basis of remaining Claims 1, 5 through 7, 9, 11 through 15, 17, 20
through 23, 26 through 28, 43, 46 through 50 and 64 through 75. All of the claims were rejected
under 35 U.S.C. § 112, second and fourth paragraphs. Mr. Schwartz responded to the third
Office Action on February 24, 1995 by amending the claims. Several minor amendments to the
specification were also made. A supplemental amendment was filed by Mr. Schwartz on March
7, 1995 to change the dependency of Claim 46 from canceled Claim 66 to Claim 67.

A fourth Office Action in the ‘398 Application was issued by Examiner Nguyen on June
28, 1995, on the basis of remaining Claims 1, 5 through 7, 11 through 15, 20 through 23, 26
through 28, 43, 46 through 50, 62, 64, 65 and 67 through 75. All of the claims were rejected
under 35 U.S.C. § 112, second paragraph. In response to the fourth Office Action, Mr. Schwartz
filed the ‘648 Application as File Wrapper Continuation application on February 27, 1996. The
‘648 Application was designated a continuation of the ‘398 Application. No new oath or
declaration was filed.

Based on an interview with Examiner Nguyen, Mr. Schwartz filed a preliminary
amendment, including amendments to the existing claims and the addition of new Claims 76

through 89.
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A first Office Action in the ‘648 Application was issued by Examiner Nguyen on June
10, 1996 on the basis of the claims following the preliminary amendment. Claims 1, 5, 6, 11,
23, 26 through 28, 43, 48, 67, 76 through 83 were rejected. Claims 9, 17, 20 through 22, 62, 64,
65, 68, 69 and 84 through 89 were allowed. Mr. Schwartz responded to the first Office Action
on December 6, 1996 by filing amendments to the claims.

Following the December 6, 1996 amendment, Examiner Nguyen issued a Notice of
Allowance and Issue Fee Due on February 5, 1997. On May 2, 1997, Mr. Schwartz filed
additional amendments to the specification under 37 C.F.R. § 1.312. Examiner Nguyen refused
to enter the amendments. The Issue Fee was subsequently paid and the ‘648 Application duly
issued as the ‘734 Patent on October 7, 1997.

III. THE APPROPRIATE PRIORITY DATE FOR THE CLAIMS OF THE 734
PATENT IN REEXAMINATION IS JUNE 13, 1988

As set forth in Section II above, the ‘734 Patent issued from U.S. Patent Application
Serial No. 08/607,648 (the “‘684 Application™) , which was filed as a continuation of U.S.
Patent Application Serial No. 08/023,398 (the “‘398 Application), which was filed as a
continuation of U.S. Patent Application Serial No. 07/586,391 (the “‘391 Application”), which
was filed as a continuation of U.S. Patent Application Serial No. 07/206,497 (the ““497
Application”). The Office admits the ‘734 Patent is not a continuation-in-part, but asserts that
the ‘734 Patent “shares the characteristics of a continuation-in-part.” The Office ﬁow attempts
to use this novel characterization of the ‘734 Patent as a pretext to re-examine the priority date
of the claims in the ‘734 Patent, which Examiner Nguyen had properly awarded as June 13,
1988. In particular, the Office is attempting to improperly reassign a priority date of February

27, 1996 to the claims in reexamination.
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The Office’s actions in reassigning a priority date are improper procedurally, and
incorrect based on the prosecution history of the *734 Patent. In the first instance, the
reexamination statutes do not empower the Office to examine claims for issues of effective
priority date in the absence of a continuation-in-part in the original examination history. On this
basis alone, the Board should vacate the Examiner’s findings with respect to the proper priority
date of the claims in the ‘734 Patent. Even if the Board does not vacate the Examiner’s findings
on this basis, the Board should vacate the Examiner’s findings because the issue was thoroughly
dealt with by Examiner Nguyen during the initial examination of the ‘734 Patent, and thus does
not present a new issue related to patentability. Even putting those arguments aside, the Board
should vacate the Examiner’s findings with respect to priority because the claims as issued in the
“734 Patent and as currently constituted in reexamination are clearly supported by the original
specification filed on June 13, 1988.

A. The Office Exceeded Its Statutory Authority In Considering Issues Of Priority In
The Instant Reexamination

The Office exceeded its statutory authority by considering issues of priority in the
instant reexamination. It is well established that the scope of a reexamination proceeding is
limited to whether claims are patentable under 35 U.S.C. §§ 102 and 103 “on the basis of
patents and printed publications.” 37 C.F.R. § 1.552. The reexamination rules explicitly
preclude consideration of issues arising under 35 U.S.C. § 112, except “with respect to subject
matter added or deleted in the reexamination proceeding.” Id.; see also In re Etter, 756 F.2d
852, 856 (Fed. Cir. 1985) (en banc) (“only new or amended claims are also examined under 35
U.S.C. §§ 112 and 132”); Patent Reexamination: Hearing Before the Committee on the
Judiciary, 96th Cong., 499 (1979) (“Questions affecting patentability or validity which may

arise quite apart from the cited patent or publication, in view of which reexamination is
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requested, are left to be resolved in the forum really equipped to do the job -- the court.”)
(statement of Paul L. Gomery, Director, Washington Office, Patent Division of Phillips
Petroleum Co.).

Moreover, the inquiry under Section 120 as to whether the language of a particular
claim, as filed or amended during an original prosecution, was supported or unsupported by
sufficient disclosure is, by definition, not a new question. Rather, it is an issue that necessarily
arises at the time of original filing or amendment, and one that necessarily is before the original
examiner. Where a continuation-in-part (“CIP”) appears in the prosecution history of a patent in
reexamination it may be necessary to make an inquiry into whether claims in the CIP, as issued
or amended in reexamination, find support in the originally filed parent application or rely on
new matter added when the CIP was filed during the original prosecution of the patent.
However, where no CIP appears in the record this issue cannot arise since by definition no new
matter was found to be added during the original prosecution of the patent in question.

As a result, it is beyond the scope of reexamination for an examiner to make a threshold
determination that new matter was added during the original examination of a patent in
reexamination in the absence of a recognition of such new matter in the record of the original
examination of the patent in question.

1. There Is No CIP In The Prosecution History Of The ‘734 Patent

The Office admits the ‘734 Patent is not a continuation-in-part, but then asserts the 734
Patent “shares the characteristics of a continuation-in-part,” and cites this as a basis for
assigning a later priority date to the claims of the ‘734 Patent. In support of its position the
Office points to text added to the specification of the ‘391, ‘398 and ‘648 Applications that was

not found in the originally filed specification in the ‘497 Application as grounds for this new
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designation. The Office further cites MPEP § 201.11 to support its conclusion. However, the
presence of additional or different text in the specification of a continuation application does not
by itself render the continuation application a CIP. The prohibition of MPEP § 201.11 concerns
addition of text that would constitute new matter.

As set forth in Section II above, the ‘391 Application was filed under the old File
Wrapper Continuation procedure. According to MPEP § 201.06(b), in effect at the time, if the
‘391 Application had been filed as a CIP a new oath or declaration would have been required;
none was required.

The ‘398 Application was filed as a continuation of the ‘391 Application, but did
include a different specification and a new oath. However, as detailed above, the changes to
specification as filed in the ‘398 Application were nearly identical to text introduced by
amendment to the specification of the parent ‘391 Application. As set forth above, after
extensive examination of the amendments to the specification and claims in the ‘391
Application, Examiner Nguyen determined that the added text did not constitute new matter.

As a result, this added text cannot be considered new matter in the context of the continuation
of the ‘398 Application.

Finally, the ‘648 Application was also filed under the old File Wrapper Continuation
procedure. Again, according to MPEP § 201.06(b), in effect at the time, if the ‘684 Application
had been filed as a CIP, a new oath or declaration would have been required; none was
required.

Based on the above, it is apparent that no CIP appears in the history of the original

prosecution of the ‘734 Patent.
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Further, the Office has cited no authority that empowers it, in the context of
reexamination, to treat a continuation application as a CIP because the examiner in
reexamination believes the continuation “shares characteristics of a continuation-in-part.” An
application or patent is either a CIP, or it is not. There simply is no designation in the statutes or
regulations for patents that are continuations, but “share the characteristics of continuations-in-
part”, as asserted by the Office. Therefore, the Office has no statutory basis for reassigning the
priority date for the ‘734 Patent.

2. The Reexamination Statute Does Not Empower The Office To Address

Issues Of Priority Under 35 U.S.C. § 120 In The Absence Of A CIP
Application In The Prosecution History Of A Patent In Reexamination

The Office relies on MPEP §§ 2258(I)(C) and 2217 for an implicit grant of authority to
cite intervening art based upon a newly determined effective filing date for claims. The Office
refers to two cases:

In re Ruscetta, 255 F.2d 687 (C.C.P.A. 1958) and In re Van Langenhoven, 458 F.2d 132
(C.C.P.A. 1972), cited in MPEP § 2258(I)(C) as granting the underlying authority to address
issues under 35 U.S.C. § 120 in reexamination. The Office’s reliance on Ruscetta and van
Langenhoven is misplaced. Both Ruscetta and van Langenhoven deal explicitly with patents
issued from CIP applications, which, as discussed supra, is simply not the case in the present
reexamination. Further, both cases pre-date the reexamination statute, and thus say nothing
about the proper conduct of reexamination proceedings. The Office has cited no further
authority to support its interpretation of Ruscetta or van Langenhoven. Moreover, the Office
cannot expand the holdings of these cases simply by inserting references to them in MPEP

sections dealing with the scope of reexamination. “The MPEP sets forth PTO procedures; it is
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not a statement of law.” Regents‘ of the Univ. of New Mexico v. Knight, 321 F.3d 1111, 1121
(Fed. Cir. 2003).

In contrast to the present case, where a CIP application appears in the prosecution history
of a patent in reexamination, it is appropriate to consider the issue of the effective priority date
of a claim in reexamination, since it is recognized that a CIP application may introduce new
matter not disclosed in its parent application. However, where no CIP appears in the original
prosecution record, the examiner in reexamination has no basis for determining that new matter
was added during the original prosecution. Further, the limited scope of reexamination prohibits
the examiner from undertaking this analysis on his own initiative.

3. MPEP § 2258.1V.E Does Not Empower The Office To Revisit The Issue Of
The Entitlement To A Priority Date Of Claims In An Issued Patent

The Office cites the Manual of Patent Examining Procedure (“MPEP”) § 2258.IV.E as
an example of revisiting priority issues in reexamination. However, most of this section
addresses only the procedural issues in reexamination for perfecting a claim for priority made
previously during initial examination and does not address the merits of a claim for priority.

The cited section also deals with claiming priority under 35 U.S.C. § 120 to an earlier
filed copending application during reexamination where there was an earlier failure to make
such a claim. In the instant case, a claim of priority of June 13, 1988 was made by the applicant
in each subsequent continuation application. Examiner Nguyen determined the ‘734 Patent was
in fact entitled to that priority date. Since a claim of priority is, by definition, before the
Examiner when it is made, it can never be a new issue in reexamination; i.e., an issue that the
original Examiner had no reason to consider. Indeed, MPEP § 201.11, cited favorably by the

Office, requires an Examiner to address the issue during initial examination.
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Further, MPEP § 2258.1V.E does not address revisiting and removing an earlier claim of
priority made in an application, and does not address the entitlement of an issued patent to an
earlier claimed right of priority.

Finally, MPEP § 2258.1VE addresses reexaminations initiated by a patent owner (in this
case, the Appellant). The section does not empower the Office to address the issue of
entitlement to a claimed priority date where the issue is not first raised by the patent owner
(Appellant).

The Office also cites MPEP § 1402, which concerns reissue proceedings, as an example
of addressing priority issues. However, again, the cited section deals with adding or changing
claims of priority, where an earlier claim contained an error or was not made at all. While
MPEP § 1405 does address deletion of a priority claim in reissue, that section does not
empower the Office on its own to determine the propriety of the priority claim.

Finally, 37 C.F.R. § 1.552(c) is explicit about the scope of reexamination:

Issues other than those indicated in paragraphs (a) and (b) of this
section will not be resolved in a reexamination proceeding. If
such issues are raised by the patent owner or third party requester
during a reexamination proceeding, the existence of such issues
will be noted by the examiner in the next Office action, in which
case the patent owner may consider the advisability of filing a
reissue application to have such issues considered and resolved.
37 C.F.R. § 1.552(c) (emphasis added). Therefore, notwithstanding MPEP § 1405, the

propriety of a previously made priority claim cannot be revisited by the Office during

reexamination.
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B. The Priority Date For The Claims In The ‘734 Patent Is Not A New Issue Related
To Patentability

Even if the reexamination statue did provide authority to address the issue of priority in
reexamination, which it does not, the Office is still barred from considering the issue with
respect to the ‘734 Patent because it does not present a new issue related to patentability.

1. Examiner Nguyen Assigned A Priority Date Of June 13, 1988 To The
Claims In The ‘734 Patent

During initial examination of the ‘734 Patent, the ‘391 Application was filed as a
continuation of the ‘497 Application and thus, as a preliminary matter, was entitled to the
filing date of the original application, June 13, 1988. The Office makes much of the fact that
the ‘391 Application was filed pursuant to the old File Wrapper Continuation procedure, which
permitted the filing of CIPs. However, as set forth above, MPEP § 201.06(b), in effect at the
time the ‘391 Application was filed, required that a CIP application filed pursuant to the File
Wrapper Continuation procedure include a new oath or declaration. Since Examiner Nguyen
did not require a new oath or declaration, as a threshold matter, she assigned the priority date of
June 13, 1988 to the ‘391 Application when it was filed.

Also as set forth above, the ‘398 Application was filed as a continuation of the ‘391
Application. Even though the specification filed with the ‘398 Application was not identical to
the originally filed specification, the additional text it included was nearly identical to text
introduced by the amendments to the specification of the parent ‘391 Application. Having
determined that the amendments to the specification and claims in the ‘391 Application did not
constitute new matter, Examiner Nguyen could not plausibly have determined that the same text
was new matter in the context of the ‘398 Application. As a result, Examiner Nguyen also

assigned a priority date of June 13, 1988 to the ‘398 Application when it was filed.
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Finally, the ‘648 Application was also filed under the old File Wrapper Continuation
procedure. Again, according to MPEP § 201.06(b), in effect at the time, if the ‘648 Application
had been filed as a CIP a new oath or declaration would have been required. Since Examiner
Nguyen did not require a new oath or declaration, as a threshold matter, she assigned the
priority date of June 13, 1988 to the ‘648 Application when it was filed. ~Notwithstanding
this, the Office has asserted that Examiner Nguyen did not consider or have reason to consider
the issue of whether the additions to the specification constituted new matter. In support of
these assertions, Examiner Foster provided a chart in the Office Action issued on September 29,
2006 in the copending ‘402 Reexamination, showing when and under what circumstances
additions to the specification and resulting claim amendments were made in the ‘497 and ‘391
Applications. References to this chart in the September 29, 2006 Office Action in the instant
reexamination were accompanied by generalized allegations that other new matter was added to
the specification and claims.

Appellant responded to this assertion by reproducing the Examiner’s chart in amended
form to demonstrate that Examiner Nguyen did in fact consider the various additions to the
specification and concluded those additions did not constitute new matter and the subject claims
therefore were supported under Section 112. The chart has been amended by adding three
columns, subtitled respectively:

“Consideration by Examiner Nguyen,” “Response by Applicant,” and “Subsequent

Action by Examiner Nguyen.” That chart is set forth below:
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Parent Application Child Application Office Action in Issuance of
07/206,497 filed June 13, 07/586,391 filed Application 07/586,391 and | ‘573 Patent
1988 September 18, 1990 response
Feature Date First Date First Date First | Date First Consideration | Response Subsequent
Appearing | Appearing in | Appearing | Appearing in | by Examiner | by Action by
in Claims Specification | in Claims Specification | Nguyen Applicant | Examiner
of Parent of Parent of Child of Child Nguyen
Application | Application | Application | Application
Transferring | December September Considered in | Objection/ | Claims
Money from | 22, 1988 18, 1990 Office Action | rejections allowed in
Second February February 24, | specifically | September
Party to a 28, 1990 1992 responded | 21, 1992
First Party to in June | Office
(Charging a 25,1992 Action
Fee) response
Providinga | December September Considered in | Objection/ | Claims
Credit Card | 22, 1988 18, 1990 Office Action | rejections allowed in
Number February 24, | specifically | September
1992 responded | 21, 1992
toin June | Office
25,1992 Action
response
Controlling | December September Considered in | Objection/ | Claims
Use of 22,1988 18, 1990 Office Action | rejections allowed in
First/Second February 24, | responded | September
Memory 1992 to in June 21, 1992
25,1992 Office
response Action
Transmitting | February September Considered in | Objection/ | Claims
toa 28, 1990 18, 1990 Office Action | rejections allowed in
Location February 24, | responded | September
Determined 1992 toin June | 21, 1992
by Second 25,1992 Office
Party response Action
Specific February September No new No Claims
Video 28, 1990 18, 1990 matter issues | response allowed in
Download were ever was ever September
Procedures raised necessary { 21,1992
since no Office
issue was Action
ever raised
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First Party August 24, September Considered in | Objection/ | Claims
in 1990 (not 18, 1990 Office Action | rejections | allowed in
Possession entered) February 24, | responded | September
of 1992 to in June 21,1992
Transmitter 25,1992 Office
response Action
Second August 24, September Considered in | Objection/ | Claims
Party in 1990 (not 18, 1990 Office Action | rejections | allowed in
Possession entered) February 24, | specifically | September
of Receiver 1992 responded | 21,1992
and Second toin June | Office
Memory 25, 1992 Action
response

The foregoing chart shows that substantially all of the alleged new matter issues were
dealt with in the ‘391 Application, which eventually was issued as the ‘573 Patent. Thus,
Examiner Nguyen already had considered those additions and amendments in the Office Action
of February 24, 1992, prior to the filing of the ‘398 Application. That consideration included an
objection to the specification as containing new matter under Section 132, and corresponding
rejections of the relevant claims under Section 112. Mr. Schwartz responded to, and overcame,
that objection and those rejections in the Response of June 23, 1992. In that Response, Mr.
Schwartz included arguments and a Declaration by Arthur Hair under 37 C.F.R. § 1.132
establishing that the additions to the specification had ample antecedent support in the
originally filed specification because the subject matter of the additions was implicitly disclosed
and understood by those skilled in the art. After considering this Response by the Applicant,
Examiner Nguyen withdrew the objection to the specification and the Section 112 rejections of
the claims, and thereby determined the claims were allowable.

During prosecution of the 398 Application, the only element incorporated that can be
alleged to be “new” is the recitation of an “account.” However, when this element was
introduced to the claims and specification by amendment, it was accompanied by a Declaration

under 37 C.F.R. § 1.132 establishing that the addition to the specification had ample antecedent
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support in the originally filed specification because the subject matter of the addition implicitly
was disclosed and understood by those skilled in the art. This Declaration was accepted by
Examiner Nguyen without comment.

Coincidentally, the brosecution history of the ‘734 Patent shows that, in the first Office
Action after the filing of the ‘398 Application, Examiner Nguyen did issue an objection to the
specification and rejection of the claims under 35 U.S.C. § 112, first paragraph, as failing to
provide an adequate written description. Examiner Nguyen stated that the specification as filed
“fails to make clear what problems in the prior art the present invention intends to overcome.”
Office Action issued July 1, 1993, page 2. Although the objection and rejection were not “new
matter” based, this nonetheless shows that Examiner Nguyen did in fact review the disclosure
and claims for compliance with 35 U.S.C. § 112, first paragraph. This rejection was overcome
by providing an additional summary of the problems associated with the prior art and pointing
out that the description provided in the originally filed specification made it clear what these
problems were. Examiner Nguyen thereafter withdrew the Section 112, first paragraph
rejection.

The amended chart set forth above demonstrates indisputably that Examiner Nguyen did
consider the very same new matter and Section 112 rejections that the Office now asserts. As a
result, by definition, Examiner Nguyen determined that the claims in the ‘734 Patent were
entitled to claim priority to the original June 13, 1988 filing date.

In the Office Action in the instant reexamination dated March 17, 2007, the Office
admitted that Examiner Nguyen did in fact address the issue of the alleged new matter shown in
the table above. The Office further admitted that Appellant has effectively demonstrated as

much through the table submitted with Appellant’s Response to the Office Action of September
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29, 2006. However, the Office now asserts that Examiner Nguyen did not have an opportunity
to compare all of the amendments to the claims and specification made during prosecution to
the originally filed specification. The Office refers to “gradually added new matter,” which the
Office asserts was not addressed by Examiner Nguyen. However, the Office fails to explicitly
identify what it considered the “gradually added new matter.” At best, the Office merely refers
generally to Table II in the Office Action dated March 17, 2007. Upon reviewing Table Il in its
entirety, it is apparent that, with the exception of the 1996 amendments, the table merely
contains the same alleged new matter as the table presented above. That is, Table II does not
include anything tﬁat could be identified as “gradually added new matter,” nor does it include
anything that the Office has not already admitted was reviewed and passed on by Examiner
Nguyen. As a result, the Office’s rejection amounts to a bogus rejection that fails to define
what is meant by “gradually added new matter.” See, e.g., § MPEP 706.03(0) (noting that, in
making a new matter rejection, an examiner is required to “identify the new matter by page and
the line numbers and/or drawing figures and provide an appropriate explanation of [his/her]
position”).

With respect to the amendments to the specification filed on December 30, 1993 in the
‘398 Application, those amendments by and large comprise a written description of Figure 1,
which was originally filed in the ‘497 Applicatipn. As such, this text did not constitute new
matter. The remainder of the added text comprised means plus function language, which was
supported by the text of the specification originally filed with the ‘398 Application.

With respect to the December 6, 1996 amendment, a review of the filing does not reveal
any additions to the specification, only amendments to the claims. Further, all of the text added

to the claims via this amendment was either explicitly supported in the originally filed
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specification, or included terms that were reviewed previously and found to be supported by
Examiner Nguyen.

Therefore, because the text added by the December 30, 1993 and December 6, 1996
amendments consisted of matter either explicitly found in the original specification or
previously considered and passed on by Examiner Nguyen, there is no doubt that Examiner
Nguyen determined the claims in the ‘734 Patent were entitled to claim priority to the original
June 13, 1988 filing date.

2. The Absence Of Rejections Based Oh Intervening References During The

Initial Examination Of The ¢734 Patent Does Not Demonstrate Examiner
Nguyen Failed To Address The Issue Of Priority

Notwithstanding the above, the Office also asserts that Examiner Nguyen never had
reason to consider the propriety of the claim of priority made in the ‘648 or ‘398 Applications,
because no intervening references were ever cited by the Examiner. This line of argument by
the Office effectively puts the rabbit in the hat, by concluding that the absence of any
intervening references in the record is conclusive evidence the issue of priority was never
addressed by Examiner Nguyen. It is more plausible to conclude that no intervening references
were cited because Examiner Nguyen properly concluded the €391, ‘398 and ‘648 Applications
were entitled to the priority date of June 13, 1988. This conclusion is fully supported by the

written record as detailed in Section IT and Section III(B)(1) above.

3. The Office Lacks Jurisdiction To Review Again The Same Section 112
Issues Determined By Examiner Nguyen

As established above, the question of Section 112 support, and hence the appropriate
priority date for the claims in the issued ‘734 Patent, were considered and passed on by

Examiner Nguyen in the original examination. Therefore, as a matter of established law, the
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Office lacks jurisdiction under the facts in this proceeding to challenge again the Section 112
support and the June 13, 1988 priority date of the claims in reexamination.
In Patlex Corp. v. Quigg, 680 F. Supp. 33 (D.C. Cir. 1988), the United States District
Court for the District of Columbia addressed a situation substantially identical to the
circumstances of the present reexamination. In that case, the District Court reversed, on
summary judgment, a decision by the BPAI upholding the final rejection of three claims in a
reexamination proceeding. The claims in question had issued in a patent that resulted from a
string of continuation and divisional applications relating back to an original priority
application. The reexamination examiner took the position that the three claims were not
entitled to the original priority date. Consequently, the reexamination examiner reassigned a
later effective priority date, based on the reexamination examiner’s determination that the
specification had not enabled the three claims under Section 112 as of the original filing date.
The District Court determined, however, that the issue of whether the three claims were

enabled under Section 112 previously had been considered and decided by the original
examiner, and the Court therefore explicitly held that the reexamination examiner lacked
jurisdiction to consider that issue again:

Entitlement to the ... [original priority] filing date was decided in

the ... [original] examination. Plaintiffs contended then they

were entitled to the [original priority] filing date, and the first

Examiner considered then whether the [original] disclosure was

enabling. Consequently, in order to reexamine ... [the patent] on

the basis of whether the claims were anticipated by ... [later prior

art], the reexamination examiner had to “reexamine” the question

of whether the specification of the ... [original application]

contained an enabling disclosure of the subject matter claimed in
the ... [patent]. As noted above, however, the reexamination
statute does not contemplate a “reexamination” of the sufficiency
of a disclosure. Rather it is limited to reexamination of
patentability based on prior art patents and publications. Hence,
the Court concludes that the Examiner and the Board lack
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jurisdiction in this case to “reexamine” the sufficiency of the
specification of the ... [original application].

Id. at 36-37 (emphasis added.) The holding of the Patlex case, therefore, is clear. Where, as in
the present case, an ori ginél examiner already has considered and determined the sufficiency of
a specification’s disclosure under Section 112 and the resulting entitlement of claims to an
original priority date, there is no “substantial new” question of patentability for reexamination,
as required by 35 U.S.C. § 301, et seq. As aresult, the Office lacks jurisdiction to “reexamine”
that same issue for those same claims in a subsequent reexamination proceeding.

For this reason as well, the Board should vacate the Examiner’s determinations
regarding the proper priority date for the ‘734 Patent.

C. The Claims In The ‘734 Patent Plainly Are Supported By The Originally Filed
Specification

The Office asserts that, for written description support, the claims in the ‘734 Patent rely
on certain alleged new matter added to the specification during the original prosecution of the
“734 Patent. The Office also asserts that the claims directed to the video embodiment of the
invention are not supported by disclosure that was enabling as of the original June 13, 1988
filing date. As set forth above, Appellant’s position is that the Office lacks jurisdiction to
review issues of adequate written description and enablement, especially where the particular
issue was dealt with explicitly in the original prosecution of the patent in reexamination. Those
arguments aside, it is clear the originally filed specification does in fact provide both adequate
written description for all of the claims and an enabling disclosure for those claims directed to

the “video feature” of the invention.
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1. The Claims As Issued In The ‘734 Patent Are Supported By Adequate
Written Description In The Originally Filed Specification

Appellant provides below an analysis demonstrating that each element in Claims 1
through 34 as issued in the ‘734 Patent is supported, either explicitly or implicitly, by the
original specification filed on June 13, 1988.

i) The Proper Standard For Determining If The Claims Are Adequately
Supported By The Specification As Filed

As a preliminary matter, the standard for written support in the absence of ipsis verbis
recitation of a claim limitation is not strictly the inherency or required interpretation standard
urged by the Office. Rather, the proper standard generally is whether the written description
reasonably conveys to the skilled artisan that the inventor was in possession of the claimed
subject matter.

The issue of whether the written description requirement has been met is a question of
fact, to be determined on a case-by-case basis. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555,
1562 (Fed. Cir. 1991). The legal standard for determining whether the facts of a particular case
meet the written description requirement is well established, however. In Vas-Cath, the Court
of Appeals for the Federal Circuit (“CAFC”) held that “[t]he test for sufficiency of support in a
patent application is whether the disclosure of the application relied upon ‘reasonably conveys
to the skilled artisan that the inventor had possession at that time of the later claimed subject
matter.”” Vas-Cath, 935 F.2d at 1563 (emphasis added). As further held by the CAFC in
Union Oil Co. of Cal. v. Atlantic Richfield Co., 208 F.3d 989 (Fed. Cir. 2000), “[t]he written
description does not require the applicant ‘to describe exactly the subject matter claimed,
[instead] the description must clearly allow persons of ordinary skill in the art to recognize that

[the inventor] invented what is claimed.”” Id. at 997. In other words, contrary to the Office’s
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assertions, the general standard does not require that the “only reasonable interpretation” of the

general features in the specification be the more specific features in the claims. Vas-Cath, 935
F.2d at 1566 (“[t]he [district] court further erred in applying a legal standard that essentially
required the drawings of the ‘081 design application to necessarily exclude all diameters other
than those within the claimed range.”)(emphasis in original).

Because the written description requirement is fact-based, various decision makers have
at times appeared to drift from the “reasonably conveys” standard mandated by the CAFC. The
CAFC, however, has never wavered from this standard. For example, in Hyatt v. Boone, 146
F.3d 1348 (Fed. Cir. 1998), the court reviewed a Board of Patent Appeals and Interferences
(“BPAI”) decision holding that one party to an interference (Hyatt) lacked the necessary written
description in his originally filed application to support a later claim drawn to a count of the
interference. The phraseology used by the BPAI in setting forth the standard for compliance
with the written description requirement was that “the written description must be sufficient,
when the entire specification is read that the ‘necessary and only reasonable construction’ that
would be given it by a person of ordinary skill in the art is one that clearly supports each
positive limitation in the count.” Hyatt, 146 F.3d at 1353. The appellant argued that the
“necessary and only reasonable construction” standard applied by the BPAI was different from
and more rigorous than the “reasonably conveys standard” set forth in Vas-Cath.

The CAFC detenninéd that despite the arguably more rigorous phraseology used by the
BPALI, the standard for meeting the written description requirement did not become more
rigorous. Rather, the standard remains that “the written description must include all of the
limitations. ..or the applicant must show that any absent text is necessarily comprehended in

the description provided and would have been so understood at the time the patent application
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was filed.” Hyatt, at 1354-55 (emphasis added). Moreover, the CAFC has on subsequent
occasions repeatedly reinforced that the standard of Vas-Cath remains in effect. See, e.g.,
Pandrol USA, LP v. Airboss Ry. Prods., Inc., 424 F.3d 1161, 1165 (Fed. Cir. 2005)(“[t]he
applicant must...convey with reasonable clarity to those skilled in the art that, as of the filing
date sought, he or she was in possession of the invention.”).

In addition to Hyatt, the Office has cited In re Robertson, 169 F.3d 743 (Fed. Cir. 1999),
and Lockwood v. American Airlines, Inc., 107 F.3d 1565 (Fed. Cir. 1997), as establishing a
strict inherency standard for finding written support for a claim element not having ipsis verbis
support in the specification. In the first instance, the citation of In Re Robertson is inapposite.
In Robertson, the CAFC reiterated the well-known standard for determining anticipation or
obviousness of a claim by prior art where the prior art does not include literal disclosure of one
or more elements of the claim. As such, Robertson was a case directed solely to Section
102/103 issues, and does not even mention Section 112. Moreover, nowhere in Hyatt or
Lockwood does either court even allude to an inherency standard for showing support for claim
limitations not described ipsis verbis in the specification. Rather, the CAFC simply held in
Lockwood that “exact terms need not be used in haec verba..., the specification must contain an
equivalent description of the claimed subject matter.” Lockwood, 107 F.3d at 1572 (citations
omitted).

Therefore, the requirement of an inherency standard under Section 112 is unsupported
by Hyatt, Robertson, or Lbckwood. Rather, the proper standard to be applied by the Examiner
in determining compliance with the written description requirement remains “whether the
disclosure of the application as originally filed reasonably conveys to the artisan that the

inventor had possession at that time of the later claimed subject matter, rather than the presence
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or absence of literal support in the specification for the claim language.” In re Kaslow, 707

F.2d 1366, 1375 (Fed. Cir. 1983).

ii) All Features Of Claims 1 Through 34 In The ‘734 Patent Find Written
Support In The Originally Filed Specification

Applying the proper standard for compliance with the written description requirement
under Section 112, all of the limitations in Claims 1 through 34 of the ‘734 Patent are supported
by the originally filed specification. To illustrate this point, Appellant has prepared a detailed
chart showing each feature of the invention, the claims in which those features are recited, and
where support in the originally filed specification is found for each feature. That chart is set

forth immediately below:

Feature Claims Written Description of Comments
Reciting Feature in Original
Feature Specification
A method/system for 1-34 p. 1, Ins. 7-9 ipsis verbis
transferring desired digital p. 2, Ins. 8-10, 20-26

video or digital audio signals
(video) p. 5, Ins. 36-43

forming a connection 1 p- 3, Ins. 35-40 ipsis verbis
through telecommunications
lines between a first memory
of a first party and a second

memory of a second party

first party location and 1,4,11, 16, | p. 2, Ins. 47-50 The as filed original
second party location remote | 19, 26 p- 3, Ins. 20-40 specification states

from the first party location, Fig. 1 throughout that digital audio
the second party location p- 4, Ins. 21-23 or digital video signals are
determined by the second ) sold and transferred via
party telephone lines. A skilled

artisan would readily
understand this to
comprehend transfers
between two remote
locations.

Since the digital audio or
digital video signals are
transferred to the user’s
(second party’s) control unit,
a skilled artisan would
readily understand that the
second party can determine
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the second location.

the first party memory 1,4,16 p- 3, Ins. 35-37 ipsis verbis

having a first party hard disk

having a plurality of digital

video or digital audio

signals, including coded

digital video or digital audio

signals

the first memory having a 1 p- 3, Ins. 19-24 ipsis verbis

sales random access Fig. 1

memory chip

telephoning the first party 1 p. 2, Ins. 47-50 The as filed original

controlling the first memory p. 3, Ins. 20-40 specification states

by the second party Fig. 1 throughout that digital audio

p- 4, Ins. 21-23 or digital video signals are

sold and transferred via
telephone lines. A skilled
artisan would readily
recognize this as
comprehending the
telephoning of the first party
by the second party to
initiate a transaction. This
was addressed previously in
the declaration of Arthur
Hair submitted May 5, 1992.

providing a credit card 1 p. 1, Ins. 13-15 The as filed original

number of the second party p. 2, Ins. 8-10, 20-23, specification states

to the first party so that the 38-52 throughout that the

second party is charged p. 3, Ins. 12-15, 35-37 invention provides for

money electronic sales of digital
audio or digital video
signals. A skilled artisan
would readily recognize
credit card sales as being
comprehended within
electronic sales. This was
addressed previously in the
affidavit of Arthur Hair
dated May 5, 1992.

electronically coding the 1 p. 2, Ins. 17-19 ipsis verbis

digital video or digital audio p. 4, Ins. 15-20

signals to form coded digital

audio signals into a

configuration that would

prevent unauthorized

reproduction

storing a replica of the 1 p. 4, Ins. 15-23 ipsis verbis

coded desired digital video

or digital audio signals from
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the hard disk to the sales
random access memory chip

transferring the stored 1,4 p- 4, Ins. 15-23 The as filed original

replica of the coded desired specification includes ipsis

digital video or digital audio p.4,In.35t0p. 5, In. 21 verbis support for storing a

signal from the sales random replica of the coded desired

access memory chip of the digital audio or digital video

first party to the second signal to the first party sales

memory of the second party random access memory,

through telecommunications then transferring it to the

lines while the second memory of the second party.

memory is in possession and A skilled artisan would

contro! of the second party readily recognize that the
second memory is in
possession and contro! of the
second party, since the
specification as originally
filed states throughout that
the user can store, sort and
play thousands of songs
from the user unit. A skilled
artisan would clearly
understand that this means
the second party controls
and possesses the second
memory. This was
previously addressed in the
declaration of Arthur Hair

, filed May 5, 1992.

storing the transferred 1 p- 2, Ins. 23-27 ipsis verbis

digital video or digital audio ‘

signals in the second

memory

a second party integrated 2 p- 3, Ins. 26-28 ipsis verbis

circuit which controls and p- 4, Ins. 15-20

executes commands of the Fig. 1

second party connected to a

second party control panel

commanding the second 2 p. 4, Ins. 12-20 The as filed original

party integrated circuit with specification includes ipsis

the second party control verbis support for using the

panel to initiate the purchase second party control panetl to

of the desired digital video command the second party

or digital audio signals from integrated circuit to execute

the first party hard disk commands of the second
party. A skilled artisan
would readily recognize that
a user would command the
second party integrated
circuit to initiate a purchase
of digital video or digital
audio signals, since that is
the purpose of the system.
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the second memory includes
a second party hard disk and
an incoming random access
memory chip

3,5,8,13,
16, 21, 30

p. 3, Ins. 26-31
Fig. 1

ipsis verbis

the second memory includes
a playback random access
memory chip

3,5, 16,21,
30

p. 3, Ins. 26-30
p. 4, Ins. 39-50
Fig. 1

ipsis verbis

playing the desired digital
video or digital audio signal
from the second party hard
disk

p. 2, Ins. 26-32

ipsis verbis

a first party control unit (in
possession and control of the
first party)

4,11, 16,
19, 26, 28

ns. 38-43

1
Ins. 35-49

The as filed original
specification includes ipsis
verbis support for a first
party control unit, where the
authorized agent is the first
party. A skilled artisan
would readily recognize that
the first party control unit is
in possession and control of
the first party because as an
“agent authorized to
electronically sell and
distribute” digital audio or
digital video, the first party
would necessarily have to
possess and control the
source of the digital audio
and digital video.

a second party control unit
(in possession and control of
the second party)

4,11, 16,
19, 26, 28

= Ta =/

.2,
.3

1]

—

ns. 38-43
ns. 35-49

The as filed original
specification includes ipsis
verbis support for a second
party control unit, where the
user is the second party.

A skilled artisan would
readily recognize that the
second memory is in
possession and control of the
second party, since the
specification as originally
filed states throughout that
the user can store, sort and
play thousands of songs
from the user unit. A skilled
artisan would clearly
understand that this means
the second party controls
and possesses the second
party control unit.

This was previously
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addressed in the declaration

of Arthur Hair filed May 5,
1992.

the first party control unit 4,11, 19, p- 2, Ins. 8-10 The as filed original

has a first party hard disk,a | 26, 28 p. 3, Ins. 20-40 specification has ipsis verbis

sales random access Fig. 1 support for a first party

memory chip, and means or control unit with a hard disk,

mechanism for and sales random access

electronically selling desired memory chip.

digital video or digital audio A skilled artisan would

signals readily recognize that the
first party control unit would
include a means or
mechanism for executing an
electronic sale because the
electronic sale is described
in the original specification
as separate from electronic
transfer and electronic
distribution.

the second party control unit | 4, 19, 21, p- 3, Ins. 26-31 The as filed original

has a second memory 26,28 Fig. 1 specification has ipsis verbis

connected to the second support for a control panel

party control panel connected to the second
party control unit. A skilled
artisan would readily
understand that the second
party hard disk corresponds
to a second memory.

the second party control unit | 4, 28 p. 3, Ins. 26-33 ipsis verbis

has means for playing Fig. 1

desired digital video or

digital audio signals

connected to and controlled

by the second party control

panel

selling digital video or 4 p. 2, Ins. 8-10, Ins. 47-50 ipsis verbis

digital audio signals through

telecommunications lines

the first party control unit 4,6,11,16, | p. 3, Ins. 20-33 ipsis verbis

includes a first party control | 19, 22,26, | Fig. 1

integrated circuit connected | 28, 31,

to the first party hard disk,

the sales random access

memory and the second

party control panel through

telecommunications lines

the first party control unit 6, 11, 16, p- 3, Ins. 20-24 ipsis verbis

includes a first party control { 22, 31 p. 4, Ins. 12-14
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panel connected to and
through which the first party
control integrated circuit is
programmed

Fig. 1

the second party control unit | 7, 11, 16, p- 3, Ins. 20-33 ipsis verbis

includes a second party 23,32 p. 4, Ins 15-20

control integrated circuit Fig. 1

connected to the second

party hard disk, the playback

random access memory and

the first party control

integrated circuit

the second party control 7,22,23, p- 4, Ins. 15-20 ipsis verbis

integrated circuit and the 31,32

first party control integrated

circuit regulate the transfer

of desired digital video or

digital audio signals

the second party control unit | 7, 16, 19, p. 3, Ins. 26-28 ipsis verbis

includes a second party 23,26,28, | p.4,Ins. 12-14

control panel connected to 32 Fig. 1

and through which the

second party control

integrated circuit is

programmed

the playing means of the 9, 14, 18, p. 3, Ins. 26-33 ipsis verbis

second party control unit 19,25,34 | p.5,Ins. 9-21

includes a video display Fig. 1

the telecommunications 10, 11,12, | p.3,In.25 ipsis verbis

lines include telephone lines | 15, 17,20, | Fig.1

27,29

means or mechanism for 11, 16,19 p- 1, Ins. 10-12 The as filed original

transferring money p- 2, Ins. 8-10, 20-26, 47-52 specification has ipsis verbis

electronically via p. 3, Ins. 20-25 support for electronic sales

telecommunications lines p. 4, Ins. 21-23 via telecommunications

from the second party to the lines. A skilled artisan

first party would readily recognize that
electronic sales via
telecommunications lines
would include the transfer of
money via
telecommunications lines.
This was addressed
previously in the affidavit of
Arthur Hair dated May 5,
1992.
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means or mechanism for the | 16, 19, 26 p- 1, Ins. 13-15 The specification discloses

first party to charge a fee to p. 2, Ins. 8-10, 20-23,47-50 | electronic sales via

the second party and p. 3, Ins. 20-33 telephone lines. Because the

granting access to desired Fig. 1 agent is authorized to sell

digital video or digital audio and to transfer via telephone

signals lines, there is implicitly
support for selling and
thereby charging a fee. This
was previously pointed out
in the declaration of Arthur
Hair submitted December
30, 1993.

means or mechanism for 11, 16, p- 4, Ins. 15-20 A skilled artisan would

connecting electronically via Fig. 1 readily recognize from the

telecommunications lines specification that the first

the first memory with the memory would include a

second memory means for connecting to the
second memory via the
disclosed telephone lines.

the second party control unit | 11, 16,24, | p. 3, Ins. 26-29 ipsis verbis

includes an incoming 33 Fig. 1

random access memory

means or mechanism for 11,16,26, | p.1,Ins. 10-12 The as filed original

transmitting desired digital 28 | p. 2, Ins. 8-10, 20-26, 47-52 specification has ipsis verbis

video or digital audio signals p- 3, Ins. 20-25 support for electronic

p. 4, Ins. 21-23 distribution via

telecommunications lines.
A skilled artisan would
readily recognize that this
requires transmission of
those signals, where the
telecommunications lines act
as the transmitter.
A skilled artisan would also
readily recognize in order to
receive digital audio or
digital video signals over
telecommunications lines,
part of the second party
control unit would act as a
receiver. This was
addressed previously in the
affidavit of Arthur Hair
dated May 5, 1992.

a transmitter connected to 11, 16 p- 1, Ins. 10-12 The as filed original

the first memory and the p. 2, Ins. 8-10, 20-26, 47-52 specification has ipsis verbis

telecommunications lines, p. 3, Ins. 20-25 support for electronic

the first party in possession p- 4, Ins. 21-23 distribution via

and control of the
transmitter

telecommunications lines.
A skilled artisan would
readily recognize that this
requires transmission of
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those signals, where the
telecommunications lines act
as the transmitter.

areceiver connected to the
second memory and the
telecommunications lines,
the second party in
possession and control of the
receiver

11, 16, 19,
26

A skilled artisan would
readily recognize in order to
receive digital audio or
digital video signals over
telecommunications lines as
disclosed throughout the
specification, part of the
second party control unit
would act as a receiver.
This was addressed
previously in the affidavit of
Arthur Hair dated May 5,
1992.

A skilled artisan would
readily recognize that the
receiver is in possession and
control of the second party,
since the specification as
originally filed states
throughout that the user can
store, sort and play
thousands of songs from the
user unit. A skilled artisan
would clearly understand
that this means the second
party controls and possesses
the second party control
unit. This was previously
pointed out in the
declaration of Arthur Hair
submitted December 30,
1993.

the transmitter remote from
the receiver, the receiver at a
location determined by the
second party in electrical
communication with the
connecting means or
mechanism

11

p. 2, Ins. 47-50
p- 3, Ins. 20-40
Fig. 1

p- 4, Ins. 21-23

The original as filed
specification states
throughout that digital audio
or digital video signals are
sold and transferred via
telephone lines. A skilled
artisan would readily
understand this to
comprehend transfers
between two remote
locations. A skilled artisan
would further recognize that
in order for transmission of
the digital audio or video
signals to occur the
transmitter and receiver
have to be in electrical
communication with the
connecting means.
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means or mechanism for
storing desired digital video
or digital audio signals with

the receiver

11, 16

p. 3, Ins. 26-31
p- 4, Ins. 15-20
Fig. 1

The second party control
unit includes a second party
control integrated circuit
which regulates the transfer
of the digital audio and
digital video signals. A
skilled artisan would readily
recognize that the second
party integrated circuit
regulates storage of the
digital audio or digital video
signals.

speakers in possession and
control of the second party

14, 18, 26

p- 3,1In. 33, 47-49

The as filed original
specification has ipsis verbis
support for speakers. A
skilled artisan would readily
recognize that the speakers
would be in possession and
control of the second party
since the specification
throughout states that the
second party may repeatedly
listen to stored songs
through the speakers.

the second party choosing
desired digital audio signals
from the first party’s hard
disk

26

p. 2, Ins. 8-16, 20-27, 38-52
p. 35-49

Throughout the specification
discloses electronic sales of
digital video or digital audio
signals.

A skilled artisan would
readily recognize that this
includes the selection of
individual desired signals by
the purchaser.

For all the reasons set forth in the chart immediately above, the written description standard was
satisfied for Claims 1 through 34 of the ‘734 Patent. For the same reason, and as set forth in
more detail below, Claims 35 through 60 are also supported by the originally filed specification
of the ‘497 Application.

To further support Appellant’s position with respect to particular claim elements,
Appellant submitted a Declaration under 37 C.F.R. § 1.132 of Dr. J. Douglas Tygar with the

response to the March 17, 2007 Office Action (“Tygar Dec. 2007”). As set forth in the
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Declaration of Dr. Tygar, the claim language “transferring money electronically via a
telecommunication line to a first party at a location remote from the second memory,”

” &

“charging a fee,” “providing a credit card number,” and “charging an account,” all would
have been understood by one of ordinary skill in the art in the context of the described
electronic sales and distribution of digital audio signals or digital video signals. See Tygar
Dec. 2007, para. 6-9. In this context, one of ordinary skill in the art would have recognized
that electronic sales encompassed transactions where a fee is charged, and thus money is
transferred from one party to another electronically via a telecommunication line. See Tygar
Dec. 2007, para. 8-9. It further would have been understood by one of ordinary skill in the art
that electronic sales could be accomplished by providing a credit card number. Id. Asa
result, one of ordinary skill in the art in 1988 would have recognized that the description of

electronic sales in the specification of the ‘497 Application necessarily comprehends

“transferring money to a first party from a second party electronically via telecommunication

” <« ” &«

lines,” “charging a fee,” “charging an account,” and “providing a credit card number.”

As further set forth in the Declaration of Dr. Tygar, one of ordinary skill in the art in
1988 would have been aware of the available means for connecting computer systems to
telecommunication lines for the purpose of transferring electronic signals; for example
modems. See Tygar Dec. 2007, para. 11. Such means could be used at the originating
(transmitting) computer and at the destination (receiving) computer. /d. The control unit or
control integrated circuit of the copyright holder and user would have been recognized by one
of ordinary skill in the art as being some type of computer system or part of a computer

system. Id. Therefore, the terms in the claims “transmitter” and “receiver” describe what

would have been understood by one of ordinary skill in the art as being necessarily
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comprehended by the description provided in the specification and figures filed with the ‘497
Application.

Finally, as also set forth in the Declaration of Dr. Tygar, it easily would have been
recognized by one of ordinary skill in the art in 1988 that the specification’s teaching requires
establishing some type of connectivity as a pre-requisite to making a purchase/sale of digital
signals, as well as for transferring the digital signals. See Tygar Dec. 2007, para. 13-14.
Since the specification of the ‘497 Application explicitly discloses selling and transferring
digital audio signals (or digital video signals) over telephone lines, it is clear that the step of
requesting and establishing connectivity (telephoning) is necessarily comprehended in the
description provided in the ‘497 Application, since the step would have been recognized as a
prerequisite for performing the function of the disclosed system. Id.

For all of the above reasons, Claims 1 through 4, 6 through 19, 22 through 25, 28 and
31 through 60 find adequate written support in the specification of the ‘497 Application as
filed and are therefore entitled to the June 13, 1988 priority date. For this reason as well, the
Board should vacate the Examiner’s findings with respect to the priority date of the ‘734
Patent.

2. The “Video Feature” Of The Invention In Claims 4, 6 Through 10, 19, 22

Through 25, 28 And 31 Through 60 Of The ‘734 Patent Was Enabled By
The Originally Filed Specification

The Office asserts the “video feature” of the invention in Claims 4, 6 through 10, 19, 22
through 25, 28 and 31 through 60 was not enabled by the disclosure in the originally filed
specification.

The Office acknowledges the “original specification does contain a general statement at

the end of the specification stating ‘[f]urther, it is intended that this invention not be limited to
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Digital Audio Music and can include Digital Video....”” The Office, however, generally asserts
“this broad, generic statement fails to enable specifically claimed video download and
processing procedures.” September 29, 2006 Office Action, page 12. Since the Office has not
specifically identified which portions of the claims allegedly are not enabled, Appellant will
discuss below the issue of enablement with respect to particular comments made in the
September 29, 2006 Office Action.

i) The Office Is Attempting To Apply An Improper Standard For
Enablement

The Office is attempting to apply a “mass production” standard to the claims when, in
actuality, the enablement standard of Section 112 has no such requirement. As the CAFC held
in Christianson v. Colt Indus. Operating Corp., 822 F.2d 1544, 1562 (Fed. Cir. 1987), “the law
has never required that [an Appellant]... must disclose in its patent the dimensions, tolerances,
drawings, and other parameters of mass production not necessary to enable one skilled in the art
to practice (as distinguished from mass-produce) the invention.” Nonetheless, it appears this
kind of “mass production” information is exactly the kind of information the Office now seeks.
For example, the Office Action states “[p]ersonal user devices with the processing power
capable of playing back much larger and more complicated digital video files, such as DVD
players, were not routinely available until the late 1990(s).” September 29, 2006 Office Action,
pages 19-20. (emphasis added.) Whether such devices “routinely” were available is not part of
the test for enablement, nor is it one of the eight factors for reasonable experimentation that
were laid out by the CAFC in In re Wands, 858 F.2d 731 (Fed. Cir. 1988). Rather, the only
relevant test is whethef, without undue experimentation, one of ordinary skill in the art could

have made and used the claimed invention.
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As further evidence that the Office seeks to apply a “mass production” standard, it is
noted that the Office Action states “the digital bandwidth required to transmit a video signal at
even VHS quality was around 1.5 megabits per second (approximately 30-megabytes in 3
minutes).” Office Action, page 14. (emphasis added.) However, while VHS quality may be
appropriate for “mass production,” a limitation requiring VHS quality video is not included in
any of the claims, and thus it is impermissible for the Office to use that level of quality as a
benchmark for enablement. In fact, the recent success of very small screen video players shows
that “mass production” can be achieved with even less than VHS quality.

Moreover, even if VHS quality were a requirement for enablement of the claims, there is
no articulated basis to believe the original specification would not have enabled one of ordinary
skill in the art to meet that quality for a short period of time. This fact is accentuated by the

statement in the Office Action that “it is not clear ... how downloaded files of any appreciable

or viable size would have been downloaded and stored on originally disclosed hard disk 60 of
the user in the original specification.” September 29, 2006 Office Action, page 20. (emphasis
added.) The use of “appreciable” and “viable” makes it clear that short videos are enabled, and
nothing more is required. Further, the Office appears to acknowledge that even a 30-megabyte
hard drive could store a three-minute movie if encoded at 1.5 megabits/second. /d. That alone
is sufficient to meet the enablement requirement.

Moreover, the Office impermissibly limits the scope of what it referenced when the
Office Action cites the size of available hard drives. While a 30-megabyte hard drive would
have been available in a 3.5-inch form factor, the same chart relied on by the Office illustrates
that hard drives larger than 1.89 gigabytes were available at the same time. See September 29,

2006 Office Action, footnote 14.
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Furthermore, the Office has applied the same “mass production” requirement to the
library server. The Office initially seems to acknowledge that mainframes did exist which
could have operated as repositories for copyrighted materials using hard disk drives. However,
the Office then seems to discount the relevance of the existing mainframes by stating “it is not
clear how even a small-sized video library ... would have been stored in the hard disk of the
copyright holder ... without requiring details directed to a complex mainframe operating
envi'ronment.” This unsupported statement on “complexity” is insufficient to prove that
mainframe operating environments capable of storing digital video files were not already
known at the time the original specification was filed, or that undue experimentation would
have been required to store digital video files in such an environment. The statement also
leaves unanswered how the Office is defining “small” -- according to the enablement standard
under Section 112 or the improper “mass production” standard?

The Office Action further states “[r]egarding the transfer of these large video files over a
network, the proliferation of broadband communication network[s] capable of delivering these

large files to consumers, such as the Internet, simply did not exist or were not well known in

1988.” September 29, 2006 Office Action, pages 14-15. (emphasié added.) Such a statement
raises at least two issues. First, “not well known” to whom? Those of ordinary skill in the art
of computer systems knew of telephony-based wide area networks at the time the original
specification was filed. See http://www.rfc-editor.org/rfc-index.html for a list of computer
communications standards including those available at the time of filing. Second, utilization of
a “broadband” network is not required. In fact, the originally filed specification discloses that
the audio and video files can be transferred over telephone lines. While this may not be an

extremely fast method of transfer, it nonetheless clearly is enabling under Section 112.
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The Office further questions “how the digital video would have been coded and decoded
during transmission, as digital video coding standards for purposes of transmission and file
download were not settled in 1988. [T]he MPEG-1 standard which was designed to
code/decode digital video information and to transmit the video via a telephone

(telecommunications) network in NTSC (broadcast) quality for archiving, was only established

in 1992.” September 29, 2006 Office Action, page 21. (emphasis added.) Again,
standardization of video coding and the use of “NTSC quality” relate to “mass production”
rather than enablement under Section 112. Thus, the Office has not alleged -- and cannot allege
-- that one of ordinary skill in the art could not have coded video at some other resolution or
using some other encoding technique at the time the original specification was filed.

In contrast, those of ordinary skill in the art would have been able to code and decode
video data transmitted over a telephone line without undue experimentation. This is because
there were existing video teleconferencing systems known and available to them prior to
applicant’s earliest priority date. In response to the March 17, 2007 Office Action, the
Appellant submitted the reference “The Design of Picturephone® Meeting Service (PMS)
Conference Centers For Video Teleconferencing”, Bernard A. Wright, IEEE Communications
Magazine,© 1983 (hereinafter Wright). In the paragraph crossing the left and right columns of

page 30 of Wright, the article describes that five years before applicant’s earliest priority date a

digital video signal could have been (and was) sent via a telephone network and decoded with a
picture processor in real-time. In fact, on page 36, Wright states:

The Bell System has developed a complete capability for full
motion video teleconferencing, and as of July 2, 1982 is providing
such a service. This high quality PMS service provides the user
with an excellent full-motion, two-way fully interactive
conferencing capability.
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Similarly, in the section of page 35 entitled “Picture Processor,” Wright discloses that
not only was a TV processor for video processing available from Nippon Electric Corporation
for use in the described video processing system, but a network interface specification was
available for making systems that were compatible with the Bell System. (See reference [3].) It
further states that “In the receive direction, a decoder accepts the two DS-1 signals as inputs,
corrects errors, and recovers audio, video, and control information by performing the inverse of
the encoding operations.” (emphasis added.) As such, contrary to the position of the Office
Action, it is clear that at the time of filing of the earliest priority application, one of ordinary
skill in the art would have been able to transmit, download and decode video signals as claimed
by using, for example, the digital video format of the PicturePhone system described in Wright,
without undue experimentation.

Accordingly, Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60 directed
to the “video feature” embodiment of the invention are enabled by the originally filed
specification under the proper standard for Section 112 enablement.

D. Because Claims 1 Through 4, 6 Through 19, 22 Through 25, 28 And 31 Through 60
Are Entitled To The June 13, 1988 Priority Date Awarded During The Original
Examination, Yurt And Goldwasser Are Not Appropriate Prior Art
Based on the foregoing, Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31

through 60 in reexamination are entitled to the June 13, 1988 priority date. In the first instance,

it is improper for the Office to reconsider the issue of priority in the present reexamination for
the reasons set forth in Sections III(A) and (B) above. Further, even if it were proper to
reconsider the issue of priority, the facts of record clearly show the claims were described
adequately and enabled by the originally filed specification for the reasons set forth in Section

III(C) above. Therefore, U.S. Patent 5,132,992 to Yurt (Yurt) and U.S. Patent 5,241,428 to
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Goldwasser (Goldwasser) cannot be proper bases for a rejection because the references post-
date the applicable June 13, 1988 priority date for the claims. The Board should, therefore,
reverse all rejections based on Yurt and Goldwasser.

IV. THE CLAIMS AS AMENDED ARE SUPPORTED AND ENABLED BY THE
WRITTEN DESCRIPTION

In addition to questioning the written support and enablement of Claims 1 through 4, 6
through 19, 22 through 25, 28 and 31 through 60 in the originally filed specification, the Office
has also asserted separate rejections of Claims 4, 6 through 10, 19, 22 through 25, 28 and 31
through 60 under 35 U.S.C. § 112, first paragraph. In making these rejections, the Office has
improperly applied Section 112 analysis to claim elements that existed in the claims as issued,
rather than limiting the analysis to “matter added or deleted” as required by 37 C.F.R. § 1.552.

In particular, Appellant notes that Claims 1 through 34 were only amended to add
limitations from existing dependent claims into existing independent claims. Therefore, the
rationale cited by the Office for subjecting Claims 4, 6 through 10, 19, 22 through 25, 28 and 31
through 34 to analysis under Section 112, first paragraph is unfounded. The only element
present in Claims 35 through 60 that was not previously present in Claims 1 through 34 is the
recitation of a non-volatile storage portion of the second memory that is not a tape or CD.
Therefore, the Office may only examine the recitation of “a non-volatile storage portion of the
second memory that is not a tape or CD” for compliance with Section 112, first paragraph.

Nonetheless, even if it were proper for the Office to examine Claims 4, 6 through 10, 19,
22 through 25, 28 and 31 through 60 in their entirety for compliance with Section 112, first
paragraph, under 37 C.F.R. § 1.552(a), those issues already were addressed by Examiner

Nguyen during the initial examination of Claims 1 through 34, as recognized by the Office.
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A. Rejection Of Claims 4, 6 Through 10, 19, 22 Through 25, 28 and 31 Through 60
Under 35 U.S.C. § 112, First Paragraph As Introducing Matter Not Found In The
Original Specification
With respect to the recitation of “a non-volatile storage portion of the second memory,

wherein the non-volatile storage is not a tape or a CD”, the Office asserts that the negative

limitation in Claims 35, 37, 43, 48, 51 and 56 introduces a new concept to the claims that does
not have a basis in the originally filed specification. The Office cites two cases from the BPAI,
one case from the CAFC, and one case from the Court of Customs and Patent Appeals

(“C.C.P.A.”) to support this rejection. None of the cases support the rejection.

The CAFC case cited by the Office, LizardTech, Inc. v. Earth Res. Mapping Inc., 433

F.3d 1373 (Fed. Cir. 2006), is merely an opinion denying a petition for rehearing en banc. The

case does not address anything related to the current rejection. Therefore, the case simply does

not support the Office’s position.
| The two cases from the BPAI, Ex Parte Wong, No. 2004-1144, 2004 WL 4981845 (Bd.

Pat. App. & Interf. June 10, 2004) and Ex Parte Grasselli, 231 U.S.P.Q. 393 (Bd. Pat. App. &

Interf. 1983), address situations where a negative limitation added to a claim was not described

in the specification of the application. However, neither Wong nor Grasselli support the

rejection of Claims 35 through 60 under Section 112, first paragraph, in the instant case. In
both Wong and Grasselli, the issue and ultimate ground for rejection was that a negative
limitation added to the claims introduced a new concept not disclosed in the respective

specifications in those cases. That simply is not the situation here. All of Claims 35, 37, 43,

48, 51 and 56 reg:ite a non-volatile storage portion of a memory that is not a tape or CD. The

originally filed specification of the ‘497 Application explicitly states that the disclosed

invention eliminates the need to handle tapes and CDs. See p. 2, Ins. 23 to 26. Thus, the
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concept of storing digital audio or digital video signals on a memory that is not a tape or CD is
explicitly disclosed by the original specification. Therefore, Wong and Grasselli are inapposite
to the present case.

The case from the C.C.P.A., Application of Johnson, 558 F.2d 1008 (C.C.P.A. 1977),
concerns a situation where the applicant sought to claim priority to an originally filed
application for claims in a subsequent CIP application. The holding of Johnson also fails to
support the Office’s position. In Johnson, an original parent application disclosed and claimed
a genus of polymer compositions comprising various monomer units. In a later filed CIP
application, the broad genus claims in the parent application were narrowed by expressly
excluding certain species from the polymer compositions. The parent application only
contained a description of the broader genus. The court found that claims to the narrower sub-
genus created by the express exclusion of certain species in the CIP were not supported by the
description of the broader genus in the parent specification. Again, the situation with the
present reexamination differs significantly from the cited case law. Claims 35, 37, 43, 48, 51
and 56 recite a non-volatile storage portion of a memory that is not a tape or CD. This is
exactly what is described at page 2, lines 23 to 26 of the originally filed specification. In short,
the negative limitation recited in Claims 35, 37, 43, 48, 51 and 56 is expressly disclosed in the
specification of the parent application. Thus, in the instant case, the scope of the disclosure in
the specification was never narrowed with respect to this element, contrary to the situation in
Johnson. Therefore, the recitation of a non-volatile storage portion of a memory that is not a
tape or CD is fully supported by the originally filed specification, as well as the specification of

the ‘734 Patent as issued.
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With respect to the other elements recited in Claims 35 through 60, the issue of written
support for the claimed matter was previously addressed by Examiner Nguyen during the initial
examination of Claims 1 through 34, as recognized by the Office in the Office Action dated
March 17, 2007. Moreover, Appellant thoroughly demonstrated in the Response to the Office
Action of September 29, 2006 that each element in Claims 35 through 60 is fully supported and
enabled by the original specification as filed, as well as the specification for ‘734 Patent as
issued. Therefore, the Board should reverse the Examiner’s rejection.

B. Rejection Of Claims 4, 6 Through 10, 19, 22 Through 25, 28 and 31 Through 60
Under 35 U.S.C. § 112, First Paragraph As Not Being Enabled By The Original
Specification
Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60 have been rejected

under Section 112, first paragraph, as not being enabled by the original specification.

As set forth in Section III(A) above, all of the limitations recited in the claims have
written support in the original specification filed on June 13, 1988. In particular, Claims 1
through 34 were only amended to add limitations from existing dependent claims into existing
independent claims. Therefore, the rationale cited by the Office for subjecting Claims 4, 6
through 10, 19, 22 through 25, 28 and 31 through 34 to analysis under Section 112, first
paragraph is unfounded. Nonetheless, Appellant thoroughly demonstrated in Section II(C)(2)
above that each element in Claims 1 through 34 is fully supported and enabled by the original
specification as filed, as well as the specification for ‘734 Patent as issued.

With respect to new Claims 35 through 60, the only difference between the new claims
and original Claims 1 through 34 is the recitation of “a non-volatile storage portion of the
second memory that is not a tape or CD.” As further set forth above, 37 C.F.R. § 1.552(a)

states that an analysis under Section 112 will be performed with respect to matter added or
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deleted, not claims added or deleted. Therefore, the Office may only examine the claims with

respect to the recitation of “a non-volatile storage portion of the second memory that is not a

tape or CD” for compliance with the enablement requirement. This limitation is fully supported

by the originally filed specification, as demonstrated above. For the same reason Claims 1

through 4, 6 through 19, 22 through 25, 28 and 31 through 34 are enabled, Claims 35 through

60 are also enabled. Therefore, the Board should reverse the Examiner’s rejection.

V.  BASED ON THE PROPER PRIORITY DATE FOR THE CLAIMS IN
REEXAMINATION THE REJECTIONS OF CLAIMS 1 THROUGH 4, 6
THROUGH 19, 22 THROUGH 25, 28 AND 31 THROUGH 60 BASED ON YURT
AND/OR GOLDWASSER ARE IMPROPER
As set forth above, the proper priority for Claims 1 through 4, 6 through 19, 22 through

25, 28 and 31 through 60 in reexamination is June 13, 1988. Therefore, any rejections under

Sections 102 or 103 which rely on references that are not prior art based on the June 13, 1988

priority date are improper and should be reversed. U.S. Patent No. 5,132,992 to Yurt (Yur?)

issued on July 21, 1992 from an application filed on January 7, 1991. U.S. Patent 5,241,428 to

Goldwasser (Goldwasser) issued on August 31, 1993 from an application filed on March 12,

1991. Therefore, Yurt and Goldwasser do not qualify as prior art for the purposed of Sections

102 and 103.

A. Rejection Of Claims 4, 6 Through 19, 22 Through 25, 28, 31 Through 34 and 37
Through 60 Under 35 U.S.C. § 103(a) Over Yurt In View Of Goldwasser

Claims 4, 6 through 19, 22 through 25, 28, 31 through 34 and 37 through 60 have been
rejected under 35 U.S.C. § 103(a) as obvious over the combination of U.S. Patent 5,132,992 to
Yurt (Yurt) in view of U.S. Patent No. 5,241,428 to Goldwasser (Goldwasser).

Neither of Yurt or Goldwasser qualifies as prior art based on the proper June 13, 1988

priority date of the ‘734 Patent. Therefore, a prima facie case of obviousness of Claims 4, 6
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through 19, 22 through 25, 28, 31 through 34 and 37 through 60 has not been established by the
combination of Yurt and Goldwasser. Therefore, the Board should reverse this rejection.

B. Rejection Of Claims 1, 2, 35 and 36 Under 35 U.S.C. § 103(a) Over Yurt In View Of
Bush

Claims 1, 2, 35 and 36 have been rejected under 35 U.S.C. § 103(a) as obvious over the
combination of Yurt in view of U.S. Patent 4,789,863 to Bush (Bush).

As set forth above Yurt does not qualify as prior art based on the proper June 13, 1988
priority date of the ‘734 Patent. Consequently, a combination of Yurt and another reference
cannot provide a proper basis for an obviousness rejection, which means the rejection of Claims
1, 2, 35 and 36 based on a combination of Yurt and Bush is improper. Therefore, the Board
should reverse this rejection.

C. Rejection Of Claim 3 Under 35 U.S.C. § 103(a) Over Yurt In View Of Bush In View
Of Goldwasser

Claim 3 has been rejected under 35 U.S.C. § 103(a) over Yurt in view of Bush further in
view of Goldwasser.

As set forth above Yurt and Goldwasser are not available as prior art based on the
appropriate priority date of June 13, 1988 for the ‘734 Patent. Consequently, a combination of
Yurt and/or Goldwasser and another reference cannot provide a proper basis for an obviousness
rejection, which means the rejection of Claim 3 based on a combination of Yurt, Bush and
Goldwasser is improper. Therefore, the Board should reverse this rejection.

VL. DOUBLE PATENTING

Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 60 also have been

rejected under the judicially created doctrine of obviousness-type double-patenting over Claims

1 through 6 of the ‘573 Patent, which is copending in reexamination, in combination with Yurt.
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This double-patenting rejection is improper as applied to the instant claims for the reasons set
forth below.

A. Obviousness-Type Double-Patenting Is Not A New Issue Related To Patentability
And Is Therefore Inappropriate In The Instant Reexamination

It is not appropriate to consider and assert obviousness-type double-patenting in the
present reexamination because it does not present a “substantial new question of patentability.”
See 35 U.S.C. § 303.

During the prosecution of the applications that eventually resulted in the ‘734 Patent and
the related ‘573 Patent, both applications were co-pending before Examiner Nguyen. Indeed, it
was Examiner Nguyen who issued the ‘573 Patent, the subject ‘734 Patent, and the related U.S.
Patent 5,966,440 (the “‘440 Patent”). Examiner Nguyen in each case therefore was well aware
of the scope of the claims in each application and in the patents that issued from those

applications. This by itself indicates the issue of double-patenting was before Examiner

Nguyen in the original examination of the subject ‘734 Patent, and therefore does not present a

“substantial new question of patentability” now.

35 U.S.C. § 303 permits the Director to “determine whether a substantial new question
of patentability is raised.” While the fact that a patent or printed publication previously was
cited or considered may not preclude the existence of a substantial new question of patentability
in some circumstances, the plain language of the statute nonetheless requires that the question
of patentability raised must be new. Therefore, it is improper in reexamination to re-raise a
ground for rejection that was before the examiner in the original examination of the patent (and
any related patents) at issue. The case law squarely supports this position. See In re Recreative
Techs Corp., 83 F.3d 1394, 1398 (Fed. Cir. 1996) (“Reexamination is barred for questions of

patentability that were decided in the original examination.”)
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In the present case, the prosecution history of the ‘734 Patent shows unequivocally that

Mr. Schwartz specifically requested Examiner Nguyen to consider any issues of double-
patenting that might have resulted from the issuance of the ‘734 Patent. Thus, Mr. Schwartz
expressly stated to Examiner Nguyen:

Applicant requests the Examiner to review any double patenting

possibility of the above-identified patent application in regard to

U.S. Patent 5,191,573. If the Examiner determines there is no

need for any double patenting concern, the applicant requests

that the Examiner deem this request to consider double

patenting as moot.
(Response to Office Action filed by Applicant’s Counsel, Ansel Schwartz, July 13, 1994).

Further, in the related copending application that resulted in the ‘440 Patent, Mr.

Schwartz again brought the issue of double-patenting to the Examiner Nguyen’s attention.
Specifically, Mr. Schwartz stated to Examiner Nguyen:

Applicant reminds the Examiner of related continuation

application 08/607,648 and asks the Examiner to review

whether there is any double patenting issue with regard to this

application 08/607,648 or parent patent, U.S. Patent No.

5,191,573.
(Response to Office Action filed by Applicant’s Counsel, Ansel Schwartz, July 3, 1996).
Notwithstanding this express raising of the issue twice by Mr. Schwartz, Examiner Nguyen in
subsequent Office Actions declined to issue a rejection based on double-patenting in the two co-
pending applications that resulted in issuance of the ‘734 and the ‘440 Patents, with respect to
each other or the 573 Patent. Thus, Examiner Nguyen plainly had the impetus and the
opportunity to make a double patenting rejection had she felt it warranted. She did not do that,
however. It therefore follows, a fortiori, that the question of double-patenting cannot, as a

matter of law and fact, present a “substantial new question of patentability” in the present

proceedings.
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Moreover, Applicant was -- and Appellant now is -- entitled to rely on Examiner
Nguyen’s declining to make a rejection for double-patenting in response to the Applicant’s
previous specific requests to consider the issue. Appellant should not now be forced to face that
same issue in the instant reexamination. That is exactly what 35 U.S.C. § 303 is intended to
avoid. Indeed, as recognized by the CAFC in Recreative Technologies, the “substantial new
question requirement would protect Appellants from having to respond to, or participate in
unjustified reexaminations. Further, it would act to bar reconsideration of any argument already
decided by the Office” and, as a result, “the statute [35 U.S.C. § 303] guarded against simply
repeating the prior examination on the same issues and arguments.”

Id. at 1397.

Therefore, the issue of double-patenting over the ‘573 Patent was properly before
Examiner Nguyen and passed on during the original prosecution of the ‘734 Patent. As a result,
under the plain meaning of 35 U.S.C. § 303 and the CAFC’s holding in Recreative
Technologies, double-patenting, under the present circumstances, is not a “substantial new
question of patentability” and therefore is not a proper issue to be considered in this
reexamination. Therefore, the Board should reverse the rejection of Claims 1 through 4, 6
through 19, 22 through 25, 28 and 31 through 34 for obviousness-type double-patenting.

B. Yurt Is Not Available As Prior Art For The Purpose Of Obviousness-Type Double-
Patenting

As set forth above, the claims currently in reexamination are entitled to the June 13,
1988 priority date awarded in the initial examination of the ‘734 Patent. As a result, Yurt,
which does not antedate the June 13, 1988 priority date, is not available as prior art. Therefore,

the rejection of Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34 for
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obviousness-type double-patenting over Claims 1 through 6 of the ‘573 Patent in combination

with Yurt is improper and should be withdrawn for this reason as well.

C. The Rejection Of Claims 1 Through 4, 6 through 19, 22 Through 25, 28 And 31
Through 60 Over Claims 1 Through 6 Of The ‘573 Patent Alone Is Improper In An
Obviousness-Type Double-Patenting Rejection
As established above, Yurt is not available as prior art under the circumstances of the

present reexamination. Because the rejection for obviousness-type double-patenting therefore

is unsupported by some suggestion in the prior art, or the knowledge of one having ordinary
skill in the art, it is improper and should be withdrawn for this reason as well.
The BPAI dealt with this very same issue in Ex parte Schmit, 64 U.S.P.Q.2d 1723 (Bd.

Pat. App. & Interferences 2000). In Schmit, the BPAI reversed a rejection under the doctrine of

obviousness-type double-patenting where the examiner had relied on a combination of

“references” both of which were parents of the application at issue. In its opinion, the BPAI

interpreted its own precedent in Ex parte Oetiker, 23 U.S.P.Q.2d 1651 (Bd. Pat. App. &

Interferences 1990), and the precedent of the CAFC in In re Longi, 759 F.2d 887 (Fed. Cir.

1985). The BPAI recognized this precedent to “stand for the proposition that prior art must be

cited to support an obviousness-type double-patenting rejection.” Schmit, 64 U.S.P.Q.2d at

1725. (emphasis added) The BPAI therefore properly held that, “[a]bsent citation of prior art in

addition to the base patent, there is no factual basis for the [obviousness-type double-patenting]

rejection.” Id. As a result, in the present reexamination, although the claims of the ‘573 Patent
can be asserted by the Examiner as a partial basis for an obviousness-type double patenting

rejection, the ‘573 Patent cannot by itself support such a rejection. See Ex parte Schmit, 64

U.S.P.Q.2d at 1723; In re White, 405 F.2d 904, 906 (C.C.P.A. 1969) (“Having been copending

with the application at bar, appellants’ own patent is not prior art although it is the basis of the
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double patenting rejection.”); Research Corp. Techs., Inc. v. Gensia Labs., Inc., 10 Fed. Appx.
856, 860 (Fed. Cir. 2001) (“In considering the question [double-patenting], the patent disclosure
may not be used as prior art.”)

The instant obviousness-type double-patenting rejection implicitly acknowledges that
Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 60 are not co-extensive
with the Claims 1 through 6 of the ‘573 Patent. Therefore, under Oetiker and Longi, as adopted
by the BPAI in Schmit, it is necessary to show some rationale, either in the prior art, or the
knowledge of one having ordinary skill in the art, as to why Claims 1 through 4, 6 through 19,
22 through 25, 28 and 31 through 60 are obvious over Claims 1 through 6 of the ‘573 Patent.
Since Yurt is not available as prior art for this purpose, and because the appropriate rationale
does not otherwise appear on the record elsewhere, the Board should reverse the instant double-
patenting rejection over Claims 1 through 6 of the ‘573 Patent for this further reason as well.?

D. An Obviousness-Type Double-Patenting Rejection Cannot Properly Be Based On
Claims 1 Through 6 Of The ‘573 Patent

Claims 1 through 6 of the ‘573 Patent are currently the subject of the related copending
‘402 Reexamination. As such, any double-patenting rejection in the instant reexamination will
necessarily be affected by the outcome in the related ‘402 Reexamination. Since the final form
in which claims may emerge from the ‘402 Reexamination is not known, the Examiner cannot
properly base a double-patenting rejection on the claims of the ‘573 Patent as they existed prior

to the reexamination proceeding.

? Parenthetically, Appellant notes that Schmit was not published as binding precedent of the BPAI. Nonetheless,
for the reasons set forth above, it is abundantly clear that Schmit was correctly decided and is supported by the
precedent of the C.C.P.A. and CAFC. Therefore, the Board should follow the holding of Schmit in the present
reexamination.
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Conclusion
The Board should reverse the rejection of Claims 1 through 4, 6 through 19, 22 through
25, 28 and 31 through 60 under 35 U.S.C. § 103(a). The Board should also reverse the rejection
of Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 60 under the doctrine of
obviousness-type double-patenting. Finally, the Board should reverse the rejection of Claims 4,

6 through 10, 19, 22 through 25, 28 and 31 through 60 under 35 U.S.C. § 112, first paragraph.

Respectfully submitted,

. Koons, Jr., Esq.
ttorney for Appellants
Reg. No. 32,474

Drinker Biddle & Reath LLP
One Logan Square

18" and Cherry Streets
Philadelphia, PA 19103-6996
Telephone (215) 988-3392
Facsimile (215) 988-2757
Date: July 30, 2007
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CLAIMS APPENDIX
1.(Amended) A method for transferring desired digital video or digital audio signals
comprising the steps of:
forming a connection through telecommunications lines between a first memory of a first
party at a first party location and a second memory of a second party at a second party A
location remote from the first party location, said first memory having a first party hard
disk having a plurality of digital video or digital audio signals including coded desired
digital video or digital audio signals, and a sales random access memory chip which
temporarily stores a replica of the coded desired digital video or digital audio signals
purchased by the second party for subsequent transfer via telecommunications lines to the
second memory of the second party;

the second memory having a second party hard disk;

telephoning the first party controlling use of the first membry by the second party;
providing a credit card number of the second party controlling the second memory to the
first party controlling the first memory so the second party is charged money;
electronically coding the desired digital video or digital audio signals to form said coded
desired digital video or digital audio signals into a configuration which would prevent
unauthorized reproduction of the desired digital video or digital audio signals;

storing a replica of the coded desired digital video or digital audio signals from the first
party hard disk into the sales random access memory chip;

transferring the stored replica of the coded desired digital video or digital audio signals

from the sales random access memory chip of the first party to the second memory of the
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second party through telecommunications lines while the second memory is in possession
and control of the second party; and

storing the transferred replica of the coded desired digital video or digital audio signals in

the second [memory] party hard disk.

2.(Original) A method as described in claim 1 wherein there is a second party integrated
circuit which controls and executes commands of the second paﬁy, and a second party
control panel connected to the second party integrated circuit, and before the forming step,
there is the step of commanding the second party integrated circuit with the second party
control panel to initiate the purchase of the desired digital video or digital audio signals

from the first party hard disk.

3.(Amended) A method as described in claim 2 wherein the second memory includes an
incoming random access memory chip which temporarily stores the coded desired digital
video or digital audio signals from the sales random access memory chip[, a second party
hard disk for storing the coded desired digital video or digital audio signals from the
incoming random access memory chip,] and a playback random access memory chip for
temporarily storing the coded desired digital video or digital audio signals from the [first]
second party hard disk for sequential playback; and the storing the transferred replica step
induces the steps of storing the coded desired digital video or digital audio signals from the
sales random access memory chip in the incoming random access memory chip,
transferring the desired digital video or digital audio signals from the incoming random

access memory chip to the second party hard disk, storing the desired digital video or
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digital audio signals in the second party hard disk, causing the second party integrated
circuit with the second party control panel to play the desired digital video or digital audio
signals from the second party hard disk, transferring a replica of the desired digital video
or digital audio signals from the second party hard disk to the playback random access
memory chip for playback and, playing the desired digital video or digital audio signals

from the second party hard disk.

4.(Amended) A system for transferring digital video or digital audio signals comprising:

a first party control unit having a first party hard disk having a plurality of digital video or
digital audio signals which include desired digital video or digital audio signals, a sales
random access memory chip electronically connected to the first party hard disk for storing
a replica of the desired digital video or digital audio signals of the first party’s hard disk to
be transferred from the first party control unit, and means for electronically selling the
desired digital video or digital audio signals;

a second party control unit having a second party control panel, a second memory
connected to the second party control panel, and means for playing the desired digital
video or digital audio signals connected to the second memory and the second party
control panel, said means for playing operatively controlled by the second party control
panel, said second party control unit remote from the first party control unit, said second
party control unit placed by the second party at a location determined by the second party,

the second party memory includes a second party hard disk which stores the desired digital

video or digital audio signals transferred from the sales random access memory chip, and a

playback random access memory chip electronically connected to the second party hard
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disk for storing a replica of the desired digital video or digital audio signals from the

second party hard disk as a temporary staging area for playback; and

telecommunications lines connected to the first party control unit and the second party
control unit through which the electronic sales of the desired digital video or digital audio
signals occur and through which the desired digital video or digital audio signals are
electronically transferred from the sales random access memory chip to the second
memory while the second memory is in possession and control of the second party and
after the desired digital video or digital audio signals are sold to the second party by the

first party.

5. (Canceled)

6.(Amended) A system as described in claim [5] 4 wherein the first party control unit
includes a first party control integrated circuit which controls and executes commands of
the first party and is connected to the first party hard disk, the first party sales random
access memory, and the second party control panel through the telecommunications lines;
and a first party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control

integrated circuit.

7.(Original) A system as described in claim 6 wherein the second party control unit
includes a second party control integrated circuit which controls and executes commands

of the second party and is connected to the second party hard disk, the playback random
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access memory, and the first party control integrated circuit through the
telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video or audio signals;
and a second party control panel through which the second party control integrated circuit
is programmed and is sent commands and which is connected to the second party

integrated circuit.

8.(Original) A system as described in claim 7 wherein the second memory includes an
incoming random access memory chip connected to the second party hard disk and the
second party control integrated circuit, and the first party control unit through the
telecommunications lines for temporarily storing the desired digital video or audio signals
received from the first party’s control unit for subsequent storage to the second party hard

disk.

9.(Onginal) A system as described in claim 8 wherein the playing means includes a video
display unit connected to the playback random access memory chip and to the second

party integrated circuit for displaying the desired digital video or audio signals.

10.(Original) A system as described in claim 4 wherein the telecommunications lines

include telephone lines.

11.(Amended) A system for transmitting desired digital video or digital audio signals

stored on a first memory of a first party to a second memory of a second party comprising:
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a first meinory in possession and control of the first party;
a second memory in possession and control of the second party, said second memory is at
a location remote from said first memory;

the second memory including a second party hard disk;
telecommunications lines;
means or a mechanism for transferring money electronically via telecommunications lines
from the second party controlling use and in possession of the second memory to the first
party controlling use and in possession of the first memory;
means or a mechanism for connecting electronically via the telecommunications lines the
first memory with the second memory such that the desired digital video or digital audio
signals can pass therebetween, said connecting means or mechanism in electrical
communication with the transferring means or mechanism, said connecting means or
mechanism comprises a first control unit in possession and control of the first party, and a
second control unit in possession and control of the second party, said first control unit
comprises a first control panel, first control integrated circuit and a sales random access
memory, said sales random access memory and said first control panel in electrical
communication with said first control integrated circuit, said second control unit
comprising a second control panel, a second control integrated circuit, an incoming
random access memory and a playback random access memory, said second control panel,
said incoming random access memory and said playback random access memory in
electrical communication with said second control integrated circuit;
means or a mechanism for transmitting the desired digital video or digital audio signals

from the first memory to the second memory, said means or mechanism for transmitting
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comprising a transmitter connected to the first memory and the telecommunications lines
and a receiver connected to the second memory, the transmitter and the
telecommunications lines, said first party in control and possession of the transmitter, said
second party in control and possession of the receiver, said receiver remote from said
transmitter and said receiver at a location determined by the second party, said
transmitting means or mechanism in electrical communication with said connecting means
or mechanism; and

means or a mechanism for storing the desired digital video or digital audio signals from

the first memory [in] into the second party hard disk of the second memory, said storing

means or mechanism in electrical communication with said receiver of said transmitting

means or mechanism and with said second memory.

12.(Original) A system as described in claim 11 wherein the telecommunications lines

include telephone lines.

13.(Amended) A system as described in claim 12 wherein the first memory comprises a

first hard disk [and the second memory comprises a second hard disk].

14.(Original) A system as described in claim 13 including a video display and speakers in
possession and control of the second party, said video display and speakers in electrical

communication with said second control integrated circuit.
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15.(Original) A system as described in claim 11 wherein the telecommunications lines

include telephone lines.

16.(Original) A system for transmitting desired digital video or digital audio signals stored
on a first memory of a first party at a first party location to a second memory of a second
party at a second party location comprising:

a first memory at a first party location, said first memory in possession and control of the
first party, said first memory comprising a first party hard disk in which the desired digital
video or digital audio signals are stored;

a second memory in possession and control of the second party, wherein said second
memory is at a second party location remote from said first memory, said second memory
comprising a second party hard disk in which the desired digital video or digital audio
signals are stored that are received from the first memory and a playback random access
memory connected to the second party hard disk;

telecommunications lines;

means or a mechanism for the first party to charge a fee to the second party and provide
access to the desired digital video or digital audio signals at the first party location remote
from the second party location, said first party controlling use of the first memory, said
second party controlling use and ig possession of the second memory, said means or
mechanism for the first party to charge a fee includes means or a mechanism for
transferring money electronically from the second party via telecommunications lines to
the first party at the first party location remote from the second memory at the second

party location;
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means or a mechanism for connecting electronically via telecommunications lines the first
memory with the second memory such that the desired digital video or digital audio
signals can pass therebetween, said connecting means or mechanism in electrical
communication with the transferring means or mechanism, said connecting means or
mechanism comprises a first control unit disposed at the first party location and a second
control unit disposed at the second party location remote from said first control unit, said
first control unit comprises a first control panel, first control integrated circuit, and a sales
random access memory connected to the first hard disk for temporarily storing a replica of
the desired digital video or digital audio signals to be transmitted from the first control
unit, said sales random access memory, said first hard disk and said first control panel in
electrical communication with said first control integrated circuit, said second control unit
comprising a second control panel, a second control integrated circuit, and an incoming
random access memory which temporarily stores the desired digital video or digital audio
signals transmitted from the sales random access memory, said playback random access
memory connected to the incoming random access memory for temporarily storing a
replica of the desired digital video signals or digital audio signals to be played, said
incoming random access me;mory connected to said second party hard disk, said second
control panel, said incoming random access memory, said second party hard disk and said
playback random access memory in electrical communication with said second control
integrated circuit;

means or a mechanism for transmitting the desired digital video or digital audio signals
from the sales random access memory to the incoming random access memory, said means

or mechanism for transmitting comprising a transmitter connected to the sales random
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access memory and the telecommunications lines and a receiver connected to the incoming
random access memory, the transmitter and the telecommunications lines, said first party
in control and possession of the transmitter, said second party in control and possession of
the receiver, said receiver remote from said transmitter, and said receiver at the second
party location determined by the second party, said transmitting means or mechanism in
electrical communication with said connecting means or mechanism; and

means or a mechanism for storing the desired digital video or digital audio signals from
the sales random access memory in the incoming random access memory, said storing
means or mechanism in electrical communication with said receiver of said transmitting

means or mechanism and with said sales random access memory.

17.(Original) A system as described in claim 16 wherein the telecommunications lines

include telephone lines.

18.(Original) A system as described in claim 17 including a video display and speakers in

electrical communication with said second control integrated circuit.

19.(Amended) A system for transferring digital video signals comprising:

a first party control unit in possession and control of a first party;

a second party control unit in possession and control of the second party, wherein said
second party control unit is at a location remote from said first party control unit;

said first party control unit having a first memory having a plurality of desired individual

video selections as desired digital video signals, said first party control unit which includes

10

Page 01291



Express Mail No.: EV 299882848 US Control No.: 90/007,403

a first party hard disk having the plurality of digital video signals which include desired
digital video signals, and a sales random access memory chip electronically connected to
the first party hard disk for storing a replica of the desired digital video signals of the first
party’s hard disk to be transferred from the first party control unit, and means or a
mechanism for the first party to charge a fee to the second party for access to the desired
digital video signals of the first party’s hard disk at a location remote from the second
party location;

a second party control unit having a second party control panel, a receiver and a video
display for playing the desired digital video signals received by the receiver, said second
party control panel connected to the video display and the receiver, said receiver and video
display operatively controlled by the second party control panel, said second party control
unit remote from the first party control unit, said second party control unit placed by the
second party at a second party location determined by the second party which is remote
from said first party control unit, said second party choosing the desired digital video
signals from the first party’s hard disk with said second party control panel, said second
party control unit includes a second memory which is connected to the receiver and the
video display, said second memory storing the desired digital video signals that are
received by the receiver to provide the video display with the desired digital video signals

from the sales random access memory chip, the second party control unit includes a

second party hard disk which stores a plurality of digital video signals, and a playback

random access memory chip electronically connected to the second party hard disk for

storing a replica of the desired digital video signals as a temporary staging area for

playback; and

11
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telecommunications lines connected to the first party control unit and the second party

control unit through which the desired digital video signals are electronically transferred
from the sales random access memory chip to the receiver while the second party control
unit is in possession and control of the second party after the desired digital video signals

are sold to the second party by the first party, the telecommunications lines include

telephone lines.

20 - 21.(Canceled)

22. (Amended) A system as described in claim [21] 19 wherein the first party control unit
includes a first party control integrated circuit which controls and executes commands of
the first party and is connected to the first party hard disk, the first party sales random
access memory, and the second party control integrated circuit through the
telecommunications lines, said first party control integrated circuit and said second party
control integrated circuit regulate the transfer of the desired digital video signals; and a
first party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control

integrated circuit.

23.(Original) A system as described in claim 22 wherein the second party control unit
includes a second party control integrated circuit which controls and executes commands
of the second party and is connected to the second party hard disk, the playback random

access memory, and the first party control integrated circuit through the
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telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video signals; and a
second party control panel through which the second party control integrated circuit is
programmed and is sent commands and which is connected to the second party integrated

circuit.

24.(Original) A system as described in claim 23 wherein the second party control unit
includes an incoming random access memory chip connected to the second party hard
drive and the second party control integrated circuit, and the first party control unit
through the telecommunications lines for temporarily storing the desired digital video
signals received from the first party’s control unit for subsequent storage to the second

party hard disk.

25.(Original) A system as described in claim 24 wherein the second party control unit
includes a video display unit connected to the playback random access memory chip and

to the second party integrated circuit for displaying the desired digital video signals.

26 - 27.(Canceled)

28.(Amended) A system for transferring digital video or digital audio signals comprising:
a first party control unit having a first party hard disk having a plurality of digital video or

digital audio signals which include desired digital video or digital audio signals, a sales

random access memory chip electronically connected to the first party hard disk for storing
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a replica of the desired digital video or digital audio signals of the first party’s hard disk to
be transferred from the first party control unit, and a mechanism for electronically selling
the desired digital video or digital audio signals of the first party’s hard disk;

a second party control unit having a second party control panel, a second memory
connected to the second party control panel, and a mechanism for playing the desired
digital video or digital audio signals connected to the second memory and the second party
control panel, said playing mechanism operatively controlied by the second party control
panel, said second party control unit remote from the first party control unit, said second
party control unit placed by the second party at a location determined by the second party,

the second party control unit includes a second party hard disk which stores a plurality of

digital video or audio signals, and a playback random access memory chip electronically

connected to the second party hard disk for storing a replica of the desired digital video or

audio signals as a temporary staging area for playback; and

telecommunications lines connected to the first party control unit and the second party
control unit through which the electronic sales of the desired digital video or digital audio
signals occur of the first party’s hard disk, and over which the desired digital video or
digital audio signals of the first party’s hard disk are electronically transferred from the
sales'random access memory chip to the gecond memory while the second party is in
possession and control of the second memory and after the desired digital video or digital

audio signals are sold to the second party by the first party, the telecommunications lines

include telephone lines.

29 - 30.(Canceled)
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31.(Amended) A system as described in claim [30] 28 wherein the first party control unit
includes a first party control integrated circuit which controls and executes commands of
the first party and is connected to the first party hard disk, the first party sales random
access memory, and the second party control integrated circuit through the
telecommunications lines, said first party control integrated circuit and said second party
control integrated circuit regulate the transfer of the desired digital video or audio signals;
and a first party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control

integrated circuit.

32.(Original) A system as described in claim 31 wherein the second party control unit
includes a second party control integrated circuit which controls and executes commands
of the second party and is connected to the second party hard disk, the playback random
access memory, and the first party control integrated circuit through the
telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video or audio signals;
and a second party control panel through which the second party control integrated circuit
is programmed and is sent commands and which is connected to the second party

integrated circuit.

33.(Original) A system as described in claim 32 wherein the second party control unit

includes an incoming random access memory chip connected to the second party hard
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drive and the second party control integrated circuit, and the first party control unit
through the telecommunications lines for temporarily storing the desired digital video or
audio signals received from the first party’s control unit for subsequent storage to the

second party hard disk.

34.(Original) A system as described in claim 33 wherein the second party control unit
includes a video display unit connected to the playback random access memory chip and
to the second party integrated circuit for displaying the desired digital video or audio

signals.

35.(New) A method for transferring desired digital video or digital audio signals

comprising the steps of:

forming a connection through telecommunications lines between a first memory of

a first party at a first party location and a second memory of a second party at a second

party location remote from the first party location, said first memory having a first party

hard disk having a plurality of digital video or digital audio signals including coded

desired digital video or digital audio signals, and a sales random access memory chip

which temporarily stores a replica of the coded desired digital video or digital audio

signals purchased by the second party for subsequent transfer via telecommunications lines

to the second memory of the second party;

telephoning the first party controlling use of the first memory by the second party;
providing a credit card number of the second party controlling the second memory

to the first party controlling the first memory so the second party is charged money:
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electronically coding the desired digital video or digital audio signals to form said

coded desired digital video or digital audio signals into a configuration which would

prevent unauthorized reproduction of the desired digital video or digital audio signals;

storing a replica of the coded desired digital video or digital audio signals from the

hard disk into the sales random access memory chip;

transferring the stored replica of the coded desired digital video or digital audio

signals from the sales random access memory chip of the first party to the second memory

of the second party through telecommunications lines while the second memory is in

possession and control of the second party: and

storing the transferred replica of the coded desired digital video or digital audio

signals in a non-volatile storage portion of the second memory;

wherein the non-volatile storage portion is not a tape or CD.

36.(New) A method as described in Claim 35 wherein there is a second party integrated

circuit which controls and executes commands of the second party, and a second party

control panel connected to the second party integrated circuit, and before the forming step,

there is the step of commanding the second party integrated circuit with the second party

control panel to initiate the purchase of the desired digital video or digital audio signals

from the first party hard disk.

37.(New) A system for transferring digital video or digital audio signals comprising:

a first party control unit having a first party hard disk having a plurality of digital

video or digital audio signals which include desired digital video or digital audio signals, a
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sales random access memory chip electronically connected to the first party hard disk for

storing a replica of the desired digital video or digital audio signals of the first party’s hard

disk to be transferred from the first party control unit, and means for electronically selling

the desired digital video or digital audio signals;

a second party control unit having a second party control panel, a second memory

connected to the second party control panel, and means for playing the desired digital

video or digital audio signals connected to the second memory and the second party

control panel, said means for playing operatively controlled by the second party control

panel, said second party control unit remote from the first party control unit, said second

party control unit placed by the second party at a location determined by the second party,

the second memory includes a non-volatile storage portion which is not a tape or CD, the

second memory storing the desired digital video or digital audio signals transferred from

the sales random access memory chip, and a playback random access memory chip

electronically connected to the non-volatile storage for storing a replica of the desired

digital video or digital audio signals from the non-volatile storage as a temporary staging

area for playback; and

telecommunications lines connected to the first party control unit and the second

party control unit through which the electronic sales of the desired digital video or digital

audio signals occur and through which the desired digital video or digital audio signals are

electronically transferred from the sales random access memory chip to the second

memory while the second memory is in possession and control of the second party and

after the desired digital video or digital audio signals are sold to the second party by the

first party.
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38.(New) A system as described in Claim 37 wherein the first party control unit includes a

first party control integrated circuit which controls and executes commands of the first

party and is connected to the first party hard disk, the first party sales random access

memory, and the second party control panel through the telecommunications lines: and a

first party control panel through which the first party control integrated circuit is

- programmed and is sent commands and which is connected to the first party control

integrated circuit.

39.(New) A system as described in Claim 38 wherein the second party control unit

includes a second party control integrated circuit which controls and executes commands

of the second party and is connected to the non-volatile storage, the playback random

access memory, and the first party control integrated circuit through the

telecommunications lines, said second party control integrated circuit and said first party

control integrated circuit regulate the transfer of the desired digital video or audio signals;

and a second party control panel through which the second party control integrated circuit

is programmed and is sent commands and which is connected to the second party

integrated circuit.

40.(New) A system as described in Claim 39 wherein the second memory includes an

incoming random access memory chip connected to the non-volatile memory and the

second party control integrated circuit, and the first party control unit through the

telecommunications lines for temporarily storing the desired digital video or audio signals
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received from the first party’s control unit for subsequent storage to the non-volatile

memo

41.(New) A system as described in Claim 40 wherein the playing means includes a video

display unit connected to the playback random access memory chip and to the second

party integrated circuit for displaying the desired digital video or audio signals.

42.(New) A system as described in Claim 37 wherein the telecommunications lines

include telephone lines.

43.(New) A system for transmitting desired digital video or digital audio signals stored on

a first memory of a first party to a second memory of a second party comprising:
a first memory in possession and control of the first party:
a second memory in possession and control of the second party. said second

memory is at a location remote from said first memory:;

telecommunications lines;

means or a mechanism for transferring money electronically via

telecommunications lines from the second party controlling use and in possession of the

second memory to the first party controlling use and in possession of the first memory and

includes a non-volatile storage portion that is not a tape or CD:

means or a mechanism for connecting electronically via the telecommunications

lines the first memory with the second memory such that the desired digital video or

digital audio signals can pass therebetween, said connecting means or mechanism in
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electrical communication with the transferring means or mechanism, said connecting

means or mechanism comprises a first control unit in possession and control of the first

party, and a second control unit in possession and control of the second party, said first

control unit comprises a first control panel, first control integrated circuit and a sales

random access memory, said sales random access memory and said first control panel in
electrical communication with said first control integrated circuit, said second control unit
comprising a second control panel, a second control integrated circuit, an incoming

random access memory and a playback random access memory, said second control panel,

said incoming random access memory and said playback random access memory in

electrical communication with said second control integrated circuit;

means or a mechanism for transmitting the desired digital video or digital audio

signals from the first memory to the second memory, said means or mechanism for

transmitting comprising a transmitter connected to the first memory and the

telecommunications lines and a receiver connected to the second memory, the transmitter

and the telecommunications lines, said first party in control and possession of the

transmitter, said second party in control and possession of the receiver, said receiver

remote from said transmitter and said receiver at a location determined by the second

party, said transmitting means or mechanism in electrical communication with said

connecting means or mechanism; and

means or a mechanism for storing the desired digital video or digital audio signals

from the first memory into the non-volatile storage portion of the second memory, said

storing means or mechanism in electrical communication with said receiver of said

transmitting means or mechanism and with said second memory.
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44.(New) A system as described in Claim 43 wherein the telecommunications lines

include telephone lines.

45.(New) A system as described in Claim 44 wherein the first memory comprises a hard

disk.

46.(New) A system as described in Claim 45 including a video display and speakers in

possession and control of the second party, said video display and speakers in electrical

communication with said second control integrated circuit.

47.(New) A system as described in Claim 43 wherein the telecommunications lines

include telephone lines.

48.(New) A system for transmitting desired digital video or digital audio signals stored on

a first memory of a first party at a first party location to a second memory of a second

party at a second party location comprising:

a first memory at a first party location, said first memory in possession and control

of the first party, said first memory comprising a first party hard disk in which the desired

digital video or digital audio signals are stored;

a second memory in possession and control of the second party, wherein said

second memory is at a second party location remote from said first memory, said second

memory including a non-volatile storage portion in which the desired digital video or
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digital audio signals are stored that are received from the first memory and a playback

random access memory, wherein the non-volatile storage portion is not a tape or CD;
telecommunications lines;
means or a_mechanism for the first party to charge a fee to the second party and
provide access to the desired digital video or digital audio signals at the first party location

remote from the second party location, said first party controlling use of the first memory,

said second party controlling use and in possession of the second memory, said means or

mechanism for the first party to charge a fee includes means or a mechanism for

transferring money electronically from the second party via telecommunications lines to

the first party at the first party location remote from the second memory at the second

party location;

means or a mechanism for connecting electronically via telecommunications lines

the first memory with the second memory such that the desired digital video or digital

audio signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism, said connecting means or
mechanism comprises a first control unit disposed at the first party location and a second
control unit disposed at the second party location remote from said first control unit, said

first control unit comprises a first control panel, first control integrated circuit, and a sales

random access memory connected to the first hard disk for temporarily storing a replica of

the desired digital video or digital audio signals to be transmitted from the first control

unit, said sales random access memory, said first hard disk and said first control panel in

electrical communication with said first control integrated circuit, said second control unit

comprising a second control panel, a second control integrated circuit, and an incoming
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random access memory which temporarily stores the desired digital video or digital audio

signals transmitted from the sales random access memory, said playback random access

memory connected to the incoming random access memory for temporarily storing a

replica of the desired digital video signals or digital audio signals to be played, said

incoming random access memory connected to said non-volatile storage, said second

control panel, said incoming random access memory, said non-volatile storage and said

playback random access memory in electrical communication with said second control

integrated circuit;

means or a mechanism for transmitting the desired digital video or digital audio

signals from the sales random access memory to the incoming random access memory,

said means or mechanism for transmitting comprising a transmitter connected to the sales

random access memory and the telecommunications lines and a receiver connected to the

incoming random access memory, the transmitter and the telecommunications lines, said

first party in control and possession of the transmitter, said second party in control and

possession of the receiver, said receiver remote from said transmitter, and said receiver at

the second party location determined by the second party, said transmitting means or

mechanism in electrical communication with said connecting means or mechanism; and

means or a mechanism for storing the desired digital video or digital audio signals

from the sales random access memory in the incoming random access memory, said

storing means or mechanism in electrical communication with said receiver of said

transmitting means or mechanism and with said sales random access memory.
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49.(New) A system as described in Claim 48 wherein the telecommunications lines

include telephone lines.

50.(New) A system as described in Claim 49 including a video display and speakers in

electrical communication with said second control integrated circuit.

51.(New) A system for transferring digital video signals comprising:

a first party control unit in possession and control of a first party;

a second party control unit in possession and control of the second party, wherein

said second party control unit is at a Jocation remote from said first party control unit;

said first party control unit having a first memory having a plurality of desired
individual video selections as desired digital video signals, said first party control unit

which includes a first party hard disk having the plurality of digital video signals which

include desired digital video signals, and a sales random access memory chip

electronically connected to the first party hard disk for storing a replica of the desired

digital video signals of the first party’s hard disk to be transferred from the first party

control unit, and means or a mechanism for the first party to charge a fee to the second

party for access to the desired digital video signals of the first party’s hard disk at a

location remote from the second party location;

a second party control unit having a second party control panel, a receiver and a

video display for playing the desired digital video signals received by the receiver, said

second party control panel connected to the video display and the receiver, said receiver

and video display operatively controlled by the second party control panel, said second
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party control unit remote from the first party control unit, said second party control unit

placed by the second party at a second party location determined by the second party

which is remote from said first party control unit, said second party choosing the desired
digital video signals from the first party’s hard disk with said second party control panel,

said second party control unit includes a second memory which is connected to the

receiver and the video display, said second memory storing the desired digital video

signals that are received by the receiver to provide the video display with the desired

digital video signals from the sales random access memory chip, the second party control

unit includes a non-volatile storage portion which stores a plurality of digital video signals,
wherein the non-volatile storage portion is not a tape or CD, and a playback random access

memory chip electronically connected to the non-volatile storage for storing a replica of

the desired digital video signals as a temporary staging area for playback: and

telecommunications lines connected to the first party control unit and the second

party control unit through which the desired digital video signals are electronically

transferred from the sales random access memory chip to the receiver while the second

party control unit is in possession and control of the second party after the desired digital

video signals are sold to the second party by the first party, the telecommunications lines

include telephone lines.

52.(New) A system as described in Claim 51 wherein the first party control unit includes a

first party control integrated circuit which controls and executes commands of the first

party and is connected to the first party hard disk, the first party sales random access

memory, and the second party control integrated circuit through the telecommunications
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lines, said first party control integrated circuit and said second party control integrated
circuit regulate the transfer of the desired digital video signals; and a first party control

panel through which the first party control integrated circuit is programmed and is sent

commands and which is connected to the first party control integrated circuit.

53.(New) A system as described in Claim 52 wherein the second party control unit

includes a second party control integrated circuit which controls and executes commands

of the second party and is connected to the non-volatile storage, the playback random

access memory, and the first party control integrated circuit through the

telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video signals; and a
second party control panel through which the second party control integrated circuit is
programmed and is sent commands and which is connected to the second party integrated

circuit.

54.(New) A system as described in Claim 53 wherein the second party control unit

includes an incoming random access memory chip connected to the non-volatile storage

and the second party control integrated circuit, and the first party control unit through the

telecommunications lines for temporarily storing the desired digital video signals received

from the first party’s control unit for subsequent storage to the non-volatile storage.
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55.(New) A system as described in Claim 54 wherein the second party control unit

includes a video display unit connected to the playback random access memory chip and

to the second party integrated circuit for displaying the desired digital video signals.

56.(New) A system for transferring digital video or digital audio signals comprising:

a first party control unit having a first party hard disk having a plurality of digital

video or digital audio signals which include desired digital video or digital audio signals, a

sales random access memory chip electronically connected to the first party hard disk for

storing a replica of the desired digital video or digital audio signals of the first party’s disk

to be transferred from the first party control unit, and a mechanism for electronically

selling the desired digital video or digital audio signals of the first party’s hard disk;

a second party control unit having a second party control panel, a second memory

connected to the second party control panel, and a mechanism for playing the desired

digital video or digital audio signals connected to the second memory and the second party

control panel, said playing mechanism operatively controlled by the second party control

panel, said second party control unit remote from the first party control unit, said second

party control unit placed by the second party at a location determined by the second party,

the second memory includes a non-volatile storage portion which stores a plurality of

digital video or audio signals, wherein the non-volatile storage portion is not a tape or CD,

and a playback random access memory chip electronically connected to the non-volatile

storage for storing a replica of the desired digital video or audio signals as a temporary

staging area for playback; and
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telecommunications lines connected to the first party control unit and the second

party control unit through which the electronic sales of the desired digital video or digital
audio signals occur of the first party’s hard disk, and over which the desired digital video

or digital audio signals of the first party’s hard disk are electronically transferred from the
sales random access memory chip to the non-volatile storage portion of the second

memory while the second party is in possession and control of the second memory and

after the desired digital video or digital audio signals are sold to the second party by the

first party, the telecommunications lines include telephone lines.

57.(New) A system as described in Claim 56 wherein the first party control unit includes a

first party control integrated circuit which controls and executes commands of the first

party and is connected to the first party hard disk, the first party sales random access

memory, and the second party control integrated circuit through the telecommunications

lines, said first party control integrated circuit and said second party control integrated

circuit regulate the transfer of the desired digital video or audio signals; and a first party

control panel through which the first party control integrated circuit is programmed and is

sent commands and which is connected to the first party control integrated circuit.

58.(New) A system as described in Claim 57 wherein the second party control unit

includes a second party control integrated circuit which controls and executes commands

of the second party and is connected to the non-volatile storage, the playback random

access memory, and the first party control integrated circuit through the

telecommunications lines, said second party control integrated circuit and said first party
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control integrated circuit regulate the transfer of the desired digital video or audio signals;
and a second party control panel through which the second party control integrated circuit
1s programmed and is sent commands and which is connected to the second party

integrated circuit.

59.(New) A system as described in Claim 58 wherein the second party control unit

includes an incoming random access memory chip connected to the non-volatile storage

and the second party control integrated circuit, and the first party control unit through the
telecommunications lines for temporarily storing the desired digital video or audio signals
received from the first party’s control unit for subsequent storage to the non-volatile

storage.

60.(New) A system as described in Claim 59 wherein the second party control unit

includes a video display unit connected to the playback random access memory chip and
to the second party integrated circuit for displaying the desired digital video or audio

signals.
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EVIDENCE APPENDIX
1) Declaration under 37 C.F.R. § 1.132 of Dr. J. Douglas Tygar submitted with the
Appellant’s response of May 17, 2007 to the final rejection of Claims 1 through 6 and

44 through 49.

2) “The Design of Picturephone® Meeting Service (PMS) Conference Centers For Video
Teleconferencing”, Bernard A. Wright, IEEE Communications Magazine,© 1983
(hereinafter Wright), submitted with the Appellant’s response of May 17, 2007 to the

final rejection of Claims 1 through 6 and 44 through 49.

3) Website: http://www.rfc-editor.org/rfc-index.html, referenced in Appellant’s response

of November 29, 2006.

4) Website: http://en.wikipedia.org/wiki/Non-volatile_storage, referenced in Appellant’s

response of November 29, 2006.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Application of: 96548 U.S.PTO

)
L
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Reexamination Control No. 90/007,402 ) .
Reexamination Filed:  January 31, 2005 i A SYSTEM FOR TRANSMITTING
) DESIRED DIGITAL VIDEO OR
Patent Number: 5,191,573 ) AUDIO SIGNALS
Examiner: Roland G. Foster )
May , 2007

Mail Stop Ex Parte Reexamination
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION UNDER 37 C.F.R. §1.132

I, Justin Douglas Tygar, hereby declare that:

1. I'am a tenured, full Professor at the University of California, Berkeley,
with a joint appointment in the Department of Electrical Engineering and Computer Science
(Computer Science Division) and the School of Information. Before joining the faculty at
Berkeley, I was faculty member at Carnegie Mellon University. I have continuously been

Professor of electrical engineering and computer science since 1986.

2. I serve, and have served, in a number of capacities on government,
academic, and industrial committees that give advice or set standards in security and electronic

commerce. I have attached a copy of a recent curriculum vita to this declaration as Exhibit A.
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3. I'have reviewed the specification and claims of United States Patent No.
5,191,573 (**573 Patent”), United States Patent No. 5,675,734 (“*734 Patent”), United States
Patent No. 5,966,440 (“’440 Patent”) and the specification and claims of United States patent

application Serial Number 07/206,497, as originally filed on June 13, 1988 (“’497 Application”).

4, I'have been.asked by counsel for the patent owner to analyze the claims in
the ’573 Pétent, ‘734 Patent and ‘440 Patent, which currently are being reexamined, to determine
if the language in the claims and the accompanying specifications have written support in the
specification of the ‘497 Application, as originally filed on June 13, 1988. T understand tﬁat, for
a claim to be supported.by the specification of a.pgtent, the specification must make clear to one
of ordinary skill in the art that the inventor had possession of the invention recited in the claims
at the time the application for the patent was filed. I also understand that the claims of a patent
need not describe the invention using exactly the same terminology found in the specification of
the patent, so long as one of skill in the art would recognize that what is recited in the claims is

“necessarily comprehended” by what is described in the specification.

S. My understanding of the meaning of “necessarily comprehend” is that,
although the specification of a patent may not exactly describe, in so many words, a limitation
found in a claim, one skilled in the art on reading the specification and the claim would

recognize that what is described in the specification necessarily encompasses what is recited in

the claim.
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6. In performing my analysis, 1 have reviewed the claims and specifications
of the ’573 Patent, ‘734 Patent and ‘440 Patent, and the specification and drawings of the ‘497
Application as originally filed on June 13, 1988, from the perspective of one having ordinary .
skill in the art of computers at that time. Fdr the purposes of my analysis, a person having
ordinary skill in the art in 1988 would have had a bachelor’s degree in computer science or
electrical engineering with a background in computers, or an equivalent level of knowledge and
ability from working in industry for an appropriate number of years‘. I am well familiar with
what the level of ordinary skill was in 1988 because at that time I was a Professor of computer
science and each semester taught courses to students in both computer science and electrical
engineering. One of ordinary skill in the art would have been familiar with then existing means
for storage of digital information and transmission of digital information across

telecommunications lines.

7. Based on the foregoing information and understanding, 1 have concluded
that one of ordinary skill in the art in 1988 would have recognized the inventions claimed in the
‘573 Patent, ‘734 Patent and ‘440 Patent were necessarily cohprehendcd by the description in
the specification and drawings of the ‘497 Application. I make the following specific
observations with respect to particular claim elements at issue:

A. “Transferring Money from a Second Party to a First Party.” “Charging a Fee.” “Providing

a Credit Card Number.” and “Charging an Account”

8. First, I note that, throughout the specification, the ‘497 Application

discusses electronic sales and distribution of digital audio signals (or digital video signals), ¢.g.

-3-
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selling and distributing music over telephone lines, which are telecommunication lines. The
claim language at issue; “transferring money electronically via a telecommunication line to a
first party at a location remote from the second memory,” “charging a fee,” “providing a credit
card number,” and “charging an account,” all would have been interpreted by one of ordinary
skill in the art in the context of the described electronic sales and distribution. Thus, one of
ordinary skill in the art in 1988 would have been familiar with various electronic means of
making purchases over telecommunication lines. Indeed, by 1988 the definition of “money” had
expanded well beyond traditional coin and paper currency to include stores of value in purely
electronic form. At that time, “money” could be transferred from one account to another, or
simply credited to an account purely electronically. Further, in 1988, it also was known to
authorize payment, such as by credit card, electronically over telecoﬁmunications- lines. This
authorization would have involved providing an identification of credit card account information
in the form of a éredit card number. Further, since this ultimapely would have resulted in a credit

being made to an electronic account of a seller, it would have been understood to be an electronic

transfer of money.

9. One of ordinary skill in the art in 1988 would have been aware of all of the
above and would have considered them forms of electronic-sales. The term “sale” involves a
payment from one party to another party, which necessarily encompasses “charging a fee” to the
purchasing party. Therefore, one of ordinary skill in the art would have recognized that, in the
context of the electronic sale and distribution of digital audio signals (or digital video signals)
over telephone lines, an electronic sale encompassed transactions where a fee is charged and thus

money is transferred from one party to another electronically via a telecommunication line. It
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further would have been understood by one of ordinary skill in the art that electronic sales could

. be accomplished by providing a credit card number. As a result, one of ordinary skill in the art

in 1988 would have recognized that the description of electronic sales in the specification of the
‘479 Application necessarily comprehends “transferring money to a first party from a second
party electronically via telecommunication lines,” “charging a fee,” “charging an account,” and

“providing a credit card number.”

B. Transmitter/Receiver

10.  Inote that, throughout the specification, the ‘497 Application discusses
electronic sales and distribution of digital audio signals (or digita! video signals), e.g.
electronically selling and distributing music over telephone Iines, which are telecommunication
lines. The specification of the ‘497 Application also explicitly discloses the electronic transfer of
digital audio signals over telephone lines (telecommunication lines). Finally, the specification of
the ‘497 Application further explicitly discloses control integrated circuits associated with the

control units of both the copyright holder and user (purchaser).

11. One of ordinary skill in the art in 1988 would have been aware of the
available means for connecting computer systems to telecommunication lines for the purpose of
transferring electronic signals; for example modems. Such means could be used at the
originating (transmitting) computer and at the destination (receiving) computer. The control unit
or control integrated circuit of the copyright holder and user would have been recognized by one

of ordinary skill in the art as being some type of computer system or part of a computer system.
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12.  Since the speciﬁgation and figures as originally filed with the ‘497
Application explicitly show the control units being connected to telephone lines
(telecommunications lines), one of ordinary skill in the art Would have recognized this involved
means, such as a modem, for connecting the two systems to the telephone lines. Although the
specification of the ‘497 Application does not include an explicit description of a transmitter or
receiver, one of ordinary skill in the art would have had no difficulty determining the nature of
the transmitter or receiver necessary to perform the required function. Therefore, the terms in
the claims, “transmitter” and “receiver”, describe in so many words what would have been
understood by one of ordinary skill in the art as being necessarily comprehended by the

description provided in the specification and figures filed with the ‘497 Application.

C. Telephoning

13. Asset forth above, the specification of the ‘497 Application explicitly
teaches the sale and transfer ofdigital audio signals (or digital video signals) over telephone
lines. Although not exﬁlicitly set forth in the specification of the ‘497 Application, it nonetheless
would have been easily recognized by one ofordviﬁary skill in the art in 1988 that the
specification’s teaching requires establishing some type of connectivity over telephone lines as a
pre-requisite to making an electronic purchase/sale of digital signals over telephone lines, as vw;'cll

as for transferring the digital signals over telephone lines.
14. A successful telephone call, whether a human or machine originated

function, always encompasses a step of initiating some type of connectivity. For example, the

connectivity could be person to person, as over a voice line. As an alternative example, the
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connectivity could be machine to machine, using either traditional telephone lines, optical fibers

or cable. Other alternatives include person to machine connectivity and machine to person

connectivity.

I15. Since the specification of the ‘497 Application explicitly discloses
electronically selling and distributing digital audio signals (or digital video signals) over
telephone lines, it is clear that the step of requesting and establishing connectivity (telephoning)
is necessarily comprehended in the description provided in the ‘497 Application, since the step

would have been recognized as a prerequisite for performing the function of the disclosed

system.

1 further declare that all statements made herein of my own knowledge are true
and that all statements made on informéltion and belief are believed to be true; and further, that
these statements are made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United

States Code, and that such willful false statements may jeopardize the validity of the application

or any patent issuing thereon.

Date Justin Douglas Tygar, Ph.D.
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Books

Computer Security in the 21st Century. Eds. D. Lee, S. Shieh, and J. D. Tygar. Springer,
2005. (This book includes item 7 below as well as a technical introduction by me and the other
editors.)

Secure Broadcast Communication in Wired and Wireless Networks. A. Perrig and J. D.
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S. Kent, J. Knight, §. McGeady, R. Nelson, A. Schiffman, F. Schneider [ed.], G. Spix, and J. D.
Tygar). National Academy Press, 1999.

Book Chapters (does not include items listed above)

4.

8.

“Case Study: Acoustic Keyboard Emanations.” L. Zhuang, F. Zhou, and J. D. Tygar. In
Phishing and Countermeasures: Understanding the Increasing Problem of Electronic
Identity Theft, eds. M. Jakobsson and S. Myers. Wiley-Interscience, 2007, pp. 221-240. (This
is a popularized version of item 41.)

“Dynamic Security Skins.” R. Dhamija and J. D. Tygar.. In Phishing and Countermeasures:
Understanding the Increasing Problem of Electronic Identity Theft, eds. M. Jakobsson and S.
Myers. Wiley-Interscience, 2007, pp. 339-351. (This is a popularized version of item 42.)

“Why Johnny can’tencrypt: A usability evaluation of PGP 5.0.” A. Whitten and J. D. Tygar. In
Security and Usability: Designing Secure Systems that People Can Use, eds. L. Cranor and

G. Simson. O'Reilly, 2005, pp. 679-702. (An earlier version of the paper was published in

Procecedings of the 8th USENIX Securlty Symposium, August 1999, pp. 169-183. See also
item 87.)

“Private matching.” Y. Li, J. D. Tygar, J. Hellerstein. In Computer Security in the 21st
Century, eds. D. Lee, S. Shieh, and J. D. Tygar. Springer, 2005, pp. 25-50. (Sece item 1.) (An
carly version of this paper appeared as Intel Research Laboratory Berkeley technical report IRB-
TR-04-005, February 2004.)

“Digital cash.” J, D. Tygar. In Berkshire Encyclopedia of Human Computer Interaction, ed.

~ W. Bainbridge. Berkshire Publishing, 2004, pp. 167-170.
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9. “Spamming.” J. D. Tygar. In Berkshire Encyclopedia of Human Computer Interaction, ed.
W. Bainbridge. Berkshire Publishing, 2004, pp. 673-675.

10. “Viruses.” J. D. Tygar. In Berkshire Encyclopedia of Human Computer Interaction, ed. W.
Bainbridge. Berkshire Publishing, 2004, pp. 788-791.

I'1. “Privacy in sensor webs and distributed information systems.” J. D. Tygar. In Software
Security, eds. M. Okada, B. Pierce, A. Scedrov, H. Tokuda, and A. Yonezawa. Springer, 2003,
pp. 84-95.

12. “Atomicity in electronic commerce.” J. D. Tygar. In Internet Besieged, eds. D. Denning and P,
Denning. ACM Press and Addison-Wesley, 1997, pp. 389-405. (An expanded earlier version of
this paper was published in Proceedings of the Fifteenth Annual ACM Symposium on
Principles of Distributed Computing, Keynote paper, May 1996, pp- 8-26; and as Carnegie
Mellon University Computer Science technical report CMU-CS-96-112, January 1996. See also
item 28.)

13. “Cryptographic postage indicia.” J. D. Tygar, B. Yee, and N. Heintze. In Concurrency and
Parallelism, Programming, Networking, and Security, eds. J. Jaffar and R. Yap. Springer,
1996, pp. 378-391. (Preprint also available. Early versions appeared as Carnegie Mellon
University Computer Science technical reports CMU-CS-96-113, January 1996, UC San Diego
Computer Science technical report UCSD-TR-CS96-485, and in the 1996 Securicom
Proceedings, Paris, 1996. See also item 89.

14, “Dyad: A system for using physically secure coprocessors.” J. D. Tygar and B. Yee. In
Technological Strategies for the Protection of Intellectual Property in the Networked
Multimedia Environment. Interactive Multimedia Association, 1994, pp. 121-152. (An early
version appeared as Carnegie Mellon University Computer Science technical report CMU-CS-91-
140R, May 1991.)

15. “A system for self-securing programs.” J. D. Tygar and B. Yee. In Carnegie Mellon Computer
Science: A 25-Year Commemorative, ed. R. Rashid. ACM Press and Addison-Wesley, 1991,

pp. 163-197. (Note: The first printing of this volume had incorrect text due to a production
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Computation Laboratory technical report TR-05-87R and my Ph.D. dissertation.)

19. “Formal Semantics for Visual Specification ofSecurity.” M. Maimone, J. D. Tygar, and J.
Wing. In Visual Languages and Visual Programming, ed. S. K. Chang. Plenum, 1990, pp.
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97-116. (An early version was published in Proceedings of the 1988 TEEE Workshop on
Visual Programming, pp. 45-51, and as Carnegie Mellon University Computer Science technical
report CMU-CS-88-173r, December 1988.)
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20.

21,

22.

23.

24,

25.

26.

27.

28.

29.

“Injecting Heterogeneity through Protocol Randomization.” L. Zhuang, J. D. Tygar, R. Dhaml)a
In International Journal of Network Security, 4:1, January 2007, pp. 45-58.

“Cyber defense technology networking and evaluation.” Members of the DETER and EMIST
Projects (R. Bajcsy, T. Benzel, M. Bishop, B. Braden, C. Brodley, S. Fahmy, S. Floyd, W.
Hardaker, A. Joseph, G. Kesidis, K. Levitt, B. Lindell, P. Liu, D. Miller, R. Mundy, C. Neuman,
R. Ostrenga, V. Paxson, P. Porras, C. Rosenberg, S. Sastry, D. Sterne, J. D. Tygar, and S. Wu).
In Communications of the ACM, 47:3, March 2004, pp. 58-61.

“Technological dimensions of privacy in Asia.” J. D. Tygar. In Asia-Pacific Review, 10:2, '
November 2003, pp. 120-145.

“SPINS: Security protocols for sensor networks.” A. Perrig, R. Szewczyk, J. D. Tygar, V. Wen,
and D. Culler. In [ACM Journal of] Wireless Networks, 8:5, September 2002, pp. 521-534. (An
early version of this paper appears in Proceedings of the 7th Annual International Conference
on Mobile Computing and Networks (MOBICOM), July 2001, pp. 189-199.)

“The TESLA broadcast authentication protocol.” A. Perrig, R. Canneti, J. D. Tygar, and D.
Song. In CryptoBytes, 5:2, Summer/Fall 2002, pp. 2-13.

“SAM: A flexible and secure auction architecture using trusted hardware.” A. Perrig, S. Smith,
D. Song, and J. D. Tygar. In Electronic Journal on E-commerce Tools and Applications, 11,
January 2002 (online journal). (An early version of this paper appeared in Proceedings of the
Ist IEEE International Workshop on Internct Computing and Electronic Commerce, April
2001, pp. 1764-1773.)

“Why isn’t the internet secure yet?” J. D. Tygar and A. Whitten. In ASLIB Proceedings, 52:3,
March 2000, pp. 93-97.

“Multi-round anonymous auction protocols.” H. Kikuchi, M. Harkavy, and J. D. Tygar. In
Institute of Electronics, Information, and Communication Engineers Transactions on Information
and Systems, E82-D:4, April 1999, pp. 769-777. (An early version appeared in Proceedings of of
the First IEEE Workshop on Dependable and Real-Time E-Commerce Systems (DARE
’98), June 1998, pp. 62-69.)

“Atomicity in electronic commerce.” J. D. Tygar. In ACM NetWorker, 2:2, April/May 1998, ppP.
32-43. (Note: this is a revision of item 12 published together with a new article: “An update on
electronic commerce.” 1n ACM NetWorker, Volume 2, Number 2, April/May 1998, pp. 40-41.)

“A model for secure protocols and their compositions.” N. Heintze and J. D. Tygar. In JEEE
Transactions on Software Engineering, 22:1, January 1996, pp. 16-30. (An extended abstract
appeared in Proceedings of the 1994 IEEE Symposium on Security and Privacy, May 1994,
pp- 2-13. Another early version appeared as Carnegie Mellon University Computer Science
technical report CMU-CS-92-100, January 1992.)
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30. “NetBill: An Internet commerce system optimized for network-delivered services.” M. Sirbu
and J. D. Tygar. In IEEE Personal Communications, 2:4, August 1995, pp. 34-39. (An early
version appeared in Proceedings of Uniforum 96, February 1996, pp. 203-226. Another early
version appeared in Proccedings of the 40th IEEE Computer Society International
Conference, Spring 1995, pp. 20-25.)

3

. “Optimal sampling strategies for quicksort.” C. C. McGeoch and J. D. Tygar. In Random
Structures and Algorithms, 7:4, 1995, pp. 287-300. (An early version appeared in Proceedings
of the 28th Annual Allerton Conference on Communication, Control, and Computing,
October 1990, pp. 62-71.)

32. “Geometric characterization of series-parallel variable resistor networks.” R. Bryant, J. D. Tygar,
and L. Huang. In /EEE Transactions on Circuits and Systems 1: Fundamental Theory and
Applications, 41:11, November 1994, pp. 686-698. (Preprint also available.) (An early version
appeared in Proceedings of the 1993 IEEE International Symposium on Circuits and
-Systems, May 1993, pp. 2678-2681.)

33. “Computability and complexity of ray tracing.” J. Reif, J. D. Tygar, and A. Yoshida. In Discrete
and Computational Geometry, 11:3, April 1994, pp. 265-287. (An early version appeared in
Proceedings of the 31st Annual IEEE Symposium on Foundations of Computer Science,
October 1990, pp. 106-114.)

34. “Specifying and checking Unix security constraints.” A. Heydon and J. D. Tygar. In Computing
Systems, 7:1, Winter 1994, pp. 91-112. (An early version appeared in Proceedings of the 3rd
USENIX Security Symposium, September 1992, pp. 211-226, preprint also available.)

35. “Protecting privacy while preserving access to data.” L. J. Camp and J. D. Tygar. In The
Information Society, 10:1, January 1994, pp. 59-71.

36. “Miro: visual specification of security.” A. Heydon, M. Maimone, J. D. Tygar, J. Wing, and A.
Zaremski. In IEEE Transactions on Sofiware Engineering, 16:10, October 1990, pp. 1185-1197.
(An early version appeared as Carnegie Mellon University Computer Science Department
technical report CMU-CS-89-199, December 1989.)

37. “Efficient parallel pseudo-random number generation.” J. Reif and J. D. Tygar. In SIAM Journal
of Computation, 17:2, April 1988, pp. 404-411, (An early version appeared in Proceedings of
CRYPTO-85, eds. E. Brickell and H. Williams, Springer, 1986, pp. 433-446.)

38. “Review of Abstraction and Specification in Program Development.” J. D. Tygar. In ACM
Computing Reviews, 28:9, September 1987, pp. 454-455.

Refereed Conference Papers (does not include items listed above)

39. “Why Phishing Works.” R. Dhamija, J. D. Tygar, and M. Hearst. To appear in Proceedings of
CH1-2006: Conference on Human Factors in Computing Systems, April 2006.

40. “Can Machine Learning Be Secure?” M. Barreno, B. Nelson, R. Sears, A. Joseph, and J. D.
Tygar. Invited paper. To appear in Proceedings of the ACM Symposium on Information,
Computer, and Communication Security, March 2006.
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42.
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44,
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46.

47,

48.

49.

50.

S1.

52.

- “Keyboard Acoustic Emanations Revisited.” L. Zhuang, F. Zhou, and J. D. Tygar. In

Proceedings of the 12th ACM Conference on Computer and Communications Security,
November 2005, pp. 373-382. (See also item 4.)

“The Battle Against Phishing: Dynamic Security Skins.” R. Dhamija and J. D. Tygar. In
SOUPS 2005: Proceedings of the 2005 ACM Symposium on Usable Security and Privacy,
ACM International Conference Proceedings Series, ACM Press, July 2005, pp. 77-88. (See also
item 5.)

“Collaborative filtering CAPTCHAs.” M. Chew and J. D. Tygar. In Human Interactive
Proofs: Second International Workshop (HIP 2005), eds. H. Baird and D. Lopresti, Springer,
May 2005, pp. 66-81.

“Phish and HIPs: Human interactive proofs to detect phishing attacks.” R. Dhamija and J. D.
Tygar. In Human Interactive Proofs: Second International Workshop (HIP 2005), eds. H.
Baird and D. Lopresti, Springer, May 2005, pp. 127-141.

“Image recognition CAPTCHAs.” M. Chew and J. D. Tygar. In Proceedings of the 7th
International Information Security Conference (ISC 2004), Springer, September 2004, pp.
268-279. (A longer version appeared as UC Berkeley Computer Science Division technical
report UCB/CSD-04-1333, June 2004.)

“Side effects are not sufficient to authenticate software.” U. Shankar, M. Chew, and J. D. Tygar.
In Proccedings of the 13th USENIX Security Symposium, August 2004, pp. 89-101. (A
version with an additional appendix appeared as UC Berkeley Computer Science Division
technical report UCB/CSD-04-1363, September 2004.)

“Statistical monitoring + predictable recovery = Self-*.” A Fox, E. Kiciman, D. Patterson, R.
Katz, M. Jordan, 1. Stoica and J. D. Tygar. In Proceedings of the 2nd Bertinoro Workshop on
Future Directions in Distributed Computing (FuDiCo II), June 2004 (online proceedings).

“Distillation codes and their application to DoS resistant multicast authentication.” C. Karlof, N.
Sastry, Y. Li, A. Perrig, and J. D. Tygar. In Proceedings of the Network and Distributed
System Security Conference (NDSS 2004), February 2004, pp. 37-56.

“Privacy and security in the location-enhanced World Wide Web.” J. Hong, G. Boriello, J.
Landay, D. McDonald, B. Schilit, and J. D. Tygar. In Proccedings of the Workshop on Privacy
at Ubicomp 2003, October 2003 (online proceedings).

“The problem with privacy.” J. D. Tygar. Keynote paper. In Proceedings of the 2003 IEEE
Workshop on Internet Applications, June 2003, pp. 2-8.

“Safe staging for computer security.” A. Whitten and J. D. Tygar. In Proceedings of the 2003
Workshop on Human-Computer Interaction and Security Systems, April 2003 (online
proceedings).

“Expander graphs for digital stream authentication and robust overlay networks.” D. Song, D.
Zuckerman, and J. D. Tygar. In Proceedings of the 2002 IEEE Symposium on Security and
Privacy, May 2002, pp. 258-270.
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54.

55.

56.

57.

58.

59.

60.

61.

“ELK: A new protocol for efficient large-group key distribution.” A. Perrig, D. Song, and J. D.
Tygar. In Proceedings of the 2001 IEEE Symposium on Security and Privacy, May 2001, pp.
247-262.

“Efficient and secure source authentication for multicast.” A. Perrig, R. Canetti, D. Song, and J.
D. Tygar. In Proceedings of the Internet Society Network and Distributed System Security
Symposium (NDSS 2001), February 2001, pp. 35-46.

“Efficient authentication and signing of multicast streams over lossy channels.” A. Perrig, R.
Canetti, J. D. Tygar, and D. Song. In Proceedings of the 2000 IEEE Symposium on Security
and Privacy, May 2000, pp. 56-73..

“Flexible and scalable credential structures: NetBill implementation and experience.” Y.
Kawakura, M. Sirbu., I. Simpson, and J. D. Tygar. In Proceedings of the International
Workshop on Cryptographic Techniques and E-Commerce, July 1999, pp. 231-245,

“Open problems in ¢lectronic commerce.” J. D. Tygar. Invited address. In Proceedings of the
18th ACM SIGMOD-SIGACT-SIGART Symposium on Principles of Database Systems
(PODS 1999), May 1999, p. 101.

“Electronic auctions with private bids.” M. Harkavy, J. D. Tygar, and H. Kikuchi. In
Proccedings of the 3rd USENIX Workshop on Electronic Commerce, September 1998, pp.
61-73.

*“Atomicity versus anonymity: Distributed transactions for electronic commerce.” J. D. Tygar.
In Proceedings of the 24th International Conference on Very Large Data Bases, August
1998, pp. 1-12.

“Smart cards in hostile environments.” H. Gobioff, S. Smith, J. D. Tygar, and B. Yee. In
Proceedings of the 2nd USENIX Workshop on Electronic Commerce, November 1996, pp.
23-28. (An early version appeared as Camnegie Mellon University. Computer Science technical
report CMU-CS-95-188, September 1995.)

“Anonymous atomic transactions.” L. J. Camp, M. Harkavy, and B. Yee. In Proceedings of the
2nd USENIX Workshop on Electronic Commerce, November 1996, pp. 123-133. (Preprint
also available.) (An early version appeared as Carnegie Mellon University Computer Science
technical report CMU-CS-96-156, July 1996.) '

62. “Model checking electronic commerce protocols.” N. Heintze, J. D. Tygar, J. Wing, and H.
Wong. In Proccedings of the 2nd USENIX Workshop on Electronic Commerce, November
1996, pp. 147-164.

63. “WWW electronic commerce and Java Trojan horses.” J. D. Tygar and A. Whitten. In
Proceedings of the 2nd USENIX Workshop on Electronic Com merce, November 1996, pp.
243-250.

64. “Building blocks for atomicity in electronic commerce.” J. Su and J. D. Tygar. In Proceedings
of the 6th USENIX Security Symposium, July 1996, pp- 97-102.

65. “Token and notational money in electronic commerce.” L. J. Camp, M. Sirby, and J. D. Tygar.
In Proceedings of the 1st USENIX Workshop on Electronic Commerce, July 1995, pp. 1-12,
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66.

67.

68.

69.

70.

7

72.

73.

74.

75.

76.

(An early version was presented at the Telecommunications Policy Research Conference, October
1994.)

“NetBill security and transaction protocol.” B. Cox, J. D. Tygar, and M. Sirbu. In Proceedings
of the 1st USENIX Workshop on Electronic Commerce, July 1995, pp. 77-88.

“Secure coprocessors in electronic commerce applications.” B. Yee and J. D. Tygar. In
Proceedings of the 1st USENIX Workshop on Electronic Commerce, July 1995, pp. 155-170.

“Completely asynchronous optimistic recovery with minimal rollbacks.” S. Smith, D. Johnson,
and J. D. Tygar. In Proceedings of the 25th IEEE Symposium on Fault-Tolerant Computing,
June 1995, pp. 361-370. (An early version appears as Carnegie Mellon University Computer
Science technical report CMU-CS-94-130, March 1994.)

“A fast off-line electronic currency protocol.” L. Tang and J. D. Tygar. In CARDIS 94:
Proceedings of the First IFIP Smart Card Research and Advanced Application Conference,
October 1994, pp. 89-100.

“Security and privacy for partial order time.” S. Smith and J. D. Tygar. In Proceedings 1994
Parallel and Distributed Computing Systems Conference, October 1994, pp. 70-79. (Early
versions appeared as Carnegie Mellon University Computer Science technical reports CMU-CS-
93-116, October 1991 and February 1993, and CMU-CS-94-135, April 1994.)

. “Certified electronic mail.” A. Bahreman and J. D. Tygar. In Proceedings of the 1994 Network

and Distributed Systems Security Conference, February 1994, pp- 3-19.

“Miro tools.” A. Heydon, M. Maimone, A. Moormann, J. D. Tygar and J. Wing. In Proceedings .
of the 3rd IEEE Workshop on Visual Languages, October 1989, pp. 86-91. (A preprint

appeared as Carnegie Mellon University Computer Science technical report CMU-CS-89-159,
July 1989.)

“Constraining pictures with pictures.” A. Heydon, M. Maimone, A. Moormann, ). D. Tygar, and
J. Wing. In Information Processing 89: Proceedings of the 11th World Computer Congress,
August 1989, pp. 157-162. (An early version appeared as Carnegie Mellon University Computer
Science technical report CMU-CS-88-185, November 1988.)

“How to make replicated data secure.” M. Herlihy and J. D. Tygar. In Proceedings of
CRYPTO-87, ed. C. Pomerance, 1988, pp. 379-391. (An early version appeared as Carnegie
Mecllon University Computer Science Technical Report CMU-CS-87-143, August 1987.)

“Visual spccification of security constraints.” J. D. Tygarand J. Wing. In Proceedings of the
1987 (First IEEE) Workshop on Visual Languages, August 1987, pp. 288-301. (A preprint

appeared as Carnegie Mellon University Computer Science Technical Report CMU-CS-87-122,
May 1987.)

“Efficient netlist comparison using hierarchy and randomization.” J. D. Tygar and R. Ellickson.

In Proceedings of the 22nd ACM/IEEE Design Automation Conference, Las Vegas, NV, July
1985, pp. 702-708.

77. “Hierarchical logic comparison.” R. Ellickson and J. D. Tygar. In Proceedings of MIDCON 84,

1984.
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.

Other Conference Publications (does not include items listed above)

78.

79.

80.

81.

82.

“When Computer Security Crashes with Multimedia.” [Abstract] J. D. Tygar. In Proceedings
of the 7th International IEEE Symposium on Multimedia, December 2005, p. 2.

“Notes from the Second USENIX Workshop on Electronic Commerce.” M. Harkavy, A. Meyers
J. D. Tygar, A. Whitten, and H, Wong. In Proceedings of the 3rd USENIX Workshop on
Electronic Commerce, September 1998, pp. 225-242,

>

“How are we going to pay for this? Fee-for-service in distributed systems -- research and policy
issues.” C. Clifton, P. Gemmel, E. Means, M. Merges, J. D. Tygar. In Proceedings of the 15th
International Conference on Distributed Computing Systems, May 1995, pp. 344-348.

“Miro: A visual language for specifying security.” [Abstract] M. Maimone, A. Moorman, J. D.
Tygar, J. Wing. In Proceedings of the (First) USENIX UNIX Security Workshop, August
1988, p. 49.

“StrongBox: support for self-securing programs.” [Abstract] J. D. Tygar, B. Yee, and A.
Spector. In Proceedings of the (First) USENIX UNIX Security Workshop, August 1988, p-
50.

Standards Documents (does not include items listed above)

83.

84,

85.

86.

TESLA: Multicast Source Authentication Transform Introduction. A, Perrig, D. Song, R.
Canetti, J. D. Tygar, B. Briscoe. IETF RFC 4082. June 2005. (Early drafts of this RFC were
published in October 2002, and in May, August, and December 2004.)

Performance Criteria for Information-Based Indicia and Security Architecture for Closed
IBI Postage Metering Systems (PCIBI-C) (Draft). United States Postal Service. January
1999. (Note: 1 was a major contributor to this document.)

Performance Criteria for Information-Based Indicia and Security Architecture for Open
IBI Postage Evidence Systems (PCIBI-O) (Draft). United States Postal Service. February
2000. (Note: I was a major contributor to this document.)

Production, Distribution, and Use of Postal Security Devices and Information Based
Indicia.” United States Postal Service. Federal Register 65:191, October 2, 2000, pp. 58682-
58698. (Note: I was a major contributor to. this document.)

Technical Reports (does not include items listed above)

87.

88.

89.

Usability of Security: A Case Study. A. Whitten and J. D. Tygar. Carnegie Mellon University
Computer Science technical report CMU-CS-98-155, December 1998. (Note: this report partly
overlaps item 6, but also includes substantial additional material.)

Security for Network Attached Storage Devices. H. Gobioff, G. Gibson and J. D. Tygar.
Carnegie Mellon University Computer Science technical report CMU-CS-97-185, October 1997.

Cryptography: It’s Not Just for Electronic Mail Anymore. J. D. Tygar and B. Yee. Carnegie
Mellon University Computer Science technical report CMU-CS-93-107, March 1993. (See also
item 13 above.)
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90. Median Separators in d Dimensions. J. Sipelstein, S. Smith, and J. D. Tygar . Carnegie Mellon
University Computer Science technical report CMU-CS-88-206, December 1988.

91. When are Best Fit and First Fit Optimal? C. McGeoch and J. D. Tygar. Carnegie Mellon
University Computer Science technical report CMU-CS-87-168, October 1987,

92. Display Manager User’s Guide. J. D. Tygar. Valid Logic Systems engineering memorandum,
VED-050682-1-JDT, May 1982.

93. Performance analysis of the DANTE Network. Bell Telephone Laboratories technical
memorandum, August 1981,

Patents (does not include items listed above)

'94. Anonymous certified delivery. L.J. Camp, J. D. Tygar, and M. Harkavy. US Patent 6,076,078
June 13, 2000.

’

95. Method and apparatus for purchasing and delivering digital goods over a network. M.
Sirbu, J. D. Tygar, B. Cox, T. Wagner. US Patent 5,809,144, September 15, 1998.

Miscellaneous Technical (does not include items listed above)

96. Security with Privacy. Briefing from the Information Science and Technology Study Group on
Security and Privacy (chair: J. D. Tygar). December 2002.

97. Expert Report of J. D. Tygar ... A&M Records et al v, Napster.... J. D. Tygar. (For Hearing)
July 2000.

Miscellaneous Non-Technical (does not include items listed above)

98. “Welcome Multiculturalism (Letter to the Editor).” ). D. Tygar. Taipei Times, November 12,
2004, p. 8.
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the foregoing
Brief on Appeal Under 37 C.F.R. § 41.37 from Final Rejection in Reexamination No.
90/007,403 was served via First Class United States Mail, postage prepaid, this 30th day

of July 2007, on the following:

Mr. Albert S. Penilla

Martine, Penilla, & Gencarella, LLP

710 Lakeway Drive, Suite 200

Sunnyvale, CA 94085

Attorney for Third Party Reexamination Requester

By:

%ﬁert A. Koons, Jr.
ttorney for Appellant (Patentee)
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

| APPLICATION NO. l FILING DATE ] FIRST NAMED INVENTOR

IA'ITORNEY DOCKET NO. | CONFIRMATION NO. |
90/007,403 . 01/31/2005

5675734 NAPSP002 3002
23973 7590 01/17/2008 |
DRINKER BIDDLE & REATH

ATTN: INTELLECTUAL PROPERTY GROUP
ONE LOGAN SQUARE [
18TH AND CHERRY STREETS

PHILADELPHIA, PA 19103-6996

EXAMINER I :

ART UNIT | PparerNumBER |

DATE MAILED: 01/17/2008

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissisner for Patents

United Stales Patent and Trademark Office
P.0. Box1450

Alexandria, VA 22313-1450

VW usPTo.gov

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

Albert S. Penilla

Martine Penilla & Gencarella, LLP
710 Lakeway Drive, Suite 200
Sunnyvale, CA 94085

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007,403.

PATENT NO. 5675734.

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Application No. Applicant(s)
Notification of Non-Compliant Appeal Brief | 90/007,403 5675734
(37 CFR 41-37) Examiner Art Unit
Roland G. Foster 3992

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
The Appeal Brief filed on 30 July 2007 is defective for failure to comply with one or more provisions of 37 CFR 41.37.

To avoid dismissal of the appeal, applicant must file anamended brief or other appropriate correction (see MPEP
1205.03) within ONE MONTH or THIRTY DAYS from the mailing date of this Notification, whichever is longer.
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136.

1. [T The brief does not contain the items required under 37 CFR 41.37(c), or the items are not under the proper
heading or in the proper order.

2. [J The brief does not contain a statement of the status of all claims, (e.g., rejected, allowed, withdrawn, objected to,
canceled), or does not identify the appealed claims (37 CFR 41.37(c)(1)(iii)).

3. [0 Atleast one amendment has been filed subsequent to the final rejection, and the brief does not contain a
statement of the status of each such amendment (37 CFR 41.37(c)(1)(iv)).

4. [ (a) The brief does not contain a concise explanation of the subject matter defined in each of the independent
claims involved in the appeal, referring to the specification by page and line number and to the drawings, if any,
by reference characters; and/or (b) the brief fails to: (1) identify, for each independent claim involved in the
appeal and for each dependent claim argued separately, every means plus function and step plus function under
35 U.8.C. 112, sixth paragraph, and/or (2) set forth the structure, material, or acts described in the specification
as corresponding to each claimed function with reference to the specification by page and line number, and to
the drawings, if any, by reference characters (37 CFR 41.37(c)(1)(v)).

5. [J The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR
41.37(c)(1)(vi))

6. [J The brief does not present an‘argument under a separate heading for each ground of rejection on appeal (37 CFR
41.37(c)(1)(vii)). .

7. [J The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR
41.37(c)(1)(viii)).

8. [0 The brief does not contain copies of the evidence submitted under 37 CFR 1.130, 1.131, or 1.132 or of any

other evidence entered by the examiner and relied upon by appellant in the appeal, along with a
statement setting forth where in the record that evidence was entered by the examiner, as an appendix
thereto (37 CFR 41.37(c)(1)(ix)).

9. [ The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding
identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR
41.37(c)(1)(x)).

10..J Other (including any explanation in support of the above items):

Reference to unentered information is not permitted in the Appeal Brief. See 37 CFR § 41.37(c).(1).(ix). See also MPEP
1205.02.(ix). The instant Appeal Brief refers to unentered evidence, such as a March 17, 2007 (in actuality the May 17,
2007) Declaration of Dr. J. Douglas Tygar, which is cited and discussed, for example, on pages 61-63 of the Bref.

Furthermore, the "Evidence Appendix" to the Brief cites to the 2007 Tygar Declaration and to an IEEE article submitted May
17,2007. For reasons why the above identified evidence was not entered, see the Advisory Action, mailed July 30, 2007 .

2 —
oland G. Foster
E.S '< Primary Examiner
Art Unit; 3992

U.S. Patent and Trademark Office
PTOL-462 (Rev. 7-05) Notification of Non-Compliant Appeal Brief (37 CFR 41.37) Part of Paper No. 20080110
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67274 U.S.PTO

AR RENAD Best Avaiable Con. - | - © Lowanat.

01/30/08

Express Mail Label No.: EV 299882940 US
Attorney's Docket No. NAPSP002 Patent

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

re Application of: Arthur R. Hair : Group No.: 3992
Serial No.: 90/007,403 : Examiner: Roland G. Foster
Filed: January 31, 2005 : Confirmation No. 3002

For: SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS
RESPONSE TO NOTIFICATION OF NON-COMPLIANT APPEAL BRIEF

Mail Stop Appeal Brief - Patents
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Sir:

In response to the Notification of Non-Compliant Appeal Brief dated January 17, 2008
(“the Notification”), Appellant respectfully encloses herewith an AMENDED BRIEF ON
APPEAL UNDER 37 C.F.R. § 41.37, which removes reference to information that the examiner
failed to enter (i.e., the May 17, 2007 Declaration of Dr. J. Douglas Tygar and the IEEE article
by Wright submitted on May 17, 2007). This response is being timely filed within the one
month period set forth in the Notification. No fee is believed to be due for the filing of this

response. Please charge any fee that is due, and credit any overpayment, to deposit account no.

50-0573.

CERTIFICATE OF MAILING
UNDER 37 C.F.R. 1.8(a)

[ hereby certify that this paper, along with any paper referred to as being
attached or enclosed, is being deposited with the United States Postal Service on
the date indicMd below, with sufficient postage, as first class mail, in an
envelope addressed to: Mail Stop Appeal Brief - Patents, Commissioner for
Patents;.P.O. Box 1450, Alexandua, V. ) 22313-1450.
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Appellant respectfully submits that removing reference to the unentered information
overcomes the objections in the Notification and places the brief in compliance with 37 C.F.R. §
41.37. If, in the opinion of the examiner, a telephone conference would aid in processing the

subject brief, the examiner is invited to call the undersigned attorney.

Respectful

Rogen A. Koons, Jr., Esq.
Attorney for Appellant
Reg. No. 32,474

Drinker Biddle & Reath LLP
One Logan Square

18™ and Cherry Streets
Philadelphia, PA 19103-6996
Telephone (215) 988-3392
Facsimile (215) 988-2757
Date: January 30, 2008
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67274 U.§ BT6

AT ey Dok o Narsin e N
01/30/0%8:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

¢
Mapeartt
In re Application of: Arthur R. Hair : Group No.: 3992
Serial No.: 90/007,403 Examiner: Roland G. Foster
Filed: January 31, 2005 : Confirmation No. 3002

For: SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

AMENDED BRIEF ON APPEAL UNDER 37 C.F.R. § 41.37

Mail Stop Appeal Brief - Patents
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Real Party in Interest

Appellant’s real party in interest is:

DMT Licensing, LLC (a wholly-owned subsidiary of GE Intellectual Property
Licensing, Inc., which is a wholly-owned subsidiary of General
Electric Co.)

105 Carnegie Center

Princeton, New Jersey 08540

Related Appeals and Interferences

The Appeals in copending reexaminations 90/007,402 and 90/007,407 are related to the
instant Appeal. The outcomes in these copending Appeals may affect, be affected by, or have
some bearing on the Board’s decision in the instant Appeal.

Status of the Claims

Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 60 are currently

pending. Claims numbered 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 34
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were originally issued in U.S. Patent Number 5,675,734 (the “‘734 Patent”). Claims 35 through
60 were added during reexamination.

Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60 are rejected under 35
U.S.C. § 112, first paragraph. Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31
through 60 are rejected under 35 U.S.C. § 103(a). Claims 1 through 4, 6 through 19, 22 through
25, 28 and 31 through 60 are rejected under the doctrine of obviousness-type double-patenting
over Claims 1 through 6 of U.S. Patent 5,191,573 (the “‘573 Patent”). Appellant appeals the
rejection of all claims.

Status of Amendments

All amendments have been entered.

Summary of the Claimed Subject Matter

Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31 through 60 are the
independent claims. Below, Appellant summarizes the claimed subject matter in the
independent claims per 37 C.F.R. § 41.37(c)(1)(v) using references to the Figures and column
and line numbers in the issued patent.

Independent Claim 1 recites a method for transferring desired digital video or digital
audio signals [Abstract; col. 6, Ins. 13 to 16]. The method comprises the steps of forming a
connection through telecommunications lines between a first memory of a first party at a first
party location and a second memory of a second party at a second party location remote from
the first party location [Fig. 1 (20B, 30, 50B); col. 3, Ins. 5 to 8; col. 4, Ins. 8 to 15; col. 5, Ins.
47 to 51], said first memory having a first party hard disk [Fig. 1 (10); col. 3, In. 63] having a
plurality of digital video or digital audio signals including coded desired digital video or digital

audio signals [col. 4, Ins. 8 to 11 and Ins. 43 to 50; col. 6, Ins. 13 to 16], and a sales random
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access memory chip which temporarily stores a replica of the coded desired digital video or
digital audio signals purchased by the second party for subsequent transfer via
telecommunications lines to the second memory of the second party [Fig. 1 (20C); col. 3, Ins.
65 to 66], the second memory having a second party hard disk [Fig. 1 (60); col. 4, In. 5]. The
method further comprises telephoning the first party controlling use of the first memory by the
second party [col. 3, Ins. 5 to 8; col. 7, In. 67 to col. 8, In. 3], providing a credit card number of
the second party controlling the second memory to the first party controlling the first memory
so the second party is charged money [col. 2, Ins. 39 to 43 and Ins. 64 to 66; col. 7, Ins. 31 to
40]. The method further comprises electronically coding the desired digital video or digital
audio signals to form said coded desired digital video or digital audio signals into a
configuration which would prevent unauthorized reproduction of the desired digital video or
digital audio signals [col. 2, In. 64 to col. 3, In. 1; col. 4, Ins. 43 to 50; col. 6, Ins. 13 to 16]. The
method further comprises storing a replica of the coded desired digital video or digital audio
signals from the first party hard disk into the sales random access memory chip [col. 4, Ins. 51
to 54], transferring the stored replica of the coded desired digital video or digital audio signals
from the sales random access memory chip of the first party to the second memory of the
second party through telecommunications lines while the second memory is in possession and
control of the second party [col. 4, Ins. 51 to 54], and storing the transferred replica of the coded
desired digital video or digital audio signals in the second party hard disk [col. 4, Ins. 55 to 58].
Independent Claim 4 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include

desired digital video or digital audio signals [Fig. 1 (10); col. 3, In. 61 to col. 4, In. 16], a sales
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random access memory chip electronically connected to the first party hard disk for storing a
replica of the desired digital video or digital audio signals of the first party’s hard disk to be
transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 65 to 66; col. 4, Ins. 51 to
54], and means for electronically selling the desired digital video or digital audio signals [col. 4,
Ins. 9 to 15]. The system further comprises a second party control unit having a second party
control panel, a second memory connected to the second party control panel [Fig. 1 (50A, 50B);
col. 4, Ins. 1 to 18], and means for playing the desired digital video or digital audio signals
connected to the second memory and the second party control panel [Fig. 1 (70, 80); col. 4, Ins.
1 to 8 and 24 to 26; col. 6, In. 56 to col. 7, In. 11], said means for playing operatively controlled
by the second party control panel [col. 4, Ins. 37 to 61; col. 6, Ins. 30 to 31], said second party
control unit remote from the first party control unit [Fig. 1 (20B, 30, 50B); col. 3, Ins. 5 to §;
col. 6, Ins. 31 to 32], said second party control unit placed by the second party at a location

determined by the second party [col. 5, Ins. 17 to 34; col. 6, Ins. 33 to 35], the second party
memory includes a second party hard disk which stores the desired digital video or digital audio
signals transferred from the sales random access memory chip, and a playback random access
memory chip electronically connected to the second party hard disk for storing a replica of the
desired digital video or digital audio signals from the second party hard disk as a temporary
staging area for playback [Fig. 1 (50D, 60); col. 4, Ins. 1 to 7 and Ins. 55 to 61; col. 6, Ins. 13 to
16 and Ins. 50 to 56]. The system further comprises telecommunications lines connected to the
first party control unit and the second party control unit through which the electronic sales of
the desired digital video or digital audio signals occur and through which the desired digital
video or digital audio signals are electronically transferred from the sales random access

memory chip to the second memory while the second memory is in possession and control of
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the second party and after the desired digital video or digital audio signals are sold to the second
party by the first party [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 8 to 16; col. 6, Ins. 38 to 45].
Independent Claim 11 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party to a second memory of a second party
[Abstract; col. 6, Ins. 13 to 16]. The system comprises a first memory in possession and control
of the first party [Fig. 1 (10, 20C); col. 3, Ins. 61 to 66; col. 6, Ins. 19 to 21], a second memory
in possession and control of the second party [Fig. 1 (50C, 50D, 60); col. 4, Ins. 1 to 5; col. 6,
Ins. 46 to 48], said second memory at a location remote from said first memory [col. 6, Ins. 31
to 32). The second memory includes a second party hard disk [Fig. 1 (60); col. 4, Ins. 1 to 5].
The system further comprises telecommunications lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins.
12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for transferring money electronically via
telecommunications lines from the second party controlling use and in possession of the second
memory to the first party controlling use and in possession of the first memory [col. 2, Ins. 21 to
24 and 39 to 43; col. 4, Ins. 8 to 25; col. 8, Ins. 27 to 31], means or a mechanism for connecting
electronically via the telecommunications lines the first memory with the second memory such
that the desired digital video or digital audio signals can pass therebetween, said connecting
means or mechanism in electrical communication with the transferring means or mechanism,
said connecting means or mechanism comprises a first control unit in possession and control of
the first party, and a second control unit in possession and control of the second party [Fig. 1
(20B, 50B); col. 3, In. 63 to col. 4, In. 7; col. 6, Ins. 17 to 45], said first control unit comprises a
first control panel, first control integrated circuit and a sales random access memory, said sales
random access memory and said first control panel in electrical communication with said first

control integrated circuit [Fig. 1 (20A); col. 3, Ins. 64 to 66; col. 4, Ins. 19 to 23 and Ins. 40 to

Page 01341



Express Mail No.: EV 299882940 US Control No.: 90/007,403

50], said second control unit comprising a second control panel, a second control integrated
circuit, an incoming random access memory and a playback random access memory, said
second control panel, said incoming random access memory and said playback random access
memory in electrical communication with said second control integrated circuit [Fig. 1 (504,
50B, 50C, 50D); col. 4, Ins. 1 to 4, 15 to 18 and 40 to 50]. The system further comprises a
means or a mechanism for transmitting the desired digital video or digital audio signals from
the first memory to the second memory, said means or mechanism for transmitting comprising a
transmitter connected to the first memory and the telecommunications lines and a receiver
connected to the second memory, the transmitter and the telecommunications lines [Fig. 1 (20B,
30, 50B); col. 3, In. 67; col. 4, Ins. 11 to 15; col. 6, Ins. 24 to 28; col. 3, Ins. 24 to 29], said first
party in control and possession of the transmitter [col. 3, Ins 24 to 29], said second party in
control and possession of the receiver, said receiver remote from said transmitter and said
receiver at a location determined by the second party [col. 6, Ins. 33 to 45], said transmitting
means or mechanism in electrical communication with said connecting means or mechanism,;
and means or a mechanism for storing the desired digital video or digital audio signals from the
first memory. into the second party hard disk of the second memory, said storing means or
mechanism in electrical communication with said receiver of said transmitting means or
mechanism and with said second memory [Fig. 1 (50B, 50C, 60); col. 4, Ins. 39 to 61; col. 7, In.
67 to col. 8, In. 11].

Independent Claim 16 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party at a first party location to a second
memory of a second party at a second party location [Abstract; col. 6, Ins. 13 to 16]. The

system comprises a first memory at a first party location [Fig. 1 (10, 20C); col. 3, Ins. 61 to 66;
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col. 6, Ins. 17 to 21], said first memory in possession and control of the first party [col. 4, Ins. 8
to 15; col. 8, Ins. 24 to 27], said first memory comprising a first party hard disk in which the
desired digital video or digital audio signals are stored [Fig. 1 (20C); col. 3, In. 63; col. 4, Ins. 8
to 11; col. 6, Ins. 13 to 16]. The system further comprises a second memory in possession and
control of the second party [Fig. 1 (50C, 50D, 60); col. 4, Ins. 1 to 5 and Ins. 15 to 18; col. 6,
Ins. 38 to 48], wherein said second memory is at a second party location remote from said first
memory [col. 6, Ins. 31 to 35], said second memory comprising a second party hard disk in
which the desired digital video or digital audio signals are stored that are received from the first
memory and a playback random access memory connected to the second party hard disk [Fig. 1
(50D, 60); col. 4, Ins. 1 to 5]. The system further comprises telecommunications lines [Fig. 1
(30); col. 3, In. 67; col. 4, Ins. 12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for the first
party to charge a fee to the second party and provide access to the desired digital video or
digital audio signals at the first party location remote from the second party location [col. 2, Ins.
21 to 24 and 39 to 43; col. 6, Ins. 22 to 24], said first party controlling use of the first memory
[col. 4, Ins. 8 to 15; col. 8, Ins. 21 to 23], said second party controlling use and in possession of
the second memory [col. 2, Ins. 43 to 48; col. 3, Ins. 24 to 29; col. 5, Ins. 51 to 55], said means
or mechanism for the first party to charge a fee includes means or a mechanism for transferring
money electronically from the second party via telecommunications lines to the first party at the
first party location remote from the second memory at the second party location [col. 8, Ins. 26
to 31]. The system further comprises means or a mechanism for connecting electronically via
telecommunications lines the first memory with the second memory such that the desired digital
video or digital audio signals can pass therebetween, said connecting means or mechanism in

electrical communication with the transferring means or mechanism, said connecting means or
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mechanism comprises a first control unit disposed at the first party location and a second
control unit disposed at the second party location remote from said first control unit [col. 3, Ins.
16 to 23; col. 3, In. 64 to col. 4, In. 4; col. 6, Ins. 31 to 35], said first control unit comprises a
first control panel, first control integrated circuit, and a sales random access memory connected
to the first hard disk for temporarily storing a replica of the desired digital video or digital audio
signals to be transmitted from the first control unit, said sales random access memory, said first
hard disk and said first control panel in electrical communication with said first control
integrated circuit [Fig. 1 (10, 20A, 20B, 20C); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to
16], said second control unit comprising a second control panel, a second control integrated
circuit, and an incoming random access memory which temporarily stores the desired digital
video or digital audio signals transmitted from the sales random access memory, said playback
random access memory connected to the incoming random access memory for temporarily
storing a replica of the desired digital video signals or digital audio signals to be played, said
incoming random access memory connected to said second party hard disk, said second control
panel, said inéoming random access memory, said second party hard disk and said playback
random access memory in electrical communication with said second control integrated circuit
[Fig. 1 (S0A, 50B, 50C, 50D, 60); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to 16]. The
system further comprises means or a mechanism for transmitting the desired digital video or
digital audio signals from the sales random access memory to the incoming random access
memory, said means or mechanism for transmitting comprising a transmitter connected to the
sales random access memory and the telecommunications lines and a receiver connected to the
incoming random access memory, the transmitter and the telecommunications lines [col. 3, Ins.

24 t0 29; col. 4, Ins. 11 to 18 and 37 to 61], said first party in control and possession of the
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transmitter, said second party in control and possession of the receiver [col. 4, Ins. 11 to 18; col.
5, Ins 51 to 56], said receiver remote from said transmitter [col. 3, Ins. 5 to 8; col. 6, Ins. 28 to
32], and said receiver at the second party location determined by the second party [col. 5, Ins.
55 to 56], said transmitting means or mechanism in electrical communication with said
connecting means or mechanism {col. 4, Ins. 51 to 58; col. 7, Ins. 17 to 23], and means or a
mechanism for storing the desired digital video or digital audio signals from the sales random
access memory in the incoming random access memory, said storing means or mechanism in
electrical communication with said receiver of said transmitting means or mechanism and with
said sales random access memory [col. 4, Ins. 1 to 5 and 59 to 61; col. 6, In. 46 to col. 7, In. 7].
Independent Claim 19 recites a system for transferring digital video signals [Abstract;
col. 6, Ins. 13 to 16]. The system comprises a first party control unit in possession and control
of a first party [col. 3, Ins. 64 to 66; col. 4, Ins. 11 to 15; col. 5, Ins. 51 to 55; col. 8, Ins. 7 to
11], a second party control unit in possession and control of the second party [col. 4, Ins. 1 to 4;
col. 5, Ins. 26 to 31; col. 6, Ins. 38 to 45], wherein said second party control unit is at a location
remote from said first party control unit [col. 6, Ins. 33 to 35]. The first party control unit has a
first memory having a plurality of desired individual video selections as desired digital video
signals, said first party control unit which includes a first party hard disk having the plurality of
digital video signals which include desired digital video signals [Fig. 1 (10); col. 4, Ins. 8 to 11],
and a sales random access memory chip electronically connected to the first party hard disk for
storing a replica of the desired digital video signals of the first party’s hard disk to be
transferred from the first party control unit [Fig. 1 (20C); col. 4, Ins. 51 to 54], and means or a
mechanism for the first party to charge a fee to the second party for access to the desired digital

video signals of the first party’s hard disk at a location remote from the second party location
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[col. 2, In. 64 to col. 3, In. 8; col. 6, Ins. 22 to 24; col. 7, Ins. 31 to 40]. The system further
comprises a second party control unit having a second party control panel, a receiver and a
video display for playing the desired digital video signals received by the receiver, said second
party control panel connected to the video display and the receiver, said receiver and video
display operatively controlled by the second party control panel [Fig. 1 (70); col. 4, Ins. 1 to 6,
15 to 18 and 39 to 49], said second party control unit remote from the first party control unit,
said second party control unit placed by the second party at a second party location determined
by the second party which is remote from said first party control unit [col. 6, Ins. 33 to 35], said
second party choosing the desired digital video signals from the first party’s hard disk with said
second party control panel [col. 4, Ins. 39 to 49; col. 8, Ins. 3 to 6], said second party control
unit includes a second memory which is connected to the receiver and the video display [col. 5,
Ins. 26 to 32], said second memory storing the desired digital video signals that are received by
the receiver to provide the video display with the desired digital video signals from the sales
random access memory chip [col. 4, Ins. 15 to 19 and 55 to 58], the second party control unit
includes a second party hard disk which stores a plurality of digital video signals, and a
playback random access memory chip electronically connected to the second party hard disk for
storing a replica of the desired digital video signals as a temporary staging area for playback
[Fig. 1 (50D, 60); col. 4, Ins. 1 to 5 and 55 to 61], and telecommunications lines connected to
the first party control unit and the second party control unit through which the desired digital
video signals are electronically transferred from the sales random access memory chip to the
receiver while the second party control unit is in possession and control of the second party

after the desired digital video signals are sold to the second party by the first party, said
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telecommunications lines include telephone lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 11 to
18].

Independent Claim 28 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include
desired digital video or digital audio signals [Fig. 1 (10); col. 3, Ins. 63 to 66; col. 4, Ins. 8 to
15], a sales random access memory chip electronically connected to the first party hard disk for
storing a replica of the desired digital video or digital audio signals of the first party’s hard disk
to be transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 63 to 66; col. 4, Ins.
51 to 54], and a mechanism for electronically selling the desired digital video or digital audio
signals of the first party’s hard disk [col. 2, Ins. 39 to 43; col. 4, Ins. 11 to 15; col. 6, Ins. 22 to
24]. The system further comprises a second party control unit having a second party control
panel, a second memory connected to the second party control panel, and a mechanism for
playing the desired digital video or digital audio signals connected to the second memory and
the second party control panel [Fig. 1 (50A, 70, 80); col. 4, Ins. 1 to 7], said playing mechanism
operatively controlled by the second party control panel [col. 4, Ins. 39 to 61; col. 5, Ins. 17 to
40; col. 6, Ins. 13 to 16], said second party control unit remote from the first party control unit,
said second party control unit placed by the second party at a location determined by the second
party [col. 6, Ins. 31 to 35], the second party control unit includes a second party hard disk
which stores a plurality of digital video or audio signals, and a playback random access memory
chip electronically connected to the second party hard disk for storing a replica of the desired
digital video or audio signals as a temporary staging area for playback [Fig. 1 (50D, 60); col. 4,

Ins. 1to 5 and 59 to 61; col. 6, Ins. 13 to 16] and telecommunications lines connected to the first
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party control unit and the second party control unit through which the electronic sales of the
desired digital video or digital audio signals occur of the first party’s hard disk, and over which
the desired digital video or digital audio signals of the first party’s hard disk are electronically
transferred from the sales random access memory chip to the second memory while the second
party is in possession and control of the second memory and after the desired digital video or
digital audio signals are sold to the second party by the first party, said telecommunications
lines include telephone lines [Fig. 1 (30); col. 3, Ins. 5 to 12 and 67].

Independent Claim 35 recites a method for transferring desired digital video or digital
audio signals [Abstract; col. 6, Ins. 13 to 16]. The method comprises the steps of forming a
connection through telecommunications lines between a first memory of a first party at a first
party location and a second memory of a second party at a second party location remote from
the first party location [col. 3, Ins. 5 to 8; col. 4, Ins. 8 to 15; col. 5, Ins. 47 to 51], said first
memory having a first party hard disk [Fig. 1 (10); col. 3, In. 63] having a plurality of digital
video or digital audio signals including coded desired digital video or digital audio signals [col.
4, Ins. 8 to 11 and 43 to 50; col. 6, Ins. 13 to 16], and a sales random access memory chip which
temporarily stores a replica of the coded desired digital video or digital audio signals purchased
by the second party for subsequent transfer via telecommunications lines to the second memory
of the second party [Fig. 1 (20C, 30); col. 3, Ins. 65 to 66]. The method further comprises
telephoning the first party controlling use of the first memory by the second party [col. 3, Ins. 5
to 8; col. 7, In. 67 to col. 8, In. 3], providing a credit card number of the second party
controlling the second memory to the first party controlling the first memory so the second
party is charged money [col. 2, Ins. 39 to 43 and 64 to 66; col. 7, Ins. 31 to 40]. The method

further comprises electronically coding the desired digital video or digital audio signals to form
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said coded desired digital video or digital audio signals into a configuration which would
prevent unauthorized reproduction of the desired digital video or digital audio signals [col. 2, In.
64 to col. 3, In. 1; col. 4, Ins. 43 to 50; col. 6, Ins. 13 to 16]. The method further comprises
storing a replica of the coded desired digital video or digital audio signals from the hard disk
into the sales random access memory chip [col. 4, Ins. 51 to 54], transferring the stored replica
of the coded desired digital video or digital audio signals from the sales random access memory
chip of the first party to the second memory of the second party through telecommunications
lines while the second memory is in possession and control of the second party [col. 4, Ins. 51
to 54], and storing the transferred replica of the coded desired digital video or digital audio
signals in a non-volatile storage portion of the second memory [col. 4, Ins. 55 to 58], wherein
the non-volatile storage portion is not a tape or CD [col. 2, Ins. 43 to 47].

Independent Claim 37 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include
desired digital video or digital audio signals [Fig. 1 (10); col. 3, In. 61 to col. 4, In. 16], a sales
random access memory chip electronically connected to the first party hard disk for storing a
replica of the desired digital video or digital audio signals of the first party’s hard disk to be
transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 65 to 66; col. 4, Ins. 51 to
54], and means for electronically selling the desired digital video or digital audio signals [col. 4,
Ins. 9 to 15]. The system further comprises a second party control unit having a second party
control panel, a second memory connected to the second party control panel [Fig. 1 (50A); col.
4, Ins. 1 to 8 and 24 to 26; col. 6, In. 56 to col. 7, In. 11], and means for playing the desired

digital video or digital audio signals connected to the second memory and the second party
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control panel, said means for playing operatively controlled by the second party control panel
[Fig. 1 (70, 80); col. 4, Ins. 37 to 61; col. 6, Ins. 30 to 31], said second party control unit remote
from the first party control unit [col. 3, Ins. 5 to 8; col. 6, Ins. 31 to 32], said second party
control unit placed by the second party at a location determined by the second party [col. 5, Ins.
17 to 34; col. 6, Ins. 33 to 35], the second memory includes a non-volatile storage portion which
is not a tape or CD [col. 2, Ins. 43 to 47], the second memory storing the desired digital video or
digital audio signals transferred from the sales random access memory chip, and a playback
random access memory chip electronically connected to the non-volatile storage for storing a
replica of the desired digital video or digital audio signals from the non-volatile storage as a
temporary staging area for playback [Fig. 1 (50D); col. 4, Ins. 1 to 7 and 55 to 61; col. 6, Ins. 13
to 16 and 50 to 56]. The system further comprises telecommunications lines connected to the
first party control unit and the second party control unit through which the electronic sales of
the desired digital video or digital audio signals occur and through which the desired digital
video or digital audio signals are electronically transferred from the sales random access
memory chip to the second memory while the second memory is in possession and control of
the second party and after the desired digital video or digital audio signals are sold to the second
party by the first party [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 8 to 16; col. 6, Ins. 38 to 45].
Independent Claim 43 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party to a second memory of a second party
[Abstract; col. 6, Ins. 13 to 16]. The system comprises a first memory in possession and control
of the first party [col. 3, Ins. 61 to 66; col. 6, Ins. 19 to 21], a second memory in possession and
control of the second party [col. 4, Ins. 1 to 5; col. 6, Ins. 46 to 48], said second memory is at a

location remote from said first memory [col. 6, Ins. 31 to 32], telecommunications lines [Fig. 1
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(30); col. 3, In. 67; col. 4, Ins. 12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for
transferring money electronically via telecommunications lines from the second party
controlling use and in possession of the second memory to the first party controlling use and in
possession of the first memory [col. 2, Ins. 21 to 24 and 39 to 43; col. 4, Ins. 8 to 25; col. 8, Ins.
27 to 31], and includes a non-volatile storage portion that is not a tape or CD [col. 2, Ins. 43 to
47). The system further comprises means or a mechanism for connecting electronically via the
telecommunications lines the first memory with the second memory such that the desired digital
video or digital audio signals can pass therebetween, said connecting means or mechanism in
electrical communication with the transferring means or mechanism, said connecting means or
mechanism comprises a first control unit in possession and control of the first party, and a
second control unit in possession and control of the second party [col. 3, In. 63 to col. 4, In. 7;
col. 6, Ins. 17 to 45]. Said first control unit comprises a first control panel, first control
integrated circuit and a sales random access memory, said sales random access memory and
said first control panel in electrical communication with said first control integrated circuit [Fig.
1 (20A, 20B, 20C); col. 3, Ins. 64 to 66; col. 4, Ins. 19 to 23 and 40 to 50], said second control
unit comprising a second control panel, a second control integrated circuit, an incoming random
access memory and a playback random access memory, said second control panel, said
incoming random access memory and said playback random access memory in electrical
communication with said second control integrated circuit [Fig. 1 (50A, 50B, S0C, 50D); col. 4,
Ins. 1to4 and 15 to 18 and 40 to 50]. The system further comprises means or a mechanism for
transmitting the desired digital video or digital audio signals from the first memory to the
second memory, said means or mechanism for transmitting comprising a transmitter connected

to the first memory and the telecommunications lines and a receiver connected to the second
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memory, the transmitter and the telecommunications lines [col. 3, Ins. 24 to 29 and 67; col. 4,
Ins. 11 to 15, col. 6, Ins. 24 to 28], said first party in control and possession of the transmitter
[col. 3, Ins 24 to 29], said second party in control and possession of the receiver, said receiver
remote from said transmitter and said receiver at a location determined by the second party [col.
6, Ins. 33 to 45], said transmitting means or mechanism in electrical communication with said
connecting means or mechanism; and means or a mechanism for storing the desired digital
video or digital audio signals from the first memory into the non-volatile storage portion of the
second memory, said storing means or mechanism in electrical communication with said
receiver of said transmitting means or mechanism and with said second memory [col. 4, Ins. 39
to 61; col. 7, In. 67 to col. 8, In. 11].

Independent Claim 48 recites a system for transmitting desired digital video or digital
audio signals stored on a first memory of a first party at a first party location to a second
memory of a second party at a second party location [Abstract; col. 6, Ins. 13 to 16]. The
system comprises a first memory at a first party location [cbl. 3, Ins. 61 to 66; col. 6, Ins. 17 to
21], said first memory in possession and control of the first party [col. 4, Ins. 8 to 15; col. 8, Ins.
24 to 27], said first memory comprising a first party hard disk in which the desired digital video
or digital audio signals are stored [Fig. 1 (10); col. 3, In. 6;3; co.4,Ins. 8to 11; col. 6, Ins. 13 to
16]. The system further comprises a second memory in possession and control of the second
party [col. 4, Ins. 1 to 5 and Ins. 15 to 18; col. 6, Ins. 38 to 48], wherein said second memory is
at a second party location remote from said first memory [col. 6, Ins. 31 to 35], said second
memory including a non-volatile storage portion in which the desired digital video or digital
audio signals are stored that are received from the first memory and a playback random access

memory, wherein the non-volatile storage portion is not a tape or CD [col. 2, Ins. 43 to 47].
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The system further comprises telecommunications lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins.
12 to 16; col. 6, Ins. 38 to 45], means or a mechanism for the first party to charge a fee to the
second party and provide access to the desired digital video or digital audio signals at the first
party location remote from the second party location [col. 2, Ins. 21 to 24 and 39 to 43; col. 6,
Ins. 22 to 24], said first party controlling use of the first memory [col. 4, Ins. 8 to 15; col. 8, Ins.
21 to 23], said second party controlling use and in possession of the second memory [col. 2, Ins.
43 to 48; col. 3, Ins. 24 to 29; col. 5, Ins. 51 to 55], said means or mechanism for the first party
to charge a fee includes means or a mechanism for transferring money electronically from the
second party via telecommunications lines to the first party at the first party location remote
from the second memory at the second party location [col. 8, Ins. 26 to 31]. The system further
comprises means or a mechanism for connecting electronically via telecommunications lines
the first memory with the second memory such that the desired digital video or digital audio
signals can pass therebetween, said connecting means or mechanism in electrical
communication with the transferring means or mechanism, said connecting means or
mechanism comprises a first control unit disposed at the first party location and a second
control unit disposed at the second party location remote from said first control unit [col. 3, Ins.
16 to 23; col. 3, In. 64 to col. 4, In. 4; col. 6, Ins. 31 to 35], said first control unit comprises a
first control panel, first control integrated circuit, and a sales random access memory connected
to the first hard disk for temporarily storing a replica of the desired digital video or digital audio
signals to be transmitted from the first control unit, said sales random access memory, said first
hard disk and said first control panel in electrical communication with said first control
integrated circuit [Fig. 1 (10, 20B); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to 16], said

second control unit comprising a second control panel, a second control integrated circuit, and

17

Page 01353



Express Mail No.: EV 299882940 US Control No.: 90/007,403

an incoming random access memory which temporarily stores the desired digital video or
digital audio signals transmitted from the sales random access memory, said playback random
access memory connected to the incoming random access memory for temporarily storing a
replica of the desired digital video signals or digital audio signals to be played, said incoming
random access memory connected to said non-volatile storage, said second control panel, said
incoming random access memory, said non-volatile storage and said playback random access
memory in electrical communication with said second control integrated circuit [Fig. 1 (50C,
50D, 60); col. 3, In. 61 to col. 4, In. 61; col. 6, Ins. 13 to 16]. The system further comprises
means or a mechanism for transmitting the desired digital video or digital audio signals from
the sales random access memory to the incoming random access memory, said means or
mechanism for transmitting comprising a transmitter connected to the sales random access
memory and the telecommunications lines and a receiver connected to the incoming random
access memory, the transmitter and the telecommunications lines [col. 3, Ins. 24 to 29; col. 4,
Ins. 11 to 18 and 37 to 61], said first party in control and possession of the transmitter, said
second party in control and possession of the receiver [col. 4, Ins. 11 to 18; col. 5, Ins 51 to 56],
said receiver remote from said transmitter [col. 3, Ins. 5 to 8; col. 6, Ins. 28 to 32], and said
receiver at the second party location determined by the second party [col. 5, Ins. 55 to 56], said
transmitting means or mechanism in electrical communication with said connecting means or
mechanism [col. 4, Ins. 51 to 58; col. 7, Ins. 17 to 23], and means or a mechanism for storing
the desired digital video or digital audio signals from the sales random access memory in the
incoming random access memory, said storing means or mechanism in electrical
communication with said receiver of said transmitting means or mechanism and with said sales

random access memory [col. 4, Ins. 1 to 5 and 59 to 61; col. 6, In. 46 to col. 7, In. 7].
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Independent Claim 51 recites a system for transferring digital video signals [Abstract;
col. 6, Ins. 13 to 16]. The system comprises a first party control unit in possession and control
of a first party [col. 3, Ins. 64 to 66; col. 4, Ins. 11 to 15; col. 5, Ins. 51 to 55; col. 8, Ins. 7 to
11], a second party control unit in possession and control of the second party [Fig. 1; col. 4, Ins.
1 to 4; col. 5, Ins. 26 to 31; col. 6, Ins. 38 to 45], wherein said second party control unit is at a
location remote from said first party control unit [col. 6, Ins. 33 to 35]. The first party control
unit having a first memory having a plurality of desired individual video selections as desired
digital video signals, said first party control unit which includes a first party hard disk having
the plurality of digital video signals which include desired digital video signals [Fig. 1 (10);
col. 4, Ins. 8 to 11], and a sales random access memory chip electronically connected to the first
party hard disk for storing a replica of the desired digital video signals of the first party’s hard
disk to be transferred from the first party control unit [Fig. 1 (20C); col. 4, Ins. 51 to 54], and
means or a mechanism for the first party to charge a fee to the second party for access to the
desired digital video signals of the first party’s hard disk at a location remote from the second
party location [col. 2, In. 64 to col. 3, In. 8; col. 6, Ins. 22 to 24; col. 7, Ins. 31 to 40]. The
system further comprises a second party control unit having a second party control panel, a
receiver and a video display for playing the desired digital video signals received by the
receiver, said second party control panel connected to the video display and the receiver, said
receiver and video display operatively controlled by the second party control panel [Fig. 1
(50A, 70); col. 4, Ins. 1 to 6, 15 to 18 and 39 to 49], said second party control unit remote from
the first party control unit, said second party control unit placed by the second party at a second
party location determined by the second party which is remote from said first party control unit

[col. 6, Ins. 33 to 35], said second party choosing the desired digital video signals from the first
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party’s hard disk with said second party control panel [col. 4, Ins. 39 to 49; col. 8, Ins. 3 to 6],
said second party control unit includes a second memory which is connectec.i to the receiver and
the video display [col. 5, Ins. 26 to 32], said second memory storing the desired digital video
signals that are received by the receiver to provide the video display with the desired digital
video signals from the sales random access memory chip [col. 4, Ins. 15 to 19 and 55 to 58], the
second party control unit includes a non-volatile storage portion which stores a plurality of
digital video signals, wherein the non-volatile storage portion is not a tape or CD [col. 2, Ins. 43
to 47), and a playback random access memory chip electronically connected to the non-volatile
storage for storing a replica of the desired digital video signals as a temporary staging area for
playback [Fig. 1 (50D); col. 4, Ins. 1 to 5 and 55 to 61], and telecommunications lines
connected to the first party control unit and the second party control unit through which the
desired digital video signals are electronically transferred from the sales random access memory
chip to the receiver while the second party control unit is in possession and control of the
second party after the desired digital video signals are sold to the second party by the first party,
the telecommunications lines include telephone lines [Fig. 1 (30); col. 3, In. 67; col. 4, Ins. 11 to
18].

Independent Claim 56 recites a system for transferring digital video or digital audio
signals [Abstract; col. 6, Ins. 13 to 16]. The system comprises a first party control unit having a
first party hard disk having a plurality of digital video or digital audio signals which include
desired digital video or digital audio signals [Fig. 1 (10); col. 3, Ins. 63 to 66; col. 4, Ins. 8 to
15], a sales random access memory chip electronically connected to the first party hard disk for
storing a replica of the desired digital video or digital audio signals of the first party’s disk to be

transferred from the first party control unit [Fig. 1 (20C); col. 3, Ins. 63 to 66; col. 4,1ns. 51 to
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54), and a mechanism for electronically selling the desired digital video or digital audio signals
of the first party’s hard disk [col. 2, Ins. 39 to 43; col. 4, Ins. 11 to 15; col. 6, Ins. 22 to 24]. The
system further comprises a second party control unit having a second party control panel, a
second memory connected to the second party control panel, and a mechanism for playing the
desired digital video or digital audio signals connected to the second memory and the second
party control panel [Fig. 1 (50A, 70, 80); col. 4, Ins. 1 to 7], said playing mechanism operatively
controlled by the second party control panel [col. 4, Ins. 39 to 61; col. 5, Ins. 17 to 40; col. 6,
Ins. 13 to 16), said second party control unit remote from the first party control unit, said second
party control unit placed by the second party at a location determined by the second party [col.
6, Ins. 31 to 35], the second memory includes a non-volatile storage portion which stores a
plurality of digital video or audio signals, wherein the non-volatile storage portion is not a tape
or CD [col. 2, Ins. 43 to 47], and a playback random access memory chip electronically
connected to the non-volatile storage for storing a replica of the desired digital video or audio
signals as a temporary staging area for playback [Fig. 1 (50D); col. 4, Ins. 1 to 5 and 59 to 61,
col. 6, Ins. 13 to 16] and telecommunications lines connected to the first party control unit and
the second party control unit through which the electronic sales of the desired digital video or
digital audio signals occur of the first party’s hard disk, and over which the desired digital video
or digital audio signals of the first party’s hard disk are electronically transferred from the sales
random access memory chip to the non-volatile storage portion of the second memory while the
second party is in possession and control of the second memory and after the desired digital
video or digital audio signals are sold to the second party by the first party, said

telecommunications lines include telephone lines [Fig. 1 (30); col. 3, Ins. 5 to 12 and 67].
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Grounds for Rejection to be Reviewed on Appeal

1. Examiner’s rejection of Claims 4, 6 through 19, 22 through 25, 28, 31 through 34 and 37
through 60 under 35 U.S.C. § 103(a) over U.S. Patent 5,132,992 to Yurt (Yurt) in view of U.S.
Patent 5,241,428 to Goldwasser (Goldwasser). In particular, Appellant seeks review of the
Examiner’s assertion that the ‘734 Patent is not entitled to the filing date of June 13, 1988, the
assertion having to be correct before either Yurt or Goldwasser could properly be cited as prior
art references.

2. Examiner’s rejection of Claims 1, 2, 35 and 36 under 35 U.S.C. § 103(a) over Yurt in
view of U.S. Patent 4,789,863 to Bush (Bush). In particular, Appellant seeks review of the
Examiner’s assertion that the ‘734 Patent is not entitled to the filing date of June 13, 1988, the
assertion having to be correct before Yurt could properly be cited as a prior art reference.

3. Examiner’s rejection of Claim 3 under 35 U.S.C. § 103(a) over Yurt in view of Bush,
further in view of Goldwasser. In particular, Appellant seeks review of the Examiner’s
assertion that the ‘734 Patent is not entitled to the filing date of June 13, 1988, the assertion
having to be correct before either Yurt or Goldwasser could properly be cited as prior art
references.

4. Examiner’s rejection of Claims 1 through 4, 6 through 19, 22 through 25, 28 and 31
through 60 for obviousness-type double-patenting over Claims 1 through 6 of the ‘573 Patent in
view of Yurt.

5. Examiner’s rejection of Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60
under 35 U.S.C. § 112, first paragraph as not being supported by the written description in the

specification.
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6. Examiner’s rejection of Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60
under 35 U.S.C. § 112, first paragraph as not being enabled by the specification.

Argument
L Summary

The instant reexamination was originally filed on January 31, 2005, and was initially
assigned to Examiner Benjamin Lanier (“Examiner Lanier””). The reexamination and two
related copending reexaminations subsequently were transferred to the Central Reexamination
Unit (“CRU”) where they were assigned to Examiner Roland Foster (“Examiner Foster”).

During the course of the proceedings in the instant reexamination, five Office Actions
were issued. The first three Office Actions were issued by Examiner Lanier, who consistently
rejected all claims presented by Appellant as obvious. In each case, Examiner Lanier relied on
combinations of up to nine references in his obviousness analyses, offering only conclusory
statements regarding the motivation or teaching to combine the multiple references. In each
case, the Appellant pointed out the impropriety of the combinations. Examiner Lanier never
rebutted the Appellant’s arguments. Instead, Examiner Lanier simply asserted that the
rejections were proper.

Following the issuance of the third Office Action by Examiner Lanier, the instant
reexamination was transferred to the CRU, specifically to Examiner Foster, where the Office
reviewed and vacated Examiner Lanier’s Final Rejection of the claims. The Office appeared to
concur with the Appellant’s view that the rejections offered by Examiner Lanier were
untenable, but the Office did not allow the claims. Instead, the Office issued two subsequent

Office Actions.
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The two subsequent Office Actions take an alternate approach which, since also
improper, has led to this appeal. Instead of relying on up to nine references, these subsequent
Office Actions relied primarily on references that post-dated the June 13, 1988 priority date for
the ‘734 Patent. In other words, the Office Actions relied on non-prior art. To justify this, the
Office first had to conduct a de novo review of the ‘734 Patent’s prosecution and then, based on
that review, reassign the ‘734 Patent’s June 13, 1988 priority date; a priority date that was
rightfully granted by the original Examiner during the initial examination of the ‘734 Patent. In
taking those steps, the Office reassigned the priority date to February 27, 1996. Then, using this
new priority date, the Office cited new art post-dating the June 13, 1988 priority date, which the
Office asserts anticipates or makes obvious all of the claims in reexamination.

As det'ailed below, this de novo review and resulting reassignment of the priority date by
the Office is clearly outside the scope of authority granted by the Reexamination Statute. 35
U.S.C. §301 et seq. Further, the attempted reassignment of a new priority date to the ‘734
Patent does not comport with the Office’s procedures.

Further, as a predicate for reassigning the priority date of the claims in the ‘734 Patent,
the Office asserts that the claims as issued are either not supported by a adequate written
description or are not enabled by the specification as filed on June 13, 1988. In making these
findings, the Office has applied improper and overly strict standards for both written description
and enablement under 35 U.S.C. § 112, first paragraph. Using the appropriate standards,
Appellant has demonstrated that the claims in reexamination are fully supported and enabled by
the originally filed specification, and are thus entitled to the priority date of June 13, 1988.

The Office has also made separate rejections of Claims 4, 6 through 10, 19, 22 through

25, 28 and 31 through 60 in reexamination under 35 U.S.C. § 112, first paragraph, as not being
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supported by an adequate written description and as not being enabled by the specification as
issued. Here again, Appellant maintains that the Office has acted outside the mandated scope of
reexamination by examining Claims 4, 6 through 10, 19, 22 through 25, 28 and 31 through 60
in their entirety for compliance with section 112, first paragraph, rather than limiting the
analysis to newly claimed subject matter. Further, the Office has again applied improper
standards for both written description support and enablement. Using the appropriate standards,
Appellant has demonstrated that the claims in reexamination do comply with the requirements
section 112, first paragraph.

Finally, the Office has rejected Claims 1 through 4, 6 through 19, 22 through 25, 28 and
31 through 60 for obviousness-type double-patenting over Claims 1 to 6 of the ‘573 Patent,
which is the subject of copending reexamination 90/007,402 (the “‘402 Reexamination”). In
support of this rejection, the Office cites Yurt. In the first instance, Appellant asserts that the
reliance on Yurt is improper, since it is not available as prior art. Further, the issue of double-
patenting was previously addressed by the original examiner during the initial examination of
the ‘734 Patent. Finally, Appellant questions the propriety of double-patenting rejections based
on claims in a related patent that is itself subject to a copending reexamination.

Since many of the positions taken by the Office in finally rejecting Claims 1 through 4,
6 through 19, 22 through 25, 28 and 31 through 60 rely on a revisiting of issues dealt with
during the original examination of the ‘734 Patent, it is appropriate here to summarize the
prosecution history of the ‘734 Patent. Appellant’s arguments herein will refer to the summary

provided in Section II below.
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IL. Prosecution History of the ‘734 Patent

The 734 Patent issued from U.S. Patent Application Serial No. 08/607,648 (the “‘648
Application”), which was filed as a continuation of U.S. Patent Application Serial No.
08/023,398 (the ““398 Application”), which was filed as a continuation of U.S. Patent
Application Serial No. 07/586,391 (the “‘391 Application”), which was filed as a continuation
of U.S. Patent Application Serial No. 07/206,497 (the “‘497 Application”), which was the
originally filed application. The ‘391 Application was issued as the ‘573 Patent, which is the
subject of copending reexamination 90/007,402, currently on Appeal.

The ‘497 Application was originally filed on June 13, 1988 by Arthur Hair as a pro se
applicant.' In the period after the initial filing of the ‘497 Application Mr. Hair retained Ansel
M. Schwartz as patent counsel. The Application was assigned to Examiner Hoa T. Nguyen
(“Examiner Nguyen”).

On December 19, 1988, Mr. Schwartz filed a preliminary amendment canceling original
Claims 1 through 10 in the ‘497 Application and replacing them with new Claims 11 through
13, which read as follows:

11. A method for transmitting a desired digital audio music signal

stored on a first memory to a second memory comprising the steps of:

transferring money to a party controlling use of the first memory
from a party controlling use of the second memory;

connecting electronically the first memory with the second
memory such that the desired digital signal can pass therebetween;

transmitting the digital signal from the first memory to the second

memory; and
storing the digital signal in the second memory. (emphasis added).

12. A method as described in Claim 1 1, including after the
transferring step, the steps of searching the first memory for the desired

! The application which became the ‘497 Application was actually mailed on June 9, 1988. However, since Mr.
Hair was unaware of the use of Express Mail, the application was accorded the date that it actually was received at
the Office.
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digital audio signal; and selecting the desired digital audio signal from the
first memory. (emphasis added).

13. A method as described in Claim 12 wherein the transferring step
includes the steps of telephoning the party controlling use of the first
memory by the party controlling the second memory; providing a credit
card number of the party controlling the second memory to the party
controlling the first memory so that the party controlling the second
memory is charged money. (emphasis added).

The first Office Action in the ‘497 Application was issued on November 15, 1988 on the
basis of Claims 11 to 13 added by the preliminary amendment. All of the claims were rejected
as anticipated by U.S. Patent 3,718,906. Mr. Schwartz responded to the Office Action on
February 26, 1990. In this response, Claims 15 through 20 were added. Exemplary Claims 14
and 15 read as follows:

14. A method as described in Claim 11 wherein the transmitting step

includes the step of transmitting the digital signal from the first memory to

the second memory at g location determined by the second party
controlling use of the second memory. (emphasis added)

15. A method for transmitting a desired a digital video or audio music
signal stored on a first memory to a second memory comprising the steps
of:

charging a fee to a first party controlling use of the second
memory;

connecting the first memory with the second memory such that the
digital signal can pass therebetween;

transmitting the digital signal from the first memory to the second

memory; and
storing the digital signal in the second memory. (emphasis added)
The second Office Action in the ‘497 Application was issued on May 10, 1990 on the
basis of Claims 11 to 20. All of the claims were rejected as anticipated by either of U.S. Patent
3,718,906 or 3,990,710. Mr. Schwartz responded to this Office Action on August 21, 1990. In

this response, Claims 11, 12 and 15 were amended and Claim 21 was added. Claims 14 and 16

to 20 were canceled. Claims 11 and 15 were amended by including the recitation of a
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“transmitter” and a “receiver.” New Claim 21 read identically to Claim 12, except that it
depended from independent Claim 15. On September 9, 1990, Examiner Nguyen issued an
Advisory Action indicating that the amendments would not be entered.

The amendment was resubmitted with a File Wrapper Continuation and subsequently
entered. The File Wrapper Continuation was assigned application serial number 07/586,391 (the
“391 Application”). The ‘391 Application was filed as a continuation of the parent ‘497
Application and claimed priority to the June 13, 1988 filing date. In fact, due to a clerical error,
Mr. Schwartz was required to revive the ‘497 Application as unintentionally abandoned for the
express purpose of establishing copendency with the ‘391 Application so that a proper claim for
priority could be made. No new oath was required by the Office when the ‘391 Application was
filed.

The first Office Action in the ‘391 Application was issued on September 9, 1991 on the
basis of Claims 11 to 13, 15 and 21. All of the claims were rejected as obvious over U.S. Patent
3,990,710. Mr. Schwartz responded to this Office Action on December 9, 1991. In this
response, Claims 11 and 15 were amended to recite that the first party location was remote from
the second party location. Claim 15 was further amended to delete the reference to digital audio
* signals. Claim 22, which was essentially identical to Claim 13, but depended from Claim 21
was added. In addition to the claim amendments, text was added to pages 3 and 5 of the
specification.

The next Office Action in the ‘391 Application was issued on February 24, 1992 on the
basis of Claims 11 to 13, 15, 21 and 22. In the Office Action, Examiner Nguyen explicitly
objected to the amendments to the specification and rejected all of the claims as being

unsupported by the originally filed specification. See pages 5 to 6 of the February 24, 1992
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Office Action. Examiner Nguyen specifically pointed out the following as not having a basis in

the original specification:

0)) “transferring money”

) “second party financially distinct from the first party”

3) “in the controlling step ‘receiver in possession...of the second
pal’ty’”

C) “telephoning”
%) “providing a credit card”

The specification was objected to “as originally filed, failing to provide clear support for
the amendments to pages 3 and 5.” The amendments to pages 3 and 5 encompassed the entirety
of the amendments to the specification. Claims 11 to 13, 15, 21 and 22 were also rejected as
obvious over U.S. Patent 3,990,710.

Mr. Schwartz responded to this Office Action on June 23, 1992. In this response, the
amendments to the specification adding text at pages 3 and 5 was withdrawn. A substitute
specification was submitted to address formal issues. Further, a new amendment to the
specification was presented adding a new Abstract and adding text at page 6 and page 12 of the
substitute specification. Claims 11 and 15 were amended to recite “transferring money
electronically via a telecommunications line” and “connecting electronically via a
telecommunications line.” Claim 15 was again amended to delete “audio.” Claim 23 was
added.

In addition to the amendments and arguments filed with the Office Action response on
June 23, 1992, Mr. Schwartz a]so-ﬁled a Declaration by Arthur Hair under 37 C.F.R. § 1.132
indicating that one of ordinary skill in the art would recognize that all of the terminology
presented in the claims and specification by amendment was supported by the originally filed

specification.
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The next Office Action in the ‘391 Application was issued on September 21, 1992 on the
basis of Claims 11 to 13, 15 and 21 to 23. The Office Action indicated that Claims 11 to 13, 15,
21 and 22 were allowable based on the response filed on June 23, 1992. Claim 23 was rejected.
Mr. Schwartz responded to this Office Action on September 30, 1992 by canceling rejected
Claim 23. The Examiner proceeded to issue a Notice of Allowance and Issue Fee Due on
October 19, 1992.

The ‘398 Application was filed on February 26, 1993 as a continuation of the ‘391
Application, which was to issue as the ‘573 Patent on March 2, 1993. Thus, the determinations
made by Examiner Nguyen in the ‘391 Application with respect to alleged new matter were of
record in the prosecution history of the ‘398 Application.

The ‘398 Application was filed with a new declaration dated February 2, 1993. The
“New Application Transmittal” papers included a claim for priority to the ‘391 Application,
which in turn claimed priority to the ‘497 Application. The specification filed with the ‘398
Application was substantially the same as the specification originally filed on June 13, 1988, but
did contain some differences. The substantive differences were as follows:

0)) The specification included a “Field of the Invention” section not

present in the originally filed application.

) The specification of the ‘398 Application included an additional

paragraph spanning lines 4 to 19 of page 5.

3) The specification of the ‘398 Application included an additional

paragraph spanning lines 5 to 20 of page 10.

6] The specification included an Abstract.
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Although the specification filed with the ‘398 Application was not identical to that
originally filed with the ‘497 Application, a review of the history of the parent (‘391) application
shows that the majority of the “new” text was substantially identical to text added by the June
23, 1992 amendment in the ‘391 Application. In particular, the “Field of the Invention” section
was substantially identical with the exception that it recited a “system” in addition to a method.
Further the paragraphs at pages 5 and 10 were substantially identical to the paragraphs added by
the June 23, 1992 amendment in the ‘391 Application with the exception that the text added to
page S recited a “system” instead of a method. It is notable that Examiner Nguyen found this
“new” text to be supported by the originally filed specification in the grandparent ‘497
Application.

The Abstract filed with the ‘398 Application was less similar to the Abstract added by the
June 23, 1992 amendment in the ‘391 Application. Nonetheless, the terminology presented in
the Abstracts was similar.

The first Office Action in the ‘398 Application was issued by Examiner Nguyen on July
1, 1993 on the basis of originally filed Claims 1 through 31. The specification was objected to
and all of Claims 1 through 31 were rejected under 35 U.S.C. § 112, first paragraph, for lack of
adequate written description. In particular, Examiner Nguyen stated that the specification failed
to set forth the problems in the prior art that the invention intended to overcome. The claims
were also rejected as anticipated by U.S. Patent 3,718,906 or obvious over U.S. Patent 3,718,906
in view of U.S. Patent 4,654,799. Mr. Schwartz responded to this Office Action on December
30, 1993 by filing an amendment adding text to the specification, amending Claims 1 through 31

and adding additional Claims 32 through 63.
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The amendment to the specification included the addition of individual terms at various
points in the existing text; e.g. the addition of “or digital video” following “music” or the
addition of “or mechanism” following “means.”

A large section of text, approximately four and two-thirds pages, was also added. Of this
added text, about two and two-thirds pages comprised a written description of original Figure 1,
using the lead numbers for the elements shown therein. Approximately one-half page of the
added text comprised means-plus-function language. The balance of the added text comprised a
description of a method using the system as set forth in the description of Figure 1.

The response filed by Mr. Schwartz also included a second declaration by Arthur Hair
under 37 C.F.R. § 1.132, explaining how the terminology presented in the specification as filed
and amended would have been understood by one having ordinary skill in the art.

The second Office Action in the ‘398 Application was issued by Examiner Nguyen on
May 4, 1994. In this Office Action, Claims 1 through 3, 8, 9, 16 through 18, 23, 24, 29 through
44 and 51 through 63 were rejected as anticipated by U.S. Patent 4,528,643. Claims 4 through
7, 10 through 15, 19 through 22, 25 through 28 and 45 through 50 were objected to as depending
from rejected claims, but were considered allowable if rewritten in independent form. Mr.
Schwartz responded to the Office Action on July 13, 1994 by making amendments to the claims
in an attempt to put the allowable claims into form for issue. The amendment to the claims
included the addition of new Claims 64 through 75. In addition, the Abstract was amended by
adding the term “digital” at various places.

Also in the July 13, 1994 response, Mr. Schwartz explicitly asked~ Examiner Nguyen to
consider any possible issues of double-patenting. Thus, Mr. Schwartz expressly stated to

Examiner Nguyen:
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“Applicant requests the Examiner to review any double patenting possibility of the
above-identified patent application in regard to U.S. Patent 5,191,573. If the Examiner
determines there is no need for any double patenting concern, the applicant requests that the
Examiner deem this request to consider double patenting as moot.” (Response to Office
Action filed by Applicant’s Counsel, Ansel Schwartz, July 13, 1994).

A third Office Action in the ‘398 Application was issued by Examiner Nguyen on
October 28, 1994, on the basis of remaining Claims 1, 5 through 7, 9, 11 through 15, 17, 20
through 23, 26 through 28, 43, 46 through 50 and 64 through 75. All of the claims were rejected
under 35 U.S.C. § 112, second and fourth paragraphs. Mr. Schwartz responded to the third
Office Action on February 24, 1995 by amending the claims. Several minor amendments to the
specification were also made. A supplemental amendment was filed by Mr. Schwartz on March
7, 1995 to change the dependency of Claim 46 from canceled Claim 66 to Claim 67.

A fourth Office Action in the ‘398 Application was issued by Examiner Nguyen on June
28, 1995, on the basis of remaining Claims 1, 5 through 7, 11 through 15, 20 through 23, 26
through 28, 43, 46 through 50, 62, 64, 65 and 67 through 75. All of the claims were rejected
under 35 U.S.C. § 112, second paragraph. In response to the fourth Office Action, Mr. Schwartz
filed the ‘648 Application as File Wrapper Continuation application on February 27, 1996. The
‘648 Application was designated a continuation of the ‘398 Application. No new oath or
declaration was filed.

Based on an interview with Examiner Nguyen, Mr. Schwartz filed a preliminary
amendment, including amendments to the existing claims and the addition of new Claims 76

through 89.
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A first Office Action in the ‘648 Application was issued by Examiner Nguyen on June
10, 1996 on the basis of the claims following the preliminary amendment. Claims 1,5, 6, 11,
23, 26 through 28, 43, 48, 67, 76 through 83 were rejected. Claims 9, 17, 20 through 22, 62, 64,
65, 68, 69 and 84 through 89 were allowed. Mr. Schwartz responded to the first Office Action
on December 6, 1996 by filing amendments to the claims.

Following the December 6, 1996 amendment, Examiner Nguyen issued a Notice of
Allowance and Issue Fee Due on February 5, 1997. On May 2, 1997, Mr. Schwartz filed
additional amendments to the specification under 37 C.F.R. § 1.312. Examiner Nguyen refused
to enter the amendments. The Issue Fee was subsequently paid and the ‘648 Application duly
issued as the ‘734 Patent on October 7, 1997.

III. THE APPROPRIATE PRIORITY DATE FOR THE CLAIMS OF THE ‘734
PATENT IN REEXAMINATION IS JUNE 13, 1988

As set forth in Section II above, the ‘734 Patent issued from U.S. Patent Application
Serial No. 08/607,648 (the “‘684 Application”) , which was filed as a continuation of U.S.
Patent Application Serial No. 08/023,398 (the “*398 Application”), which was filed as a
continuation of U.S. Patent Application Serial No. 07/586,391 (the “‘391 Application”), which
was filed as a continuation of U.S. Patent Application Serial No. 07/206,497 (the *“‘497
Application”). The Office admits the ‘734 Patent is not a continuation-in-part, but asserts that
the ‘734 Patent “shares the characteristics of a continuation-in-part.” The Office now attempts
to use this novel characterization of the ‘734 Patent as a pretext to re-examine the priority date
of the claims in the ‘734 Patent, which Examiner Nguyen had properly awarded as June 13,
1988. In particular, the Office is attempting to improperly reassign a priority date of February

27, 1996 to the claims in reexamination.
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The Office’s actions in reassigning a priority date are improper procedurally, and
incorrect based on the prosecution history of the ‘734 Patent. In the first instance, the
reexamination statutes do not empower the Office to examine claims for issues of effective
priority date in the absence of a continuation-in-part in the original examination history. On this
basis alone, the Board should vacate the Examiner’s findings with respect to the proper priority
date of the claims in the ‘734 Patent. Even if the Board does not vacate the Examiner’s findings
on this basis, the Board should vacate the Examiner’s findings because the issue was thoroughly
dealt with by Examiner Nguyen during the initial examination of the ‘734 Patent, and thus does
not present a new issue related to patentability. Even putting those arguments aside, the Board
should vacate the Examiner’s findings with respect to priority because the claims as issued in the
‘734 Patent and as currently constituted in reexamination are clearly supported by the original
specification filed on June 13, 1988.

A. The Office Exceeded Its Statutory Authority In Considering Issues Of Priority In
The Instant Reexamination

The Office exceeded its statutory authority by considering issues of priority in the
instant reexamination. It is well established that the scope of a reexamination proceeding is
limited to whether claims are patentable under 35 U.S.C. §§ 102 and 103 “on the basis of
patents and printed publications.” 37 C.F.R. § 1.552. The reexamination rules explicitly
preclude consideration of issues arising under 35 U.S.C. § 112, except “with respect to subject
matter added or deleted in the reexamination proceeding.” Id.; see also In re Etter, 756 F.2d
852, 856 (Fed. Cir. 1985) (en banc) (“only new or amended claims are also examined under 35
U.S.C. §§ 112 and 132”); Patent Reexamination: Hearing Before the Committee on the
Judiciary, 96th Cong., 499 (1979) (“Questions affecting patentability or validity which may

arise quite apart from the cited patent or publication, in view of which reexamination is
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requested, are left to be resolved in the forum really equipped to do the job -- the court.”)
(statement of Paul L. Gomery, Director, Washington Office, Patent Division of Phillips
Petroleum Co.).

Moreover, the inquiry under Section 120 as to whether the language of a particular
claim, as filed or amended during an original prosecution, was supported or unsupported by
sufficient disclosure is, by definition, not a new question. Rather, it is an issue that necessarily
arises at the time of original filing or amendment, and one that necessarily is before the original
examiner. Where a continuation-in-part (“CIP”’) appears in the prosecution history of a patent in
reexamination it may be necessary to make an inquiry into whether claims in the CIP, as issued
or amended in reexamination, find support in the originally.filed parent application or rely on
new matter added when the CIP was filed during the original prosecution of the patent.
However, where no CIP appears in the record this issue cannot arise since by definition no new
matter was found to be added during the original prosecution of the patent in question.

As aresult, it is beyond the scope of reexamination for an examiner to make a threshold
determination that new matter was added during the original examination of a patent in
reexamination in the absence of a recognition of such new matter in the record of the original
examination of the patent in question.

1. There Is No CIP In The Prosecution History Of The ‘734 Patent

The Office admits the ‘734 Patent is not a continuation-in-part, but then asserts the ‘734
Patent “shares the characteristics of a continuation-in-part,” and cites this as a basis for
assigning a later priority date to the claims of the ‘734 Patent. In support of its position the
Office points to text added to the specification of the ‘391, ‘398 and ‘648 Applications that was

not found in the originally filed specification in the ‘497 Application as grounds for this new
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designation. The Office further cites MPEP § 201.11 to support its conclusion. However, the
presence of additional or different text in the specification of a continuation application does not
by itself render the continuation application a CIP. The prohibition of MPEP § 201.11 concerns
addition of text that would constitute new matter.

As set forth in Section II above, the ‘391 Application was filed under the old File
Wrapper Continuation procedure. According to MPEP § 201.06(b), in effect at the time, if the
‘391 Application had been filed as a CIP a new oath or declaration would have been required;
none was required.

The ‘398 Application was filed as a continuation of the ‘391 Application, but did
include a different specification and a new oath. However, as detailed above, the changes to
specification as filed in the ‘398 Application were nearly identical to text introduced by
amendment to the specification of the parent ‘391 Application. As set forth above, after
extensive examination of the amendments to the specification and claims in the ‘391
Application, Examiner Nguyen determined that the added text did not constitute new matter.
As a result, this added text cannot be considered new matter in the context of the continuation
of the ‘398 Application.

Finally, the ‘648 Application was also filed under the old File Wrapper Continuation
procedure. Again, according to MPEP § 201.06(b), in effect at the time, if the ‘684 Application
had been filed as a CIP, a new oath or declaration would have been required; none was
required.

Based on the above, it is apparent that no CIP appears in the history of the original

prosecution of the ‘734 Patent.

37

Page 01373



Express Mail No.: EV 299882940 US Control No.: 90/007,403

Further, the Office has cited no authority that empowers it, in the context of
reexamination, to treat a continuation application as a CIP because the examiner in
reexamination believes the continuation “shares characteristics of a continuation-in-part.” An
application or patent is either a CIP, or it is not. There simply is no designation in the statutes or
regulations for patents that are continuations, but “share the characteristics of continuations-in-
part”, as asserted by the Office. Therefore, the Office has no statutory basis for reassigning the
priority date for the ‘734 Patent.

2, The Reexamination Statute Does Not Empower The Office To Address

Issues Of Priority Under 35 U.S.C. § 120 In The Absence Of A CIP
Application In The Prosecution History Of A Patent In Reexamination

The Office relies on MPEP §§ 2258(I)(C) and 2217 for an implicit grant of authority to
cite intervening art based upon a newly determined effective filing date for claims. The Ofﬁcé
refers to two cases:

In re Ruscetta, 255 F.2d 687 (C.C.P.A. 1958) and In re Van Langenhoven, 458 F.2d 132
(C.C.P.A. 1972), cited in MPEP § 2258(I)(C) as granting the underlying authority to address
issues under 35 U.S.C. § 120 in reexamination. The Office’s reliance on Ruscetta and van
Langenhoven is misplaced. Both Ruscetta and van Langenhoven deal explicitly with patents
issued from CIP applications, which, as discussed supra, is simply not the case in the present
reexamination. Further, both cases pre-date the reexamination statute, and thus say nothing
about the proper conduct of reexamination proceedings. The Office has cited no further
authority to support its interpretation of Ruscetta or van Langenhoven. Moreover, the Office
cannot expand the holdings of these cases simply by inserting references to them in MPEP

sections dealing with the scope of reexamination. “The MPEP sets forth PTO procedures; it is
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not a statement of law.” Regents of the Univ. of New Mexico v. Knight, 321 F.3d 1111, 1121
(Fed. Cir. 2003).

In contrast to the present case, where a CIP application appears in the prosecution history
of a patent in reexamination, it is appropriate to consider the issue of the effective priority date
of a claim in reexamination, since it is recognized that a CIP application may introduce new
matter not disclosed in its parent application. However, where no CIP appears in the original
prosecution record, the examiner in reexamination has no basis for determining that new matter
was added during the original prosecution. Further, the limited scope of reexamination prohibits
the examiner from undertaking this analysis on his own initiative.

3. MPEP § 2258.1V.E Does Not Empower The Office To Revisit The Issue Of
The Entitlement To A Priority Date Of Claims In An Issued Patent

The Office cites the Manual of Patent Examining Procedure (“MPEP”) § 2258.IV.E as
an example of revisiting priority issues in reexamination. However, most of this section
addresses only the procedural issues in reexamination for perfecting a claim for priority made
previously during initial examination and does not address the merits of a claim for priority.

The cited section also deals with claiming priority under 35 U.S.C. § 120 to an earlier
filed copending application during reexamination where there was an earlier failure to make
such a claim. In the instant case, a claim of priority of June 13, 1988 was made by the applicant
in each subsequent continuation application. Examiner Nguyen determined the ‘734 Patent was
in fact entitled to that priority date. Since a claim of priority is, by definition, before the
Examiner when it is made, it can never be a new issue in reexamination; i.e., an issue that the
original Examiner had no reason to consider. Indeed, MPEP § 201.11, cited favorably by the

Office, requires an Examiner to address the issue during initial examination.
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Further, MPEP § 2258.IV.E does not address revisiting and removing an earlier claim of
priority made in an application, and does not address the entitlement of an issued patent to an
earlier claimed right of priority.

Finally, MPEP § 2258.IV.E addresses reexaminations initiated by a patent owner (in this
case, the Appellant). The section does not empower the Office to address the issue of
entitlement to a claimed priority date where the issue is not first raised by the patent owner
(Appellant).

The Office also cites MPEP § 1402, which concerns reissue proceedings, as an example
of addressing priority issues. However, again, the cited section deals with adding or changing
claims of priority, where an earlier claim contained an error or was not made at all. While
MPEP § 1405 does address deletion of a priority claim in reissue, that section does not
empower the Office on its own to determine the propriety of the priority claim.

Finally, 37 C.F.R. § 1.552(c) is explicit about the scope of reexamination:

Issues other than those indicated in paragraphs (a) and (b) of this
section will not be resolved in a reexamination proceeding. If
such issues are raised by the patent owner or third party requester
during a reexamination proceeding, the existence of such issues
will be noted by the examiner in the next Office action, in which
case the patent owner may consider the advisability of filing a
reissue application to have such issues considered and resolved.
37 C.F.R. § 1.552(c) (emphasis added). Therefore, notwithstanding MPEP § 1405, the

propriety of a previously made priority claim cannot be revisited by the Office during

reexamination.
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B. The Priority Date For The Claims In The ‘734 Patent Is Not A New Issue Related
To Patentability

Even if the reexamination statue did provide authority to address the issue of priority in
reexamination, which it does not, the Office is still barred from considering the issue with
respect to the ‘734 Patent because it does not present a new issue related to patentability.

1. Examiner Nguyen Assigned A Priority Date Of June 13, 1988 To The
Claims In The ¢734 Patent

During initial examination of the ‘734 Patent, the ‘391 Application was filed as a
continuation of the ‘497 Application and thus, as a preliminary matter, was entitled to the
filing date of the original application, June 13, 1988. The 6fﬁce makes much of the fact that
the ‘391 Application was filed pursuant to the old File Wrapper Continuation procedure, which
permitted the filing of CIPs. However, as set forth above, MPEP § 201.06(b), in effect at the
time the 391 Application was filed, required that a CIP application filed pursuant to the File
Wrapper Continuation procedure include a new oath or declaration. Since Examiner Nguyen
did not require a new oath or declaration, as a threshold matter, she assigned the priority date of
June 13, 1988 to the ‘391 Application when it was filed.

Also as set forth above, the ‘398 Application was filed as a continuation of the ‘391
Application. Even though the specification filed with the ‘398 Application was not identical to
the originally filed specification, the additional text it included was nearly identical to text
introduced by the amendments to the specification of the parent ‘391 Application. Having
determined that the amendments to the specification and claims in the ‘391 Application did not
constitute new matter, Examiner Nguyen could not plausibly have determined that the same text
was new matter in the context of the 398 Application. As a result, Examiner Nguyen also

assigned a priority date of June 13, 1988 to the ‘398 Application when it was filed.
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Finally, the ‘648 Application was also filed under the old File Wrapper Continuation
procedure. Again, according to MPEP § 201.06(b), in effect at the time, if the ‘648 Application
had been filed as a CIP a new oath or declaration would have been required. Since Examiner
Nguyen did not require a new oath or declaration, as a threshold matter, she assigned the
priority date of June 13, 1988 to the ‘648 Application when it was filed. = Notwithstanding
this, the Office has asserted that Examiner Nguyen did not consider or have reason to consider
the issue of whether the additions to the specification constituted new matter. In support of
these assertions, Examiner Foster provided a chart in the Office Action issued on September 29,
2006 in the copending ‘402 Reexamination, showing when and under what circumstances
additions to the specification and resulting claim amendments were made in the ‘497 and ‘391
Applications. References to this chart in the September 29, 2006 Office Action in the instant
reexamination were accompanied by generalized allegations that other new matter was added to
the specification and claims.

Appellant responded to this assertion by reproducing the Examiner’s chart in amended
form to demonstrate that Examiner Nguyen did in fact consider the various additions to the
specification and concluded those additions did not constitute new matter and the subject claims
therefore were supported under Section 112. The chart has been amended by adding three
columns, subtitled respectively:

“Consideration by Examiner Nguyen,” “Response by Applicant,” and “Subsequent

Action by Examiner Nguyen.” That chart is set forth below:
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Parent Application Child Application Office Action in Issuance of
07/206,497 filed June 13, 07/586,391 filed Application 07/586,391 and | ‘573 Patent
1988 September 18, 1990 response
Feature Date First Date First Date First Date First Consideration | Response Subsequent
Appearing | Appearing in | Appearing | Appearing in | by Examiner | by Action by
in Claims Specification | in Claims Specification | Nguyen Applicant | Examiner
of Parent of Parent of Child of Child Nguyen
Application | Application | Application | Application
Transferring | December September Considered in | Objection/ | Claims
Money from | 22, 1988 18, 1990 Office Action | rejections | allowed in
Second February February 24, | specifically | September
Partyto a 28, 1990 1992 responded | 21, 1992
First Party toin June | Office
(Charging a 25,1992 Action
Fee) response
Providinga | December September Considered in | Objection/ | Claims
Credit Card | 22, 1988 18, 1990 Office Action | rejections allowed in
Number February 24, | specifically | September
1992 responded | 21, 1992
toinJune | Office
25,1992 Action
response
Controlling | December September Considered in | Objection/ | Claims
Use of 22,1988 18, 1990 Office Action | rejections allowed in
First/Second February 24, | responded | September
Memory 1992 to in June 21,1992
25,1992 | Office
response Action
Transmitting | February September Considered in | Objection/ | Claims
toa 28, 1990 18, 1990 Office Action | rejections allowed in
Location February 24, | responded | September
Determined 1992 to in June 21, 1992
by Second 25,1992 Office
Party response Action
Specific February September No new No Claims
Video 28, 1990 18, 1990 matter issues | response allowed in
Download were ever was ever September
Procedures raised necessary | 21,1992
since no Office
issue was Action
ever raised
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First Party August 24, September Considered in | Objection/ | Claims
in 1990 (not 18, 1990 Office Action | rejections allowed in
Possession entered) February 24, | responded | September
of 1992 to in June | 21,1992
Transmitter 25,1992 Office
response Action
Second August 24, September Considered in | Objection/ | Claims
Party in 1990 (not 18, 1990 Office Action | rejections allowed in
Possession entered) February 24, | specifically | September
of Receiver 1992 responded | 21, 1992
and Second to in June Office
Memory 25,1992 Action
response

The foregoing chart shows that substantially all of the alleged new matter issues were
dealt with in the ‘391 Application, which eventually was issued as the ‘573 Patent. Thus,
Examiner Nguyen already had considered those additions and amendments in the Office Action
of February 24, 1992, prior to the filing of the ‘398 Application. That consideration included an
objection to the specification as containing new matter under Section 132, and corresponding
rejections of the relevant claims under Section 112. Mr. Schwartz responded to, and overcame,
that objection and those rejections in the Response of June 23, 1992. In that Response, Mr.
Schwartz included arguments and a Declaration by Arthur Hair under 37 C.F.R. § 1.132
establishing that the additions to the specification had ample antecedent support in the
originally filed specification because the subject matter of the additions was implicitly disclosed
and understood by those skilled in the art. After considering this Response by the Applicant,
Examiner Nguyen withdrew the objection to the specification and the Section 112 rejections of
the claims, and thereby determined the claims were allowable.

During prosecution of the ‘398 Application, the only element incorporated that can be
alleged to be “new” is the recitation of an “account.” However, when this element was
introduced to the claims and specification by amendment, it was accompanied by a Declaration

under 37 C.F.R. § 1.132 establishing that the addition to the specification had ample antecedent
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support in the originally filed specification because the subject matter of the addition implicitly
was disclosed and understood by those skilled in the art. This Declaration was accepted by
Examiner Nguyen without comment.

Coincidentally, the prosecution history of the ‘734 Patent shows that, in the first Office
Action after the filing of the ‘398 Application, Examiner Nguyen did issue an objection to the
specification and rejection of the claims under 35 U.S.C. § 112, first paragraph, as failing to
provide an adequate written description. Examiner Nguyen stated that the specification as filed
“fails to make clear what problems in the prior art the present invention intends to overcome.”
Office Action issued July 1, 1993, page 2. Although the objection and rejection were not “new
matter” based, this nonetheless shows that Examiner Nguyen did in fact review the disclosure
and claims for compliance with 35 U.S.C. § 112, first paragraph. This rejection was overcome
by providing an additional summary of the problems associated with the prior art and pointing
out that the description provided in the originally filed specification made it clear what these
problems were. Examiner Nguyen thereafter withdrew the Section 112, first paragraph
rejection.

The amended chart set forth above demonstrates indisputably that Examiner Nguyen did
consider the very same new matter and Section 112 rejections that the Office now asserts. Asa
result, by definition, Examiner Nguyen determined that the claims in the ‘734 Patent were
entitled to claim priority to the original June 13, 1988 filing date.

In the Office Action in the instant reexamination dated March 17, 2007, the Office
admitted that Examiner Nguyen did in fact address the issue of the alleged new matter shown in
the table above. The Office further admitted that Appellant has effectively demonstrated as

much through the table submitted with Appellant’s Response to the Office Action of September
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29, 2006. However, the Office now asserts that Examiner Nguyen did not have an opportunity
to compare all of the amendments to the claims and specification made during prosecution to
the originally filed specification. The Office refers to “gradually added new matter,” which the
Office asserts was not addressed by Examiner Nguyen. However, the Office fails to explicitly
identify what it considered the “gradually added new matter.” At best, the Office merely refers
generally to Table II in the Office Action dated March 17, 2007. Upon reviewing Table Il in its
entirety, it is apparent that, with the exception of the 1996 amendments, the table merely
contains the same alleged new matter as the table presented above. That is, Table II does not
include anything that could be identified as “gradually added new matter,” nor does it include
anything that the Office has not already admitted was reviewed and passed on by Examiner
Nguyen. As a result, the Office’s rejection amounts to a bogus rejection that fails to define
what is meant by “gradually added new matter.” See, e.g., § MPEP 706.03(0) (noting that, in
making a new matter rejection, an examiner is required to “identify the new matter by page and
the line numbers and/or drawing figures and provide an appropriate explanation of [his/her]
position”).

With respect to the amendments to the specification filed on December 30, 1993 in the
“398 Application, those amendments by and large comprise a written description of Figure 1,
which was originally filed in the ‘497 Application. As such, this text did not constitute new
matter. The remainder of the added text comprised means plus function language, which was
supported by the text of the specification originally filed with the ‘398 Application.

With respect to the December 6, 1996 amendment, a review of the filing does not reveal
any additions to the specification, only amendments to the claims. Further, all of the text added

to the claims via this amendment was either explicitly supported in the originally filed
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specification, or included terms that were reviewed previously and found to be supported by
Examiner Nguyen.

Therefore, because the text added by the December 30, 1993 and December 6, 1996
amendments consisted of matter either explicitly found in the original specification or
previously considered and passed on by Examiner Nguyen, there is no doubt that Examiner
Nguyen determined the claims in the ‘734 Patent were entitled to claim priority to the original
June 13, 1988 filing date.

2. The Absence Of Rejections Based On Intervening References During The

Initial Examination Of The ‘734 Patent Does Not Demonstrate Examiner
Nguyen Failed To Address The Issue Of Priority

Notwithstanding the above, the Office also asserts that Examiner Nguyen never had
reason to consider the propriety of the claim of priority made in the ‘648 or ‘398 Applications,
because no intervening references were ever cited by the Examiner. This line of argument by
the Office effectively puts the rabbit in the hat, by concluding that the absence of any
intervening references in the record is conclusive evidence the issue of priority was never
addressed by Examiner Nguyen. It is more plausible to conclude that no intervening references
were cited because Examiner Nguyen properly concluded the ‘391, ‘398 and ‘648 Applications
were entitled to the priority date of June 13, 1988. This conclusion is fully supported by the

written record as detailed in Section II and Section III(B)(1) above.

3. The Office Lacks Jurisdiction To Review Again The Same Section 112
Issues Determined By Examiner Nguyen

As established above, the question of Section 112 support, and hence the appropriate
priority date for the claims in the issued ‘734 Patent, were considered and passed on by

Examiner Nguyen in the original examination. Therefore, as a matter of established law, the
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Office lacks jurisdiction under the facts in this proceeding to challenge again the Section 112
support and the June 13, 1988 priority date of the claims in reexamination.
In Patlex Corp. v. Quigg, 680 F. Supp. 33 (D.C. Cir. 1988), the United States District
Court for the District of Columbia addressed a situation substantially identical to the
circumstances of the present reexamination. In that case, the District Court reversed, on
summary judgment, a decision by the BPAI upholding the final rejection of three claims in a
reexamination proceeding. The claims in question had issued in a patent that resulted from a
string of continuation and divisional applications relating back to an original priority
application. The reexamination examiner took the position that the three claims were not
entitled to the original priority date. Consequently, the reexamination examiner reassigned a
later effective priority date, based on the reexamination examiner’s determination that the
specification had not enabled the three claims under Section 112 as of the original filing date.
The District Court determined, however, that the issue of whether the three claims were

enabled under Section 112 previously had been considered and decided by the original
examiner, and the Court therefore explicitly held that the reexamination examiner lacked
jurisdiction to consider that issue again:

Entitlement to the ... [original priority] filing date was decided in

the ... [original] examination. Plaintiffs contended then they

were entitled to the [original priority] filing date, and the first

Examiner considered then whether the [original] disclosure was

enabling. Consequently, in order to reexamine ... [the patent] on

the basis of whether the claims were anticipated by ... [later prior

art], the reexamination examiner had to “reexamine” the question

of whether the specification of the ... [original application]

contained an enabling disclosure of the subject matter claimed in

the ... [patent]. As noted above, however, the reexamination

statute does not contemplate a “reexamination” of the sufficiency

of a disclosure. Rather it is limited to reexamination of

patentability based on prior art patents and publications. Hence,
the Court concludes that the Examiner and the Board lack
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jurisdiction in_this case to “reexamine” the sufficiency of the
specification of the ... [original application].

Id. at 36-37 (emphasis added.) The holding of the Patlex case, therefore, is clear. Where, as in
the present case, an original examiner already has considered and determined the sufficiency of
a specification’s disclosure under Section 112 and the resulting entitlement of claims to an
original priority date, there is no “substantial new” question of patentability for reexamination,
as required by 35 U.S.C. § 301, et seq. As a result, the Office lacks jurisdiction to “reexamine”
that same issue for those same claims in a subsequent reexamination proceeding.

For this reason as well, the Board should vacate the Examiner’s determinations
regarding the proper priority date for the ‘734 Patent.

C. The Claims In The ‘734 Patent Plainly Are Supported By The Originally Filed
Specification

The Office asserts that, for written description support, the claims in the ‘734 Patent rely
on certain alleged new matter added to the specification during the original prosecution of the
“734 Patent. The Office also asserts that the claims directed to the video embodiment of the
invention are not supported by disclosure that was enabling as of the original June 13, 1988
filing date. As set forth above, Appellant’s position is that the Office lacks jurisdiction to
review issues of adequate written description and enablement, especially where the particular
issue was dealt with explicitly in the original prosecution of the patent in reexamination. Those
arguments aside, it is clear the originally filed specification does in fact provide both adequate
written description for all of the claims and an enabling disclosure for those claims directed to

the “video feature” of the invention.
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1. The Claims As Issued In The ‘734 Patent Are Supported By Adequate
Written Description In The Originally Filed Specification

Appellant provides below an analysis demonstrating that each element in Claims 1
through 34 as issued in the ‘734 Patent is supported, either explicitly or implicitly, by the
original specification filed on June 13, 1988.

i) The Proper Standard For Determining If The Claims Are Adequately
Supported By The Specification As Filed

As a preliminary matter, the standard for written support in the absence of ipsis verbis
recitation of a claim limitation is not strictly the inherency or required interpretation standard
urged by the Office. Rather, the proper standard generally is whether the written description
reasonably conveys to the skilled artisan that the inventor was in possession of the claimed
subject matter.

The issue of whether the written description requirement has been met is a question of
fact, to be determined on a case-by-case basis. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555,
1562 (Fed. Cir. 1991). The legal standard for determining whether the facts of a particular case
meet the written description requirement is well established, however. In Vas-Cath, the Court
of Appeals for the Federal Circuit (“CAFC”) held that “[t]he test for sufficiency of support in a
patent application is whether the disclosure of the application relied upon ‘reasonably conveys
to the skilled artisan that the inventor had possession at that time of the later claimed subject
matter.”” Vas-Cath, 935 F.2d at 1563 (emphasis added). As further held by the CAFC in
Union Oil Co. of Cal. v. Atlantic Richfield Co., 208 F.3d 989 (Fed. Cir. 2000), “[t]he written
description does not require the applicant ‘to describe exactly the subject matter claimed,
[instead] the description must clearly allow persons of ordinary skill in the art to recognize that

[the inventor] invented what is claimed.’” Id. at 997. In other words, contrary to the Office’s
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assertions, the general standard does not require that the “only reasonable interpretation” of the
general features in the specification be the more specific features in the claims. Vas-Cath, 935
F.2d at 1566 (“[t]he [district] court further erred in applying a legal standard that essentially
required the drawings of the ‘081 design application to necessarily exclude all diameters other
than those within the claimed range.”)(emphasis in original).

Because the written description requirement is fact-based, various decision makers have
at times appeared to drift from the “reasonably conveys” standard mandated by the CAFC. The
CAFC, however, has never wavered from this standard. For example, in Hyatt v. Boone, 146
F.3d 1348 (Fed. Cir. 1998), the court reviewed a Board of Patent Appeals and Interferences
(“BPAI”) decision holding that one party to an interference (Hyatt) lacked the necessary written
description in his originally filed application to support a later claim drawn to a count of the
interference. The phraseology used by the BPAI in setting forth the standard for compliance
with the written description requirement was that “the written description must be sufficient,
when the entire specification is read that the ‘necessary and only reasonable construction’ that
would be given it by a person of ordinary skill in the art is one that clearly supports each
positive limitation in the count.” Hyatt, 146 F.3d at 1353. The appellant argued that the
“necessary and only reasonable construction” standard applied by the BPAI was different from
and more rigorous than the “reasonably conveys standard” set forth in Vas-Cath.

The CAFC determined that despite the arguably more rigorous phraseology used by the
BPAL, the standard for meeting the written description requirement did not become more
rigorous. Rather, the standard remains that “the written description must include all of the
limitations. ..or the applicant must show that any absent text is necessarily comprehended in

the description provided and would have been so understood at the time the patent application
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was filed.” Hyatt, at 1354-55 (emphasis added). Moreover, the CAFC has on subsequent
occasions repeatedly reinforced that the standard of Vas-Cath remains in effect. See, e.g.,
Pandrol USA, LP v. Airboss Ry. Prods., Inc., 424 F.3d 1161, 1165 (Fed. Cir. 2005)(“[t]he
applicant must...convey with reasonable clarity to those skilled in the art that, as of the filing
date sought, he or she was in possession of the invention.”).

In addition to Hyatt, the Office has cited In re Robertson, 169 F.3d 743 (Fed. Cir. 1999),
and Lockwood v. American Airlines, Inc., 107 F.3d 1565 (Fed. Cir. 1997), as establishing a
strict inherency standard for finding written support for a claim element not having ipsis verbis
support in the specification. In the first instance, the citation of In Re Robertson is inapposite.
In Robertson, the CAFC reiterated the well-known standard for determining anticipation or
obviousness of a claim by prior art where the prior art does not include literal disclosure of one
or more elements of the claim. As such, Robertson was a case directed solely to Section
102/103 issues, and does not even mention Section 112. Moreover, nowhere in Hyatt or
Lockwood does either court even allude to an inherency standard for showing support for claim
limitations not described ipsis verbis in the specification. Rather, the CAFC simply held in
Lockwood that “exact terms need not be used in haec verba..., the specification must contain an
equivalent description of the claimed subject matter.” Lockwood, 107 F.3d at 1572 (citations
omitted).

Therefore, the requirement of an inherency standard under Section 112 is unsupported
by Hyatt, Robertson, or Lockwood. Rather, the proper standard to be applied by the Examiner
in determining compliance with the written description requirement remains “whether the
disclosure of the application as originally filed reasonably conveys to the artisan that the

inventor had possession at that time of the later claimed subject matter, rather than the presence
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or absence of literal support in the specification for the claim language.” In re Kaslow, 707
F.2d 1366, 1375 (Fed. Cir. 1983).

ii) All Features Of Claims 1 Through 34 In The ‘734 Patent Find Written
Support In The Originally Filed Specification

Applying the proper standard for compliance with the written description requirement
under Section 112, all of the limitations in Claims 1 through 34 of the ‘734 Patent are supported
by the originally filed specification. To illustrate this point, Appellant has prepared a detailed
chart showing each feature of the invention, the claims in which those features are recited, and
where support in the originally filed specification is found for each feature. That chart is set

forth immediately below:

Feature Claims Written Description of Comments
Reciting Feature in Original
Feature Specification
A method/system for 1-34 p. 1, Ins. 7-9 ipsis verbis
transferring desired digital p. 2, Ins. 8-10, 20-26

video or digital audio signals
(video) p. 5, Ins. 36-43

forming a connection 1 p- 3, Ins. 35-40 ipsis verbis
through telecommunications
lines between a first memory
of a first party and a second
memory of a second party

first party location and 1,4,11,16, | p. 2, Ins. 47-50 The as filed original
second party location remote | 19, 26 p- 3, Ins. 20-40 specification states

from the first party location, Fig. 1 throughout that digital audio
the second party location p. 4, Ins. 21-23 or digital video signals are
determined by the second sold and transferred via
party telephone lines. A skilled

artisan would readily
understand this to
comprehend transfers
between two remote
locations.

Since the digital audio or
digital video signals are
transferred to the user’s
(second party’s) control unit,
a skilled artisan would
readily understand that the
second party can determine
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the second location.

the first party memory 1,4,16 p- 3, Ins. 35-37 ipsis verbis

having a first party hard disk

having a plurality of digital

video or digital audio

signals, including coded

digital video or digital audio

signals

the first memory having a 1 p. 3, Ins. 19-24 ipsis verbis

sales random access Fig. 1

memory chip

telephoning the first party 1 p- 2, Ins. 47-50 The as filed original

controlling the first memory p- 3, Ins. 20-40 specification states

by the second party Fig. 1 throughout that digital audio

p. 4, Ins. 21-23 or digital video signals are

sold and transferred via
telephone lines. A skilled
artisan would readily
recognize this as
comprehending the
telephoning of the first party
by the second party to
initiate a transaction. This
was addressed previously in
the declaration of Arthur
Hair submitted May 5, 1992.

providing a credit card 1 p. 1, Ins. 13-15 The as filed original

number of the second party p. 2, Ins. 8-10, 20-23, specification states

to the first party so that the 38-52 throughout that the

second party is charged p. 3, Ins. 12-15, 35-37 invention provides for

money electronic sales of digital
audio or digital video
signals. A skilled artisan
would readily recognize
credit card sales as being
comprehended within
electronic sales. This was
addressed previously in the
affidavit of Arthur Hair
dated May $, 1992.

electronically coding the 1 p. 2, Ins. 17-19 ipsis verbis

digital video or digital audio p. 4, Ins. 15-20

signals to form coded digital

audio signals into a

configuration that would

prevent unauthorized

reproduction

storing a replica of the 1 p. 4, Ins. 15-23 ipsis verbis

coded desired digital video

or digital audio signals from
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the hard disk to the sales
random access memory chip

transferring the stored 1,4 p. 4, Ins. 15-23 The as filed original

replica of the coded desired specification includes ipsis

digital video or digital audio p-4,In.35top. 5, In. 21 verbis support for storing a

signal from the sales random replica of the coded desired

access memory chip of the digital audio or digital video

first party to the second signal to the first party sales

memory of the second party random access memory,

through telecommunications then transferring it to the

lines while the second memory of the second party.

memory is in possession and A skilled artisan would

control of the second party readily recognize that the
second memory is in
possession and control of the
second party, since the
specification as originally
filed states throughout that
the user can store, sort and
play thousands of songs
from the user unit. A skilled
artisan would clearly
understand that this means
the second party controls
and possesses the second
memory. This was
previously addressed in the
declaration of Arthur Hair
filed May §, 1992.

storing the transferred 1 p. 2, Ins. 23-27 ipsis verbis

digital video or digital audio

signals in the second

memory

a second party integrated 2 p. 3, Ins. 26-28 ipsis verbis

circuit which controls and p. 4, Ins. 15-20

executes commands of the Fig. 1

second party connected to a

second party control panel

commanding the second 2 p. 4, Ins. 12-20 The as filed original

party integrated circuit with
the second party control
panel to initiate the purchase
of the desired digital video
or digital audio signals from
the first party hard disk

specification includes ipsis
verbis support for using the
second party control panel to
command the second party
integrated circuit to execute
commands of the second
party. A skilled artisan
would readily recognize that
a user would command the
second party integrated
circuit to initiate a purchase
of digital video or digital
audio signals, since that is
the purpose of the system.
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the second memory includes
a second party hard disk and
an incoming random access

memory chip

3,5,8,13,
16, 21, 30

3, Ins. 26-31
1

ipsis verbis

the second memory includes
a playback random access
memory chip

3,5,16,21,
30

p- 3, Ins. 26-30
p- 4, Ins. 39-50

ipsis verbis

playing the desired digital
video or digital audio signal
from the second party hard
disk

p- 2, Ins. 26-32

ipsis verbis

a first party control unit (in
possession and control of the

first party)

4,11, 16,
19, 26, 28

ns. 38-43
ns. 35-49

The as filed original
specification includes ipsis
verbis support for a first
party control unit, where the
authorized agent is the first
party. A skilled artisan
would readily recognize that
the first party control unit is
in possession and control of
the first party because as an
“agent authorized to
electronically sell and
distribute” digital audio or
digital video, the first party
would necessarily have to
possess and control the
source of the digital audio
and digital video.

a second party control unit
(in possession and control of
the second party)

4,11, 16,
19, 26, 28

==

2,
.3

>

ns. 38-43
ns. 35-49

The as filed original
specification includes ipsis
verbis support for a second
party control unit, where the
user is the second party.

A skilled artisan would
readily recognize that the
second memory is in
possession and control of the
second party, since the
specification as originally
filed states throughout that
the user can store, sort and
play thousands of songs
from the user unit. A skilled
artisan would clearly
understand that this means
the second party controls
and possesses the second
party control unit.

This was previously
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addressed in the declaration
of Arthur Hair filed May S,
1992.

the first party control unit 4,11, 19, p- 2, Ins. 8-10 The as filed original

has a first party hard disk,a | 26, 28 p- 3, Ins. 20-40 specification has ipsis verbis

sales random access Fig. 1 support for a first party

memory chip, and means or control unit with a hard disk,

mechanism for and sales random access

electronically selling desired memory chip.

digital video or digital audio A skilled artisan would

signals readily recognize that the
first party control unit would
include a means or
mechanism for executing an
electronic sale because the
electronic sale is described
in the original specification
as separate from electronic
transfer and electronic
distribution.

the second party control unit | 4, 19, 21, p- 3, Ins. 26-31 The as filed original

has a second memory 26, 28 Fig. 1 specification has ipsis verbis

connected to the second support for a control panel

party control panel connected to the second
party control unit. A skilled
artisan would readily
understand that the second
party hard disk corresponds
to a second memory.

the second party control unit | 4, 28 p- 3, Ins. 26-33 ipsis verbis

has means for playing Fig. 1

desired digital video or

digital audio signals

connected to and controlled

by the second party control

panel

selling digital video or 4 p- 2, Ins. 8-10, Ins. 47-50 ipsis verbis

digital audio signals through

telecommunications lines

the first party control unit 4,6,11,16, | p. 3, Ins. 20-33 ipsis verbis

includes a first party control | 19,22,26, | Fig.1

integrated circuit connected | 28, 31,

to the first party hard disk,

the sales random access

memory and the second

party control panel through

telecommunications lines

the first party control unit 6,11, 16, p. 3, Ins. 20-24 ipsis verbis

includes a first party control | 22, 31 p. 4, Ins. 12-14
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panel connected to and
through which the first party
control integrated circuit is

programmed

Fig. 1

the second party control unit
includes a second party
control integrated circuit
connected to the second
party hard disk, the playback
random access memory and
the first party control
integrated circuit

7,11, 16,
23,32

p- 3, Ins. 20-33
p- 4, Ins 15-20
Fig. 1

ipsis verbis

the second party control
integrated circuit and the
first party control integrated
circuit regulate the transfer
of desired digital video or
digital audio signals

7,22,23,
31,32

p. 4, Ins. 15-20

ipsis verbis

the second party control unit
includes a second party
control panel connected to
and through which the
second party contro]
integrated circuit is
programmed

7,16, 19,
23, 26, 28,
32

p- 3, Ins. 26-28
p. 4, Ins. 12-14
Fig. 1

ipsis verbis

the playing means of the
second party control unit
includes a video display

9, 14, 18,
19, 25, 34

p- 3, Ins. 26-33
p. 5, Ins. 9-21
Fig. 1

ipsis verbis

the telecommunications
lines include telephone lines

10,11, 12,
15,17, 20,
27,29

ipsis verbis

means or mechanism for
transferring money
electronically via
telecommunications lines
from the second party to the
first party

11, 16, 19

The as filed original
specification has ipsis verbis
support for electronic sales
via telecommunications
lines. A skilled artisan
would readily recognize that
electronic sales via
telecommunications lines
would include the transfer of
money via
telecommunications lines.
This was addressed
previously in the affidavit of
Arthur Hair dated May §,
1992.
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means or mechanism for the | 16, 19, 26 p. 1, Ins. 13-15 The specification discloses

first party to charge a fee to p. 2, Ins. 8-10, 20-23, 47-50 electronic sales via

the second party and p. 3, Ins. 20-33 telephone lines. Because the

granting access to desired Fig. 1 agent is authorized to sell

digital video or digital audio and to transfer via telephone

signals lines, there is implicitly
support for selling and
thereby charging a fee. This
was previously pointed out
in the declaration of Arthur
Hair submitted December
30, 1993.

means or mechanism for