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Applicatlon No. ,llled .on pace of

paper number . ,
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2. Benefit of Prior U.S. Application(s) (35 USC 120)

NOE /I the new acplicaa'cn being .-ransmitted is a divisional. condnuarion or a connriuation-in-part of a parent
case. or where :he parent case is an Inrernaiiorial Application which designated :he U. 5.. then check
the following item and complete and attach ADDED PAGES FOFI NEW APPL/CA TICN T'i?AN.SMI7TAL
WHEFE 3E.-‘JE.=i'T CF .=Fi'lCH U.5. APPL/CA 7'l0N(S) CIJIMED.

[: The new application being transmitted claims the benefit of prior U.S. applica-
tionls) and enclosed are ADDED PAGES FOR NEW APPLJCATION TRANSMIT-

TAL Wl-iE.TiE EENEFET OF PRIOR U.S. APPLlCATlON(S) CLAIMED.

3. Papers Enclosed Which Are Required For Filing Date Under 37 CF?! 1.53(b) (Reg-
ular) or 37 CF?! 1.153 (Design) Application

11 Pages of specification

._l..l._ Pages of claims

.11. Pages of Abstract

__2_ Sheets of drawing

E formal

informal

WARNING: DO NOT‘ submit original drawings. A high quality copy of the drawings should be supplied when
filing a patent application. The drawings that are submitted to the Office must be on smcng, white.
smooth. and non-shiny paper and meet the standards according to § 1.34. It ccrrecdons to the
drawings are necesary, they should be made to the original drawing and a high-quality copy of
the corrected original drawing then submitted to the Office. only one copy is required or de-
sired. Comments on proposed new 37 CFR 1.84. Notice of March 9. 7988 (19.90 0. G. 57-62).

NOE "i'deri27'lying indic.-‘a such as the serial number. group and unit. We of the invention. an‘omey’s docket
number. inventors name, number of sheets. etc.. not to exceed 2'/4 inches (7.0 cm.) in mdth may be
placed in a centered location between the side edges wr‘a‘1i'n three /ourths inch (19.1 mm.) of the top
edge. Ether mis marking technique on the front of the drawirig or the placement. although not pre-
ferred. or this .-‘nfon-nadon and the title of the invention an the back of me diawings is acceptable." Pro-
posed 37 or-‘H 1.5411). Notice of March 9. 1588 (1090 0. G. 57-62).

4. Additional papers enclosed

[:7 Preliminary Amendment

information Disclosure Statement (37 CPR 1.98)

Fonn PTO-1449

Citations

Declaration of Biological Deposit

Submission of “Sequence Listing," computer readable copy and/or amendment
pertaining thereto for biotechnology invention containing nuc:eoticie and/or
amino acid sequence.

Authorization of Artomey(s) to Accept and Follow Instructions from Representa-
tive

Special Comments

Other

(Application Transmittal [4-1]—page 2 of 7)
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O5. Deciar:—_.:on or oath

Enclosed

executed by (Check all applicable boxes)

Ca inventor(s).

E legal representative of inventor(s). 37 CFR 1.42
or 1.43

(3. joint inventor or person showing a proprietary
interest on behalf of inventor who refused to

sign or cannot be reached.

I‘: this is the petition required by 37 CFFI 1.47 and the statement

required by 37 CFR 1.47 is also attached. See item 73 below for
fee.

El Not Enclosed.

WARNING: Where the tiling is a completion in the U. S. of an International Applicafion out where a aeclaratian is not
availaole or wnere the completion at the Us application contains subject matter in addition to the
lntemational Application lhe application may he treated as a continuation or continuation-in-part, as the
case may he. utilizing ADDED PAGE FOR NEW AFFUCA TION THANSMITTAL WHERE BENETIT OF PHIOR
u.s. AFPUCA noiv cameo.

:5 Application is made by a person authorized under 37 CFR 1.41(c) on behalf
of all me above named inventorls). (nie dedaration or oath. along with me surmarge.
required by 37 CF»? I. l5(e/ can be filed suipseauently).

NOTE: It is important that all the correct invenIor(s) are named for iifing under 37 CFR 1.41(c) and 7.53/D).

' U Showing that the filing is authorized. (Not required unless called into ouesfion.37 CF? 7.117(6).

6. lnventorship Statement

WARNING: If the named inventors are each not the inventors al all the claims an explanation. including tneowrgersnip
at the venous claims at the time the last claimed invention was made. should be submitted.

The inventorship for all the claims in this application are:

El The same

or

U Are not the same. An explanation. including the ownership of the various ciaimsvat the
time the last claimed invention was made,

I: is submitted.

D will be submitted.

7. Language

NOTE: An application including a signed path or declaration may be filed in a language other than English.
A verified English translation of the non-English language application and me processing fee of
$130.00 required by 37 CFR 1.17(k) is required to be filed with me application or within such time
as may be set by the Otfioe. 37 CPR 1.52(d).

NOTE: A non-English oatn ordeclaradon in me form provided orapproved by me PTO need notoe translated.
37 CPR 7.69(b).

E. English

C! non-English

D the attached translation is a verified translation. 37 CFR 1.52(d).

(Application Transmittal [4-l|—page 3 of 7)
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8. Assignment

(3 An assignment of the invention to

E is attached. A separate CE “COVER SHE? FOR ASSIGNMENT (DOCU-

MENT) ACCOMPANYING NEW PATENT APPLICATION‘ or E FORM PTO
1906 is also attached.

G will follow.

NOTE: ‘If an assignment is submitted with a new application. send two separate letters-one for the
application and one for the assignment.’ Notice of May 4. 1990 (1114 0. G. 7-78).

9. Certified Copy

Certified copy(ies) of application(s)

(country) (appln. no.)

(country) (appln. no.)

(country) (appln. no.)

from which priority is claimed

0 is(are) attached.

0 will follow.

NOTE: The foreign applicadon forming me basis for me claim for priority must be referred to in the cam or
dedaration. 37 CF}? 1.55/a) and 1.53.

NOTE This item is for any foreign prr.-7:-rty for which the applicafion being tiled directly relates. If any parent
U.3. application or lntematiot-.-..' Application from which this applicafion ciaims benefit under 35 U.S. C.
120 is itself entided to prionrz from a prior foreign application then complete item 18 on the ADDED
PAGES FOR NEW APPLJCA 77ON TRA NSMITTAL WHERE BENEFIT OF PRIOR U.S. APPLICA-
Tl0N(S) CLAIMED.

10. Fee Calculation (37 CFR 1.16)

A. E] Regular application

CLAIMS AS FILED

Number flled Number Extra Basic Fee

37 CFR 1.16(a)
$710.00

Total

Claims (37 CFR 1.16(c)) 3] -2D= 11 X 5 22.00 242.00
Independent

Claims (37 cm 1.115(5)) 8 -3= 5 X 5 74.00 370-00

Multiple dependent-claim(s), it any

(37 CFR 1.16(d)) $230.00

El Amendment cancelling extra claims enclosed.

CE Amendment deleting multiple-dependencies enclosed.

0 Fee for extra claims is not being paid at this time.

NOTE: /I the fees for extra claims are not paid on filing they must be paid or the ciaims cancelled by
amendment. prior to the expiration of the time period set for resnonse by the Patent and Trademark
Office in any notice of fee deficiency. 37 CFF7 7. 76(11)-

Filing Fee Calculation 5 1 r322 -00

(Application Transmittal [4-1]—page 4 of 7)
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B. D Design application
($280.00—37 CFR 1.16(f))

Filing Fee Calculation

C. Q Plant application
($460.00-37 CF-'Fi 1.16(g))

Filing fee calculation 5

11. Small Entity Statement(s) .

[X] Verified Statement(s) that this is a filing by a small entity under 37 CFR 1.9 and
1.27 is(are) attached.

Filing Fee Calculation (50% of A. B or C above) 65 1 - 00
NOTE Any excess or the lull fee paid will be relunded if a verified smremenr and a refund request are filed

within 2 months of the date of timely payment of a full fee. 37 CFR 128(3).

12. Request for International-Type Search (37 CPR 1.104(d)) (complete, if applicable)

B Please prepare an intemational-type search report for this application at the
time when national examination on the merits takes place.

13. Fee Payment Being Made At This fime

[I Not Enclosed

G No filing fee is to be paid at this time. (This and the surcharge required.by
37 CF? 7. 76(e) can be paid subsequently.)

Q Enclosed

basic filing fee

D recording assignment
(540.00; 37 CFR 1.21(h)) . 5

D petition fee for filing by other
than all the inventors or person
on behalf of the inventor where

inventor refused to sign or cannot
be reached. ($130.00; 37 CPR
1.47 and 1.17(h))

for processing an application with

a specification in a non-English

language. ($130.00: 37 CPR 1.52(d) and
1.17(k)

[3 processing and retention fee
($130.00: 37 CFH 1.53(d) and 1.21(l))

[j fee for intemational-type search report ($35.00;
37 CFR 1.21 (e)). $

NOTE: 37 CF}? 1.21(l) establishes a lee for processing and remaining any application which is abandoned for
failing to complete me applicaflbn pursuant to 37 OFF? 1.53(d) and We. as well as me change: to 37
CF}? 1.53 and 1. 73. indicate mar in order to obtain the benefit of a prior U.S. applicafipn, either the ba-

sic filing fee must be paid or the processing and retenfion fee of 5 121(1) must be paid wimin 1 year
from nodficadon under § 53'(d).

Total lees enclosed S 651 - 00

,9.

5 661.00

(Application Transmittal [4-1]—page 5 of 7)
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Q  

Q incorporation by reterence of added page:

Check the following item if the applicafion in this transmittal claims the ben- 1
efit of prior U.$. appIicaa'on(s) fincluding an international application enter-

ing the U.S. stage as a continuation, divisional or C-I-P application) and
complete and attach me ADDED PAGES FOR NEW APFLICA 770N

THANSMITTAL WHERE BENEFIT OF PRIOR U.$. APPLICA TION(S)
CLAIMED

E Plus Added Pages For New Application Transmittal Where Benefit Of Prior U.S.
Applicationts) Claimed 5

Number of pages added 5

C} Plus Added Pages For Papers Fieferred To In item 4 Above
Number of pages added

E]. Plus “Assignment Cover Letter Accompanying New Application"
Number at pages added

D Statement Where No Further Pages Added

(If no further pages fonn a part of this Transmittal men end mis Tiansmittal
with thispage and check the following item)

' E] This transmittal ends with this page.

(Application Transmittal [4-1]——page 7 of 7)
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2etrie¥al+_Qlayhack,.and—eopyri- -ro ec ion - - .
The three basic mediums (hardware units) of music: records, tapes, and

compact discs, greatly restricts the transfrrability of music and results
in a variety of inefficiencies.

CAPACITY:i The individual hardware un'ts as cited above are limited

as to the amount of music that can be stored on each.

.. MATERIALS: The materials used to manufacture the hardware units are

subject to damage and deterioration du ing normal operations, handling,
and exposure to the elements. ‘

SIZE: The physical size of the vardware units imposes constraints

on the quantity of hardware units w-ich can be housed for playback in

confined areas such as in automobi es, boats, planes, etc.
RETRIEVAL: Hardware units li-it the ability to play, in-a sequence

selected by the user, songs from different albums. For example, if the
user wants to play one song fro- ten different albums, the user would,

-spend an inordinant amount of vime handling, sorting, and cueing the ten
different hardware units.

SALES and DISTRIBUTION: 'rior to final purchase, hardware units
need to be physically trans -red from the manufacturing facility to the
wholesale warehouse to the .etail warehouse to the retail outlet,

resulting in lengthly lag ime between music creation and music marketing,
as well as incurring unne sary and inefficient transfer and handling

costs. Additionally, to- ing costs required for mass production of the
hardware units and the -terial cost of the hardware units themselves,

further drives up the c-st of music to the end user.

QUALITY: Until th: recent invention of Digital Audio Music, as used
on Compact Discs. dis ortion free transfer from the hardware units to the

stereo system was vir ually impossible. Digital Audio Music is simply

music converted into a very basic computer language known as binary. A
series of commands I own as zeros or ones encode the music for future

playback. Use of cser retrieval of the binary commands results in
distortion free tr nsfer of the music from the compact disc to the.stereo

system. Quality vigital Audio Music is defined as the binary structure
‘of the Digital A -io Music. Conventional analog tape recording of Digital
Audio Music is -t to be considered quality inasmuch as the binary
structure itsel‘ is not recorded. While Digital Audio Music on compact

discs is a tecnnological breakthrough in audio quality, the method by
which the mus‘ is sold, distributed. stored, manipulated. retrieved,
played, and p otected from copyright infringements remains as inefficient
as with reco-ds and tapes.
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COPYRIGHT PROTECTION: Since the invention of tape recording

devices, strict control and enforcement of copyright laws have proved
difficult and impossible with home recorders. Additionally, the recent
invention of Digital Audio Tape Recorders now jeopardizes the electronic

copyright protection of quality Digital Audio Music on Compact Discs or
If music exists on hardware units,Digital Audio Tapes. it can be copied.

Accordingl , it is an objective of this invention is to provide a new

and improved:R§¥§33$legy/system to electronically sell and distribute
Digital Audio Music.

, gigg further objective of this invention to provide a new and improved
K9 A /system to electronically store and retrieve Digital Audio/

<5

5

Music.

other objective of this invention is to provide a new and improved
/system to electronically manipulate, i.e., sort, cue, and

select, Digital Audio Music for playback. , '
Still t r objective of this invention is to offer a new and

improvedjgggfiggglegy/system which can prevent unauthorized electronic
copying of quality Di ' al Audio Music.

.5 Briefly, this inv ion ac lishes the above cited objectives by
providing a new and improvedt§§§§£éelogy/system of electronic sales,
distribution, storage, manipulation, retrieval, playback, and copyright

protection of Digital Audio Music. The high speed transfer of Digital
Audio Music as prescribed by this invention is stored onto one piece of

hardware, a hard disk, thus eliminating the need to unnecessarily handle

records, tapes, or compact discs on a regular basis. This invention
recalls stored music for playback as selected/programmed by the user.
This invention can easily and electronically sort stored music based on
many different criteria such as, but not limited to, music category,

artist, album, user's favorite songs, etc. An additional feature of this
invention is the random playback of songs, also based on the user's
selection." For example, the user could have this invention randomly play
all jazz songs stored on the user's hard disk, or randomly play all songs
by a certain artist, or randomly play all of the user's favorite songs

which the user previously electronically "tagged" as favorites. Further,

being more specific, the user can electronically select a series of
individual songs from different albums for sequential playback.

This invention can be configured to either accept direct input of

Digital Audio Music from the digital output of a Compact Disc, such
transfer would be performed by the private user, or this invention can be
configured to accept Digital Audio Music from a source authorized by the
copyright holder to sell and distrubute the copyrighted materials. thus
guaranteeing the protection of such copyrighted materials. Either method

of electronically transfering Digital Audio Music by means of this
invention is intended to comply with all copyright laws and restrictions
and any such transfer is subject to the appropriate authorization by the
copyright holder. Inasmuch as Digital Audio Music is software and this

_ invention electronically transfers and stores such music, electronic sales
and distribution of th s'c can take place via telephone lines onto a
hard disk. This newfiéfiggéfingy/system of music sales and distribution
will greatly reduce the cost of goods sold and will reduce the lag time
between music creation and music marketing from weeks down to hours. ~

AXMQV
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Further objectives and advantages of this invention will become
apparent as the following description proceeds and the particular features
of novelty which characterize this invention will be pointed out in the
claims annexed to and forming a part of this declaration.

gaf Brief description of the several views of the drawings

For a better understanding of this invention, reference should be made
to the following detailed description, taken in conjunction with the
accompanying drawings, in which: '

Fig. 1 is a pictorial flow chart which may be used in carrying out the
teachings of this invention for the purposes of electronic sales,

distrubution, storage, manipulation, retrieval, playback, and copyright
protection of Digital Audio Music; and _

(B§' Fig.-2 is a pictorial flow chart which may be used in carrying out the
}mo teachings of this invention for the purposes of electronic storage, ‘

ma ' ulation, retrieval, and pla back of Digital Audio Music. ;

Lg" eferring now to Fig; 1, thi nvention is comprised of the following: fl
‘,4 ?r10 Hard Disk of the copyright holder 7 u

3i~2O Control Unit of the copyright holder
20a Control Panel

20b Control Integrated Circuit
20c Sales Random Access Memory Chip .

Telephone Lines/Input Transfer
Control Unit of the user

50a Control Panel
50b Control Integrated Circuit
50c Incoming Random Access Memory Chip
50d Play Back Random Access Memory Chip

60 Hard Disk of the user

70 Video Display Unit
80 Stereo Speakers

'\

The Hard Disk 10 of the agent authorized to electronically sell and
distribute the copyrighted Digital Audio Music is the originating source
of music in the configuration as outlined in Fig. 1. The Control Unit
20 of the authorized agent is the means by which the electronic transfer
of the Digital Audio Music from the agent's Hard Disk 10 via the
Telephone Lines 30 to the user's Control Unit 50 is possible. The
user's Control Unit would be comprised of a Control Panel 50a. a Control

Integrated Circuit 50b, an Incoming Random Access Memory Chip 50c, and
a Play Back Random Access Memory Chip 50d. Similarly, the authorized
agent's Control Unit 20 would have a control panel and control
integrated circuit similar to that of the user's Control Unit 50. The

authorized agent's Control Unit 20, however, would only require the

Sales Random Access Memory Chip 20c. The other components in Fig. 1
include a Hard Disk 60, a Video Display Unit 70, and a set of Stereo
Speakers 80.
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Referring now to Fig. 2, with the_exception of a substitution of a
Compact Disc Player 40 (as the initial source of Digital Audio Music)
for the agent's Hard Disk 10, the agent's Control Unit 20, and the
Telephone Lines 30 in Fig. 1, Fig. 2 is the same as Fig. 1.

In Fig. 1 and Fig. 2 the following components are already commercially
available: the agent's Hard Disk 10, the Telephone Lines 30, the
Compact Disc Player 40, the user's Hard Disk 60, the Video Display
Unit 70, and the Stereo Speakers 80. The Control Units 20 and 50,

however, would be designed specifically to meet the teachings of this
invention. The design_of the control units would incorporate the

following functional features: _
1) the Control Panels 20a and 50a would be designed to permit

the agent and user to program the respective Control Integrated Circuits
20b and 50b,

2) the Control Integrated Circuits 20b and 50b would be designed
to control and execute the respective commands of the agent and user and

regulate the electronic transfer of Digital Audio Music throughout the
system, additionally, the sales Control Integrated Circuit 20b could
electronically code the Digital Audio Music in a configuration which would

prevent unauthorized reproductions of the copyrighted material,
3) the Sales Random Access Memory Chip 20c would be designed to

temporarily store user purchased Digital Audio Music for subsequent
electronic transfer via telephone lines to the user's Control Unit 50,

4) the Incoming Random Access Memory Chip 50c would be designed to
temporarily store Digital Audio Music for subsequent electronic storage to
the user's Hard Disk 60.

5) the Play Back Random Access Memory Chip 50d would be designed
to temporarily store Digital Audio Music for sequential playback.

The foregoing description of the Control Units 20 and 50 is
intended as an example only and thereby is not restrictive with respect to

the exact number of components and/or its actual design.

W .i S . I . '

Once the Digital Audio Music has been electronically stored onto the
user's Hard Disk 60, having the potential to store literally thousands
of songs, the user is free to perform the many functions of this

invention. To play a stored song, the user types in the appropriate
commands on the Control Panel 50a, and those commands are relayed to the

Control Integrated Circuit 50b which retrieves the selected song from
the Hard Disk 60. When a song is retrieved from the Hard Disk 60 only
a replica of the permanently stored song is retrieved. The permanently
stored song remains intact on the Hard Disk 60, thus allowing repeated

playback. The Control Integrated Circuit 50b stores the replica onto
the Play Back Random Access Memory Chip 50d at a high transfer rate.

The Control Integrated Circuit 50b then sends the electronic output to
the Stereo Speakers 80 at a controlled rate using the Play Back Random
Access Memory Chip 50d as a temporary staging point for the Digital
Audio Music.
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Unique to this invention is that the Control Uni

the user's personal disk jocky. The user may reque
be electronically cued for playback, or may reques the Control Unit
to randomly select songs based on the user's crit ria. All of these

commands are electronically stored in random acc ss memory enabling the

control unit to remember prior commands while s multaneously performing
other tasks requested by the user and, at the ame time, continuing to

play songs previously cued. /
Offering a convenient visual display of

but one more new and improved aspect of this invention.
Unit 50.is executing the user's commands to electronically sort,
randomly play, etc., the Video Display Scr en 70 is continually

providing feedback to the user. The Vide Display Screen 70 can

list/scroll all songs stored on the Hard isk 60, list/scroll all cued
songs, display the current command funct on selected by the user, etc.

Further expanding upon the improvements this invention has to offer, the

Video Display Screen 70 can display th lyrics of the song being played,
as well as the name of the song, albu , artist, recording company, date of
recording, duration of song, etc. Th s is possible if the lyrics and
other incidental information are ele tronically stored to the Hard Disk

50 also serves

specific songs

e user's libaray of songs is
As the Control

select,

60 'th the Digital Audio Music. -

¢7*a¥%n summary, there has been disc osed a new and improvedpmethedologyl
system by which Digital Audio Musi can be electronically sold,
distributed, transf and stor . Further, there has been disclosed a

new and improvedjfiggéggglegy/syst m by which Digital Audio Music can be
electronically manipulated, i.e., sorted, cued, and selected for

l k. Further still, there as been disclosed a new and improved
§§£§£§§%6§¥¢system by which the electronic manipulation of Digital Audio
Music can be visually displayed for the convenience of the user.
Ad ' ‘o ally, there has been d sclosed a new and improved
33g%%aB%ngyJsystem by which el ctronic copyright protection of quality
qDigital Audio Music is possib a through use of this invention.

Since numerous changes ay be made in the above described process and
apparatus and different em odiments of the invention may be made without
departing from the spirit thereof, it is intended that all matter
contained in the foregoin description or shown in the accompanying
drawings shall be interp eted as illustrative, and not in a limiting
sense. Further, it is i tended that this invention is not to be limited

to Digital Audio Music d can include Digital Video, Digital Commercials,
and other applications f digital information.

Ch-7\._ CLm'm5
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I claim:

1. A methodology/system by whic the binary structure of Digital 1///A
Audio Music can be electronically t ansfered via telephone lines from a
hard disk of the seller to the hard disk of the user in a software

- configuration which will allow repe ted future playback by the user. //,2. A methodology/system by wh'ch the binary structure of Digital
Audio Music stored on a Compact Di c can be electronically stored in a
software configuration onto a hard disk which will allow repeated future
playback by the user. _

3. A methodology/system of e ectronic retrieveal from a hard disk
and temporary storage of the bina y structure of Digital Audio Music on

random access memory for sequenti 1 playback. W
4. A methodology/system of e ectronically regulating the playback 4”

rate of Digital Audio Music from random access memory to the stereo
speakers. . ‘

5.. A methodology/system of pecific electronic selection of Digital
Audio Music stored on.a hard di for cued playback.

6. A methodology/system of multiple electronic sorting capabilities
of Digital Audio Music stored o a hard disk for cued playback.

7. A methodology/system of automatic and multiple random electronic
selection of Digital Audio Mus'c stored on a hard disk for cued playback.

8. A methodology/system t simultaneously and electronically encode
lyrics and incidental-informat on with Digital Audio Music in the same

binary structure which can be displayed on a video display screen.
‘ 9. A methodology/system vo electronically display on a video

display screen the activities mentioned in claims 1 through 8;

10. A methodology/system hich can prevent electronic copyright‘

}/If

iinfringement of the binary s ructure of quality Digital Audio Music when

.playback, and copyright protection 0

using this invention.
’ l

Ma»
[G] Aggtr ct of the Disclosure

f§A_methodo1ogy/system to electronica y store the binary structure ofDig tal Audio Music onto a conventiona hard disk in a configuration which

enables electronic sales, distributio , fiorage, manipulation, retrieval,
1

Digital Audio Music. This

invention expands upon and integrat s or inventions relating to stereo
systems and microcomputers to form an advanced stereo system.

Submitted by:

Arthur Robert Hair

June 9, 1988
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‘:3-CLARATTION FOR PATENT APPLICATIOD5. Docket No. ________

As a below named inventor. I hereby declare that:

My residence. post office address and citizenship are as stated below next to my name.

I believe I am the original. first and sole inventor (if only one name is listed below) or an original. first and joint inventor (if plural
names are listed below) of the subject matter which is claimed and for which a_ patent is sought on the invention r.-ntitled

' e,the specification of which

manipulation, retrieval, playback, and copyright protection of Digital Audio Music,
(checlt one) XIX is attachedhereto.

D was filed on as
Application Serial No.
and was amended on (if applicable).

l hereby state that l have reviewed and understand the contents of the above identified specification, including the claims. as amended
by any amendment referred to above.

I acknowledge the duty to disclose information which is
Code of Federal Regulations. §l.56(a).

I hereby claim foreign priority benefits under Title 35. United States Code. 91 I9 of any foreign application(s) for patent or inventor's
oertificatevlisted below and have also identified below any foreign application for patent or inventor's certificate having a filing date
before that of the application on which priority is claimed:

material to the examination of this application in accordance with Title 37.

l’rior Foreign Application(s) Priority Claimed

(Day/Month/Year Filed) Yes No(Number) (Country)

(Day/Month/Year Filed) Yes No

' Yes No

(Number) (Country)

‘(Day/Month/Year _Filed)(Number) (Country)

I hereby claim the benefit under Title 35. United States Code. §l20 of any United States applicationfs) listed below and, insofar as
the subject matter of each of the claims of this application is not disclosed in the prior United States application in the manner pro-
vided by the first paragraph of Title 35. United States Code. §l I2. I acknowledge the duty to disclose material information as defined
in’Title 37. Code of- Federal Regulations. §l.56(a) which occurred between the filing date of the prior application and the national
or PCT international filing date of this application:

(Filing Date) (Status—patented. pending. abandoned)

(Filing Date

(Application Serial No.)

(Application Serial No.) (Status-—patented.- pending. abandoned)

I hereby appoint the following attorney(s) and/or agent(s) to prosecute this application and to transact all business in the Patent and
Tradernarlt Office connected therewith: '

Address all telephone calls to _at telephone no.
Address all correspondence to

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and
belief are believed to be true; and further that these “Slil€m€nls,\,V\§fe;;l"nad¢ with the knowledge that willful false statements and the
like so made are punishable byyfine or imprisonment.,f5r l5_9th./;u‘nde'r' Section l00l of Title 18 of ‘the United States Code and that
such willful false statements may jeopardize the_va’liEflit.y of: theflapdlication or any patent issued thereon.. % B 3‘ .

|nV€!l%(¢fl)l:’i\!:‘~l‘ifil'lIl/lift I K ' H _ Date_.J.u.n.e 95 1988
' Citizenship U5 ‘:Residence V g ‘

Post Office Aid/dresstlle Pittsb _ "J .
Full name of second joint inventor. if any
Second Inventor's signature Date
Residence Citizenship
Post Office Address

/

-l'l0l'lE-

tsum -nu i-«or-we--no Iianllwe to third .u..s...... pa. inventors.).

‘Form PTO-FB-A110 (a-33)

X‘

09.2 No. G51-G11 (12I31l%)
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‘ , l _ V T omNo.oest-oo11t12/a1/as)
' ,A,pplizca"n‘t\or Patentee: Art‘ R-Olbert Haw _ eAttorney's

‘Serial or2Phatent No.: Docket No.:ued:

VERIFIED STATEMENT (DECLARATlON) CLAIMING SMALL ENTITY
STATUS (37 CFR 1.9 (0 and l.27 (b)) — INDEPENDENT INVENTOR

As a below named inventor. I hereby declare that I qualify as an independent inventor as defined in 37 CFR l.9 (c) for pur-
poses of paying reduced fees under section 41 a) and (b) of Title 5. United States Code. to the Patent and rademarlton-.¢. with regard to the invention entitled metho;d91.o.gx2system__f__orthe e] ectromc .sa_! es .
duenbntm distribution, storage, manipulation, retrieval,

playback, and copyright protection of Digital
|)()(] the specification filed herewith ‘ - - ,
[ ] application serial no. Aucho Mus“: . filed
[ ] patent no. . issued

l have not assigned. granted. conveyed or licensed and am under no obligation under contract or law to assign; grant. convey
or license. any rights in the invention to any person who could not be classified as an independent inventor under 37 CFR
l.9 (c) if that person had made the invention. or to any concern which would not qualify as a small business concern under
37 CFR l.9 (d) or a nonprofit organization under 37 CPR 'l.9 (e).

Each person. concern or organization to which I have assigned. granted. conveyed. or licensed or am under an obligation
under contract or law to assign. grant. convey. or license any rights in the invention is listed below:

[XX no such person. concern. or organization
[ ] persons. concerns or organizations listed below‘

‘NOTE: Separate verified statements are required from each named person. concern or organiza-
tion having rights to the invention averting to their status as small entities. (37 CFR L27)

FULL NAME
ADDRESS

t HNDIVIDUAL t ISMALL nus-uess CONCERN t INONPIOFITOICANIZATION

FULL NAME
ADDRESS

t HNDIVIDUAL t ISMALL austuess CONCERN . t tn-ounom OIGANIZAIION

FULL NAME
ADDRESS

1 [INDIVIDUAL t ISMALI. ausmess corvcsnu 5' |' tnounonr OIGANIIATION

I acknowledge the duty to file. in this application or patent. notification of any-change in status resulting in loss of entitle-
ment to small entity status prior to paying. or at the time of paying. the earliest of the issue fee or any maintenance fee
due after the date on which status as a small entity is no longer appropriate. (37 CFR 1.28 (b))

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information
and belief are believed to be true; and further that these statements were made with the knowledge that willful false statements
and the like so made are punishable by fine or imprisonment. or both. urider section I001 of Title I8 of the United States
Code. and that such willful false statements may jeopardize the validity of the application. any patent issuing thereon. or
any patent to which this verified statement is directed. 1

Arthur Robert Hair [M1111///////[Z /////////////////
NAME OF INVENTOR NAME OF INVENTOR NAME OF INVENTOR

Zééi. 9 2f"
Signature of lnventor Signature of lnventor Signature of lnventor

June 9 1988»
Date Date ‘ Date

Form PTO-FB-A410 (8-B3)
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IN THE UNITED STATES PATENT RK OFFICEREG

In re Application of - JAN 05 959

RF
—.._.

ARTHUR ROBERT HA IR

GROUP 230
K

Serial No. 07/206,497 METHODOLOGY/SYSTEM
~ ELECTRONIC SALES, DISTRIBUTION,

Filed: June 13, 1988 STORAGE, MANIPULATION, RETRIEVAL,
PLAYBACK, AND COPYRIGHT PROTECTION

Art Unit 235 OF DIGITAL AUDIO MUSIC

Pittsburgh, Pennsylvania 15230

December 19 , 1988

CERTIFICATE OF MAILING

Hon . Commiss ioner of Patents and Trademarks I hereby certify that the r,ones,~.ondence isbeing deposited with the United States Postal
Washington. D . c. 20231 ' 5W“ as "'5! was: me“ in an M91092.

’ addressed to: Ccmrmssionef oI Patents and

S ir : . zadamarks. Washir::;1u2, DE/

PRELIMINARY AMENDMENT I<.fl/I-W
Ansel H. Schwml

Registration No. 30.587

IN THE CLAIMS I/I‘: Egg
mm '

—-"‘ \

Cancel Claims 17%

Please add the following claims:
/

11. A method for transmittin a desired digital audio

0 a second memory

comprising the steps of:

transferring money to party controlling use of the
Z5fi .

J/W0//<3! first memory from a[fl:;ty-
Q I

the second memory;
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- /

( storing the digital sigfipf/in the second memory.\

g____‘§‘.-—_~'f_#___.‘__>_“_____ ______.._.... . . . . - -'

I2;

;z’. A method as described in/C/laimyl/1’ including after \

the transferring step, the steps of searching the first memory for

the desired digital audio—mus4c signal; and selecting the desired

digital audio music signal from the first memory.

13. A method as described in Claim erein the

trans erring step includes the step telephoning the party

controlling use of the firs emory by the party controlling the

second memory; provi ' g a credit card number of the party

controlling th second memory to the party controlling the first
memory s he party controlling the second memory is charged
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REMARKS

Claims 1-10 have been canceled.

Claims 11-13 have been added. Antecedent support for

these new claims is found in the figures.

In View of the foregoing amendments and remarks, it is

respectfully requested that this application be reconsidered and

withdrawn, in Claims 11-13, now in this application, be allowed.|

Respectfully suhmitted,

CHWWMEOFMNUNG ARTHUR ROBERT HAIR
I hereby certify that the carry 1:‘:-«"9 "3 ‘

being deposited with tire " '1
Service as fit

addresned tn: . - BY

Trmwkswflrzfii Eflfl. Ansel M. Schwartz, Esq.Reg. No. 30,587
Reed Smith Shaw & Mcclay
435 Sixth Avenue

' P.0. Box 2009Ansei UL Schwa :12
Pittsburgh, Pennsylvania 15230

Registration :33. 30.587 (412 ’ 288_4184
at 9 J’.£____

3~ Attorney for Applicant
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PATENTREOFEHHVZE ‘

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE MN 0 5 19

[X] In re application of‘: Arthur R! Hair ‘ 230
Serial No.: 0 7/2 0 6 , 4 9 7 Group No.

Filed; June 13, 1988 Examiner:

For‘: METHODOLOGY/SYSTEM FOR THE ELECTRONIC SALES,

D PatentNo.DISTRIBU'I‘ION STORAGE, MANIPULATION, RETRIEVAL, PLAYBACK1S‘”e"‘ AND COPYRIGHT PROTECTION op DIGITAL
‘NOTE: InserIname(s) oral/invenror(s) and title also Iorparent. AU D I Q MU S I C

Commissioner of Patents and Trademarks

Washington, D.C. 20231 I V‘ I ' j‘ 7—J 15.: i_«

POWER OF ATTORNEY BY INVENTOR(S) (REVOCATION OF 2 7 mgg
PRIOR POWERS) A ' ‘

— i

As a named inventor for the above identified ' 299

[3 application

[1 patent

REVOCATION OF PRIOR POWERS OF ATTORNEY

I hereby revoke all powers of attorney previously given and

NEW POWER OF ATTORNEY ‘

I hereby appoint the following attorney(s) and/or agent(s) to prosecute and transact all
business in the Patent and Trademark Office connected therewith.

(Listname andregistration number)

Thomn C. Wonncn. Rog. No. 24.455: Arlnnd T. Slain. Reg. No. 25.062: Fradurtdi H. Colon. Reg. No. 2a,os1; Jana G. um:

W. Scplt figiltotfi. R98. No. 23.039: William K. Wells. Reg. No. 27,042. Ulchaol J. KIIIIO, No 31 ,SN: Indknod I. Sdlilffl. '7 :. E 1 'Louxs elberqer, Req.No. 27,899 and_7ite\in#R.,g 

 

SEND CORRESPONDENCE TO ’ DIRECT TELEPHONE CALLS TO:

Ansel M. Schwartz, Esquire Ansel M. Schwartz, Esq.
Reed Smith Shaw & McC1ay 412/288-4184
P.O. Box 2009

Pittsburgh, PA 15230

 T___

(Power of Attorney by Inventors [12-1]—page 1 of 2)
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Type or print invemor's name

Arthur R. Hair

Inventors ignature .

? ..
Post Office Address

‘ 33 7 Quail Run Road

yenetia, Pennsylvania 15367

Type or print invenlor’s name

Inventor's signature

Post Oflice Address

Type or print invenIor‘s name

Inventor's signature.

Post Oflice Address

NOTE: A powerofattorneymayberevokedatanystagein theprosecutionofa case.

(Supplysimilarinformation andsignature forfourth andsubsequentinventors.)

(Power of Attorney by Inventors [12-1]—page 2 of 2)
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'uu;r.)/uu LL/U,-6:11
Arthur R. Hair

Ansel M. Schwartz, Esq.
Reed Smith Shaw & Mcclayj
P. O. Box 2009

Pittsburgh, PA 15230

/2/7??

§ff9'Ja.z3o

Thil is in responle to the communication re the Power of Attorney filed DECEMBER 22 ’ I988

usiylee.

1. D The power of attorney to you in this application has been revoked by the applicant
' In View of the notice in this application of the death of
2. C] ~ .- his power of nttomey is terminated.

3, E The power of attorney to you in this application has been accepted by the Commissioner of Pntents, & Trademarks.

5/’Mn:

4. DThe usignee in this application has intervened and appointed an Ittomey of his own selection. Further correrpondeneewill be held with said attorney. (Rule 36, Rules of Practice.)

5, D The revocation of the power of attorneyto hubeen
entered and said attorney has been notified. Further correspondence will be addressed to you.

— assignee

6. E] 0n__..____.. the applicantapwmwd 
as additional attorney in this application.‘ Further correspondence will continue to be addressed to you as
specified in the new power of attorney.

assignee

7. D On . the applicantappommd 
as Idditional attorney in this application. Further correspondence will be addressed to said altomey. MPEP 403.02

8. D The associate power of attorney to you in this application has been revoked by-the attorney of record.

For Director. Operation

L .J _

RETAIN nus cow IN THE‘ ,5»-_»i.ici;'rior~s rru-:FORM PTOL-305 (REVS/75) ‘El ~ ’
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IN THE UNITED STATES PATEt\IT- ‘ ‘QR-ADE;_MARK OFFICE
5' - “ %“:-1'1/L'+=D

$15‘ 5
re Application of : M43 1? Egg

ARTHUR R. HAIR
Serial No. 07/206,497

Filed: June 13, 1988 TRANSMISSION SYSTEM

Art Unit: 235

Patent Examiner:

Pittsburgh, Pennsylvania 15230
March 13, 1989

Hon. Commissioner of Patents and Trademarks

Washington, D.C. 20231

Sir:

CHANGE OF ADDRESS

Please be informed that applicants’ attorney's address

has changed to Alder, Cohen, and Grigsby, P.C., 2900 CNG Tower,

625 Liberty Avenue, Pittsburgh, Pennsylvania 15222. Please

direct all correspondence to this address. Thank you.

Respectfully submitted,

CHUWMMIOFMMUNG ARTHUR R. HAIR

_I hereby certify that the conespondence is -
bung deposited with the United States Postal
Service as first class mail in an enleiope
wmmmmmmmamamrmmsufl By

T”“m*fi? ' , - Ansel M. Schwartz, Esquire
- Reg. No. 30,587

Alder, Cohen & Grigsby, P.C.
2900 CNG Tower

625 Liberty Avenue

Pittsburgh, PA 15222
(412) 394-4987

Attorney for Applicant
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Patent: and Trademark Office = ,0)
Address 2 COMMISSIONER OF PATENTS A RADEMAHKSWashington. DC. 20231
unursu srA1“E's DEPARTMENT (I/:/:wwMEncET

Msapplication has been examined ifiéponsive to communication tiled on /"2 R2 Ci This action is made tinai.
A shortened statutory period tor response to this action is set to sxplre_.L month(sj,. days irom the dateoi this letter.Failure to respond within the period ior response will cause the application to become abandoned. 35 U.S.C. 133

Part I FOLLOWING ATTACHIlEN'|'(8) ARE PART OF THIS ACTION:1. Notice 01 Reierencas Cited by Examiner, PTO—892. 2. Ci Notice re Patent Drawing. PTO-948.
8. E] Notice oiAr1 Cited by Applicant, PTO-1449. 4. D Notice oi iniormai Patent Application. Form PTO-152.
5. D Inlormation on How to Effect Drawing Changes, PTO~1474. B. D '

Part II fildllhlw OF ACTION ‘1. claims ' 3 are pending in the application.

or the above. claims are withdrawn from consideration.

' claims_.(-:£ have been cancelled.

D Claims _ are allowed.

Bans%L: are rejected.
Claims are objected to.

Claims are subject to restriction or election requirement.

This application has been filed with intormai drawings under 37 C.F.R. 1.65 which are acceptable tor ekarnination purposes.\

Formal drawings are required in response to this Office action.

The corrected or substitute drawings have been received onas. Under 37 C.F.R. 1.84 these drawings
are U acceptable. D not acceptable (see explanation or Notice re Patent Drawing, PTO-948).

D The proposed additional or substitute sheetisj oi drawings, tiled onashas (have) been Ci approved by the
examiner. D disapproved by the examiner (see explanation).

11. D The proposed drawing correction. tiled on has been D approved. D dlsapprovedieee expIanat|on).- .

12. D Acknowledgment is made 01 the claim tor priority under U.S.C. 119. The certified copy has U been received I] not been received

D been filed In parent application, serial no.¢ ; filed on

.-piicatlon appears to be in condition lor allowance except tor iormai matters. prosecution as to the merits is closed in
: with the practice under Ex parte Quayle. 1935 CD. 11; 453 0.6. 213.
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Serial No. 07/206497

Art Unit 235

1. The title of the invention is not descriptive. A new title

is required that is clearly indicative of the invention to which

the claims are directed.

2. The Abstract of the Disclosure is objected to because it is

not provided on a separate sheet. Correction is required. See

M.P.E.P. § 608.0l(b).

3. The disclosure is objected to because of the following

informalitiesz The use of the term “methodology” through out the

disclosure is not familiar. Perhaps applicant means ——method*~.

On page 5, line 33, "Claims" should be deleted. Appropriate

correction is required.

4. The following is a quotation of the appropriate paragraphs
of 35 U.S.C. § 102 that form the basis for the rejections under
this section made in this Office action:

A person shall be entitled to a patent unless --

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or
on sale in this country, more than one year prior to the
date of application for patent in the United States.

Claims 11-13 are rejected under 35 U.S.C. § 102(b) as being

clearly anticipated by Lightener'US/3718906.

See the abstract, figs. 1-2 and 9, col. 2 lines 15-36, col.

8 lines 15-67, col. 13 line 61 to col. 14 line 6, and col. 15
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Serial No. 07/206497

Art Unit 235

lines 19-30 of Lightener.

6. The prior art made of record and not relied upon is

Considered pertinent to applicant's disclosure.

Hughes'US/3990710 and Ogaki et al.'US/4654799 teach the

duplication of information onto another medium at a vending site.

Lockwood'US/4567359 teaches dispensing information from a

remotely located processor. Geddes'US/4647989 teachwindicating

and supplying money for a designated selection.

7. Any inquiry concerning this communication or earlier

communications from the examiner should be directed to Hoa Nguyen
whose telephone number is (703) 557-4930.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionist
whose telephone number is (703) 557~2878.

STEVEN L.STEPHAN

PR!MARY EXAMINER

RRT UN!T 235

Hoa T. Nguyen
Examiner, Art Unit 235

November 15, 1989

\.
\
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FORM PTO-892 u.s. oasmnrmznr 0F_COMMERCE 55“"“- "95 . 0 ’‘°‘'"’‘‘’" “N” ATTACHMENT
(REV. 3-16) . PATENT AND TRADEMARK OFFICE S h (1: 3 1 \ 1'0 Q~uMaEa

. '1 omen
NOTICE or nerenswces cneo """‘-‘°"‘”*‘5’o

H A: R
U.S. PATENT DOCUMENTS

. FILING DATE IF
DOCUMENV NO. , APPROPRIATE, V 2

‘7?

RECE

----1-Inn ————-nmgaa ---uaaam ---amen I-II-fi%EH ---T---oxon 7IIIIIIv0-=>fill
PERTINENT

DOCUMENTNO. ' sr-rrs, ma,owe spec.

---II onnaa Z2111------IIIII —————

" A copy of this reference is not being furnished with this office action.
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IN THE UNITED STATES PATENT AND TRADEMARK OFF E

ram 0 5 I990
' 'pplication of:

ARTHUR HAIR

Serial No. 07/205,497 , GROUP23o
Filed: June 13, 1988 METHODOLOGY/SYSTEM FOR THE ELECTRONIC

, SALES, DISTRIBUTION, STORAGE,
Art Unit 235 MANIPULATION, RETRIEVAL, PLAYBACK,

‘ AND COPYRIGHT PROTECTION OF DIGITAL

Patent Examiner: AUDIO MUSIC I /yj

H. T. Nguyen
VPittsburgh, Pennsylvania 15222

CERTIFICITE OF MA!L!NG
February 26, 1990 ’ ' ‘

- hereby certify that the correspondence is
Hon. Commissioner of Patents and Trademarks Em“ ”“““mmm9”““5m“P“W. 3- as first ciass n‘. 2.- ,

Washington D C A 20231 adm:Wmm=1mofmmmamI I I ~ I "

Sir:

f'.:‘.$°' W‘ °-”' '.1 ..‘v. u... ..

R€gi5Il'Z«N8fl
«>1 91-6 0 _

Dfie

In response to the Office Action dated November 30,

1989, please amend the above—identified application as follows:

IN THE TITLE:’//

lease delete the paragraph entitled "TITLE OF THE

INVENTION" and insert ‘-— TRANSMISSION SYSTEM —g

IN THE CLAIMS:

Please add the following claims.

/ /
Claim 11, line 4, before "party" insert —— first —— ;
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Claim 11, line 5, change "party" to -5 second party

financially distinct from the first party, said second party -——.

f//3/step of transmitting the digital
Y to the second memory at a location

ty controlling use of the second

I

QWJLJ {gig/3 15. A method for transmitting desired digital, a
, ‘¥;’r'ideo or audio music signal stored on first memory to a second

1 memory comprising the steps

charging a fee to a fir t party controlling use of the

second memory;

(Y~S% V connecting the fi t memory with the second memory such
that the digital signal c pass therebetween;

transmitting the digital signal from the first memory

to the second memory

storing the digital signal in the second memory.

16. A method desgribea’in/Elaim 15 wherein the
transmitting step ' cludes t e st p of transmitting the digital

signal from

d by the second p y controlling use of the second
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17. A method as descrir-d in Claim 14 wherein the step

of transferring money includes t e step of transferring money to

the party controlling use of th= first memory from the second

party controlling the use and vhe location of the second memory.

18. A method as d scribed in Claim 16 wherein the step

of charging a fee includes ‘he step of charging a fee to a party

the connecting step thv step of plac n y the second party the

second memory into a position that he seco memory can be

connected with the f rst memory.

20. A mrthod as described in Claim 18 including before

the connecting st~p the step of placing by the second party the

second memory i o a position that the second memory can be

connected with he first memory.

«
\

IN THE ABSTRACT OF THE DISCLOSURE:

Please delete the paragraph entitled (G) Abstract of

the Disclosure on page 6 and add on a new page 7 add the

following abstract of the disclosure. ' and system to

electronically store the binary struct of/gigital Audio Music
figuration which

, manipulation,

of such Digital
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on expands upon and integrates prior

reo systems and microcomputers to form

Page ' 8, change "methodology" to —— method --

/
Page ' 8, change "methodology" to -- method —- ;

////
Page ' 11, change "methodology" to —— method --

Page ' "methodology" method

Page "methodology" method

Page ' "methodology" methpd

Page ‘ "methodo1ogy"> method

Page ' "methodology" method

Page ' "methodology" ‘ method

Page ' "methodology" method

Page ' "methodology" method

Page " [F] CLAIMS".
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0

REMARKS

Claims 11-20 are currently active.

Applicant's invention is a method for transmitting a

desired digital audio music signal or video signal stored on a

first memory to a second memory. The method comprises the steps

of either transferring money to or charging a fee by a party

controlling use of the first memory from a party controlling use

of the second memory; connecting the first memory with the second

memory such that the digital signal can pass therebetween;

transmitting the digital signal from the first memory to the

second memory; and storing the digital signal in the second

memory. The party controlling use of the second memory can then

utilize the signal on the second memory as desired.

The Examiner has rejected Claims 11-13 under 35 U.S.C.

§102(b) as being clearly anticipated by Lightner. Applicant

respectfully traverses this rejection.

Referring to Lightner, there is disclosed a vending

system for remotely accessible stored information. The vending

system includes a central station in which various information

stored on master recordings can be selectively accessed by

purchasers from any of multiple remote vending machines. The

accessed information is reproduced on cartridge type storage

media at that vending machine. Once currency or a credit card is

received by the vending machine, the selected information is

transferred to the cartridge. After transmission is complete,

-5-
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the cartridge is then ejected from the vending machine and

received by the purchaser to be then controlled by the purchaser.

In contradiction, applicant's claimed invention has

money transferred, or credit charged "from a party controlling

use of the second memory" to a party controlling use of the first

memory. In Lightner, the party controlling the master recording

is "controlling use of the second memory" up until transmission

of the "digital signal from the first memory to the second

memory" occurs. "The vending machine includes a high speed

duplicator and a quantity of acquirable media, such as blank tape

cassettes. The data selected by the consumer is transmitted from

the master tape center‘to the vending machine where it is copied

by the duplicator onto the cassette which is then ejected from

the machine". See column 2, lines 27-34. It is only after the

ejection from the machine that the consumer has control of the

“second memory". This is an important distinction since

applicant defines his invention as the ability for the "second

party" to have transmitted a desired digital signal to the.

"second memory" that the second party is "controlling". This

could be, for instance, some type of recording machine at the

home of the "party controlling the second memory" or even at a

commercial vending machine but which allows the "party

controlling use of the second memory" to supply it to the

commercial vending machine and compile a collection of desired

signal over time. Lightner teaches the second memory is in the..———_.——:—-~

possession of the vending machine and provides no ability to
 

-5-
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receive a "second memory" which is controlled by the party

providing the "second memory".

Claims 12-14 and 17 are dependent to parent Claim 11

and has all the limitations thereof. Since parent Claim 11 is

patentable, so are Claims 12-14 and 17. Accordingly, Lightner

does not teach or suggest "transmitting the digital signal from

the first memory to the second memory" with the "second party

controlling use of the second memory" and does not anticipate

applicant's claimed invention.

Moreover, Claims 14, 17 and 19 have the limitation that

the "step of transmitting the digital signal from the first

memory to the second memory" occurs "at a location determined by

the second party controlling use of the second memory". Lightner

teaches and suggests that the vending machine is at a location

determined by the "first party" (or its agent or representative

which is the same thing) and requires the second party to go to

the location of the vending machine which is determined by the

first party. Claims 14, 17 and 19 are patentable for this

additional reason.

Claim 15 is patentable for the reason Claim 11 is

patentable. Claim 16, 18 and 20 are dependent to parent Claim 15

and have all the limitations thereof. Since Claim 15 is

patentable so are Claims 16, 18 and 20. Moreover, Claims 16, 18

and 20 are additionally patentable for the reasons Claims 14, 17

and 19 are patentable.
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3

Claims 14-20 have been added. Antecedent support for

these claims is found in Figure 1.

The figures have been amended to delete superfluous

information as shown in red.

The title of the invention has been amended.

The Commissioner is hereby authorized to charge all

fees to Deposit Account No. 01-0693. A duplicate copy of this

Amendment is enclosed.

‘In View of the foregoing amendments and remarks, it is

respectfully requested that the outstanding rejections and

objections to this application be reconsidered and withdrawn, and

Claims 11 through 20, now in this application, be allowed.

Respectfully submitted,

CERTIFICATE or MAILING ARTHUR HAIR

i hereby certiiy that the correspondence is J’
being deposited with the Uaéicsl Siaies Posial BY .

§§Ii¥;°.‘2.3‘:§':'$é»§53.°S ‘Z: Ansel M- Schwartzr Esquire. ... .: u: '...»'!'L5

- Reg. No. 30,587Trademarks, Washmton,
4:1 ' Alder, Cohen & Grigsby, P.C.

2900 CNG Tower

égwug ‘J 625 Liberty Avenue
Pittsburgh, PA 15222

Ame! M. S-ziraartz (4 12 ) 394-4 900
Registrajinn No. 39.587

&{&b[7O _ Attorney for Applicant
Baa
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UNITED STATES DEPARTMENT DF COMMERCE
Patent and Trademark Oflice -
Address : COMMISSIONER OF PATENTS AND TRADEMARKSWashington. D.C. 20231

I.731; " ‘. 97-.

ALDER. CDHEN: AND GRIGSEY, 9.3. NnuvEN,H
_'v‘9i:ll:| ENG TUNER ' _
5-5 LIBERTY AVE. . .
PITTSBURGH, PA 15223 239‘

~n5Vf4/90

This application has been examined  iveto communication filed on  ZLg.D_ . This action is made ilnal.6

A shortened statutory period tor response to this action is set to expirei___ month(e), '’ "“' days lrom the detect this letter.
Failure to respond within the period tor response will cause the application to become abandoned. 35 U.S.C. 133

«

Notice oi References Cited by Examiner. PTO—892. 2.  tDrawing, PTO-948.
Notice of Art Cited by Applicant. PTO-1449. 4. D Notice oi lniormai Patent Application. Form PTO-152‘.a Eliniormation on How to Efiect Drawing Changes. PTO-1474. . ____j__j___;_}__
SUMMARY OF ACTION

1.  €___j_are pending in the application.
01 the above. claims ‘ I are withdrawn from consideration.

2. Dams have been cancelled.
3. D Claims are allowed.

I A.%1s are rejected.
5. D Claims ‘

D Formal drawings are required in response to this Office action.

D The corrected or substitute drawings have been received on ‘Under 37 C.F.R. 1.84 thwe drawings
are D acceptable. D not acceptable (nee explanation or Notice re Patent Drawing, PTO-948).

D The proposed additional or substitute sheet(s) oi drawings, filed on has (have) been D approved by the
examiner. Ci disapproved by the examiner (see explanation).

. D The proposed drawing correction. filed on ,has been D approved. CI disapproved (see explanation).
U Acknowledgment is made oi the claim tor priority under U.S.C. 119. The certified copy has Ci been received D not been received

[3 been filed in parent application. serial no.
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Serial No. 07/206497

Art Unit 239

1. The title of the invention is not descriptive. A new title

is required that is clearly indicative of the invention to which

the claims are directed.

This objection is repeated.

2. The spacing of the lines of the specification is such as to

make reading and entry of amendments difficult. New application

papers with lines double spaced on good quality paper are

required. The substitute specification should also include an

abstract of the disclosure provided on a separate page.

3. The following is a quotation of the appropriate paragraphs
of 35 U.S.C. § 102 that form the basis for the rejections under
this section made in this Office action:

A person shall be entitled to a patent unless --

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or

on sale in this country, more than one year prior to the
date of application for patent in the United States.

4. Claims 11-18 are rejected under 35 U.S.C. § 102(b) as being

anticipated by Lightner'US/3718906

See figs. 1 and 10 and their description.

Applicant argues that Lightner does not teach or suggest

"transmitting the digital signal from the first memory to the

second memory" with the "second party controlling use of the

second memory" and does not anticipate applicant's claimed
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Serial No. 07/206497

Art Unit 239

invention. This argument is not found to be persuasive because

in the system of Lightner, since the second party makes

selections of type and format of information to be duplicated to

the second memory from the first memory and since the selections

of the kind and format of information made by the second party

would initiate the first memory to reproduce the requested kind

and format of information, the second party is thus seen to

control the second memory. Applicant should note that the term

"control" is interpreted to mean "authority to guide or manage".

Applicant further argues that applicant's claimed limitation that

the step of transmitting the digital signal from the first memory

to the second memory occurs "at a location determined by the

second party controlling use of the second memory" while Lightner

teaches and suggests that the vending machine is at location

determined by the "first party" (or its agent or representative)

and requires the second party to go to the location of the

vending machine which is determined by the first party. This

argument is not found to be persuasive because with Lightener's

system even though the vending machines are "determined" by the

first party as stated by applicant, the second party still has to

pick which vending machine of the vending machines to use, thus

the second party "determines" the location of the second memory

where the digital signal is transmitted to. See col.3 line 25

through Col.4 line 25.
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Serial No. 07/206497

Art Unit 239

5. Claims 11, 14. 17, 19 and 20 are rejected under 35 U.S.C.

§ 102(b) as being anticipated by Huges‘US/3990710.

See figs.1, 6, 8 and 9. and their descriptions.

6. Applicant's amendment necessitated the new grounds of

rejection. Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P.

§ 706.07(a). Applicant is reminded of the extension of time

policy as set forth in 37 C.F.R. § ].136(a). The practice of

automatically extending the shortened statutory period an

additional month upon the filing of a timely first response to a

final rejection has been discontinued by the Office. See 1021

TMOG 35.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS

ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED

STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE

ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE
PURSUANT TO 37 C.F.R. § 1.136(8) WILL BE CALCULATED FROM THE
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM
THE DATE OF THIS FINAL ACTION.

7. Any inquiry concerning this communication or earlier

‘communications from the examiner should be directed to HOA NGUYEN

whose telephone number is (703) 557-4930.

Any inquiry of a general nature or relating to the status of
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Serial No. 67/205497

Art Unit 239

this app ication should be directed to the Group receptionist

whose te ephone number is (703) 557-2878.

HOA T. NGUYEN

Examiner, A.U. 239
,May 10, 1990
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U.S. DEPARTMENT OF COMMERCE ATTACHMENT To
PATENT ANDTRADEMARK OFFICE PAPER NUMBER

NOTICE OF PATENT DRAWINGS OBJECTION

Drawing Corrections and/or new drawings may only be
submitted in the manner set forth-in the attached letter,

''Information ‘on Ho ffec Drawing Changes" PTO-1474.

The drawings, filed onl , are objected to as informal for reasonlsl
checked below:

D Lines Pa|e_ 11. B Part: in Section Must Be Hatched.

. U Solid Black Objectionable.

E Figure Legends Placed Incorrectly.

D45 Rough and Blurred. Mounted Photograph s.

[37 CFR 1.84 (‘In

D Figures Must be Numbered.

D shade Lines Required. . D Extraneous Matter Obiectionable.

Paper Undersized; emu» 35-» X 14-:_
it . or 21.0 cm. x 29.7 cm. required.

zHeading Space Required. 2

-1
D Figure us! Not be Connected. . Proper A4 Margins Required:

Drop 2.5 cm- CIRIGHT 1.5 cm.
' EILEFT 2.5 cm. ljeorrom 1.0 cm.

D Criss-Cross Hatching Objectionable. .

D Double-Line Hatching Objectionable.

The drawings, submitted on

corrected. New drawings are're uired. submission of the new drawings MUST be
made in accordance with the attached letter.
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A methodology/system for the electronic sales, distribution,

storage, manipulation, retrieval, playback, and copyright

protection of Digital Audio Music.

[B] Cross—References to related applications

—None—

[C] Brief summary of the Invention

This invention relates in general to a new and improved

.methodology/system for the electronic sales, distribution,

storage, manipulation, retrieval, playback, and copyright

protection of Digital Audio Music.

The three basic mediums (hardware units) of music: records,‘

tapes, and compact discs, greatly restricts the transferability

of music and results in a variety of inefficiencies.

CAPACITY: The individual hardware units as cited above are

limited as to the amount of music that can be stored on each.

MATERIALS: The materials used to manufacture the hardware

units are subject to damage and deterioration during normal

operations, handling, and exposure to the elements.

SIZE: The physical size of the hardware units imposes

constraints on the quantity of hardware units which can be housed
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for playback in confined areas such as in automobiles, boats,

planes, etc.

RETRIEVAL: Hardware units limit the ability to play, in a

sequence selected by the user, songs from different albums. For

example, if the user wants to play one song from ten different

albums, the user would spend an inordinate amount of time

handling, sorting, and cueing the ten different hardware units.

SALES AND DISTRIBUTION: Prior to final purchase, hardware

units need to be physically transferred from the manufacturing

facility to the wholesale warehouse to the retail warehouse to

the retail outlet, resulting in lengthy lag time between music

creation and music marketing, as well as incurring unnecessary

and inefficient transfer and handling costs. Additionally,

tooling costs required for mass production of the hardware units

and the material cost of the hardware units themselves, further

drives up the cost of music to the end user.

QUALITY: Until the recent invention of Digital Audio Music,

as used on Compact Discs, distortion free transfer from the

hardware units to the stereo system was virtually impossible.

Digital Audio Music is simply music converted into a very basic

computer language known as binary. A series of commands known as

zeros or ones encode the music for future playback. Use of laser

retrieval of the binary commands results in distortion free

transfer of the music from the compact disc to the stereo system.
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. I.

Quality Digital Audio Music is defined as the binary structure of

,2 A

the Digital Audio Music. Conventional analog tape recording of

Digital Audio Music is not to be considered quality inasmuch as

the binary structure itself is not recorded. While Digital Audio

Music on compact discs is a technological breakthrough in audio

quality, the method by which the music is sold, distributed,

stored, manipulated, retrieved, played and protected from

copyright infringements remains as inefficient as with records

and tapes.

COPYRIGHT PROTECTION: Since the invention of tape recording

devices, strict control and enforcement of copyright laws have’

proved difficult and impossible with home recorders.

Additionally, the recent invention of Digital Audio Tape

Recorders now jeopardizes the electronic copyright protection of

quality Digital-Audio Music on Compact Discs or Digital Audio

Tapes. If music exists on hardware units, it can be copied.

Accordingly, it is an objective of this invention is to

provide a new and improved methodology/system to electronically

sell and distribute Digital Audio Music.

A further objective of this invention to provide a new and

improved methodology/system to electronically store and retrieve

Digital Audio Music.
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Another objective of this invention is to provide a new and

improved methodology/system to electronically manipulate, i.e.,

sort, cue, and select, Digital Audio Music for playback.

Still another objective of this invention is to offer a new

and improved methodology/system which can prevent unauthorized

electronic copying of quality Digital Audio Music.

Briefly, this invention accomplishes the above cited

objectives by providing a new and improved methodology/system of

electronic sales, distribution, storage, manipulation, retrieval,

playback, and copyright protection of Digital Audio Music. The.

high speed transfer of Digital Audio Music as prescribed by this

invention is stored onto one piece of hardware, a hard disk, thus

eliminating the need to unnecessarily handle records, tapes, or

compact discs on a regular basis. This invention recalls stored

music for playback as selected/programmed by the user. This

invention can easily and electronically sort stored music based

on many different criteria such as, but not limited to, music

category, artist, album, user's favorite songs, etc. An

additional feature of this invention is the random playback of

songs, also based on the user's selection.» For example, the user

could have this invention randomly play all jazz songs stored on

the user's hard disk, or randomly play all songs by a certain

artist, or randomly play all of the user's favorite songs which

the user previously electronically "tagged" as favorites.

Further, being more specific, the user can electronically select
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./ . .
a series of individual songs from different albums for sequential

playback.

This invention can be configured to either accept direct

input of Digital Audio Music from the digital output of a Compact

Disc, such transfer would be performed by the private user, or

’ this invention can be configured to accept Digital Audio Music

from a source authorized by the copyright holder to sell and

distribute the copyrighted materials, thus guaranteeing the

protection of such copyrighted materials. Either method of

electronically transferring Digital Audio Music by means of this

invention is intended to comply with all copyright laws and

restrictions and any such transfer is subject to the appropriate

authorization by the copyright holder. Inasmuch as Digital Audio

Music is software and this invention electronically transfers and

stores such music, electronic sales and distribution of the music

can take place via telephone lines onto a hard disk. This new

methodology/system of music sales and distribution will greatly

reduce the cost of goods sold and will reduce the lag time

between music creation and music marketing from weeks down to

hours.

Referring now to Fig. 2, with the exception of a

substitution of a compact Disc Player 40 (as the initial source

of Digital Audio Music) for the agent's Hard Disk 10, the agent's

Control Unit 20, and the Telephone Lines 30 in Fig. 1, Fig. 2 is

the same as Fig. 1.
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I. .

In Fig. 1 and Fig. 2 the following components are already

commercially available: the agent's Hard Disk 10, the Telephone

Pines 30, the Compact Disc Player 40, the user's Hard Disk 60,»

the Video Display Unit 70, and the Stereo Speakers 80. The

Control Units 20 and 50, however, would be designed specifically

to meet the teachings of this invention. The design of the

control units would incorporate the following functional

features:

1) the Control Panels 20a and 50a would be designed to

permit the agent and user to program the respective Control

Integrated Circuits 20b and 50b,

.2) the Control Integrated Circuits 20b and 50b would be

designed to control and execute the respective commands of the

agent and user and regulate the electronic transfer of Digital

Audio Music throughout the system, additionally, the sales

Control Integrated Circuit 20b could electronically code the

Digital Audio Music in a configuration which would prevent

unauthorized reproductions of the copyrighted material,

3) the Sales_Random Access Memory Chip 20c would be

designed to temporarily store user purchased Digital Audio Music

‘for subsequent electronic transfer via telephone lines to the
1

user's Control Unit 50,
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O Q,

4) the Incoming Random Access Memory Chip 50c would be

designed to temporarily store Digital Audio Music for subsequent

‘electronic storage to the user's Hard Disk 60,

5) the Play Back Random Access Memory Chip 50d would be

.designed to temporarily store Digital Audio Music for sequential

playback.

The foregoing description of the Control Units 20 and 50 is

intended as an example only and thereby is not restrictive with

respect to the exact number of components and/or its actual

design.

[E] Detailed description

Once the Digital Audio Music has been electronically stored

onto the user's Hard Disk 60, having the potential to store

literally thousands of songs, the user is free to perform the

many functions of this invention. To play a stored song, the

user types in the appropriate commands on the Control Panel 50a,

and those commands are relayed to the Control Integrated Circuit

50b which retrieves the selected song from the Hard Disk 60.

when a song is retrieved from the Hard Disk 60 only a replica of‘

the permanently stored song is retrieved. The permanently stored

song remains intact on the Hard Disk 60, thus allowing repeated

playback. The Control Integrated Circuit 50b stores the replica

onto the Play Back Random Access Memory Chip 50d at a high

transfer rate. The Control Integrated Circuit 50b then sends the
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electronic output to the Stereo Speakers 80 at a controlled rate

using the Play Back Random Access Memory Chip 50d as a temporary

‘staging point for the Digital Audio Music.

Unique to this invention is that the Control Unit 50 also

serves as the user's personal disk jockey. The user may request

specific songs to be electronically cued for playback, or may

request the Control Unit 50 to randomly select songs based on the

user's criteria. All of these commands are electronically stored

in random access memory enabling the control unit to remember

prior commands while simultaneously performing other tasks

requested by the userxand, at the same time, continuing to play

songs previously cued.

Offering a convenient visual display of the user's library

of songs is but one more new and improved aspect of this

invention. As the Control Unit 50 is executing the user's

commands to electronically sort, select, randomly play, etc., the

Video Display Screen 70 is continually providing feedback to the

user. The Video Display Screen 70 can list/scroll all songs

stored on the Hard Disk 60, list/scroll all cued songs, display

the current command function selected by the user, etc. Further

expanding upon the improvements this invention has to offer, the

Video Display Screen 70 can display the lyrics of the song being

played, as well as the name of the song, album, artist, recording

company, date of recording, duration of song, etc. This is

possible if the lyrics and other incidental information are
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electronically stored to the Hard Disk 60 with the Digital Audio

Music.

In summary, there has been disclosed a new and improved

methodology/system by which Digital Audio Music can be

electronically sold, distributed, transferred, and stored.

Further, there has been disclosed a new and improved

methodology/system by which Digital Audio Music can be

electronically manipulated, i.e.g sorted, cued, and selected for

playback. Further still, there has been disclosed a new and

improved methodology/system by which the electronic manipulation

of Digital Audio Music can be visually displayed for the

convenience of the user. Additionally, there has been disclosed

a new and improved methodology/system by which electronic

copyright protection of quality Digital Audio Music is possibleI

through use of this invention.

[F] Claims

Since numerous changes may be made in the above described

process and apparatus and different embodiments of the invention

may be made without departing from the spirit thereof, it is,

intended that all matter contained in the foregoing description

or shown in the accompanying drawings shall be interpreted as

illustrative, and not in a limiting sense. Further, it is

intended that this invention is not to be limited to Digital
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Audio Music and can include Digital Video, Digital Commercials,

and other applications of digital information.
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I claim:

1. A methodology/system by which the binary structure of
I z x

Digital Audio Music can be electronically transferred via

telephone lines from a hard disk of the seller to the hard disk

of the user in a software configuration which will allow repeated

future playback by the user.

2. A methodology/system by which the binary structure of

A Digital Audio Music stored on a Compact Disc can be

electronically stored in a software configuration onto a hard

disk which will allow repeated future playback by the user.

3. A methodology/system of electronic retrieval from a hard

disk and temporary storage of the binary structure of Digital

Audio Music on random access memory for sequential playback.

4. A methodology/system of electronically regulating the

playback rate of Digital Audio Music from random access memory to

the stereo speakers.
2

5. A methodology/system of specific electronic selection of

Digital Audio Music stored on a hard disk for cued playback.

6. A methodology/system of multiple electronic sorting

capabilities of Digital Audio Music stored on a hard disk for

cued playback.
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7. A methodology/system of automatic and multiple random

electronic selection of Digital Audio Music stored on a hard disk

for cued playback.

8. A methodology/system to simultaneously and

electronically encode lyrics and incidental information with

Digital Audio Music in the same binary structure which can be

displayed on a video display screen.

9. A methodology/system to electronically display on a

video display screen the activities mentioned in Claims 1 through

8.

10. A methodology/system which can prevent electronic

copyright infringement of the binary structure of quality Digital

Audio Music when using this invention.
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[G] Abstract of the Disclosure

A methodology/system to electronically store the binary

"'structure of Digital Audio Music onto a conventional hard disk in

a configuration which enables electronic sales, distribution,

storage, manipulation, retrieval, playback, and copyright

protection of such Digital Audio Music. This invention expands

-upon and integrates prior inventions relating to stereo systems

and microcomputers to form an advanced stereo system.

Submitted by:

Arthur Robert Hair

August 8, 1990
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

iméel”.~ Application of:

RTHUR HAIR A GROUP 330

Serial No. 07/206,497 _ 4% | IFiled: June 13, 1988 TRANSMISSION SYSTEM /£é:
Art Unit 239 :y {:

Patent Examiner: NE

H. Nguyen

Pittsburgh, Pennsylvania 15222

CERTIFICATE OF MAILING

I hereby cenily that the correspondence Is
Hon. Commissioner of Patents and Trademarks, hwm®mmwwMIMUWwSm%P®W‘ Service as first cIass man In an enveaope

' ‘tr'\:-‘ 1 .. fPIls"d
Washington, D.C' 20231 a:’:Ims:9drto Commoss:o.t\er6)231:'sen an

August 20, 1990

Sir:

AMENDMENT UNDER RULE 116

In response to the Office Action dated May lg, 1990,

please enter the following amendments to the above—identified

application as follows:

IN THE TITLE:

Please change the "Transmission System" to —— Method

for Transmitting a Desired Digital Video or Audio Signal --
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IN THE CLAIMS:

ll. (Twice Amended) A method for transmitting a

desired digital audio music signal stored on a first memory to a

second memory comprising the steps of:

transferring money to a first party controlling use of

the first memory from a second party financially distinct from

the first party, said second party controlling use and in

possession of the second memory;

connecting electronically the first memory with the

second memory such that the digital signal can pass therebetween;

transmitting the digital signal from the first memory

with a transmitter in control and possession of the first party

to a receiver having the second memory at a location determined

by the second party‘ said receiver in possession and control of

the second party; and

storing the digital signal in the second memory.

Claim 12, line 3, delete "music";

Claim 12, line 4, delete "music".

15. (Amended) A method for transmitting a desired

digital, [a] video or audio [music] signal stored on a first

memory to a second memory comprising the steps of:
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charging a fee [to] Qy a first party controlling use of

the [second] first memory to a second art financiall distinct

from the first art said second art in control and in

ossession of the second memor ;

connecting the first memory with the second memory such

that the digital signal can pass therebetween;

transmitting the digital signal from the first memory

7 with a transmitter in control and Qossession of the first Qarty

to a receiver having the second memory at a location determined

by the second Eartyz said receiver in Qossession and control of

the second garty; and

storing the digital signal in the second memory.

Please add the following claim.

21. ‘A method as described in Claim 15 including after

the charging step, the step of searching the first memory for the

desired digital signal; and selecting the desired digital signal

from the first memory.
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REMARKS

Claims 11-13, 15 and 21 are currently active.

Claims 14 and 16-20 have been cancelled.

Applicant requests this Amendment Under Rule 116 be

entered in view of the comments of the Examiner concerning the

fact that with respect to the claims as they appeared before this

amendment, applicant could control the transmission of the signal

and choose the location at which transmission occurs regardless

of possession.

_The title of the invention has been amended to be

clearly indicative of the invention to which the claims are

directed.

A new copy of the original application is provided

herewith that is double spaced and includes an abstract of the

disclosure on a separate page.' \ .

Another copy of the drawings is provided herewith}

These new drawings are believed to be in conformance with the

Official Draftsman's request based on the notice of patent

drawings objection.

Applicant's invention is a method for transmitting a

desired digital, video or audio signal stored on a first memory

to a second memory. The method comprises the steps of charging a
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fee by a first party controlling use of the first memory to a

second party financially distinct from the first party. The

second party is in control and in possession of the second

memory. Additionally, the method comprises the step of then

connecting the first memory with the second memory such that the

digital signal can pass therebetween. Next, there is the step of

transmitting the digital signal from the first memory with a

transmitter in control and in possession of the first party to a

receiver having the second memory at a location determined by the

second party; The receiver is in possession and in control of

the second party, There is also the step of then storing the

digital signal in the second*memory.

The Examiner has rejected Claims 11-18 under 35 UrS,C.

§102(b) as being anticipated by Lightner. Applicant respectfully

traverses this rejection.

Referring to Lightner, there is disclosed a vending

system for remotely accessible stored information. The vending

system includes a central station in which various information

stored on master recordings can be selectively accessed by

purchasers from any of multiple remote vending machines. The

accessed information is reproduced on cartridge type storage

media at that vending machine. Once currency or a credit card is

received by the vending machine, the selected information is

transferred to the cartridge. After transmission is complete,
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,,-  0 0

the cartridge is then ejected from the vending machine and

received by the purchaser to be then controlled by the purchaser.

There is no teaching or suggestion in Lightner of the

"second memory" to which the digital signal is transmitted to be

"in control and in possession" by the "second party".

Furthermore, there is no teaching or suggestion in Lightner for

the "receiver" having the second memory being "in possession and

in control of the second party" and "at a location determined by

the second party" as found in applicant's Claim 15.

Lightner actually teaches away from applicant's claimed

invention. Lightner teaches vending machines which have in them

blank tape cassettes which receive the transmitted signal from

the master tape. When payment is complete, the cassette is then

ejected from the vending machine to the consumer. See lines

25-37 of column 2. Thus, these blank tape cassettes are not "in

possession of the second party". The vending machines themselyes

are "in the possession of the "first party controlling use of the

first memory" and not "in the possession of the second party".

This is a substantive distinction between applicant's claimed

invention and the prior art. Applicant's claimed method allows

"a second party" to have a desired signal transmitted to a

"receiver . . . in possession of the second party . . . at a

location determined by the second party". This means, for

instance, in the pleasure of the second party's home, the second

party can simply telephone the "first party" and obtain desired
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signals immediately and conveniently. The "second party" does

not have to leave his house and go to a vending machine location

is chosen by the first party who is in possession of the vending
machine. Accordingly, Lightner does not anticipate Claim 15 and

is patentable. Claim 21 is dependent to parent Claim 15 and has

all the limitations thereof. -Since Claim 15 is patentable; so is

Claim 21.

Claim 11 is patentable for the reasons Claim 15 is

patentable. Claims 12 and 13 are dependent to parent Claim 11

and have the limitations thereof. »Since Claim 11 is patentable,

so are Claims 12 and 13.

The Examiner has rejected Claims 11, 14, 17, 15 and 20

under 35 U.S.C. §l02(b) as being anticipated by Hughes.

Applicant respectfully traverses this rejection.

Referring to Hughes, there is disclosed a coin operated

recording machine. The coin operated recording machine allows a

consumer to record on his audio or video magnetic tape cartridge

at a selected audio video recording stored in the machine upon

insertion of the appropriate coins in much the same manner as a

conventional juke box. There is no teaching or suggestion in

Hughes of the "receiver" being "in possession of the second party

at a location determined by the second party". Hughes

actually teaches away from applicant's claimed invention since

the recording apparatus is taught to be in possession of the
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"first party controlling use of the first memory" not the "second

party in possession of the second memory". Essentially for the

reasons set forth as to why applicant's claimed invention is
patentable over Lightner, applicant's claimed invention is also

patentable over Hughes. Accordingly, Hughes does not anticipate_

or make obvious applicant's Claim 11. Claims 12 and 13 are

dependent to parent Claim 11 and have all the limitations

thereof. Since Claim 11 is patentable, so are Claims 12 and 13.

The Commissioner is hereby authorized to charge any

fees or credit any overpayment to Deposit Account No. 03-2411. A

duplicate copy of this Amendment is enclosed.

In view of the foregoing amendments and remarks, it is

respectfully requested that the outstanding rejections and

objections to this application be reconsidered and withdrawn, and

Claims 11-13, 15 and 21, now in this application, be allowed.

canwmmtormmuwc Respectfully Submitted’

I hereby certify that the correspondence is ARTHUR HAIR
being deposited with the United States Postal

Service as first class mail in an enveippe
addressed to: Commissioner of Patents and

Trademarks, Washmgt :1. DC 29231, 1 M . S hwartz I
” Reg. No. 30,587

If ’ - Cohen & Grigsby2900 CNG Tower

Ammmswmm 625 Liberty Avenue
Registraticn No. 30,587 Pittsburgh , PA 15222

g.;.-a6 (412) 394-4900
{me

Esqu re

Attorney for Applicant
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an amendment to the outstanding Official Action.

8/=62/3'”

9‘ ~’iii.lO
STATES PATENT AND TRADEMARK OFFICE

I§§’e Applicdfiib%
I2%§§9§"

“ARTHUR 230
Serial No. 07/206,497

_Filed: June 13, 1988 TRANSMISSION SYSTEM

Art Unit 239

Patent Examiner:. ~.r~.r\/~y\zasa\a—a\a\y~a\./
H. Nguyen

Pittsburgh, Pennsylvania 15222

CE{::_TlFl_CfiIE OE‘ NAIUNG

I hereby certify that the corresfiondence is
being deposited with the United States Postal

Service as first class mail in an envelope
addressed to: Commissioner of Patent: and

Trademarks, Wa lngt n,D%0231, ,on 31") ’ 0 ,

@1 /MW@‘'
Ansel M. Schwartz

Registration No. 30.587

7 r
Im

August 21, 1990

Hon. Commissioner of Patents and Trademarks

. \M .
Washington, D.C. 20231

Sir:

PETITION FOR ONE—MONTH
EXTENSION OF TIME '

The first Official Action dated May 14, 1990, which_

issued in the above—referenced patent application, has been

received. Applicant, by the subject Petition, now requests that

he be granted a one—month extension of time to permit him to file

I By this

Petition, the period of response is extended to and including

September 14, l990. Applicant's response in the form of an

amendment is being filed with this Petition. Enclosed is a check

in-the amount of'$3l.00 to cover the extension fee.

100 LH 08/27f?0 0720549?
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The Commissioner is hereby authorized to charge any

fees, or credit any overpayment, to Deposit Account No. 03-2411.

A duplicate copy of this Petition is enclosed.

Respectfully submitted,

gnnPcmEoéMmuNe ARTHUR HAIR
tthe corresfi°“d‘’-“°e 15

3 United smes Posts-\
in an enveloae _

hmmam Ansel M. Schwartz, Es uire
mm,, Cohen & Grigsby

. Reg. No. 30,587
2900 CNG Tower

625 Liberty Avenue
Pittsburgh, PA 15222

nmafismmm 2 ,(412) 394-4900
Registration No. 30,587

—_______jJ§Lt12___—— Attorney for Applicant
{mm
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UNITED STATES DEPARTMENT OF COMMERCE .
Patent and Trademark Oiiico
Address: COMMISSIONER OF PATENTS AND TRADEMARKS

Washington. D.C. 20231

S ATTORNEY DOCKET NO.A

‘E-[?'EF<.~ lZIl.".lH'E'.N.. AND GRIl.'-.ié3l-'.iY. F' i: ' _
' =n'n:- CNE-i Tl:Ii)JER' ' ' "

LIB TY AVE.
FITTSBUHHH, an

L on: MAILED: _ _U9/Ub/90

Below is is communication iron: the EXAMINER in charge of this application
COMMISSIONER 0F PA YENTS AND TRADEMARKS '

 ERl0D FOR RESPONSE:
is extended to run _‘L.’L° fl\$_ irom the date ot the Final Rejection

ADVISORY ACTION

D continues to run _._.__ .,,___,- from the date oi the Final Rejection

D expires three months lrom the date oi the iinal rejection or as oi the mailing date oi this Advisory Action. whichever is later. In no
event however, will the statutory period tor response expire later than six months lrom the date oi the iinal rejection.

Any extension oi time must be obtained by tiling a petition under 37 CFR l.186(a), the proposed response and the appropriate
lee. The date on which the response. the petition. and the lee have been tiled is ‘.he date oi the response and also the date lor the
purposes ol determining the period ol extension and the corresponding amount oi the tee. Any extension tee pursuant to 37 CFR
1.17 will be calculated lrorn the date that the shortened statutory period lor response expires as set forth above.

D Appellant's Briei is due in accordance with 37 CFR 1. l92(a).

I3 Applicant's response to the iinal rejection. tiled has been considered with the iollowing atiect_ but it is not deemed to
place the application in condition tor allowance:

1.  mendments to the claim and/or specilication will not be entered and the iinal rejection stands because:a. There is no convincing showing under 37 CFR t.tl6(b) why the proposed amendment is necessary and was not earlier .presented.

b. Waise new issues that would require iurlher consideration and/or search. (See Note).

c. D They raise the issue ol new matter. (See Note).

d. %re not deemed to place the application in better iorm ior appeal by materially reducing or simplifying the issues lorappeal.

e. D They present additional claims without cancelling a corresponding number ol linally rejected claims.

2 D Newly proposed or amended claims __,.._____ would be allowed it submitted in is separately tiled amendment cancelling thenon«allowab|e claims.

3, D Upon the tiling at an appeal, the proposed amendment D will be D will not be, entered and the status oi the claims in thisapplication would be as lollows:
Allowed claims:
Claims objected to: ________ 
Claims rejected:_.___ 

However:

a. D The reiection oi claims on reierences is deemed to be overcome by applicant's response.
b. Ci The rejection oi claims on non-reierence grounds only is deemed to be overcome by applicant's response.

A. D The attidavit, exhibit or request tor reconsideration has been considered but does not overcome the rejection.

5. D The allidavit or exhibit will not be considered because applicant has not shown good and suliicient reasons why it was not earlierpresented.

D The proposed drawing correction D has C] has not been approved by the examiner.
D Other

S!‘i.5l3}i'‘l’S.L‘€VV '

' -- S‘ilPEit‘-.i‘.'.°.i‘:li‘l Pt-\'i’”£;‘«l‘i' E3<fi.°liiiiER

_,../wt.. .u :..-» ., «fun -...
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/35‘ <90’ iil""586391’
" #18

PA TENT

A N THE UNITED STATES PATENT AND TRADEMARK OFFICE

Dockema 2102.001 CONT

Anticipated Classification of this application:
Class j‘_____ Subclass

Prior application:

Examiner:  _?;__

M Um. 2 3 9

Box FWC

Commissioner of Patents and Trademarks

Washington, D.C. 20231

FILE WRAPPER CONTINUING APPLICATION (FWC) (37 CFR 1.62)

WARNING: This form cannot be used where the parent case may not be abandoned since the filing of a re-
quest under me FWC procedure "will be considered to be a request to emressly abandon the

pn'or application as of the filing date granted to the continuing " 37 CFR 1.62(g).
WARNING: This procedure can only be used for a pending application prior to payment of the Issue fee. 37

CFH 1.62(a).

WARNING: The filing of an application as the United States stage of an international application requires an
oath or declaration. 37 CF}? 1.61(a)(4).

WARNING: The claims of this new application may be finally rejected in the first Office action where all claims
of the new application are drawn to the same invention claimed in the earlier application and
would have been properly finally rejected on me grounds or an of record in the next Office action it
they had been entered in the earlier application. MPEP § 706. 07(b).

WARNING: An application under 37 CFR 1.62 is filed by making changes by amendment to the prior applica
tion, 37 CFR 1.62(a), and not by flllng a new application.

WARNING: Filing under 37 CFR 1.62 is permitted only if filed by the same or less than all the inventors named
in the prior applica tion‘

I. This is a request for a filing under thetile wrapper continuing application procedure, 37
CFR 1.62, for a

E; continuation

E] divisional

D continuation-in-part (for oath or declaration see Ill be/ow)

B attached is an amendment for added subject matter

CERTIFICATION UNDER 37 CPR 1.10

‘2?;.;';‘i'f.§’.§. “"“..L“£‘:;‘f‘.:t2°se2 ‘seii ‘E3? ‘°1°i?“‘f‘§‘9‘8°...'::“a:'°e;v'°;?.:',§“;’:%°;‘?
p«§s Mail Post omce to Addressee" mailing Label NumberNaddressed to
the: Commissioner of Patents and Trademarks Washington. D.C. 20231.

Trace L. Milka

(Type printnameot?or-maiingp
(signature of pa on malilng paper)

NOTE: Each paper or tea filed by "Expres.e. :‘a.:'."' iwmber ol the "Express Mail" mailing label plaaad
thereon prior to mailing. 37 (T3;-“-'. ;t't.:_.‘~.

(FWC [4-2]—page 1 of 9)
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WARNING: The filing data under 37 CF}? 1. 62(5) is ". . . the date on which a request is filed for an application
. . . including identification ol the Serial Number, filing date and applicant's name of the prior appli-
cation". The prior application under 37 CFR 1.62(a) must be . . a prior complete
According to 37 CPR 1.51(a) a prior mmplete application comprises (1) a including
a claim or claims. (2) a declaration, (3) drawings, when necessary and (4) the prescribed filing lee.
Accordingly, as presently worded. 37 CH? 1.62 does not pemrit me FWC procedure to be used
where the prior application is pending but only the processing and retention fee required by 37
CFR l.21(I)

PARTICULARS OF PRIOR APPLICATION

Application Serial No. 0 _;_72 ° 5 fii”é%7 61 1 3 / 8 8
(date)

Tme (as originally filed IRANSMISS ION SYSTEM

and as last amended)  E“J

Name of appIicant(s) (as originally filed and as last amendé‘EiI)t§Tr’i’r”i current correspon-
dence address of applicant(s)

, . ,r /3’)V K’

I. / fl FAMILY NAME FNT GIVEN NAME SEQWD GIVEN NAMEFULL NAME

or mveuron hI_{L.a_;_;:;‘~ ‘Arthur, _ V .R?’
" ' Visrirsonronsieu ,: >5 comrrnvos

' oouurnv pg crnzsnsrnvRESIDENCEG ‘ I . . ~ .
CITIZENSHIP V - - Pennsylvanla Unlted States

FOSTOFFICEADDRESS CITY S1AT‘E8ZIP®DEl USA I
POSTOFFICE Run I Y .ADDRESS Road Venetla Penns lvanla 15367
1 FAMILY NAME FIRST GWEN NAME SECOND GIVEN NAME
FULL NAME
OF INVENTOFI

CITY STATE OR FOREIGN
%UNTRV

RESIDENCE 5
CITIZENSHIP

P%T OFFICE ADDEESS CITY STATE 8 ZIP %DEI
GDUNTRV

POST OFFICE
ADDRESS

3» FAMILY NAME FIRST GIVEN NAME
FULL NAME
OF. INVENTOR

STATE 09 FOREIGN

RESIDENCE A
CITIZENSHIP

POST OFFICE ADDRESS I STATE 8 ZIP (DOE!%JN'l'RY
POST OFFICE
ADDRESS

E] Continued on added page for Inventor's Data

The above identified application. in which no payment oi issue tee. abandonment of. or
termination of proceedings has occurred, is hereby expressly abandoned as of the tiling
date of this new application. Please use all the contents of the prior application file wrapper.
including the drawings, as the basic papers for the new application.

It is understood that secrecy under 35 U.S.C. 122 is hereby waived to the extent that it
information or access is available to any one oi the applications in the file wrapper of a 37

CFR 1.62 application, be it either this application or a prior application in the same file wrap-
per, the PTO may provide similar information or access to all the other applications in the
same file wrapper.

(FWC [4-2]——page 2 of 9)
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NOTE: ''II the continuation. conti'nuati'on-in~part. or divisional application is filed by less than all the inventors
named in the pn’or application a statement must accompany the applicafion when filed requesting dele-
tion of the names of the person or persons who are not inventors of the invention being claimed in the
continuation, continuation-in-part, or divisional application. " 37 CFR i.62(a) [emphasis added].

"In the case of a conbhuation-in-part applicafion which adds and claims additional disclosure by _
amendment, an oath or declarafion as required by 5 1.63 must be filed. In those situations where a
new oath or declaration is required due to additional subject matter being claimed. additional inventors
may be named in the continuing application. In a confinuafion or divisional application which discloses
and claims only subject matter disclosed in a prior application. no additional oath or declaration is re-
quired and the application must name as inventors the seine or less than all the inventors in the prior
application." 37 CFR 1.60(c). ' '

(complete applicable item (a), (b) and/or (c) below)

ll. Inventorshlp statement

(a) Q This application discloses and claims only subject matter disclosed in“the prior
application whose particulars are set out above and the inventor(s) in this appli-
cation are

@( the same

[] less than those named in the prior application and it is requested that the
following inventor(s) identified above for the prior application be deleted:

(Type name(s) of inventor(s) to be deleted)

This application discloses and claims additional disclosure by amendment and a
new declaration or oath is being filed. With respect to the prior application
whose particulars are set out above the inventor(s) in this application are

E] the same

[3 add the lollowing additional inventor(s)

’ (Type name of inventor(s) to be added)

(c) The inventorship for all the claims in this application are

' Q the same

E] not the same. and an explanation, including the ownership of the various
claims at the time the last claimed invention was made, is submitted.

Ill. Declaration or oath

A. Continuation or divisional \
fl none required - — T

B. Continuation-in-part

[:1 attached

executed by (check all applicable items)

E] inventor(s).

E| legal representative of inventor(s) 37 CFFI 1.42 or 1.43.

D joint inventor or person showing a proprietary interest for inventor who
refused to sign or cannot be reached. 37 CFR 1.47;

|:] This is the petition required by 37 CFR 1.47 and the statement re-
quired by, 37 CFR 1.47 is also attached. (See item VIII below for
lee.)

[] not attached

(FWC [4-2]—page 3 of 9)
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E] Application is made by a person authorized under 37 CFR 1.41(c) on behalf 01
all of the above named applicantls). (The declaration or oath, along with the sur-

charge required by 37 OFF? 1. 16(e) can be filed subsequently.)

[:1 showing that the filing is authorized. (Not required unless called into question. 37
CFR 1.41(d).)

IV. Identification of claims for Further Prosecution

WARNING: “The claims of a new application may be finally rejected in the first Office action in those situations
where (1) the new application is a continuing application 0!, or a substitute lor. an earlier applica-
tion, and (2) all the claims ol the new application (a) are drawn to the same invention claimed in
the earlier application, and (b) would have been properly finally rejected on me grounds ol art of
record in the next Office action it they had been entered in the earlier application." MPEP,
§ 706. 07(b).

The fees to be charged are to be based on the number of claims remaining as a
result of the

|j attached preliminary amendment.

|:] the unentered amendment filed under 37 CFR 1.116 in the prior application,
which is now repeated.

|:] the claims as on tile in the prior application.

V. Fee Calculation (37 CFR 1.16)

. NOTE: The filing lee lor a continua tion. continuation-in-part. or divisional application is based on the number of
claims remaining in the application alter entry ol any preliminary amendment and entry of any amend-
ments under 37 CFR 1.116 unentered in the prior application which is requested to be entered in this
FWC application. 37 CFR 1.62.

CLAIMS FOR FEE CALCULATION

Number Filed -. _, q_ Number Extra Rate Basic Fee
$370.00

Total

Claims 5 -20: O X $ 12.00 0 Q9

independent ' ‘
Claims

(37CFR1.16(b))2 —3= ’ 0 x 3 36.00 Q QQ
Multiple dependent c|aim(s). itqany '

(37 CFR 1.16(d)) $120.00 _

[:1 The fee for extra claims is not being paid at this time.

Filing tee calculation $is
NOTE: It the tees for extra claims are not paid on filing they must be paid or the claims cancelled by amend-.

' ment. pn'or to the expiration of the time period set for response by the Patent and Trademark Office in
any notice at lee deficiency. 37 CFR 1. t6(d).

(FWC [4-2]—page 4 of 9)
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Vi. Petition tor Suspension of Prosecution for the Time Necessary to File an- Amendment

NOTE: Where it is possible that the claims on file will give rise to a first action final for mls continuafion appli-
cafion and for some reason an amendment cannot be filed promptly (e.g., experimental data is being
gathered) it may be desirable to file a petifion for suspension ofprosecution for the time necessary.

(check the next item, ifapplicable)

C] There is provided herewith a Petition to Suspend Prosecution For The Time
Necessary to File An Amendment (New Application Filed Concurrently).

Vll. Small Entity Statement

E] A verified statement that this is a filing by a small entity is attached.

Q The small entity statement was filed in the parent application Serial No.
0 7l which parent application was filed on 6/ 1 3 / 8 8
and this status is still proper and its benefit under 37 CFR 1.28(a) is herebyclaimed. '

Filing fee calculation (50% of above) as 1 8 5 - 0 0

NOTE: 37 CFFl 1.28(a) states "Status as a small entity must be specifically established by a verified statement
filed in each application orpatent in which the status is available and desired, except those applications
filed under § 1.60 or 5 1.62 of this part where the status as a small entity has been established in a
parent application and is still proper. "

The last sentence of 37 CFR 1.28(a) states: "Applications filed under 5 1.60 or 5 1.62 of Hits part must
include a reference to a verified statement in a parent application if status as a small enfity is stillproper and desired "

Any excess of the full fee paid will be refunded if a verified statement and a refund request are filed
within 2 months at the date at timely payment of a lull lee then the excess fee paid will be refunded onrequest. 37 CFH 1.25(a). .

Vlll. Fee Payment Being Made at This Time

Not attached

D No filing fee is submitted. (This_a_nd the surcharge required by 37 OFF? 1.16(e)
can be paid subsequently.) .-

Attached

E] filingfee ‘ $ 185’0O

E] recording assignment ($8.00; 37 CFR 1.21(h)). '
See item XIV below. 3

[] petition fee for filing by other than all the inven-
tors or person not the inventor where inventor

refused to sign or cannot be reached ($120.00;
37 CFR 1.47 and 1.17(h)) $

1] processing and retention tee ($120.00; 37 CFR
1.53(d) and 1.21 (I)) s

37 OFF! 1.21(l) establishes a fee for processing and retaining any application which is abandoned for
failing to complete the application pursuant to 37 CFR 1.53(d) and this, as well as. the changes to 37
CFR 1.53 and 1. 78 indicate that in order to obtain the benefit at a prior US. application, either the basic
filing lee must be timely paid or the processing and retention fee in 5 1.21(l) must be paid within 1 year
from me notification under § 1.53(d).

Total tees enclosed S 1 85 ' 00

(FWC [4-2]—page 5 of 9)
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IX. Method ot Payment of Fees

Q attached is check in the amount of

C] charge Account No.
amount of

['_'j A duplicate oi this request is attached.

NOTE: Fees should be itemized in such a manner that it is clear for which purpose the lees are paid. 37 CFR
1.22(b). -

X. Authorization to Charge Additional Fees

WARNING: If no fee payment is made at this time this Item should not be completed.

WARNING: Accurately count claims, especially multiple dependent claims. to avoid unexpected high charges if
extra claim charges are authorized. 1

fit The Commissioner is hereby authorized to charge the tollowing additional fees
which may be required by this paper and during the entire pendency of this ap-
plication to Account No. - -

37 CFR 1_.16(a), (0 or (g) (filing fees)

g]_ 37 CFR 1.16(b), (c) and (d) (presentation ol extra claims)
NOTE: Because additional fees lor excess or multiple dependent claims not paid on filing or on later presenta-

tion must only be paid orgthese claims cancelled by amendment prior to the etqairation of the time peri-
od set for response by the PTO in any notice of fee deficiency (37 CFR 1.16(d)) it might be best not to
authon'ze the PTO to charge additional claim lees. except possibly when dealing with amendments al-
ter final action. ‘ '

1:] 37 CFR 1.16(e) (surcharge for filing the basic tiling fee and/or declaration
on a date later than the filing date of the application)

[:1 37 CFR 1.17 (application processing tees)
WARNING: While 37 CFR 1.17(a), (b), (c) and (d) deal with extensions of time under 5 1.136(3) this authoriza-

tion should be made only with me knowledge that: "Submission of the appropriate extension lee .
under 37 CFR 1.136(5) is to no avail unless a request or petition tor extension is fil " (Emphasis
added). Notice of November 5. 1985 (1060 O.G. 27).

E] 37 CFR 1.18 (issue tee at or betore mailing of Notice of
Allowance, pursuant to 37 CFR 1.311(b)) _

NOTE: Where an authorization to charge the issue lee to a deposit account has been filed belore the mailing
of a Notice at Allowance, the issue fee will be automatically charged to the deposit account at the time
of mailing the notice of allowanw. 37 CFR 1.311(b).

From the worrfing c137 CPR 1.28(b): (a) notification of change of status must be made even if the fee
is paid as "other than a small entity" and (b) no notification is required if the change is to another small
entity. Notification of any change or status resulfing in loss of entitlement to small entity status must be

‘ filed in the application prior to, or at the fime 0!. P8.l"'n9 the issue fee. 37 CFR 1.28(b).

XI. Instructions as to Overpayment

[3 credit Account No._O_3;2_<L]_1_____

|j refund '

XII. Prlorlty—-35 U.S.C. 119

['_'] Priority of application Serial No.0 / T tiled on

(FWC [4-2]—page 6 of 9)
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T.inad.is claimed under

35 U.S.C. 119. (country)

[3 The certified copy has been filed on _.._______ in prior U.S. applica-
tion Serial No. 0 I which prior application was filed on

_ E] certified copy will follow

XIII. Relate Back—35 U.S.C. 120
Amend the specification by Inserting belore the first line the sentence:

E); continuation

D continuation-in-part}

of copendinAg__application s)_ ‘ ) W04¢L 
£6907/ fi|edon 6 13 88 t '-

lnternational Application filed on

and which designated the U.S."

NOTE: The proper reference to a prior filed PCT applicafion which entered the US. nefional phase IS’ the US.
serial number and the filing date at the PCT epplicafion which designated the U.S.

XIV. Assignment

[j the prior application is assigned ol record to

C] an assignment of the invention to

is attached.

XV. Power of Attorney

*2 M"
The powerof attorney in the prior application is to M; 1.;

Attorney

(FWC [4-2]—page 7 of 9)
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E] The power appears in the original papers in the prior application.

[3 The power does not appear in the original papers, but was tiled on

Q A new power has been executed and is attached.

. Q Address all luture communications to:git

w@‘{) Ansel M. Schwartz, Es uire 30 587Name _ Reg.No.
,/L.-Cohen & Gri isb

fzijfl,-A¢a.ess 2900 CNG Tower
_fliL W74

‘7, g‘-fivittsburgh, PA 15222 Tel-No.

(412) 394-4987

(item d may only be completed by applicant, or attorney or agent of record).

XVI. Maintenance of Copendency of Prior Application

(This item must be completed and the necessary papers filed in the prior application ii the
period set in the prior application has run)

E A petition. tee and response has been tiled to extend the term in the pending
prior application until*£e .

NOTE: The PTO finds it useful if a copy at the petition filed in the prior application extending the term for re-
sponse _is filed with the papers constituting the filing oi the continuation application. Notice of Novem~ .
ber 5, 1985 (1060 O.G. 27).

[('_"| A copy 01 the petition for extension of time in the prior application is at-
tached.

XVII. Conditional Petitions for Extension of Time in Prior Application

(complete this item and file conditional petition in prior application ifprevious item not
applicable)

D A conditional petition for extension of time is being filed in the pending prior ap-
plication

NOTE: The PTO finds it useful if a copy ol the petition filed in the prior application extending the term lor re
sponse is filed with the papers constituting the filing oi the continuation application. Notice of Novem
ber 5. 1985 (1060 0.6. 27).

Q A copy of the conditional petition for extension of time inlthe prior applica-
tion is attached.

XVIII. Abandonment of Prior Application

. [2 Please abandon the prior application at a time while the prior application is
pending or when the petition for extension of time or to revive in that application
is granted and when this application is granted a filing date so as to make this
application copending with said prior application. At the same time please add
the words “now abandoned" to the amendment to the specification set forth in
XIII above.

NOTE: According to the Notice of May 13, 1983 (103, TMOG 6-7) the filing of a continuation or continuation-in:
part application is a proper response with respect to a petition for extension of time or a petition to re-
vive and should include me express abandonment ol the prior application conditioned upon the grant-
ing of the petition and the granting of a filing date to the continuing application.

"A registered attomey or agent acting under the provisions of 5 1.534(3), or of record, may also ex-
pressly abandon a prior application as of the filing date granted to a continuing application when filing
such a continuing application." 37 CFR 1. 138.

(FWC [4-2]—page 8 of 9)
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Ansel M. Schwartz Es uire

Type orjvint name of person signing
Date Signature

P.O. Address of Signatory E] Inventor

2 9 0 0 CFNG Tower [j Assignee 0! complete interest
625 Llberty Avenue
Pittsbur h, PA 15222

Tel. No.: (4 1 3 94 — 4 9 8 7 XX Attorney or agent of record

E] Fi|ed under Rule 34(a)

E] Person authorized to sign on behalt oi assignee

Reg. No. 30 , 587
(if applicable )

(Complete the following if applicable)

Type name of assignee

Address of assignee

Title of person authorized to sign on behalf of assignee

Assignment recorded in PTO on

Reel ____ Frame

[3 Plus ADDED PAGE FOR lNVENTOR'S DATA FOR FWC FILING

(FWC [4~2]—page 9 0t 9)
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‘»

ADDED PAGES FOR APPLICATION TRANSMYITAL WHERE BENEFIT OF

NOTE:

PRIOR U.S. APPLICA'I'ION(S) CLAIMED

''In order for an application to claim the benefit of a prior filed copending naaonal application, the prior
application must name as an inventor at least one inventor named in the later filed application and dis-
close the named inventor’s invention claimed in at least one claim of me later filed application in the
manner provided by the first paragraph of 35 U.S.C. 112. " 37 CF}? 1. 78(a).

"ln addition the prior application must be (1) complete as set forth in 5 1.51, or (2) entitled to a filing
date as set forth in § 1.53(b) and include the basic filing fee set forth in § 1. 76; or (3) entitled to a filing
date as set forth in § 1.53(b) and have paid therein the processing and retention fee set forth in
§ 1.21(1) within me time period set forth in § 1.53(d). "37 CFR 1.7E(a).

17. Flelate Back—35 U.S.C. 120

NOTE: "Any application claiming the benefit of a prior filed copending national or intemafional applicafion must
contain or be amended to contain in the first sentence of the specification following the title a reference

to such prior application identr'fying it by serial number and filing date or international application num-
ber and international filing date and indicating me relationship ol the applications." 37 CFR 1.78(a).
See also the Notice of April 25. 1987 (1079 0. G. 32 to 46).

E] Amend the Specification by inserting beforethe first line the sentence:
"This is a

continuation

E] continuation-in-part

D divisional

of copending applicationls)

[Q serial number 07/ 

D

NOTE:

NOTE:

med on September 18, 1990 "

filed on

and which designated the U.S."

The proper reference to a prior filed PCT application which entered die U.S. national phase is the U.S.
serial number and the filing date of the PCT application which designated the US.

(1) Where the application being transmitted adds subject matter to the lntemadonal Application then
the filing can be as a continuation-in-part or (2) it is desired to do so for other reasons, e.y. where no
declaration is available. no English translation is available or no fee is to be paid on filing then the filing
can be as a continuation. In these cases the lntemational Application designating the U.S. is treated as
the parent case in the U. S. and is an alternative to the complefion oi the lntemational Application under
35 U.$.C. 371 (c)(4) which must meet the requirements of 37 CFR 1.61(a). This alternative permits the
compiefion of the filing requirements within any term set by the PTO under 37 CPR 1.53(d) to which he
extension provisions of 37 CFR 1. t36(a) apply. (Whereas, if the filing is as an international application
entering the U.S. stage men the lee. declaration and/or English translation (where necessary) is due
within 20 months of the priority date but can be paid within 22 months of the priority date (or is due
within 30 months of the priority date but can be submitted within 32 months of the priority date) with me
surcharges set forth in 37 CFFI 1.492(9), (t) and 37 CFR 1.495(6): however. the prowsions of 37 CFF7
1. 136 do n_ot apply to this 22 or (32 month) period. 37 Cl-‘H 1.61(b).)
five deadline for entering the national phase in the us. for an international application was clarified in
the Notice of April 28. 1957 (1079 O.G. 32 to 46) as follows: 4
"The Patent and Trademark Office considers the lntemational application to be pending until the 22nd
month from the priority date it the United States has been designated and no Demand for lntemadonal
Preliminary Examination has been filed prior to the expiration of the 19th monm from the priority date
and until the 32nd month from the priority date if a Demand for lntemational Preliminary Examination
which elected the United States of America has been filed prior to the expiration of the 19th month
from the priority date. provided that a copy of the intemafional application has been communicated to
the Patent and Trademark Offica within the 20 or 30 month period respectively. It a copy of the intema-
tional application has not been communicated to the Patent and Trademark Office within the 20 or 30
month period respectively, the international application becomes abandoned or to the United States 2

lntemational Application

(Added Pages for Application Transmittal Where Benefit of Prior U.S. Applicationls)
Claimed [4-1.1]—page 1 of 4)
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Q 6

or 30 months lrom the priority date respectivley, These periods have been placed in the rules as para-
graph (h) of 5 1.494 and paragraph (2) of § 1.495. A continuing application under 35 U.3.C. 365(c) and
720 may be filed anytime dunhg the pendency of the international application. "

18. Relate Back—35 U.S.C. 119 Priority Claim for Prior Application

The prior U.S. application(s). including any prior International Application designating the
U.S.. identified above in item 16. in turn itself claim(s) foreign priority (ies) as follows:

country appl. no. filed on

The certified copy (ies) has (have)

lj been filed onT in prior application 0 /
filed on

Q is (are) attached

WARNING: The certified copy ol the priority application which may have been communicated to the PTO by
the lntemational Bureau may not be relied on without any need to file a certified copy ol the prior-
ity application in the continuing applli;-atlon. fliis is so because the certified copy of the priority
application communicated by the lntemational Bureau is placed in a folder and is not assigned a
U.S. serial number unless the national stage is entered. Such folders are disposed of ii the na-
tional stage is not entered. Therefore such certified copies may not be available it’ needed later in’
the prosecution of a continuing application. An altemadve would be to physically remove the pn'or-
ity documents from the folders and oansfer them to the continuing application. The resources re-
quired to request transfer, retrieve the folders. make suitable record notafions. transfer the cem-
fied copies. enter and make a record of such copies in the Continuing Application are substantial.
Accordingly, the priority documents in folders of international applications which have not entered
the national stage may not be relied on. Notice of April 25. 7987 (1079 0. G. 32 to 46).

19. Maintenance of Copendency of Prior Application

NOTE‘: 77ie PTO finds it useful if a copy of the petition filed in the prior application extending the term lor re-
sponse is filed with the papers constitufing the filing of the continuation application. Notice of Novem-
ber 5. 1955 (1060 0. G. 27).

A. ['_'l Extension of time in prior application

(This item must be completed and the papers filed in the prior application if the period
set in the prior application has run)

E] A petition. fee and response extends the term in the pending prior application
until

[3 A copy of the petition filed in prior application is attached

3. C] Conditional Petition for Extension of ‘Time in Prior Application

(complete this item i'fprevious item not applicable)

D A conditional petition for extension of time is being filed in the pending prior ap-
plication.

[] A copy of the conditional petition filed in the prior application is attached

20. Further lnventorship Statement Where Benefit of Prior Application(s) Claimed
NOTE: “If the continuation, continuation-in-pan‘. or divisional application is filed by less than all the inventors

named in the prior application a statement must accompany the application when filed requesting dele-
tion oi the names of the person or persons who are not inventors of the invention being claimed in the
conunuation. continuation-in-part. or divisional application.” 37 CFFI 1.62(a) [emphasis added]. (dealing
with the file wrapper continuation situaaon).

NOTE “In the case of a continuation-in-part application which adds and claims additional disclosure by
amendment, an oath or declaration as required by 5 1.53 must be filed. In those situations where a
new oath or declaration is required due to additional subject matter being claimed. additional inventors
may be named in the continuing application. In a continuation or divisional application which discloses

(Added Pages for Application Transmittal Where Benefit of Prior U.S. Application(s)

Claimed [4-1.1]—page 2 of 4)
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and claims only gubiect matter disclosed in a pnor application. no additional oath or declaration is re-
quired and the application must name as inventors the same or less than all the inventors in the prior
application. " 37 OFF? 7.60(c). (dealing with the continuation situation).

(complete applicableitem (a), (b) and/or (c) below)

(a) [E] This application discloses and claims only subject matter disclosed in the prior
application whose particulars are set out above and the inventor(s) in this appli-
cation are

[E the same

C] less than those named in the prior application and it is requested that the
following inventor(s) identified for the prior application be deleted:

(Type name(s) of inventor(s) to be deleted)

(b) E] This application discloses and claims additional disclosure by amendment and a
new declaration or oath is being filed. with respect to the prior application the
inventor(s).in this application are

E the same

lj. the following additional inventor(s) have been added

(Type name(s) of inventor(s) to be added)

(c) The inventorship for all the claims in this application are

[E the same

E not the same. and an explanation, including the ownership of the various
claims at the time the last claimed invention was made

[:1 is submitted

Q will be submitted

21. Abandonment of Prior Application (if applicable)

E Please abandon the prior application at a time while the prior application is
pending or when the petition for extension of time or to revive in that application
is granted and when this application is granted a filing date so as to make this
application copending with said prior application.

NOTE: According to the Notice of May 13, 1983 (103, TMOG 6-7) the tiling of a continuation or continuation-in-
part application is a proper response with respect to a peation for extension of fime or a petition to re-
vive and should include the express abandonment of the prior application conditioned upon the grant-
ing of the petition and the granting of a filing date to the continuing application.

22. Petition for Suspension of Prosecution for the Time Necessary to File an
Amendment

WARNING: “The claims of a new application may be finally rejected in the first Oflice action in those situations
where (1) the new application is a continuing application of, or a substitute for. an earlier applica-
tion, and (2) all the claims of the new application (a) are drawn to the same invention claimed in
the earlier application. and (b) would have been properly finally rejected on the grounds of art of
record in the next Office action if they had been entered in the earlier application." MPEP,
§ 706.07(b).

NOTE‘ Where it is possible that the claims on file will give n'se to a first action final lor this continuation appli-
cation and for some reason an amendment cannot be tiled promptly (e.g., experimental data is being

gathered) it may be desirable to lile a petition lor suspension of prosecution for the time necessary.

(Added Pages for Application Transmittal Where Benefit of Prior U.S. Application(s)
Claimed [4-1.1]—page 3 of 4)
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(check the next item, if applicable)

Q There is provided herewith a Petition To Suspend Prosecution for the Time Nec-
essary to File An Amendment (New Application Filed Concurrently)

23. NOTIFICATION IN PARENT APPLICATION OF THIS FILING

C} A notification of the filing of this
(check one of the following)

C] continuation

Q continuation-in-part

[:1 divisional

is being filed in the parent application from which this application claims priority under 35
USC § 120.

(Added Pages for Application Transmittal Where Benefit of Prior U.S. Application(s)

Claimed [4-1.1]—page 4 of 4)
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ADDED PAGE(S) FOR APPLICATION TRANSIVIITTAL WHERE BENEFIT OF

A PRIOR U.S. APPLICATION CLAILMED

This is a continuation application of U.S. patent application serial

number 07/586,391 filed September 18, 1990, now U.S. Patent No.

5,191,573, issued March 2, 1993, which is A continuation application

of U.S. patent application serial number 07/206,497, filed June 13, 1988,

abandoned.

Addedpage

(Added Page for Special Comments for Application Transmittal Where Benefit of a Prior
U.S. Application Claimed [4-1.1])
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umran’ nE’l"All-TlVlElIl1"OF.c0Mi\IEl=i(
Faun: an, ,,"u-adunark Office .
55 ISTANT SECRETARY AND CUMMISSIUNEH

79¢-‘*'~=m:?u%2%a*2:~°Errr*§se391‘ 1
Sallye M. Rayford, Manager
Correspondence '& Mail Division

:2‘ -

SUBJECT: Receiot of Pagers and Fees File Under 37 CPR 1.10 By. Exgress Mail .-
,.

The filing date of 134» £20 is the correct date. The date onthe Express Mail la el under 37 CPR 1.10 is‘
O

that date the PTO was ._.c_losed4 all day due to adverseweather con-ditions (authorized byfoffic
e of Per ) or a nor-

In

stamped with theinext succeeding day which is not a Sunday or Federal holiday within the
District of Columbia. of 35 D.S.C. 21 (b) apply.

I

‘»K .

‘Date of receipt in PTO is V gm; (2% (3343 3,
Therefore, the filing date is 52* gjgg
The papers are not" entitled to the benefits of 37 CFR 1.10 because:

SIGNED :

DATE :

75 Years Stimulating Amen'ca'§ Pro 2r§§§ : L‘-“L'°°"
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O
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In e A lication of:

‘VflM§$§fUR ::IR
Serial No. 07/206,497

Filed:_ June 13, 1988 TRANSMISSION SYSTEM

Art Unit 239

Patent Examiner:
srvaxasrsrurxasrxagaxygaga

H. Nguyen

Pittsburgh, Pennsylvania 15222
CEHWWMEOFMMUNG

August 21, 1990 I heueby cedily that the correspondence is
bemg deposiled with the United Siatcs Posh!
Sezvice as tirsl class mail in an envsiopc
addressed to: Commissioner cl Faienl: and

Washington, D.C. 20231 VMWNMWQMMMJENRLmy ‘'33 ‘ 0

Sir: ' ,

1v-<,/ /L,fl,:.~z«/1/i

Hon. Commissioner of Patents and Trademarks

Ame! N. Schwartz

PETITION FOR ONE-MONTH R°":f'|’”°" "°j°f8’
EXTENSION OF TIME 5 - I ’ v

Dan

The first Official Action dated May 14, 1990, which

issued in the above-referenced patent application, has been

received. Applicant, by the subject Petition, now requests that

he be granted a one-month extension of time to permit him to file

an amendment to the outstanding Official Action. ’By this

Petition, the period of response is extended to and including

September 14, 1990. Applicant's response in the form of an

amendment is being filed with this Petition. Enclosed is a check

in the amount of $31.00 to cover the extension fee.
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.\_

‘ . . .
The Commissioner is hereby authorized to charge any

,/:1“

fees, or credit any overpayment, to Deposit Account No. Q&¢2411.

A duplicate copy of this Petition is enclosed. J3.

~Respectfu1ly submitted,

ARTHUR HAIR

Ansel M. Schwartz, Esquire
Cohen & Grigsby

Reg. No. 30,587
2900 CNG Tower

625 Liberty Avenue

Pittsburgh, PA 15222.
(412) 394-4900

Attorney for Applicant
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0;
3*.

:0 585391
PATENT APPLICATION SERIAL NO.

U.S. DEPARTMENT OF COMMERCE

PATENT AND TRADEMARK OFFICE
FEE RECORD SHEET

040 19 09/23/90 07586391 1 101 135.00 CK 2102.001-can

PTO-1556

(5/87)
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#5 °‘°.t5Z:{i’1I-?‘..i32‘.:‘§.1$E

T PPLICATION FEE DETERMINATIONPATEN A RECORD

cums As sun. par"-véra
, . OTHER TNAN A. SMALL ENTFFY SMALL EN'l’I1’v

1- «.»-.a
u

cwms AS AMENDED {PART an’ ~

'1 5s,MfA_:._L_‘e~:E_ur§ —'

fiEMAmmG'. -3
_ ‘_.“’n=?Efir -

m_s~_pMg~r__ ,-

WGHES7 NO
INEVIOUSLY

:=.aea.~'s 1 ~ -
, ' ‘ 6 E57 NO

REMNMG «‘ "'\- :'!EF\'/IOUSLV

1 man ==:::unvuo.. 9. ..,,. 7'31‘ 9.. ¢\ . ..,_
-_ 4 M... .___.__'...—-_._. . ._..—-..,.._,._,_.‘:______._....;v_'

BEST AVAILABLE COPY
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C 0’: 588391

: IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Application of:

c)
ARTHUR HAIR I '

8! 0“Serial No. 07/

Filed: TRANSMISSION SYSTEM ”

Art Unit 239

Patent Examinerzl

H. Nguyen

Pittsburgh, Pennsylvania 15222

September 14, 1990

Hon. Commissioner of Patents and Trademarks

Washington, D.C. 20231

Sir:

PRELIMINARY AMENDMENT

In response to the Office Action of parent application

07/206,497 dated May 14, 1390, please enter the following

amendments to the above—identified application as follows:

IN THE TITLE:

I

Please change the "Transm'ssion S stem" to fix Method

for Transmitting a Desired Digital Video ar Audio Signal 7wV1
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IN THE CLAIMS:

11. (Twice Amended) A meth d for transmitting a

desired digital audio music signal ored on a first memory to a

second memory comprising the steps of:

transferring money to first party controlling use of

the first.mem0ry from a second arty financially distinct from

Z; the first party, said second arty controlling use and in
gossession of the second mem r -

connecting elect on cally the first memory with the

second memory such that t e digital signal can pass therebetween;

transmitting the digital signal from the first memory

with a transmitter in ontrol and ossession of the first

to a receiver having the second memory at a location determined

b the second said receiver in ossession and control of

the second Qarty;-'xxs.::6
-x 4,

storin the digital signal in the second memory.

Claim 12, line fly/delete "music";
Claim 12, line 4, delete "music".

15. (Amended) A me od for transmitting a desired

digital, [a] video or audio uéic] signal stored on a first
memory to a second memory co prising the steps of:
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charging a fee [to] b a first party controlling use of

the [second] first memory to a second cart financiall distinct

from the first -art said se ond -art in control and in

oossession of the second me or ;

connecting the irst memory with the second memory such

that the digital signal can pass therebetween;

transmitting igital signal from the first memory

with a transmitter in con rol and oossession of the first cart

to a receiver having the second memory at a location determined

ossession and control ofby the second_part , said receiver in

the second Qarty; ;nd

storing the digital signal in the second memory.

Please add the following claim.

3 hf

{éT§. A method as described inidfiaimfiif including after
A the step of searching the first memory for the

desired digital signal; and selecting the desired digital signal

from the first memory.
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REMARKS

Claims 11-13, 15 an? 21 are currently active./
Claims 14 and 16-20 have been cancelled.

The above-identified patent application is a file

wrapper continuation of U.S. Patent Application Serial No.

07/206,497.

The title of the invention has been amended to be

clearly indicative of the invention to which the claims are

directed.

Applicant's invention is a method for transmitting a

desired digital, video or audio signal stored on a first memory

to a second memory. The method comprises the steps of charging a

.fee by a first party controlling use of the first memory to a

second party financially distinct from the first party. The

second party is in control and in possession of the second

memory. Additionally, the method comprises the step of then

connecting the first memory with the second memory such that the

digital signal can pass therebetween. Next, there is the step of

transmitting the digital signal from the first memory with a

transmitter in control and in possession of the first party to a

receiver having the second memory at a location determined by the

second party. The receiver is in possession and in control of
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the second party. There is also the step of then storing the

digital signal in the second memory.

The Examiner has rejected Claims 11-18 under 35 U.S.C.

§102(b) as being anticipated by Lightner. Applicant respectfully

traverses this rejection.

Referring to Lightner, there is disclosed a vending

system for remotely accessible stored information. The vending

system includes a central station in which various information

stored on master recordings can be selectively accessed by

purchasers from any of multiple remote vending machines. The

accessed information is reproduced on cartridge type storage

media at that vending machine. Once currency or a credit card is,

received by the vending machine, the selected information is

transferred to the cartridge. After transmission is complete,

the cartridge is then ejected from the vending machine and

received by the purchaser to be then controlled by the purchaser.

There is no teaching or suggestion in Lightner of the

"second memory" to which the digital signal is transmitted to be

"in control and in possession" by the "second party".

Furthermore, there is no teaching or suggestion in Lightner for

the "receiver" having the second memory being "in possession and

in control of the second party" and "at a location determined by

the second party" as found in applicant's Claim 15.
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Lightner actually teaches away from applicant's claimed

invention. Lightner teaches vending machines which have in them

blank tape cassettes which receive the transmitted signal from

the master tape. When payment is complete, the cassette is then

ejected from the vending machine to the consumer. See lines

25-37 of column 2. Thus, these blank tape cassettes are not "in

possession of the second party". The vending machines themselves’

are "in the possession of the "first party controlling use of the

first memory" and not "in the possession of the second party".

This is a substantive distinction between applicant's claimed

invention and the prior art. Applicant's claimed method allows

"a second party" to have a desired signal transmitted to a

"receiver . . . in possession of the second party . . . at a

location determined by the second party". This means, for

instance, in the pleasure of the second party's home, the second

party can simply telephone the "first party" and obtain desired

signals immediately and conveniently. The "second party" does

not have to leave his house and go to a vending machine location

is chosen by the first party who is in possession of the vending

machine. Accordingly, Lightner does not anticipate Claim 15 and

is patentable. Claim 21 is dependent to parent Claim 15 and has

all the limitations thereof, Since Claim 15 is patentable, so is

Claim 21.

Claim 11 is patentable for the reasons Claim 15 is

patentable. Claims 12 and 13 are dependent to parent Claim 11
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and have the limitations thereof. Since Claim 11 is patentable,

so are Claims 12 and 13.

The Examiner has rejected Claims 11, 14, 17, 19 and 20

under 35 U.S.C. §102(b) as being anticipated by Hughes.

Applicant respectfully traverses this rejection.

Referring to Hughes, there is disclosed a coin operated

recording machine. The coin operated recording machine allows a

consumer to record on his audio or video magnetic tape cartridge

at a selected audio video recording stored in the machine upon

insertion of the appropriate coins in much the same manner as a

conventional juke box. There is no teaching or suggestion in

Hughes of the "receiver" being "in possession of the second party

at a location determined by the second party". Hughes

actually teaches away from applicant's claimed invention since

the recording apparatus is taught to be in possession of the

"first party controlling use of the first memory" not the "second

party in possession of the second memory". Essentially for the

reasons set forth as to why applicant's claimed invention is

patentable over Lightner, applicant's claimed invention is also

patentable over Hughes; Accordingly, Hughes does not anticipate

or make obvious applicant's Claim 11. Claims 12 and l3 are

dependent to parent Claim 11 and have all the limitations

thereof. Since Claim 11 is patentable, so are Claims 12 and 13.
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The Commissioner is hereby authorized to charge any

fees or credit any overpayment to Deposit Account No. 03-2411. A

duplicate copy of this Amendment is enclosed.

In View of the foregoing amendments and remarks, it is

respectfully requested that Claims 11-13, 15 and 21, now in this

application, be allowed.

Respectfully submitted,

ARTHUR HAIR

BYQJI
Ansel M. Schwartz, Esquire
Reg. No. 30,587 ‘
Cohen & Grigsby
2900 CNG Tower

625 Liberty Avenue
Pittsburgh, PA" 15222

(412) 394-4900

Attorney for Applicant
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKSWashington. D.C. 20231

SERIAL NUMBER rmsv NAMED APPLICANT ATTORNEY DOCKET NO.

'“ '“ 21UE.U01*DUN
'-J 7 / ‘E’

I‘
F-\f=|E3EL M,.
COHEN S: . -.
""3|IlE| |IiN‘E4' T|IIwF:T\'
I:'-‘ 3 l_]fBEF'\'TY «M/‘F5. ..

[_F‘ I TT !3EcI_.|f-"(E2 H .. F13: 15'

DATE MAILEDI

The ‘application was received in
requesting a continua '

filedon Ofi" 3

Processing Branch
Application Processing Division

(703) 557-3831

‘TOI.-457 (REV. 8/88)
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ATENT ‘

OIN THE UNITED STATES PATENT AND TFIADEMA OFFICE

In re application of: Arthur R. Hair
Serial No.: 07 / 5 86 , 3 9 1 Group No.: 2 39*"

Filed: September 14 , 1990 exama‘}.2€"; »Ia—’:-5*“-'-2

For: TRANSMISSION SYSTEM

1 5 7 VI‘ '3

Commissioner of Patents and Trademarks I 5
Washington, D.C. 20231 GRQUP 250

REQUEST FOR CORRECTED FILING RECEIPT

1.. Attached is a copy of the official filing receipt received from the PTO in the egg/e appli-
cation for which issuance of a corrected filing receipt is respectfully requested. 2'»:-‘t

2. There is an error in that the following data is: fit)?“
[33 incorrectly entered ‘9

and/or

[3 omitted

App|icant’s name

App|icant’s address

Title

Filing Date

Serial Number

ForeignlPCT Application Reference

Other ”

in that the filing receipt should read as follows: 9 / 14 / 9 0

CERTIFICATE OF MAILING (37 CFR 1.83)

I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is being deposited
with the United States Postal Service on the date shown. below with sufficient postage as first class mail in an en-
velope addressed to the: Commissioner of Patents and Trademarks, Washington. D.C. 20281.

Trace L . Milka

_ (Type or print name of person mailing paper)
Date: I 0 3 b q D I

(Request for Corrected Filing Receipt [5-8]—page 1 of 2)
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3. (complete the following applicable item A or B)

A. Q The correction is not due to any error by applicant and no fee is due

OF!

B. [j The correction is due to applicant's error and the fee therefor under 37 CFR
1.19(h) of $15.00 is paid as follows:

E] enclosed is check for $15.00

[3 charge Account

Reg. No.: 30,587 ‘K
SIGNATURE OF ATTORNEY

Tel. No.:(412)’ 394-4987 1 M. Schwartz Es uire
Type or print name of attorney

& Gri sb

P.0. Address 2 9 0 O CNG Tower
' rt Avenue

Pittsburgh, PA 15222

(Request for Corrected Filing Receipt [5-8]—page 2 of 2)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

ARTHUR R. HAIR

Serial No, 07/586,391

Filed: September 14, 1990 TRANSMISSION SYSTEM

Art Unit 2 39

Patent Examiner:

Pittsburgh, Pennsylvania 15222

_ ' _ _ I hereby "certify that the correspondence Is
A35 lstant C0mm-155 J-One-‘C 0 f Pallents being deposited with the United States Postal
Crystal Park 2 wmwasmacmsmmnnanmumm
su j_te 9 2 3 _ addressedflto: _Con1missioner oi Patents and
Washington I .D.. C . 2 O2 3 1 Trademarks, WashinE.o.'; DC 202511,On ’

DEC 1 7 1990 J’
ASSISTANT

' OFHCE A amen m
COMMISSIONER S Regifgfafim No’w3=b'587

_ P_~“:'.'l'_I_Tl_0_N_ - /all/L/[90
am»

This Petition is for removal of designation of improper

Sir: ,.

file wrapper continuation under 37 CiE.RL 1.62 with no filing date

granted.

Applicant's file wrapper continuation for the

above-identified patent application was filed by Express Mail on

September 14, 1990. A Declaration in support of this fact is

included. This Declaration is by Tracey L. Milka, the secretary

who physically placed the subject application into Express Mail on

September 14, 1990. Accordingly, the above—identified application

should have received a filing date of September 14, 1990 in the

mail room as per 37 C.F.R. §1.10 (copy attached), but instead
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improper file wrapper continuation under C.F.R. 1.62 and received

no filing date.

Furthermore, on October 30, 1990, essentially as soon as

Applicant received the incorrect filing date and before receipt of

your October 31, 1990, letter, Applicant filed a form requesting a

corrected filing receipt (see Enclosure D).

Enclosed you will find a $120.00 petition fee, but since

this was a Patent Office error, please return the fee. The

Commissioner is hereby authorized to charge any fees or credit any

overpayment to Deposit Account No. 03-2411. A duplicate copy of

this Petition is enclosed.

Applicant therefore requests that the subject patent

application be affordedla proper filing date of Qeptember 14,

1990, instead of the incorrect filing date of September 18, 1990

and the subject application be permitted to continue to be

prosecuted to allowance.

Respectfully submitted,

CERHMATEOFMAIUNG ARTHUR R. HAIR
I hereby certify that th

being depositd . l 6 Cprrespondence is
e with .he Umted States PostalService I‘ M .. -'

iacgmésrof’?o§i§.?;s;;":;i'.:1:':,::,:e':P;‘ Ansel gghgggtzl mu‘
ra emarks,Washington_[) fog “‘ " Reg. NO. ,

M bah Cohen & Grigsby
2900 CNG Tower

625 Liberty Avenue
Pittsburgh, PA 15222

_ ..mmm (412) 394-4900
Regrstrancn No_ 30537

——~—___£flQfl[z2____—. Attorney for Applicant
[mm
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"§,«Oé‘d\lCLoSU«L?—“_ '3
PATENT

IN THE-UNITED STATES PATENT AND TRADEMARK OFFICE

Dockemm 2102.001 CONT ‘

Anticipated Classification of this application:

Box FWC

Commissioner oi Patents and Trademarks ,

Washington, o.c. 20231 . . . .

FILE WRAPPER CON'IINUING APPLICATION (FWC) (37 CFR 1.62) ’ I

WARNING: This form cannot be used where the parent case may not be abandoned since the filing of a re-
quest under the Ai-‘WC procedure “will be considered to be a requxt to expressly abandon the

‘ prior application as oi the filing date granted to the continuing 37 OFF! 1.62(g).
WARNING: ‘This procedure can only be used for a pending appficaiion prior to payment of the issue Ice. 37

' Ci-‘R t.62(a). ' . -

4 WARNING: The filing of an application as the United States stage of an international application requires an
" oath or declaration. 37 CFR t.61(a)(4).

WARNING: The claims ol this new application may be finally rejected in the fiist Office action where all claims _
‘ ol the new application are drawn to the same invenfion claimed it the earlier appfication and '

would have been property finally rejected on the grounds or art olrewrd in the next Office action it
they had been entered in the earlier application. MPEP 5 706.07(b).

WARNING: An application under 37 CFR 1.62'is filed by making changes by amendment to the prior applica-
: tion. 37 CFR 1.62(a). and not by tillngla new application

WARNING: Filing under 37 CFR 1.62 is permitted only it filed by the same or less than all the inventors named
‘ ‘ in the prior application.

I. This is a request for a filing under the tile wrapper continuing application procedure, 37
CFR 1.62, for a V -

Q continuation

, |_’_] divisional

E] continuation-in-part (for oath or declaration see Ill below)

E] attached is an amendment lor added subject matter

CERTIFICATION UNDER 37 CH! 1.10i J

lherebycertitythatthisFWCtransmittalandthe . tare edto atta einarebeingdeposited

vm_n_+_~ee United States Postal Service on this date eE9 935 1&2 r an envelope as "Ex-
pras Mail Post Ottice to Addresseé" maifing Label Number addressed to
the: Commissioner oi Patents and Trademarks Washington. D.C. 20231.

Tracey L. Milka

thereon pn'or to mailing. 37 OFF? 1. 10(2)).
4

(FWC [4-2].—page 1 of 9)
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c. E/vcLo5c/AL-’
PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Arthur R. Hair

Serial No.2 07 / 586 , 391

Filed: "September 14 , 1990

For:_ ‘ TRANSMISSION SYSTEM

~ Group No.2 2 3 9

RECEIVED
DEC 171990..

- ASSISTANT

COMMISSIONERS OFFICE

REQUEST FOR CORRECTED FILING RECEIPT

Examiner:

I Commissioner of Patents and Trademarks

Washington, D.C. 20231

1. Attached is a copy of the oflicial tiling receipt received from the PTO in the above appli-

cation for which issuance of a corrected filing receipt is_ respectfully requested.

2. There is an error in that the following data is:

[3 incorrectly entered
and/or

|:| omitted

Applicant's name

Applicant's address '

Title

Filing Date .
- Serial Number

ForeignlPCT Application Reference

Other ' I

in that the filing receipt should read as follows: _9/ 14 / 9 0

CERTIFICATE OFMAILING (37 OER 1.83) _

I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is being deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in an en-

. vetope addressed to the: Commissioner of Patents and Trademarks, Washington. D.C. 20231.
Trace L. Milka

(Type or print name of person mailing pap \ _,

(LL/M.)Date: Oa6
(signature of pot’ on malllng paper)

(Request for Corrected Filing Receipt [5-8]—page 1 at 2)

*4
D
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:

ARTHUR R. HAIR

Serial No. 07/586,391

Filed: September‘ 14, 1990 TRANSMISSION SYSTEM

DEC 17 B90

ASSSTANT

CQi\.’lM|SSlONER'S OFFICE

Pittsburgh, Pennsylvania 15222

Art Unit 239

Patent Examiner:

November 29, 1990

Assistant Commissioner_of Patents
Crystal Park 2 ’
Suite 923

Washington, D.C. 20231

Sir:

DECLARATION

I, Tracey L. Milka, am employed as a patent secretary

for the law firm of Cohen & Grigsby.

I obtained a check for $185.00 on September 12, 1990

(see Enclosure A) and mailed the above-identified patent

application with this check by Express Mail on September 14, 1990,

as evidenced by the certification under 37 C.F.R. §1.10 (see

Enclosure B).

As a substantial part of my job, I file many patent

applications, and I always do this by Express Mail. So far, all

the applications I have ever mailed (at least more than 100) by
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followed the same procedure in mailing and filing the

above-identified patent application as I always do and am unaware

of any_reason why the above—identified patent application should

not receive a filing date of September 14, 1990, the date that I

placed the above—identified patent application in Express Mail.

Also enclosed is a copy of the return receipt card (see

Enclosure C) showing that the above—identified patent application,

Preliminary Amendment and copy of Petition for One—Month Extension

of Time was mailed on September 14; 1990, but received a mail room

stamp of September 18, 1990.

I further declare that all statements made herein of my

own knowledge are true and that all statements made on information

and belief are believed to be true; and further, that these

statements are made with the knowledge that willful false

statements in the like so made are punishable by fine or

imprisonment, or both, under Section 1001 of Title 18 of the

United States Code, and that such willful false statements may

jeopardize the validity of the application or any patent issuing

thereon.

Tracey VL.
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UNITED STA'r!S DEPARTMENT OF OOMMERCE
Patent: and Trademark Office _AsssUmnsaIEnwwANDcommsamwm
OF PATENTS AND TRADEMARKS

Washington, no. 20231 4 ad
MAR II |99l

Ansel M. Schwarbz

Cohen & Grigsby
2900 CNG Tower

625 Liberty Ave.,
Pittsburgh, PA '15222

In re Application of
Arthur R. Hair

Serial No. 07/586,391

Deposited: September 18, 1990
For: TRANSMISSION SYSTEM

DECISION ON PETITION

The above-identified application has been referred to the Office
of the Assistant Commissioner for Patents for consideration of

the petition filed on December 17, 1990, requesting that the
application be accorded a filing date of September 14, 1990,
instead of September 18, 1990.

On October 31, 1990, Application Branch mailed a Notice of

Improper FWC filing under 37 CFR 1.62 stating that the original
filing receipt was mailed in error and that this was an improper
filing under 37 CFR 1.62 since the request for a FWC application
has deposited after the parent application became abandoned.

In response, the present petition was filed wherein petitioner
alleges that the request for a FWC application of the prior
application was mailed to the Patent and Trademark Office (PTO)

via "Express Mail" on September 14, 1990, and, therefore, the

proper procedures under 37 CFR 1.62 were followed. The petition
is accompanied by a photocopy of Express Mail customer receipt
No. MBI37703489, a verified statement of Tracey L. Milka, an
employee of the law firm of Cohen & Grigsby and a postcard
receipt for the above application having a Mail Room date stamp
of September 18, 1990.

A review of this application file reveals that the papers
allegedly deposited on September 14, 1990, have a certificate of

mailing by Express Mail, including an Express Mail label number
and deposit date. The certificate of mailing by Express Mail
indicates the date of deposit to be September 14, 1990.
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The copy of the Express Mail customer receipt submitted with the

petition and the copy of the Express Mail label retained by the
PTO, bear a "Date-in" of September 18, 1990, literally "9 18 90."
The copy of the Express Mail customer receipt, the Express Mail

label retained by the PTO and the certificate of mailing by
Express Mail all bear the same label number.

Paragraph (C) of 37 CFR 1.1% states that:

"the...Office will accept the certificate of mailing by
‘Express Mail‘ and accord the paper or fee the certificate
date under 35 U.S.C. 2l(a)...without further proof of the
date on which the mailing by ‘Express Mail’ occurred unless

a question is present regarding the date of mailing.“

Clearly, when the certificate of mailing by Express Mail contains
one date and the Express Mail label contains another date there

is a question "regarding the date of mailing." The certificate
of mailing by Express Mail is not sufficient evidence by itself
to establish the date of mailing.

37 CFR l.l0(a) indicates that papers or fees filed under the

practice set forth in 37 CFR 1.16 will "be considered as having
been filed in the Office on the date the paper or fee is shown to
have been deposited as ‘Express Mail’ with the United States
Postal Service." Therefore, in those cases where there is a

discrepancy, the question is resolved by using the "Date—In" on
the Express Mail receipt, which verifies when it was mailed via

Express Mailu" The date inserted on the Express Mail label by
the Postal Service employee indicates that the application has
filed after the abandonment of the prior application.

Petitioner has failed to provide any statement from the Postal

service indicating that the particular Express Mail package in
question was incorrectly dated by the Postal Service.

Further, while the petition is accompanied by a verified
statement of Tracey L. Milka averring to the fact that the
mailing occurred on the date certified, the statement does not

indicate whether the allegations contained therein are based upon
personal remembrance of the circumstances surrounding the filing
of the application because of some unusual circumstances, or
whether the allegations are based upon some records, e.g., docket
or log book, maintained by the law firm. If the statement is
based upon law firm records, a copy of those records and

explanation thereof in the form of a declaration is required. If
the statement is based upon personal remembrance of the facts, a
supplemental declaration is required which clearly indicates that
fact and explains why facts regarding this particular application
are remembered. Presumably many applications are handled in the
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law firm such that specific dates and facts regarding a
particular application would not be remembered unless there was

something exceptional about the application or its processing.

The petition is denied.

If petitioner desires to prosecute this application, then
’ appropriate steps must be taken pursuant to 37 CFR 1.137 to

revive application Serial No. 07/206,497 to establish copendency
between Serial No.07/206,497 and the present application.
Inquiries regarding petitions to revive should be directed to
Petitions Information, Office of the Assistant Commissioner for
Patents at (703) 557-4282.

The petition fee will not be refunded since it has not been shown

to have been necessitated by Office error.

Any request for reconsideration of the above decision (no further

petition fee is required) and any petition to revive directed to
application Serial No. 07/206,497 should be filed within TWO

MONTHS of the date of this decision to be considered timely filed
and directed to the undersigned, Crystal Park Building 2,
Room 919, Washington, D.C. 20231. Any petition to revive will be
forwarded to the Office of the Deputy Assistant Commissioner for
Patents for consideration.

Failure to timely file a petition will result in the return of

this application to Application Branch for processing as an
improperly filed application under 37 CFR 1.62-No Filing Date
Granted. '

C,E«Ua~_hL-M-
Charles E. Van Horn

Patent Policy and Programs Administrator
Office of the A/C for Patents

msm/rkg
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PA TENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Arthur R_ Hair
Serial No.: 07 / 2 o 6 , 4/8/7 Group'No.: 2 3 9

Filed: June 13,1288 _ e -. H, .g_pm; TRANSMISSION SYSTEM xammer )
_ 5 ‘

Commissioner of Patents and Trademarks .
Washington, o.c. 20231 DEPUTY ASST. COMM. |

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT

ABA1‘a"DCNE.') UNINTENTIONALLY UNDER 37 CFR 1.137(1))

NOTE: A terminal disclaimer should not accompany a petition based on unintentional abandonment Notice of
July 9, 1985 (1056 O.G. 6051).

NOTE: An application abandoned under 37 CFR 1.53(d) for failure to timely provide the appropriate filing lee.
oath or declaration and/or surcharge may not be revived under the procedure of 37 CFR 1.137(b).

1. This application became abandoned on _Se.piemb.e1:._;i_éL,_.'l.93.0
NOTE: Extensions under 37 CFR 1.136 are available only if asked for "prior to or with the response." Accord-

'_ ingly, if the question of abandonment arises when the provisions ol 5 .1. 136 can no longer be used then
the the application is abandoned when the unextended time for response expired Therefore, no exten-.
sion fees are due on a petition for revival

2. This petition is filed: g

Q within one year of the date of abandonment.
NOTE: Under very limited conditions a petition to revive for unintentional abandonment may exceed the one

year limit when abandonment is due to action or inaction by the applicant and the PTO performs a posi-
tive documented official act which could lead a reasonable individual to conclude that the action or in-

action was appropriate. Notice ofAugust 26. 1985 (1059 O. G. 4).

E] within three months of the date of the first decision on a petition to revive under
37 CFR 1I137(a) which was filed within one year of the date of abandonment.

(check next boxgil’ applicable)

E] the three month period has been I extended "up to

NOTE: The non-statutory three month period may be extended up to four months it a petition for an extension
of time and the fee set in 37 Ci‘-_’R 1.1."(a) to (d) are filed with or prior to this petition.

CERTIFICATE OF MAILING (37 CFR 1.83)

I hereby certify that this paper (along with any referred to as being attached or enciosed)_is being deposited with
the United States Postal Service on the date shown below with sutficient postage as first class mail in an envelope
addressed to the: Commissioner of Patents and Trademarks, Washington. D.C. 20231.

Tracey L. Milka
(Type or print name of person mailing paper)

Date:I’ G) I h (Signature of pe on mailing paper)

(Petition for Revival of Unintentionally Abandoned Application [11-3]—page 1 of 3)

099 KP 04/19/91 07206487 4 241 S25 00 CK.-1 . I.



Page 00118

t

This application is being revived only for purposes of creating
continuity with a File Wrapper Continuation.

3. This application became abandoned unintentionally.

4. Proposed response

fig has been tiled.

C] is attached.

2a.

(complete the following if applicable)

NOTE: The PTO accepts the filing of a continuing application as a response under 37 CFR 1.137. To Iacllitate
processing in such a case the petition to revive should specifically refer to the filing of a continuing ap-A
plication and also include an emress abandonment of the prior application conditioned upon the grant-
ing ol the petition and the granting of a filing date to the oonflnuing application. Notice of May 13, 1983,
10310.6. 11-12.

the response is the tiling of a continuation application having an express
abandonment conditioned on the granting of a tiling date to the continuing
application copending with this application.

5. Fee (37 CFR 1.17(m))

' Application status is:

E small business entlty—lee$ $525 - 00

E] verified statementattached

[Xi verified statement tiled

D other than small entity—fee $620.00

6. Payment of fee:

E] Enclosed please find check for $._.5_2i

[2] Charge Account 0 3 ‘ 2 4 1 1

E Charge Account
of this petition is attached.

7. Verification:

NOTE: The statement that the abandonment was unintentional must be a verified statement it made by a per-
son not registered to practice before the PTO. 37 CFR 1.137. Check the next box if this is the case. -

E} I hereby declare that all statements made herein of my own knowledge are true and
that all statements made on information and belief are believed to be true; and lurther that

these statements were made with the knowledge that willlul false statements and the like

so made are punishable by fine or imprisonment, or both. under Section 1001 of ‘Title 18 of
the United States Code. and that such willful false statements may jeopardize the validity of
the application, any patent issuing thereon. or any patent to which this verified statement is
directed.

Date: /  
(Signature ol person maklng statement "

A . that abandonment was unlntentlonal)

for any additional fee required.

the sum of_ S A duplicate

Ansel M. Schwartz

(Type or print name of person making
statement) .

5514 Claybourne Street
Pittsburh PA" 1521

(Residence ol person making statement)

(Petition for Revival of Unintentionally Abandoned Application [1 1-3]—page 2 of 3)
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Reg. No.: 30 . 587
SIGNATURE or AITORNEY

TeLN°;(41; 394-4900 . Ansel M. Schwartz
Type or print name of attorney

Cohen & Gri sb

Rflfiwww 2900 CNG Tower

625 Liberty Avenue
fin _

(Petition fer Revival of Unintentionally Abandoned Application [11-3]—-page 3 of 3)
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92 %°lsp; 20
PA TENT.

IN THE UNITED STATES PATENT. AND TRADEMARK OFFICE

‘ application of’; H Fx-lfl . ,
Sen'al'No.:_07/45°66 13°!’ . Group No.: 13 (1

Filed: <\li<5(‘lo Examiner: Néuygw

Fon‘\'Rl0il\JS/V\lS3(oAJ SySTL=';/\
Commissioner oi‘ Patents and Trademarks

‘ Washington, D.C. 20231

Ansel M. Schwartz

Attorney at Law
425 N. Craig Street
Suite 301 .

Pittsburgh, PA 15213,-’

' Please directtelephone calls to:

-Ansel,M. Sdiwartz, Esquire
(412) 621-92222

SIGNATURE or ATTORNEY
Ansel M. Schwartz

Fleg.: 30,587 I ' _ Type oi-print namaol attorney
Attorney at Law _ .

Tel. No.(412 ) 521-9222 _ .P.O.Address 425 N. Crai§ Street, Suite 301
Pittsburg , PA 1521
 

A CERTIFICATE or MAILING _Za7 cm 1.8a)

I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is being deposited
with me United States Postal Service on the date shown below with sufficient postage as first class mail in an en-
velope addressed to the: Commissioner of Patent and Trademarks, Washington. Dc. 20231.

Tracey L . Milka
(Type or print name of person mailing paper)

 

(signature at person malllng paper)

A 2 (Change of Attomey’_s Address in Application [12-3])
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or 2 —-

57$” umrreo S1’AT$EPA§TMEl\lT or commence
' Patent and Irhuemark Officg

3% EU ASSISTANT ssoasrmv AND cnmmnssuomsnOF PATENTS AND TRADEMARKS

Washington, D.C. 20231 SFH/FMH/Sh. 6

Paper No. 14

.Alder, Cohen and Grigsby, P.C.
2900 CNG Tower, 625 Liberty Avenue
P'ttsb rgh Penns lvania 15222
l ” ' Y JUN 201991

DEPUTY ASST. COMM.

In re Application of
Arthur R. Hair :

Serial No. 206,497 , ' . ON PETITION

Filed: June 13, 1988 2

This is a decision on the petition under 37 CFR 1.137(b), filed
April 15, 1991, to revive an unintentionally abandoned
application. ' ’ ’ ‘

The petition is granted.’

Since this application is being revived for purposes of

continuity only and since continuity has been established by this
' decision reviving the application, the application is again

abandoned in favor of filewrapper continuing application, Serial
No. 586,391, filed September 18, 1990.

The application is being forwarded to Group 230.

1'

g/La/ybezkfld ?77.rances M. Hicks

Office of the Assistant Commissioner
for Patents -
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UNITED STATli)'..'DE|IAllTMEl\IT OF COMMERCE”
Patent: and Trademark Office

Address : CDMMl5é|0NEFl OF PATENTS AND TRADEMARKSWashington, DC. 20231

-._ __.___.._.._......._..—-—- ——--~—~————-~--F-—-——-‘ ''''—"-*'~w
’ "T f>‘~lLiiiG time FIRST mtiase l.‘l‘JENTCR , ATTORNEY DOCKET No. ,

U9/13/éb 7 V - ‘A’ fl01~CUN

ANSEL M. $EHwARTZ
4"" N. CRAIG STREET ~—-EllJ 1 TE ,1 . . . .«~?.‘.’F.“ ’?"."f§E“.
P1TT5BURmH. PA .r-. -. Zl

i)£tl'i;' it1Atl.ED; » [.19/iii"-_‘r/'31

Tm’; 5 A cDrr.'m_'i:(£.' :
""l';‘.!;.“-t". .1-.-‘ A

fine application has been examined Responsive to communication fileden D This action is made final.
A shortened statutory period lor response to this action is set to expire _3___ month(s). days from the date 01 this letter.
Failure to respond within the period lor response will cause the application to become abandoned. 35 U.S.C. 133
Paul THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. :1 Notice of Relerences Cited by Examiner, PTO-892. 2. D Notice re Patent Drawing, PTO-948.
a. [:1 Notice of An Cited by Applimnt, PTO-1449. a. [:1 Notice cl Inlomial Patent Application. Form PTO-152
5. D lnionnation on How to Ellect Drawing Changes. PTO-1474. 6. E]

 -

Perl ll SUMMARY OF ACTlON

1.  s ll — i 3 1 (S ‘Q Md 1 / . are pending in the application.
are withdrawn from consideration.

01 the above. claims I - 1

2 Claims I —' I O I 4 I (2 20 have been cancelled. 

3. D Claims are -allowed. 

4.maims — ;2 ; (21494 ‘ arerejected.
?_> 5. D Claims are objected to.

are subject to restriction or eleaion requirement.
6. D Claims

1. D fltis applicafion has been filed with informal drawings under 37 C.F.R. 1.85 which are acceptable lor examination purposes.

8. D Formal drawings are required in response to this Oflice action.

9. D The corrected or substitute drawings have been received on . Under 37 C.F.R. 1.64 these drawings
are D acceptable; [J not acceptable (see explanation or Notice re Patent Drawing, PTO-948).

10. D The proposed additional or substitute sheetls) of drawings. filed on . has (have) been D approved by the
examiner; El disapproved by the examiner (see explanation).

11. D The proposed drawing correction. filed has been D approved; D disapproved (see explanation).
12. D Acknowledgement is made ol the claim ler priority under U.S.C. 119. The certified copy has Cl been received [I not been received

D been filed in parent application, serial no. ; filed on .
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Serial No. 07/586391

Art Unit 239

1. The preliminary amendment filed on 9/18/90 has been

entered.

2. The following is a quotation of 35 U.S.C. § 103 which forms
the basis for all obviousness rejections set forth in this Office
action:

A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section
102 of this title, if the differences between the subject
matter sought to be patented and the prior art are such that

the subject matter as a whole would have been obvious at the
time the invention was made to a person having ordinary

skill in the art to which said subject matter;pertains.
Patentability shall not be negatived by the manner in which
the invention was made. '

Subject matter developed by another person, which qualifies
as prior art only under subsection (f) or (g) of section 102
of this title, shall not preclude patentability under this
section where the subject matter and the claimed invention
were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same
person.

3. Claims l1—l3, 15 and 21 are rejected under 35 U.S.C. § 103

as being unpatentable over Hughes'US/3990710.

Hughes shows a system for dubbing information from a first

memory of a first party (20) to a second memory of a second party

(35) who controls'the use and in possession of the second memory.

Hughes shows a slot (28) for receiving money transferred to the

first party from the second party. Hughes further shows that

the first and the second memory are connected electronically (18-

24) such that information can pass therethrough. Hughes further
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Serial No. 07/586391

Art Unit 239

shows that signal is transmitted from the first memory to the

second memory with a transmitter in control and possession of the

first party to a receiver having the second memory at a location

determined by the second party wherein the receiver is in

possession and control of the second party (col. 2 lines 27-65,

col. 1 lines 55-68, col. 5 lines 7-21, co1.6 lines 32-55).

Hughes fails to specifically teach the claimed method and steps.

However, the claimed method and steps are seen to obviously

correspond to the apparatus and its features shows by Hughes.

4. Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen

_whose telephone number is (703) 308-1292.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionist
whose telephone number is (703) 308-0754.

Hoa Nguyen
Examiner, A.U. 239

September 06, 1991
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS

_ ' Wa_shington,_D.C. 20231
f SERIAL NUMBER {W I—"lL‘l‘I\-JG DATE J H - Fix;-at NAMED APPLICANT I A “I A'1:'r'<>nNE\r Docztczr mi.

I7/gem; *
,— *""M~"I:3< A Mnlfz?

r ART UNIT % PAPER NUMBER 7

DATE MAILEDZ

EXAMINER INTERVIEW SUMMARY RECORD (9 -7» ( 'G( ‘
All participants (applicant, applicant's representative, PTO personnel):

(1) MC egrfiwf ‘H*0-Cr’
(2) ‘HER’ T.

Type: C] Telephonic  | (copy is-given to  t U applicant's representative).

Exhibit shown or demonstration conducted: Cl Yes  yes, brief description:

Agreement C] was reached with respect to some or all of the claims in question. H250: reached.
Claims discussed:

Identification of prior art discussed: €(‘\

Description of the general nature of what was agreed to if an agreement was reached, or any other comments: ,\/UT. f_O,I\n g
I/VW Ks , The ~e~po«4»~_n.er

mega. , ~
I \ . ‘

W 4/1,
a7]7q_£l " (9, A6)» M r '62,1 ‘F A

(A fuller description, if necessary, and a copy of the amendments, if available, which the examiner agreed would render the claims allowable m st be
attached. Also, where no copy of the amendments which would render the claims allowable is available, a summary thereof must be attached.)

Unless the paragraphs below have been checked to indicate to the contrary, A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION ISNOT WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW (e.g., items 1-7 on the reverse side of this torm). If a respon to the

last  tion has already been filed, then applicant is given one month from this interview date to provide a statement of the substance of the in erview.It is not necessary for applicant to provide a separate record of the substance of the interview.

D Since the examiner's interview summary above (including any attachments) reflects a co plete response to each of he a Iections, reiecti ns and
requirements that may be present in the last Office action, and since the claims are now al ow le, this completed to i considered to iu ill the
response requirements of the last Office action.

PToL_“3(REv. L84) Examine ssrgnat e

ORIGINAL roe INSERTION IN RIGHT HAND FLAP or FILE WRAPPER
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

i ;O7fiBVER1*7;lEINO>6:TE ' i='i'i-is7r i'~i7u7t:n APPLICANT

07/:36 4 . , _ ?'{f*°m3_s:' °‘2s*5‘i,=?b19.-J’
I‘ f EXAMINER -T

[ ART UNIT i PAPER NUMBER i

274

DATE MAILEDZ fig
EXAMINER INTERVIEW SUMMARY RECORD ' ;)/‘i/(

All participants (applicant, applicant's representative, PTO personnel): I

(H M EL 3Ci'H«U A KI fl l3)

l2) ‘T. C) U (4)

Dateof interview ll 2 ,, 2 Z ._9 1
Type: _ m%le;:honic D Peisonal (copy is given to U applicant Cl applicant's representative).

Exhibit shown or demonstration conducted: Cl Yes [E‘(If yes, brief description:

Agreement 'D was reached with respect to some or all of the claims in question. U was not reached.

Claims discussed: —”"'*

. . . . . .—:—f""‘
Identification of prior art discussed :'

Description of the general nature of what was agreed to if an agreement was reached, or any other comments: E- S Q‘ A ml 5'?‘ i i 4
‘mm V ‘nimswtagm own miierui“ gm jzfig

i“mmA>lw>x" - listing owfl lie «€}tObcoL‘n4aCs W 
 xQ@»Lm§ ,{,.§a:i<ervi‘2MJ vol” 59-2. at)‘ _li_»0<3 AwM.,MO'<1+aZo20’ 2-9’)

\;

(A fuller description, if necessary, and a c py of the amendments, if available, which the examiner agreed would render the claims allowable must be
attached. Also, where no copy of the amendments which would render the claims allowable is available, a summary thereof must be attached.)

Unless the paragraphs below have been checked to indicate to the contrary, A EORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION‘lS
NOT WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW (e.g., items 1-7 on the reverse side of this form). if a response to the
last Office action has already been filed, then applicant is given one month from this interview date to providea statement of the substance of the interview.

3% necessary for applicant to provide a separate record of the substance of the interview.

Cl Since the examiner's interview summary above (including any attachments) reflects a complete response to each of the biections, rejection and
requirements that may be present in the last Office action, and since the claims are now allowa le, this completed formresponse requirements of the last Office action.

PTOL-4‘-3 (REV. 1-84)

9R!§!NAL F98 !H§§RTll'W Ml RIGHT HAN!) FLAP oi-' FILE WRAPP'=°
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ARTHUR R. HAIR

"Filed: September 18, 1990

In re Application of:

Serial No. 07/586,391

TRANSMISSION SYSTEM

Art Unit: 239

Patent Examiner: srsag/s/x/sasasagaxas/g/sa
H. Nguyen

Pittsburgh, Pennsylvania 15213

CERTIFICATE OF MNLING

I hereby certify that the coirespomiénce is
being deposited with the Uniied States Postal
Service as first class maii in an envciope

. ‘ addressed in: Cnnimissioner of Patents and

Washlngtonl D-C- 20231 hwmmmWMmfi?D€NBL

December 9, 1991

Hon. Commissioner of Patents and Trademarks

Sir:

AMENDMENT Ansel M. Sciiwa-.12
Registration Na. 30,587

I iaifiifli
. Dme

In response to the Office Action dated September 9,

1991, please enter the following amendments to the

above-identified application as follows:

'IN THE SPECIFICATION:

/
Page 3, before the paragraph starting with "Referring"

insert the following:

ma The invention is a met od for transmitting a desired
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In re application of; Arthur R. Hair
SerialNo.:O 7/ 586,391 GrdupNo.: 239' ' HECEWFD
Filed: September 18, 1990 Examiner: H- NE“)/en A;

T DH} 1 6 1997For: TRANSMISS'ION SYSTEM

' GHQUr“3:?:3D

Commissioner of Patents and Trademarks

Washington, D.C. 20231

1. Transmitted herewith is an amendment for this application.

STATUS

2. A’p‘ph"cant is

Q a small entity — verified statement:

D attached.

' m already filed.

U ether than a small entity.

CERTIFICATE OF MAILING (37 CFR 1.88)

Iherebycei-tilythatthispaper(aldngurithai1yivetemedtoaslbeingattachedorenclosed)isbeingdepositedwith
meunnedstatamstalseviceonmedateshovmbeldwwimsuffidempostageasllrstclassmailinanenvelope
addressedtolhe: Qamn1issionerolPatentsandTraden1ar1a..Washington. D.C. 20231. __ ‘

Tracey L. Milka 7’ . I H
A I ‘ (fypeorpnmnarneolpersbnmaifingpaper)

Date: ‘Q 7 ’
61/

(Slgnaturo at perso 9 paper)

(Amendment Transmittal [9-191-page 1 of 4)
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0

NOTE? ‘Extension of Time In Patent caseslsupplamont Amendments) — It a timely and complete ro-
sponso has been filed atter a Non-Final Office Action. an extension of a'me is not required to permit
filing and/or envy of an addifional amendment after expiration of the shortened statutory period.

If a timely response has been filed after a Final Office Action. an extension of a'me is reouked to
permit filing and/or entry of a Nance of Appeal or filing and/or envy of an additional amendment after
expiration of the shortened statutory period unless the timely-filed response placed the application in
condition for allowance. 0! course. if a Notice of Appeal has been filed within the shortened smtutory

period. the period has ceased to run. " Notice of December 10, 1985 (1061 0. G. 34-35).
NOTE: See 37 CFFI 1.645 for extensions of time in interference proceedings and 37 OFF? 1.550(c)' for exten-

sions of fime in reexamination proceedings. ,7

3. The proceedings herein are for a patent application and the provisions of 37 CFH
1.136 apply

EXTENSION or Team

(complete (a) or (b) as applicable)

(a) [:1 Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR
1.17(a)-(d) for the total number of months checked below:

Extension Fee for other than Fee for

months) small entity small entiy
one month S1 00.00 $50.00

two months ' $300.00 $150.00
three months $730.00 $365.00
four months $1,150.00 V $575.00

Fee 54:.

if an additional extension of time is required please consider this a petition therefor.

‘ (check and complete me next item, ifapplicable)

[3 An extension for__months has already been secured and the fee paid
therefor of $______ is deducted from the total fee due for the total months
of extension now_ requested.

Extension fee due with this request 3

OR

Applicant believes that no extension of term is required. However. this condi-
tional petition is being made to provide for the possibility that applicant has inad-
vertently overlooked the need for a petition for extension of time. ‘

(Amendment Transmittal [9-19]—page 2 of 4)
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Q

4. The fee for claims (37 CFFI 1.16(b)-(d)) has been calculated as shown below:
OTHER THAN A

(Col. 1) (Col. 2) (Col. 3) SMALL ENTITY SMALL ENTITY

FEE FOR CLAIMS

CLAIMS
. REMAINING HIGHEST NO

AFTER PREVIOUSLY PRESENT ADDIT. ADDIT.
AMENDMENT. mo FOR EXTRA RATE FEE on RATE FEE

TOTAL ' MINUS " X10: S ' £0: 3

INDEF. ' MINUS "' 260:: 3 3:60: 3

D FIRSTPFIESENTATION OF MULTIPLE DEF. CLAIM +100: 8

TOTAL

ADDIT. FEE S

' If the envy in Cal. 1 is less than entry in Cal. 2. Mite "0" in Col. 3.
" It the "Highest No. Previously Paid lor" IN THIS SPACE is less than 20. enter “20".

»"' If the "Highest No. Previously Paid For" IN THIS SPACE is less than 3. enter "3".
The “Highest No. Previously Paid For" (‘Total or indep.) is the highest number found in the appropriate box
in Cal. 1 of a prior amendment or the number of claims originally filed.

(complete (c) or (d) as applicable)

(c) Q No additional fee for claims is required.

OR

(d) |:]_ Total additional fee for claims required 3

FEE PAYMENT‘

5. [:1 Attached is a check in the sum of ST._._..__.

E] Charge Account No.
LE1.

A duplicate of this transmittal is attached.

FEE DEFICIENCY

NOTE: If there is a fee defidency and there is no aumarfiudon to merge an account. additional fees are nec-
essary to cover the adtfifionel lime consumed in meldng up the engine! deficiency. If the maximum, six-
monm period has expired before the deficiency is noted and corrected. the applicafion is held aban-
doned. In those instances where auzhormtion to merge is included. processing delays are enmun-

tered in-reugming me papers to the PTO finance Branch in order to apply these charges prior to action
on me mses. Aumogmfion to charge the deposit account for any lee deficienq should be checked
See me Modes of AprlI»7, 1985. 1065 0. G. 31-33.

6. [E If aélczigitgnal extension and/or tee is required. charge Account No.

(Amendment Transmittal [9-19]—page 3 of 4)
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AND/OR

Q If fgyogggifional !ee for claims is required. charge Account No.

neg_No; . 30,587 V $GNATUREOFATTORNEY
M Ansel M. Schwartz

Tei. No.: (4 1 2) 6 1 _‘ 9 2 2 2 Type or prim name at attorney

Attorney at Law
P.O. Address

425 N. Craig Street
Suite 301

Pittsburgh, PA 15213

(Amendment1Transmitta| [9-19]—page 4 of 4)
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memory. The method includes the first step of trans rring money

to a first party at a location remote from the seco d memory and

controlling use of the.first memory from a secon party

_ financially distinct from the first party, sai second party

controlling use and in possession of the seco d memory. Then

‘there is the step of connecting electronica

telecommunications line the first memory w'th the second memory

such that the digital signal can pass the ehetween. Next, there

is the step of transmitting the digital signal from the first

memory with a transmitter in control a d possession of the first

party to a receiver having the secon memory at a location

determined by the second party, sai receiver in possession and

control of the second party. The , there is the step of storing

the digital signal in the second memory. The invention is also a

method for transmitting a desir d digit , video or audio signal

stored on a first memory to a second

comprises the first step of ransferring a fee to a first party

at a location remote from t e second memory and controlling use

of the first memory from a second party financially distinct from

the first party, said se nd party in control and in possession

of the second memory. en, there is the step of connecting the

first memory with the necond memory via a telecommunication link

such that the digital signal can pass therebetween. Next, there

is the step of tran itting the digital signal from the first

memory with a tran mitter in control and possession of the first
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I

party to a receiver having the sec memory at a location

determined by the second par said receiver in possession and

control of the second rty.Then, there is the step of storing

the digital sig in the second memory. an.

Page 5, before the paragraph starting with "In summary"

insert the following:

pa The invention is a method for transmi ing a desired

digital audio music signal stored on a first mem y to a second

memory. The method includes the first step of transferring money

to a first party at a location remote from e second memory and

controlling use of the first memory from second party

financially distinct from the first par , said second party

controlling use and in possession of t e second memory. Then

there is the step of connecting elec ronically via a

telecommunications line the first emory w' the second memory

such that the digital signal cant ass t rebe ween. Next, there

is the step of transmitting th digital signal from the first

memory with a transmitter in ontrol and possession of the first

party to a receiver having e second memory at a location

determined by the second rty, said receiver in possession and

control of the second p ty. Then, there is the step of storing

the digital signal in the second memory. The invention is also a

method for transmitt' g a desired digital, video or audio signal
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stored on a first memory to a second memory. The ethod

comprises the first step of transferring a fee vo a first party

at a location remote from the second memory ard controlling use

. of the first memory from a second party fi :ncially distinct from

the first party, said second party in co rol and in possession

'of the second memory. Then, there is e step of connecting the

first memory with the second memory ia.a telecommunication link

such that the digital signal can p-ss therebetween. Next, there

is the step of transmitting the iigital signal from the first

memory with a transmitter in ntrol and possession of the first

party to a receiver having t e second memory at a location

determined by the second party, said receiver in possession and

control of the second pan y.Then, there is the step of storing

the digital signal in t e second memory. +A

IN THE CLAIMS:

Please amend the following claims.

11. (Thrice Amended). .A method ’or transmitting a

desired digital audio music signal stor-1 on a first memory to a

second memory comprising the steps o : ,

3 .

F g
transferring money. - a first party at a location

remote from~the second memo and controlling use of the first
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memory from a second party financially distinct from ‘e first

party, said second party controlling use and in pa session of the

second memory;

connecting electronically via . telecommunications link

"the first memory with the second memo y such that the digital

signal can pass therebetween;

transmitting the -fgital signal from the first memory

with a transmitter in con rol and possession of the first party' \0

to a receiver having tre second memory«at a location determined

by the second party said receiver in possession and control of

the second party' and

~'oring the digital signal in the second memory.

15. (Twice Amended) A method for ransmitting a

desired digital; video [or audio] signal ored on a first memory

to a second memory comprising the ste

[charging] transferr' a fee [by] tg a first party at

a location remote from the _econd memor and controlling use of

the first memory from o] a second party financially distinct

from the first part said second party in control and in

possession of t second memory;
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connecting the first memory with the s: ond memory via

a telecommunication link such that the digit.. signal can pass

therebetween;

transmitting the digita signal from the first memory

with a transmitter in control -nd possession of the first party

to a receiver having the ~cond memory at a location determined

by the second party, s. d receiver in possession and control of

the second party; a'd

st» ing the digital signal in the second memory.

Please add the following claim.

22. A method as desc ' ed in Claim 21 wherein the

transferring step include he steps of telephoning the party
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REMARKS

Claims 11-13, 15 and 22 are currently active.

Claims 11 and 15 have been amended.

Claim 22 has been added.

Applicant's invention is a method for transmitting a

desired digital, video or audio signal stored on a.first memory

to a second memory. The method comprises the steps of

transferring a fee to a first party at a location remote from the

second memory and controlling use of the first memory from a

second party financially distinct from the first party. The

second party is in control and in possession of the second

memory. The second party transfers the fee to a location remote

from the second memory. Additionally, the method comprises the

step of then connecting the first memory with the second memory

via a telecommunications link such that the digital signal can

pass therebetween. Next, there is the step of transmitting the

digital signal from the first memory with a transmitter in

control and in possession of the first party to a receiver having

the second memory at a location determined by the second party.

The receiver is in possession and in control of the second party.
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There is also the step of then storing the digital signal in the

second memory.

The Examiner has rejected Claims 11-13, 15 and 21 under

35 U.S.C. §103 as being anticipated by Hughes. Applicant

respectfully traverses this rejection.

Referring to Hughes, there is disclosed a coin operated

recording machine (200). The machine (200) has a transmitting

station (202) where the audio/video records are stored. There

are also remote recording stations (204) where the customer can

record the station's audio/video signal onto a magnetic tape.

The transmitting station (202) may be situated at any convenient
central location, and theprecording stations (204) may be located

in private houses. The transmitting station (202) and recording

stations (204) are linked by telephone lines or other signal

transmission means.

In all the teachings of Hughes, the recording stations

(204) are owned or Vin possession" of the owner of the

transmitter station (202). This is clearly supported by the fact

that the user "records new programs at any time they wish . . .

by inserting the appropriate coins into the apparatus" (column 9,

lines 54-56). Accordingly, the recording machine (200) of Hughes

requires its owner or representative thereof to travel to the
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remote recording stations (204) to collect the coins: much in

the same manner as an arcade game owner. This extra and tedious

step necessitates the need for a strictly controlled collection

system which must determine when the users are home‘so~thatEthe

coins can be collected.

There is simply no teaching or suggestion within Hughes

of "transferring money (or fee) to a first party at a location

remote from the second memory and controlling use of the first

memory from a second party financially distinct from the_first

party"; as disclosed in applicant's newly amended Claims 11 and_

15. Further, there is no teaching or suggestion within Hughes

wherein "said receiver in possession and control of second party"

as disclosed in applicant's newly amended Claims 11 and 15.

Hughes‘ receiver, although located in the user's home is taught

to be owned by the owner of the transmitter and is thus "in

possession" of the owner. Further, the owner clearly "controls"

the receiver since he must collect the coins therefrom.

"Transferring money (or fee) to a first party at a

location remote from the second memory and controlling use of the

first memory from a second party financially distinct from the

first party" is critical to the operation of the applicant's

invention. The step of transferring the money to a remote

location eliminates the need for the collection step of the first
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party or its representative from having to go to the second

memory and collect the money deposited therein, which is required

by Hughes. With the applicant's method, the money or fee is

transferred to a remote location which is suitable for the first

party in control of the transmitter, such as his bank or his

place of business. Further, in this manner, the user can use

other forms of monies, besides coins, such as credit cards,

charge accounts or the like. The user is not burdened with the

task of saving the appropriate coins, and waiting for the owner

of the transmitter to come collect the coins. It should be noted

that the first party is defined as a licensee, franchiser,

distributor, or whoever stands in for the first party with

respect to receiving the money and accessing the transmitter in

way so authorization is forthcoming to transmit the digital

"signal to the second party receiver and his memory.

A second clear distinction between the applicant's

method and:Hughes' teachings is that the applicant's method in no

A manner necessitates the need for a receiver which is controlled

by the controller of the transmitter. Any suitable recording

apparatus controlled and in possession of the second party can be

»used to record the incoming digital signals. Accordingly, the

second party's own stereo system can be coupled to the incoming/

signals for recording. In this manner, the second party is not

limited to a predesigned receiver of the first party controlling
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the transmitter, but instead can alter the recording components,

change recording media, equalize the signal and many other

parameters of the system.

Accordingly, since Hughes does not teach or suggest the

step of "transferring money (or fee) to a first party atia

location remote from the second memory and controlling use of the.

first memory from a second party financially distinct from the

first party" or "said receiver in possession and control of

second party", Claims 11 and 15 are patentable over Hughes.

Claims 12, 13 and 21 are dependent to Claims 11 and 15 and have

all of their limitations. Therefore, Claims 12, 13 and 21 are

also patentable.

The Commissioner is hereby authorized to charge any

fees or credit any overpayment to Deposit Account No. 19-0737. HA

duplicate copy of this Amendment is enclosed.

In view of the foregoing amendments and remarks, it is

respectfully requested that the outstanding rejections and
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objections to this. ' ion be reconsidered and withdrawn, and

Claims 11-13, 15 and 22, now in this application be allowed.

Respectfully submitted,

ARTH R . HAIR

By. Y
Ansel M. Schwartz, Esquire
Reg. No. 30,587
425 N. Craig Street
Suite 301

2 Pittsburgh, PA 15213
Ansel M. Schwartz

Rcgstration “€130,587 (4 12) 62 1-9222

--————__LlilflJ_____ Attorney for Applicant
om»
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Serial No. 07/586391

Art Unit 2309

The amendment filed on 12/11/91 has been entered.

l. The following guidelines illustrate the preferred layout and

content for patent applications. These guidelines are suggested

for the applicant's use.

Arrangement of the Specification

The following order or arrangement is preferred in framing
the specification and, except for the title of the invention,

each of the lettered items should be preceded by the headings
indicated below.

(a). Title of the Invention. g

(b) Cross-References to Related Applications (if any)-
(c) Statement as to rights to inventions made under

Federally-sponsored research and development (if any).
(d) Background of the invention.

1. Field of the Invention.

2. Description of the Related Art including

' information disclosed under 37 C.F.R. §§ 1.97-
1.99.

Summary of the Invention.

Brief Description of the Drawing.
Description of the Preferred Embodiment(s).
Claim(s).
Abstract of the Disclosure.

Content of Specification

Title of the Invention. (See 37 C.F.R. § l.72(a)).

The title of the invention should be placed at the top
of the first page of the specification. It should be
brief but technically accurate and descriptive,
preferably from two to seven words.

Cross-References to Related Applications: See 37 C.F.R.
§ 1.78 and section 201.11 of the M.P.E.P.

Statement as to rights to inventions made under
Federally sponsored research and development (if any):
See section 310 of the M.P.E.P.

Background of the Invention: The specification should

set forth the Background of the Invention in two parts:
(1) Field of the Invention: A statement of the field

of art to which the invention pertains. This
statement may include a paraphrasing of the
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Serial No.

Art Unit

O7/586391

2309

applicable U.S. patent classification definitions
of the subject matter of the Claimed invention.
This item may also be titled "Technical Field”.
Description of the Related Art: A description of
the related art known to the applicant and

including, if applicable, references to specific
related art and problems involved in the prior art
which are solved by the applicant's invention.
This item may also be titled "Background Art".

Summary: A brief summary or general statement of the
invention as set forth in 37 C.F.R. § 1.73. The

summary is separate and distinct from the abstract and
is directed toward the invention rather than the

disclosure as a whole. The summary may point out the

advantages of the invention or how it solves problems
previously existent in the prior art (and preferably
indicated in the Background of the Invention). In

chemical cases it should point out in general terms the
utility of the invention. If possible, the nature and
gist of the invention or the inventive concept should
be set forth. Objects of the invention should be
treated briefly and only to the extent that they
contribute to an understanding of the invention.
Brief Description-of the Drawing(s): A reference to and

brief description of the drawing(s) as set forth in 37
C.F.R. § 1.74.

Description of the Preferred Embodiment(s): A
description of the preferred embodiment(s) of the
invention as required in 37 C.F.R. § 1.71. The

description should be as short and specific as is
necessary to describe the invention adequately and

accurately. This item may also be titled "Best Mode for
Carrying Out the Invention". Where elements or groups
of elements, compounds, and processes, which are
conventional and generally widely known in the field of
the invention described and their exact nature or type

is not necessary for an understanding and use of the

invention by a person skilled in the art, they should
not be described in detail. However, where

particularly complicated subject matter is involved or
where the elements, compounds, or processes may not be
commonly or widely known in the field, the

specification should refer to another patent or readily
available publication which adequately describes the
subject matter.
Claim(s) (See 37 C.F.R. § 1.75): A claim may be typed

with the various elements subdivided in paragraph form.

There may be plural indentations to further segregate
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Art Unit 2309

subcombinations or related steps.

(1) Abstract: A brief narrative of the disclosure as a

whole in a single paragraph of 250 words or less.

3. Applicant is reminded of the proper content of an Abstract

of the Disclosure.

A patent abstract is a concise statement of the technical
disclosure of the patent and should include that which is new in
the art to which the invention pertainsl

If the patent is of a basic nature, the entire technical
disclosure may be new in the art, and the abstract should be
directed to the entire disclosure.

If the patent is in the nature of an improvement in an old

apparatus, process, product, or composition, the abstract should
include the technical disclosure of the improvement.

In certain patents, particularly those for compounds and

compositions, wherein the process for making and/or the use
thereof are not obvious, the abstract should set forth a process

for making and/or use thereof.
If the new technical disclosure involves modifications or

alternatives, the abstract should mention by way of example the

preferred modification or alternative.
The abstract should not refer to purported merits or

speculative applications of the invention and should not compare
the invention with the prior art.

where applicable, the abstract should include the following:
(1) if a machine or apparatus, its organization and operation;
(2) if an article, its method of making: (3) if a chemical

compound, its identity and use; (4) if a mixture, its
ingredients; (5) if a process, the steps. Extensive mechanical
and design details of apparatus should not be given.

The abstract should be in narrative form and generally

limited to a single paragraph on a separate sheet within the
range of 50 to 250 words. It is important that the abstract not
exceed 250 words in length since the space provided for the

abstract on the computer tape used by the printer is limited.
The form and legal phraseology often used in patent claims, such'
as "means" and "said", should be avoided. The abstract should
describe the disclosure sufficiently to assist readers in

deciding whether there is a need for consulting the full patent
text for details. -

The language should be clear and concise and should not

repeat information given in the title. It should avoid using
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Art Unit 2309

phrases which can be implied, such as, "The disclosure concerns,"
"The disclosure defined by this invention," "The disclosure
describes," etc.

4. The spacing of the lines of the specification is such as to

make reading and entry of amendments difficult. New application

papers with lines double spaced on good quality paper are

required.

The following is a quotation of the first paragraph of 35

U.S.C. § ll2:

The specification shall contain a written description of the
invention, and of the manner and process of making and using
it, in such full, clear, concise, and exact terms as to

enable any person skilled in the art to which it pertains,
or with which it is most nearly Connected, to make and use
the same and shall set forth the best mode contemplated by

the inventor of carrying out his invention.

The specification is objected to under 35 U.S.C. § 112,

first paragraph, as failing to provide support for the now

Claimed invention.

The step of "transferring money", the phrase "second party

financially distinct from the first party" in the controlling

step, the phrase “said receiver in p0ssession...of the second

party" recited in claims 11 and 15 and the step of telephoning

and providing credit card recited in claim 22 do not have basis

in the original specification.

Claims ll-13, l5, 2l-22 are rejected under 35 U.S.C. § 112,
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first paragraph, for the reasons set forth in the objection to

the specification.

The following is a quotation of the first paragraph of 35

U.S.C. § 112:

The specification shall contain a written description of the
invention, and of the manner and process of making and using
it, in such full, clear, concise, and exact terms as to

enable any person skilled in the art to which it pertains,
or with which it is most nearly connected, to make and use
the same and shall set forth the best mode contemplated by

the inventor of carrying out his invention.

The specification is objected to under 35 U.S.C. § ll2,

first paragraph, as originally filed, failing to provide clear

support for the amendments to pages 3 and 5.

Claims are rejected under 35 U.S.C. § ll2, second

paragraph, as being indefinite for failing to particularly point

out and distinctly claim the subject matter which applicant

regards as the invention;

In claims 11:

"at a location remote from the second memory" is unclear and

confusing as to what is meant at a remote location. Further,

the "telecommunication link" is not well connected in the system.

Claim 15 has similar problems.

The following is a quotation of 35 U.S.C. § 103 which
forms the basis for all obviousness rejections set forth in this
Office action:

A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section
102 of this title, if the differences between the subject

matter sought to be patented and the prior art are such that
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the subject matter as a whole would have been abvious at the
time the invention was made to a person having ordinary

skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which
the invention was made.

Subject matter developed by another person, which qualifies
as prior art only under subsection (f) or (g) of section lO2
of this title, shall not preclude patentability under this
section where the subject matter and the claimed invention

were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same
person.

Claims 11-13, 15 and 21 are rejected under 35 U.S.C. § 103

as being unpatentable over Hughes'U$/3990710

This rejection is repeated. See explanation and citation

set forth in the last office action.

Remarks: 1

Applicant appears to argue that in all teaching of Hughes,

the recording stations 204 are owned or in "possession" of the

owner of the transmitter station 202 while in applicant claims,

it is own by the second party. This argument is not found to be

persuasive because the claimed "possession" of the receiver does

not have basis in the original specification therefore it can not

be given with patentable weight. Applicant also appears to

argues that the step of "transferring money (or fee) to a first

party at a location remote from the second memory“ is critical

because with this step it eliminate the need for the collection

step which is required in Hughes. This argument is not found to

be persuasive because the location where the money is
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transferred, iue. 28, is seen to be remote from the second memory

35 in Hughes.

Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen
whose telephone number is (703) 308-1292.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionist
whose telephone number is (703) 308-0754.

Hoa Nguyen

Primary Examiner, A.U. 2309
February 11, 1992
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in re Application of:

ARTHUR R. HAIR '

Serial NO. 07/586,391

Filed:« September 18, 1990

Art Unit: 2309

Patent Examiner:

H- Nguyen F? E G E: l ~..../ 0

JUN 30 W92 Pittsburgh, Pennsylvania 15213
June 22’ 1992 cenrmcms or MAIUNG

' "e’5b¥ Ceffify that the correspondence ts
Hon. Commissioner of_Patents_§nd,Trademarks MWd””W“Wmm°WMdfimhml

- . . N..-” Semce as flrst class mail in an envelope
Washington, D. c. - 20231, addressed '°: c°”""“"“"-‘*9’ °' Patents andTrademarks, Washin gm Dc 2023]

°n——kiu.z2ez_.'__.

AMENDMENT Ansel M. Schwartz
* Registration No. 30,587

6 £3 5L , ,
_ _ _ Dam ,

In response to the Office Action dated February 24,1

\

1992, please enter the following amendments to the.

above-identified application as follows:

IN THE ABSTRACT:

Please replace the abstract with the following.

l

4- The present invention is a method for transmitting a

desired digital video or audio signal stored on a first memory ofl

a first party to a second memory of a second party. The method
'4
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comprises the steps of transferring money via a L’//’;g===>

telecommunications line to the first party from the second party.

Additionally, the method comprises the step of then connecting

electronically via a telecommunications line the first memory

with the second memory_such that the desired digital,signal can ~1~..”’>
pass therebetween. Next, there is the step oE'E;;;;;l;ting the

desired digital signal from the first memory with a transmitter

in control and in possession of the first party to a receiver

having the second memory at a location determined by the second

party. The receiver is in possession and in control of the

second party. There is also the step of then storing the digital

signal in the second memory. --

IN THE SPECIFICATIOfi:

ViPage 3 of the originally filed single spaced
application before the paragraph starting with "Referring",

delete the preceding paragraph which was added in the amendment

filed December 9, 1991.

Page 5 of the originally filed single spaced

application before the paragraph starting with "In summary",

delete the preceding paragraph which was added in the amendment

filed December 9, 1991.
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The remainder of the changes concern the included

double spaced copy of the applicant's original application.

Page 1, delete lines 1-11 and insert the following.

A -J A Method for Transmitting a Desired Digital Video or
Audio Signal.

Field of the Invention

The present invention is related to a method for the

electronic sales and distribution of digital audio or video

signals, and more particularly, to a method which a user may

purchase and receive digital audio or video signal from any x”/,

location which the user has access to a telecommunications line.

Back round of the Invention =~\‘_

Pa e 4, after line 12 insert - Summary of the

Invention ‘

Page 6, aféir line 6!/insert the following.
\\

«—»The present invention is a method for transmitting a

desired digital video or audio signal stored on a first memory'of
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a first party to a second memory of a second party. The method

comprises the steps of transferring money via a

telecommunications line to the first party from the second party.

Additionally, the method comprises the step of then connecting

electronically via a telecommunications line the first memory

with the second memory such that the desired digital signal can

pass therebetweent Next, there is the step of transmitting the

desired digital signal from the first memory with a transmitter

in control and in possession of the first party to a receiver

having the second memory at a location determined by the second

party. The receiver is in possession and in control of the

second party. There is also the step of then storing the digital\

signal in the second memory.‘-‘

Page 6,/line 12, delete "[D]".

Pa e 7 afiter/line 4, insert - ‘Description of the
T 6; Preferred Embodiment -~—\ '

Page 10f/line 8, delete "[E] Detailed description".

Page 12‘/after/line 34/insert the following.

.—v— The present invention is a method for transmitting a

(gyflfdesired digital video or audio signal stored on a first memory of
I
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a first party to a second memory of a second party. The method

comprises thefisEep§_gf transferring money via a _,//
telecommunications line to the first party from the second party.

Additionally, the method comprises the step of then connecting

electronically via a telecommunications line the first memory

with the second memory such that the desired digital signal can

pass therebetween. Next, there is the step of transmitting the

desired digital signal from the first memory with a transmitter

in control and in possession of the first party to a receiver

having the second memory at a location determined by the second

party. The receiver is in possession and in control of the

second party. There is also the step of then storing the digital

signal in the second memory.-

Page,iéT delete line 17.

Page 13, fter line , insert —— Claims -- .\

IN THE CLAIMS:

Please amend the following claims.

/“¢{’””’~#————\\

”‘ C I T1,"“""'%‘;4‘: 'T‘?_ UV I121. $AmendsdT/ A method for transmitting a desired
V digital audio [music] signal stored on a first memory of a first

«AK
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.‘

party to a second memory of a second party comprising the steps

of:

f) { transferring money electronically via a
telecommunication line to [a] the first party at a location \//’///

remote from the second~memory5and controlling use of the first

memory from [a] the second party financially distinct from the b’,,»v)2

first party, said second party controlling use and in possession

of the second memory;

. v '

‘ §::f4( f9 I connecting electronically via a telecommunications,
[link] line the first memory with the second memory such that the

gggirgg digital gggio signal can pass therebetween;

/5)/ transmitting the desired digital audio signal from the

first memory with a transmitter in control and possession of the

first party to a receiver having the second memory at a location

determined by the second party, said receiver in possession and —.

control of the second party; and

£9} storing the digital signal in the second memory.

‘/0 .7» . I 9—

522V €i§. (Amended) A method as described in Claim la’wherein the transferring step includes the steps of telephoningKEE7 /héhe first party controlling use of the first memory by the second
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C 9

party [controlling the second memory]; providing a credit card

number of the second party controlling the second memory to the

first party controlling the first memory so the second party

[controlling the second memory] is charged money.

@r'
32K Hwmyuhadf’ A method for transmitting a desired

digital[,] video [or audio] signal stored on a first memory Qf_a

first party to a second memory of a second party comprising the

steps of:

f:)/ transferring [a fee] money electronically via a
telecommunications line to [a] the first party at/a location V’///

_.. A :»—

remote from the second memory and controlling use of the first

memory‘ from a second party financially distinct from the first

party, said second party in control and in possession of the

second memory;

£9! connecting electronically via a telecommunications line
the first memory with the second memory [via a telecommunication

link] such that the desired digital video signal can pass

therebetween;

f9/ transmitting the desired digital video signal from the
first memory with a transmitter in control and possession of the

first party to a receiver having the second memory at a location
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determined by the second party, said receiver in possession and

control of the second party; and

f9{ storing the digital signal in the second memory.

Claim 214/:13; 2, replace "charging" with
—- transferring money -- .

' gflf (Amended) A method as described in Claimiéfif
wherein the transferring step includes the steps'of telephoning

the first party controlling use of the first memory by the second

party controlling the second memory; providing a credit card

number of the second party controlling the second memory to the

first party controlling the first memory so the second party

controlling the second memory is charged money.

(Elease add the following claim.i

A method for transmittin a desired digital signal
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said first party and said second party in co unication via said

telecommunication lines;

connecting electronically via telecommunication lines.

the first memory with the second memo such that the desired

digital signal can pass therebetween,

transferring electronic lly via unication lines

the digital signal from a first ocation wi _ first memory to

a second location with the sec nd memory, ' econd location

remote from said first locat'on, said fi st memory in

communication with said sec nd locatio via the telecommunication

lines; and

storing the igital signal in the second memory.
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REMARK S

Claims 11-13, 15, and 21-23 are currently active.

Claims 11, 13, 15, 21 and 22 have been amended.

Antecedent support for the amendments to the claims is found in

the figures and page 6, line 1.

Claim 23 has been added. Antecedent support for this

claim is found in the figures and page 6, line 1.

I

The Examiner has suggested that the specification be

amended in accordance with the disclosed proper format.

Accordingly, applicant has amended the specification in

accordance with the disclosed proper format. The paragraphs

added to pages 3 and 5 of the originally filed single spaced

specification requested in applicant's amendment dated

December 9, 1991 have been removed. Updated paragraphs in

accordance with the newly amended claims have been added to pages

6 and 12 of the included double spaced copy of the original

specification.

The specification is objected to under 35 U.S.C. §112,

first paragraph, as failing to provide support for the claimed
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invention. Claims 11-13, 15, 21-22 are also rejected for the

same reasons .

The step of "transferring money", the phrase "second

party financially distinct from the first party" and the phrase

"said receiver in possession of the second party" recited in

Claims 11 and 15 has been objected to by the Examiner, along with

the steps of "telephoning" and "providing a credit card number"

in Claim 22. Applicant respectfully disagrees with the Examiner.

There is basis in the original specification for such language,

which only defines "electronic sales" in terms that are well

accepted to one skilled in the art.

In response to the Examiner's objection, applicant has

respectfully submitted a Declaration Under 37 C.F.R. 1.132

essentially stating that the objectionable language is inherently

provided by the originally filed disclosure. The term

"electronically transferring of money" though not literally

cited, is nonetheless equivalent in scope and function to the

description of the invention as originally filed with respect to

electronic sales.

The terms "electronically sell", "electronic sales" and

"electronically sold" are used throughout the originally filed

specification.
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The originally filed (single spaced) "summary" section

of the above-identified patent application states on page 2, line

8 that it "is an objective of the invention to provide a new and

improved methodology/system to electronically sell and

distribute" digital audio music. Further, page 2, last paragraph

states that "electronic sales and distribution of music can take

place via telephone lines onto a hard disc".

The originally filed "brief description of the

drawings" section of applicant's originally filed specification

states on page 3, last paragraph that the “hard disc 10 of the

agent authorized to electronically sell and distribute the

copyrighted digital audio music is the originating source as

outlined in figure 1". Further, figure 1 clearly shows that the

hard disc 10 communicates with the second parties system via

telephone line 30.

Consequently, one skilled in the art, upon knowing that

an object of the invention is "to electronically sell digital

audio music" and that the hard disc 10, which communicates with

the receiver through telephone lines 30, is authorized to

electronically sell and distribute, would reasonably understand

that a "transferring of money step" is naturally implied.
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Electronic sales via telephone lines inherently assumes

a transferring of money. Any "sale" by definition assumes a

transference of money for a desired commodity, in this instance,

digital audio or video signals.

In a similar argument, "electronic sales" over

"telephone lines 30" are terms which encompass the well known

process of "providing a credit card number" over a telephone line

and "telephoning" to make the connection.

Thus, in summary, the present language of the claims to

which the Examiner is objecting, has been added to more suitably

describe the intended purpose of the applicant's invention. In

no manner does it suggest or imply steps which are beyond the

scope of the structure and methods described in the originally

filed disclosure.

Applicant also brings to the Examiner's attention that

for about 4 years, applicant has utilized the now questioned

language in the claims and the Examiner has never questioned it.

Only now, after 4 years does the Examiner raise a rejection based

on the same. It was understood by applicant after the

preliminary amendment filed on the parent application was

responded to with an Office Action which did not raise an

objection or rejection under 35 U.s.C. §112 concerning the

L
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language, that the Examiner agreed with applicant the now

questioned language just more specifically defines electronic

sales. Applicant does not understand how after 4 years of Office

Actions that this new issue suddenly is raised and that the

Examiner has suddenly changed her position.

Accordingly, Claims 11-13, 15, 21 and 22 are patentable

with respect to 35 U.S.C. §112.

The Examiner has requested a double spaced copy of the

specification. Applicant has included a double spaced copy of

_the specification with this amendment. It should be noted that

‘ applicant had included a double spaced copy of the original

specification with the amendment under Rule 116 dated August 21,

1990 in the parent'case.

The specification is also objected to under 35 U.S.C.

§1l2, first paragraph. The Examiner states that, as originally

filed, it fails to provide clear support for the amendments to

pages 3 and 5.

The amendments to pages 3 and 5 of the single spaced

copy of the original application have been removed and similar

but updated paragraphs have been added to the included double

spaced copy of the original application. The paragraphs added to
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Arthur R. Hair

Serial No.: 0 7/ 586 , 39 1 Group No.: 2309

Filed: September 18 , 1990 Examiner: H, Nguyen

For: TRANSMISSION SYSTEM R C E V if E D

Commissioner of Patents and Trademarks JUN 3 U ‘992
Washington, D.C. 20231

e , .. ...--._. .-.... ..t....... -.—._.....A..

AMENDMENT TRANSMITTAL

Transmitted herewith is an amendment for this application.

STATUS

2. Applicant is

[Z] a small entity — verified statement‘

1:] attached.

[3 already filed.

E] other than a small entity.

CERTIFICATE OF MAILING (37 CFR 1.8:)

I hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited with
the United State Postal Sevice on the date shown below with sufficient postage as first class mail in an envelope
addressed to the: Commissioner of Patents and Trademarks. Washington. D.C. 20231. ~

Trace L . Milka

(Type or print name ol person mailing paper) .

Date: J Z2 4. 2
(Signature of mailing paper)

(Amendment Transmittal [9-19]—page 1 of 4)

100 SC 06/29/92 07535391
1 215 55.00
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EXTENSION OF TERM

NOTE: "Extension at Time in Patent Cases (Supplement Amendments) — It a timely and complete re-
sponse has been filed atter a Non-Final Office Action. an extension of time is not required to permit
filing and/or envy of an additional amendment after expiration of the shortened statutory period.

If a timely response has been filed after a Final Otflce Action, an extension of time is required to
permit filing and/or envy of a Notice of Appeal or filing and/or envy of an additional amendment after
expiration of the shortened statutory period unless the timely-filed response placed the application in
condition for allowance. 0! course. it a Notice of Appeal has been filed within the shortened statutory
period. the period has ceased to run." Notice of December 70. 1985 (1061 O. G. 34-65).

NOTE: See 37 CFFl 1.645 for extensions of time in interference proceedings and 37 CF}? 1.550(c) for exten-
- sions of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply

(complete (a) or (b) as applicable)

(a) [3] Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR
1.17(a)-(d) for the total number of months checked below:

Extension. Fee for other than Fee for

(months) small entity small entity
[Q one month $ 110.00 $ 55.00
E] two months $ 350.00 $175.00
C] three months $ 810.00 $405.00
C] four months $1,280.00 $640.00

Fee$ .

If an additional extension of time is required please consider this a petition therefor.
\

(check and complete the next item, if applicable)

E] An extension for 1:; months has already been secured and the fee
paid therefor of $_____ is deducted from the total fee due for the total
months of extension now requested.

Extension f_e_e due with this request $

OR

Applicant believes that no extension of term is required. However. this condi-

tional petition is being made to provide for the possibility that applicant has inad-
vertently overlooked the need.for a petition for extension of time.

(Amendment Transmittal [9-19]—page 2 of 4)
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FEE FOR CLAIMS

The fee for claims (37 _CFR 1.16(b)-(d)) has been calculated as shown below:
OTHER THAN A

(Col. 1) . (Col. 2) (Col. 3) SMALL ENTITY SMALL ENTITY

CLAIMS
REMAINING HIGHEST NO

AFTER PREVIOUSLY PRESENT ADDIT. ADDIT.
AMENDMENT PAID FOR EXTRA RATE FEE 0!? RATE FEE

TOTAL - MINUS x20= s

INDEP. ' MINUS '" x72= S

FIRST PRESENTATION OF MULTIPLE DEF. CLAIM +110= S +220= $

TOTAL OH TOTAL
ADDIT. PE 5 ADDIT.

' FEE S

' It the entry in Col. 1 is less than entry in Col. 2, write "0" in Col. 3.
" It the “Highest No. Previously Paid for" IN THIS SPACE is less than 20, enter "20".
"' If the "Highest No. Previwsly Paid For" IN THIS SPACE is less than 3. enter "3".

The "Highest No. Previously Paid For" (Total or indep.) is the highest number found in the appropriate box
in Col. 1 of a prior amendment or the number of claims originally filed.

(complete (c) or (d) as applicable)

(c) [jg] No additional fee for claims is required.

OR

(d) E] Total additional fee for claims required $

' FEE PAYMENT

Attached is a check in the sum of S 55 - 00

Charge Account No. the sum of
$ 3 _
A duplicate of this transmittal is attached.

FEE DEFICIENCY

NOTE: If there is a fee deficiency and there is no authorimtion to charge an account. additional fees are nec-
essary to cover the addifional time consumed in making up the original defidency. If the mwdmum, six-
month period has expiredbefore ‘the deficiency is noted and corrected, the applicafion is held aban-
doned. In those instances where authorization to charge is included, processing delays are encoun-

,. tered in retuming the papers to the-PTO Finance Branch in order to apply these charges prior to acfion
an the cases. Authorization to charge the deposit account for any feedeficiency should be checked.
See the Notice of April 7, 1986, 1065 O.G. 31-33.‘

(Amendment Transmittal [9-19]—page 3 of 4)
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L, O Q
If any additional extension and/or fee is required. charge Account No.

1-077

AND/OR

If anylg ag¢71i3tional fee for claims is required, charge Account No.- 7 .

F
Reg. No.: 30 , 58 7 snemwuns or Afronur-:v

Ansel M. Schwartz

Tel. No.: (4 1 2) 62 1-9 22 2 Type or print name of attomey

‘ Attorney at Law

P.O. Address

425 N. Craig Street, Suite 301
Eitgsbuggh, EA 15213

K

(Amendment Transmittal [9-19]—oage 4 of 4)
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In re Application of:

ARTHUR R. HAIR

Serial No. 07/586,391

Filed: Septenbgr 18, 1990 TRANSMISSION SYSTEM
Art Unit: /2369
Patent Examiner: s/s/\/s/esysasasrsasrxzxa
H. Nguyen

Pittsburgh, Pennsylvania 15213

May 5, 1992

Hon. Commissioner of Patents and Trademarks

Washington, D.C. 20231

DECLARATION UNDER 37 C.F.R. §1.132

I, Arthur R. Hair, hereby declare that:

I currently reside at 330 Murrays Lane, Pittsburgh,' \

Pennsylvania 15234.

‘I am the sole inventor of the above-identified patent

application.

I have reviewed the contents of the specification, and

the claims of the above—identified patent application.
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The originally filed "summary" section of the

above-identified patent application states on page 2, line 8,

that "it is an objective of the invention to provide a new and

improved methodology/system to electronically sell and distrihute

digital audio music".

The terms "electronically sell", "electronic sales" and

"electronically sold" are used throughout the originally filed

specification of the above—identified patent application.

dne skilled in the art would know that an electronic

sale inherently assumes a transferring of money by providing a

credit or debit cardinumber (since that is the only way for

electronic sales to occur) coupled with a transferring of a

service or product.

The use of transferring money across telecommunication

connections, such as by telephoning the agent who has the hard

disc over the phone lines, for obtaining data on the hard disc is

well known to one skilled in the art to be part of electronic

sales.

The originally filed "brief description of the

drawings" section of the above-identified patent application

states on page 3, last paragraph that the "Hard Disc 10 of the
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agent authorized to electronically sell and distribute the

copyrighted Digital Audio Music is the originating source of

music in the configuration as outlined in figure 1".

one skilled in the art would know that, as found in

Claim 1, the "first party" includes the agent who is authorized

to electronically sell and distribute music; and the "second

party" is to whom the music is distributed. one skilled in the

art would also know since the music is distributed through

electronic sale, "the second party must be financially distinct_

from the first party" or there could be no sale. Furthermore,

the "second party" must have a "receiver" (the control IC of the

‘user in figure 1) in his "possession" in order to receive the

music electronically from the hard disc of the agent over the

telephone lines.

one skilled in the art knowing that an object of the’

invention relates to "electronic sales" and that the agent, "a

first party", who has control of the hard disc 10 is authorized

"to electronically sell and distribute", and that the hard disc

10 communicates with the user's ("second party's") control unit

50, the "receiver" in the "possession of the second party",

through "telephone lines 30" (electrical lines) would also know

that the "electronic sales" as disclosed refers to the well known
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practice of "transferring" and verifying monies across telephone

7 - "'
..,r ’

lines such as by a "credit card".

I further declare that all statements made herein of my

own knowledge are true and that all statements made on

information and belief are believed to be true; and further, that

these statements are made with the knowledge that willful false

statements in the like so made are punishable by fine or

imprisonment, or both, under Section 1001 of Title 18 of the

United States Code, and that such willful false statements may

jeopardize the validity of the application or any patent issuing
thereon.

M41 /.2, /972 d \
Date
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protection of Digital Audio Music.

[B] Cross-References to related appl'

[C] Brief summary 0 he Invention

ention relates in general to a new and improved

gy/system for the electronic sales, distribution,

ge, manipulation, retrieval, playback, and copyright

45

The three basic mediums (hardware units) of music: records, &///,s-;.-:2

tapes, and compact discs, greatly restricts the transferability

of music and results in a variety of inefficiencies.

CAPACITY: The individual hardware units as cited above are

limited as to the amount of music that can be stored on each.
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MATERIALS: The materials used to manufacture the hardware

units are subject to damage and deterioration during normal

operations, handling, and exposure to the elements.

SIZE: The physical size of the hardware units imposes

constraints on the quantity of hardware units which can be housed

for playback in confined areas such as in automobiles, boats,

planes, etc.

RETRIEVAL: Hardware units limit the ability to play, in a

sequence selected by the user, songs from different albums. For

example, if the user wants to play one song from ten different

albums, the user would spend an inordinant amount of time

handling, sorting, and cueing the ten different hardware units.

_”’,_._r

T.

SALES AND DISTRIBUTION: Prior to final purchase, hardware
./

units need to be physically transfered from the manufacturing L”,/
~_________,_.

facility to the wholesale warehouse to the retail warehouse to
7‘‘'— g,/

the retail outlet, resulting in lengthly lag time between music
9/ L//’

L/”creation and music marketing, as well as incurring unnessary and' 

inefficient transfer and handling costs. ‘Additionally, tooling

costs required for mass production of the hardware units and the
._l___ l/"

material cost of the hardware units themselves, further drives up

the cost of music to the end user.
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QUALITY: Until the recent invention of Digital Audio Music,

as used on Compact Discs, distortion free transfer from the

hardware units to the stereo system was virtually impossible.

Digital Audio Music is simply music converted into a very basic

computer language known as binary. A series of commands known as

zeros or ones encode the music for future playback. Use of laser

retrieval of the binary commands results in distortion free

transfer of the music from the compact disc to the stereo system.

Quality Digital Audio Music is defined as the binary structure of

the Digital Audio Music. Conventional analog tape recording of

Digital Audio Music is not to be considered quality inasmuch as

the binary structure itself is not recorded. While Digital Audio

Music on compact discs is a technological breakthrough in audio

quality, the method by which the music is sold, distributed,

stored, manipulated, retrieved, played and protected from

copyright infringements remains as inefficient as with records

and tapes.

COPYRIGHT PROTECTION: Since the invention of tape recording

,devices, strict control and enforcement of copyright laws have

proved difficult and impossible with home recorders.

Additionally, the recent invention of Digital Audio Tape

Recorders now jeopardizes the electronic copyright protection of

‘quality Digital Audio Music on Compact Discs or Digital Audio

-Tapes. If music exists on hardware units, it can be copied.
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Accordingly, it is an objective of this invention €:)to L//r
provide a new and improved methodology/system to electronically

sell and distribute Digital Audio Music. V

A further objective of this inventionftp provide a new and L»/’///
improved methodology/system to electronically store and retrieve.

Digital Audio Music.

Another objective of this invention is to provide a new and

improved methodology/system to electronically manipulate, i.e.,

sort, cue? and select, Digital Audio Music for playback. L”’,/
i

I

Still another objective of this invention-is to offer a new

and improved methodology/system which can prevent unauthorized

electronic copying of quality Digital Audio Music.

by ad

r,/ .f) ‘ Briefly, this invention accomplishes the above citedobjectives by providing a new and improved methodology/system of
15 electronic sales, distribution, storage, manipulation, retrieval,

playback, and copyright protection of Digital Audio Music. The

high speed transfer of Digital Audio Music as prescribed by this

invention is stored onto one piece of hardware, a hard disk, thus

eliminating the need to unnecessarily handle records, tapes, or

compact discs on a regular basis. This invention recalls stored

music for playback as selected/programmed by the user. This
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invention can easily and electronically sort stored music based

on many different criteria such as, but not limited to, music

category, artist, album, user's favorite songs, etc. An

additional feature of this invention is the random playback of

songs, also based on the user's selection. For example, the user

could have this invention randomly play all jazz songs stored on

the user's hard disk, or randomly play all songs by a certain

artist, or randomly play all of the user's favorite songs which

the user previously electronically "tagged" as favorites.

Further, being more specific, the user can electronically select

a series of individual songs from different albums for sequential

playback.

This invention can be configured to either accept direct

input of Digital Audio Music from the digital output of a Compact

Disc, such transfer would be performed by the private user, or

this invention can be configured to accept Digital Audio Music

from a source authorized by the copyright holder to sell and

distrubute the copyrighted materials, thus guaranteeing the

protection of such copyrighted materials. Either method of

electronically t:anE£e£ing_Digital Audio Music by means of this L,//f
invention is intended tg comply with all copyright laws and

restrictions and any such transfer is subject to the appropriate

authorization by the copyright holder. Inasmuch as Digital Audio

Music is software and this invention electronically transfers and g_,,
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stores such music, electronic sales and distribution of the music

can take place via telephone lines onto a hard disk. This new

methodology/system of music sales and distribution will greatly

reduce the cost of goods sold and will reduce the lag time

between music creation and music marketing from weeks down to

hours.

Further objectives and advantages of this invention will

become apparent as the following description proceeds and the

particular features of novelty which characterize this invention

will be pointed out in the claims annexed to and forming a part

of this declaration.

Q%ZGL”L(;p?T Brief Description of the Several Views of Drawings

f; For a better understanding of this invention, reference

should be made to the following detailed description, taken in

conjunction with the accompanying drawings, in which:

/
Figl 1 is a pictorial flow chart which may be used in

carrying out the teachings of this invention for the purposes of

electronic sales, distrubution, storage, manipulation, retrieval,

playback, and copyright protection of Digital Audio Music€’and L’/,//
_,J_,...J—. ,
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Fig. 2 is a pictorial flow chart which may be used in

carrying out the teachings of this invention for the purposes of

electronic storage, manipulation, retrieval, and playback of

Digital Audio Music.

Referring now to the Fig. 1, this invention is comprised of

the following:

Hard Disk of the copyright holder

Control Unit of the copyright holder

20a Control Panel

20b Control Integrated Circuit

20c Sales Random Access Memory Chip

Telephone Lines/Input Transfer

Control Unit of the user

50a Control Panel’

505 Control integrated Circuit

50c Incoming Random Access Memory Chip

50d Play Back Random Access Memory Chip

60 Hard Disk of the user

70 Video Display Unit

80 Stereo Speakers

The Hard Disk 10 of the agent authorized to electronically

sell and distribute the copyrighted Digital Audio Music is the
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originating source of music in the configuration as outlined in

Fig. 1. The Control Unit 20 of the authorized agent is the means

by which the electronic transfer of the Digital Audio Music from

the agent's Hard Disk 10 via the Telephone Lines 30 to the user's

Control Unit 50 is possible. The user's Control Unifi/would be g,//f
comprised of a Control Panel 50a, a Control Integrat:E'Zircuit

50b, an Incoming Random Access Memory Chip Soc, and a Play Back

Random Access Memory Chip 50d. Similarly, the authorized agent's.

e’

circuit similar to that of the user's Control Unit 50. The L/
::==> V

authorized agent's Control Unit 20, however, would only require

Control¢Vnit 20 would have a control panelVénd control integrated L////

the Sales Random Access Memory Chip 20c. r;he other components in\

Fig. 1 include a Hard Disk 60, a Video Display Unit 70, and a SEt\_””;wp
of Stereo Speakers 80. ' ,—~"'”””

Referring now to Fig. 2, with the exception of a

substitution of a Compact Disc Player 40 (as the initial source

of Digital Audio Music) for the agent's Hard Disk 10, the agent's

Control Unit 20, and the Telephone Lines 30 in Fig. 1, Fig. 2 is

the same as Fig. 1.

In Fig. 1 and Fig. 2, the following components are already

commercially available: the agent's Hard Disk 10, the Telephone

Lines 30, the Compact Disc Player 40, the user's Hard Disk 60,

the Video Display Unit 70, and the Stereo Speakers 80. The
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Control Units 20 and 50, however, would be designed specifically

to meet the teachings of this invention. The design of the

control units would incorporate the following functional

features:

1) the Control Panels 20a and 50a would be designed to,_

permit the agent and user to program the respective Control

Integrated Circuits 20b and 50b,

2) the Control Integrated Circuits 20b and 50b would beas

designed to control‘and execute the respective commands of the

agent and user and regulate the electronic transfer of Digital

Audio Music throughout the system, additionally, the sales L////

Control Integrated Circuit 20b could electronically code the

iDigital Audio Music in a configuration which would prevent

unauthorized reproductions of the copyrighted material,

3) the Sales Random Access Memory Chip 200 would be

designed to temporarily store user purchased Digital Audio Music

for subsequent electronic transfer via telephone lines to the

user's Control Unit 50,

4) the Incoming Random Access Memory Chip 50c would be«-1-

designed to temporarily store Digital Audio Music for subsequent

electronic storage to the user's Hard Disk 60,
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.
5) the Play Back Random Access Memory Chip 50d would be

0J

designed to temporarily store Digital Audio Music for sequential

playback.

The foregoing description of the Control Units 20 and 50 is

intended as an example only and thereby is not restrictive with

respect to the exact number of components and/or its actual

design.

Once the Digital Audio Music has been electronically stored

onto the user's Hard Disk 60, having the potential to store

literally thousands of songs, the user is free to perform the

many functions of this invention. To play a stored song, the

user types in the appropriate commands on the Control Panel 50a,

and those commands are relayed to the Control Integrated Circuit

50b which retrieves the selected song from the Hard Disk 60.

When a song is retrieved from the Hard Disk 60 only a replica of

the permanently stored song is retrieved. The permanently stored

song remains intact_on the Hard Disk 60, thus allowing repeated

playback. The Control Integrated Circuit 50b stores the replica

onto the Play Back Random Access Memory Chip 50d at a high

transfer rate. The Control Integrated Circuit 50b then sends the

electronic output to the Stereo Speakers 80 at a controlled rate
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5‘ using the Play Back Random Access Memory Chip 50d as a temporary

staging point for the Digital Audio Music.

Unique to this invention is that the Control Unit 50 also

serves as the user's personal disk jocky. The user may request .L_’,//91

specific songs to be electronically cued for playback, or may ’\__,//
request the Control Unit 50 to rand5mly’select songs based on the

user's criteria. All of these commands are electronically stored

in random access memory enabling the control unit to remember

prior commands while simultaneously performing other tasks
/

requested by the user and, at the same time, continuing to play4""-—.j\

songs previously cued.” v//
2/’,

Offering a convenient visual display of the user's library

of songs is but one more new and improved aspect of this

invention,’ As the Control Unit 50 is executing the user's

commands to electronically sort, select, randomly play, etc., the

Video Display Screen 70 is continually providing feedback to the

user. The Video Display Screen 70 can list/scroll all songs

stored on the Hard Disk 60, list/scroll all cued songs, display... J."-«l

the current command function selected by the user, etc. Further

expanding upon the improvements this invention has to offer, the

Video Display Screen 70 can display the lyrics of the song being

played, as well as the name of the song, album, artist, recording

company, date of recording, duration of song, etc. This is
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possible if the lyrics and other incidental information are

electronically stored E9 the Hard Disk 60 with the Digital Audio zj

Music.

26?

methodology/system by which Digital Audio Music can be

In summary, there has been disclosed a new and improved

electronically sold, distributed, transfered, and stored.

Further, there has been disclosed a new and improved

methodology/system by which Digital Audio Music can be

electronically manipulated, i.e., sorted, éuedfkand selected for
. w

playback. Further still, there has been disclosed a new anda___:,;..-——~

improved methodology/system by which the electronic manipulation

of Digital Audio Music can be visually displayed for the

convenience of the user. Additionally, there has been disclosed

a new and improved methodology/system by which electronic

copyright protection of quality Digital Audio Music is possible

through use of this invention.

4ar-—e}aifiEr-

Since numerous changes may be made in the above described

process and apparatus and different embodiments of the invention

may be made without departing from the spirit thereof, it is»

intended that all matter contained in the foregoing description

or shown in the accompanying drawings shall be interpreted as
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illustrative, and not in a limiting sense. Further, it is

intended that this invention is not to be limited to Digital

Audio Music and can include Digital Video, Digital Commercials,

and other applications of digital information.

7('/(?_,,M'~;,/2
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pages 6 and 12 are based on the language of the claims. These

added paragraphs are allowable for the previously argued reasons

why the claim language is allowable. That is, essentially, no

new matter has been added. Rather, the claim language clarifies

the intended function of the applicant's invention, as explained

in the originally filed specification.

Claims 11 and 15 are rejected under 35 U.S.C. §112,

second paragraph, for failing to particularly point out and

distinctly claim the subject matter which the applicant regards

as the invention. The objectionable phrase "at a location remote

from the second memory" is acceptable since by definition, the

memories are at different locations and by being connected by

telecommunication lines have to be remote. The Examiner has also

stated that the "telecommunication link" is not well connected in

the system. Accordingly, "link" has been amended to the more

familiar term "line" and "via a telephone line" has been added to

the connecting step in Claims 11 and 15.

Applicant's invention is a method for transmitting a

desired digital, video or audio signal stored on a first memory

of a first party to a second memory of a second party. jThe

method comprises the steps of transferring money electronically

via a telecommunications line to the first party from the second

party. Additionally, the method comprises the step of then
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connecting electronically via a telecommunications line the first

memory with the second memory such that the desired digital

signal can pass therebetween. Next, there is the step of

transmitting the desired digital signal from the first memory

with a transmitter in control and in possession of the first

party to a receiver having the second memory at a location

determined by the second party. The receiver is in possession

and in control of the second party. There is also the step of

then storing the digital signal in the second memory.

The Examiner has rejected Claims 11-13, 15 and 21 under

35 U.S.C. §103 as being anticipated by Hughes. Applicant

respectfully traverses this rejection.

Referring to Hughes, there is disclosed a coin operated

recording machine (200). The machine (200) has a transmitting

station (202) where the audio/video records are stored. There

are also remote recording stations (204) where the customer can

record the station's audio/video signal onto a magnetic tape.

The transmitting station (202) may be situated at any convenient

central location, and the recording stations (204) may be located

in private houses. The transmitting station (202) and recording

stations (204) are linked by telephone lines or other signal

transmission means.
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In all the teachings of Hughes, the user inserts coins

into the remote recording stations (204) in order to activate

transferral of the desired digital signal over the telephone

lines. This is clearly supported by the fact that the user

"records new programs at any time they wish . . . by inserting

the appropriate coins into the apparatus" (column 9, lines

54-56). Accordingly, the recording machine (200) of Hughes

requires its owner or representative thereof to travel to the

remote recording stations (204) to collect the coins: much in

the same manner as an arcade game owner travels to collect coins

in his or her machines.

There,is simply no teaching or suggestion within Hughes

of "transferring money electronically via a telecommunications

line to the first party from the second party", as disclosed in

applicant's newly amended Claims 11 and 15.

"Transferring money electronically via a

telecommunications line to the first party from the second party"

is critical to the operation of the applicant's invention. The

step of transferring the money over telecommunication lines

eliminates the need for the collection step of the first party or

its representative from having to go to the second memory and

collect the money deposited therein, which is required by Hughes.

With the applicant's method, the money or fee is transferred to
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the first party over telecommunications lines. In this manner,

the user can use other forms of monies, besides coins, such as

credit cards, charge accounts, debit cards or the like. The user

is not burdened with the task of saving the appropriate coins and

the owner is not burdened by having to come and collect the

coins.

Most importantly, the user is free to choose the

location where he desires to have the digital signal transferred

to him, essentially only requiring a telephone access be present

which in this day and age is essentially everywhere.

A second cleargdistinction between the applicant's\_3

method and Hughes‘ teaching; is that the applicant's method in no

manner necessitates the need for a receiver which is controlled

by the controller of the transmitter. Any suitable memory device

controlled and in possession of the second party can be used to

record the incoming digital signals. Accordingly, the second

party's own stereo system can be coupled to the incoming signals

for recording. In this manner, the second party is not limited

to a predesigned receiver of the first party controlling the

transmitter, but instead can alter the recording components,

change recording media, equalize the signal and many other

parameters of the system.
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Accordingly, since Hughes does not teach or suggest the

step of "transferring money via a telecommunications line to the

first party from the second party", Claims 11 and 15 are

patentable over Hughes. Claims 12, 13, 21 and 22 are dependent

to Claims 11 and 15 and have all of their limitations.

Therefore, Claims 12, 13, 21 and 22 are also patentable.

With respect to newly added Claim 23, it has the

limitation of "electronically selling via a telecommunication

line a digital signal possessed by the first party to the second

party . . . For the reasons identified above with respect to

Claims 11 and 15, Hughes does not teach or suggest to

electrically sell via telecommunication lines digital signals.

Lastly, even though Lightner, U.S. Patent 3,718,906 is

currently not a basis of rejection of the claim, it has been in

the past. With respect to new Claim 23, Lightner on column 8,

lines 15-65 teaches that currency or a credit card is inserted

into the vending machine. Once the proper amount of currency is

received at receiver 91, then switch relay 96 is energized and

connects the telephone dial lines for the vending machine to

conventional touch tone dialing device 15. Thus, there is no

electronic sales via telecommunication lines for the digital

signal. .The sale is taught in Lightner to be strictly either

credit card or currency sale at the vending machine. There is no
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teaching or suggestion of using telephone or telecommunication

lines with respect to the sales aspect in Lightner.

Only after the proper currency is received by the

vending machine do the telephone dial lines connect as indicated

in lines 48-53 of column 8 of Lightner. When this happens, the

customer can then push an appropriate combination of buttons of a

touch tone device 15 to select whatever master tape the customer

wishes to duplicate at the vending machine. See lines 60-65 of

column 8 of Lightner. Lightner teaches to use telephone lines to

transfer digital signals but does not teach or suggest the use of

telephone or telecommunication lines with respect to the transfer

of money. As a matter of fact, Lightner teaches against the same

since it calls for the sales to occur at the physical location of

the vending machine. Moreover, the vending machine, is not in

the possession of the second party who is receiving the digital

signal. Thus, the second party does not have a second memory to

which the digital signal is transferred. Only after transference

is complete does the tape eject from the machine and become that

of the customer. Also, Claim 23 has the term "setting

electronically" rather than "transferring electronically money"

which is directly supported by the original specification.

Accordingly, Claim 23 is patentable over Lightner.
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In View of the foregoing amendments and remarks, it is

respectfully requested that the outstanding rejections and

objections to this application be reconsidered and withdrawn, and

Claims 11-13, 15, and 21-23, now in this application be allowed.

Respectfully submitted,

ARTHUR R. HAIR

/2CERTIFICATE OF MAILING ' By 1
Ansel M. Schwartz, Esquire' hereby certify that the c- . Md
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‘9~'S~d to. Commxsstaner of Patents and Suite 301T a ~ .

Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant

Ansel M. Schwaru
Registration No. 30,587
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Serial No. 07/586391

Art Unit 2313

1. The amendment filed on 6/25/92 has been entered. The

substitute specification with double spaces between lines has

been entered.

2. Claims ll-13 and 15, 21-22 are allowable over the prior art

of record. \

The prior art of record considered as a whole fails to teach

or suggest a method for transmitting a desired digital audio

signal stored on a first memory of a first party to a second

memory of a second party as recited in claims ll and 15 (the.

claims, each is considered as a whole) which includes the step of

transmitting the desired digital audio signal from the first

memory with a transmitter in control and possession of the first

party to a receiver having the second memory at a location

determined by the second party, the receiver in possession and

control of the second party.

3. The following is a quotation of the appropriate paragraphs
of 35 U.S.C. § 102 that form the basis for the rejections under

this section made in this Office action:

A person shall be entitled to a patent unless --
(b) the invention was patented or described in a printed

publication in this or a foreign country or in public use or
on sale in this country, more than one year prior to the

date of application for patent in the United States.

4. Claim 23 is rejected under 35 U.S.C. § lO2(b) as being

anticipated by Lightner.

See the entire document.

Claim 23 is rejected under 35 U.S.C. § ll2, second
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Serial No. 07/586391

Art Unit 23l3

\

paragraph, as being indefinite for failing to particularly point

out and distinctly claim the subject matter which applicant

regards as the invention.

Line 9, "the second memory" lacks Clear antecedent basis.

6. Applicantls amendment necessitated the new grounds of

rejection. I.e., newly added claim 23. Accordingly, THIS ACTION

IS MADE FINAL. See M.P.E.P. § 706.07(a). Applicant is reminded

of the extension of time policy as set forth in 37 C.F.R.

§ l.l36(a).

V A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS
OF THE MAILING-DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION
IS NOT MAILED UNTIL AFTER THE END OF THE THREE*MONTH SHORTENED

STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE
PURSUANT TO 37 C.F.R. § 1.136(3) WILL BE CALCULATED FROM THE
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM
THE DATE OF THIS FINAL ACTION.'

7. Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen

whose.telephone number is (703) 308-1292.

fAny inquiry of a general nature r relating to the
status of this application should be direc ed to the Group

receptionist whose telephone number is (70 ) 308-0754.

Hoa . N uyen

Primary Examiner, A.U. 2313

September 16, 1992
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* qk p§?cation of:
‘$32 Rfi§§}

ART:-ML . HAIR

Serial No. 07/586,391

Filed: ‘September 18, 1990

Art Unit: 2309 K

Patent Examiner:

H. Nguyen

Pittsburgh, Pennsylvania 15213

CERTIFICATE OF MAILING

I hereby certify that the correspondence is
Hon. Commissioner of Patents and Trademarks "m$“WflwWmHMUMmSmmPmm

Serwce as first class mail in an envelope
addressed to: Commissioner of Patents and

Wa5hi“9t°nr D-C- 20331 — ' Immmmsmsionmzmn
‘ °" 

Sir:

September 30, 1992

AMENDMENT UNDER RULE 116 Ansel M, Schwartz
Registration No. 30,587

«?[}o[4;
’ Dam

Please enter the following amendments to the

above-identified application as follows:

IN THE CLAIMS:

/
Please cancel Claim 23.
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PATENT /qP
%

September 18, 1990

TRANSMISSION SYSTEM

GROUP 2300
_Commlssioner of Patents and Trademarks

‘Washington, D.C. 20231

AMENDNIENT TRANSNIITI‘AL

1. Transmitted herewith is an amendment for this application,

STATUS

2. Applicant is

[3 a small entity — verified statement

E] attached.

already filed.

[3 other than a small entity.

CERTIFICATE OF MAILING (37 CPR 1.8:)

Iherebyoerlilythatthispaper(alongwithanyreterredtoasbeingattachedorenclosed)isbeingdepositedwith
the United State Postal Sevice on the date shown below with sufficient postage as first class mail in an envelope
addressed to the: Commissioner of Patents and Trademarks. Washington. D.C. 20231.

Tracey L . Milka
R (fypeorprintnameofperscnmailingpaper)

Date: 0 yr. _
(signature ofEmelllng paper)

(Amendment Transmittal [9-19]—'page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of 11me In Patent Cases (Supplement Amendments) — It a timely and complete re-
sponse has been flied after a Non-Final Office Action, an extension of time is not required to permit
filing and/or entry of an additional amendment after expiration of the shortened smtutory period.

It a timely response has been flied alter a Final Office Action, an extension of fime is required to
pemrit filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment alter
expiration of the shortened statutory period unless the timely-filed response placed the application in
condidon lor allowance. 0! course, it a Notice of Appeal has been filed within the shortened statutory
period. the period has ceased to run." Nofice of December 10. 1985 (1061 0. G. 34-.35).

NOTE: See 37 CFFI 1.645 for extensions of time in interference proceedings and 37 CFH 1.550(0) for exten-
sions ol time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply

(complete (a) or (b) as applicable)

(a) D Applicant petitions for an extension of time under 37 _CFFi 1.136 (fees: 37 CFR
1.17(a)-(d) for the total number of months checked below:

‘Extension Fee for other than Fee for

(months) small entigr small entig
[:| one month S 110.00 $ 55.00
E two months $ 350.00 $175.00
C] three months S 810.00 $405.00
E] four months $1,280.00 $640.00

Fee $____

A if an additional extension of time is required please consider this a petition therefor.

(check and complete the next item, if applicable)

An extension for _'__j months has already been secured _and the fee
paid therefor of $__.___ is deducted from the total fee due for the total

months of extension now requested.

Extension fee due with this request $

OR

Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has inad-

vertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19]—page 2 of 4)
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FEE FOR CLAIMS

4. The fee for claims (37 CFR 1.16(b)-(d)) has been calculated as shown belovln
OTHER THAN A

(Col. 1) (Col. 2) (Col. 3) SMALL ENTITY SMALL ENTITY

CLAIMS
REMAINING HIGHEST NO

AFTER PREVIOUSLY PRESENT ADDIT. ADDIT.
AMENDMENT PAID FOR EXTRA RATE FEE OR RATE FEE

TOTAL ' MINUS " x10= $ X20-_-. $

INDEP. ' MINUS "" x36= S x72= S

E] FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +110: ’3 +220: 3

TOTAL OR TOTAL
ADDIT. FEE $ ADDIT.

FEE $

It the entry in Col. 1 is less than entry in Cal. 2. write "0" in Col. 3.
If the "Highest No. Previously Paid tor" IN THIS SPACE is less than 20. enter "20".
It the "Highest No‘. Previously Paid For" IN THIS SPACE is less than 3. enter "3".
The "Highest No. Previously Paid For" (Total or indep.) is the highest number found in the appropriate box
in Col. 1 of a prior amendment or the number of claims originally filed.

(complete (c) or (d) as applicable)

(c) ['3 No additional fee for claims is required.

OR

(d) E| Total additional fee for claims required $

FEE PAYMENT

5. [:1 Attached is a check in the sum of ST:__

E] Charge Account No. j___j_____ the
$

A duplicate ofithis transmittal is attached.

FEE‘ DEFICIENCY

NOTE: If there is a tee deficiency and there is no authorization to charge an account, additional tees are nec-
essary to cover the addifional time consumed in making up the original deficiency. It the rnaidmum, six-
month period has expired before me deficiency is noted and corrected, the application is held aban-
doned. In those instances where authorization to charge is included. processing delays are encoun-
tered in returning the papers to the PTO Finance Branch in order to apply these charges prior to action
on the cases. Authonzation to charge the deposit account for any fee deficiency should be checked.
See the Notice of April 7, 1986. 1065 O.G. 31-33.

(Amendment Transmittal [9-19]—page 3 of 4)
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1
O‘

,V ;.

.‘ |3_(| If any additional extension and/or fee is required, charge Account No.
19-0737

AND/OR

If any19ag9i3ti_,c_>naI fee for claims is required, charge Account No.

Fleg. No.: 30 , 587 SIG ATUHE or ATTORNEY

Ansel M. Schwartz

Tel. No.: (412) 621-9222 Type or print name of attorney

‘ Attorney at Law

P.O.Address -

425 N. Craig Street, Suite 301
Eittsburgh, PA 1521;}

(Amendment Transmittal [9-19]-—page 4 of 4)


