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lo) ttorney’s Docket No. HAIR'l CONT III PATENT
/A

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ﬂ W’ S
/

Anticipated Classification of this application:
Class___ Subclass q/r /7\(

Prior application:

Examiner: H. Nguyen

Art Unit: 2313

Box Patent Application ' ;

Commissioner of Patents and Trademarks
Washington, D.C. 20231

R—

TRANSMITTAL OF FILING UNDER 37 CFR 1.60(b)

WARNING: A C—I—P (continuation-in-part) cannot be filed under 37 CFR 1.60.

WARNING: Filing under 37 CFR 1.60 is permitted only if filed by the same or less than all the inventors named
in the prior application. 37 CFR 1.60(b)(3).

WARNING: The filing of an application at the United States stage of an International Application requires an
oath or declaration. 37 CFR 1.61(a)(4).

WARNING: The claims of this new application may be finally rejected in the first Office action where all claims
of the new application are drawn to the same invention claimed in the earlier application and would
have been properly finally rejected on the grounds or art of record in the next Office action if
they had been entered in the earlier application. MPEP § 706.07(b).

This is a request for filing a

X Continuation "
O Divisional .
application under 37 CFR 1.60, of pending prior application .
Serial No. 08 /_023,398 filed on ___February 26, 1993
(Date )
of Arthur R. Hair
(Inventor(s) )

for A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEQ OR AUDIO SIGNALS
(Title of invention )

CERTIFICATlOﬂ"UNDER 37 CFR 1.10

I hereby certify that this 37 CFR 1.60 request and the documents referred to as attached therein are being deposited
with the United States Postal Service on this date_June 6, 95 in an envelope as “Express
Mail Post Office to Addressee” service under 37 CFR 1.10, Mailing Label Number TB/36361428US
addressed to the: Commissioner of Patents and Trademarks, Washington, D.C. 20231.

Tracey L. Milka

(type _or print name of person mailing paper)

‘//I/Mu,t /{0 Mﬂ)

{Signature of pé‘son mailing paper)

NOTE: Each paper or fee filed by “Express Mail” must have the number of the “Express Mail” mailing label placed
thereon prior to mailing. (37 CFR 1.10(b)).

WARNING: Certificate of mailing (first class) or facsimile transmission procedures of 37 CFR 1.8 cannot be used
to obtain a date of mailing or transmission for this correspondence.

(37 CFR 1.60(b) [4-3]—page 1 of 9)
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NOTE: 37 CFR 1.60 permits the omission of a declaration anly if the prior application was complete as set
forth in 37 CFR 1.51(a), namely, the prior application comprised at least (1) a specification, including
a claim or claims; (2) a declaration; (3) drawings when necessary; and (4) the prescribed filing fee.
Accordingly, as presently worded, 37 CFR 1.60 does not permit this procedure to be used where the
prior application is pending but only the processing and retention fee required by 37 CFR 1.21()) is paid
or where the declaration was not filed.

1. Copy of Prior Application as Filed Which is Attached

NOTE: Under 37 CFR 1.60, practice signing and execution of the application by the applicant may be omitted
provided the copy is supplied by and accompanied by a statement by the applicant or his or her attorney
or agent that the application papers comprise a true copy of the prior application as filed and that no
amendments referred to in the declaration filed to complete the prior application introduced new matter
therein.

NOTE: This statement need not be verified if made by an attorney registered to practice before the PTO. (37
CFR 1.60(b)).

& I hereby verify that the attached papers are a true copy of what is shown in my
records to be the above identified prior application, including the oath or declara-
tion originally filed (37 CFR 1.60).

The copy of the papers of prior application as filed which are attached are as follows:

& _11__ page(s) of specification
X 11 _ page(s) of claims
1 _ page(s) of abstract
D 2__ sheet(s) of drawing
(also comblete part 6 below if drawings are to be transferred)
= 2__ pages of declaration and power of attorney

(If the copy of the declaration being filed does not show applicant’s signature,
because the attorney'’s records do not contain a copy of the signed declaration
actually filed for the application, indicate thereon that it was signed and complete
the following:)

O in accordance with the indication required by 37 CFR 60(b), my
records reflect that the original signed declaration showing appli-
cant’s signature was filed on

O the amendment referred to in the declaration filed to compiete the brior
application and | hereby state, in accordance with the requirements of 37 CFR
1.60(b), that this amendment did not introduce new matter therein.

(37 CFR 1.60(b) [4-3]—page 2 of 9)
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WARNING: “The claim of a new application may be finally rejected in the first Office action in those situations
where (1) the new application is a continuing application of, or a substitute for, an earlier
application, and (2) all the claims of the new application (a) are drawn to the same invention claimed
in the earlier application, and (b) would have been properly finally rejected on the grounds or art
of record in the next Office action if they had been entered in the. earlier application.” MPEP
§ 706.07(b).

{0 Cancel in this application original claims of the prior
application before calculating the filing fee. (At least one original independent
claim must be retained for filing purposes.)

O A preliminary amendment is enclosed. (Claims added by this amendment have
been properly numbered consecutively beginning with the number next following
the highest numbered original claim in the prior application.)

NOTE: Only amendments reducing the number of claims or adding a reference to the prior application (Rule
1.78(a)) will be entered before calculating the filing fee and granting the filing date. 37 CFR 1.60(b).

NOTE: “When filing under Rule 1.60 retain at least one original claim from the patent application to assure
a complete application.” Notice of March 3, 1986 (1064 O.G. 37-38).

2. Amendments

3. Petition for Suspension of Prosecution for the Time Necessary to File an Amendment
NOTE: Where itis possible that the claims on file will give rise to a first action final for this continuation appliéalz’on
and for some reason an amendment cannot be filed promptly (e.g., experimental data is being gathered)
it may be desirable to file a peb‘tjon for suspension of prosecution for the time necessary).
(check the next item, if applicable)

[0 There is provided herewith a Petition To Suspend Prosecution For The Time
Necessary to File An Amendment (New Application Filed Concurrently).

4. Information Disclosure Statement
(check this item, if applicable)

O An information disclosure statément is submitted herewith.

(37 CFR 1.60(b) [4-3}—page 3 of 9)
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§. Fee Calculation (37 CFR 1.16)

CLAIMS AS FILED

Number filed Number Extra Rate Basic Fee
: 37 CFR 1.16(a)
$730.00
Total
Claims (37 CFR 1.16(c)) 31 —=20= 11 X $ 22.00 242.00
Independent .
Claims (37 CFR 1.16(b)) 8 =3= 5 X $ 76.00 380.00
Muitiple dependent claim(s), if any ’
(37 CFR 1.16(d)) + $240.00

(O Fee for extra claims is not being paid at this time. (37 CFR 1.16(d))

NOTE: If the fees for extra claims are not paid on filing they must be paid or the claims cancelied by amendment,
prior to the expiration of the time period set for response by the PTO in any notice of fee. deficiency.
37 CFR 1.16(d).

Filing Fee Calculation $ 1,352-'00
6. Small Entity Status '

& A verified staternent that this filing is by a smali entity:
O is attached

@ has been filed in the parent application and such status is still proper and
desired (37 CFR 1.28(a))

Filing Fee Calculation (50% of above) $

NOTE: Any excess of the full fee paid will be refunded if a verified statement is filed within 2 months of the
date of timely payment of a full fee then the excess fee paid will be refunded on request. 37 CFR 1.28(a).

NOTE: 37 CFR 1.28(a), last sentence states: “Applications filed under § 1.600r§ 1.62 of this part must include
a reference to a verified statement in a parent application if status as a small entity is still proper and
desired.”

676.00

7. Drawings

O Drawings are enclosed
O formal
O informal

WARNING: DO NOT submit original drawings. A high quality copy of drawings should be supplied when filing
a patent application. The drawings that are submitted to the Office must be on strong, white,
smooth, and non-shiny paper and meet the standards of § 1.84. If corrections to the drawings
are necessary, they should be made to the original drawings and a high-quality copy of the
comrected original drawing then submitted to the Office. Only one copy is required or desired.
Comments on proposed new 37 CFR 1.84. Notice of March 9, 1988 (1090 O.G. 57-62).

NOTE: “Identifying indicia, if provided, should include the application number or the title of the invention,
inventor's name, docket number (if any), and the name and telephone number of a person to call if
the Office is unable to match the drawings to the proper application. This information should be placed
on the back of each sheet of drawing a minimum distance of 1.5 cm. (5/8 inch) down from thé top
of the page.” 37 C.F.R. 1.84(c)).

(37 CFR_1.60(b) [4-3}—page 4 of 9)
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8. Priority—35 U.S.C. 119

[0 Priority of application Serial No. 0 /. filed on
" in is
claimed under 35 U.S.C. 119. (country)
O The certified copy has been filed in prior U.S. application Serial No.
0/ on

{0 The certified copy will foliow.
9. Relate Back—35 U.S.C. 120

k] Amend the specification by inserting, before the first line, the following sentence:
“Thisisa
continuation

# O divisional

of copending application(s)

® Serial number O 8/_023,398 _ filed
on 2/26/93

/ . O Intemational Appiication —_____ filed on — and
which designated the U.S.”

\\ NOTE: The proper reference to a prior filed PCT application which entered the U.S. national phase is the U. S
\ ° serial number and the filing date of the PCT application which designated the U.S.

A 10. Inventorship Statement

NOTE: If the continuation or divisional application is filed by less than all the inventors named in the prior
application a statement must accompany the application when filed requesting deletion of the names
of the person or persons who are not inventors of the invention being claimed in the continuation or
divisional application. 37 CFR 1.60(b) [emphasis added].

(complete appropriate items (a) and (b))

(@) With respect to the prior copending U.S. application from which this application
claims benefit under 35 USC 120 the inventor(s) in this application is.(are):

(complete._ applicable item below)

the same

O less than those named in the prior application and it is requested that the
following inventor(s) identified above for the prior application be deleted:

(type name(s) of inventor(s) to be deleted)
(b) The inventorship for all the claims in this application are
X the same

O not the same, and an explanation, including the ownership of the various
claims at the time the last claimed invention was made, is submitted.

- : (37 CFR 1.60(b) [4-3}—page 5 of 9)
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11. Assignment

O The prior application is assigned of record to

O An assignment of the invention to

is attached. A separate [J “COVER SHEET FOR ASSIGNMENT (DOCUMENT)
ACCOMPANYING NEW PATENT APPLICATION" or {J FORM PTO 1595 is also
attached.
NOTE: “If an assignment is submitted with a new application, send two separate letters - one for the application
and one for the assignment.” Notice of May 4, 1990 (1114 O.G. 77-78).

NOTE: When an assignee files a . . . divisional application (under . . . 1.60 . . .) reference may be made to
a statement filed under 37 CFR 3.73(b) in the parent application, or a copy of that statement may be
filed. Notice of April 30, 1993, 1150 O.G. 62-64.

12. Fee Payment Being Made At This Time

O Not Enclosed

O Nofiling fee is submitted. (This and the surcharge required by 37 CFR 1.16(e)
can be paid subsequently). '

Kl Enclosed-
X basic filing fee ¢ 676.00

O recording assignment
($40.00; 37 CFR
1.21(h)) (See attached “COVER SHEET FOR AS-
SIGNMENT ACCOMPANYING NEW PATENT
APPLICATION".)

O processing and retention fee
($130.00; 37 CFR 1.53(d)
and 1.21(1)) $
NOTE: 37 CFR 1.21() establishes a fee for processing and retaining any application which is abandoned for
failing to complete the application pursuant to 37 CFR 1.53(d) and this, as well as the changes to 37
CFR 1.53 and 1.78 indicate that in order to obtain the benefit of a prior U.S. application, either the
basic filing fee must be paid or eise the processing and retention fee of § 1.21()) must be paid within
1 year from notification under § 53(d). :

Total fees enclosed . ¢__676.00

13. Method of PaYment' of Fees

K1 Enclosed is a check in the amount of $___676.00
[0 Charge Account No. in the amount of $
A duplicate of this request is attached.

NOTE: Fees should be itemized in such a manner that is clear for which purpose the fees are paid. 37 CFR
1.22(b).

(37 CFR 1.60(b) [4-3}—page 6 of 9)
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14. Authorization To Charge Additional Fees

WARNING: | no fees are being paid on filing do not complete this item.
WARNING: Accurately count claims, especially multipie dependent claims, to avoid unexpected high charges
if extra claim charges are authorized.
(@ The Commissioner is hereby authorized to charge the following additional fees
which may be required by this paper and during the entire pendency of the
application to Account No. ___19-0737

37 CFR 1.16 (a), (f) or (g) (filing fees)
37 CFR 1.16 (b), (c) and (d) (presentation of extra claims)

NOTE: Because additional fees for excess or muitiple dependent claims not paid on filing or on later presentation
must only be paid or these claims cancelled by amendment prior to the expiration of the time period
set for response by the PTO in any notice of fee deficiency (37 CFR 1.16(d)) it might be best not to
authorize the PTO to charge additional claim fees, except possibly when dealing with amendments after
final action.

[0 37 CFR 1.17 (application processing fees)

WARNING: While 37 CFR 1.17(a), (b), (c) and (0) deal with extensions of time under § 1.136(a) this authorization
should be made only with the knowledge that: “Submission of the appropriate extension fee under
37 CFR 1.136(a) is to no avail unless a request or petition for extension is filed.” femphasis added].
Notice of November 5, 1985 (1060 O.G. 27). ’

O 37 CFR 1.18 (issue fee at or before méiling Notice of Allowance, purshant
to 37 CFR 1.311(b)).

NOTE: Where an authorization to charge the issue fee to a deposit account has been filed before the mailing
of a Notice of Allowance, the issue fee will be automatically charged to the deposit account at the time
of mailing the notice of allowance. 37 CFR 1.311(b)).

NOTE: 37 CFR 1.28(b) requires “Notification of any change in status resulting in loss of entitlement to small
entity status must be filed in the application . . . prior to paying or at the time of paying . . . issue
fee.” From the wording of 37 CFR 1.28(b): (a) notification of change of status must be made even if
the fee is paid as “other than a small entity” and (b) no notification is required if the change is to another
small entity.

15. Power of Attomey

X The power of attorney in‘rthe prior application is to
Ansel M. Schwartz 30,587

(Attorney) . (Reg. No.)
a. [3 The power appears in the original papers in the prior application.

b. [0 Since the power does not appear in the original papers, a copy of the power
in the prior application is enclosed.

¢. O A new power has been executed and is attached.
d. 3 Address all future communications to

(item d may only be completed by applicant, or attorney or agent of record)

Ansel M. Schwartz
425 N. Craig Street
Suite 301 _
Pittsburgh, PA 15213

(37 CFR 1.60(b) [4-3}—page 7 of 9)
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16. Maintenance of Copendency of Prior Application

(this item must be completed and the papers filed in the prior application if the period
set in the prior application has run.)

O A petition, fee and response has been filed to extend the term in the pending
prior application until .
NOTE: The PTO finds it useful if a copy of the petition filed in the prior application extending the term for

response is filed with the papers constituting the filing of the Continuation Application. Notice of
November 5, 1985 (1060 O.G. 27).

O A copy of the petition for extension of time in the prior apphcatlon is
attached.

17. Conditional Petition for Extension of Time in Prior Application

(complete thls item and file conditional petition in the prior application if previous
item not applicable)

[0 A conditional petition for extension of time is being filed in the pendlng parent
application.
NOTE: The PTO finds it useful if a copy of the petition filed in the prior application extending the term for
response is filed with the paper constituting the filing of the continuation applzcat:on Notice of November
5, 1985 (1060 O.G. 27).
O Acopy of the conditional petition for extension of time in the prior application
is attached.

18. Abandonment of Prior Application (if applicable)
WARNING: (Do notcomplete this item if the application being filed is a divisional of the prior application which

is not being abandoned).

NOTE: “A registered attomey or agent acting under the provisions of § 1.34(a), or of record, may also expressly
abandon a prior application as of the filing date g/anted toa contmumg application when filing such
a continuing application.” 37 CFR 1.138.

[0 Please abandon the prior application at a time while the prior application is
pending or when the petition for extension of time or to revive in that application
is granted and when this application is granted a filing date so as to make this
application copending with said prior application.

19. Notification in Parent Application of the Filing of This Continuation Application

O A notification of the filing of this continuation is being filed in the
‘parent-application from which this application claims priority under
35 USC § 120. .

(37 CFR 1.60(b) [4-3]—page 8 of 9)
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20. Statement by Assignee (if applicable)

O In accordance with 37 CFR 3.73, | have reviewed the evidentiary documents
establishing my/our ownership of the application identified herein, and certify that
to the best of my/our knowledge and belief, title is with me/us who seek to take action.

[0 Assignment submitted herewith for recordal

| hereby declare further that all statements made herein of my own knowledge are true
and that all statements made on information and belief are believed to be true; and further
that these statements were made with the knowledge that willful false statements and the
like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title
18 of the United States Code, and that such willful false statements may jeopardize the
validity of the application or any patent issuing thereon.

Ansel M. Schwartz
(type or print name of person signing

_ele/ts Ll Shurand

425 N. Craig Street
(P.O. Address of Signatory) '

Suite 301

Pittsburgh, PA 15213 0 Inventor
O Assignee of complete interest
: {J Person authorized to sign on behalf of
\ assignee
[ el. No. :(412 ) 621-9222 K Attorney or agent of record
Reg. No. 30,3 0 Filed under Rule 34(a)
(if applicable )
(complete the following if applicable)
(Type name of assignee) (Title of person authorized to sign on behalf
of assignee)
(Address of assignee) i Assignment recorded .in PTO on
Reel
Frame

The statement under 37 CFR 3.73(b)
O has been filed in the parent application.
0 a copy of the statement previously filed in the parent application is attached.

(37 CFR 1.60(b) [4-3]—page 9 of 9)
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A @_STEM FOR TRANSMITTING DESIRED

DIGITAL VIDEO OR AUD@

CROSS REFERENCE TO OTHER PATENTS /\

W/ 471964

5%%15 is a continuation application of U.S. patent

5 application serial number 07/586,391 filed September 18, 1990, now
U.S. Patent No. 5,191,573, issued March 2, 1993, which is a
continuation application of U.S. patent application serial number

07/206,497, filed June 13, 1988, abandoned.

FIELD OF THE INVENTION

10 The present invention is related to a system and
associated method for the electronic sales and distribution of
digital audio or video signals, and more particularly, to a system
and method which a user may purchase and receive digital audio or
video signal from any location which the user has access to

15 telecommunications lines.
BACKGROUND OF THE INVENTION

The three basic mediums (hardware units) of music:
records, tapes, and compact discs, greatly restricts the
transferability of music and results in a variety of

20 inefficiencies.

CAPACITY: The individual hardware units as cited above

are limited as to the amount of music that can be stored on each.
MATERIALS: The materials used to manufacture the

hardware units are subject to damage and deterioration during
25 normal operations, handling, and exposure to the elements.

Page 00013
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SIZE: The physical size of the hardware units imposes
constraints on the quantity of hardware units which can be housed
for playback in confined areas such as in automobiles, boats,

planes, etc.

RETRIEVAL: Hardware units limit the ability to play, in
a sequence selected by the user, songs from different albums. For
example, if the user wants to play one song from ten different
albums, the user would spend an inordinate amount of time handling,
sorting, and cueing the ten different hardware units.

SAﬁES‘ AND DISTRIBUTION: Prior to final purchase,
hardware units need to be physically transferred from the
manufacturing facility to the wholesale warehouse to the retail
warehouse to the retail outlet, resulting in 1lengthy lag time
between music creation and music marketing, as well as incurring
unnecessary and inefficient transfer and handling costs.
Additionally, tooling costs required for mass production of the
hardware units and the material cost- of the hardware units

themselves, further drives up the cost of music to the end user.

QUALITY: Until the recent invention of Digital Audio
Music, as used on Compact Discs,'distortiog~§£g§<transfer from the
hardware units to the stereo system was virtually impossible.
Digital Audio Music is simply music\converted into a very basic
computer language known as binary. A series of commands known as
zZeros or ones encode the music for future playback. Use of laser
retrieval of the binary commands results in distortion free
transfer of the music from the compact disc to the stereo system.
Quality Digital Audio Music is defined as the binary structure of
the Digital Audio Music. Conventional analog tape recording of

Digital Audio Music is not to be considered quality inasmuch as the

binary structure itself is not recorded. While Digital Audio Music

Page 00014
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on compact discs is a technological breakthrough in audio quality,
the method by which the music is solgi, distributed, sto‘red;
manipulated, retrieved, played and protected from copyright
infringements remains as inefficient as with records and tapes.

5 COPYRIGHT PROTECTION: Since the invention of tape
recording devices, strict control and enforcement of copyright laws
have proved difficult and impossible with home recorders.
Additionally, the recent invention of Digital Audio Tape Recorders
now jeopardizes the electronic copyright protection of quality

10 Digital Audio Music on Compact Discs or Digital Audio Tapes. If

music exists on hardware units, it can be copied.

provide a new and improved methodology/s stem to electronically
0Z74£L/rudacy

Accordingly, it is an objective of this invention is to

b

o1
5 sell and distribute Digital Audio Musig:
15 A further objective of this invention to provide a new
and improved methodology/system to electronically store and
3 retrieve Digital Audio Music,.

Another objective of this ‘invention is to provide a new.

and improved methodology/system to electronicglly manipulate, i.e.,
“” ;bgajﬁj
g 20 sort, cue, and select, Digital Audio Music for playback.

Still another objective of this invention is to offer a-
new and improved methodology/system which can pievegt un uthorized
5 electronic copying of quality Digital Audlo Mus:.ci

SUMMARY OF THE INVENTION

25 Briefly, this invention accomplishes the above cited
objectives by providing a new and improved methodology/system of

4
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electronic sales, distribution, storage, manipulation, retrieval,
playback, and copyright protection of Digital Audio Music. The

~ high speed transfer of Digital Audio Music as prescribed by this

invention is stored onto one piece of hardware, a hard disk, thus
eliminating the need to unnecessarily handle records, tapes, or
compact discs on a regular basis. This invention recalls stored
music for pléyback as selected/progrémmed by the user. This
invention can easily and electronically sort stored music based on
many different criteria such as, but not 1limited to, music
category, artist, album, user's favorite songs, etc. An additional
feature of this invention is the random playback of songs, also
based on the user's selection. For example, the user could have
this invention randomly play all jazz songs stored on the user{s
hard disk, or randomly play all songs by a certain artist, gr
randomly play all of the user's favorite songs which the user
previously electronically "tagged" as favorites. Further, being
more specific, the user can electronically select a series of
individual songs from different albums for sequential playback.

This invention can be configured to either accept direct
input of Digital Audio Music from the digital output of a Compact
Disc, such transfer would be performed by the private user, or this
invention can be configured to accept Digital Audio Music from a
source authorized by the copyright holder to sell and distribute
the copyrighted materials, thus guaranteeing the protection of such
copyrighted materials. Either method of electronically
transferring Digital Audio Music by means of this invention is
intended to comply with all copyright laws and restrictions and any
such transfer is subject to the appropriate authorization by the
copyright holder. Inasmuch as Digital Audio Music is software and
this invention electronically transfers and stores such music,
electronic sales and distribution of the music can take place via
telephone lines onto a hard disk. This new methodology/system of

Page 00016
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music sales and distribution will greatly reduce the cost of goods
sold and will reduce the lag time between music creation and music

marketing from weeks down to hours.

~ The present invention is a system for transmitting
desired digital Zidia or audio signals stored on a first memory of
a. first party't a second memory of a second party. The system
s % 2
o

comprises means, for 2leﬁtronically selling the desired digital
video“of,audio signals, via’ telecommunications lines to the first
party from the segond party. Moreover, the system preferably
. an n;f£%4a¢0-v . . .
comprises means for connectin electronically via
telecommunications lines the first éegorkaiph fhe second memory

such that the desired digital video or_, jaudio signals can pass
therebetween. Additionally, the system comprises ’ﬁegnsi_for

_transmitting the desired digital video or audio signals from the

first memory with a transmitter in control and in possession of the
. / . | .
first party to a recelveghhav1ngit§e zecond memory at—a—tocatien

receiver is i ossession and
~3 jibj; mndéLnthn
econd party.{%@heﬁgi X, & For

in.control of the is aldd means .£ox, storin
rees o duimobn audic ~ ?
thevdlgltal,51 nal in the second memory.

Further objectives and advantages of this invention will

become apparent as the following description proceeds and the
particular features of novelty which characterize this invention
will be pointed out in the claims annexed to and forming a part of

this declaration.
BRIEF DESCRIPTION OF THE DRAWINGS

For a better understanding of this invention, reference
should be made to the following detailed -description, taken in
conjunction with the accompanying drawings, in which:
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Fig. 1 is a pictorial flow chart which may be used in
carrying out the teachings of this invention for the purposes of
electronic sales, distribution, storage, manipulation, retrieval,
playback, and copyri¥ght protection of Digital Audio Music; and

Fig. 2" is a pictorial flow chart which may be used in
carrying out the teachings of this invention for the purposes of
electronic storage, manipulation, retrieval, and playback of

Digital Audio Music.

DESCRIPTION OF THE PREFERRED EMBODIMENT

Referring now to the drawings wherein like reference
numerals refer to similar or identical parts throughout the several
views, and more specifically to figure thereof, there is shown

Referring now to the Fig. 1, this inventioq*is comprised

of the following:

10 Hard Disk of the copyright holder
20 Control Unit of the copyright holder
20a Control Panel
20b Control Integrated Circuit
20c Sales Random Access Memory Chip
30 Telephone Lines/Input Transfer
50 Control Unit of the user
50a Control Panel
50b Control Integrated Circuit
50c Incoming Random Access Memory Chip
50d Play Back Random Access Memory Chip
60 Hard Disk of the user
70 Video Display Unit
80 Stereo Speakers
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The Hard Disk 10 of the first party or agent authorized
to electronically sell and distribute the copyrighted Digital Audio
Music is the originating source of music in the configuration as
outlined in Fig. 1. The Control Unit 20 of the authorized agent is
the means by which the electronic transfer of the Digital Audio
Music from the agent's Hard Disk 10 via the Telephone Lines 30 to
the user's or second party's Control Unit 50 is possible. The
user's Control Unit is comprised of a Control Panel 50a, a Control
Integrated Circuit 50b, an Incoming Random Access Memory Chip SO0c,
and a Play Back Random Access Memory Chip 50d. Similarly, the
authorized agent's Control Unit 20 has a control panel and control
integrated circuit similar to that of the user's Control Unit 50.
The authorized agent's Control Unit 20, however, only requires the
Sales Random Access Memory Chip 20c. The other components in Fig.
1 include a Hard Disk 60, a Video Display Unit 70, and a set of

Stereo Speakers 80..

Referring now to Fig. 2, with the exception of a
substitution of a Compact Disc Player 40 (as the initial source of
Digital Audio Music) for the agent's Hard Disk 10, the agent's
Control Unit 20, and the Telephone Lines 30 in Fig. 1, Fig. 2 is

the same as Fig. 1.

In Fig. 1 and Fig. 2, the following components are
already commercially available: the agent's Hard Disk 10, the
Telephone Lines 30, the Compact Disc Player 40, the user's Hard
Disk 60, the Video Display Unit 70, and the Stereo Speakers 80.
The Control Units 20 and 50, however, would be designed
specifically to meet the teachings of this invention. The design
of the control units would incorporate the following functional

features:
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1) the Control Panels 20a and 50a would be designed to
permit the agent and user to program the respective Control
Integrated Circuits 20b and 50b,

2) the Control Integrated Circuits 20b and 50b would be
designed to control and execute the respective commands of the
agent and user and regulate the electronic transfer of Digital
Audio Music throughout the system, additionally, the sales Control
Integrated Circuit 20b could electronically code the Digital Audio
Music in a cbnfiguration which would prevent unauthorized
reproductions of the copyrighted material,

3) the Sales Random Access Memory Chip 20c would be
designed to temporarily store user purchased Digital Audio Music
for subsequent electronic transfer via telephone lines to the

user's Control Unit 50,

4) the Incoming Random Access Memory Chip 50c¢ would be
designed to temporarily store Digital Audio Music for subsequent
electronic storage to the user's Hard Disk 60,

5) the Play Back Random Access Memory Chip 504 would be
designed to temporarily store Digital Audio Music for sequential

playback.

The foregoing description of the Control Units 20 and 50
is intended as an example only and thereby is not restrictive with
respect to the exact number of components and/or its actual design.

Once the Digital Audio Music has been electronically
stored onto the user's Hard Disk 60, having the potential to store
literally thousands of songs, the user is free to perform the many
functions of this invention. To play a stored song, the user types
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in the appropriate commands on the Control Panel 50a, and those
commands are relayed to the Control Integrated Circuit 50b which
retrieves the selected song from the Hard Disk 60. When a song is
retrieved from the Hard Disk 60 only a replica of the permanently
stored song is retrieved. The permanently stored song remains
intact on the Hard Disk 60, thus allowing repeated playback. The
Control Integrated Circuit 50b stores the replica onto the Play
Back Random Access Memory Chip 50d at a high transfer rate. The
Control Integrated Circuit 50b then sends the electronic output to
the Stereo Speakers 80 at a controlled rate using the Play Back
Random Access Memory Chip 50d as a temporary staging point for the

Digital Audio Music.

Unique to this invention is that the Control Unit S0 also
serves as the user's personal disk jockey. The user may regquest
specific songs to be electronically cued for playback, or may
request the Control Unit 50 to randomly select songs based on the
user's criteria. All of these commands are electronically stored
in random access memory enabling the control unit to remember prior
commands while simultaneously performing other tasks requested by
the user and, at the same time, continuing to play songs previously

cued.

Offering a .convenient visual display of the user's
library of songs is but one more new and improved aspect of this
invention. As the Control Unit 50 is executing the user's commands
to electronically sort, select, randomly play, etc., the Video
Display Screen 70 is continually providing feedback to the user.
The Video Display Screen 70 can list/scroll all songs stored on the
Hard Disk 60, 1list/scroll all cued songs, display the current
command function selected by the user, etc. Further expanding upon
the improvements this invention has to offer, the Video Display
Screen 70 can display the lyrics of the song being played, as well
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as the name of the song, album, artist, recording company, date of
recording, duration of song, etc. This is possible if the lyrics
and other incidental information are electronically stored to the
Hard Disk 60 with the Digital Audio Music.

The present _invention is a method for transmitting
desired digitél Zi deoobo‘%;‘%aaiio signals stored on a first memory of
a first par Y, to a®second memory of a second party. The method
comprises the steps of transferring money via telecommunications
lines to the first party from the second party or electronically
selling to the second party by the first party. Additionally, the

method comprises the step of then connecti electronically via

telecommunications lines the first mémo Y4 he second memory

such that the desired digital video or, audio signals can pass

therebetween. Nz-;x*l;z t?ere is the step of transmitting the desired

digital wvideo “or¢ audio signals from the first memory with a

A
trans:;& tte,:cE in control and in possession of the first party to a

receiverkhav n msecond memory
second—pardy. ’.:_[‘-he. reCeiver is in possession and in control of the

| . . .
second party.\‘k- here, is also the step of then storing the desired

ﬁ
digital video ordaudio signals in the second memory.

In summary, there has been disclosed a new azg i’mprgv&d

methodology/system by which Digital Audio Mﬁgicl_ can be
electronically sold, distributed, transferred, and stored.
Further, there has been disclosed a new and, ‘im,pr_oved
methodology/system by which Digital Audio Mfgi%n be
electronically manipulated, i.e., sorted, cued, and selected for
playback. Further still, there has been disclosed a new and
improved methodology/system by which the electronic manipulation of
Digital Audio Music can be visually displayed for the convenience
of the user. Additionally, there has been disclosed a new and
improved methodology/system by which electronic copyright
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protection of quality Digital Audio Music is possible through use

of this invention.

Since numerous cﬁanges may be made in the above described
process and apparatus and different embodiments of the invention
may be made without departing from the spirit thereof, it is
intended that all matter contained in the foregoing description or
shown in the accompanying drawings shall be interpreted as
illustrative, and not in a limiting sense. Further, it is intended
that this invention is not to be limited to Digital Audio Music and
can include Digital Video, Digital Commercials, and other

applications of digital information.

Although the invention has been described in detail in
the foregoing embodiments for the purpose of illustration, it is to
be understood that such detail is solely for that purpose and that
variations can be made therein by those skilled in the art without
departing from the spirit and scope of the invention except as it
may be described by the following claims.
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WHAT IS CLAIMED TIS:

1. A method for transferring desired digital Xideo or

/zb dio signals comprising the steps of:

forming a connection through telecommunigations lines
between a first memory of a first party and a secofid memory of a
second party, said first memory having said desirgd digital video

or audio signals;

selling electronically by the first/party to the second
party through telecommunications lines, the /desired digital video
or audio signals in the first memory; and
transferring the desired digital video or audio signals
from the first memory of the first party to the second memory of

the second party through telecommunjcations lines.

2. A method as descrilbfd in Claim 1 including after the
transferring step, the step of gtoring the desired digital video or
audio signals in the second mpemory.
3. A method as described in Claim 2 including before the
transferring step, the gtep of electronically coding the desired
digital video or audig signals into a configuration which would

prevent unauthorized /reproduction of the desired digital video or

audio signals.

4. A /method as described in Claim 3 wherein the first

memory includ

a first party hard disk having a plurality of
digital videq/ or audio signals, and a sales random access memory
chip which femporarily stores a replica of the desired digital

video or aydio signals purchased by the second party for subsequent

P
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transfer via telecommunications lines to the second meplory of the
second party; and including before the transferring stg¢p, there is
the step of storing a replica of the desired digital vjideo or audio

signals from the hard disk into the sales random Access memory

chip.

5. A method as described. in Claim 4 wherein there is a
second party integrated circuit which contryols and executes
commands of the second party, and a second party control panel
connected to the second party integrated circuit, and before the
forming step, there is the step of commanding the second party
integrated circuit with the second party centrol panel to initiate
the purchase of the desired digital video /or audio signals from the

first party.

6. A method as described in Claim 5 wherein the second
memory includes an incoming random access memory chip which
temporarily stores the desired digital video or audio signals
received from the sales random access memory chip, a second party
hard disk for storing the desired digital video or audio signals,
and a playback random access/memory chip for temporarily storing
the desired digital video or/audio signals for sequential playback;
and the storing step includes the stéps of storing the desired
digital video or audio signals in the incoming random access memory
chip, transferring the desired digital video or audio signals from
the incoming random access memory chip to the second party hard
disk, storing the désired digital video or audio signals in the
second party hard/disk, commanding the second party integrated
circuit with the/second party control panel to play the desired
digital video o%/audio signals and transferring a replica of the
desired digital video or audio signals from the second party hard
disk to the 61ayback random access memory chip for playback.

Page 00025



-14-

7. A method as described in Claim 6 includifig after the
transferring step, there is the step of repeating tife commanding,

playing, and transferring steps.

8. A method for transferring digitAl video or audio

signals comprising the steps of:

entering into a second party cz? rol panel of a second

party control unit of a second party commdnds by the second party
to purchase desired digital video or aydio signals from a first

party;

forming a connection throlgh telecommunications 1lines
~between a first memory of the firsf party and a second memory of
the second party control unit, s&id first memory having desired

digital video or audio signals;

selling electronically by the first party to the second
party through telecommunications lines, the desired digital video

or audio signals in the first memory;
transferring thée desired digital video or audio signals
from the first memory of the first party to the second memory of

the second party through telecommunications lines;

entering into the second party control panel commands to

play the desired digital video or audio signals; and

playing the desired digital video or audio signals with

the second pafty control unit.

9. A system for transferring digital video or audio

signal;/comprising:
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a first party control unit having a first pemory having

desired digital video or audio signals, an means for
electronically selling the desired digital video oy audio signals;

a second party control unit having a se€cond party control
panel, a second memory connected to the second party control panel,
and means for playing the desired digital 3;deo or audio signals
connected to the second memory and the second party control panel,
said playing means operatively controlléd by the second party
control panel, said second party control gdnit remote from the first

party control unit; and

telecommunications lines cZonnected to the first party
control unit and the second party ,control unit through which the
electronic sales of the desired /digital video or audio signals
occur and through which the desired digital video or audio signals
are electronically transferred /from the first memory to the second
memory after the desired digital video or audio signals are sold to

the second party by the first party.

10. A system as described in Claim 9 wherein the first
party control unit includes a first party hard disk having a
plurality of digita{/video or audio signals which include the
desired digital video¢’ or audio signals, and a sales random access
memory chip electronically connected to the first party hard disk
for storing a replica of the desired digital video or audio signals

of the first party's hard disk.

11. /A system as described in Claim 10 wherein the second
party control unit includes a second party hard disk which stores
a plurality of digital video or audio signals, and a playback
random access memory chip electronically connected to the second
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party hard disk for storing a replica of the desired djgital video
or audio signals as a temporary staging area for playback.

12. A system as described in Claim 11 wherein the first
party control unit includes a first party c¢nhtrol integrated
circuit which controls and executes commands of the first party and
is connected fo the first party hard disk, the first party sales
random access memory, and the second party control integrated
circuit through the telecommunications lifes, said first party
control integrated circuit and said second party control integrated
circuit requlate the transfer of the desired digital video or audio
signals; and a first party control panel through which the first
party control integrated circuit is programmed and is sent commands
and which 1is connected to the first party control integrated

circuit..

13. A system as described in Claim 12 wherein the second
party control unit includes a/second party control integrated
circuit which controls and executes commands of the second party
and is connected to the second/party hard disk, the playback random
access memory, and the fiyst party control integrated circuit
through the telecommunications lines, said second party control
integrated circuit and said first party control integrated circuit
regulate the transfer ©6f the desired digital video or audio
signals; and a second party control panel through which the second
party control integratéd circuit is programmed and is sent commands
and which is connected to the second party integrated circuit.

"14. A system as described in Claim 13 wherein the second
party control unﬂé includes an incoming random access memory chip
connected to the second party hard drive and the second party
control integrated circuit, and the first party control unit
through the telecommunications 1lines for temporarily storing the
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desired digital wvideo or audio signals received frgm the first
party's control unit for subsequent storage to the/ second party

hard disk.

15. A system as described in Claim 14 wherein the second
party control unit includes a video display unif connected to the
playback random access memory chip and to/ the second party
integrated circuit for displaying the desired digital video or
audio signals.

16. A method for transmitting desired digital video or
audio signals stored on a first memory off/a first party to a second

memory of a second party comprising the steps of:

selling electronically vig telecommunications lines to
the second party at a location remofe from the first memory by the
first party controlling use of the/first memory, said second party
financially distinct from the fjrst party, said second party in

control and in possession of thg second memory;

connecting electropically via telecommunications lines
the first memory with the/second memory such that the desired

digital video or audio sighals can pass therebetween;

transmitting £he desired digital video or audio signals
from the first memory Aith a transmitter in control and possession
of the first party £o a receiver having the second memory at a
location determingd by the second party, said receiver in

possession and cofitrol of the second party; and

sto¥ing the digital video or audio signals in the second
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17. A system for transmitting desired digital video or
audio signals stored on a first memory of a first pafty to a second

memory of a second party comprising:

means for transferring money elégctronically via
telecommunications lines from the second party fo the first party
controlling use of the first memory, at a loca¥ion remote from the
second memory, said second party controlling Ase and in possession

of the second memory;

means for connecting electronically via
telecommunications lines the first memofy with the second memory
such that the desired digital video pOr audio signals can pass
therebetween, said connecting means {i electrical communication

with the transferring means;

means for transmitting the desired digital video or audio
signals from the first memory with a transmitter in control and
possession of the first party/to a receiver having the second
memory at a location determined by the second party, said receiver
in possession and control of/the second party, said transmitting

means in electrical communication with said connecting means; and

means for storing the digital video or audio signals in
the second memory, said/ storing means in electrical communication

with said transmitting means.

18. A sSystem as described in Claim 17 wherein the
connecting means/comprises a first control unit in possession and
control of the first pafty and a second control unit in possession
and control of/the second party.
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)A{ A system as described in Claim 18 wherein the first
control unit comprises a ‘Ffirst control panel, first control
integrated circuit and a sales random access memory, said sales
random access memory and .said first control panel in electrical
communication with said first control integrated circuit, said
second control unit comprising a second control panel, a second
control integrated circuit, an incoming random access memory and a
playback random access memory, said second control panel, said
incoming random access memory and said playback random access
memory in electrical communication with said second control

integrated circuit.

%)
%0{ A system as described in Claim _1® wherein the

telecommunications lines include telephone lines.

7 20
%54m A system as described in Claim 24 wherein the first

memory comprises a first hard disk and the second memory comprises
a second. hard disk..

2% | &)

¥2. A system as described in Claim 2%’ including a video
display and speakers in possession and control of the second party,
said video display and speakers in electrical communication with
said second control integrated circuit.

23. A system for transmitting desired digital video or
augio signals stored on a first memory of a fi party to a second

mory of a second party comprisings:

ing money electronically via

he first party at a location remote

means for transfer
telecommunications lines to
from the second memory and/g;;trolling use of the first memory from
the second party, 4id second party controlling use and in

possession of the Second memory;
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means for connecting electronical via
telecommunications lines the first memory with the secgnd memory
such that the desired digital video or audio signa can pass
therebetween, said connecting means in electrical ¢ommunication
with the transferring means;

means for transmitting the desired digifal video or audio
signals from the first memory with a transmi
possession of the first party to a receiv
memory at a location determined by the secopd party, said receiver

arty, said transmitting

er in control and
having the second

in possession and control of the second
means in electrical communication wii;/;aid connecting means; and

means for storing the digifal video or audio signals in
the second memory, said storing means in electrical communication

with said transmitting means.

24. A system as described in Claim 23 wherein the
connecting means comprises a/first control unit in possession and
control of the first party Aand a second control unit in possession

the se

fﬁt%g;( A system as described in Claim Eg’wherein the first
control unit comprises a first control panel, first control
integrated circuit and a sales random access memory, said sales
random access memory and said first control panel in electrical
communication with said first control integrated circuit, said
second control unit comprising a second control panel, a second
control integrated circuit, an incoming random access memory and a
playback random access memory, said second control panel, said
incoming random access memory and said playback random access
memory in electrical communication with said second control

integrated circuit..
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}éi A system as described in Claim 2% wherein the
telecommunications lines include telephone lines.

24 B3
;22 A system as described in Claim wherein the first
memory comprises a first hard disk and the second memory comprises
a second hard disk.

25 U < PR
’;é. A system as described in Claim 27 including a video
display and speakers in possession and control of the second party,
said video display and speakers in electrical communication with

said second control integrated circuit.

29. A method for transmitting desired digit video or
ayfio signals stored in a first memory of a first party to a second
emory of a second party comprising the steps of:
selling electronically via telecommunications 1lines

digital video or audio signals possessed by e first party to the
second party, said first party and aid second party in

communication via said telecommunicatipns lines;

connecting electronically via telecommunications lines
the first memory with the sec¢dénd memory such that the desired
digital video or audio signaX¥s can pass therebetween;

transferring €lectronically via telecommunications lines
the digital video op/g;dio signals from a first location with the
first memory to & second location with the second memory, said
second location’remote from said first location, said first memory
in communication with said second memory via the telecommunications

/

lines; and
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storing the digital video or audio signals ifA the second

memory .

30. A method as described in Claim 29 Aincluding after
the transferring step, there is the step of repeafing the selling,

connecting, and transferring steps.

31. A method for transmitting desifed digital video or
audio signals stored on a first memory of a first party to a second
memory of a second party comprising the stéps of:

selling electronically via tglecommunications lines to
the second party at a location remote from the first memory by the
first party controlling use of the f¥rst memory, said second party
financially distinct from the fir#gt party, said second party in

control and in possession of the/second memory;
connecting electrgnically via telecommunications 1lines
the first memory with the” second memory such that the desired

digital video or audio gnals can pass therebetween;

transmittjhg the desired digital video or audio signals
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ABSTRACT OF THE DISCLOSURE

A SYSTEM FOR TRANSMITTING DESIRED
DIGITAL VIDEO OR AUDIO SIGNALS

A method- for transferring desired digital video or audio

signals. The method comprises the steps of forming a connection

through telecommunications lines between a first memory of a first
party and a second memory of a second party. The first memory has
the desired digital video or audio signals. Then, there is the
step of selling electronically by the first party to the second
party through telecommunications lines, the desired digital video
or audio signals. in the first memory. Then, there is the step of
transferring the desired digital video or audio signals from the
first memory of the first party to the second memory of the second
party: through the telecommunications lineéEL Additionally, there is
a system for transferring digital video or audio signals. =4

system comprises a first party control unit having a first memgry
having desired digital video or audio signals, and a devicg for
electronically selling the desired digital video or audio sZgnals.
The system is also comprised of a second party control updit having
a second party control panel, a second memory connegted to the
second party control panel, and a mechanism for pléy' g the desired
digital video or audio signais connected to the sécond memory and
the second party control panel. The playing means is operatively
controlled by the second party control pangl. The second party
control wunit is remote from the firsg party control unit.
Additionally, the system is comprised gf telecommunications lines
connected to the first party contrgf unit and the second party
control unit through which electropic sales of the desired digital
video or audio signals occur and,to which the desired digital video
or audio signals are electrghically transferred from the first
memory to the second memgfy after the desired digital video or
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Declaration and Power of Attorney For Patent Application
English Language Declaration

As a betow named inventor. | hereby deciare (hat:
My residence. post office acdress and citizensnio are as stated beiow next to my name.

| beiieve | am the original, first and sale invantor (if only one name is listed beiow) or an onginal,

first ana joint inventor (it plural names are tisted below) of the subjec: martter wnicn is ctaimed and

for wnich a patent is sougnt on the invention entitted

A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

the specification of which
(check one)
{# is attacned hereto.

[ was filed on
Application Senai No. 0/

and was amenaced on
(it appucanie)

"I hereoy state that | have reviewed and understand the contents of the above identified specificauon,
inciuging the caims, as amended by any amendment referred 10 above.

| acknowieoge the duty to disciose information wnich is matenal to the exarmination of this application
in accorgance with Titte 37, Coce of Feceral Regulations, §1.56(a).

| hereby claim foreign priority benetits under Title 35. United States Code, §119 of any !oreign
application(s) for patent or inventor's certificate listed below and have aiso identified beiow any
foresgn appiicanon for patent or inventor's certificate having a filing gate betore that of the application
on wnich prionty is claimed:

Prior Foresgn Application(s) Prioritv Claimed

] |

(Numper) (Country) (Day/MontvYear Fied) Es E
. P -

(Numper) (Country) (Day/Montn/Year Filea) es o
= Rk

(Numper) (Coumry) (Day/MonuvYear Filea) es No

I herety claim the benefit under Titte 35, United States Code. §120 of any United States application(s)
listed betow and. insofar as the subject matter of each of the claims of this appiication i1s not disciosed
in the pnor Uniteg States apolication in the manner provided Dy the first paragraoh of Title 35. Unrtea
States Coce, §112. | acknowtedge the duty to disciose matenal information as definea in Titte 37,
Cooe of Federal Reguiatons, §1.56(a) wnich occurred between the filing cate of the pnor application

anq the nauonai or PCT internaticnal filing cate of this application:

Peters and Trecemarnt Office~U.S. DEPARTMENT OF COMMERCE

Form FTO-F8-10 (-3

(Declaration and. Power of Attorney—English Language [1-12]—page 1 of 2)
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0/
{Applicaton Senal No.) {Filing Oate) (Status)
(patented. pending. apandoned)
0/
(Apphicanon Senal No.) (Fiting Date) (Status)

(patented. penaing, abandoned)

| hareby dectare that all statements made herein of my own knowiedge are true and that all
statements made on information and belief are believed to dbe true: and further that these statements
were made with the knowiecge that wilful false statements and the fike so made are punishable
by tine or impnsonment, or both, under Section 1001 of Title 18 of the United States Code and that
such wiilfui faise statements may jecpardize the vafidity of the application or any patent issued
thereon.

POWER OF ATTORNEY: As a named inventor, | hereby appoint the following attorney(s) ana/or
agent(s) to prosecute this application and transact ail business in the Patent and Trademark Office
connected therewith. (list name and registration numoer)

Ansel M. Schwartz, Reg. No. 30,587

Send Correspongence to:
Ansel M. Schwartz 412/621-9222

Direct Telepnone Calls to: (name and telfephone number)

MO Of SO OF 17t MTVEIIOr
/ -&@Lthur_&\ Hair.
I_f'7"l' . ,2 _4//{,“__ z,/ 2097

Lrirm—
Ry

les0ence

330 Murravs Lane, Pittsburgh, PA 15234
Citizensmo

United States

Post Othce Acaress

330 Murrays Lane, Pittsburgh., PA 15234

Fuul name ot second Kt Mvontor, i any

Seconq Inventor 5 signature . Oaie

Reswoence

Citizensmo

Poss Otice Acaress

(Suppty simiiar information and signature for third and subsequent joint inventors.)

— s —————————————————
Form PTO-F8-110 (8-&3) . Pt ano Tracemark OMce~4.S. DEPARTMENT OFf COMMERCE

(Declaration and Power of Attorney—English Language [1-12}—page 2 of 2)
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BAR CODE LABEL
SERIAL NUMBER FILING DATE CLASS GROUP ART UNIT
08/471,964 06/06/95 369 2516
RULE 60
~  ARTHUR R. HAIR, PITTSBURGH, PA.
g
;\'*CONTINUING DATA*********************
VERIFIED THIS APPLN IS A CON OF 08/023,398 02/26/93
WHICH IS A CON OF 07/586,391 09/18/90 PAT 5,191,573
WHICH IS A CON OF 07/206,497 06/13/88
**FOREIGN/PCT APPLICATIONS*#**#**kkkkxk
VERIFIED )
FOREIGN FILING LICENSE GRANTED 07/12/95 **x%x%% SMALL ENTITY **%%%
STATE OR SHEETS TOTAL INDEPENDENT FILING FEE ATTORNEY DOCKET NO.
COUNTRY DRAWING CLAIMS CLAIMS RECEIVED
PA 2 31 8 $676.00 HAIR-1CONTII
ANSEL M SCHWARTZ
" 425 N CRAIG STREET
] SUITE 301
§ PITTSBURGH PA 15213
SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS
\E
-

Date

Certifying Officer

This is to certify that annexed hereto is a true copy from the records of the United States
Patent and Trademark Office of the application which is identified above.

By authority of the
COMMISSIONER OF PATENTS AND TRADEMARKS

Page 00040




7471964

0
PATENT APPLICATION SERIAL Noﬂh

U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE ™~
FEE RECORD SHEET

l 320 TL 07/03/95 08471964
1201 676.00 CK HAIR~1 CONT

' PTO-1556
| (5/87)
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Application or Docket Number
PATENT APPLICATION FEE DETERMINATION RECORD ;
Effective October 1, 1994 (IL 7 / é L/
. !
CLAIMS AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE FEE RATE FEE
BASIC FEE 365.00 OR 730.00
TOTAL CLAIMS 3 / minus 20 = / / x$11= / 0/2 / or | x$22=
INDEPENDENT CLAIMS ' . >
ﬁ minus 3 = x38= /q b oR | X76=
MULTIPLE DEPENDENT CLAIM PRESENT
+120= | or | +240=
* If the difference in column 1 is less than zero, enter “0” in column 2
TOTAL /ﬂ 7& OR TOTAL
CLAIMS AS AMENDED - PART Il OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST .
g REMAINING NUMBER PRESENT ADDI- ADDI-
|t AFTER PREVIOUSLY EXTRA RATE | TIONAL RATE | TIONAL
E AMENDMENT PAID FOR FEE : FEE
E * H *k
= Total 3 Minus 3!/ = 32 x$11= | 350 | or | x$22= |
W lindependent| * / ¢ Mi b X) ggr
E P { inus = k X3ag= 3 OR X76=
< FIRST P ENTATI F T PENDEN IM 9. L, ‘
IRST PRESENTATION OF MULTIPLE DEPENDENT CLA +120= oR | +240=
TOTAL 5 8 ) TOTAL
OR
(Column 1) (Column 2) (Column 3) ADDIT. FEE ADDIT. FEE
CLAIMS HIGHEST
m REMAINING , NUMBER PRESENT ADDI- ADDI-
= AFTER PREVIOUSLY EXTRA RATE | TIONAL RATE | TIONAL
& AMENDMENT PAID FOR FEE FEE
E * H *k
a [Total Minus - x$11= OR | x$22=
<
“EJ Independent| * Minus i = Xx38= OR | x76=
< - .
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM +120= OR | +240=
TOTAL OR TOTAL
(Column 1) (Column 2) (Column 3) ADDIT. FEE ADDIT. FEE
CLAIMS HIGHEST
O REMAINING NUMBER PRESENT ADDI- ADDI-
- AFTER PREVIOUSLY EXTRA RATE | TIONAL RATE | TIONAL
& AMENDMENT PAID FOR FEE FEE
g Total o Minus i = x$11= OR | x$22=
<
%‘ Independent| * Minus b = x38= OR | x76=
<
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM +120= OR | +240=
e * |f the entry in column 1 is less than the entry in column 2, write “0” in column 3. TOTAL TOTAL
If the “Highest Number Previously Paid For” IN THIS SPACE s less than 20, enter “20.” OR
***|f the Highest Number Prewouslnyand For" IN THIS SPACE |é less than 3, enter “3." ADDIT. FEE ADDIT. FEE
The Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropnate box in column 1.

FORM PTO-875 ° Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE
(Rev. 10/94)
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; . -] | UNITED STATE2 DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

[semaLnuMBER | FILUNG DATE | FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. |

28/471,964 @6/06/95 HAIR A HAIR-1CONTII
gﬁmmm |
24M1/0104
ANSEL M SCHWARTZ | ARTUNIT | PAPERNUMBER |
425 N CRAIG STREET 3’
SUITE 301
PITYTSBURGH PA 15213 : 2413
DATE MAILED: 21/04/96
This is a communication from the Iner in charge of your application.

COMMISSIONER OF PATENTS AND TRADEMARKS

BT/MS application has been examined D Responsive to communication filed on D This action is made final.

A shortened statutory period for responss to this action is set to expire 5’ month(s), __=="""__ days from the date of this letter.
Fallure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133

Parti THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. m of References Cited by Examiner, PTO-892, 2. m of Draftsman's Patent Drawing Review, PTO-948.
3. D Notice of Art Cited by Applicant, PTO-1449. 4. D Notice of Informal Patent Application, PTO-152.
Information on How to Effect Drawing Changes, PTO-1474. e. O
Partll SUMMARY OF ACTION *
1. Wms ‘ - 3 | are pending In the application.
Of the above, claims . are withdrawn from consideration.
2. D Claims . _have been cancelled.
3. D Claims are allowed.
4. mlalms \ - 3‘ ' are rejected.
5. D Claims are objected to.
6. D Claims, are subject to restriction or election requirement.

7. D This application has been filed with informal drawings under 37 C.F.R. 1.85 which are acceptable for examination purposes.

8. D Formal drawings are required in response to this Office action.

9. D The corrected or substitute drawings have been ived on . Under 37 C.F.R. 1.84 these drawings
are O ptable; [Jnot ptable (see exp or Notice of Draftsman’s Patent Drawlng Revlew, PTO-948).
10. D The proposed additional or substitute sheet(s) of drawings, filed on . has (have) been [lapproved by the - e
examiner; [Jdlsapproved by the examiner (see explanation). -
1. D The proposed di g correctlon, filed has been [Japproved; [ disapproved (see exp
12. [ Acknowiedgement is made of the ciaim for priority under 35 U.S.C. 119. The certifled copy has L been recaived [ not been recelved
O been filed in parent application, serial no. ; filed on
13. D Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in
d. with the practice under Ex parte Quayle, 1935 C.D. 11;453 0.G. 213.
14, D Other

vy

EXAMINER'S ACTION
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Serial No. 08/471964
Art Unit 2413

[138]

This application is a continuation of the pending application
serial no. 08/023398.

1. The drawings are objected to because of the reasons set forth
in the PTOL-948. Correction is required.

2. The title of the invention is not descriptive. A new title is
required that is clearly indicative of the invention to which the
claims are directed.

3. The Abstract of the Disclosure is objected to because the
content of the abstract exceeds 250 words and because the title of
the invention should not included in the abstract. Correction is
required. See M.P.E.P. § 608.01(b). |

4. The following is a quotation of the first paragraph of 35
U.s.C. § 112:

The specification shall contain a written description of the
invention, and of the manner and process of making and using
it, in such full, clear, concise, and exact terms as to enable
any person skilled in the art to which it pertains, or with
which it is most nearly connected, to make and use the same
and shall set forth the best mode contemplated by the inventor
of carrying out his invention.

The specification is objected to under 35 U.S.C. § 112, first
paragraph, as failing to provide an adequate written description of
the invention.

The specification fails to make clear what the problems in the
prior art that the present invention intends to overcome.

5. Claims 1-31 are rejected under 35 U.S.C. § 112, first

paragraph, for the reasons set forth in the objection to the

specification.
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Serial No. 08/471964 3
Art Unit 2413
6. The following is a quotation of the appropriate paragraphs of

35 U.S.C. § 102 that form the basis for the rejections under this
section made in this Office action:

A person shall be entitled to a patent unless --
(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or
on sale in this country, more than one year prior to the date
of application for patent in the United States.
7. Claims 1-2, 8-12, 16 are rejected under 35 U.S.C. § 102(b) as
being anticipated by Lightner’US/3718906.
Lightner disclose a method for transferring audio signal over
telecommunication links by forming connection between the seller

and purchaser, selling electronically by the seller to the

purchaser, desired audio signal and transferring the audio signal

over the telecommunication 1links. See figs. 1, 10 and their
description.
8. The following is a quotation of 35 U.S.C. § 103 which forms

the basis for all obviousness rejections set forth in this Office
action:

A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102
of this title, if the differences between the subject matter
sought to be patented and the prior art are such that the
subject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in
the art to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the invention-
was made.

Subject matter developed by another person, which qualifies as
prior art only under subsection (f) or (g) of section 102 of
this title, shall not preclude patentability wunder this
section where the subject matter and the claimed invention
were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same
person. .

9. Claims 3-7, 15, 17-31 are rejected under 35 U.S.C. § 103 as
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Serial No. 08/471964"
Art Unit 2413

|

)
being unpatentable over Ogaki et al in view of Lightner.

Ogaki et al discloses all that is claimed except that he does
not disclose transferring audio or video signals. However, he does
disclose transferring the software programs through
telecommunication lines for distributing or selling these programs
to consumers. Lightner discloses transferring audio/video signals
through telecommunications lines for distributing or selling to
purchasers. It would have been obvious to one of ordinary skill in
. the art to transfer or seller distribute audio/video signals in the
system and method taught by Ogaki et al. It would have been
obvious because one of ordinary skill in the art, based on common
knowledge and common sense, would be able to recognize a
substitution of the contents of the software program signals with

the audio/video signals.

10. Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen,
whose telephone number is (703) 305-9687. The examiner can

normally be reached on Monday through Friday, from 8.30 A.M to 5.00
P.M..

If attempts to  reach the examiner by telephone are
unsuccessful, the examiner’s supervisor, Robert Beausoliel, can be
reached on (703) 305-9713. The fax phone number for this Group is
(703) 305-9724.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptlonlst whiose
telephone number is (703) 305-9600.

!

HQA T. NGUYEN

GROUP 2400
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FORM PTO-892 U.5. DEPARTMENT OF COMMERCE SERIAL NO. FRODASIINT] arracument
)

(REV. 2-92) PATENT AND TRADEMARK OFFICE 0 8/‘/ -7/ qe()l | St !E o o 5

NUMBER

APPLICANT(S)

HAR

NOTICE OF REFERENCES CITED

U.S. PATENT DOCUMENTS

a8 [6 7091814 | 2/87 Geddes 36 s
1HEGE7[2519 | ose Fockulond |93 38
cBla(9l o0 luljf)é #uoahpg 5251 381
eS|l BE ] 2/93 HAIR 39lsy | Ch3/sk
felalelsiull9l9] 3/29 Ogaks otal  |3ylyp
‘PPlsfblel 2/75 binhtoer 9351 &)
o 4SS |G| 8/85| Nakalima ol |35 8¢
e Bole| efes | Abcihaw |30l gC
{ 5P & |6l > 7/;?5‘ %—’r-ee.nta (S 34| Yoo
P H[BQ 83 12]ss Bru SN Byv|22s. 30
K
FOREIGN PATENT DOCUMENTS
L A .-
M
N
(o]
P
Q
OTHER REFERENCES (including Author, Title, Date, Pertinent Pages, Etc.)

R
S
T

Tl e

ot NGoven 12/95

* A copy of this reference is not being furnished with this office action.
(See Manual of Patent Examining Procedure, section 707.05 (a).)

NP B4
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Form PTO 948 (Rev. 10-94) U.S. DEPARTMENT OF COMMERCE - Patent and Trademark Office Application Nu.'j 2{ i b 2

NOTICE OF DRAFTSPERSON’S PATENT DRAWING REVIEW

PTO Draftpersons review all originally filed drawings regardless of whether they are designated as formal or informal. Additionally,
patent Examiners will review the drawings for compliance with the reulations. Direct telephone inquiries concerning this review to
the Drawing Review Branch, 703-305-8404. : :

The drawings filed (insert dale)_b:_é_ij , are . View and enlarged view not labled separatly or properiy. .
A not objected to by the Draftsperson under 37 CFR 1.84 or §.152. Fig(s) .
N Scetional views. 37 CFR 1.84 (h) 3

B. bj {10 by the Draftsperson under 37 CFR 1.84 or 1.152 2
indic below. The Examiner wil) require sub of new, corrected — Natching not indicated for sectional portions of an object.
drawings when necessary. Corrected drawings musl be submitied Fig(s) P ‘
according to the instructions on the back of this Notice. : — Cross section not drawn same as view with parts in cross section +
with regularly spaced paralie! oblique strokes. Fig(s)
1. DRA\YINGS‘ 37 CFR 1.84(a): Acceptable categarics of drawings: K. ARRANGEMENT OF VIEWS. 37 CFR 1.84(i) *
Black ink. C"_""-. S - Wonrls do not appear on a horizontal, left-to-right fashion when .
— Notblack solid lines. l-u‘z(.\) —— page is cither upright or turmed so that the top becomes the right i
— gol(o; drawings are not acceptable until petition is granted. side, except for graphs. Fig(s) ;
igs) ) N . )
2. PHOTOGRAPHS. 37 CFR |.83(h) 9. SCALE. 37 CIR 1.84(k) I . :
Photographs are not acceptable until petition is granted. —— Scale not large enough to show mechanism with crowding i
—_ Fig(s) when drawing is reduced in size to two-thirds in reproduction. s
—— Photographs not properly mounted (must use brystol board or l-ng!.\') — P - R ! ~
photographic double-weight paper). Figs)____ — h}dmauon such as “actual size” or scale 1/2” not permitted. H
— Poorquality (half-ome). Fig(s)_____ Fig(s) : 3
3. GRAPHIC FORMS. 37 CFR 1.84 (d) 10. CHARACTER OF LINES, NUMBERS, & LETTERS. 37 CFR | NS
— Chemical or mathematical formula not labeled as separate figure. 1.84(1) 3 "
Fig(s) —— Lines, numbers & letiers not uniformty thick and well defined, '
— Group of waveforms not presented as a single figure, using clean, durable, and black (except for color drawings). .
common vertical axis with time extending along horizontal axis. Fig(s) H N
Fig(s). ) . 11. SHADING. 37 CFR 1.84(m) ‘
— lnd.mdu'als w:{vcforn) not |dcnl.iﬁed folh a separate letter —— Solid black shading arcas not permitted.
designation adjacent to the vertical axis. Fig(s) Fig(s)
4. TYP’; OF PAP;:RV'SJ CIFR “84(;_) " bi J durabl _ Shade lines, pale, rough and blurred. Fig(s),
aper not fle. 3 . white, s th, nons L able.
— snE::(:)o Hible, strong. white. smooth, nonshiny, and durable 12. NUMBERS, LETTERS, & REFERENCE CHARACTERS. 37 CFR
: oS nterlinent: -84(p) .
Erasures, alterations, ritings, interlineations, ks, CTeaseD) . . i
-y :npy "l,(;:hi::i:‘;.;::ij ',‘cc:;’“l::a|:l,'(;;:)cm/‘ :‘2 umbers and referenge chgracters not plain and legible. 37 CFR E
— MyTar, velum paper is not acceptable (too thin). Fig(x)/ l;m(m“) Fig(s), [ . . N
s. SIZE OF PAPER. 37 CFR 1.84(1): Acceplable sizes: —— . '\""”mts and referente churac!crs'_uol oriented in same direction
21.6 cm. by 35.6 cm. (8 /2 by 14 inches) asthe view. 37 CFR |.84(p)D) Figls)
21.6 cm. by 33.1 cm. (8 /2 by 13 inches) .. English alphabet not used. 37 CFR 1.84(p)(2) i
Figs) ___ N

21.6 cm. by 27.9 cm. (8 I/2 by 11 inches)
21.0 cm. by 29.7 cm. (DIN size Ad)
All drawing sheets not the same size. Sheel(s)

— Numbers, letiers, and reference characters do not measure at least
32 cem. (18 inch) in height. 37 CFR(p)(3)

— Drawing sheet not an acceptable sizc. Sheel(s) Fig(s) . :
6. MARGINS. 37 CFR 1.84(g): Acceptable margins: 13. LEAD LINES. 37 CFR 1.84(q) . .
— Lead lines cross cach other. Fig(s) :

Paper size — Lead lines missing. Fig(s).
CIEESARTRTTRIDAT " . o e or s ey
L 64 cm. (/47 dem. (147 64 em.( 1) 25¢m. beginning with number 1. Sheel(s)
: : 2: ::ﬁ“; : cmm 8;:'; 2 ZT E:Z'; :(5) f:: |5-N_U‘\\/,l‘|:5|: rSf::Inl?l:rsed Zrﬁffunlvi‘l‘;:’:nd in Arabic numerals, C.
Yo do st cofom o chartsove _ View numbers no presedet & e g

o 4
——Top(T) ___Left (L) ___Right (R) __Bottom (B) . Fig(s)
16. CORRECTIONS. 37 CFR 1.84(w)
. VIEWS. 37 CFR 1.84(h) . N
REMINDER: Specification may require revision to correspond to — Corrections not mado from prior PTO-948.

~

drawing changes. Fig(s).

— All views not grouped together. Fig(s) 17. DESIGN DRAWING. 37 CFR 1.152

— Views connected by projection lines or lead lines. — Surface shading shown not appropriate. Fig(s)
Fig(s). — Solid black shading not used for color contrast.
Partial views. 37 CFR 1.84(h) 2 Fig(s)

COMMENTS:

e SEST AVAILABLE COPY --._

} . . .
.. " ATTACHMBNT TO PAPER NO._/ g , ,!}BV.IBW% DATE_"2 fif- S
= PTOCopy ~ [/ - a5 WSS ot R

T .
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NG )
%3’:
¢ REMINDER
&;.
\* Drawing changes may also require changes in the specification,
8 e.g., il Fig. 1 is changed to Fig. 1A, Fig. IB, Fig. IC, etc., the
f: specification, at the Brief Description of the Drawings, must
: likewise be changed. Please make such changesby 37CFR 1.312 ,
Amendment at the time of submitting drawing changes.

INFORMATION ON HOW TO EFFECT BRAWING CHANGES

1. Correction of Informalities--37 CFR 1.85

File new drawings wiih the changes incorporated therein, The application number or the title of the

invéntion, inventor's name. docket number (iFany), and the name and telephone number of a person

tocall if the Office is unable 1o match the drawings to the proper application, should be placed on the .
back of each sheet of drawings in accurdunce with 37 CFR 1.84(c). Applicunt may delay filing of the

new drawings uniil receipt of the Notive of Allowability {PTOL-37). Extensions of time inay bhe

obtained under the provisions of 37 CER 1136, The dia i 2shouid be fled as o separate paper with

atransmitial letier addrossed w tie Drawing Review Branch

[

Timing of Corrections

Applicant is required to submit aceeptabic correcied drievings within the three-month shortened
statutory period set in the Notice of Aliowability (PTOL-37). 1T a curectios is determined to be
unaceeplable by the Oifice, applicant niust arrange to have sccepiable correction resubmitied within
the original three-month period to avoid the necessity of eblaining us extension of time and paying the
extension fee. Therefore, applicant should {ile correcied drawings as soon as possible.

. Failure to take corvective action within set (or extended) period will result in ABANDONMENT of
the Application.

l :
: 3. Corrections other than Informalities Noted by the Drawing Review Branch on the Form PTO 948

| All changes to the drawings, other than informalities noted by the Drawing Review Branch, MUST
! be approved by the examiner before the application will be allowed. No changes will be permitted -

to be made, other than correction of informalitics, unless the examiner has approved the.proposed -~
changes.’ o

1 AVAILABLE COPY

. . . N

Page 00049



UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

SERIAL NUMBER | FILING DATE | FIRST NAMED APPLICANT | ATToRNEY DOCKET NO.
08747/G6H  of6)95 Hair Hour - [€onT 1
r I EXAMINER
ART UNIT [ PAPER NUMBER
NI ¢

DATE MAILED:

EXAMINER INTERVIEW SUMMARY RECORD

All participants (applicant, applicant’s representative, PTO personnel):

M- A’Y\%QJ) §(‘lf\mm/(‘+’é/ @ d—Loﬁb %%W CPTO\
o 0 Ml AAIC @ |

Date of interview f/-’ )Q
[ / /
Type: [J Telephonic E@al {copy is given to B@icam applicant’s representative).

Exhibit shown or demonstration conducted: [J Yes [J No. If yes, brief description:

Agreement [J was reached with respect to some or all of the claims in question. O was not reached.

Claims discussed:

Identification of prior art discussed:

Doscrition of the gnerel nture f what was a7 i ansesment s reschet, or anyather comments 30! [fea £2plainn
The o\az M@/ﬁ‘c\eoh&/ botume,, The diselosed /W/bjfm« M_U\x %adw\%/\
ﬂmmmé’ﬂ o (LT/HM @m/b Aedl o Ffum ar)
Am,m,%fm‘ amu\&‘tﬁuz IY\&QWMCQQAM o meJQ J/Mm%d'

Swaa& -

(A fuller description, if necessary, and a copy of the amendments, if available, which the examiner agreed would render the claims allowable must be
attached. Also, where no copy of the amendments which would render the claims allowable is available, a summary thereof must be attached.)

Unless the paragraphs bejow have been checked to indicate to the contrary, A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION(IS
ST INCLUDE THE SUBSTANCE OF THE INTERVIEW (e.g., items 1—7 on the reverse side of this form). If a response to the
as already been filed, then applicant is given one month from this ir)terview date to provide a statement of the substance of the intervigw.

last Office acti

is not necessary for applicant to provide a separate record of the substance of the interview.

[0 sSince the examiner’s interview summary above (including any attachments) reflects a complete response to each of the objections, rejectiong and
requirements that may be present in the last Office action, and since the claims are noy ajlowable, this complgted form is considered to fulfil| the
response requirements of the last Office action.

Exarv’ner’s Signature
PTOL-413 (REV. 1-84)

ORIGINAL FOR INSERTION !N RIGHT HAND FLAP OF FILE WRAPPER
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‘ sarenr P29

mey’s‘bocket No. _ HAIR-1 CONT III

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE %
in re application of: -Arthur R. Hair
Serial No.: 0 8 /471,964 Group No.: 2413
Filed: June 6, 1995 Examiner: H. Nguyen E oz e
For. A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO E : : -
OR AUDIO SIGNALS 2SES
o D
. R . ~NJOLTY MY gy
Assistant Commissioner for Patents LR
Washington, D.C. 20231 ]
S
=
¥

1203
1202
1217

31

AMENDMENT TRANSMITTAL

1. Transmitted herewith is an amendment for this application.

STATUS

2, Applicant is
K] a small entity. A verified statement:

0 is attached. N
&l was already filed.
O other than a small entity.

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8a)

| hereby certify that this correspondence is, on the date shown below, being:

MAILING FACSIMILE

{J transmitted by facsimile to the

X deposited with the United States Postal
Patent and Trademark Office.

Service with sufficient postage as first class
mail in an envelope addressed to the

Assistant Commissioner for Patents, -
Washington, D.C. 20231. ) //\ )\0
Signature

Date: _Zlé‘_j_q_é Tracey L. Milka
(type or print name of person certifying)

(Amendment Transmittal [9-19}—page 1 of 4)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Supplement Amendments) — If a timely and complete response
has been filed after a Non-Final Office Action, an extension of time is not required to permit filing and/or
entry of an additional amendment after expiration of the shortened statutory period.

If a timely response has been filed after a Final Office Action, an extension of time is required to permit
filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment after expiration
of the shortened statutory period unless the timely-filed response placed the application in condition
for aflowance. Of course, if a Notice of Appeal has been filed within the shortened statutory period,
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 34-35).

NOTE: See 37 CFR 1.645 for extensions of time in interference proceedings, and 37 CFR 1.550(c) for extensions
of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 CFR
1.136 apply.

(complete (a) or (b), as applicable)

(@ Applicant petitions for an extension of time under 37 CFR 1.136
(fees: 37 CFR 1.17(a)-(d) for the total number of months checked below:

Extension Fee. for other than Fee for
(months) small entity small entity
O one month $ 110.00 $ 55.00
O two months $ 380.00 $190.00
three- months $ 900.00 $450.00
O four months $1,400.00 $700.00
Fee $ _ 450.00

If an additional extension of time is required, please consider this a petition therefor.
(check and complete the next item, if applicable)

O An extension for months has already been secured and the
fee paid thereforof & is deducted from the total fee due for the total
months of extension now requested.

Extension fee due with this request &
OR

(b) O Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19}—page 2 of 4)
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. FEE FOR CLAIMS
4. The fee for claims (37 CFR 1.16(b)-(d)) has been calculated as shown below:
OTHER THAN A
(Col. 1) (Col. 2) (Col. 3)  SMALL ENTITY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY  PRESENT ADDIT. ADDIT.
AMENDMENT PAID FOR EXTRA  RATE FEE OR RATE  FEE
TOTAL * 43 MINUS = gy = 32 X= 3 35500 7%
INDEP. *  , MINUS = 8 = 5 x39= $ o3, 09 X8= $
O FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +125= § +250= %
TOTAL OR TOTAL
ADDIT. FEE $ 586.00 ADDI..
FEE $

* If the entry in Col. 1 is less than entry in Col. 2, write *0” in Col. 3.

If the “Highest No. Previously Paid for™ IN THIS SPACE is less than 20, enter “20".

" If the “Highest No. Previously Paid For” IN THIS SPACE is less than 3, enter “3".
The “Highest No. Previously Paid For” (Total or indep.) is the highest number found in the appropriate
box in Col. 1 of a prior amendment or the number of claims originally filed.

WARNING: “After final rejection or action (§ 1.113) amendments may be made cancelling claims or complying
with any requirement of form which has been made.” 37 CFR § 1.116(a) (emphasis added).

H

(complete (c) or (d), as applicable)
(¢0 O No additional fee for claims is required.
OR
(d) @ Total additional fee for claims required $§ 386.00
FEE PAYMENT

5. K Attached is a check in the sum of $ _1.036.00
J Charge Account No. the sum

of $

A duplicate of this transmittal is attached.

(Amendment Transmittal [8-19}—page 3 of 4)
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FEE DEFICIENCY

NOTE: If there is a fee deficiency and there is no authonzation to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorization to charge is included, processing delays are
encountered in retuming the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge the deposit account for any fee deficiency should be
checked. See the Notice of Apnl 7, 1986, (1065 O.G. 31-33).

6. If any additional extension and/or fee is required, charge Account No.
19-0737

AND/OR

& If any additional fee for claims is required, charge
Account No. __19-0737

SIGNATURE OF ATTORNEY Y

Reg. No.. 30,587 Ansel M. Schwartz
(type or print name of attorney)
425 N. Craig Street

Tel. No.: ( 412) 621-9222 Suite 301
P.O. Address

Pittsburgh, PA 15213

(Amendment Transmittal [9-19}—page 4 of 4)
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In re Application of: )
) b
- ARTHUR R. HAIR )
- )
Serial No. 08/471,964 )
) .
Filed: June 6, 1995 ) A SYSTEM FOR TRANSMITTING !
) DESIRED DIGITAL VIDEO OR (v
Art Unit: 2413 ) AUDIO SIGNALS 4lt¥
)
Patent Examiner: )
) )
H. Nguyen )
Pittsburgh, Pennsylvania 15213
37 y July 3, 1996 CERTIFICATE OF MAILING
W | |
\ | hereby certify that the correspondence is
j\ Assistant Commissioner for Patents being deposited with the United States Postal
Washington, D.C. 20231 e ey e o

Trademarks, Wash 20231,
0:‘3 ein:r s, Wasl ?50}14132

" M
AMENDMENT ! Aasel M Schwart
Reglstratnon No. 30,587

yi 3/74,
Date '

In response to the Office Action dated January 4, 1996, please enter the

following amendments to the above-identified application as follows:

Please amend the title to -- A SYSTEM AND METHOD FOR

TRANSMITTING DESIRED DIGITAL VIDEO OR DIGITAL AUDIO SIGNALS -- .

Page 00055



?;‘ , . .

3
{

Lo
4.

L IN THE ABSTRACT:

Line 13, after "lines" insert -J while the second memory is in possession and

/B( control of the second party f- .

\ Line 14, after "signals." delete the remainder of the abstract.
| IN THE SPECIFICATION:
:
, Page 3, line 11, after "copied." add the following.

-- Thus, as is apparent from the above discussion, the inflexible form in which
the songs are purchased by an end user, and the distribution channels of the songs, requires the

{j end user to go to a location to purchase the songs, and not necessarily be able to purchase only
/@ the songs desired to be heard, in a sequence the end user would like to hear them. This is not

limited to just songs, but also includes, for example, videos. --

Page 3, line 14, after "music” insert —or digital video -- .

Page 3, line 17, after "music" insert -- or digital video -- .

Page 00056



. .‘
)
'

Page 3, line 20, after "music" insert -- or digital video -- .
Page 3, line 23, after "music" insert -- or digital video -- .
Page §, line 6, after "to" insert -- preferably -- .

Page 5, line 7, after "means" inért -- or mechanism -- .
Page 5, line 8, after "or" insﬁrt -- digital -- .

Page 5, line 8, after "signals” insert -- preferably -- .

Page 5, line iO, after "means" insert -- or mechanism -- .
Page 5, line 11, after "first memory" insert -- preferably -- .
Page 5, line 12, after "or" insert -- digital -- .

7~

Page §, line 13, after "means" insert -- or mechanism -- .

/

Page 5, line 16, after "receiver” insert -- preferably -- .
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Page §, line 16, delete "at a location”.

[

Page 5, line 17, delete "determined by the second party".

.r

Page 5, line 17, change “the receiver” to --\'»{hile the receiver -- .

Page S, line 18, after "party." ins{

location determined by the second pm&{- .

The receiver is placed at a second party

Page §, line 18, change "There" to -- Preferably, there -- .

,L:m—«-«f""‘"%’\ _&;’3 r.m

S
-

. o .

Pége 5, line 18, after "means" insert -- or mechanism -- .

= e

Timrmes

Page 5, line 19, after "digital" insert -- video or digital audio -- .

, Page 6, line 13, after "invention" insert -- preferably --

Page 10, line 6, before "audio” insert -- digital -- .

Page 10, line 7, after "first party" ins&,/rt -- preferably -- .
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Page 10, line 12, after "first memory" insert -- preferably -- .

Page 10, line 13, after "or" insert -- digital -- .

Page 10, line 15, after "or" insert -- digital -~ .

Page 10, line 17, after "receiver” insé -- preferably -- .

‘ Page 10, line 17, deleé’at a location determined by the".
Page 10, line 18, delete "second party".

Page 10, line 18, change "The" to -- %hile the -- .

Page 10, line 19, after "party." insedl‘he receiver is placed by the second

party at a second party location determined by the second party. f-

Page 10, line 19, after "There" insert -- preferably --

Page 10, line 20, after "or" ingt -- digital -- .
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Page 10, line 22, after "music" insert -- or digital video -- .

Page 10, line 25, after "music" insert -- or digital video -- .

Page 11, line 11, after "information." insert the following.

-- For instance, the present invention is a system 100 for transferring digital
video signals from a first party to a second party. The system 100 comprises a first party
control unit 20 having a first memory having a plurality of desired individual video selections
as desired digital video signals. The first party control unit 20 also has means or a mechanism
for the first party to charge a fee to the second party for access to the desired digital video

6 signals. The system 100 also comprises a second party control unit 50 having a second party
control panel 50a, a receiver and a video display for playing the desired digital video or digital A
audio signals received by the receiver. The second party control panel 50a is connected to the
video display and the receiver. The receiver and the yideo display is operatively controlled by
the second party control panel 50a. The second party control unit 50 is remote from the first
party control unit 20. The second party control pnit 50 is placed by the second party at .a
second party location determined by the second party which is remote from the first party
control unit 20. The second party chooses the desired digital video signals from the first
memory with the second party control panel 20a. The system 100 is also comprised of

telecommunications lines connected to the first party control unit 20 and the second party
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control unit 50 through which the desired digital video signals are electronically transferred
from the first memory to the receiver while the second party control unit 50 is in possession

and control of the second party after the desired digital video signals are sold to the second

party by the first party.

Preferably, the second party control unit 50 includes a second memory which is
connected to the receiver and the video display. ‘The second memory stores the digital video
signals that are received by the receiver for providing them to the video display. The second
party control unit 50 preferably includes a second party hard disk 60 which stores a plurality of
digital video signals, and a playback random access memory chip 50d electronically connected
to the second party hard disk 60 for storing a replica of the desired digital video signals as a
temporary staging area for playback. The second party control unit 50 includes a sec;)nd party
control integrated circuit 50b which controls and executes commands of the second party and
is connected to the second party hard disk 60, the playback random access memory 50d, and
the first party control integm@ circuit 20b through the telecommunications lines. The second
party control integrated circuit 50b preferably includes the receiver. Additionally, the second
party control unit 50 includes a second party control panel 20a through which the second party
control integrated circuit 20b is programmed and is sent commands and which is connected to
the second party integrated circuit 50b. Preferably, the second party control unit 50 includes
an incoming random access memory chip 50c connected to the second party hard drive 60 and

the second party control integrated circuit 50b, and the first party control unit 20 through the

Page 00061



1
.

telecommunications lines for temporarily storing the desired digital video signals received from
the first party's control unit 20 for subsequent storage to the second party hard disk 60.
Preferably, the video display includes a video display unit connected to the playback random
access memory chip 50c and to the second party integrated circuit 50b for displaying the

desired digital video signals.

The first party control unit 20 preferably includes a first party hard disk 10
having a plurality of digital video signals which include the desired digital video signals, and a
sales random access memory chip 20c electronically connected to the first party hard disk 10
for storing a replica of the desired digital video signals of the first party's hard disk 10. The
first party control unit 20 preferably includes a first party control integrated circuit 20b which
controls and executes commands of tﬁe first party and is connected to the first party hard disk
10, the first party sales random access memdry 20c, and the second party control integrated
circuit 20b through the telecommunications lines. The first party control integrated circuit 20b
and the second party control integrated circuit 50b regulate the transfer of the desired digital
video signals. The first party control unit 20 preferably also includes a first party control
. panel 20a through which the first pafty control integrated circuit 20b is programmed and is

sent commands and which is connected to the first party control integrated circuit 20b.

The means or mechanism for charging a fee includes means or a mechanism for

charging a fee via telecommunications lines by the first party to the second party at a location
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remote from the second party location. Preferably, the second party has an account and the
means or mechanism for charging a fee includes means or a mechanism for charging the
account of th= second party. Preferably, the means or mechanism for charging the account
includes means or a mechanism for charging a credit card number of the second party.
Preferably, the means or mechanism for electronically selling includes means or a mechanism
for electronically selling includes means or a mechanism for charging a fee via
telecommunications lines by the first party to the second party at a first party location remote
from the second party location. Preferably, the second party has an account and the means or
mechanism for ch;rging a fee includes means or a mechanism for charging the account of the
second party. Preferably, the means or mechanism for charging the account includes means or
a mechanism for receiving a credit card number of the second party. The means or
mechanism for rece-:iving a credit card number preferably is part of the control integrated

circuit 20b. The telecommunications lines are preferably telephone lines 30.

The present invention also pertains to a method for transmitting desired digital
video signals stored in a first memory having a plurality of individual video selections as
digital video signals of a first party at a first party location to a second party at a second party
location so the second party can view the desired digital video siénals. The method comprises
the steps of placing by the second party a receiver, and a video display connected to the
receiver at the second party location determined by the second party which is remote from the

first party location. Next, there is the step of charging a fee by the first party to the second
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party at a location remote from the second party location so the second party can obtain access
to the desired digital video signals. Then, there is the step of connecting electronically via
telecommunications lines the first memory with a receiver of the second party while the
receiver is in possession and control of the second party. Next, there is the step of choosing
the desired digital video signals by the second party from the first memory of the first party so
desired digital video selections are selected. Néxt, there is the step of transmitting the desired
digital video signals from the first memory with a transmitter in control and possession of the
first party to the receiver of the second party while the receiver is in possession and control of
the second party at the second party location determined by the second party. Next, there is
the step of displaying the desired video signals feceived by the receiver on a video display in

possession and control of the second party. The video display is connected with the receiver.

Preferably, the step of charging a fee includes the step of charging a fee via
telecommunications lines by the first party to the second party so the second party can obtain
access to the desired digital video signals étored on the first memory. Preferably, the second
party has an account and the step of charging a fee ingludes the step of charging the account of
the second party. Preferably, the step of charging the account of the second party includes the
steps of telephoning the first party coﬁ&olﬁng use of the first memory by the second party.
Then, there is the step of providing a credit card number of the second party controlling the
second memory to the first party controlling the first rﬁemory so the second party is charged

money. Preferably, the means or mechanism for the first party to charge a fee includes means

-10-
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or a mechanism for transferring money electronically via telecommunications lines to the first

party at a location remote from the second memory at the second location. --

IN THE CLAIMS:

1. (Amended) A method for transferring desired digital video or digital audio

signals comprising the steps of:

forming a connection through telecommunications lines between a first memory

of a first party and a second memory of a second party control unit of a second party, said first

memory having said desired digital video or digital audio signals;

selling electronically by the first party to the second party through
telecommunications lines, the desired digital video or djgital audio signals in the first memory;

and

transferring the desired digital video or digita] audio. signals from the first

memory of the first party to the second memory of the second party contro] unit of the second
party through telecommunications lines_while the second party control unit with the second

-11-
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5/ (Amended) A method as described in Claim [1] j including after the

transferring step, the step of storing the desired digital video or digital audio signals in the

second memory.

,3/- (Amended) A method as described in Claim p4 including before the
transferring step, the step of eleqtronically coding the desired digital video or digital audio
signals into a configuration which would prevent unauthorized reproduction of the desired
digital video or digital audio signaié.

7/{ (Amended) A method as described in Claim,é’wherein the first memory
includes a first party hard disk having a plurality of digital video or digital audio signals, and a
sales random access memory chip which temporarily stores a replica of the desired digital
video or digital audio signals purchased by the second party 'for subsequent transfer via
telecommunications lines to the second memory of the second party; and including before the
transferring step, there is the step of storing a replica of the desired digital video or digital

" audio signals from the hard disk into the sales random access memory chip.

-12-
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$,8( (Amended) A method as described in Claim’/a/wherein [there is] the second
party control unit has a second party integrated circuit which controls and executes commands
of the second party, and a second party control panel connected to the second party integrated
circuit, and before the forming step, there is the step of commanding ihe second party
integrated circuit with the second party control panel to initiate the purchase of the desired

digital video or digital audio signals from the first party.

75‘ (Amended) A method as described in Claim 5 wherein the second memory

of the second party control unit includes an incoming random access memory chip which

temporarily stores the desired digital video or digital audio signals received from the sales
random access memory chip, a second party hard disk for storing the desired digital video or
digital aqdio signals, and a piayback random access memory chip for temporarily storing the
desired digital video or digital audio signals for sequential playback; and the storing step
includes the steps of storing the desifed__ digitai. video or digital audio signals in the incoming
random access memory chip, transferri;lg the desired digital video or digital audio signais from
the incoming random access memory chip to the second party hard disk, storing the desired
digital video or digital audio signals in the second party hard disk, commanding the second
party integrated circuit with the second party control panel to play the desired digital video or
digital audio signals and transferring a replica of the desired digital video or digital audio
signals from the second party hard disk to the playback random access memory chip for

playback.

-13-
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ﬂ./ (Amended) A method as described in Claim ﬂ including after the

transferring step, there is the step of repeating the commanding, playing, and transferring a

replica steps.

I
/K (Amended) A method for transferring digital video or digital audio signals

from a first party to a second party comprising the steps of:

entering into a second party control panel of [a] the second party control unit of

[a] the second party commands by the second party to purchase desired digital video or digital

audio signals from a first party;
forming a connection through telecommunications lines between a first memory
of the first party and a second memory of the second party control unit, said first memory

having desired digital video or digital audio signals;

selling electronically by the first party to the second party through

telecommunications lines, the desired digital video or digital audio signals in the first memory;

-14-
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transferring the desired digital video or digital audio signals from the first
memory of the first party [to] into the second memory of the second party through

telecommunications lines while the second memory is in possession and control of the second
party;

entering into the second party control panel commands to play the desired
digital video or digital audio signals in the second memory of the second party control unit;

and

playing the desired digital video or digital audio signals with the second party

control unit.

i
! ﬂ (Amended) A system for transferring digital video or digital audio signals

comprising:
a first party control unit having a first memory having desired digital video or
digital audio signals, and means or a mechanism for electronically selling the desired digital

video or digital audio signals;

a second party control unit having a second party control panel, a second

memory connected to the second party control panel, and means or a mechanism for playing

-15-
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the desired digital video or digital audio signals connected to the second memory and the

second party control panel, said playing means or mechanism operatively controlled by the

second party control panel, said second party control unit remote from the first party control

telecommunications lines connected to the first party control unit and the second
party contro! unit through which the electronic sales of the desired digital video or digital -
audio signals occur and through which the desired digital video or digital audio signals are
electronically transferred from the first memory to the second memory while the second

memory is in possession and control of the second party after the desired digital video or
digital audio signals are sold to the second party by the first party.

13 VA

. (Amended) A system as described.in Claim ,(f wherein the first party
control unit includes a first party hard disk having a plurality of digital video or digital audio
signals which include the desired digital video or digital audio signals, and a sales random
access memory chip electronically connected to the first party hard disk for storing a replica of
the desired digital video or digital audio signals of the first party's hard disk.

W )3 -
,14'. (Amended) A system as described in Claim }G’wherein the second party

control unit includes a second party hard disk which stores a plurality of digital video or digital

-16-
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audio signals, and a playback random access memory chip electronically connected to the
second party hard disk for storing a replica of the desired digital video or digital audio signals

as a temporary staging area for playback.

52’. (Amended) A system as described in Claim })j{ wherein the first party
control unit includes a first party control integrated circuit which controls and executes
commands of the first party and is connected to the first party hard disk, the first party sales
random access memory, and the second party control integrated circuit through the
telecommunications lines, said first party control integrated circuit and said second paﬁy
control integrated circuit regulate the transfer of the desired digital video or digital audio
signals; and a first party control panel through which the first party control integrated circuit is
programmed and is sent commands and which is connected to the first party control integrated
circuit.

b B

15 (Amended) A system as described in Claim ll'wherein the second party
control unit includes a secqnd party control integrated circuit which controls and executes
commands of the second party and is connected to the second party hard disk, the playback
random access memory, and the first party control integrated circuit through the
telecommunications lines, said second party control integrated circuit and said first party
control integrated circuit regulate the transfer of the desired digital video or digital audio

signals; and a second party control panel through which the second party control integrated
-17-
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circuit is programmed and is sent commands and which is connected to the second party
integrated circuit.

,)Z./(Amended) A system as described in Claim ,1)/3? wherein the second party
control unit includes an incoming random access memory chip connected to the second party
hard drive and the second party control integrated circuit, and the first party control unit
through the telecommunications lires for temporarily storing the desired digital video or digital
audio signals received from the first party's control unit for subsequent storage to the second
party hard disk.

¥ 17

],5./ (Amended) A system as described in Claim W wherein the second party
control unit includes a video display unit connected to the playback random access memory
chip and to the second party integrated circuit for displaying the desired digital video or digital
audio signals.

9@'

J6. (Amended) A method for transmitting desired digital video or digital audio
signals stored on a first memory of a first party to a second memory of a second party

comprising the steps of: .

-18-
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selling electronically via telecommunications lines to the second party at a

location remote from the first memory by the first party controlling use of the first memory,
said second party financially distinct from the first party, said second party in control and in

possession of the second memory;

connecting electronically via telecommunications lines the first memory with the
second memory such that the desired digital video or digital audio signals can pass

therebetween;

transmitting the desired digital video or digital audio signals from the first
memory with a transmitter in control and poésession of the first party to [a] the receiver of the

second party control unit having the second memory at [a] the location determined by the

second party[,] while said receiver is in possession and control of the second party; [and]

storing the digital video or digital audio signals in the second memory; and

-19-
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M( (Amended) A system for transmitting desired digital video or digital audio
signals stored on a first memory of a first party to a second memory of a second party

comprising:

means or a mechanism for transferring money electronically via
telecommunications lines from the second party to the first party controlling use of the first
memory, at a location remote from the second memory, said second party controlling use and

in possession of the second memory;

means or a mechanism for connecting electronically via telecommunications
lines the first memory with the second memory such that the desired digital video or digital
audio signals can pass therebetween, said connecting means mmgchamsm in electrical

communication with the transferring means or mechanism;

means or a mechanism for transmitting the desired digital video or digital audio
signals from the first memory with a transmitter in control and possession of the first party to a

receiver having the second memory [at a location determined by the second party,] while said
receiver is in possession and control of the second party, said receiver placed at a location
determined by the second party, said transmitting means or mechanism in electrical

communication with said connecting means or mechanism; [and]

-20-
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means or a mechanism for storing the digital video or digital audio signals in the

second memory, said storing means or mechanism in electrical communication with said

A g2
18. (Amended) A system as described in Claim J7 wherein the connecting

means or mechanism [comprises] comprise a first control unit in possession and control of the

first party and a second control unit in possession and control of the second party.

q
}3’. (Amended) A system for transmitting desired digital video or digital audio

signals stored on a first memory of a first party ata first location to a second memory of a

second party at a second party location comprising:

l[ means or a mechanism for [transferring money electronically via
/b telecommunications lines to the first party] the first party to charge a fee to the second party
for access to the desired digital video or digital audio signals at a location remote from the
second [memory and] location, said first party controlling use of the first memory [from the

second party], said second party controlling use and in possession of the second memory;

21-
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means or 3 mechanism for connecting electronically via telecommunications
lines the first memory with the second memory such that the desired digital video or digital
audio signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism;

means or a mechanism for transmitting the desired digital video or digital audio
signals from the first memory with a transmitter in control and possession of the first party to a
receiver having the second memory [at a location determined by the second party,] while said

receiver is in possession and control of the second party, said receiver placed by the second

econd party, said transmitting means or

mechanism in electrical communication with said connecting means or mechanism; [and]

means or a mechanism for storing the digital video or digital audio signals in the

second memory, said storing means or mechanism in electrical communication with said

l <
- (Amended) A system as described in Claim [23] 64 wherein the connecting

means or mechanism [comprises] comprise a first control unit in possession and control of the

first party and a second control unit in possession and control of the second party.

22-
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ks /29' (Amended) A method for transmitting desired digital video or digital audio

signals stored in a first memory of a first party at a first party location to a second memory of

a second party comprising the steps of:

party can obtain access to the digital video or digital audio signals possessed by the first party
[to the second party], said first pariy and said second party in communication via said

telecommunications lines;

connecting electronically via telecommunications lines the first memory with the
second memory such that the desired digital video or digital audio signals can pass

therebetween;

transferring electronically via telecommunications lines the digital video or
digital audio signals from a first location with the first memory to [a] the desired second party

location with the second memory while the second memory is in possession and control of the
223
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second party, said second party location remote from said first location, said first memory in

communication with said second memory via the telecommunications lines; [and]

storing the digital video or digital audio signals in the second memory; and

40 37
}Of(Amended) A method as described in Claim [29] }Z/including after the

transferring step, there is the step of repeating the [selling] charging a fee, connecting, and
transferring steps.

q{}l’. (Amended) A method for transmitting desired digital video or digital audio
signals stored on a first memory-of a first party to a second memory of a second party

comprising the steps of:

selling electronically via telecommunications lines to the second party at a
location remote from the first memory by the first party controlling use of the first memory,

said second party financially distinct from the first party, said second party in control and in

possession of a second party control unit having a receiver and the second memory connected

~ fo the receiver;

24-
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connecting electronically via telecommunications lines the first memory with the

second memory such that the desired digital video or digital audio signals can pass

therebetween;

transmitting the desired digital video or digital audio signals from the first
memory with a transmitter in control and possession of the first party to [a] the receiver
[having] connected to the second memory of the second party control unit at [a] the location
determined by the second party[,] while said [receiver] second party control unit is in

possession and control of the second party; [and]

storing the digital video or digital audio signals in the second memory; and

Please add the following claims.

2

37 A method as described in Claim 1 wherein the second party is at a second
party location and the step of selling electronically includes the step of charging a fee via
telecommunications lines by the first party to the second party at a first party location remote

from the second party location.
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}@’. A method as described in Claim 32 wherein the second party has an

account and the step of charging a fee includes the step of charging the account of the second

party.

Y

}4’. A method as described in Claim 33 wherein the step of charging the
account of the second party includes the steps of telephoning the first party controlling use of
the first memory by the second party; providing a credit card number of the second party
controlling the second memory to the first party controlling the first memory so the second

party is charged money.

7
3 }6’ A method as described in Claim 29 wherein the step of charging a fee
includes the step of charging a fee via telecommunications lines by the first party to the second

party at a location remote from the second party location.

3% .
36. A method as described in Claim 35 wherein the second party has an

account and the step of charging a fee includes the step of charging the account of the second

party.

27

(B’f. A method as described in Claim 36 wherein the step of charging the
account of the second party includes the steps of telephoning the first party controlling use of

the first memory by the second party; providing a credit card number of the second party
-26-
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controlling the second memory to the first party controlling the first memory so the second
party is charged money.

e

,36’. A method for transferring desired digital video or digital audio signals from

a first party to a second party comprising the steps of:

placing a second party control unit having a second memory by the second party

at a desired location determined by the second party;

forming a connection through telecommunications lines between a first memory
of a first party and the second memory of the second party, said first memory having said

desired digital video or digital audio signals;

‘ selling electronically by the first party to the second party through

telecommunications lines, the desired digital video or digital audio signals in the first memory;
transferring the desired digital video or digital audio signals from the first
memory of the first party to the second memory of the second party through

telecommunications lines; and playing the digital video or digital audio signals stored in the

second memory with the second party control unit.
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)Qf A method as described in Claim}8’wherein the second party is at a second
party location and the step of selling electronically includes the step of charging a fee via
telecommunications lines by the first party to the second party at a first party location remote
from the second party.location.

S a 7

. A method as described in Claim}@' wherein the second party has an

account and the step of charging a fee includes the step of charging the account of the second

party.

1. A method as described in Claiﬁ A%)ywherein the step of charging the
account of the second party includes the steps of telephoning the first party controlling use of
the first memory by the second party; providing a credit card number of the second party
controlling the second memory to the first party controlling the first memory so the second

party is charged money.

b
qﬂ. A method for transferring desired digital video or digital audio signals

comprising the steps of:

placing a second party control unit having a second memory by the second party

at a desired second party location determined by the second party;
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forming a connection through telecommunications lines between a first memory
of a first party and the second memory of a second party, said first memory having said

desired digital video or digital audio signals;

incurring a fee by the second party to the first party for the use of

telecommunications lines, the desired digitaI' video or digital audio signals in the first memory;

transferring the desired digital video or digital audio signals from the first
memory of the first party to the second memory of the second party through
telecommunications liﬁes while the second memory is in possession and control of the second
party; and playing the digital video or digital audio signals stored in the second memory with
the second party control unit.

yl

}3.’ A system for transferring digital video signals from a first party to a second

party at a second party location comprising:
a first party control unit having a first memory having a plurality of desired
individual video selections as desired digital video signals, and means or a mechanism for the

first party to charge a fee to the second party for access to the desired digital video signals at a

location remote from the second party location;
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a second party control unit having a second party control panel, a receiver and a

VM§Play for playing the desired digital video signals received by the receiver, said second

party control panel connected to the video display and the receiver, said receiver and video
display operatively controlled by the second party control panel, said second party control unit
remote from the first party control unit, said second party control unit placed by the second
party at a second party location determined by the second party which is remote from said first
party control unit, said second party choosing the desired digital video signals from the first

memory with said second party control panel; and

telecommunications lines connected to the first party control unit and the second
party control unit through which the desired digital video signals are electronically transferred
from the first memory to the receiver while the second party control unit is in possession and
control of the second party ai"ter the desired digital video signals are sold to the second party
by the first party.

yg ¥7

44, A system as described in Claim 48 wherein the second party control unit
includes a second memory which is connected to the receiver and the video display, said
second memory storing the digital video signals that are received by the receiver to provide the

video display with the digital video signals.
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({}y A system as described in Claim ;Ag wherein the first party control unit
includes a first party hard disk having a pluralify of digital video signals which include the
desired digital video signals, and a sales random access memory chip electronically connected
to the first party hard disk for storing a replica of the desired digital video signals of the first
party's hard disk.

40 o 9] . |
}6’. A system as described in Claim 48 wherein the second party control unit
includes a second party hard disk which stores a plurality of digital video signals, and a
playback random access memory chip electronically connected to the second party hard disk
for storing a replica of the desired digital video signals as a temporary staging area for
playback. |

gl | | 4D

yf. A system as described in Claim 4.6' wherein the first party control unit
includes a first party control integrated circuit which controls and executes commands of the
first party and is connected to the first party hard disk, the first party sales random access
memory, and the second party control integrated circuit through the telecommunications lines,

said first party control integrated circuit and said second party control integrated circuit

| regulate the transfer of the desired digital video signals; and a first party control panel through

which the first party control integrated circuit is programmed and is sent commands and which

is connected to the first party control integrated circuit.
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}8/. A system as described in Claim ﬂwherein the second party control unit
includes a second party control integrated circuit which controls and executes commands of the
second party and is connected to the second party hard disk, the playback random access
memory, and the first party control integrated circuit through the telecommunications lines,
said second party control integrated céircuit and said first party control integrated circuit
regulate the transfer of the desired digital video signals; and a second party control panel
through which the second party control integrated circuit is programmed and is sent commands
and which is connected to the second party integrated circuit.
>
49./ A system as described in Claim 48 wherein the second party control unit
includes an incoming random acces; memory chip connected to the second party hard drive
and the second party control integratéd circuit, and the first party control unit through the
telecommunications lines for temporarily storing the desired digital video signals received from
the first party's control unit4for subsequent storage to the second party hard disk.
| v

51{}0’ A system as described in Cléim %wherein the second party control unit

includes a video display unit connected to the playback random access memory chip and to the

second party integrated circuit for displaying the desired digital video signals.
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5 51 A system as described in Claim 47wherein the means or mechanism for
charging a fee includes means or a mechanism for charging a fee via telecommunications lines
by the first party to the second party at a location remote from the second party location.

46 45 |

;Zf A system as described in Claim 1 wherein the second party has an account
and the means or mechanism for charging a fee includes means or a mechanism for charging
the account of the second party.

47 | sl

/53( A system as described in Claim 52 wherein the means or mechanism for
charging the account includes means or a mechanism for charging a credit card number of the
second party.

19 Ys

/54{ A system as described in Claim 7/ wherein the means or mechanism for
electronically selling includes means or a mechanism for electronically selling includes means
or a mechanism for charging a fee via telecommunications lines by the first party to the second
party at a first party location remote from the second party 1®ation.

20 Y

}6’. A system as described in Claim }t( wherein the second party has an account
and the means or mechanism for charging a fee includes means or a mechanism for charging

the account of the second party.
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9}6{ A system as described in Claim 55 wherein the means or mechanism for

charging the account includes means or a mechanism for receiving a credit card number of the

second party.

5. A method for transmitting desired digital video signals stored in a first
memory having a plurality of individual video selections as digital video signals of a first party
at a first party location to a second party at a second party location so the second party can

view the desired digital video signals comprising the steps of:

placing by the second party a receiver, and a video display connected to the
receiver at the second party location determined by the second party which is remote from the
first party location;

charging a fee by the first party to the second party at a location remote from
the second party location so the second party can obtain access to the desired digital video

signals;

connecting electronically via telecommunications lines the first memory with a

receiver of the second party while the receiver is in possession and control of the second party;
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choosing the desired digital video signals by the second party from the first

memory of the first party so desired video selections are selected;

transmitting the desired digital video signals from the first memory with a
transmitter in control and possession of the first party to the receiver of the second party while
the receiver is in possession and control of the second party at the second party location

determined by the second party; and

displaying the desired video signals received by the receiver on the video
display in possession and control of the second party.

4 ‘ 58 |

/%./ A method as described in Claim ;f/ wherein the step of charging a fee
includes the step of charging a fee via telecommunications lines by the first party to the second
party so the second party can obtain access to the desired digital video signals stored on the
first memory.

0 5

}9( A method as described in Claim ,98/ wherein the second party has an

account and the step of charging a fee includes the step of charging the account of the second

party.
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- A method as described in Claim 59 wherein the step of charging the

account of the second party includes the steps of telephoning the first party controlling use of
the first memory by the second party; providing a credit card number of the second party
controlling the second memory to the first party controlling the first memory so the second
party is charged money.
0 At

,6(. A system as described in Claim }6’ wherein the means or mechanism for
the first party to charge a fee includes means or a mechanism for transferring money
electronically via telecommunications lines to the first party at a location remote from the
second memory at the second location.

b*
,6{. A system for transferring digital audio signals from a first party to a second

party at a second party location comprising:

a first party control unit having a first memory having a plurality of desired '
individual songs as desired digital audio signals, and means or a mechanism for the first party
to charge a fee to the second party for access to the desired digital audio signals at a location
remote from the second party location;

a second party control unit having a second party control panel, a receiver and

speakers for playing the desired digital audio_signals-received by the receiver, said second
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party control panel connected to the speakers and the receiver, said receiver and speakers
operatively controlled by the second party control panel, said second party control unit remote
from the first party control unit, said second party control unit placed by the second party at a
second party location determined by the second party which is remote from said first party
control unit, said second party choosing the desired digital audio signals from the first memory

with said second party control panel; and

telecommunications lines connected to the first party control unit and the second
party control unit through which the desired digital audio signals are electronically transferred
from the first memory to the receiver while the second party control unit is in possession and
éontrol of the second party after th= ACsired digital audio signals are sold to the second party

by {he first party.

63. A method for transmitting desired digital audio signals stored in a first
memory having a plurality of individual songs as digital audio signals of a first party at a first
party location to a second party at a second party location so the second party can'\view the

desired digital audio signals comprising the steps of:

placing by the second party a receiver, and speakers connected to the receiver at
the second party location determined by the second party which is remote from the first party

location;
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charging a fee by the first party to the second party at a location remote from
the second party location so the second party can obtain access to the desired digital audio

signals;

connecting electronically via telecommunications lines the first memory with a

receiver of the second party while the receiver is in possession and control of the second party;

choosing the desired digital audio signals by the second party from the first

memory of the first party so desired songs are selected;

transmitting the desired digital audio signals from the first memory with a
transmitter in control and possession of the first party to the receiver of the second party while
the receiver is in possession and control of the second party at the second party location

determined by the second party; and

playing the desired audio signals received by the receiver on the speakers in

possession and control of the second party.
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Applicant wishes to thank the Examiner for the time that the Examiner put aside

to meet applicant and applicant’s attorney to discuss the above-identified patent application.

Claims 1-63 are currently active.

Claims 32-63 have been added.

Claims 1, 2, 8, 9, 16, 17, 18, 23, 24, 29, 30 and 31 have been amended. '

The amendment to Claims 1, 8, 9, 16, 17, 23, 29 and 31 in regard to the
limitation "while said receiver or second memory is in possession and control of the second
party"” has antecedent support at page 8, lines 15-17 and figure 1 of the above-identified patent
application.

Antecedent support for the amendment to Claims 8, 9, 16, 17, 23 and 29 in
regard to the placement of the receiver or the second memory, or the second control unit by

the second party is found in Claim 16, lines 12-16.. The amended language more specifically

defines the language of Claim 16, lines 12-16.
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Similarly, the same antecedent support is found for newly added Claims 32-63.
In addition, in regard to Claim 43 and Claim 57, and the "individual video selections"”,
antecedent support for the same is found on page 11, lines 8-11 and page 4, lines 17 and 18.
Furthermore, a Declaration by inventor Art Hair, one skilled in the art, is enclosed. This
Declaration supports the introduction of, for instance, "charging a fee" or "using an 'account’
or a 'credit card’ into the above-identified patent application and is inherent in the definition of
electronic sales. Also, just by the nature of description of the invention in the above-identified
patent application, the receiver or the second memory must be in possession of the second
party. Thus, no new matter is being added. Clarification of the existing subject matter is all

that is occurring with this amendment.

The specification has been amended to be consistent with the changes and
additions to the claims. For instance, the addition to page 11 is essentially new Claims 43 and
51 written out in more customary grammatical form with reference to the figures.

The abstract has been amended to conform to the Examiner's request.

The Examiner has requested the problem solved by the present invention be
identified in the specification. Ca page 3, line 11, an explanation of this problem has been

added. Respectfully, a review of the background of the invention already reveals the problems

of the prior art.
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The Examiner has rejected Claims 1, 2, 8-12 and 16 under 35 U.S.C. §102(b)
as being anticipated by Lightner. Applicant respectfully traverses this rejection. Lightner does
not teach or suggest "transferring the desired digital video or audio signals . . . while the

second memory is the possession and control of the second party”. Lightner does not teach or

suggest "placing the receiver by the second party at a location determined by the second

party" .

Lightner discloses a vending system for remotely accessible stored information.

As the title states, Lightner teaches a vending system where the first memory is of the first

party and the second memory is of the first party while transferring of the desired video or

audio signals from the ﬁfst.n;_e\mory to the second memory occurs. As is further stated, for

instance, in column 2, lines 27—33,

"The vending machine includes a high speed duplicator and a
guantity of recordable media, such as blank tape cassettes, the
data selected by the consumer is transmitted from the master tape
center to the vending machine where it is copied by the duplicator
onto the cassette which is then gjected from the machine."
(emphasis added)

AKX

Thus, the limitation of Claim 1 of the step of "transferring the desired digital

video or audio signals from the first memory of the first party to the second memory of the

second party through telecommunications lines while the second memory is in possession and

contro] of the second party" (emphasis added) is not taught or suggested by Lightner. The
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blank tape cassettes taught by Lightner do not come into the "possession and control of the
second party” until after the transfer of the desired video or audio signals from the first
memory of the first party to the second memory has been completed whereupon it is ejected

from the vending machine.

This operation of transfer is further elaborated upon in Lightner beginning in

columii 6, lines 2-5, where Lightner teaches that,

"extending upwardly from each rectangular hole 52 is a cassette
storage magazine 63 arranged to support a stack of tape
cassettes".

As is more easily seen in figure 6, this cassette storage magazine 63 is disposed
inside a cassette changer 40 which is disposed in each of the remote vending machines. See
column 5, lines 24 and 25. Not until after the duplication is completed does the consumer take

possession of the second memory. As is stated in column 6, lines 60-65,

"when the duplication of information on the cassette and the
duplicator is completed, a signal, generated in the manner
described hereinbelow in relation to FIG. 10, actuates the eject

mechanism to cause the full cassette to be ejected via port 68 and
be taken by the consumer”. (emphasis added)

The consumer only gains access to the tape with a desired video or audio signal

at the vending machine subsequent to transfer from the first memory and subsequent to the
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deposit of currency or insertion of a credit card into the vending machine by a consumer. See

column 8, lines 19 and 20.

More specifically, after the proper amount of currency has been received by
receiver 91 or a valid credit card has been inserted in credit card terminal 92, start and enable
signals are generated to begin the transfer of the desired video or audio signal from the first
memory of the first party to the second memory of the first party. During transfer of the
audio or video signal, the selected master tape of the first party is thereby duplicated on the
cassette currently in duplicator 49. See column 9, Jines 47-49, and as shown in figure 6.
There is no teaching or suggestion of the second p:irty ever having possession or control of the
second memory at any time before the transfer of the desired audio or video signals from the
first memory to the second memory. Before the second party ever comes to the vending
machine to purchase the desired audio or video signal and the storage cassette which holds the
transferred audio or video signal, the second memories are already present and have been
loaded into the vending machine by the ﬁli'stvparty Before the second party ever comes before

the vending machine.
On the contrary, from the teachings that the transfer of the desired audio or
video signal from the first memory to the second memory occurs only after the insertion of

currency or a valid credit card into the vending machine occurs, the second memory is not in

possession or control of the second party but is in possession and control of the first party.
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The insertion of currency or a valid credit card allows the second party to buy not only the
video or audio signal, but also the blank cassette which has the desired video or audio signal.

The requirement of purchase of the blank cassette evidences a transfer of title of the cassette

which occurs only after the cassette is ejected from the vending machine.

Furthermore, the fact that coins are taught to be used with the vending machine
indicates that the vending machine is not in the possession or control of the second party. No
one in possession or control of their own machine would ever put in coins into their own
machine. Since they already own the machine, putting their own coins into their own machine
would be an illogical and nonsensical act. Obviously, the insertion of coins is not a redundant
act, it must have some substance to it. The only way substance can be given to such an act is
if someone other than the second i)arty owns the vending machine. The coins are taught' to be
equivalent of a credit card in Lightner and thus the coins are an implied additional
representation or statement by Lightner that the vending machine is not in the possession or
control of the second party. Applicant only teaches the use of electronic sales or charging a
fee at a location remote from the second party location, not any use of coins to be put
physically into the machine. This is because the second memory is in the possession and
control of the second party, and is always accessible to the second party at any stage of the{

transfer of the first video or audio signal to the second video or audio signal, by definition.
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This use of coins to purchase a cassette on which to store the video or audio
signal, and the use of blank cassettes loaded by the first party into the vending machine, as
taught by Lightner, actually teaches away from applicant's claimed invention. It teaches the
second party does not need to be concerned with ownership of the vending machine and thus
the maintenance, upkeep, risk of damage, connection of transmission lines between the master
tape and the vending machine, etc. associated therewith. Lightner teaches a second party can
just show up, drop coins or a credit card into the vending machine, make his or her selection,
and leave with a cassette having his or her selection. Applicant's claimed invention requires
that the second party be in possession and control of the receiver with the attached risks and
responsibilities but which, for instance, allows the second party to bring the video or audio
signal to him or her at a second party location determined by the second party, since the
second party possesses and controls the receiver and thus can place it where he or she v?ants,

ained from a vending machine

positioned at a location chosen by the first party.

Thus, besides the obvious undérétanding to one. skilled in the art that a Qending
machine, by definition, is not owned by or in contfol or possession of the second party, as
taught by Lightner, and for the specific reasons set out above, the second party is not in
possession or control over the vending machine in Lightner and thus is not in possession and

control of the receiver, or the second memory until after transfer of the video or audio signal
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is complete and it has been ejected from the vending machine. Accordingly, Claim 1 is not

anticipated by Lightner.

Claims 2 is dependent to parent Claim 1 and has all the limitations of parent

Claim 1. For the reasons Claim 1 is patentable, so is Claim 2.

In regard to independent Claim 8, it has the limitation of "transferring the
desired digital video or audio signals from the first memory . . . to the second memory . . .
while the second memory is ih possession and control of the second party”. For the reasons
explained abové in regard té Claim 1 and this limitation, Claim 8 is also patentable.
Moreover, Claim 8 has the additional limitation of "placing a second party control unit in
possession and control of the second party by the second party at a desired location determined
by the second party. There is no wacﬁihg or suggestion in Lightner of the same. If is clear
from the teachings of Lightner as explained above, that it is the first party, not the second
party which is in possession and control of the vending machine 10. Furthermore, the vending
machine 10 is placed by the first party, not by the second party at a desired location
determined by the first party, not by the secoﬁd party. The second party can determine which
vending machine location to go to, to purchase a second memory with a desired signal, but it
is a choice from the locations where the vending machine has been placed by the first party.
Accordingly, Claim 8 is also patentable because of this additional limitation and associated

reasons.
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Independent Claim 9 has the limitation that the "desired digital video or audio
sigﬂals are electronically transferred from the first memory to the second memory while the
second memory is in possession and control of the second party”. As explained above in
regard to Claim 1, Lightner does not teach or suggest this limitation. Accordingly, for the

reasons explained above, as to why Claim 1 is patentable, so is Claim 9 over Lightner.

Claims 10-12 are dependent to parent Claim 9 and have all the limitations of

Claim 9. Since parent Claim 9 is patentable, so are Claims 10-12.

Independent Claim 16 has the limitation of "placing the receiver by the second
party at a desired location determined by the second party. Independent Claim 16 also has the
limitation of "transmitting the desired digital video or audio signals from the first memory

while said receiver is in possession and control of the second party”. For the reasons

"explained above in regard to Claim 8, and Claim 1, respectively, Claim 16 is patentable over

Lightner

It should be noted that the step of placing the receiver by the second party can
mean that the second party phys;lcally and personally places the receiver at a desired location.
It could also mean that the second party directs someone, such as a friend, who is under the
direction of the second party and is thus essentially also the second party to place the receiver.

The same also holds true for placing a second party control unit as is found in the limitation of
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Claim 8. The first party can be the owner, dealer, distributor, or retailer who receives

payment from the second party for the sale of the digital video or audio signals.

The Examiner has rejected Claims 3-7, 15, 17-31 under 35 U.S.C. §103 as
being unpatentable ovér Ogaki et al. in view of Lightner. Applicant respectfully traverses this
rejection. Neither Lightner nor Ogaki et al. teach or suggest "transferring the desired digital
video or audio signals . . . while the second memory is in the possession and control of the
second party". Neither Lightner nor Ogaki et al. teach or suggest "placing the receiver by the

second party at a location determined by the second party".

Referring to Ogaki et al., there is disclosed a software vending system. The
software vending system of Ogaki et al. allows a purchaser to obtain a desired software
program at a loéal vending instrument which duplicates the program on a blank tape cassette or
other suitable recording medium supplied by fhe vending machine that allows software maniacs
or amateur fans to provide their software programs to the vending machine company through

the vending instrument. See column 1, lines 23-26 and column 2, lines 15-21 and 27-31.

The software vending system of Ogaki et al. only accepts bills or coins in a

1,000 yen bill inlet 19, a 100 yen coin slot 20 and a 10 yen coin slot 21. See column 4, lines
20-30. There is no teaching or suggestion of charging a fee at a location remote from the

second location where the vending machine is situated. When the proper money is paid, the
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desired program is duplicated onto a tape cassette 25. The blank or nonrecorded tape cassette
25 is stored in the vending machine 1 in large quantities, without a label stuck to its front face.
Blank sheets for the labels 27 are stored in the instrument 1 and each blank sheet is printed by
the label printer 48. When a desired program is chosen, the label printer 48 prints the label 27
which is attached to the tape cassette 25 that receives the duplicated desired program. See
column 4, lines 59-69. There are also floppy disk drives 28, 29 which are used by the
software maniacs who transfer their programs onto the hard disk memory 33 of the instrument
10. See column §, lines 10-13. The hard disk memory 33 serves as a secondary memory

means and is accommodated within the housing of the instrument 1 which comprises a front

persons having a key for the lock. See column S, lines 23-28. Also within the housing are

disposed a sales record switch to reveal the desired amounts of sales of individual programs to

purchasers. See column 5, lines 49-54.

Each peripheral vending instrument 1 is located at a local dealer through a
modem interface 42 of the host system 2 and a private or exclusive data communication line
connecting the modem interfaces 42 and 43. See column 6, lines 12-18. There is a cassette
detector 52 provided to check if the blank tape cassette to be supplied to the duplicating device
51 is in stock ér not. The cassette detector 52 generates a signal when the blank tape cassette
25 has become out of stock and the signal is sent to the first CPU 44. See column 7, lines

26-31. In reference to figures 5-7, step S1 identifies the first CPU 44 checking to see if the
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blank tape cassette 25 is in stock or not. See column 8, lines 1-3. When there is no blank

tape cassette 25 stored in the instrument 1, the first CPU 44 causes an alarm signal to be

column 8, lines 14-19.

After the purchaser has chosen the desired program, the first CPU 44 provides
price data to the CRT 8 so the purchaser can decide whether to buy the desired program. See
column 8, lines 55 and 60-63. Only after completion of the program duplication is the
recorded tape cassette 25 ejected to the tray 30, When the instrument 1 is used by software
maniacs to provide the progra'm to the distributor or supplier for evaluation, see column 10,
lines 22 and 23, a tape cassette of floppy disk storing a user developed software program is
inserted into the ﬂoi)py disk drive 28 or 29 and the program on the floppy disk drive
transferred to the hard disk 33. When it is desired to send the ilsgr developed software
programs to the host system for evaluation by the supplier or distributor, the vending
instrument 1 is opened by the owner of the instrument commonly at suitable intervals, for
example, once a day. See column 10, lines 46-53. The owner is different from the purchasers

or software maniacs.

Furthermore, Ogaki et al. does not teach or suggest the transmission of any type
of signals in "digital” form as is found in applicant's claimed invention. Ogaki et al. only

teaches to transfer software programs, not digital video or digital audio signals.
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As it is clear from the above, the vending instrument 1 and the cassettes 25 are
all in possession and control of the first party, the first party being either the owner, supplier,
dealer, or distributor of the program. The second party does not obtain possession of the
program until after it is ejected from the vending instrument 1. The fact that coins or bills
must be deposited directly into the machine before any duplication of the program occurs, the
fact that there is sales data that is accumulated for the owner to keep track of the programs that
are sold to the second parties (plural), the fact that the blank cassettes 25 are stored in large
quantities inside the instrument which are never provided to the purchaser until after
duplication of the program has occurred and an individual cassette 25 is ejected from the
machine, the fact that the hard disk memory 33 is held in a locked housing from which only
the owner has a key and the fact that the vending instrument 1 is located at a local dealer and
is connected to the host system through a private or exclusive data communication line teaches
that the vending instrument 1 is in the possession of the first party and is made to sell to the
masses without any second party possessing and controlling the second memory while the
audio or video signal is transferred to the second. Also, for the reasons elaborated upon above
in regard to Lightner and the vending machine only accepting coins or bills for payment and

what that represents, Ogaki et al. does not teach or suggest applicant's claimed invention.
The Examiner contends that Ogaki et al., taken together with Lightner, arrives

at applicant's claimed invention. As more fully explained above, Ogaki et al., taken together

with Lightner, fails to teach various limitations found in the claims. Since there is no teaching
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or suggestion for several limitations of applicant's claimed invention, Ogaki et al. in view of
Lightner cannot arrive at applicant's claimed invention.
;

More specifically, in regard to Claims 3-7, they are dependent to parent Claim
1. As explained above, neither Lightner nor Ogaki et al. teach or suggest "transferring the
desired digital video or audio signals from the first memory . . . to the second memory . . .
while the second memory is in possession and control of the second party”. Lightner teaches
there to be a quantity of recordable media, such as blank tape cassettes located in the vending
machine. The consumer purchases .« blank tape cassette upon which the desired signal is
duplicated and only obtains posséésion and control of the cassette after it has been ejected from
the vending machine. This has been more fully described above in regard to Lightner and
Claim 1. Similarly, Ogaki et al. teaches that blank or nonrecorded tapé cassettes 25 are stored
in the vending machine 1 in large quzfmti'ties..-z Only after completion of the program duplication
is recorded tape cassette 25 ejecfed to the tray 30. It is then and only then that the purchaser is
in possession and control of the cassette 25. Thus, Ogaki et al., for the reasons more fully
elaborated upon above, does not teach or suggest the limitations of Claim 1. Since neither
Lightner nor Ogaki et al. teach or suggest Claim 1 and Claims 3-7 are dependent to parent
Claim 1 and have all of its limitations, Claims 3-7 are also patentable over Ogaki et al. in view

of Lightner.
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Similarly, Claim 15 is dependent to parent Claim 9. For the reasons explained
above, Lightner does not teach or suggest Claim 9. In regard to Ogaki et al., Ogaki et al.
does not teach or suggest the "desired digital video or audio signals" being "electronically
transferred from the first memory to the second memory while the second memory is in
. possession and control of the second party", as explained above. Moreover, Ogaki et al. does
not teach "said second party control unit placed by the second party at a location determined
by the second party". Ogaki et al. teaches that the vending machine 1 is placed by the first
party and not by.the second party. This is because the first party owns the vending machine 1,
and even has a private line connecting the host system 2 with the vending instrument 1.
Furthermore, the instrument’ 5'1 front door 34 is locked and only an authorized person having
a key can open it. See the above discussion of anki et al. for a more elaborate explanation of
the same. Accordingly, Ogaki et al. does not teach or suggest "said second party control unit
placed by the second party at a location determined by the second party". Since neither Ogaki
et al. nor Lightner, as explained above, teach thesg limitations, Claim 9 is patentable over
Ogaki et al. in view of Lightner. Since Claim 15 has all the limitations of Claim 9, Claim 15

is also patentable.
In regard to Claim 17, it also has the limitation of "means or a mechanism for
transmitting the desired digital video or audio signals from the first memory . . . to a receiver

having the second memory while said receiver is in possession and control of the second

party . . .". As explained above, neither Lightner nor Ogaki et al. teach or suggest this
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limitation. Accordingly, Claim 17 is patentable over Ogaki et al. in view of Lightner. Claims
18-22 are dependent to parent Claim 17 and have all the limitations of parent Claim 17. Since

parent Claim 17 is patentable over Ogaki in view of Lightner, so are Claims 18-22.

Claim 23 is patentable for the reasons Claim 17 is patentable. Moreover, Claim
23 has the additional limitation of "said receiver placed by the second party at a location
determined by the second party". As explained above, neither Ogaki et al. nor Lightner teach
or suggest this limitation. Also, because of this additional limitation, Claim 23 is patentable

over Ogaki et al. in view of Lightner.
Claims 24-28 are dependent to parent Claim 23 and have all the limitations of
Claim 23. Since Claim 23 is patentable over Ogaki et al. in view of Lightner, so are Claims

24-28.

" Claim 29 is patentable over Ogaki et al. in view of Lightner for the reasons that

Claim 23 is patentable over Ogaki et al. in view of Lightner.

Claim 30 is dependent to Claim 29 and has all the limitations of Claim 29.
Since Claim 29 is patentable over Ogaki et al. in view of Lightner, Claim 30 is patentable over

Ogaki et al. in view of Lightner.
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Claim 31 is patentable over Ogaki et al. in view of Lightner for the reasons that

Claim 1 is patentable over Ogaki et al. in view of Lightner.

Newly added Claims 32-34 are dependent to parent Claim 1 and have all the
limitations of parent Claim 1. Since parent Claim 1 is patentable over Ogaki et al. in view of

Lightner, then Claims 32-34 are patentable over Ogaki et al. in view of Lightner.

Similarly, Claims 35-37 are dependent to parent Claim 29. Since parent Claim

29 is patentable over Ogaki et al. in view of Lightner, so are Claims 35-37.

Claim 38 is patentable over Ogaki et al. in view of Lightner for the reasons that
-Claim 29 is patentable over Ogaki et al. in view of Lightner. Claims 39-41 are dependent to
parent Claim 38. Since parent Claim 38 is patentable over Ogaki et al. in view of Lightner, so

are Claims 39-41.

Claim 43 is patentable for the reasons that Claim 23 is patentable. Since Claims
44-53 are dependent to parent Claim 43, they have all the limitations of parent Claim 43 and

are patentable for the reasons Claim 43 is patentable over Ogaki et al. in view Lightner.

-55-

Page 00109



Claims 54-56 are dependent to parent Claim 9 and have all the limitations of
parent Claim 9. Since parent Claim 9 is patentable over Lightner, Claims 54-56 are patentable

over Lightner.

Claim 57 is patentable over Ogaki et al. in view of Lightner for the same
reasons Claim 29 is patentable over Ogaki et al. in view of Lightner. Furthermore, Claims
58-60 are dependent to parent Claim 57 and have all the limitations of parent Claim 57. Since

Claim 57 is patentable over Ogaki et al. in view of Lightner, so are Claims 58-60.

Claim 61 is dependent to parent Claim 23 and has all of its limitations. Since

parent Claim 23 is patentable over Ogaki et al. in view of Lightner, so is Claim 61.

Applicant reminds the Examiner of related continuation application 08/607,648
and asks the Examiner to review whether there is any double patenting issue with regard to this

application 08/607,648 or parent patent, U.S. Patent No. 5,191,573.

As discussed with the Examiner duriﬁg the Examiner's interview, all the applied
art of record does not teach or suggest the limitation of a playing mechanism such as a second
party control unit having the secénd memory which receives the desired digital video or digital
audio signals and then playing these signals from the second memory. That is, there is no

teaching in the applied art of record of some form of mechanism which has a second memory
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(or not) and playing the signals in the second memory which are all connected together. For
this reason alone, all of applicant's independent claims are patentable over the applied art of

récord.

Similarly, in regard to the reference Freeny, Jr. which was also discussed
during the Examiner's interview, there is no teaching or suggestion of a mechanism,
apparatus, device etc. which, for instance, has the second memory, and the ability to play the
digital audio or video signals in the second memory. For example, Claim 1 has the limitation
of a second party control unit having a second memory which receives the digital video or
digital audio signals from the first memory and the limitation of playing the digital video or
digital audio signals in the second memory through speakers of the second party control unit
which also has the second memory, and where the speakers are connected with the second
memory. This limitation or somé similar form of this limitation where the second memory is
linked to the second party control unit, or simply the second party control unit which receives
the signals, whether it has the second memory or not but which has a capability of playing the
signals received by the second party control unit (Claim 57, for example) by itself

distinguishes over Freeny, Jr.

Freeny, Jr. is a reference which teaches to manufacture information for sale.
There is no teaching or suggestion whatsoever anywhere in Freeny, Jr. of providing any digital

video or digital audio signal, let alone some type of second party control unit or apparatus or
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device or receiver which receives the signals and has the capability of also playing the signals.
This follows because Freeny, Jr. only teaches to sell the signals. For instance, in column 5,
lines 32-35, Freeny, Jr. teaches that each of the information manufacturing machines 14 is
located _;t a point of sale location and each point of sale location is located remotely with
respect to the other point of several locations in the system 10. Freeny, Jr. then further
teaches in column 5, lines 47-50, that the point of sale location is a location where a consumer
goes to purchase material objects embodying predetermined or preselected information.
Freeny, Jr. teaches that each point of sale location has at least one information manufacturing
machine 14, at least one reproduction unit 24 and a plurality of blank material objects. See
column 1, lines 66-69. These objects are with the manufacturing unit and are not obtained by
the second party or purchas«:r until after the transfer of the signals is complete and released to
the purchaser for the purcha;ét to go to where he or she wishes to go and do what he or she

wishes to do with the purchased information on the material objects.

But one thing that is clear that is not taught by Freeny, Jr. is that the purchaser
plays the information in the same machine thich receives the information. That key
distinction and limitation of applicant's claimed invention distinguishes over Freeny, Jr. This
material distinction also manifests applicant's claimed invention as a totally different approach
to obtaining digital audip or digital video signals because as the prior art clearly represents, the

prior art only taught to provide the information up to a point, that is, sale of the information,
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which the producer had to come to get, and then the purchaser would go off to another

location to listen or play the digital video or digital audio information.

Applicant's claimed invention combines the transfer function with the playing
functi% S0 a user does not have to go off somewhere else and play the information. The fact
that Freg?gy, Jr. is only for the manufacture and sale but not the playing of the information in
the devig?e which receives the information is replete throughout the teachings of Freeny, Jr.
What makes Freeny, Jr. different from the other prior art in this area is that Freeny, Jr.
requires an authorization code to be provided by the infofmation control machine 12 before the
manufacturing units 14 can reproduce the preselected information in the material objects. In
this way, the manufacturing units can be at the seller’s location with the information in the

manufacturing unit, but the information will not be transferred until the authorization code is

released to the manufacturing unit from a remote location. See column 6, lines 20-24.

Freeny, Jr. goes further and actually teaches a vending machine embodiment on
column 26, lines 28-47. What is different about this vending machine from the other system
that Freeny, Jr. teaches is that the vending machine can receive money through an input 112
such as dollar bills or coins or both or through credit cards. However, to reiterate, there is no
teaching or suggestion in F}'eeny, Jr. of transmitting digital video or digital audio signals from
a first memory to a receiver or a second party control unit at a location which is remote from

the first memory and then displaying or playing the desired digital video or digital audio
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signals by the receiver or the second party control unit which has also received the digital

video or digital audio signals. Accordingly, Claims 1-63 are patentable over Freeny, Jr.

In view of the foregoing amendments and remarks, it is respectfully requested
that the outstanding rejections and objections to this application be reconsidered and

withdrawn, and Claims 1-63, now in this application be allowed.

Respectfully submitted,

CERTIFICATE OF MAILING ARTHUR R. HAIR
.
| hereby certify that the correspondence s
being deposited with the United States Postal
Service as first class mail in an envelope
addressed to: Commissioner of Patents and B ~

EMyrks, Washington, DC 20231, Ansel M. Schwartz, Esquire
B Reg. No. 30,587
425 N. Craig Street
: Suite 301
Ansel M. Schwartz , Pittsburgh, PA 15213

Registration No. 30,587

7/3144
Date

(412) 621-9222

Attorney for Applicant
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Patent and Trademark Office

/ X .
‘;@ -] | UNITED STATEY DEPARTMENT OF COMMERCE

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

[ SERIALNUMBER | _ FILING DATE _ | FIRST NAMED INVENTOR

[ ATTORNEY DOCKET NO. |

0E/471.964 RBE/QE/ IS HAIR

24141 /1009
ANSEL M SCHWARTZ
425 N CRAIG STREET
SUITE 301
FITTSBURGH PA 15213

This Is a communication from the examiner in charge of your application.
COMMISSIONER OF PATENTS AND TRADEMARKS

A HATR-1CONTTT
I EXAMINER

NEGEUYEN. H
[ ARTUNIT | PAPERNUMBER |

413
DATE MAILED:

%s application has been examined D{sponslve to communication filed on__[ Z ?Z )’Q D This action is made final.

A shortened statutory period for response to this action Is set to expire ‘5/ month(s), days from the date of this letter.

Fallure to respong within the period for response will cause the application to become abandoned. 35 U.S.C. 133

Part| THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

Notice of References Cited by Examiner, PTO-892. 2 D
D Notice of Art Cited by Applicant, PTO-1449. 4, D
S. D Information on How to Effect Drawing Changes, PTO-1474. 6 D

Partli SUMMARY OF ACTION

1 B@ms {— g?;/

Notice of Draftsman’s Patent Drawing Review, PTO-948.
Notice of Informal Patent Application, PTO-152.

are pending in the application.

Of the above, claims

are withdrawn from consideration.

2. claims

have been cancslled.

3.0 ciaims

are allowed.

Claims ‘ g ’),')/

are rejected.

5. D Claims

are objected to.

6. [ claims

are subject to restriction or election requirement.

7. D This application has been filed with informal drawings under 37 C.F.R. 1.85 which are acceptable for examination purposes.

8. D Formal drawings are required in response to this Office action.

9. D The corrected b‘ssybsiilule drawings have been received on

. Under 37 C.F.R. 1.84 these drawings

are O accengple .»\D not acceptable (see explanation or Notice of Draftsman's Patent Drawing Review, PTO-948).

\
10. D The proposey additi-inal or substitute sheet(s) of drawings, filed on
examiner; ] disapproved by the examiner (see explanation).

. has (have) been [approved by the

" D The proposed drawing correction, filed , has been [Japproved; [1disapproved (see explanation).

12, D Acknogﬂedgemem is made of the claim for priority under 35 U.S.C. 119. The certified copy has [ been received [ not been received

O bafen filed In parent application, serlal no. ; filed on

13. D Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits Is closed in
accordance with the practice under Ex parte Quayle, 1935 C.D. 11; 453 0.G. 213.

‘fﬂ"{j Other

EXAMINER'S ACTION
PTOL-326 (Rov. 2/93)

\i;m-—aw——f————m—.

———rle TTTAeTT L, R IR

Page 00115



~ N
‘\ | .
. ]

Serial No. 08/471964 2
Art Unit 2413

1. The following office action is responsive to the request for
reconsideration filed on 4/14/97.

2. The following is a quotation of 35 U.S.C. § 103 which forms

the basis for all obviousness rejections set forth in this Office
action:

A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102
of this title, if the differences between the subject matter
sought to be patented and the prior art are such that the
subject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in
the art to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the invention
was made.

Subject matter developed by another person, which qualifies as
prior art only under subsection (f) or (g) of section 102 of
this title, shall not preclude patentability wunder this
section where the subject matter and the claimed invention
were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same
person.

Claims 1-63 are rejected under 35 U.S.C. § 103 as being

unpatentable over Freeny, Jr.’'US/643.

This rejection is repeated. See paragraph 2 of the last
office action.
Remarks: Applicant mainly argues that Freeny, Jr. does not teach
reproducing/playing-back after transferring of the signals and thus
the claimed invention should be considered distinguishable over
Freeny,Jr. The argument is not found to be persuasive because it
would have been obvious to one of ordinary skill in the art, in
light of the teaching of Freeny, Jr., that play-back/reproducing
after transferring the signals, based on personal common sense,

would have been obvious within a level of an ordinary skill in the
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Serial No. 08/471964
Art Unit 2413

lw

art to verify the quality of the transferred signals since
verification of integrity of signals/data/information, etc. has
been well known in the art. |

3. The prior art made of record and not relied upon is considered

pertinent to applicant’s disclosure.

US/4789863 is cited as of interest relative to the abstract

therewith.
4. THIS ACTION IS MADE FINAL. Applicant is reminded of the

extension of time policy as set forth in 37 C.F.R. § 1.136(a).

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL ACTION
IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS ACTION. IN THE
EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS OF THE MAILING
DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION IS NOT MAILED
UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED STATUTORY PERIOD,
THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, .AND ANY EXTENSION FEE PURSUANT TO 37
C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE MAILING DATE OF THE
ADVISORY ACTION. IN NO EVENT WILL THE STATUTORY PERIOD FOR
RESPONSE EXPIRE LATER THAN SIX MONTHS FROM THE DATE OF THIS FINAL
ACTION.

Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen,
whose telephone number is (703) 305-9687. The examiner can
normally be reached on Monday through Friday, from 9.30 A.M to 6.00
P.M..

If attempts to reach the examiner by telephone are
unsuccessful, the examiner’s supervisor, Robert Beausoliel, can be
reached on (703) 305-9713. The fax phone number for this Group is
(703) 305-9564.

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionist whoge
telephone number is (703) 305-9600.
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APPLICANT(S)

HAIR

U.S. PATENT DOCUMENTS

NOTICE OF REFERENCES CITED

susB- FILING DATE IF
. DOCUMENT NO. DATE NAME CLASS CLASS APPROPRIATE

NSHAANANE 1€ Rouy 2351379 | 10 Jo)ge

FOREIGN PATENT DOCUMENTS

SUB. PERTINENT

. DOCUMENT NO. DAlE COUNTRY NAME cLass CLASS |SHTS.| PP,
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L

OTHER REFERENCES (Including Author, Title, Date, Pertinent Pages, Etc.)

EXAMINER DATE

Hoh  jUYE 1o Jol
* A copy of this reference is not being furnished with this office action.
L (See Manual of Patent Examining Procedure, section 707.05 (a).)

RROMCRI R s se ¢ o e . [P,

Page 00118



. :
= E‘ . ; .
=4 g
==
= jf
o= Attorney’s Docket No. HATR-1 CONT ITT PATENT
- g iIN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re application of: Arthur R. Hair
Serial No.: 08 /471,964 Group No.: 2413
L Filed: June 6, 1995 Examiner: H. Nguyen
For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS
Assistant Commissioner for Patents
Washington, D.C. 20231
AMENDMENT TRANSMITTAL
(Vo)
~I -
1. Transmitted herewith is an amendment for this application o % ﬁ'-
D D .
o (3] '1
g3 0
STATUS N T
e S= r\ i
2. Appilicant is o = &
X a small entity. A verified statement: (é\)
0 is attached.

X1 was already filed.
O other than a small entity.

CERTIFICATE OF MAILING/TRANSMISSION {37 C.F.R. 1.8a)

hereby certify that this correspondence is, on the date shown below, being

MAILING FACSIMILE
X deposited with the United States Postal 1 transmitted by facsimile to the
Service with sufficient postage as first class Patent and Trademark Office
mail. in an epvelope addressed to the

Assistant Commissioner for Patents
Washington, D.C. 20231.

] t//m,c,u/yf Thld)
Date: __Mﬁ7 ’f‘raceey L. Milka

(type or print name of person cemryln

el
(Amendment frags;'nuaq,i[é 169;9—79_3%? ‘71‘ 96)
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EXTENSION OF TERM

NOTE: “Extension of Time in Patent Cases (Supplement Amendments) — If a timely and complete response

nas been filed after a Non-Final Office Action, an extension of time is not required to permit filing and/or
entry of an additional amendment after expiration of the shortened statutory period.
If a timely response has been filed aiter a Final Office Action, an extension of time is required to permit
filing and/or entry of a Notice of Appeal or filing and/or entry of an additional amendment after expiration
of the shortened statutory period unless the timely-filed response placed the application in condition
for allowance. Of course, if a Notice of Appeal has been filed within the shortened statutory period,
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 34-35).

NOTE: See 37 C.F.R. 1.645 for extensions of time in interference proceedings, and 37 C.F.R. 1.550(c) for
extensions of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 C.F.R.
1.136 apply.

(complete (a) or (b), as applicable)

(a) @ Applicant petitions for an extension of time under 37 C.F.R. 1.136
(fees: 37 C.F.R. 1.17(a)-(d) for the total number of months checked below:

Extension Fee for other than Fee for

(months) small entity small entitv
O one month $ 110.00 $ 55.00
{J two months $ 390.00 $195.00
&1 three months $ 930.00 $465.00
O four months $1,470.00 $735.00

Fee § _465.00

If an additional extension of time is required, please consider this a petition therefor.

(check and complete the next item, if applicable)

O An extension for months has already been se-
cured. The fee paid thereforof $_____ is deducted from the total fee due
for the total months of extension now requested.

Extension fee due with this request $.
OR

(b) ©3 Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19]—page 2 of 4)
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FEE FOR CLAIMS

4. The fee for claims (37 C.F.R. 1.16(b)-(d)) has been caiculated as shown below:

OTHER THAN A
(Col. 1) (Col. 2) (Col. 3)  SMALL ENTITY SMALL ENTITY
CLAIMS
REMAINING HIGHEST NO
AFTER PREVIOUSLY  PRESENT ADDIT. ADDIT.
AMENDMENT PAID FOR EXTRA  RATE FEE OR RATE  FEE
TOTAL MINUS - = x$11= § x$22= §
INDEP. - MINUS - = x340= § x$80= $
I FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +%130=§ +$260=$
TOTAL OR TOTAL
ADDIT. FEE $ ADDIT.
FEE §

* If the entry in Col. 1 is less than entry in Col. 2, write “0” in Col. 3.

If the “Highest No. Previously Paid for” IN THIS SPACE is less than 20, enter “20".

If the “Highest No. Previously Paid For” IN THIS SPACE is less than 3, enter “3".

The “Highest No. Previously Paid For” (Total or indep.) is the highest number found in the appropriate
box in Col. 1 of a prior amendment or the number of claims originally filed.

i

WARNING: “After final rejection or action (§ 1.113) amendments may be made cancelling claims or complying
with any requirement of form which has been made.” 37 C.F.R. § 1.116(a) (emphasis added).

(complete (c) or (d), as applicable)

(c) @ No additional fee for claims is required.

OR

(d) OO Total additional fee for claims required $

FEE PAYMENT

5. & Attached is a check in the sum of $ _465.00
0 Charge Account No. the sum
of $
A duplicate of this transmittal is attached.

(Amendment Transmittal [9-19]—page 3 of 4)
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FEE DEFICIENCY

ize Zeficiency 2ncC nerg is no authcrizanen 12 charge an account, adc’iticnai ‘ees are
cover the zaditional ime ccnsumec in making Lo originai ceficiency. !f the maximum.
31 x-*cnrn cerioc has exgirec Lefore :he ceficiency is ncred anc correcied, the apolication is heic
agcarccnec. In those instances wnere authorization 0 charge s inciuced. processing celays are
:nzerec in returning the papers 6 :he PTO Finance Sranca = order :0 acply these charges pricr
n cn :he cases. Authonization 10 charge the ceposit acccunt for any fee dericiency should be
checked. See the Notice of Apnif 7, 1888, {1065 O.G. 31-33).

6. X If any additional extension and/or fee is reculrec charge Account No.
19-0737

AND/CR

X: If anv additional fee for claims is required, charge Account No.
19-0737

fonid (b’

SIGNATURE OF ATTORNEY

Reg. No.: 30,587 Ansel M. Schwartz

(type or print narme of attormney)

Tel. No.: ( 412) 621-9222 - 425 N. Craig Street, Suite 301
P.0. Address

Pittsburgh, PA 15213

(Amendment Transmittai [9-19]—page 4 of 4)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE &q

In re Application of:
ARTHUR R. HAIR
Serial No. 08/471,964
Filed: June 6, 1995
Art Unit: 2413

Patent Examiner:

N N N N N N N N N N N N N

H. Nguyen

A SYSTEM FOR TRANSMITTING
DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

Pittsburgh, Pennsylvania 15213

April 9, 1997

Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

RESPONSE

CERTIFICATE OF MAjLINA

_l hereby certify that tho ooy
being deposited with the Un
Service as first ciass mait in
;ddressed to: Commissionar ¢f P
rademarks, Washinglog, £ 5523;

7Ky

We ana

on

/W e

Ansel M. Schwarty
fegisiration No. 30,587

%1947

Date !

Please enter the following remarks to the above-identified application in

response to the Office Action dated October 9, 1997, as follows:

0v2 dnoY9
9 :1 Wd 6C ¥dy L6
3
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REMARKS

Claims 1-63 are currently active.

The Examiner has rejected claims under 35 U.S.C. §103 as being unpatentable
over Freeny. Applicant respectfully traverses this rejection. Freeny does not teach to play the
audio or video signal. Freeny is a manufacturing system and playing a product which is
manufactured is contrary to the goal and purposes of Freeny. There is no suggestion to play
the copied signals in Freeny. Only with the hindsight of applicant's claimed invention and
specification would one skilled in the art find applicant's claimed invention obvious from

Freeny.

Referring to Freeny, there is disclosed a system for reproducing information in
material objects at a point of sale location. Freeny teaches that the manufacturing facilities and
the distribution networks for the material objects represent substantial cost to th¢ owner of the
information. See column 1, lines 22-25. Furthermore, the owner of the information embodied
in a master recording had to determine how many records, cassette tapes, 8-track tapes and the
like were to be manufactured. After manufacturing, the owner of the information then faced
the problem of how to distribute such records and tapes to various retail outlets and, once
distributed, the owner of the information then faced the problem of collecting the monies due

in connection with the sale of such records and tapes. If the records and tapes did not sell for
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'any one of a number of reasons, the owner of the information then typically faced the problem
of receiving returns of the previously distributed records and tapes. Thus, such an owner of
information might distribute a large number of records and tapes, receive relatively high
percentage of such distributed records and tapes as returns, not collect a relatively high
percentage of the monies due in connection with the sale of such records and tapes and, thus,
the final results might be that the owner of such information merely ended up with a large

inventory of records and tapes and not enough money collected even to cover the initial

investment. See column 1, lines 49-63.

Furthermore, there was no assurances that material objects providing such
particular recording would be available at a relatively large percentage of point of sale
locations at a time coinciding with the time of the owner’s initial advertising campaign. This
results in lost potential sales. Retailers at various point of sale locations also faced problems
with respect to information embodied in recordings. Initially, such retailers faced the problem
of determining which recordings were to be stocked and then had to determine which
configurations of such recordings and hdw many of each such éonﬁgurations. Inventory
represented a substantial investment to such retailers and such retailers also had to face
pilferage problems which have resulted in lost revenue. All of these problems of the retailers
translated to a large extent to an increased product cost to the consumer. See column 2, lines

5-25.
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Because of economic considerations, it had not been practical for,a retailer
(point of sale location) to maintain all of the available recordings in inventory at any given
time. Thus, a consumer having a desire to purchase a particular recording might not be able
to locate a retail outlet which carried such recording in inventory, and its potential sale simply

would be lost. See column 2, lines 62-69.

Freeny teaches a way for reproducing or manufacturing material objects at point
of sale locations only with the permission of the owner of the information, thereby assuring
that the owner of the information will be compensated in connection with such reproduction.
Freeny teaches how to solve the problems associated with manufacturing, inventory,
configuration distribution and collection he earlier identified and as described above. Freeny

does not teach anything further about playing the information, which follows because Freeny

is only interested in manufacturing, distributing and selling the information and does not care

TR T YT AR S T Y ez s Sy —

what happens to the information after that.

S e s S BT

Freeny teaches a point of sale information manufacturing system 10, as shown
in figure 1, includes at least one information éontrol machine 12 and at least one information
manufacturing machine 14. The information control machine 12 is constructed to receive
information via an input line 16, encode the received information, store the encoded
information, receive request reproduction codes requesting to reproduce certain preselected

information at a particular information manufacturing machine 14 via a communication link

Page 00126



18, provide authorization codes authorizing the reproductions of certain preselected.
information at a particular information manufacturing machine 14 via the communication link
18, receive file reproduce codes via an input line 19 requesting the reproduction of the
information stored in the information control maphine 12, provide the information stored
therein for communication to particular information manufacturing machines 14 via a
communication link 20, receive file transmit codes via the input line 19 requesting the .
reproduction of the information stored in the information control machine 12, and provide the.
information stored therein for communication to particular information manufacturing

machine's 40 via the communication link 18. There is no teaching or suggestion of the

information control machine 12 able to play the information.

Each information manufacturing machine 14 is constructéd to-receive encoded.
information via a communication link 18 or the communication link 20, store received encoded
information, receive request reproduction codes via an input line 21, provide the request
reproduction codes via the communication link 20, decode preselected information in response
to receiving an authorization code and provide certain preselected decoding information via an
output line 2toa reproduction unit 24 which is adapted to reproduce received information in
a material object. There is no teaching or suggestion of the information manufacturing

machine 14 able to play the information. See column 5, lines 1-31.
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Each of the information manufacturing machines 14 located at a point of sale
location and each point of sale location is located remotely with respect to the other point of
sale locations in the system 10. The infqrmation control machine 12 is located at a remote
location with respect to each of the point of sale locations and with respect to the information
manufacturing machines 14. See column 5, lines 32-39. The point of sale location is a
location where a consumer goes to purchase material objects embodying predetermined or ™~

preselected information. See column 5, lines 47-50.

In response to receiving the authorization code, the information manufacturing
machine 14 decodes the preselected information stored in the information manufacturing
machine 14 and provides the coded information on the output line 22. The reproduction unit
24 is constructed and adapted to receive the decoded information provided on the output line
22 and to reproduce the preselected information in a material object. Thus, the information
manufacturing units 14 are constructed to reproduce preselected information in material
objects only in response to receiving an authorization code and, thus, preselected information
is embodied or reproduced in a material objects at a point of sale location substantially only

with the permission of the owner of the information. See column 6, lines 11-22.
Each point of sale location has at least one information manufacturing machine

14, at least one reproduction unit 24 and a plurality of blank material objects. See column 12,

lines 66-68. Each point of sale location could have a plurality of blank 8-track tapes or blank
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cassettes types of material objects and the reproduction unit 24 would be adapted to record the
received decoded information on a blank 8-track tape or cassette tape operatively disposed
therein. See column 13, lines 1-6. Each point of sale location could also include a number of
printed catalogs describing the various recordings available along with the catalog codes
identifying each available recording so the consumers can select the recording desired to be

purchased. See column 13, lines 7-13.

The owner of the point of sale location would collect from the consumer’s
compensation for the blank material object (8-track tape or cassette tape, for example) and this
would be a sales transaction independent of the owner of the information. Also other data
could be inputted into the manufacturing control unit 14 in connection with a request
reproduction code for inventory of material objects or other general accounting data, if

desired. See column 13, lines 39-48.

Freeny also teaches that at the retail outlet, the point of sale location, there is
one or more information manufacturing machines 14 and in inventory of blank 8-track tape or
cassette tapes. The retail outlets, using system 10 also has an inventory of all available
recordings; however, this inventory is encoded and not usable without the permission of the
owner of the information. The retail outlets do not have an inventory a number of
premanufactured recordings which cannot be sold and the retail outlet has virtually no

investment in inventory, after than the blank 8-track tapes or blank cassette tapes. The owner
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of the retail outlet only pays for recordings sold. See column 14, lines 56-69. The owner of
the recordings also does not have any investment in cassette tapes or 8-track tapes and has no
inventory of any manufactured recordings. Further, there is no investment in large
manufacturing facilities to manufacture recordings since, in the system 10, the recordings are
manufactured at the point of sale location only when such recording is sold. The owner of the

recording receives compensation for the sale of a recording before the reproduction and sale of

the recording is authorized. See column 15, lines 1-11.

The reproduction units 24 could be electronic machines capable of transferring
programs in digital format onto floppy disks or other such storage media when the information

to be reduced is in the form of a computer program. See column 22, lines 53-57.

Freeny also teaches that a manufacturing program unit 92 can be programmed
to control a digital to analog converter 100 so that information in the form of a program is
updated in a particular program language. Thus, an individual at a point of sale can request
that a certain program identified by the catalog code be reproduced on a floppy disk in a
particular program language identified via the inputted format code. See column 23, lines

31-41.

Freeny also teaches the manufacturing machine 14a is particularly adapted to

function in the nature of machines commonly referred to as vending machines. The
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information manufacturing machine 14a includes a money acceptor 110 which is adapted to
access via an input 112 money in the form of cash or in the form of credit cards or in the form
of inputted credit number information, and to provide an output money valid code on a signal
path 114 in response to delegating a certain amount of money received via the input 112. See
column 26, lines 12-43. Stored in the digital storage unit 86 is the encoded information,
catalog codes and dollar charge codes. The user inputs the selected catalog code into the
information catalogs and request unit 90 via the input line 21 representing a request to
reproduce preselected in‘for_mation identified via the inputted catalog code in a material object.
See column 26, lines 59-68. If a sufficient amount of money has been received in the money
acceptor 110, the manufacturing program unit 92 is programmed to cause the reproduction of
the information identified via the received catalog code in a material object in a manner exactly
like that described before with respect to the information manufacturing machine 14. See
column 27, lines 29-31.
~

As a further security measure, the information manufacturing machines are
constructed so that, in the event an individual gains physical access to a portion of the machine
to obtain the encoded information, the encoded information is destroyed or erased. See

column 28, lines 3-8.

As is clear by the description of the system taught by Freeny, the system is

interested, and only interested, in manufacturing and distributing information at retail outlets
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known as point of sales. The Examiner recognizes this fact on page 3 of the last office action.
The Examiner nonetheless determines that it would be an obvious matter of optimization of
design for optimizing verification of transferring of the signal which the Examiner determines
as not adding patentable weight to the claimed method. Applicant must respectfully strongly

disagree with the Examiner's conclusion in light of the teachings and context of Freehy.

Freeny has everything geared to maximizing the manufacture and distribution of
the information. Freeny has attempted to identify all the issues that are involved in such a
manufacturing and distribution process and has tried to maximize the efficiency and operation
of this manufacturing and distribution for sales. NWy . taught or suggested

anything whatsoever about verification of transferring of a signal. Nowhere in the claimed

il

invention is there the limitation of optimizing-verification of thi& transfer of the signal.
Furthermore, the Examiner uses the word optimizing verification. Not only is the Examiner
reading a limitation into the claims, and reading a teaching into the teachings of Freeny but is

suggesting that something is obvious which is in direct conflict with all the teachings of

’

Freeny.
SN—

Freeny is interested in efficiently and quickly completing the manufacturing and
distribution process to maximize sales. As identified above, everything is geared to capturing
every sale. Freeny repeats this fact on many instances in his specification. For there to be a

playing unit to play back video or audio digital signals for verification of the transfer of the

-10-
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audio or video signal would enormously slow down the sales process. Besides not making
sense, the only value of playing back a video or audio signal is to play back the entire video or
audio signal since anything less means the story or song or speech is incomplete and most_
likely of no value. Thus, it would take an unacceptable amount of time for someone who has
just purchased information from a poini of sale in the Freeny context, to remain there and.
playback the entire video or audio signal to determine that the transfer was proper. This'
would never happen in the context of Freeny which is interested in maximizing sales.
Furthermore, if there was something wrong with the transfer, the customer may choose not to
leave the point of sale until he or she r_e;eived satisfactibn, thus once again introducing an
element of obstruction to the sales process. This can be simply seen in the normal course of
sales at retail outlets of video stores or music stores where the customer is not allowed to play
the song or movie at the store but must purchase the song or video and than take it to a playing
mechanism out of the way of business to determine whether it is complete, typically by playing
the song or video to listen or watching it witﬁ their own playing device. As a matter of fact, it
is unheard of for a video or audio memory device, such as a CD or video cassette to be played
before it is purchased or at the site of purchase. Bas_ically this is what the Examiner is

suggesting.

Furthermore, there are many better and more accurate and accepted ways of
optimizing verification of the transfer of the signal then actually playing the entire signal

which is infinitely slower. As the signal is transferred, it can simply be kept track of and an
-11-
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indication can occur when it is complete or as the transfer occurs. This is common for

instance, in most transfer verification systems.

It is respectfully submitted that the Examiner is using hindsight from
applicant's own specification and claims to take the teachings of Freeny and then the argument
that it would be obvious to add a playing mechanism to the teachings of Freeny to arrive at
applicant's claimed invention. However, hindsight is not the proper application of the law.
Without hindsight, a reading of Freeny would not teach or suggest to anyone that playing the

manufactured and distributed information would even be a consideration in Freeny's system.

Moreover, it is contrary to Freeny since Freeny again is motivated by attaining
maximum sales in a way that minimizes costs and assures the owner of payment. If you keep
this context of Freeny in mind, and you must because patent law dictates that you cannot take
the teachings of a reference out of the context in which they are found, then, as explained
above, you would not find applicant's claimed invention obvious from Freeny because Freeny
wants the sale to occur and the customer to move on so the next customer can utilize the
system for the next sale. Again, beside§ there being absolutely no teaching or suggestion of
playing the manufactured information whatsoever, it would be contrary to the teachings of
Freeny because it also would increase the costs of the mimufacturing and distribution process
since at minimum it would require more manufacturing machineé and increased distribution to

accommodate more customers if a given customer was watching or playing the information

-12-
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after or while it was being purchased. It is only after reading the claims and specification of
applicant would there be any reason to consider adding playing to Freeny, let alone to come up
with the argument of optimizing verification of the transfer of the signals which is not

identified anywhere. V

As mentioned above, patent law dictates that there must be some teaching or
suggestion in the reference to cause it to be combined with the other teachings to arrive at
applicént‘s claimed invention. Here, there is no teaching or suggestion in Freeny to combine
it with any reason for playing in the manufacturing machine to arrive at applicant's claimed
invention. Without there being some teaching or suggestion, what results is the Examiner
picking and choosing elements from the claimed invention, as though the claim was a road
map, and saying the individual elements exist in the prior art so essentially the claimed
invention is arrive at. But this is also recognized as contrary to patent law. An invention is
greater than the sum of its parts. It is submitted that since Freeny is totally devoid of any
suggestion of playing in the manufacturing or recording or any other mechanism of Freeny,
then the Examiner is looking at the claims and coming up with some argument to say a playing
mechanism should be combined with the Freeny system, and thus the claimed invention is
obvious. Instead, the Examiner by law is required to look at the references that are being

cited to arrive at the claimed invention.

13-
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This ignores the fact of what applicant's claims represent. Something totally
different than what Freeny is teaching. Applicant's claimed invention is giving the ability to
the second party to receive and play video or audio signals at their choosing at their location.
It is a totally different approach for a customer than having to go to the point of s_ale taught by
Freeny. Instead, a customer can enjoy the ability to purchase audio or video digital signals
wherever the customer wishes as totally dictated by the customer (assuming there is a
telecommunications line at hand -- in the U.S., there is a phone or cable line just about
everywhere or a cellular call can be made literally everywhere) and to then further enjoy the
audio or video digital signals themselves with the device that has received the signals by not
having to perform the additional step which is inherent in Freeny of taking the manufactured
information in Freeny and traveling to or having to transfer the manufactured object to another
device. This further represents a difference in product design and purpose because Freeny
wants to maintain absolute control over the manufacturing process, only releasing the
manufactured object to the customer. Applicant's claimed invention essentially defines the
manufacturing and playing functions together, which by definition releases the control of the
manufacturing device to the customer who is ulthna;tely purchasing the information. Freeny in
contrast maintains a very strong difference between the retailer-seller of the information? and
the customer who ultimately receives and pays for the information. Freeny goes so far as to
‘cause the information to be destroyed if the customer has some way or other obtained access to

the manufacturing device.

-14-
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In view of the foregoing remarks, it is respectfully requested that the

outstanding rejections and objections to this application be reconsidered and withdrawn, and

Claims 1-63, now in this application be allowed.

CERTIFICATE OF MAILING

| hereby certify that the correspandence Is
being deposited with the United States Poctai
Service as first class mail in an envelaps
addressed to: Commissioner of Patents and

Trademarks, Washﬁg}oa 9%29231

Ma M. Schwartz

Regrstratlon No. 30.587

4[a/97

Dats '

-15-

Respectfully submitted,

ARTHUR R. HAIR

By W v%-’”‘/g
Amnsel M. Schwartz, Esquire

Reg. No. 30,587

425 N. Craig Street
Suite 301

Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant
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-11- (WPAT)
TI - Point of sale video advertising system - uses single central
video player
and number of remote screens activated by use
PN - EP-384637-A 90.08.29 (9035)
AU9049358-A 90.08.23 (9041) E
CA2010001-A 90.08.16 (9044) E
JP02289893-A 90.11.29 (9103)
UsS5134716-A 92.07.28 (9233) 5p E GO9F-027/00
ZA9001110-A 93.08.25 (9339) 10p E GO9F-000/00
EP-384637-B1 94.11.09 (9443) 7Tp E GO9F-027/00

DE69013941-E 94.12.15 (9504) GO9F-027/00
PNA - J02289893
AB - (EP-384637)

An advertising message is stored on a video player located
away from the
point of sale stations. Each remote station has a switch,
video screen
and loudspeaker. When the switch is activated the video
message is sent
: from central station to the remote one.
If more than one remote station is used then the same
video signal
is sent to all the active one's.
USE - Esp. petrol stations, screens on each pump and
player in :
shop area. (7pp Dwg.No.1/2)
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.SS 1: CABLE (5N) TV (1324)
SS 2: TOP (5N) SET (4369)
SS 3: PAY: (6N) PER (6N) VIEW (134)
SS 4: PLAY: (5N) BACK (2574)
SS 5: 1 (F) 4 (2)
SS 6: 1 AND 3 (24)
SS 7: 2 AND 3 (4)
SS 8: HISHIS (0)
SS 9: ( CHECK: OR VERIF: ) (F)
SS 10: ( VEDIO OR AUDIO ) (40411)
SS 11: 9 AND 10 (16)
SS 12: ( TRANSFER: OR COPY: OR SALE# OR SELL: )
VEDIO OR
SIGNAL# ) (44187)

Ss 13: 4 (F) 12 (93)

SS 147

---Logging off of Orbit---

(F)

(

AUDIO OR
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HIS

SS 1: ( SALE# OR SELL: ) (F) SIGNAL# (F) REMOTE: (51)

SS 2: VERIF: -OR REPRODUC: OR PLAYBACK: OR RECORD: (319922)
SS 3: 1 (F) 2 (16)

SS 4: PAY: (6N) VIEW# (6N) 2 (7)
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" | UNITED STAT\ .. DEPARTMENT OF COMMERCE

5% “ # | Patent and Trademark Office

®ires ;’ Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231
[ appucaTion numser | FILING DATE ] FIRSTNAMEDAPPLICANT | ATTORNEY DOCKET NO. |
ne/a7 )L asa HRIR i [ SES SR E I
I EXAMINER |

ERGL/ET71G
GELIYERN. H
I antunt | papernumseR |

SUTITE 3@l
FITTSRURGH FA 158

2413 \©

DATE MAILED:
NFSANGRSRT

This is a communication from the examiner in charge of your application.
COMMISSIONER OF PATENTS AND TRADEMARKS

OFFICE ACTION SUMMARY

[J Responsive to communication(s) filed on __{J ’ 9] ! q"]
E/T his action is FINAL.

[J since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in
accordance with the practice under Ex parte Quayle, 1935 D.C. 11; 453 0.G. 213.

A shortened statutory period for response to this action is set to expire, month(s), or thirty days,
whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR
1.136(a).

Disposition of Claims

Claim(s) | . Q 5’ is/are pending in the application.
Of the above, claim(s) is/are withdrawn from consideration.
{3 -Claim(s) isfare allowed.
%aim(s) \— (a ,5— is/are rejected.
O ctaim(s) is/are objected to.
O Claims are subject to restriction or election requirement.

Application Papers
O see the attached Notice of Draftsperson’s Patent Drawing Review, PTO-948.

0 The drawing(s) filed on N is/are objected to by the Examiner.

(O The proposed drawing correction, filed on is [J approved [J disapproved.

O The specification is objected to by the Examiner.
O The oath or declaration is objected to by the Examiner.
Priority under 35 U.S.C. § 119
O Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d).
O an {J some* J None of the CERTIFIED copies of the priority 'documents have been
O received.

{J received in Application No. (Series Code/Serial Number)

{J received in this national stage application from the International Bureau (PCT Rule 17.2(a)).

*Certified copies not received:

O Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e).
Attachment(s)

D Notice of Reference Cited, PTO-892

g

W (T}

J information Dlsclosure Statement(s), PTO-1449, Paper No(s).
Ui Interview Summary, PTO-413
[J Notice of Draftsperson’s Patent Drawing Review, PT0O-948

~ O Notice of Informal Patent Applic"aiion. PTO-152
Ty - SEE OPPICE ACTION ON THE POLLOWING PAGES -

PTPL-!ZG (Rov. 10/98)

1 R

* US GPO: 1996-409-290/40029
— any R oo '
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Serial No. 08/471964 2
Art Unit 2413

1. “The amendment filed on 7/8/96 has been entered into the
record.

2. The following is a quotation of 35 U.S.C. § 103 which forms

the basis for all obviousness rejections set forth in this Office
action:

A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102
of this title, if the differences between the subject matter
sought to be patented and the prior art are such that the
subject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in
the art to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the invention
was made.

Subject matter developed by another person, which qualifies as
prior art only under subsection (f) or (g) of section 102 of
this title, shall not preclude patentability under this
section where the subject matter and the claimed invention
were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same
person.

Claims 1-63 are rejected under 35 U.S.C. § 103 as being

unpatentable over Freeny, Jr.US/4,528,643.

Freeny et al teach a method of transferring digital

information which includes forming connection through
telecommunications lines between a first memory of a first party
and a second memory of a second party, the first memory having the
digital signals, selling electronically by the first party to the
second party through the telecommunications lines the desired
digital signals, transferring the desired digital signals from the
first party to the second party through said lines while the second
memory is in possession and control of the second party and the

step of storing the digital signals in the second memory. See
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Serial No. 08/471964
Art Unit 2413

[¥S]

figure 1 and its fully descriptions relative therewith.

Freeny et al does not specifically teach the step of or a

mechanism for "playing through speakers of the second party control
unit the digital video or digital audio signals in the second
memory. The step of playing thé video or audio digital signals at
the second party unit would have been obvious matter of
optimization of design for thimizing verification of transferring
of the signal which has not seen to add patentable weight to the
claimed method. It would have been obvious beéause even though
Freeny et al does not specifically teach the use of play-back
feature, one of ordinary skill in the art would obviously be able
to recognize that a system can record information such as that of
Freeny et al can also play said information which system has been
well known in the recording art.

3. The following reference is cited as of interest: US/5191193.

4. Any inquiry concerning this communication or earlier
communications from the examiner should be directed to Hoa Nguyen,
whose telephone number is (703) 305-9687. The examiner can

normally be reached on Monday through Friday, from 9.30 A.M to 6.00
P.M.. ’

If attempts to reach the examiner by telephone are
unsuccessful, the examiner’s supervisor, Robert Beausoliel, can be
reached on (703) 305-9713. The fax phone number for this Group is
(703) 305-9724. . '

Any inquiry of a general nature or relating to the status of
this application should be directed to the Group receptionigkt whose
telephone number is (703) 305-3800.

HOA T. NGUYEN
PRIMARY EXAMINER
GROUP 2400
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IN THE_UNITED STATES PATENT AND TRADEMARK OFFICE

| In re: Application of Arthur Hair % / /

- Serjal No.: 08/471,964
Filed:  June 6, 1995

Title: up System for Transmitting Desired Digital Video or Audio Signals"”
POWER TO INSPECT

RS SAR =D .
1

Hon. Commissioner of Patents and deemhrks
Washington, D.C. 20231 :

Sir:

;} The undersigned attorney of record in the above identified patent application hereby ]
grants to TERRY KANNOFSKY/ KATHY VANASPEREN/ CINDY PEARSALL and
' JAMES M. KANNOFSKY, all of TK ASSOCIATES, the power to inspect and copy the

above mentioned application and file.

Respectfully submitted,

ome__3114)07 i) [ A

Reg. # 30 gg"7
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Attorney's Docket No. _HAIR-1 CONT ITI PATENT 9/
o= ’ IN THE UNITED STATES PATENT AND TRADEMARK OFFICE fh
> —
== In re application of: Arthur R. Hair
== Serial No.: 08 /471,964 Group No.: 2785
<o Filed: ~ June 6, 1995 Examiner: Hoa Nguyen

For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

’

Assistant Commissioner for Patents
Washington, D.C. 20231

NOTICE OF APPEAL FROM THE PRIMARY EXAMINER
T , TO THE BOARD OF PATENT APPEALS AND INTERFERENCES

Applicant hereby appeals to the Board from the decision of the Primary Examiner,

' mailed __7/10/97 finally rejecting claims __1=63
. The item(s) checked below are appropriate:
¢
1. STATUS OF APPLICANT ~ —
This application is on behalf of L_ 2 3‘
O other than a small entity. ‘ s o3
@ a small entity. -

A verified statement
O is attached.
® was already filed on __June 13, 1988

2. FEE FOR FILING NOTICE OF APPEAL
Pursuant to 37 C.F.R..1.17(e), the fee for filing the Notice of Appeal is:

. small entity $150.00
O other than a small entity $300.00
Notice of Appeal fee due g 155.00

CERTIFICATE OF MAILING/TRANSMISSION (37 C.F.R. 1.8a)

| hereby certify that this correspondence is, on the date shown belc;:u. being:

MAILING : FACSIMILE '
X, deposited,with the United States Postal J transmitted b facsimile/t; the ?
ORI UoRI 170N Y !
3%/ gggéi’ge GPATHE M(Sgr%?ge?%{ﬁfgq‘:fﬂgeqp postage, as first class Patent and Trademarx Office.

mail in an envelope addressed to the
Assistant Commissioner for Patents,

Washington, D.C. 20231. W ﬁ M
LBLLL - A - ,
Signature' J .
Date: /l q Z 98 _ . Tracey L. Milka
A ) (type or print name of person certifying)

. C (Notice of Appeal from the Primary Examiner to Board [9-6]—page 1 of 3)
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3. EXTENSION OF TERM

NOTE: The time periods set forth in 37 C.F.AR. 1.191 are subject to the provision of § 1.136 for patent
applications. 37 C.F.R. 1.191(c). (But see 37 C.F.R. 1.645 for extension of time ir interference
proceedings and 37 C.F.R. 1.550(c) for extension of time in reexamination proceedings).

(complete (a) or (b), as applicable)
The proceedings herein are for a patent application and the provisioné of 37 C.F.R. 1.136
apply.

(@ X Applicant petitions for an extension of time under 37 C.F.R. 1.136
(fees: 37 C.F.R. 1.17(a)-(d)) for the total number of months checked below:

Extension Fee for other than Fee for
(months) smalil_entity small entity
"0 one month $110.00 $55.00
O two months $390.00 $195.00
(B three months $930.00 $465.00
O four months ‘ $1,470.00 $735.00
Fee § _475.00

if an additional extension of time is required, please consider this a petition therefor.
(check and complete the next item, if applicable)

@ An extension for _3 months has already been secured. The fee paid
therefor of $_475.00 is deducted from the total fee due for the total
months of extension now requested. -

Extension fee due with this request $_0.00

or

(t) O Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition and fee for extension of time.

4. TOTAL FEE DUE
The total fee due is:

Notice of Appeal fee $ _155.00
Extension fee (if any) $ __0.00

TOTAL FEE DUE § 15500
5. FEE PAYMENT
X Attached is a check in the sum of $ __155-00

O Charge Account No. the sum of $
A duplicate of this transmittal is attached.

(Notice of Appeal from the Primary Examiner to Board [9-6}—page 2 of 3)
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_ 6. FEE DEFICIENCY

NOTE: |If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the additional time consumed in making up the original deficiency. If the maximum,
six-month period has expired before the deficiency is noted and corrected, the application is heid
abandoned. In those instances where authorization to charge is included, processing delays are
encountered in retumning the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to charge the deposit account for any fee deficiency should be
checked. See the Notice of April 7, 1986, 1065 O.G. 31-33.

® If any additional extension and/or fee is required,
charge Account No. __19-0737

AND/OR

& If any additional fee for claims is required,
charge Account No. __19-0737

v

SIGNATURE OF ATTORNEY

Reg. No.: 30,587
Ansel M. Schwartz

(tybe or print name of attormey)

Tel. No.: (412) 621-9222 425 N. Craig Street, Suite 301

P.Q. Address
Pittsburgh, PA 15213

(Notice of Appeal from the Primary Examiner to Board [9-6]—page 3 of 3)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

#15

In re Application of: i )
)
ARTHUR R. HAIR )
)
Serial No. 08/471,964 )
)
Filed: June 6, 1995 ) A SYSTEM FOR TRANSMITTING
) DESIRED DIGITAL VIDEO OR
Art Unit: 2785 ) AUDIO SIGNALS
)
Patent Examiner: )
)
Hoa Nguyen )
Pittsburgh, Pennsylvania 15213
CERTIFICATE OF MAILER
- January 9, 1998 CATE OF
I hereby certify that the correspendescs i
. L being deposited with the United States Postal
Assistant Commissioner for Patents Service as first class mail in an envelope
. addressed to: Commissioner of Ps
Washington, D.C. 20231 Trad’:; e " ﬁgﬁ% ; o%r2 LAy tents and

Sir: @ M

Ansel M. Schwartz v
RESPONSE UNDER RULE 116 \ ustr}t;? gﬂ ,587
Date

Please enter the following remarks to the above-identified application in

response to the Office Action dated July 10, 1997, as follows:
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REMARKS
Claims 1-63 are currently active.

The Examiner has rejected claims under 35 U.S.C. §103 as being unpatentable
over Freeny. Applicant respectfully traverses this rejection. Freeny does not teach to play the
audio or video signal. Freeny is a manufacturing system and playing a product which is
manufactured is contrary to the goal and purposes of Freeny. There is no suggestion to play
the copied signals in Freeny. Only with the hindsight of applicant's claimed invention and
specification would one skilled in the art find applicant's claimed invention obvious from

Freeny.

Applicant submits herewith a Declaration by inventor Arthur R. Hair which
introduces secondary evidence of patentability of the claimed invention of the above-identified
patent application. A determination of obviousness under 35 U.S.C. § 103 is a legal
conclusion involving factual inquiries. Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044,
1050, 5 USPQ2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U.S. 825 (1988); Pro-Mold and

Tool Co., Inc. v. Great Lakes Plastics, Inc., 37 USPQ2d 1626, 1629 (Fed. Cir. 1996).

Among these factual inquiries are secondary considerations, which include evidence of factors

tending to show nonobviousness, such as commercial success of the invention, satisfying a
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long-felt need, failure of others to find a solution to the problem at hand, and copying of the

invention by others. Id.; Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1566, 1

USPQ2d 1593, 1595 (Fed. Cir.), cert. denied, 481 U.S. 1052 (1987); Pro-Mold and Tool
Co., supra at 1629. It is the secondary considerations that are often most probative and
determinative of the ultimate conclusion of obviousness or nonobviousness. Pro-Mold and
Tool Co., supra at 1630. The examiner must consider secondary evidence of patentability in

determining the patentability of the claimed invention. In re GPAC, Inc., 57 F.3d 1573, 35

USPQ2d 1116 (Fed. Cir. 1995).

The secondary evidence introduced into the record is that of copying, and
commercial success. In regard to commercial success, Digital Sight/Sound, Inc. has licensed
the claimed invention of the above-identified patent application and has raised over
$1,000,000.00 to implement the claimed invention. This investment of $1,000,000.00
evidences the claimed invention is unique and different from anything before. This investment
supports the fact a material license arrangement has been formed. Such secondary evidence of
licensing supports patentability of the claimed invention of the above-identified patent

application. Minnesota Mining & Manufacturing Co. v. Johnson & Johnson Orthopaedics,

Inc., 976 F.2d 1559, 24 USPQ2d 1321 (Fed. Cir. 1992).
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Furthermore, since the investment was to put into practice the claimed invention
of the above-identified patent application, and there was nothing else yet in existence but the
intellectual property of the claimed invention, investors were investing solely in the claimed
invention, and putting into practice the claimed invention; not anything else since nothing else
existed. This clearly establishes a nexus between the license and investment, and the claimed
invention. Litton Systems, Inc. v. Honeywell, Inc., 87 F.3d 1559, 39 USPQ2d 1321 (Fed.

Cir. 1996), remanded, 117 S. Ct. 1240 (1997).

The Declaration also introduces into the record evidence of copying by N2k and
by various parties having web sites who have been sued by the major record labels. Copying,
especially by N2k which is a publicly traded company on the Nasdaq Stock Exchange (by |
definition N2k must be worth millions of dollars to be allowed to be traded on the Nasdaq
Stock Exchange), is strong evidence of patentability. Panduit Corp. v. Dennison Mfg. Co.,
227 USPQ 337 (Fed. Cir. 1985), remanded, 475 U.S. 809, 229 USPQ 478 (1986), on
remand, 1 USPQ2d 1593 (Fed. Cir. 1987). This is because N2k who had ample resources,
copied the claimed invention rather than any prior art device that it could have, thus strongly
evidencing nonobvious. Panduit Corp. v. Dennison Mfg. Co., 774 F.2d 1082, 227 USPQ 337
(Fed. Cir. 1985), remanded, 475 U.S. 809, 229 USPQ 478 (1986), on remand, 810 F.2d
1561, 1 USPQ2d 1593 (Fed. Cir. 1987). Specialty Composites v. Cabot Corp., 845 F.2d

981, 6 USPQ2d 1601 (Fed. Cir. 1988).
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Accordingly, due to the secondary evidence of patentability of copying, and the
licensing of the claimed invention to a company with investments totaling more than
$1,000,000.00 specifically and only for the purpose of practicing the claimed invention, the
claimed invention of the above-identified patent application is patentable over the 35 U.S.C.

Section 103 rejection of Freeny.

In regard to Freeny, there is no teaching or suggestion of playing through
speakers of the second party control unit, the digital audio signals the second party control unit
receives from the first party through communications lines. The Examiner contends that it
would be obvious to add a playing capability to Freeny, but does not cite any reference
concerning this additional feature for "playing". It is respectfully submitted by applicant that
the examiner is using non-analogous art in reaching for a basis of rejection of the claimed
invention. The CAFC in In re Oetiker, 24 U.S.P.Q.2d 1443 (Fed. Cir. 1992) determined that
the PTO erred in finding references showing fasteners for garments were analogous art to an
invention concerning a pre-assembly hook for an assembly line metal hose clamp. Here, the
Examiner is saying that due to common sense, without citing any references, it would be
obvious to combine playback/reproducing with Freeny. But playback/reproducing to the
extent it is even definite, is non-analogous art to the integrated system with communication
lines and is respectfully not appropriate to base the outstanding rejection of the claimed

invention. Applicant does not claim he was the first to invent the capability to playing digital
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audio signals, such as with a stereo, or digital video signals, but applicant did invent an
integrated system that can play digital audio signals or digital video signals at a second party
control unit which received such signals through communication lines, such as telephone or

cable lines or power lines, from the first memory. There is nothing like it in the applied art of

record, as explained more fully below.

Moreover, the only reason the Examiner states to support this contention
regarding rejection is to verify the quality of the signal. But, respectfully, this would not be
the way verification would be achieved, and it is not the way it is achieved currently regarding
transmitted signals over communication lines. Error correction codes, such as Hamming
codes, or HEC bytes or parity check codes, etc. are common techniques that are used with the
transmission of signals to determine whether the signal is verified as accurate. The bandwidth
and number of signals that make up a song are so great that it would be extremely inefficient
way of determining whether a song or video was properly sent by playing it to the second
party. Signals could still be lost that are not clearly discernible to the éecond party listening or
watching them so that the second party would not realize he or she is obtaining a song or video
of lesser quality than was expected. What typically is practiced is that as signals are received,
they are checked by the receiving system and, if they are not proper, discarded, with an error

indicated, or the signal being requested to be sent again.
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In addition, the last thing a manufacturer or seller, such as that taught by
Freeny, wants, is for a customer to be standing around watching or listening to what the
manufacture or seller is trying to sell. The listening or watching customer would reduce the
number of sales that could occur since the manufacturing machines are being tied up for
playing the signals to the customers instead of selling the signals to the customers or
manufacturing the signals; and after the signals are played, the second party, having now seen
or heard the signals, may not want to purchase the signals any more! This is completely

contrary to what a seller/manufacturer wants and what is taught by Freeny.

Referring to Freeny; there is disclosed a system for reproducing information in
material objects at a point of sale location. Freeny teaches that the manufacturing facilities and
the distribution networks for the material objects represent substantial cost to the owner of the
information. See column 1, lines 22-25. Furthermore, the owner of the information embodied
in a master recording had to determine how many records, cassette tapes, 8-track tapes and the
like were to be manufactured. After manufacturing, the owner of the information then faced
the problem of how to distribute such records and tapes to various retail outlets and, once
distributed, the owner of the information then faced the problem of collecting the monies due
in connection with the sale of such records and tapes. If the records and tapes did not sell for
any one of a number of reasons, the oWner of the information then typically faced the problem

of receiving returns of the previously distributed records and tapes. Thus, such an owner of
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information might distribute a large number of records and tapes, receive relatively high
percentage of such distributed records and tapes as returns, not collect a relatively high
percentage of the monies due in connection with the sale of such records and tapes and, thus,
the final results might be that the owner of such information merely ended up with a large
inventory of records and tapes and not enough money collected even to cover the initial

investment. See column 1, lines 49-63.

Furthermore, there was no assurances that material objects providing such
particular recording would be available at a relatively large percentage of point of sale
locations at a time coinciding with the time of the owner’s initial advertising campaign. This
results in lost potential sales. Retailers at various point of sale locations also faced problems
with respect to information embodied in recordings. Initially, such retailers faced the problem
of determining which recordings were to be stocked and then had to determine which
configurations of such recordings and how many of each such configurations. Inventory
represented a substantial investment to such retailers and such retailers also had to face
pilferage problems which have resulted in lost revenue. All of these problems of the retailers
translated to a large extent to an increased product cost to the consumer. See column 2, lines

5-25.
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Because of economic considerations, it had not been practical for a retailer
(point of sale location) to maintain all of the available recordings in inventory at any given
time. Thus, a consumer having a desire to purchase a particular recording might not be able

to locate a retail outlet which carried such recording in inventory, and its potential sale simply

would be lost. See column 2, lines 62-69.

Freeny teaches a way for reproducing or manufacturing material objects at point
of sale locations only with the permission of the owner of the information, thereby assuring
that the owner of the information will be compensated in connection with such reproduction.
Freeny teaches how to solve the problems associated with manufacturing, inventory,
configuration distribution and collection he earlier identified and as described above. Freeny
does not teach anything further about playing the information, which follows because Freeny
is only interested in manufacturing, distributing and selling the information and does not care

what happens to the information after that.

Freeny teaches a point of sale information manufacturing system 10, as shown
in figure 1, includes at least one information control machine 12 and at least one information
manufacturing machine 14. The information control machine 12 is constructed to receive
information via an input line 16, encode the received information, store the encoded

information, receive request reproduction codes requesting to reproduce certain preselected
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Each of the information manufacturing machines 14 located at a point of sale
location and each point of sale location is located remotely with respect to the other point of
sale locations in the system 10. The information control machine 12 is located at a remote
location with respect to each of the point of sale locations and with respect to the information
manufacturing machines 14. See column 5, lines 32-39. The point of sale location is a
location where a consumer goes to purchase material objects embodying predetermined or

preselected information. See column 5, lines 47-50.

In response to receiving the authorization code, the information manufacturing
machine 14 decodes the preselected information stored in the information manufacturing
machine 14 and provides the coded information on the output line 22. The reproduction unit
24 is constructed and adapted to receive the decoded information provided on the output line
22 and to reproduce the preselected information in a material object. Thus, the information
manufacturing units 14 are constructed to reproduce preselected information in material
objects only in response to receiving an authorization code and, thus, preselected information
is embodied or reproduced in a material objects at a point of sale location substantially only

with the permission of the owner of the information. See column 6, lines 11-22.

Each point of sale location has at least one information manufacturing machine

14, at least one reproduction unit 24 and a plurality of blank material objects. See column 12,

-11-
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information at a particular information manufacturing machine 14 via a communication link
18, provide authorization codes authorizing the reproductions of certain preselected
information at a particular information manufacturing machine 14 via the communication link
18, receive file reproduce codes via an input line 19 requesting the reproduction of the
information stored in the information control machine 12, provide the information stored
therein for communication to particular information manufacturing machines 14 via a
communication link 20, receive file transmit codes via the input line 19 requesting the
reproduction of the information stored in the information control machine 12, and provide the
information stored therein for communication to particular information manufacturing
machine's 40 via the communication link 18. There is no teaching or suggestion of the

information control machine 12 able to play the information.

Each information manufacturing machine 14 is constructed to receive encoded
information via a communication link 18 or the communication link 20, store received encoded
information, receive request reproduction codes via an input line 21, provide the request
reproduction codes via the communication link 20, decode preselected information in response
to receiving an authorization code and provide certain preselected decoding information via an
output line 22 to a reproduction unit 24 which is adapted to reproduce received information in
a material object. There is no teaching or suggestion of the information manufacturing

machine 14 able to play the information. See column 5, lines 1-31.

-10-
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lines 66-68. Each point of sale location could have a plurality of blank 8-track tapes or blank
cassettes types of material objects and the reproduction unit 24 would be adapted to record the
received decoded information on a blank 8-track tape or cassette tape operatively disposed
therein. See column 13, lines 1-6. Each point of sale location could also include a number of
printed catalogs describing the various recordings available along with the catalog codes
identifying each available recording so the consumers can select the recdrding desired to be

purchased. See column 13, lines 7-13.

The owner of the point of sale location would collect from the consumer’s
compensation for the blank material object (8-track tape or cassette tape, for example) and this
would be a sales transaction independent of the owner of the information. Also other data
could be inputted into the manufacturing control unit 14 in connection with a request
reproduction code for inventory of material objects or other general accounting data, if

desired. See column 13, lines 39-48.

Freeny also teaches that at the retail outlet, the point of sale location, there is
one or more information manufacturing machines 14 and in inventory of blank 8-track tape or
cassette tapes. The retail outlets, using system 10 also has an inventory of all available
recordings; however, this inventory is encoded and not usable without the permission of the

owner of the information. The retail outlets do not have an inventory a number of

-12-
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premanufactured recordings which cannot be sold and the retail outlet has virtually no
investment in inventory, after than the blank 8-track tapes or blank cassette tapes. The owner
of the retail outlet only pays for recordings sold. See column 14, lines 56-69. The owner of
the recordings also does not have any investment in cassette tapes or 8-track tapes and has no
inventory of any manufactured recordings. Further, there is no investment in large
manufacturing facilities to manufacture recordings since, in the system 10, the recordings are
manufactured at the point of sale location only when such recordingv is sold. The owner of the
recording receives compensation for the sale of a recording before the reproduction and sale of

the recording is authorized. See column 15, lines 1-11.

The reproduction units 24 could be electronic machines capable of transferring
programs in digital format onto floppy disks or other such storage media when the information

to be reduced is in the form of a computer program. See column 22, lines 53-57.

Freeny also teaches that a manufacturing program unit 92 can be programmed
to control a digital to analog converter 100 so that information in the form of a program is
updated in a particular program language. Thus, an individual at a point of sale can request
that a certain program identified by the catalog code be reproduced on a floppy disk in a
particular program language identified via the inputted format code. See column 23, lines

31-41.

-13-
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Freeny also teaches the manufacturing machine 14a is particularly adapted to
function in the nature of machines commonly referred to as vending machines. The
information manufacturing machine 14a includes a money acceptor 110 which is adapted to
access via an input 112 money in the form of cash or in the form of credit cards or in the form
of inputted credit number information, and to provide an output money valid code on a signal
path 114 in response to delegating a certain amount of money received via the input 112. See
column 26, lines 12-43. Stored in the digital storage unit 86 is the encoded information,
catalog codes and dollar charge codes. The user inputs the selected catﬁlog code into the
information catalogs and request unit 90 via the input line 21 representing a request to
reproduce preselected information identified via the inputted catalog code in a material object.
See column 26, lines 59-68. If a sufficient amount of money has been received in the money
acceptor 110, the manufacturing program unit 92 is programmed to cause the reproduction of
the information identified via the received catalog code in a material object in a manner exactly
like that described before with respect to the information manufacturing machine 14. See

column 27, lines 29-31.
As a further security measure, the information manufacturing machines are
constructed so that, in the event an individual gains physical access to a portion of the machine

to obtain the encoded information, the encoded information is destroyed or erased. See

column 28, lines 3-8.

-14-
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As is clear by the description of the system taught by Freeny, the system is
interested, and only interested, in manufacturing and distributing information at retail outlets
known as point of sales. The Examiner récognizes this fact on page 3 of the last office action.
The Examiner nonetheless determines that it would be an obvious matter of optimization of
design for optimizing verification of transferring of the signal which the Examiner determines
as not adding patentable weight to the claimed method. Applicant must respectfully strongly

disagree with the Examiner's conclusion in light of the teachings and context of Freeny.

Freeny has everything geared to maximizing the manufacture and distribution of
the information. Freeny has attempted to identify all the issues that are involved in such a
manufacturing and distribution process and has tried to maximize the efficiency and operation
of this manufacturing and distribution for sales. Nowhere has Freeny taught or suggested
anything whatsoever about verification of transferring of a signal. Nowhere in the claimed
invention is there the limitation of optimizing verification of the transfer of the signal.
Furthermore, the Examiner uses the word optimizing verification. Not only is the EXaminer
reading a limitation into the claims, and reading a teaching into the teachings of Freeny but is
suggesting that something is obvious which is in direct conflict with all the teachings of

Freeny.

-15-
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Freeny is interested in efficiently and quickly completing the manufacturing and
distribution process to maximize sales. As identified above, everything is geared to capturing
every sale. Freeny repeats this fact on many instances in his specification. For there to be a
playing unit to play back video or audio digital signals for verification of the transfer of the
audio or video signal would enormously slow down the sales process. Besides not making
sense, the only value of playing back a video or audio signal is to play back the entire video or
audio signal since anything less means the story or song or speech is incomplete and most
likely of no value. Thus, it would take an unacceptable amount of time for someone who has
just purchased information from a point of sale in the Freeny context, to remain there and
playback the entire video or audio signal to determine that the transfer was proper. This
would never happen in the context of Freeny which is interested in maximizing sales.
Furthermore, if there was something wrong with the transfer, the customer may choose not to
leave the point of sale until he or she received satisfaction, thus once again introducing an
element of obstruction to the sales process. This can be simply seen in the normal course of

sales at retail outlets of video stores or music stores where the customer is not allowed to play

“the song or movie at the store but must purchase the song or video and than take it to a playing

mechanism out of the way of business to determine whether it is complete, typically by playing
the song or video to listen or watching it with their own playing device. As a matter of fact, it

is unheard of for a video or audio memory device, such as a CD or video cassette to be played

-16-
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before it is purchased or at the site of purchase. Basically this is what the Examiner is

suggesting.

Furthermore, there are many better and more accurate and accepted ways of
optimizing verification of the transfer of the signal then actually playing the entire signal
which is infinitely slower. As the signal is transferred, it can simply be kept track of and an
indication can occur when it is complete or as the transfer occurs. This is common for

instance, in most transfer verification systems.

It is respectfully submitted that the Examiner is using hindsight from
applicant's own specification and claims to take the teachings of Freeny and then the argument
that it would be obvious to add a playing mechanism to the teachings of Freeny to arrive at
applicant's claimed invention. However, hindsight is not the proper application of the law.
Without hindsight, a reading of Freeny would not teach or suggest to anyone that playing the

manufactured and distributed information would even be a consideration in Freeny's system.
Moreover, it is contrary to Freeny since Freeny again is motivated by attaining
maximum sales in a way that minimizes costs and assures the owner of payment. If you keep

this context of Freeny in mind, and you must because patent law dictates that you cannot take

the teachings of a reference out of the context in which they are found, then, as explained

-17-
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above, you would not find applicant's claimed invention obvious from Freeny because Freeny
wants the sale to occur and the customer to move on so the next customer can utilize the
system for the next sale. Again, besides there being absolutely no teaching or suggestion of
playing the manufactured information whatsoever, it would be contrary to the teachings of
Freeny because it also would increase the costs of the manufacturing and distribution process
since at minimum it would require more manufacturing machines and increased distribution to
accommodate more customers if a given customer was watching or playing the information
after or while it was being purchased. It is only after reading the claims and specification of
applicant would there be any reason to consider adding playing to Freeny, let alone to come up
with the argument of optimizing verification of the transfer of the signals which is not

identified anywhere.

As mentioned above, patent law dictates that there must be some teaching or

~ suggestion in the reference to cause it to be combined with the other téachings to arrive at
applicant's claimed invention. Here, there is no teaching or suggestion in Freeny to combine
it with any reason for playing in the manufacturing machine to arrive at applicant's claimed
invention. Without there being some teaching or suggestion, what results is the Examiner
picking and choosing elements from the claimed invention, as though the claim was a road
map, and saying the individual elements exist in the prior art so essentially the claimed

invention is arrive at. But this is also recognized as contrary to patent law. An invention is

-18-
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greater than the sum of its parts. It is submitted that since Freeny is totally devoid of any
suggestion of playing in the manufacturing or recording or any other mechanism of Freeny,
then the Examiner is looking at the claims and coming up with some argument to say a playing
mechanism should be combined with the Freeny system, and thus the claimed invention is
obvious. Instead, the Examiner by law is required to look at the references that are being

cited to arrive at the claimed invention.

This ignores the fact of what applicant's claims represent. Something totally
different than what Freeny is teaching. Applicant's claimed invention is giving the ability to
the second party to receive and play video or audio signals at their choosing at their location.
It is a totally different approach for a customer than having to go to the point of sale taught by
Freeny. Instead, a customer can enjoy the ability to purchase audio or video digital signals
wherever the customer wishes as totally dictated by the customer (assuming there is a
telecommunications line at hand -- in the U.S., there is a phone or cable line just about
everywhere or a cellular call can be made literally everywhere) and to then further enjoy the
audio or video digital signals themselves with the device that has received the signals by not
having to perform the additional step which is inherent in Freeny of taking the manufactured
information in Freeny and traveling to or having to transfer the manufactured object to another
device. This further represents a difference in product design and purpose because Freeny

wants to maintain absolute control over the manufacturing process, only releasing the

-19-
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manufactured object to the customer. Applicant's claimed invention essentially defines the
manufacturing and playing functions together, which by definition releases the control of the
manufacturing device to the customer who is ultimately purchasing the information. Freeny in
contrast maintains a very strong difference between the retailer-seller of the information, and
the customer who ultimately receives and pays for the information. Freeny goes so far as to
cause the information to be destroyed if the customer has some way or other obtained access to

the manufacturing device.

In view of the foregoing remarks, it is respectfully requested that the
outstanding rejections and objections to this application be reconsidered and withdrawn, and
Claims 1-63, now in this application be allowed.

Respectfully submitted,
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Eh Attorney’s Docket No. HATR-1 CONT IIT PATENT
=3 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
=0 .
In re application of: Arthur R. Hair
Serial No.: 0 8/ 471,964 Group No.: 2785
Filed: June 6, 1995 Examiner: =~ Hoa Nguyen

For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

Assistant Commissioner for Patents
Washington, D.C. 20231

" AMENDMENT TRANSMITTAL

1. Transmitted herewith is an amendment for this application.’

STATUS

2. Appiicant is
Xz smali entity. A verified statement:
— is attached.

X was already filed.
T other than a smail entity.

CERTIFICATE OF MAILING/TRANSMISSION (37 &.F.R. 1.8a)

23y ¢e7 xryqnat this corresponcence is. on the date shown below, bemg

98 GPAYNE  C0DSERY 3
oLeatts e e .00 0P
FACSIMILE

MAILING

X degosited with the United States Postal — twansmitted by facsimile w© the
Service with sufficient postage as first class Patent and Trademark Cffice.

maii. in an anvelope aadressed 9 ne

. Assistant Commissioner for Patents,
Washington. D.C. 20231. / p W
P Sngnature
Date: ¥ _ Tracey L. Mllka
{type cr orint name of person certifying)

(Amencment Transmizal [9-19]—page 1 of 4)
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EXTENSION OF TERM

“Zxtension ¢f Time in Patent Cases (Suoplement Amendments) — if 3 timeiy and ccmotete resconse
~as ceen filed after a Non-Final Office Action, an extension of time is not required to permit filing ana/or
antry of an acaitional amendment aiter expiration of the shortened statutory period.

If a umnely response has been filea arter a Final Office Action. an extension of time is required to permit
filing andfor entry or a Notice of Aopeai or filing and/or entry of an aaditional amendment after expiration
of the shortened statutory penod unless the tmeiy-filed response olaced the application in condition
for ailowance. Of course, if a Notice of Appeal has been filed within :he shortenea statutory period,
the period has ceased to run.” Notice of December 10, 1985 (1061 O.G. 34-35).

See 37 C.F.A. 1.645 for extensions of time in interference procsedings, and 37 C.F.A. 1.550(c} ior
extensions of time in reexamination proceedings.

3. The proceedings herein are for a patent application and the provisions of 37 C.F.R.

1.136 apply.
(complete (a) or (b), as applicable)
(@ X Applicant petitions for an extension of time under 37 C.F.R. 1.136
(fees: 37 C.F.R. 1.17(a)-(d) for the total number of months checked below:
Extension Fee for other than Fee for
(months) smail entitv . small enutv
3 one month S 110.00 S 55.00
i two months S 390.00 $195.00
/X three months S 930.00 $465.00
T four months $1.470.00 $735.00

Fee 5 _475.00

If an additionai extension of time is required, please consider this a petition therefor.

(check and complete the next item, if applicable)

(C  An extension for months has already been se- .

(B O

cured. The fee paid therefor of $ is deducted from the total fee due
for the total months of extension now requested.

Extension fee due with this request $
OR

Applicant believes that no extension of term is required. However, this condi-
tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition for extension of time.

(Amendment Transmittal [9-19)—page 2 of 4)
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FEE FOR CLAIMS

4. The fee for claims (37 C.F.R. 1.16(b)-(d)) has been calcdlated as shown below:

: . OTHER THAN A
(Col. 1) _ (Col. 2) (Col.3)  SMALL SNTITY SMALL ENTITY
CLAIMS
REMAINING - HIGHEST NO
_ AFTER PREVIOUSLY  PRESENT ADDIT. ADDIT.
- AMENDMENT PAID FOR EXTRA RATE FEE OR RATE Fez
TOTAL * MINUS - = $11=$ x§22= §
INDEP. ° MINUS = x$40= $ x380= $
G FIRST PRESENTATION OF MULTIPLE DEP. CLAIM +8130= $ ~$260=$
TOTAL OR TOTAL
ADOIT. FEE 8 ADDIT.
FEE S

If the entry in Col. 1 is less than entry in Col. 2, write “0” in Col. 3.

If the “Mighest No. Previously Paid for" IN THIS SPACE is less than 20, enter “20".

If the “Highest No. Previously Paid For" IN THIS SPACE is less than 3, enter “3".

The “Highest No. Previousiy Paid For” (Total or indep.) is the highest number found in the apprcoriate
box in Col. 1 of a pricr amendment or the number of claims ariginally filed.

WARNING: “After final rejection or action (§ 1.113) amendments may be made cancelling claims or complying
with any requirement of form which has been made.” 37 C.F.R. § 1.116(a) (emphasis added).

(complete (c) or (d), as applicable)

{c) Bl No additional fee for claims is required.

OR
(d 1 Total additional fee for claims required S
FEE PAYMENT
5. X Attached is a check in the sum of $ 475.00
O Charge Account No. the sum
of §

A duplicate of this transmittal is attached.

(Amendment Transmittal [9-19]—page 3 of 3)
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| FEE DEFICIENCY

WCTZ: frmere s fo:ancy 3NC nere S N0 auincnzaucn 12 oo
acsivoral mme SSASUMEC i Making uo e !
axcirec sefore ne caficiancy is AgIeC INC sIrrect2 c. :he acorication s seic
. Srocassing celays are
2 } : 2r 15 &CCiv imese charges snacr
1S 3037 24 In2 Cases. Auhonzauon 3 2narGe ne Ie00Sit accsun: “or any fse dgric:ency snoulg Se
cnecrec. 322 the Neuca or Acmi 7. 18858, 1063 C.G. 21-33). ,
3. X !f zny additicnal extensicn zand/or ise is recuirec, chargs Account No.
19-0737
AND/CR
X if anv =zdditicnal fee fcr claims is requirsc. charge Account No.
19-0737
\
—7
SIGNATURE OF ATTORNEY
Reg. No.: 30,587 ‘
9 ? - Ansel M. Schwartz
] {type or print name of attorney)
Tel. No.: ( 412 ) 621-9222 425 N. Craig Street, Suite 301

2.0. Adcress
Pittsburgh, PA 15213

{Amendment Transmittal {9-19]—page 4 of 4)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

#'

3

Patent Examiner:

Q%f}: In re Application of: )
4 )
\E (.}
%5—=———c ARTHUR R. HAIR )
T, — ¢
s=" )
E'ﬂ Serial No. 08/471,964 )
==
==o )
-Filed: June 6, 1995 ) A SYSTEM FOR TRANSMITTING
) DESIRED DIGITAL VIDEO OR
Art Unit: 2413 ) AUDIO SIGNALS
)
)
)
)

H. Nguyen

Pittsburgh, Pennsylvania 15213
January 8, 1998

Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

C C §1.132

1, Arthur R. Hair, hereby declare that:

I am the inventor of the above-identified patent application.

I have reviewed the above-identified patent application, including the claims.

The entire right, title, and interest of my invention is assigned to Parsec

Sight/Sound, Inc., a Pennsylvania corporation. @,
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I am Chairman of the Board and Chief Technology Officer of Parsec

Sight/Sound, Inc.

Parsec Sight/Sound, Inc. has licensed the above-identified patent application to

Digital Sight/Sound, Inc., a Pennsylvania corporation. See Exhibit A.

Digital Sight/Sound, Inc. has raised more than one million dollars from
investors to operate a web site and sell electronically digital audio signals from its memory to
second parties through telecommunications lines to second party control units so the second
parties can play the digital audio signals through speakers of the second. parties’ control units.
Digital Sight/Sound, Inc. expects to have its updated web site operational to the public July 1,

1998, so Digital Sight/Sound, Inc. can practice the claimed invention of the above-identified

patent application.

A copier of my claimed invention of the above-identified patent application,
N2k, has sold electronically digital audio signals from its memory to second paﬂiés through
telecommunications lines to second party control units so the second parties can play the
digital audio signals through speakers of the second parties control units. A copy of the web
pages of N2k's web site on the worldwide web is attached as Exhibit B. These web pages are
accessed by a second party calling up N2k’s web site through a telephone line with a computer

(second party control unit). Once the web site of N2k is accessed, the second party with the
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computer purchases with a credit card (electronic sale) the desired digital audio signals that are
offered for sale by N2k and which the second party chooses to purchase. Once the second
party provides the credit card number to N2k through the second party's computer, the desired
digital audio signals are transferred over telecommunications lines from the memory of N2k to
the computer of the second party. The second party then plays the desired digital audio

signals through the speakers of the computer of the second party.

Others have established web sites on the worldwide web and electronically
distributed for free digital audio signals from their respective memories to second parties
through telecommunications lines to second party control units so the second parties can play
the digital audio signals through speakers of the second parties’ control units. These copiers
have been sued by some of the major record labels in the United States for infringing these
major record labels’ copyrights in the associated songs that are transferred over the worldwide

web through telecommunications lines as digital audio signals. See Exhibit C.

I further declare that all statements made herein of my own knowledge are true
and that all statements made on information and belief are believed to be true; and further, that
these statements are made with the knowledge that willful false statements in the like so made

are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
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States Code, and that such willful false statements may jeopardize the validity of the

application or any patent issuing thereon.

/522 Py

" Date Arthér R. Hair
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NONEXCLUSIVE PATENT LICENSE AGREEMENT

v

8ssoF

‘I'H1s AGREEMENT IS MAUDE AND ENTERED INTO ON COctoser |, 1997 (rur “ErrecTIVE DATE"), BY AND BETWEEN PARSEC

; }=__%pm/50wn. INC., A CORPORATION DULY ORGANIZED AND EXISTING UNDER THE LAWS OF THE STATE OF PENNSYLVANIA AND HAVING IT§

@D =——=FRINCIPAL OFFICE AT 733 WASHINGTON ROAD, MT. LinaNovy, PrnNsyivania 15228, U.S.A. OR (TS ASSIGNTE (IIREINAFTTR “PARSEC

ﬂ:HT/Sutmu"), AND DiGtrAL SIGHT/SOUND, INC., & CORPORATION DBULY URGANIZED AND EXISTING UNDER THE LAWS OF THE STATE 0OF

S==ENNSYLVANIA AND HAVING ITS PRINCIPAL OFFICE AT 733 WASHINGTON RoAD, M1. LEBANON, PENNSYLVANIA 15228, U.S.A. (HEREN.

AFTER “LICENSEE").

WITTNESSETH

WHEREAS, PARSEC SIGHT/SOUNT) IS TUTE OWNER QF CPRTAIN “PATINT RIGHTS” (AS LATKER DEFINKD HEREIN)
RELATING TO THE TRANSMISSION OF DIGITAL AUDIO RECOKDINGS AND/UR DIGITAL VIDEO RECORDINGS, AND
HAS THE RIGHT TO GRANT LICENSE UNDER SAID PATENT RIGHTS;

WHEREAS, PARSEC SICHT/SOIND DESTRES TO [IAVE TIM PATTNT RIGHTS UTILIZED AND IS WILLING TO) GRANT
A LICENSE THEREUNDER,

WiteREAS, LICENSEE :tAS REPRRSENTED TO PARSGC SIGHT/SOUNC, TO INDUCR PARSEC SIGHT/SOUND 10
ENTER INTO THIS AGREEMENT, THAY LICENSEE 1§ - EXPERIENCED IN THE DEVELOPMLN Iy PRODUCTION,
MANUFACTURE; MARKETING; SALE; AND. LEASE AND/OR RFNTAL; OF PRODUCTS SIMILAR TO THE LICENSED
PRODUCTS (AS LATER DEFINED UEREIN), THE OPERATIONAL PRODUCTS (AS LATER DEFINED HEREIN) AND/OR
THE USE OF TIT LICENSED FROCESS {AS LATER DEFINED HFREIN) AND TIIAT IT SHALL COMMIT ITSRLE TO A
THOROUGH, VIGOROUS AND DILIGENT PROGRAM OF AGGRESSIVE DEVELOPMENT OF THE PATENT RIGHTS $O

" THAT PUBLIC UTILIZATION SHALL RESULT THEREFROM; AND

WitkREAS, LICENSEE DESIRES TO OBTAIN A LICGNSE UNDER The PATGNt RIGHIS UPON THE TERMS AND
CONDITIONS HEREINAFTER SET FORTIL.

Now, THEREFORE, IN CONSIDERATION OF THE PREMISES AND THE MUTUAL COVENANTS CONTAINED HEREIN, THE PARTIES HIERETO
AGREE AS FOLLOWS!

ARTVICLE | = DEFINTTIONS

FOR THE PURPOSES OF THIS AGREEMENT, THL FOLLOWING WORDS AND PHRASES SHALL. HAVE THE FOLLOWING MEANINGS:

1.1 “LICENSFE SHALL INCLUDF A RELATED CORPORATION OF LICENSFF, THE VOTING STOCK OF WHICH IS DIRECTLY OR INDIRECTLY AT
LEAST FIFTY PERCENT (S0%) OWNED OR CONTROLLED BY LICENSEE, AN GRGANIZATION WHICH DIRECTLY OR INDIRECTLY CONTROLS MORR
THAN FIFTY PERCENT (50%) OF THE YOTING STOCX OF LICRNSEE AND AN ORGANIZATION, THE MAJGRITY OWNERSHIP OF WHICH 1§ DIRECTLY
OR INDIRECTLY COMMON 10 'THE OWNERSHIP OF LICENSEE.

1.2 “PATENT RIGHTS’’ SHALL MEAN ALL OF THE FOLLOWING INTELLECTUAL PROPERTY OF PARSEC SIGIT/SOUND: (A) UNITED STATES
PATENT 5,101,573; (B) UNITED STATES AND FOREIGN PATENTS ISSUED FROM TIIC DIVISICNALS AND CONTINUATIONS CF UNITED STAThS
PATENT 5,191,573; (C) CLAIMS OF UNTTRD STATRS AND POREIGN CONTINUA ION-IN-FART ABPLICATIONS, AND OF THE RESULTING PATENTS,
WHICH ARE DIRECTED TO SUBJECT MATTER ™ THE UNITED STATES AND FOREIGN APPLICATIONS RELATED TO UNITED STATES PATENT
5,191,573; (D) ALL OTHER UNITED STATES AND FOREIGN PATENTS PERTAINING TQ THF FIFLD OF USE (AS LATER DEFINED HEREIN) WIICH
MAY ISSUE FROM TIME TO TIME; (E) CLAIMS OF ALL FORRIGN PATENT APPLICATIONS, AND OF THE RESULTING PATENTS, WHICH ARE DIRECTED
TO SUBJECT MATTER IN UNMED States paTeENT 5,191,573, oTiER UNITED STATES AND FOREIGN PATENTS, AND/OR PATENT APPLICATIONS
DESCRIBED N (A), (8). (C) OR (D) ABOVE; AND (F) ANY REISSUES OF THE UNITED STATES PATENTS DESCRIBED IN (a), (B), (C) OR (D)

ABOVE,

[.3 A “LICENSED PRODUCT” SHALL MEAN A DIGITAL ALDIO AND/OR DIGITAL VIDIO RECORDING, TRANSMITTED USING TELECOMMUNI-
CATIONS LINES AND WHICH S MANUFACTURED DR CREATED BY USING A PROCFESS WHI(CII IS COVERED IN WHOLE CR IN PART BY AN ISSLED,
UNEXPIRED CLAIM OR A PENDING CLAIM CONTAINED IN THE PaTeENT RIGHTS (N THE COUNTRY N WIICH AMY l.JCF..‘JSED pRO(‘.L’SS {S USED OR

IN WHICH SUCH (00D OR PART THEREOF 1S TISED OR SOI.D,

1.4 A “LICENSED PROCESS™ SHALL MEAN ANY PROCESS TO TRANSFER A DIGITAL AUDIO AND/OR DIGITAL VIDEO RECORDING USING
TELECOMMUNICATIONS LINES WHICH IS COVERED IN WIHOLE OR IN PART NY AN ISSUTD, UNCXPIRED CLAIM OR A FENDING CLAIM CONTAINED

(N THE PATENT RIGHTS.
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1.5 AN “OPERATICNAL PRODUCT” SHALL MEAN A GOOD OR PART THEREOF WHICH IS COVERED IN WHOLE OR IN PART BY AN ISSUED,
UNEXPRED CLAMM OR A PENDING CLAIM CONTAINED IN THE PATENT RIGHIS BUT WHICH IS NOT A LICENSED PRODUCT. AN OPERATIONAL
PRODUCT SHALL INCLUGE BUT NOT BE LIMITRD TO SOFTWARE OR FIRMWARE WHICH ENABLLS KQUIPMENT TO PRACTICE 1ilf [LICENSED

Process.

1.6 “NET SALES" SHALL, MFAN TOTAL BILLINGS, INCLUDING THE TOTAL PRICE PAID BY PURCHASFRS, FOR LICENSED PRODUCTS,
LICLNSED PROCESSES AND OPERATIONAL PkOLUCTS PRODUCED AND/OR TRANSMITTED HINDRR THE PATENT RUGHTS, 10SS SALSS TAXES,
TARIFF DUTIES, AND/OR USE TAXES DIRECTLY MPOSED AND INCLUDED [N SAID TOTA!. BIL.LINGS AND WITH REFERENCE TO PARTICLLAR SALFS.
NO DEDUCTIONS SHALL BE MADE FOR COMMISSIONS, OR THE LIKE, PAID TO INDIVIDUALS WHETHER THEY BE WITH INDEPENDENT SALES
AGENCIES OR REGULARLY GMPLOYED BY LICENSEE AND ON IS PAYROLL, GR FOR COST OF COLLECTIONS.

1.7 “TERRITORY" SHALL MEAN THE WORLD.
1.8 “FiELD OF USE ™ SHALL MFAN DIGITAL AUTHO RECORDINGS AND/OR DIGITAL VIDEQ RECCRDINGS.

1.9 “IMPROVEMENTS" SIIALL MLAN TECHNICAL CHANGES TO THE PATENT RUGHTS WHICH IMPROVE DR MODIFY THE MANUFACTLRE,
CONSTRUCTION, OPERATION OR DESIGN OF ANY PRODUCTS OR PROCESSES.

1,10 “TLCUNOLOGY" SHALL MFEAN, WITH RRSPRCT T0 THE Fiin of USt, 11 eNGINGLIING INFORMATION, DRAWINGS, DESIGNS,
TECIINICAL DATA, PROCESS AND MATERIAL SPECIFICATIONS, [MPROVEMENTS, (DEAS, DISCOVERIES, INNOVATIONS, LISTS, OPERATING INSTRIIC-
TIONS AND OTHER INFORMATION TN WHATEVER FORM, RELATING DIRECTLY TO THE TRADE SECRETS OR PATENT RIGHTS OF PARSEC
SIGHT/SOUND.

1.11 “OTHER LICENSEE" SHALL MEAN ONE OR MORE THIRD PARTIES WHICH, FROM T(ME TO TIME, ALSO HAVE THEN CURRENT NONFX-
CLUSIVE RIGHTS SIMILAR TO THOSE NONEXCLUSIVE RIGHTS GRANTED TO LICENSEE IN ARTICLE {[ LIEREOF.

1.12 “PARSEC ACCOUNT” SHALI. MEAN THE ELECTRONIC BANKING AND/OR FINANCIAL ACCOUNT OF PARSEC SGH1/SOUND OR (TS
DESIGNEE TO WHICH LICENSER SHALL MAKE ELECTRONIC PAYMENTS (AS LATER DEFINED HEREIN) AND IN ACCORDANCE WITH THE
FLRECTRONIC PAYMENT PROTOCOLS AS DIRECTED FROM TIME TO TIME 8Y PARSEC SiGHT/Soup.

1.13 “LICENSEE SERIAL NUMBER” SHALL MEAN THE NUMBER AND/OR ALPHANUMERIC CODC ASSIGNED BY PARSEC SiGHT/SOUNT TO
[ICENSFE WHICH [LICENSER SHALL LISE T IDENTIFY ITSRLF TO PARSFC SIGHT/SOUND WiITH RESPECT TO ELECTRONIC PAYMENTS DEPOSITED
gy Licinser aND ELeerronie Riperts susmreriy sy Licenser, Tie Licensit Seriat Numiser cor Licenste 1s “000001 .

1,14 “GFENRE" SHALL. MFEAN, WITH RFSPRCT TO ARTICLE V HERFOF, A DESCRIPTIVE TYPF, CATEGORY OR GENRE WHICH 3FST
DESCRIBES 1L NATURE OF A LICENsL0 Provuct, :

1,15 “PARSRC EMBLEM" SHALL MFAN AN [MAGE USED TO MARK LICENSED PrODUCTS.

Al
LI “IiGITAI RECORDING” SHALL MFAN A RFPRESFNTATION OF AN AUDIO AND/OR VIDEC RECORDING N WHOLF OR IN PART TN A
FORM CAPABLE OF BEING TRANSMITTED VIA A TELECOMMUNICATIONS LINE,

2.1 PARSEC SIGITT/SOUND IEREBY GRANTS TO LICENSEE THE NONEXCLUSIVE RIGHT AND LICENSE; TO MAKE, USE, LEASE AND SCGLL
THE LICENSED PRODUCTS AND THE OPERATIONAL PRODUCTS ™N THE TERRITORY FOR THE FIELD OF USE, AND TO PRACTICE THE LICENSED
PROCESS IN THE TERRITORY FOR THE FIELD OF USE TO THE END OF THE TERM FCR WHICH THE PATENT RIGHTS ARE GRANTED UMLESS

SOONER TERMINATED ACCORDING TO THE TERMS HEREOF.

2.2 PaRseC SiGHT/SOUND SHALL RETAIN OWNERSHIP OF ALL TECHNOLOGY, PATENTS, COPYRIGHTS, |MPROVEMENTS AND WORKS
RELATED TO THE PATENT RIGHTS W!HCH ARE CONCEIVED OR REDUCED TO PRACTICF. BY PARSEC SIGHT/SOUND OR LICENSEE DURING THE
TERM OF THIS AGREEMENT AND FOR A PERIOD OF ONE (1] YEAR AFTER TIIS AGREEMENT IS JERMINATED. DUKING THIS AGREEMENT,
LICENSFE SHALL RECE(YE A NONEXCLUSIVE LICENSE FOR THE FIELD OF USE PURSUANT TO THIS AGREEMENT IN ALL TECHNOLOGY, PATENTS,
COPYRIGHTS, [MPROVEMINTS AND DFRIVATIVE WORKS WIIICH ARE CONCEIVED QR REDLICED TO PRACTICE BY PARSEC SIGHT/SOUND OR
LICENSEE, PARSEC SIGHI/SOUND 15 A TRADFMARK OF PARSEC SIGHT/SOUND, ALL RIGHTS RESERVED.

2.3 PARSEC SIGHT/SOUND SPECTFICALLY DOES NOT GRANT TO LICENSEE ANY RIGHT OR LICENSE TO TRANSFER, CONVEY OR SUBI.L
CENSE ANY RIGHT OR LICENSE GRANTED TO LICENSER UNDFR THIS AGREEMANT AND [ICFENSGR SITALL NOT TRAMSFGR, CONVEY OR SURLIL
CENSE ANY RIGHT OR LICENSE G_RAN‘!'EU TO LICENSEE UNDER THIS AGREEMENT.

2.4 LICENSEE SHALL REQUIRE CACH AND EVERY RECEIVER OF AN OPERATIONAL PRODUCT TO AGREE NOT TO OPERATE OR AGREE NOT
TO CAUSE OR NOT TO ALLOW ANOTHER TO OPRRATE THE QPRRATIONAL. PRGNOUCT WITH DIGITAL AUDIO RECORDINGS AND/OR DIGITAL VIDEO
RECORDINGS OBTAINED FRUM A SOURCE NUT LICENSED BY PARSEC SIGHT/SOUND TO TRANSMIT DIGITAL AUDIO RECORDINGS AND/GR
DGITAL VIDEO RECORDINGS USING TELECOMMUNICATIONS LINES. LICENSEE SHALL ALSO INCLUDE A WRITTEN STATEMENT WITH THE
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TRANSFER OF EACH AND EVERY OPERATIONAL PRODUCT THAT T RESPECTIVE OPERATIONAL PRODUCT IS NOT TO BE USED WITH DIGITAL
AUDIO RFCNRDINGS ANDYOR DIGITAL VINFO RECORNINGS WHICH ARE OBTAINED FROM A SOURCE NOT LICENSED BY PARSEC S1GHT/SoUND T0
TRANSMIT DIGITAL AUDIO RECORDINGS ANI/OR DIGITAL VIDEO RECORDINGS USING TELECOMMUNICATIONS LINES, ANY FORM OR STATEMENT
PROVIDED BY LICENSEE WITH THE TRANSFER OF AN OPERATIONAL PRODUCT CONCERNING THF LIMITATION OF USE OF THE OPERATIONAL
PRODUCT REGARDING TIE TRANSMISSION OF DIGITAL AUDIO RECORDINGS AND/OR DIGITAL VIDEO RECORDINGS USING TRL.ECOMMUNICATIONS
LINES SHALL FIRST REQUIRE THE, WRITTEN AUTHORIZATION OF PARsEC SIGHT/SOUND.

ARTICLE TIT — MILESTONES

3.1 COMMEINCING WITH THE CALENDAR YEAR 2000, AND CONTINUING RACH YEAR THEREAFUER UNUL THIS AGREZMENT IS TERMI-
NATED, LICENSEE SHALL PERFORM OK ENABLE A MINIMUM OF 10,000 TRANSEERS OF LICENSED PRODUCS USING TELECOMMUNICATIONS
LINES AND FOR CONSIDERATION, EACH SUCH LiCENSED PRODUCT BEING AT LEAST 100,000 nYTES IN FNLE S{2ZF.

ARTICLE [V = ROYALTIES

4.1 FOR THE RIGHTS, PRIVILEGES AND LICENSES GRANTED HEREUNDER, LICENSFE SHALL PAY ROYALTIES TO PARSEC SIGHT/SounD N
THE, MANNER ITEREINATTTR PROVIDED TO THE ENT) OF THR TERM OF THE PATENT RIGHTS (WHICH SHALL BE TTT LATEST EXPIRATION DATE OF
ANY OF THE PATENTS DESCRIHED (N PARAGRAEH 1.2) OR UNTIL THIS AGREEMENT SHALL 3E TERMINATED AS HEREINAFIEX PRUVIDED,
WHICHEVER OCCURS FIRST:

4.2 [ICENSTE SHALL PAY A ROYALTY (HEREINAFTER “ROYALTY” AND/OR “ROYALTIES) EQUAL TO ONE PERCENT (1.0%) (iTRAMNAF.
TER “ROvALty Rate™) or THE NET SALES. ‘THE ROYALTY RATE OF ONE PERCENT (1.0%) IS BEING OFFERED TO LICINSEE IN FURTHER
CONSIDERATION OF LICENSEE’S COOPFRATION AND TIMELY RESPONSE (N FORMING THIS AGREEMENT,

4.3  SIMULTANEOUSLY WITH THE SALE OF A LICENSED PRODUCT, A ROYSLTY SHALL BE CAICULATED IN ACCORDANCE WITI|
PARAGRAPH 4.2 HEREOF, AND SHALL BECOME IMMEDIATELY DUE AND PAYABLE, AND ELECTRONICALIY DFPOSITED AND/OR ELECTRONICALLY
PAID BY LiCENSEE INTC THE PARSEC ACCOUNT VIA THE INTERNET OR VIA ELECTRONIC TRANSFER (HERRINAFTER “ELECTRONIC PAYMENT™).

4.4 I¥ AN OPERATIONAL PRODUCT IS SOLU BY LICENSEE Via TELECOMMUNICATIONS LINES, THEN A ROYALTY SHALL BE CALCULATED
IN ACCORDANCE WITH PARAGRAPH 4.2 HEREOF, AND SIIALL BECOME (MMEDIATELY DUE AND PAYABLE, AND LICENSEE SHALL MMFDIATELY

PAY THE ROYALTY Via ELECITRONIC PAYMENT.

4.5 PAYMENT OF ROYALTIES OTHER THAN THOSE IDENTIFIED IN PARAGRAPHS 4.3 AND 4.4 HEREOF. SHALL BE CALCULATED ON A
MONTIILY BASIS, AND IN ACCORDANCE WITH PARAGRAPY 4.2 HEREOF. AND SHALL NECOME (MMEDIATTLY DUFR AND PAYARLE WITIIN THRTY
(30) DAYS OF THE END OF EACH RESPECTIVE MONTH. » ’

4.6 [F LICENSEE AND ONE OR MORE OTHER LICENSEES COLLECTIVELY PARTICIPATE IN A TRANSACTION IN WIICH A LICENSED
PronucT aNn/or. OPERATIONAL PRODUCT 18 SOLD, ICANSER SHALL CONTINUR TQ AR LIARLE FOR THRE ROYALTY RELATED THERFTO UNTL
SAID ROYALTY IS PAID TO PARSEC SIGHT/SOUND IN ACCURDANCE WITH THIS ARTICLE [V,

ARTICLE V = REPORTS AND RECORDS

8.1 LICENSEE SIALL KEEP FULL, TRUE AND ACCURATE BOOKS OF ACCOUNT CONTAINING ALL PARTICULARS THAT MAY BE NECESSARY
FOR THE PURPOSE OF SHOWING THE AMOUNTS PAYABLE TO PARSEC SiGHT/SOUND HERFUNDFR. SAD BOCKS OF ACCOUNT SHALL BE KEPT AT
LICRNSEE'S PRINCTPAL PLACR OF AUSINESS OR THE FRINCIPAL MLACE OF BUSINESS OF THE APPROIRIATE DIVISION OF LICENSER TO WIn0H THIS
AGREEMENT RELATES. SAID BOOKS AND THE SUPPORTING DATA SHALL BE OPEN AT ALL REASCNABLE TIME FOR FIVE (5) YEARS FOLLOWING
THE END OF THE CALENDAR YEAR TO WHICH TIEY PERTAIN, TO THE INSPECTION OF PARSEC SIGHT/SOUND OR ITS AGENTS FOR THE PURPOSE
OF VERIFYING LICENSEE'S ROYALTY STATGMENT OR COMPLIANCE IN OTHER RESPECTS WITH THIS AGREFMENT.

5.2 SIMULTANFOUSLY WITH THE SALE OF A LICENSED PRODUCT, A ROYALTY SHALL IMMEUIATELY BE ELECTRONICALLY REPORIED
(HEREINNAFTER “ELECTRONIC REPORTING') BY LICENSEE TO PARSEC SIGHT/SOUND Via THE INTERNET. ELECTRONIC REPORTING SHALL 3E
N TIE FORM AND FORMAT AND UNDER TIIE PROTOCOLS AS REASONABLY REQUESTED, FROM TIME TO TIME, BY PaARseC SicHT/Soun. THE
ELECTRONIC REPORTING SHALL INCLUDBE AT L.EAST THE FOLLOWING INFORMATION: (A) THE LICENSEE SERIAL NUMBER OF LICENSEE; (3)
THE NET SALES OF THE LICENSED PRODUCT; (€) THE ROYALTY DUE TO PARSEC SIGHT/SOUND RELATED THERETO; {D) THE AMOUNT OF THE
ELECTRONIC PAYMENT MADE BY LICENSEE TO PARSEC SIGHT/SOUND RELATED THERETO; (E) THE GENRE RELATED THERETO; AND (F) THE

FLE SIZE THEREQF, MEASURLD IN BYTES.

5.3 [F AN OPERATIONAL PRODUCT 1§ SCLD BY LICENSER VIA TELECOMMUNICATIONS LINFS, THEN LICFNSEE SHALL IMMEDIATELY
suamit U ParseC SIGHT/SOUND AN ELECTRUNIC REPORTING RELATED 10 SUCH SALE WHICH SHALL INCLUDE AT LEAST THE FOLLOWING
INFORMATION: (A) TIm LICRNSER SERIAL NUMTER o Licingr (n) o Nev Savis or o QriarnoNar. Prooucr; {€) tne RovalTy
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DUE TO PARSEC SIGHT/SOUND RFLATED TIGRETO; (D) THE AMOUNT OF THE ELFCTRONIC PAYMENT MADE BY LICENSEE TO PARSEC

SIGHT/SOIND RFLATED THERETO: AND (F) [ {CENSFR'S DESCRIPTION THERFOF THF. OPERATIONAL PRODUCT.

§.4 NOTWITHSTANDING ANYTLING TO THE CONTRARY IN PARAGRAIH §.2 HEREINABOVE, LICLNSEE, WITHIN THIRTY (30) DAYS AFTER
MarcH 31, June 30, SrpTEMBER 30 AND DECEMBER 31, OF EACH YEAR THAT THIS AGREEMENT IS TN EFFECT, SHALL DELIVER TO PARSEC
SIGHT/SOUND, VIA E-MAIL AND AT THE F-MAfl. ADDRESS AS PRESCRIAFD FROM TIME TO TIME BY PARSEC SIGHT/SOUND, TRUE AND
ACCURA'E REPORTS {HERENAFTER “QUARTURLY REFORTS'™), GIVING SUCH PARTICULARS OF THE BUSINESS CONDUCTLD UY 1.iCRNSER
DURING THE PRECEDING THREE-MONTI{ PERIOD UNDER THIS AGREEMENT AS SHALL BE PERTINENT TO A ROYALTY ACCOUNTING HEREUNDER.
OUARTEALY REPORTS SHALL BE IN THE FORM AND FORMAT; AND DELIVERED TO PARSEC SIGHT/SOUND UNDFR THE PROTOCOLS AS
REASONABLY REQUESTED, FROM TIME TO TIMR, Y Parstc Sieitcr/SouNp. QUAKTERLY REPORTS SHALL INCLUDI AT LEAST THE FOLLOWING
INFORMATION: (A) THE LICENSEE SERIAL NUMBLR OF Licinstit;; (u) 1E NET SALES OF LICENSED PRODUCTS AND SUMMARIZED 8Y
GRNRE; (C) THE TOTAL NUMRFR OF LICENSED PRODUCTS SOLD AND SUMMARIZED 8Y GENRE; (D) TOTAL ROYALTES DUE TO PARSEC
SIGHT/SOUND RFLATED TO (R} ABOVR AND SUMMARIZED BY GENRE! (E) TOTAL ROYALTIFS PAID BY LICENSEE TO PARSEC SIGHT/Sounn
RELATED 70 (B) ADOVE AND SUMMARIZED Y GENRE; {F) THE TOTAL NUMBER OF LICENSED PRODUC IS SOLD AND SUMMARIZED BY GENRE;
(G) THE TOTAL FILE SIZE, MEASURED N BYTES, OF SAID LicenseD PRODUCTS; (H) THE NET SaLEs OF OPFRATIONAL PRODUCTS AND
SUMMARIZED AY [.ICENSEE’S DRESCRIPTION; (H) THE TOTAL NUMBER OF OPCRATIONAL PRODUCTS SOILD AND SIIMMARIZED BY LICENSES'S
PESCRIPTION: aND (1) TOTAL ROYALHILS LUL TO PARSEC SIGHT/SOUND RRLATEN TQ () AROVE AND SUMMARIZED BY LiCENSFE'S

DESCRIPTION.

§.5 ON QR BEFORE THE NINETIETH (90TH) Pay FOLLOWING THE CLOSE OF [LICENSER'S FISCAL YEAR, LICENSEL SIWALL PROVIDE
PARSFC SIGIIT/SOHND WITH [_f(fliN.\‘l".l-I‘S CERTHIED FINANCIAL STATEMUNTS FOR TTILE PRECEDING FISCAL YEAR INCLUDING, AT A MINIMUM, A
BALANCE SHEET AND AN OPERATING STATEMENT CLEARLY IDENTIFYING, (N LINE ITEM FORM IF NECESSARY. THE NET SALES OF ALl
LICENSED PRODUCTS TRANSMITTED USING TELECOMMUNICATIONS LINES IN WHOLE OR IN PART.

8.6 'I'HE PAYMENT CF ROYALTIES SET FORTH (N TIIIS AGREEMENT SHALL, (F OVERDUE, BEAR INTEREST UNTIL PAYMUNT AT A PEX
ANNUM RATE FOUR PERCENT (4%) ARCVE THE. PRIME RATE QUOTED IN THE WALL STREET JOURNAL ON TIE DUE DATE. THE PAYMENT OF
SUCH INTEREST SHALI, NOT FORECI.OSE PARSRC SIGHT/SOUND FROM EXFRCISING ANY NTHFR RIGHTS IT MAY HAVE AS A CONSEQUENCE OF

TELE LATENESS OF ANY PAYMENT.

ARTICLE VI = PATENT PROSECUTION

PARSEC SIGHT/SOUND SIIALL, AT PARSEC SiGHT/SOUND’S SOLE COST AND EXPELNSE, BE RESPONSIALE FOR THF. APPLICATION, PROSECU-
TION FILING, AND MATNTENANCE OF THE PATENT RIGHTS DURING THE TERM OF THIS AGREEMENT. :

ARTICLE VII — INFRINGEMENT

21 DURING T TERM OF 1S AcriiMint, Parsic SIGHTFSOUND SHALL HAYE THE RIGHT, BUT 3HALL NOT BF OBLIGATED, 70
PROSECUTE AT ITS OWN EXPENSE ANY (NFRINGEMENTS OF THE PATENT RIGHTS AND, IN FURTHERANCE OF SUCH RIGHT, LICENSEE HEREBY
AGREES THAT PARSEC SIGHT/SCUND MAY JOIN LICENSEE AS A PARTY PLAINTIFF IN ANY SUCH SUIT, WITHOUT EXPENSE TQ LICENSEE, AND
FIHRTHERMORT, Parsi SlOllT.’SonNn SHALL HAYE T SOLE RIGITT 1O SEVUTER ANY SUCH ST, THit TOTAL COST OF ANY SUCH INFRINGF-
MENT ACTION COMMENCED OR DEFENDED SOLELY RY PARSEC SIGHT/SOUND SHALL RE RORNFE 3Y PARSFC SiGHT/SOUND AND Parsec
SIGHT/SOUND SHALL KEEP ANY RECOVERY OR DAMAGES FOR PAST INFRINGEMENT DERIVED THEREFROM.

7.3 [N ANY INFRINGEMENT SUIT T ENFORCE THE PATENT RIGHTS PURSCANT TO THIS AGREEMENT, LICENSEE SHALL. AT THE REQUEST
AND EXPENSE OF PARSEC SiGHT/SOUND, COOPERATE IN ALL RESPECTS AND, TO THE EXTENT POSSIBLE, HAVE ITS EMPLOYEES TESTIFY WIIEN
REQUESTED AND MAKE AVAILAQLE RELEVANT RECORDS, PAPERS, INFORMATION, SAMPLES, SPECIMENS, AND THE LIKE.

ARTICLE YVIII = Prooucr LiABILITY

8.1 LICENSEE SHALL AT ALL TIMES DURING THE TERM OF THIS AGREEMENT AND THEREAFTER, INDEMNIFY, DEFEND AND HOLD PaARsEC
SICHT/SOUND, ITS OWNERS, STCCKHOLDERS, TRUSTEES, OFFICERS, EMPLOYEES AND AFFLLIATES, HARMLESS AGAINST ALL CLAIMS AND
EXPENSES, INCLUDING LEGAL LXVENSES AND REASUNABLE ATTORNEYS™ FLLS, ARISING OUT OF THE DEATIE OF OR INJURY TO ANY L'ERSON QR
PERSONS OR QUT OF ANY DAMAGE TO PROPERTY AND AGAINST ANY QTHER CLAIM, PROCEEDING, DEMAND, EXPENSE AND LIABILITY OF ANY
KIND WHATSORVER RESULTING FROM THF PRONUCTION, RAISING, MANUFACTURE, SALE, USF, LEASE, CONSUMPTION OR ANVFRTISEMENT OF
Tee Licenseo PropucT(s) AND/OR LICENSED PROCESS(ES) OR ARISING FRUM ANY OBLIGATION OF LICENSEE HEREUNDER. :

8.2 EXCEPT AS OTHERWISE EXPRESSLY SET FORTH IN THIS AGREEMENT, PARSEC SIGHT/SOUND
MAKES NO REPRESENTATIONS AND EXTENDS NO WARRANTIES OF ANY KIND, EITHER EXPRESSEN OR
IMPLIED, INCLUDING BUT NOT LIMITED TO WARRANTIES OF MERCHANTABILITY, FITNESS TOR A
PARTICULAR PURPOSE, AND VALIDITY OF PATENT RIGHTS CLAIMS, ISSUED OR PENDING.
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ARrTICLE IX = ExPORT CONTROLS

IT IS UNDFRSTOOD THAT PAKSEC SIGHT/SQUND IS SURIFCT TO THE LAWS OF 1iE UNITED STATES OF AMERICA AND REGULATIONS
CONTROLLING TIIE iXPOKT OF TECHNICAL DATA, COMPUTER SOITWARL, LABORATORY PROTOTYPES AND GTHER COMMODITIES (INCLUDING
HE ARwms ExpoRT CONTROL ACT, AS AMENDED AND THE EXPCRT ADMINISTRATION ACT OF 1979), AND THAT (TS OBLIGATIONS
HERFUNDFR ARE CONTINGENT ON COMPLIANCE WITH APPLICARLE EXPORT LAWS ANO REGULATIONS OF THE, LUNITED STATES OF AMERICA.
THE TRANSFER OF CEKTAIN TECHNICAL DATA AND COMMODITILS MAY REQUIRE A LICENSE FROM THE COUNIZANT AGENCY OF ThHE UNI'I'l;L)
STATES OF AMERICA GOVERNMENT AND/OR WRITTEN ASSURANCES BY LICENSEE THAT LICENSEE SHALL NOT EXPCRT DATA OR COMMOD!-
TiES TO CERTAIN FOREIGN COUNTRIES WITHOUT PRIOR APPROVAIL OF SUCH AGENCY. PARSEC SiGHT/SOUND NEITHER REPRESENTS THAT A
LICENSE SHALL NOT BE REQUIRFDN NOR THAT, 1§ REQUIRKD, I XHALL gE ISSURD.

ARTICLE X — NONUSE OF NAMFS

10.1 EXCEPU AS REQUIRED N PARAGRATIT 14.5 HIAREOF, 1iCENSEE SHALL NOT USE THE NAMES OF PARsEC SiGH1/SOUND NOR OF
ANY OF ITS EMPLOYEES, NOR ANY ADAPTATION THEREOF, IN ANY ADVERTISING, PROMOTIONAL OR SALLS LITERATURE WITHOUT PRIOR
WRITTEN CONSENT OBTAINGD FROM PARSEC SIGHT/SOUND IN EACH CASE, WHICH SHALL NOT 3E UNREASONASLY WITHHELD, EXCEPT THAT
LICENSES MAY STATE IN ANY SUCH APVERTISING, PROMOTIONAL OR SALES LITRRATURE THAT [T (§ LICENSED BY PARSEC SIGHT/SOUND

UNDER ONE OR MORE OF THE PATENTS AND/OR APPLICATIONS COMIRISING THE PATENT RIGHTS.

10.2 PARSEC SIGHT/SOUND SHALL NOT USE THE NAMES OF LICENSEE NOR OF ANY OF ITS EMPLOYEES, NOR ANY ADAPTATION
THRRRQF, ™ ANY ADVERTISING, PROMOTIONAL OR SATFS LITERATURE WITHOUT PRIOR WRITTEN CONSENT OBTAINED FROM LiCENSEE IN EACH
CASE, WHICH SHALL NOT BE UNREASUNABLY WITHHELD, EXCEPT THAT PARSEC SIGHT/SOUND MAY STATE IN ANY SUTK ADVERTISING,
PROMOTIONAL OR SALES LITERATURE THAT LICENSEE ($ LICENSED BY PARSEC SIGHT/SOUND UNDER ONE OR MORE OF THE PATENTS AND/CR

APPLICATIONS, COMPRISING THE PATENT RIGHTS.

ARTICLE X[ — ASSIGNMENT

THIS AGREEMENT 18 NOT ASSIGNARLE BY LICENSERE ANTI ANY ATTEMPT TO MO SO SHALL A VOID 1NILESS OTHERWISE ACRTTD AY
PARSEC SIGHT/SOUND IN WRITING. i

ARTICLE XII — TERMINATION

12.1 [F LICENSEE SHALL CEASE TO CARRY ON ITS BUSINFSS, THIS AGREFMENT SHAL! TERMINATE UPON NOUCE HY PARSEC
SIGHT/SOUND.

12.2 SiiouLD LICENSEE FAIL TO PAY PARSEC SIGHT/SOUND ROYALTIES DUE AND> PAYABLE HFREUNDER, ParseC SiGHT/SounD
GHALL TAVE THE RIGHT TO TERMINATE 1108 AGREEMENT ON TEN (10) vaYs' NOTICL, UNLLSS LICENSEE SHALL paY Parste Sicnr!Souno
WITHIN THE TEN (10) DAY PERIOD, ALL SUCH ROYALTIES AND INTFREST DUE AND PAYABLE. UPON THE EXPIRATION OF ThE TEN {10) nay

PERIOD, IF LICENSEE S{LALL NOT HAVE PAID ALl SUCH ROYALTTES ANT) INTEREST, DUE AND PAYABLE, THE RIGHTS, PRIVILEGES ANC LICENSE

GRANTED HEREUNDER SHALL TERMINATE,

[2.3 UPON ANY MATFRIAL RRFACH OR DFFAINLT OF THIS AGREEMENT Y [LICENSEE, INCLUMING FAILURE TO MFET ANY QF THF.
MILESTONES OF ARTICLE 1] HERFOF, BUT NOT LIMITED THERFTO, OTHER THAN THOSE OCCURRENCES SET OUT IN PARAGRAPHS 12.1 anp
122 HEREINAHOVE, WHICH SHALL ALWAYS TARE PRECEDENCE (N THAS ORDER OVER ANY MATERIAL BRRACH OR DEFAULL REFERRED TU IN
THIS PARAGRAPHT 12.3, PARSEC SIGHT/SOUND SHALL HAVE THR RIGHT TO TERMINATE THIS AGREEMENT AND TiIfi RIGITS, PRIVILEGRS AND
LICENSE GRANTED HEREUNDER BY SIXTY (60) DAYS’ NOTICE TO LICENSEE. SUCH TERMINATION SHALL BECOME EFFECTIVE UNLESS LICEN.
SEE SHALL HAVE CURED ANY SUCH BREACH OR DEFALLT PRIOR TO THE EXPIRATION OF THE SIXTY (60) DAY PERIOD.

12.4 UPGN TERMINATION OF THIS AGREEMENT FOR ANY REASON, NOTHING HEREIN SHALL BE CONSTRUED TO REJ.EASE FITHER PARTY
£ROM ANY OBLIGATION THAT MATURED PRIOR TO THE EFFECTIVE DATE OF SUCH TERMINATION. LICENSEE MAY, HOWEVER, AFTER THE
EFFECTIVE DATE OF SUCH TERMINATION, COMPLETE THE SALE OF L!CENSED PRODUCTS SOLD PRIOR TO THE TIME OF SUCH TERMINATION,
PROVIDED THAT LICUNSLL SHALL PAY 1O P:‘\HSI{C SlGll'l'/SUUND THE R()YAL’I’flfS THERLON AS REQUIRLD BY ARTICLE IV HEREOF AND SHALL
SUBMIT THE REPORTS REGUIRED BY ARTICLE \" IIERECT ON TIIE SALES OF LICENSED PRODUC‘TS.

ARVICLE XILI = PAYMENTS, NOTICES AND OTHER COMMUNICATIONS

OTIUER THAN ELECTRONIC PAYMENTS, ELECTRONIC REPORTING AND/OR QUARTERLY REPORTS, ANY PAYMENT, NCTICE CR OTHER
COMMUNICATION PURSUANT TO THIS AGRFEMENT SHALI. BE SUFFICIENTLY MADE OR GIVRN ON THE DATE OF RECEIPT IF SENT TO SUCH PARTY
BY SENT BY EXPRESS MAIL OF ON THE DATE OF MAILING IF SENT 10 SUCH PARIY BY CERTIFITD FIRST CLASS MAIL, HETURN RECENT
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- 9o ()

REQUESTED, POSTAGE PREPAID, ADDRESSED TO IT AT ITS ADORESS BELOW OR AS IT SHALL DESIGNATE BY WRITTEN NOTICE GIVEN 1C THE

QTHFER PARTY!

IN THE CASE OF: IN THE CASE OF:

PARSEC SIGHT/SOUND LICENSEFE

ParstC SIGHT/SOUND, INC. Dicital. Siir?Sounp, INC.

Curer Exscutive OFFICER . CHier ExrcuTtve OFFICER
- 733 WASHINGTON ROAD 733 WasHINGTON RoaD

M. L.eranoN, PA 15228 M. LEBANON, PA 15228

ARTICLE X1V — MISCELLANEOUS PROVISIONS

14.1 THIS AGREEMENT SHALL BE CONSTRUED, GOVERNED, INTERPRETED AND APPLIED IN ACCORDANCE WITH THE LAWS OF 1THE
COMMONWEALTEl OF PENNSY1.VANIA, AND UNITED STATES OF AMERICA, EXCEPT THAT QUESTIONS AFFECTING THE CONSTRUCTION AND
EFFECT OF ANY PATENT SHALL BE DETERMINED BY TIIL LAW GF THE COUNTRY IN WHICH THE PATENT WAS GRANTED.

14.2 THE PARTIES HERETO ACKNOWLEDGH THAT THIS AGREEMENT SETS FORTH TIE ENTIRE AGREEMENT AND UNDERSTANDING OF THE
PARTIES HERETO AS TO THE SUBJECT MATTER HEREOF, AND SHALL NOT BE SUBJECT TO ANY CHANGF CR MODIFICATION EXCEPT BY THE
EXECUTION OF A WRITTEN INSTRUMENT SUBSCRIBED TO BY THE PARTIES IRETO.

14.3 ''HE PROVISIONS OF THIS AGREEMENT ARE SEVERABLE, AND IN THE EVENT THAT ANY PROVISIONS OF THIS AGREEMENT SHALL BE
DETERMINED TO BE INVALID OR UNENFORCFABLE UNDER ANY CONTROLLING BODY OF THE LAW, SUCH INVALMDITY OR UNENFORCEABILITY
SHALL NOT [N ANY WAY AFFECT THE VALIDITY OR CNFORCEADILITY OF THE REMAINING PROVISIONS HRRFCF.

14.4 LICENSEE AGREES 10 MARK THE LICENSED PRODUCTS AND OPERATIONAL PRODUCTS SOLD WITHIN, FROM, TO, OR THROUGH THE
UNITED STATES OF AMERICA WITH ALL APPLICABLE UNITED STATES OF AMERICA PATENT NUMRERS. ALL LiceNsep PRODUCTS AND
GPRRATIONAL. PRODUCTS SOLD FROM, TO, OR TIROUGH TiIf: UNITED STATRS OF AMERICA FROM OR TO OTIIFR COUNTRIES, AS THE CASE.
MAY BF, SHALL E MARKED IN SUCH A MANNER AS TQ CONFORM WITH THE PATRNT LAWS AND PRACTICE OF THE COUNTRY OF MANUFACTURE

OR SALR.

14.5 LICENSEE AGREFS TO MARK THE LICENSFD PRODUCTS AND OPERATIONAL PRODUCTS WITH THE PARSEC EMBLEM.

14.6 TIE FAILURE OF ZITIER PARTY TO ASSERT A RIGHT HEREUNDER OR TO INSIST UPON COMPLIANCE WITH ANY TERM OR CONDITION
OF THIS AGREEMENT SHALL NOT CONSTITUTE A WAIVER OF THAT QIGHT OR EXCUSE A SIMILAR SUBSEQUENT FAILUKE TO PERFORM ANY SUCH
TERM OR CONDITION BY THE OTHER PARTY.

IN WITNESS WHIFRFOF, THE PARTIES WAVE HEREUNTO SET THRIR HIANDS AND 8FALS AND DULY EXTCUTED THIS AGRERMENT T}-lf DAY

AND YEAR SET FORTH BELOW.
PARSEC SIGHT/SOUND LLINENSER

/,;/Z/k -/ L

_/Ciuie Exgelrive OFFiCER /@sr Exscyﬁrz OFFICER
Parsec SIGHT/SounD, INC. DicitaL SicHT/SounD, INC.

OctosfR |, 1997 Octoper |, 1997
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14 | A&M RECORDS, INC,, a Delaware
corporation; ARISTA RECORDS, INC,, a
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Har.os 97 8:25 No.002 P .02

d

UNITED STATES DISTRICT COURT

'+ SOUTHERN DISTRIC?‘ OF CALIFORNIA F\g |
97 0v 1099 Hc’c@?py
i

),
)

15 || Delaware corporation; CAPITOL RECORDS,)

INC., aDelaware corporation; GEFFEN
16 {| RECORDS, INC., a California corporation;
. ISLAND RECORDS, INC., a New York
17 {| corporation; MAVERICK RECORDING
COMP

18 | MCA RECORDS, INC., a California
corporation; SONY MUSIC

19 §f ENTERTAINMENT INC., a Delaware
it corporation; and WARNER BROS,

20 ] RECORDS INC.,, a Delaware corporation,

21 Plaintiffs,
22 v.

23 § INTERNET SITE KNOWN AS FRESH
KUTZ; and DOES I through X,

Defendants.

24
25

ANY, a California general partnership;

Nt Soar? N S S st S St gt Swnt st st gl it Nt ot ot et “wat “at

26
27

28

JUN 1@ '97 13:32

Case No.: CV-
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Plaintiffs, A & M Records, Inc., Arista Records, Inc., Capitol Records, Inc., Geffen
Records, Inc., Island Records, Inc., Maverick Recording Company, MCA Recards, Inc. Sony
Music Entertainment Inc., and Wamner Bros. Records, Inc. (collectively “Plaintiffs”), for their
Complaint against Defendants Internet Site menaF;edeutz.mdDosl-X. inclosive
(collectively “Defendants™) allege as follows:

NATURE OF THE ACTION

1. This case involves the infringernent of Plaintiffs’ copyrighted sound recordings by
Defendants via the Internet. Defendants have created and maintain an Internet site known as Fresk
Kutz (“Defendants’ Site”), the sole purpose of which is the reproduction, distribution and
exchange of unauthorized copies of copyrighted sound recordings. Without peunission‘ of the
copyright holders, Defendants have copied hundreds of full-dength sound recordings to a computer
file server connected to the Internet. The vast majority of these sound recordings are owned by
Plaintiffs or their affilistes. Defendants then make these infringing recordings available at
Defendants’ Site for reproduction and distribution to millions of Internet users woridwide. Indeed,
Defendants boast that theirs is the “biggest and best™ such site on the Internet, with new songs
added every day. 'Moreover, as part of their infringement scheme, Defendants actively encourage
Internet users to download the infringing materials — and thus create additional copies in the users”
computers. Defendants even provide software which users can download to their computers to
enable them to play the infringing recordings in high-fidelity sterco. In addition, upon information
and belief, Defendants encourage Internet users visiting their site to contribute additional copies
of unauthorized sound recordings to Defendants’ Site for copying by and distribution to countless
other Internet users.

2. Afledgling industry in pirated copies of sound recordings thus is emerging on the
Internet. In this way, eommgmiauy released recordings which otherwise sre available for
purchase through legitimate channels (¢.g., record stores) are being pirated online. Because the
Internes offers near instanianeous access worldwide, this conduct is causing and threatens to
continue to cause severe and irreparable harm to the Plaintiffs, and to the recording industry
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generally. This action seeks an injunction against the Defendants’ unauthorized copying and
distribution, and seeks damages for the infringements which have occurred to date.

PARTIES

3. Defendant Internet Site Known as Fresh Kutz is 8 business of unknown structare
which mainwins a site on the Internet located at “www.avalon.simplenet com/bossnetsax/ mosic.
hum.” Defendants’ Site is maintained on & computer server owned by Simple Netwark
Commumications, Inc. (*STMPLENET"), which resides within this District.

4. Upon information and belief, Defendant Internet Site Known as Fresh Kuwz is
owned, operated and maintained by Defendants Does I-X. The trve names and capacities of
Defendants Does I-X, inclusive, are unknown to Plaintiffs at this time. Plaintiffs therefore sue
said Defendants by such fictitious names. As soon 2s the true mames of Does I-X have been
ascertained, Plaintiffs will amend this Complaint accordingly.

5. Plaintiff A & M Records, Inc . (“A & M) is a corporation organized and existing
under the laws of Delaware with its principal place of business in California. A & M is in the
business of producing, manufacturing and distributing copyrighted sound recordings. A & M is
the owner of the United States Copyright in, or is the exclusive licensee in the United States far,
certain of the sound recordings idemtified in the Schedile ammexed hereto as Exkibit A (coliectively
“Plaiotiffs’ Recordings™).

* 6.  Plaintiff Arista Records, Inc. (*Arista™) is 2 corporation organized and existing
under the laws of Delaware with its principal place of business in New York. Arista is in the
business of producing, maoufacturing and distributing copyrighted sound recordings. Arista is
the owner of the United States Copyright in, or is the exclusive licensee in the United States for
ceruain of Plaintiffs' Recordings identified in Exhibit A. '

7. Plaimiff Capitol Records, Inc. (“Capitol”) is a corporaiion organized and existing
under the laws of Delaware with a place of business in California. Capitol is in the business of
producing, Imanufacmring and distributing copyrighted sound recordings. Capitol is the owner

97 13:35; ' 2033813642 PAGE.005
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of the United States Copyright in, or is the exclusive licensee in the United States for, certain of
Phhuﬁﬁ'Ra»nﬁmp%dunﬁkﬂh:ﬂﬂﬁMtA.

8. Plaintiff Geffen Records, Inc. (“Geffen”) is a corporation organized and existing
under the laws of&ﬁfomhwimiupdndpdfhneofbusiness in California. Geffen is in the
business of prodicing, manufacturing and distributing copyrighted sound recordings. Geffen is
the owner of the United States Copyright in, or is the exclusive licensee in the United States for,
certain of Plaintiffs’ Recordings identified in Exhibit A.

9. Plaintff lsland Records, Inc. (*Isiand”™) is a corporation organized and existing
under the laws of New York with its principal place of business in New York. Island is in the
business of producing, manufacturing and distributing copyrighted sound recordings. Island is the
owner of the United States Copyright in, or is the exclusive licensee in the United States for,
certain of Plaintiffs’ Recordings identified in Exhibit A.

10.  Plaintiff Maverick Recording Company (“Maverick™) is a gencral partership
organized and existing under the laws of California with its principal place of business in
California. Maverick is in the business of producing, manufacturing and distributing copyrighted
sound recordings. Maverick is the owner of the United States Copyright in, or is the exclusive
licensee in the United States for cerain of Plaintiffs' Recordings identified in Exhibit A.

11.  Plaintiff MCA Records, Inc. ("MCA®) is a corporation organized and existing
under the laws of California with its principal place of business in California. MCA is in the
busiriess of producing, manufacturing and distributing copyrighted sound recordings. MCA is the
owner of the United Stares Copyright in, or is the exclusive licensee in the United States for,
certain of Plaintiffs’ Recordings identified in F.xﬁibit A.

12.  Plaintff Sony Music Emeruinment Inc. (“Sony™) is a corporation organized and
existing under the laws of Delaware with its principal place of business in New York. Sony is in
the business of producing, mamufacturing and distributing copyrighted sound recordings. Somy
is the owner of the United States Copyright in, or is the exclusive licensee in the United States for,
certain of Plaintiffs' Recordings identified in Exhibit A.
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13.  Plaintiff Warner Bros. Records Inc. (“Warner Bros. ™) is 8 corporation organized
and existing under the laws of Delaware with its principal pisce of business in California. Warner
Bm.isinmebuﬁmofpmdming.mu&wingmddimihuﬁngwpyﬁgmm
recordings. Warner Bros. is the owner of the United States Copyright in, o is the exclusive |
licensee in the United States for certain of Plaintiffs’ Recordings identified in Exhibit A.

JURISDICTION AND VENUE

14.  The true names and capacities of Defendants Does I-X, inclusive, are unknown to
Plaintiffs at this time. Plaintiffs therefore sue said Defendants by such fictitious names. As soon
as the true names of Does I-X have been ascertained, Plaintiffs will amend this Complaint
accordingly. On information and belief, Does I-X own, cperate and maintain Defendant Internet
Site Known as Fresh Kutz.

15S.  This is an action for copyright infringement under 17 U.S.C. § 101 & seq.
Pursuant to 28 U.S.C. §8 1331 and 1338, this Court has original and exclusive jurisdiction over
all claims herein.

16. Venue is proper in this Court under 28 U.S.C. §§ 1391(b) and 1400(a).
Defendants’ Internet Site Known as Fresh Kutz and Does [-X maintain Defendants’ Site on a
computer server located in this District. Defendants therefore may be found in this District within
the meaning of 28 U.S.C. § 1400(a), and their infringement of Plaintiffs’ copyrights occurs in this
District within the meaning of 28 U.S.C. § 1391(b).

FACTS COMMON TO ALL COUNTS
L The Internet Allows the Instanmneong Worldwide Reproduction and Transmission

17.  The Internet is a worldwide network of millions of computers which has become
a widely-used means of global communication. Through the Internet, text, graphics, audio, and
video information and recordings are quickly and routinely transmitted to nearly anyone with
access to a computer and a modem. Internet usage has become commonplace in businesses,

schools and in millions of homes worldwide.
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18. . Information transferred over the Internet is sent in “digitized® form. This means
that near perfect copies of virtually any type of informadion — including sound recordings — can
be reproduced and transmitted across the Internet. Once “uploaded™ to the Internet (Le.,
reproduced on a file server connected o the Internet), sound recordings approximating the came
quality as compact discs purchased in music stores can be “downloaded” by Internet users (L.e..
reproduced onto and distributed to the users” computer) for piayback in high-fidelity stﬂwpm
sound. Internet-delivered sound recordings can be plsyed through speakers commonly connected
10 COmpuUters.

19. Recent technological developments have increased the speed with which data can
be transmitted across the Intemnet and bave allowed greater amounts of data to be transferred.
These advances have made the Internet a viable diswribution channel for sound recordings.

20. While the Internet is a revolutionary tool for the legitimate gathering and
dissemination of information, it also can be misused for unlawful purposes. Piracy of inrellecnial
property such as sound recordings is becoming a pervasive problem on the Internet.  The basic
nawre of the copyright infringement (i.¢., copying and distributing) is familiar. However, given
mespeedmdm.ofrepmdudngandwidclydisuibudnginfomﬁmonthcw the potential
harm to copyright owners threatens to be exponentially greater than traditional acts of piracy.

" 21.  The exiensive misuse of the Internet for unlawful purposes is in part due to the
namre of thc medium. The aspects of the Internet that make it a revolutionary tool for legitimate
wmunidﬁon — the ease, for example, with which information can be copied to and from
Internet sites, the simplicity of downloading even large files, and the relatively minor cost to 2
user of establishing a sitc that can communicate with an audience of millions —~ also create
unparalleled opportunities for theft. The relstive anonymity with which Internet communications
may be conducted further facilitates illegal conduct.

22.  Unscrupulous Internet users covertly can digitize and copy to the Internet
copyrighted sound recordings (in which they have no rights and which they have no authorization
to use) as casily as they can upload legitimate material. From there, perfect or near-perfect

-6-
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reproductions of copyrighted works can be and are copied, distributed, used and played remotely
by other users online.

23. Financial losses from traditional piracy cost the worldwide recording industry
approximately $2 billion a year. In the United States alone, anmal losses are estimated o be $300
million. With the explosive growth of the Internet, these figures may be dwarfed by online piracy
unless such piracy is deterred by the courts, applying well-established principles of copyright law
to infringing online conduct. '

24.  The sole and exclusive purpose of Defendants’ Site is the unlawful copying,
distribution and exchange of unauthorized copyrighted sound recordings, including Plaintiffs’
Recordings. '

25. Defeadants’ Site may be accessed by Internet users worldwide and can be located
using standard and widely available browser software.

26.  Defendants’ Site presents a visiting Internet user with an "archive” listing hundreds
of song tiles and the artists who recorded them. Through express, on-screen invitations,
Defendants openly urge visitors to download songs from Defendants’ existing inventory. Screen
prints of Defendants’ Site are attached hereto as Exhibit B. In fact, Defendants provide access to
“player” software at their sitc which, like the song files, users can download to their own
combu:er systems. - This software allows users to play the infringing recordings they-hve
downloaded from the site in stereo through speakers attached to their computers. Thus,
Defendants are actively promoting copyright infringement by providing users with the tools to
further reproduce and distribute infringing copies of Plaintiffs’ Recordings.

27.  The song titles presented on Defendants” Site are actually links to computer files

‘mainuained on the file server housing the Site. These files contain unauthorized fall-length copies

of copyrighted sound recordings which were uploaded by Defendants themselves or by third
parties at Defendants’ urging. When a user clicks on a particular song title with their mouse, a
full-length reproduction of the corresponding copyrighted sound recording is copied and

distributed to the user's own computer.

JUN 1@ 97 13:38 2033813642 PAGE.@09

Page 00192




JUN 18°87 14:14 FR PRo‘UER ROSE LLP 292 41lb BESGgAU DCHYYI R LT T e
o . .

. METROFAX

L R - Y B

v o

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27

28

JUN 1@ -

TEL : 2033813642 Mar US 97 8:32 No0.002 P_10

v/ o’

28.  For example, by clicking on the link entiticd “Alanis Morriseite-Hand in My
Pocket™ at Defendants’ Site, the copying process is started and 2 computer file containing a digital
reproduction of the popular song “Hand in my Pocket™ by Alanis Morrisette is copied from ‘
Defendants’ Site onto the user’s computer. This “download™ to the user’s compaster creares and
disseminates an additional copy of the recording to the user's computer memory, while leaving
a copy on Defendants’ Site for countless otber users to copy.

29, In addition to offering infringing copies of copyTighted sound recordings and the |
software needed to play them to visiting users, Defendants also, upon information and belief,
encourage users to contribute additional full-length sound recordings to their archive of pirated
warks. Upon information and belicf, users visiting Defendants’ Site can and do “upload®
digitized reproductions of further recordings to Defendants' Site. Defendants then, upon
information and belief, take and organize the uploaded files by artist and title, thus making
additional reproductions of. uploaded sound recordings. Defendants are thus working to ealarge
their site, magnify their infringement of Plaintiffs’ copyrights, and compound the harm to
Plaintiffs from their actions.

30.  The vast majority of sound recordings offered on Defendants’ Site are copyrighted
works owned by Plaintiffs or their subsidiaries or affiliates. These infringing recardings were
reproduced from legmmate recordings produced, manufactured, and/or distributed by Plaintiffs.
Conséquemly. the sound recordings copied and distributed by and through Defendants’ Site are
direct copies of Plaintiffs’ Recordings.

- COUNT ONE
Copyright Infringement Under 17 U.S.C. §§ 101 et seq.

31.  Paragraphs 1-30 above are' realleged as if fully set forth herein.

32, Plaintiffs arc the owners of, or the cxclusive licensees in the United States for,
Plaintiffs' Recordings and have the exclusive right to manufacture and distribute them in the
United States. Plaintiffs' Recordings are original wotks, copyrightable under the Copyright Act

33, Atall times relevant herein, Plaintiffs have complied with the Copyright Act, 17 |
U.S.C. §§ 101, er seq. and have secured the exclusive rights and privileges in and to the

-8-
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copyrights in Plaintiffs' Recordings. Exhibit A annexed hereto sets forth a number of Plainriffs’
Recordings which have been unlawfully copied on Defendants’ Site. Bach recording has been duly
registered with the United States Copyright Office, as evidenced by the Registration Certificates
issued by the Register of Copyrights, copies of which are annexed hereto as Exhibit C.

34.  Plaintiffs’ Recordings have been reproduced and distributed by individnal Plaintiffs
or under their authority. In creating, mamufacturing, and distributing legitimate copies of
Plaintiffs’ Recordings, Plaintiffs have acted in strict conformity with the Copyright Act and 2l
other applicable laws governing copyrights.

35.  Plaintiffs have not licensed any ofmewmmmmmamwmmm
of Phimiffs’ Recordings in any manner whatsoever.

36.  Defendants’ acts detailed above constitute direct and/or contributory infringements

of Plaintiffs" respective copyrights in Plaintiffs' Recordings in viclation of 17 U.S.C. §§ 101, e
seq.

37. By creating, administering operating, and maintaining Defendants’ Site, Defendants
have actively engaged In, aided, encouraged materially contributed to, and abetted the
unauthorized copyiag and distribution of Plaintiffs' Recordings. Upon information and belief,
Defendants’ infringements have been committed willfully, and have been and are being engaged
in with total disregard for Plaintiffs’ intelectual property rights.

38.  Defendants’ direct and/or contributory copyright infringement has caused, and will
continue to cause, Plaintiffs to suffer substantial injuries, loss and damage to their exclusive rights
to, and copyrights in, Plaintiffs’ Recordings. The precise amount of Plaintiffs’ damages will be
&mm at trial. 7

39.  Defendants’ direct and/or contributory copyright infringement, and the threat of
continuing infringement, has caused, and will continue to cause, Plaintiffs severe and irreparable
injury. Plaintiffs’ remedy at law is inadequate to compensate them for the injuries already inflicted
and further threatened by Defendants. Therefore, Defendants should be restrained and enjoined
pursuant to 17 U.S.C. §§ 101, e seq.

1l
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PRAYER FOR RELIEF
WHEREFORE, Phintiffs respectfully request the following refief: |
1. That the Court issue a temporary restraining order:

(a)  restraining Defendants and their respective agents, servants, employees,
successors and assigns, and all other persons acting in concert with, in conspirscy with or
affliared with them from copying, reproducing, duplicating, disseminating, distributing, selling
or in any way exploiting any unauthorized copies of Plaintiffs’ Recordings or any copyrighted
sound recording;

(b)  restraining Defendants and their respective agents, servants, employees,
successors and assigns, and all other persons actmg in concert with, in conspiracy with or
affiliated with them from otherwise infringing any sound recording copyright by permitting,
supervising, cnabling, encouraging, contributing to, aiding or abetting any of the scts in
subparagraph (a) above; and

()  restraining Defendants and their respective agents, servants, employees,
successors and assigos, and all other persons acting in concert with, in conspiracy with or
affiliated with them from destroying, discarding, transferring, ot modifying any documents,
software, hardware, equiprent, or data used in coanection with Defendants® Site, including but
not limited 1o, (i) business records that pertain to the copying, reproduction, duplication,
dissemnination, or distribution of any sound reeordings, Or any revenues or remuneration (monetary
or otherwise) derived therefrom, (i) computer files contained on Defendants’ Site, (i)
Defendants’ site itself, or (iv) documents or other materials relating to Plaintiffs’ Recordings; and

(d)  directing Defendants’ Internet Service Provider SIMPLENET, located at
8070 La Jolla Shores Drive, La Jolla, California, 92037, to block access to Defendants® Site by
Defendants or third parties thus preventing further infringements and preserving evidence during
the pendency of this litigation.

2. That the Court issue a preliminary injunction in accordance with the temporary

restraining order requested above;

-10-
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3. mm&mmapmmmmwmmmmmw
restraining order and preliminary injunction requested above save that Defendants be ordered to
erase, obliterate and otherwise destroy any and all unauthorized copies of any of Plainriffs’
Recordings and any unauthorized copyrighted sound recordings which are in their possession or
under their coatrol;

4, - That Plaintiffs be awarded stamtory or actual damages for Defendants' copyright
infringement in an amouat to be determined at tial;

5. That the Court issue an order requiring each Defendant to file with this Court and
serve on Plaintiffs within ten (10) days after service of the injunction, a repart, in Writing, under
oath, senting forth in detail the manner and form in which Defendants have comphied with the
injunction; '

6. That the Court award Plaintiffs their attotneys’ fees pursgant to 17 U.S.C. § 50S;

7. That the Court award Plaintiffs their costs of suit incarred herein; and

8. That the Court grant such other and further relief as it deems just and proper.

DATED: June9, 1997 PROSKAUER ROSE LLP
: SCOTT P. COOPBI

Of Counsel:

Steven B. Fabrizio

Recording Industry Association of America
1330 Connecticut Avenue, N.W.

Suite 300

Washington, D.C. 20036

(202) 7750101

<11 -
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Bradley I. Ruskin (BR 8489) 7o 8 " - -
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SONY MUSIC BMERTAINMENT INC

A&M RECORDS, INC.,

ARISTA RECORDS, INC.,

ATLANTIC RECORDING CORPORATION,

CAPITOL RECORDS, INC, Civil Action No.
ISLAND RECORDS, INC.,

LONDON RECORDS,

MAVERICK RECORDING COMPANY,

MCA RECORDS, INC., and COMPLAINT
WARNER BROTHERS RECORDS INC.,

Plamtiffs,
\
INTERNET SITE KNOWN AS
FTP://208.197.0.28/, DOE I (a/k/a FWIBBLY').
and DOES II-X, mcluswc.

Defendants.

Plaintiffs, A & M Records, Inc., Arista Records, Inc., Atlantic Recording Corporation,
Capitol Records, xnc; Island Records, Inc., London Records, Maverick Recording Company,
MCA Records, Inc. Sony Music Entcrtammcnt Inc., and Warner Bros. Records, Inc.

(collectively “Plamhffs"), for their Complaint against Defendants Intemct Site Operating At
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US. DISTRICT COURT
NORTHERN DISTRICT OF TEXAS
IN THE UNITED STATES DISTRI4T COURTE | | E )
FOR THE NORTHERN DISTRICT DF = :
DALLAS DIVISION
JMN -9 1997
MCA RECORDS, INC., NANCY DOHERTY, CLERK
A&M RECORDS, INC., o B —
CAPITOL RECORDS, INC.,
ISLAND RECORDS, INC.,
MAVERICK RECORDING COMPANY, Civil Action No. .
POLYGRAM RECORDS, INC., a -
SONY MUSIC ENTERTAINMENT INC., and 397CV1 360-T
WARNER BROS. RECORDS INC., TEMPORARY RESTRAINING
ORDER AND ORDER TO
Plaintiffs, SHOW CAUSE RE:
PRELIMINARY INJUNCTION
Y.
INTERNET SITE KNOWN AS
FTPZ/PARSOFT.COM/MP3¢/ and DOES I-X,
inclusive, ‘

Defendamnts.

Upon consideration of Plaintiffs’ Motion for a Temporary Restraining Order and
NNy, | G

ORDERED, that for a period of ten (10) days from the issuance of this Order,
good cause having been shown pursuant to Rule 65 of the Federal Rules of Civil Procedure
that immediate and irreparable injury 20d damage will result to plaintiffs before the motion for
a preliminary injunction can be heard and decided, Defendants, their agents, scrvants and
employees, and all persons acting in concert with them or assisting them through the provision
of scmces for or in the maintenance of the Internet site known as *ftp://parsoft.com/MP3s/”

(hereinafter “Defendants” Site”):

vm cmm v .mn ’ 514 QR@>aas  POGRE AR’D
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1. are wxopotarily enjoined from:

(@)  copying, reproducing, duplicating, disseminaring, distributing,
selling or in any way exploiting any unauthorized copies of Plaintifts’
Recordings or any copyrighted sound recording;

(®) otherwise infringing any sound recording copyright by
permitting, supervising, emabling, encouraging, contributing to, aiding or
abetting any of the acts in subparagraph (3) above; and

(©)  desmoying, discarding, transferring, or modifying any
documents, software, hardware, equipment. or data used in connection with
Defendanrs’ Site, including but ot limited to, (i) business records that pertain to
the copying, reproduction, duplication, dissemination, or distribution of any
sound recordings, or any revenues of femuneration (monetary or otherwise)
derived therefrom, (if) computer files contained on Defendants’ Site, (jii)
Defendants’ site iself, or (iv) documents or cther materials relating to Plaintiffs’

Recordings; and

2. shail immediately block access ® all unauthorized sound recordings

which are copies of or otherwise substantialy similar to any of the Subject Revordings

at Defendams” Site and at every other computer site over which Defeodants have

control

2024156853 TO 13239018 272308 r. g
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ORDERED, that on 1997Defumulm=msiteknownas
A

fip/iparsoft.com/MP3s/ and Does I-X, inclusive (collectively “Defendants”) show cause before
this Court in Courroom __ of the United States Courthouse located 2t /87 0 mentnt (L,
5fnai ,z"\n /5D 26, ﬂ"/b:, 7‘”: . why an order should

notbeem&hxrsuammkuleﬁcﬂheFedalenlsofCivﬂMe:

1. comhnﬁngthemo!th:mxpm:ryminlngordermredmm

below; and

2. requiring Defendants 1o file with this Court and serve on Plaintiffs, within
ten(lO)daysaﬁermdvingsewic:of!hisOtda.ampomhwﬁﬁngmd
under oath, setting forth in detail the mammer and form in which

Defendants have complied with the injunction.

ORDERED, that Parsoft, located at 101 W. Remmer Road, Suite 430,
Richardson, Texas (“Parsoft”). and their agens, servares and employees, and all persons acting
mwmmwithﬂmmmisdngthnn.shﬂimmedhmlymsa{egmdmdmmy
computer server files or space provided to, allocated for or leased to any Defendants, including
Defendaass' Site, preventing any access by Defeadants or third parties (othet thap Plaingiff
pursuant 10 discovery), and it is further

ORDERED, that by the close of business on June 7, 1997, Plaiodiffs shall be

requixedmposxabondofsm as security for the payment of such cost and damages

3-
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and it is further

ORDERED, that Defendants submit any papers in response to this order to

show cause on or before the fifth (5*) day after service upon them of this order to show cause,
and that Defendants make simultancous service of such responsive papers npon counse! for
Plaintiﬂisbypersomlserviccorby!’edemlExpmsorsimi!anexzd:yddivay;mdhisﬁmher

ORDERED, that copies of this Order t Show Cavse, together with copies of al
of the papers on which it was granted, be served upon the named Defendants personally or by
Federal Express or similar next day delivery at the homes or offices of the Defendants at such
addresses 10 be determined by Plaintiffs, within 48 hours of the determination of Defendants’
identities and addresses by Plaintiffs, and that such service shall constitute due and sufficient

notice hereof.

June ¢ 197, ab /T A. M. SO ORD

S

United States District Judge

2924166899 TO 1628YGIBT?S7EZ33R ~ .95
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*x TOTRAL PA

GE.996 xx

Page 00201



Y 18°S? 14:11 FR PRUDSARUER KUDE wor
' TROFRY :. TEL:2033813642
. ”~

o

SCOTT P. COOPER (State Bar No. 96905)
PROSKAUER ROSE LLP

2121 Avenue of the Stars, 27* Floor

Los Angeles, CA 90067-5010

(310) §57-2900 -

CHRISTOPHER WOLF
ALEC W.FARR
PROSKAUER ROSE J.f ®
1233 20 ©
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10
11
12
13

A&M RECORDS, INC.,, a Delaware
corporation; ARISTA RECORDS, INC,, a

14

15
INC., aDelaware corporation; GEFFEN
RECORDS, INC., a California corporation;
ISLAND RECORDS, INC,, a New York
ration; MAVERICK RECORDING
COMPANY, a Califomnia general partnershi
MCA RECORDS, INC., a California
corporation; SONY MUSIC
ENTERTAINMENT INC,, a Delaware
corporation; and WARNER BROS.
RECORDS INC., a Delaware corporation,

Plaintiffs,

16
17
is
1s
20
21
22 v,

INTERNET SITE KNOWN AS FRESH
KUTZ; and DOES [ through X,

Defendants.

23
24
25

CYUE v~ Lol

‘-

C

8:25 No.002 P .02

na.§ 97
—

FILED

—
JUN - g 1997

DISTRICT COURT

CLERK US. DSTRCTCOUE,

, e

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

Delaware corporation; CAPITOL RECORDS,)

Py

vvvvvvvvvvvvvv

.\/VVVVV

SOUTHERN DISTAICT Y

97 v 1099 HC

) Case No.: CV-

’?G)PY

COMPLAINT

26
27

28

JUN 10 '97 13:32
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

MCA RECORDS, INC.,

A&M RECORDS, INC.,

CAPITOL RECORDS, INC.,

ISLAND RECORDS, INC.,

MAVERICK RECORDING COMPANY, Civil Action No.
POLYGRAM RECORDS, INC.,

SONY MUSIC ENTERTAINMENT INC., and

WARNER BROTHERS RECORDS INC., ~ - COMPLAINT

v. '
INTERNET SITE KNOWN AS .
FTP://PARSOFT.COM/MP3s/ and DOES I-X,
inclusive,

Defendants.

Plaintiffs, MCA Records, Inc., A & M Records, Inc., Capitol Records, Inc.,
Island Records, Inc., Maverick Recording Company, PolyGram Rcz;ords, Inc.. Somy Music
Estertainment Iac., 2nd Warmer Brothers Records, Inc. (collectively *Plaintiffs®, for their
Complaint against Defendants Internet Site operating at *ftp://parsoft.com/MP3s" and Does I-X,

inclusive (collectively “Defendants”) allege as follows: -

NATURE OF THE ACTION

1 This case involves the infringement of Plaintiffs’ copyrighted sound recordings by
Defendants via the Internet. Defendants have created and maintain an Internet site known as

“ftp://parsoft.com/MP3s” (*Defendants’ Siie”), the sole purpose of which is the reproduction,

Page 00203
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1
2
3
4
5
6
7
8
9
10
11 A&M -RECORDS, INC., & Delaware
oration; ARISTA RECORDS INC, a
12 Deawarecorpomnon. CAPITOL RECORDS
INC, a Delaware corporation; GEFFEN
134 RECORDS, INC, a fornia corporation;
ISLAND RECORDS INC., a New York
14§ corporation; MAVERICK RECORDNG
COMPANY, a Califomia %ene partnership;
1sf MCA R.ECORDS, IN a Caleomxa
corporation; SONY MUSIC
16 EN'IPERTAINMEN'I' INC., a Delaware
corporation; and WARNER BROS. RECORDS
17| INC., a Delaware corporation
18 Plaintiff,
s,
191 INTERNET SITE KNOWN AS FRESH
20l KUTZ; and DOES I through X,
21 | Defendant.
22
24§ that plaintiffs’ Mbﬁonismeriwﬁousmdshon!dbemted. It is therefore,
25
27

JUN 10

The Court, having considered gx parte Plaintiffs’ Motion for Expedited Discovery and
23| Preservation of Evidence, and the proposed discovery submitted therewith, is of the opinion and finds

ORDERED ADJUDGED and DECREED that Plaintiff may serve immediately discovery upon
261 Internet Service Provider SIMPLENET and upon Defendants Fresh Kutz and Does [-X; and

ORDERED that SIMPLENET shall provide a response to the first of Plaintiffs’ expedited
23 discovery requests within 72 hours of service of said discovery, or seek 8 protective order from the court;

97 18:31

! CLERK, U.S. DISTRICT ot
S SOUTHERN DISTRICT OF ciﬁ‘égﬁm,\ II

UNITED STATES msrmc*rcomra""-'-’
SOUTHERN DISTRICT OF CALIFORNIA

FILED

i ]
LM‘UW7 ’

CASE NO. 97-CV-1099 H (JFS)

ORDER FOR EXPEDITED
DISCOVERY

STCV1099

2033813642 PAGE.Q@S
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and -

—

 ORDERED that SIMPLENET shall provide a response o Plaintiffs’ remaining expedited
dmovcryrequ&wnhm S days of service of said discovery, or seck a protective order from the court,
and it is finther

ORDERED that Defendants shall provide a response to Plaintiffs’ expedited discovery requests
within § days ot:' service of said discovery or seek a protective order from the Court.

IT IS SO ORDERED.
DATED:___Ju 10 W9

MARILYN L. BUFF

MARILYN L. HUFF, JUDGE
UNTTED STATES DISTRICT COURT

Y - ST VR GO €

NN e —
B QO = O YV ® d&a &n BT oL oS
T" ey

N N D NN
0 NN O W e

-2- : ' 97CVI099

JUN 1@ *©T7 18:31, 2033813642 PAGE.00€
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Page 00205



“UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF NEW YORK

2041 a8 . r om
SONY MUSIC ENTERTAINMENT INC., ‘g"gz ;G”IV—‘.' . 4 2 4 5
A&M RECORDS, INC., 7

ARISTA RECORDS, INC.,

ATLANTIC RECORDING CORPORATION, Civil Action No.

CAPITOL RECORDS, INC.,

ISLAND RECORDS, INC.,

LONDON RECORDS, TEMPORARY RESTRAINING
MAVERICK RECORDING COMPANY, ORDER AND ORDER TO
MCA RECORDS, INC.,and SHOW CAUSE RE: :
WARNER BROS RECORDS INC., PRELIMINARY INJUNCTION -
Plaintiffs,
v.
INTERNET SITE KNOWN AS

"FTP://208.197.0.28/", DOE I (a/k/a
"EWIBBLY"), and DOES II-X, inclusive,

Defendants.

Upc;n consideration of the Motion for a Teg?ra:y Restraining Order and Ordcr
. j CA-
To Show Cause, and the entire record herein, it is this iﬁay of June 1997,

ORIZT)ERED, that for a period of ten (10) days from the issuance of this Order,
good cause haviné been shown pursuant to Rule 65 of the Federal Rules of Civil Procedure
that immediate an? irreparable injury and damage will result to plaintiffs before the motion for
a preliminary inju%xction can be heard and decided, Defendants, their agents, servants and

employees, and all persons acting in concert with them o assisting themn through the provision

Page 00206
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of services for or in the mamtenance of the Internet site known as *ftp://208.197.0.28/"
(heremafter "Defendants Sne ):

1. are temporarily enjoined from:

(@)  copying, reproducing, duplicating, disseminating, distributing,
selling or in any way exploiting any unauthorized copies of Plaintiffs'
Recordingé Or any copyrighted sound recording;

(b)  otherwise infringing any sound recording copyright by
permlmng, supervising, enabling, encouraging, contributing to, aiding or
abetting any of the acts in subparagraph (a) above; and

() destroying, discarding, transferring, or modifying any
documents, sc;ftware, hardware, equipment, or data used in connection with
Defendants’ Site, including but not limited to, (i) business records that pertain to
the copying, reproduction, duplication, dissemination, or distribution of any
sound recordings, or any revenues or remuneration (monetary or otherwise)
derived therefrom, (ii) computer files contained on Defendants’ Site, (iii)
Defendants’ s1te itself, or (iv) documents or other materials relating to Plaintiffs’
Recordings; and
2. shall unmedxately block access to alf unauthorized sound recordings

whlch are copies of or otherwise substantially similar to any of the Subject Recordings
at Defendants’ Site and at every other computer site over which Defendams have

ontrol

TR e ety e 7 bt - v e
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ORDERED, thaton \/ 2o / 3 , 1991Defendants' Interuet site known as

“ftp://208.197.0.28/," Doé l (a/klla"’Fwibbly") and Does [I-X, inclusive (collectively
@ “Defendants”) show cause beforc this Court in Courtroom _lef the United States Courthousce
ocated at 500 Pearl Street, in the borough of Manhattan, New York City, New York, why a

Preliminary Injunction should not be entered Pursuant to Rule 65 of the Federal Rules of Civil

Procedure:

1. continuing the terms of the temporary restraining order éntered herein;
and

2. reqdiring Defendants to file with this Court and serve on Plainti{fs, within |
ten (10) days after ;cceiving service of this Order, a report, in writing and under oath,,
setting forth in deta;\il the manner and form in which Defendants have complied with the

injunction.

ORDEREDA, that BestWeb Corporation, located at 25 South Riverside, Croton-
On-Hudson, New York 10562 (“BestWeb"), and their agents, servants and employees, and all
persons acting in concert with them or assisting them, shall immediately secure, safeguard and
preserve any computer server files or space provided to, allocated for or leased to any
Defendants, including Dcfendants® Site, preventing any access by Defendants or third parties
(other than Plaintiffs pursuant to discovery), and it is further

N O /

ORDERED, that by the-clese-ef-business on June' ', 1997, Plaintiffs shall be

7,

j@quired to post a bond of Sﬂfﬂ_ as sccurity for the payment of such cost and damages
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incurred or suffered by any party who is found to be wrongfully enjoined or restrained hereby;

and it is further

ORbERED, that Defendants submit any papers in response to this order to
show cause on or t;efore the fifth (5%) day after service upon them of this order to show cause,
and that Defendam.é make simultaneous service of such responsive papers upon counsel for
Plaintiffs by persor;al service or by Federal Express or similar next day delivery; and it is

further

ORDERED, that copies of this Order to Show Cause, together with copies of all
of the papers on which it was granted, be served upon the named Defendants personally or by
Federal Express or ;imilar next day delivery at the homes or offices of the Defendants at such
addresses to be detefrmined by Plaintiffs, within 48 hours of the determination of Defendants’
identities and addré;ses by Plaintiffs, and that such service shall constitute due and sufficient

notice hereof.

New York, New Yérk
June 72, 1997

—

20

f. /SSvebT — /,7’ ﬁ@'ﬁv .
: 2 'United States District Judge
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SOUTHERN DISTRICT OF NEW YORK

L J a .
SONY MUSIC ENTERTAINMENT INC., ’gt'z CIV 4 2 4 5
A&M RECORDS, INC., \F At
ARISTA RECORDS, INC., ; |
ATLANTIC RECORDING CORPORATION,

CAPITOL RECORDS, INC., Civil Action No.

ISLAND RECORDS, INC., ]
LONDON RECORDS, ORDER FOR EXPEDITED
MAVERICK RECORDING COMPANY, - DISCOVERY

MCA RECORDS, INC., and
WARNER BROS. RECORDS INC.,

Plain;iffs,
v. |
INTERNET SITE KNOWN AS
“FTP://208.197.0.28/", DOE I (a/k/a
*FWIBBLY"), and DOES II-X, inclusive,

Defehdants.

The Court, h}xving considered ex parte Plaintiffs’ Motion for Expedited Discovery and
Preservation of Evidence, and the proposed discovery submitted therewith, is of the opinion and

finds that plaintiffs’ Motion is meritorious and should be granted. It is therefore,

ORDERED ADJ UDGED and DECREED that Plaintiff may serve immediately discovery
upon Intemet Service Provider BestWeb and upon Defendants ftp://208.197.0.28/, Doe I (a/k/a
Fwibbly, and Does:lI-X; and

ORDERED that BestWeb shall provide a response to the first of Plaintiffs’ expedited

discovery requests V;vithin 72 hours of service of said discovery; and

g

Page 00212



ORDERED that BestWeb shall provide a response to Plaintiffs’ remaining expedited
discovery request within S days of service of said discovery; and its is further

ORDERED that Defendants shall provide a response to Plaintiffs’ expedited discovery
requests within 5 days of service of said discovery.

SO ORDERED

Dated, New York, June i,-1997

UNITED STATES DISTRICT JUDGE
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7 s e -
8 UNITED STATES DISTRICT COURT
9 SOUTHERN DISTRICT OF CALIFORNIA
10
11{ A&M RECORDS, INC, a Delaware CASE NO. 97-CV-1099 H (JFS)
oration; ARISTA RECORDS, INC., &
12 ware corporation; CAPITOL RECORDS, TEMPORARY
INC . a Delaware corporation; GEFFEN RESTRAINING ORDER AND
13§ RECORDS, INC., a California corporation; ORDER TO SHOW CAUSE
ISLAND RECOR.DS INC., & New York RE: PRELIMINAR
14 corporation; MAVERICK RECORDING INJUNCTION
COMPANY, a California general partnership;
15| MCA RECORDS, INC., a Californa
corporation; SONY MUSIC
16 RTAINMENT INC., a Delaware
coxgoration; and WARNER BROS. RECORDS
17{! INC., a Delaware corporation
. 18 Plaintiff,
vs.
19
20( DNTERNET SITE KNOWN AS FRESH
KUTZ; and DOES I through X,
ap - Defendant.
22 B
23 Upon consideration of Plaintiffs’ Motion for a Temporary Restraining Order and Preliminary
5| 1pjunction, and entire record herein, It is this 10th day of June 1997,
25 ORDERED, that for a period of ten (10) days from the issuance of this Order, good cause
26 having been shown pursuant to Rule 65 of the Federal Rules of Civil Procedure that immediate and
27 irreparable injury and damage will result to plaintiffs before the motion for a preliminary injunction
e be heard and decided, Defendants, their agents, servants and employees, and all persons acting in
-1. gTCV1099
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Page 00215




_ME 1 KUF HX

‘O“QO\M&\AN—-

NONONON S N
mqmuuuﬁﬁgszzzazaﬁzz

JUN 1@ ‘97 18:29

~ TEL 12009510042 n;re v 13:22 NO.UUD F. Uy

concert with them or assisting them through the pravision of services for or in the maintenagce of the
Internet site known as “http2/www.avalon.simplenet.com/coolmp3/music htm” and/or
“hup://www.avalon simplenet.com//bossnetsux/music.htm” (hereinafter “Defendants’ Site™):
1. are temporarily enjoined from:
(@)  copying, reproducing, duplicating, disseminating, distributing, seiling or in any
way exploiting any unauthorized copies of Plaintiffs’ Recordings or any copyrighted
sound reco:dmg;
(®)  otherwise infringing any sound recording copyright by permitting, supervising,
enabling, encouraging, contributing to, aiding or abetting any of the acts in subparagraph
: (ﬁ) above; and
(¢)  destroying, discarding, transferring, or modifying any documents, software,
hardware, equipment, or data used in conmection with defendants’ Site, including but not
limited to, () business records that pertain to the copying, reproduction, duplication,
dissemination, or distribution of any sound recordings, or any revenues or remuneration
(monetary or otherwise) derived therefrom, (ii) computer files contained on Defendants’
Site, (iif) Defendants’ site itself, or (iv) documents or other materials relating to
Plaintiffs’ Recordings; and
2, shall immediately block access to all unauthorized sound recordings which are copies of
or otherwise substantially similar to any of the Subject Recordings at Defendants’ Site and at every other
computer site over which Defendants have control; and it is further
ORDERED, that on June 20, 1997 st 1:15 p.m. Defendants Internet Site Known As Fresh Kutz,
Does I-X, inclusive (collectively “Defendants”) show cause before this Court in Courtroom 8, of the
United States Courthouse located at 940 Front Street, San Diego, California 92101, why a Preliminsry
Injunction shoulé not be entered pursuant to Rule 65 of the Federal Rules of Civil Procedure:
I, c&ntinu.ing the terms of the temporary restraining order entered herein; and
2. reﬁuiring Defendants 1o file with this Court and serve on Plaintiffs, within u:n (10) days
after receiving service of this Order, a report in writing, under oath, setting forth in detail the manner and

form in which Defendants have complied with the injunction; and it is further

-2 _ ICV1099
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,
ORDE!:!ED, that by the close of business on June 10, 1997, Plaintiffs shall be required to post
2 bond of $10,000.00 as security for the payment of such cost and damages incurred or suffered by any
party who is fo;md to be wrongfully enjoined or restrained hereby; and it is further
ORDERED , that Defendants submit any papers in response to this order to show cause on or
before the fth (Sth) day after service upan them of this order to show cause, and that Defendants make
simultaneous service of such responsive papers upon counse! for Plaintiffs by personal service or by
Federal Express or similarly next day delivery; and it is further |
ORDERED, that copies of this Order to Show Cause, together with copies of all of the papers
on which it was granted, be served upon the named Defendants in accordance with the Federal Rules
of Court. ,
IT IS SO ORDERED.

DATED: U 10 199

MARILYN L, HUFF

MARILYN L. HUFF, JUDGE '
UNITED STATES DISTRICT COURT

-3- 97CV1099
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~ \b‘NITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF NEW YORK

e B L. LI 4 : :
SONY MUSIC ENTERTAINMENT INC., @?C{V; . 4 2 4 5
A&M RECORDS. INC., Aid
ARISTA RECORDS, INC.,

ATLANTIC RECORDING CORPORATION, Civil Action No.

CAPITOL RECORDS, INC.,

ISLAND RECORDS, INC.,

LONDON RECORDS, TEMPORARY RESTRAINING

MAVERICK RECORDING COMPANY, ORDER AND ORDER TO

MCA RECORDS, INC.,and SHOW CAUSE RE: :

WARNER BROS RECORDS INC., PRELIMINARY INJUNCTION
Plaintiffs,

V.

INTERNET SITE KNOWN AS
“FTP://208.197.0.28/", DOE I (a/k/a
“FWIBBLY"), and DOES II-X, inclusive,

~

Defendants. o5 i

LToc 5

)

AR !

(’

PR
Upon consideration of the Motion for a Tcmporarv Restraining Order and Order.

Tl
To Show Cause, and the entire record herein, it is this _OL day of June 1997,
. /
ORDERED, that for a period of ten (10) days from the issuance of this Order,
good cause having been shown pursuant to Rule 65 of the Federal Rules of Civil Procedure
that immediate and 'irreparable injury and damage will result to plaintiffs before the motion for

a preliminary injunction can be heard and decided, Defendants, their agents, servants and

employees, and all persons acting in concert with them or assisting them through the provision

Page 00218
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(hereinafier "Defendants’ Site").

ontro]

1. are temporarily enjoineg from:

) copying, reproducing, duplicating, ‘disseminating, distributing,
selling or in any way exploiting any unauthorized copies of Plaintiffs'
Recordings or any copyﬁghtcd sound recording;

®)  otherwise infringing any sound recording copyright by
permitting, Supervising, cnal?ling, eéncouraging, contributing to, aiiding or
abetting any .of the acts in Subparagraph (2) above; and

(©) destroying, discarding, transferring, or modifying any
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ORDERED. that on M, / 3 , l99ZDet‘endants’ Internet site known as

“ftp://208.197.0.28/,” Doe | (a/k'/;“"'i’wibbly”) and Does [I:X, inclusive (collectively

Q "Defendants”) show cause before this Court in Courtroom _‘S’éf the United States Courthouse

: \/I@d at 500 Pearl Street, in the borough of Manhattan, New York City, New York, why a
Preliminary Injunction should not be entered Pursuant to Rule 65 of the Federa] Rules of Civil

Procedure:

1. continuing the terms of the temporary restraining order entered herein;
and

2. requiring Defendants to file with this Court and serve on Plaintiffs, within
ten (10) days after receiving service of this Order, a report, in writing and under oath,
setting forth in detail the manner and form in which Defendants have complied with the

injunction.

ORDERED, that BestWeb Corporation, located at 25 South Riverside, Croton-
On-Hudson, New York 10562 (“BestWeb”), and their ageats, servants and employees, and all
persons-acting in concert with them or assisting them, shall immediately secure, safeguard and
preserve any computer server files or space provided to, allocated for or leased to any
Defendants, including Defendants’ Site, preventing any access by Defendants or third parties

(other than Plaintiffs pursuant to discovery), and it is further

Y T l
ORDERED, ;hat by the-close-efbusiness on Juneﬁ, 1997, Plaintiffs shall be

7@quired to ;}ost a bond of SM as security for the payment of such cost and damages

; TG R Foei e
: < 4EEISKAUER Rusc P cueISCIaTY | vrCe-Schudim:
JUN 11 '97 14:5D r.‘SW
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incurred or suffered by any party who is found to be Wrongfully enjoined or restrained hereby:

and it is further

ORDERED, that Defendants submit any papers in response to this order to
show cause on or before the fifth (5*) day after service upon them of this order to show cause,
and that Defendants make simultaneous service of such responsive papers upon counsel for
Plaintiffs by personal service or by Federal Express or similar next day delivery; and it is

further

ORDERED, that copies of this Order to Show Cause, together with copies of all
of the papers on which it was granted, be served 'upon the named Defendants personally or by
Federal Express or similar next day delivery at the homes or offices of the Defendants at such
addresses to be determined by Plaintiffs, within 48 hours of the determination of Defendants’
identities and addresses by Plaintiffs, and that such service shall constitute due and sufficient

notice hereof.

New York, New York
June _2, 1997

. 2.)’-—
g/uuu)n—_n\ﬁlﬁ

¢/ United States District Judge

=
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UNITED STATES DISTRICT COURT I m‘ n
SOUTHERN DISTRICT OF NEW YORK Ut 7 1997
Christopher Wolf (CW 7387) ThL SN
Bradley I. Ruskin (BR 8489) [, e - -
Steven M. Levy (SL 8603) (9}7CW e 4 A
Proskauer Rose LLP N . 2 4 5

1585 Broadway _

New York, New York 10036

(212) 969-3000

Attorneys for Plaintiffs

SONY MUSIC ENTERTAINMENT INC,,

A&M RECORDS, INC.,

ARISTA RECORDS, INC.,

ATLANTIC RECORDING CORPORATION,

CAPITOL RECORDS, INC, Civil Action No.
ISLAND RECORDS, INC.,

LONDON RECORDS,

MAVERICK RECORDING COMPANY,

MCA RECORDS, INC., and COMPLAINT
WARNER BROTHERS RECORDS INC.,

Plaintiffs,
v.
INTERNET SITE KNOWN AS
FTP://208.197.0.28/, DOE I (a/k/a “FWIBBLY"),
and DOES [I-X, inclusive,

Defendants.

Plaintiffs, A & M Records, Inc., Arista Records, Inc., Atlantic Recording Corporation,
Capitol Records, Inc.' , Island Records, Inc., London Records, Maverick Recording Company,
MCA Records, Inc. Sony Music Entertainment Inc., and Warner Bros. Records, Inc.

(collectively “Plamtxﬁ's”), for their Complaint against Defendants Intemet Site Operating At

Page 00222



R VI DR uo.*-l" .
'

erase, obliterate and otherwise destroy a0y and all unautherized copies of any of Plaintiffs’

Recordings and any unauthorized copyrighted sound recordings which are in their possession or

under their control;

44.  That Plaintiffs be awarded statutory or actual damages for Defendants’ copyright

infringement in an amount to be determined at trial;
45.  That the Court issue an order requiring each Defendant to file with this Court and

serve on Plaintiffs within ten (10) days after service of an injunction, a report, in writing, under

oath, setting forth in detail the manner and form in which Defendant has complied with the
injunction;

46.  That the Court award Plaintiffs their attorneys’ fees pursuant to 17 U.S.C. § 505;

47.  That the Court award Plaintiffs their costs of sujt incurred herein; and
48.  That the Cour; grant such other and further reljef as it deems just and proper.

i Respectfully submitted,

PROSKAUER ROSE LLP

Christopher %oif (CW7387) - ,

Bradley I. Ruskin (BR 8489)
Steven M. Levy (SL 8603)
1585 Broadway

New York, NY 10036.8299
(212) 969-3000

-14-
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UNITED STATES DISTRICT COURT o W o o
SOUTHERN DISTRICT OF NEW YORK U U

A e

Christopher Wolf (CW 7387) TIPS Ll
Bradley I. Ruskin (BR 8489) 73 . - -
Steven M. Levy (SL 8603) fgj'?CW - 4 ‘A
Proskauer Rose LLP N s . 2 4 5
1585 Broadway - o .
-New York, New York 10036

(212) 969-3000 el sen
Atton_xeys for Plaintiffs

¢ Tmee 1.
Bt P T

T

SONY MUSIC ENTERTAINMENT INC

A&M RECORDS, INC.,” =

ARISTA RECORDS, INC.,

ATLANTIC RECORDING CORPORATION,

CAPITOL RECORDS, INC, Civil Action No.
ISLAND RECORDS, INC.,

LONDON RECORDS,

MAVERICK RECORDING COMPANY,

MCA RECORDS, INC., and COMPLAINT
WARNER BROTHERS RECORDS INC,, ,

Plaintiffs,
Y.
INTERNET SITE KNOWN AS
FTP://208.197.0.28/, DOE I (a/k/a “FWIBBLY"),
and DOES II-X, inclusive,

Defendants.

Plaintiffs, A & M Records, lac., Arista Records, Inc., Atlantic Recording Corporation,
Capitol Records, xnc; , Island Records, Inc., London Records, Maverick Recording Company,
MCA Records, Inc. Sony Music Entertainment Inc., and Warner Bros Records, Inc.

(collectively "Plamhﬂ's"), for their Complaint against Defendants Intemet Site Operating At
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IN THE UNITED STATES DIS'rmc:rcounTF ] | E D
FOR THE NORTHERN DISTRICT {F
DALL AS DIVISION
JN -9 097

MCA RECORDS, INC., NANGY DCHERTY, CLERK
A&M RECORDS, INC., . By
CAPITOL RECORDS, INC., e
ISLAND RECORDS. INC.,
MAVERICK RECORDING COMPANY, . Civil Action No. | T
POLYGRAM RECORDS, INC., ™~ - -
SONY MUSIC ENTERTAINMENT INC., and 397CV1060
WARNER BROS. RECORDS INC., TEMPORARY RESTRAINING

: : ORDER AND ORDER TO

Plaintiffs, SHOW CAUSE RE:
PRELIMINARY INJUNCTION
Y.
INTERNET SITE KNOWN AS
FTP2/PARSOFT.COM/MP3¢/ and DOES [-X,
inclusive, -
Defendans.

Upon consideration of Plxintiffs’ Motion for 2 Temporary Restraining Order and
e L, .,

ORDERED, that for 2 period of ten (10) days from the issuznce of this Order,
good cause having been shown pursuant to Rule 65 of the Federal Rules of Civil Procedure
that immediate and irreparable tnjury 20d damage will result o plaintiffs before the motion for
a preliminary injunction can be beard and decided, Defendants, their agents, servants and
employess, and all persons acting in concert with them or assisting them through the provision
of services for or in the mainmmance of the Internet site known as *fip://parsoft com/MP3s/”

(bereinafter “Defendants” Site™):

/

= cAm o .nn 214 CQA>na< PORE ana>
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UNITED STATES DISTRICT COURT g é lﬂ
SOUTHERN DISTRICT OF NEW YORK

X

INTERACTIVE GIFT EXPRESS, INC., :

Plaintiff, :
v.: 95 Civ. 6871 (BSJ)

COMPUSERVE INC,, et al., : OPINION & ORDER

Defendants. :

BARBARA S. JONES
UNITED STATES DISTRICT JUDGE

Plaintiff Interactive Gift Express, Inc. ("IGE")(1) maintains that defendants, comprised of computer
software companies, publishing companies, and a retail bookstore, have contributorily infringed and induced
infringement of U.S. Patent No. 4,528,643 (the "Freeny patent"). The Freeny patent describes a method or
apparatus for reproducing information in a material object at a point-of-sale location. With respect to the
computer software and publishing company defendants, plaintiff contends that they are infringing the
Freeny patent by selling software or documents "online," that is, over the Internet and World Wide Web.(2)
Regarding the retail bookstore defendant, Walden Book Company, Inc. ("Waldenbooks"), plaintiff
maintains that Waldenbooks is infringing the Freeny patent by selling a book that includes a CD-ROM
containing encrypted computer applications, access to which is not possible until the consumer retrieves a
password. :

On June 25, 1996, the Court limited discovery to claim construction matters and ordered plaintiff to serve its
claim construction report on defendants by August 26, 1996. On October 7, 1996, the Court ordered plaintiff
to serve a revised claim construction report ("Report") on defendants by November 8, 1996, the contents of
which would be binding on plaintiff. By order dated December 20, 1996, the Court set a claim construction
briefing schedule that was subsequently modified by order dated April 11, 1997.

Having reviewed plaintiff's binding Report of November 12, 1996, and the parties' claim construction briefs,
the Court renders the following conclusions of law interpreting Claim 1 of the Freeny patent.(3)

BACKGROUND
The Freeny patent, entitled "SYSTEM FOR REPRODUCING INFORMATION IN MATERIAL OBJECTS
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AT A Point-of-sale location," issued to Charles C. Freeny, Jr. on July 9, 1985, from U.S. Patent Application
No. 456,730, filed January 10, 1983. On December 28, 1994, all rights of the Freeny patent were assigned to
IGE, and IGE continues to be the sole owner of all rights of the Freeny patent by virtue of this assignment.
The Freeny patent identifies, and claims that the Freeny invention solves, the problems associated with the
traditional method of manufacturing, distributing, and selling various information such as audio recordings,
motion pictures, books, software, greeting cards, or other information that is capable of being electronically
reproduced. .

I. The Traditional Manufacturing and Distribution System

According to the Freeny patent, the problem with the preexisting system for manufacturing and distributing
information-embodying material objects is threefold. The first problem pertains to the substantial
manufacturing and distribution costs incurred by information owners. Information owners traditionally
embody this information in some material object (e.g., cassette tape, video tape, floppy disk, etc.) to be
distributed to various retail outlets (or point-of-sale locations) for sale to consumers. Because this process
requires both manufacturing facilities to reproduce this information in material objects and a network for
distributing the information-embodying material objects to various point-of-sale locations, information
owners incur substantial costs that are ultimately passed on to the consumers of the material objects.

The second problem with the preexisting system as described by the Freeny patent concerns the
compensation of these information owners. According to the Freeny patent, information owners employing.
this traditional system for manufacturing and distributing material objects may encounter compensation
problems when attempting to collect payments from retail outlets for purchases of material objects or when
the information embodied in these material objects is illegally reproduced.

The third problem with the traditional system according to the Freeny patent involves the inventory-related
decisions that retailers face with respect to these material objects. That is, retailers initially must determine
which information-embodying material objects should be stocked, and then must decide the configuration of
such information (e.g., compact disc or cassette tape) and the quantity of each such configuration. As with
the manufacturing and distribution costs incurred by information owners, these retail costs are passed on to
consumers of the material objects. Accordingly, the Freeny patent concludes that because of these economic
considerations it is not practical for retailers to maintain a complete inventory of the information-embodying
material objects, which, resultantly, leads to lost sales when consumers want to purchase particular
information-embodying material objects that have not been stocked by the retailer.

I1. The Freeny Invention

According to the Freeny patent, the Freeny invention solves these problems associated with the traditional
means for manufacturing and distributing information-embodying material objects by creating a more direct
link between information owners and consumers. The Freeny patent describes a method or system for
manufacturing information-embodying material objects using a multitude of point of sale machines that are
in electronic communication with a common host machine. The Freeny patent refers to these point of sale
machines as Information Manufacturing Machines ("IMMs") and to the host machine as the Information
Control Machine ("ICM"). Each IMM is located at-a point-of-sale location -- "a location where a consumer
goes to purchase material objects embodying predetermined or preselected information" -- and each
point-of-sale location is located remotely with respect to the system's other point-of-sale locations. Freeny
Patent Col. 5, Lns. 47-50. "The [ICM] is located at a remote location with respect to each of the
point-of-sale locations and with respect to the [IMMs]." Id. Col. 5, Lns. 35-39. As for "material object," the
Freeny patent defines this term as "a medium or device in which information can be embodied or fixed and
from which the information embodied therein can be perceived, reproduced, used or otherwise
communicated, either directly or with the aid of another machine or device." Id. Col. 4, Lns. 36-41.
Examples of material objects identified in the Freeny patent are floppy disks, cassette tapes, phonograph
records, 8-track tapes, reel-to-reel tapes, video discs, hand-held calculators, hand-held electronic games,
greeting cards, maps, and sheet music. See id. Col. 4, Lns. 41-55.

As for the mechanics of the Freeny invention, initially information is inbutted into, encoded by, and stored

within the ICM. This encoded information is then transferred to the IMMs via a communication link and
stored within each IMM.(4) At this stage, the IMM is now ready to support consumer transactions. A
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consumer using the IMM examines the assortment of information stored in that particular IMM and selects a
catalog code corresponding to the information the consumer wants the IMM to reproduce. After this
selection is made, but before the IMM begins reproducing the requested information-embodying material
object, the IMM transmits a "request reproduction code” to the ICM thereby requesting permission to
reproduce the information selected by the consumer onto a material object. The request reproduction code
includes the catalog code, an IMM code identifying the requesting IMM, and may also contain other
information such as credit card data for sale approval purposes. Freeny Patent Col. 9, Lns. 48-50, Col. 13,
Lns. 25-31.

The ICM receives the request reproduction code and determines whether to authorize reproduction of the
information-embodying material object by the IMM. Should the ICM choose to permit such reproduction, it
transmits an authorization code to the IMM. The authorization code includes an IMM code, encoded catalog
code, encoded catalog decipher program, and an encoded authorization select code. The encoded catalog
code instructs the IMM which information it should decode and reproduce, the encoded catalog decipher
program instructs the IMM how to decode this information, and the encoded authorization select code
identifies the authorization decipher programs stored in each IMM. "In response to receiving the
authorization code, the IMM decodes the preselected information stored in the [IMM]" and then reproduces
it onto a material object, after which the material object can be removed from the IMM by the consumer. Id.
Col. 6, Lns. 7-10. ‘

For the sake of clarity, here is an example of how the Freeny invention would work in the context of musical
recordings. Various musical recordings by various artists would be inputted and stored within the ICM in an
encoded format. These recordings would then be transferred for storage in encoded format in selected
IMMs, enabling the IMMs to support consumer transactions. A consumer using the IMM would enter the
catalog code corresponding to the musical selection he or she wished to purchase, in this example,

Sgt. Pepper's Lonely Hearts Club Band ("Sgt. Pepper's") by The Beatles.{5) The IMM now transmits a
request reproduction code to the ICM, including the catalog code identifying Sgt. Pepper's, an IMM code
identifying the particular IMM being used by the consumer, and possibly the consumer's credit card number
for sale approval. If the ICM approves the transaction, it transmits an authorization code to the IMM
enabling the IMM, among other things, to decode Sgt. Pepper's into a useable format. The IMM would then
reproduce Sgt. Pepper's onto a material object such as a cassette tape or compact disc, after which the
consumer could remove his or her copy of Sgt. Pepper's from the ICM.

In sum, the Freeny patent states that the Freeny invention ensures that information owners will be
compensated in connection with the reproduction of information, "solves the problems associated with
manufacturing, inventory, configuration distribution and collection[,] . . . and permits sale of material
objects embodying information in a more efficient, economical and profitable manner," Id. Col. 4, Lns.
8-18. - :

II1. IGE's Infringement Claims

Plaintiff contends that all personal computers are IMMs within the meaning of the Freeny patent when used
to download and reproduce information for a price. Plaintiff further asserts that wherever a computer is
located constitutes a point-of-sale location pursuant to the Freeny patent whenever information is
downloaded and then reproduced at that location, for a price, in a material object such as a floppy disk, hard
drive, tape, or paper. Accordingly, plaintiff argues that defendants, by offering computer software and
documents for sale via the Internet and World Wide Web are contributorily infringing and including
infringement of the Freeny patent. Plaintiff also contends that defendant Waldenbooks is contributorily
infringing and including infringement of the Freeny patent by selling a book that includes a CD-ROM
containing encrypted computer applications, access to which is not possible until the consumer retrieves a
password.

IV. Claim 1 of the Freeny Patent

The Freeny patent includes 57 claims, three of which -- claims 1, 29, and 37 -- are independent. Claims 1
and 29 are method claims and claim 37 is a system or apparatus claim. As indicated in plaintiff's Report,
however, there is no distinction between the interpretation of these three independent claims.(6) Therefore,
because claim 1 is the broadest of the independent claims, the Court limits its claim construction analysis to
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claim 1, but notes that its analygs equally applicable to claims 29 and 3 l
Claim 1 of the Fréeny patent provides:

A method for reproducing information in material objects utilizing information manufacturing machines
located at point-of-sale locations, comprising the steps of:

providing from a source remotely located with respect to the information manufacturing machine the
information to be reproduced to the information manufacturing machine, each information being uniquely
identified by a catalog code;

providing a request reproduction code including a catalog code uniquely identifying the information to be
reproduced to the information manufacturing machine requestlng to reproduce certain information identified
by the catalog code in a material object;

providing an authorization code at the information manufacturing machine authorizing the reproduction of
the information identified by the catalog code included in the request reproduction codes; and

receiving the request reproduction code and the authorization code at the information manufacturing
machine and reproducing in a material object the information identified by the catalog code included in the
request reproduction code in response to the authorization code authorizing such reproduction.

The parties dispute (1) whether claim 1 covers the real-time downloading of information or is limited to -
predetermined or preselected information, (2) whether claim 1 applies to CD-ROMs containing encrypted -
information that requires a password to decode, and (3) what the terms "authorization code," "point-of-sale
locations," "material object,” and "information manufacturing machine," as used in Claim 1, mean.

DISCUSSION

Claim construction is a matter of law for the Court to determine. See Markman v. Westview Instruments,
Inc., 52 F.3d 967, 970-71 (Fed. Cir. 1995) (en banc), affd, 517 U.S. 370 (1996). To ascertain the meaning of
a patent's claims, the Court first looks to the intrinsic evidence of record, that is, the patent itself, including
the claims, the specification, and, if in evidence, the prosecution history, including prior art cited therein.

See Vitronics Corp. v. Conceptronic, Inc., 90 F.2d 1576, 1582-83 (Fed. Cir. 1996). Ordinarily, analysis of
the intrinsic evidence will resolve any ambiguities in the claims' terms. See id. at 1583. The terms of a claim
are generally given their ordinary meaning, unless it appears that the patentee chose to state clearly in the
specification or file history a special definition. See id. at 1582.

First, the Court looks to the words of the claim, both asserted and nonasserted, to define the scope of the
patented invention. See id. A technical term used in a patent claim-is construed as having the meaning that it
would be given by persons of ordinary skill in the art, unless it is apparent from the patent and prosecution
history that the patentee used the term with a different meaning. See Hoechst Celanese Co

Chemicals Ltd., 78 F.3d 1575, 1578 (Fed. Cir.), cert, denied, 117 S. Ct. 275 (1996).

Second, the Court reviews the patent specification "to determine whether the inventor has used any terms in
a manner inconsistent with their ordinary meaning." Vitronics, 90 F.3d at 1582. "The specification acts as a
dictionary when it expressly defines terms used in the claims or when it defines terms by implication." Id.
"Thus, the specification is always highly relevant to the claim construction analysis," and usually "is the
single best guide to the meaning of a disputed term." Id.

Third, the Court reviews the prosecution history, if in evidence, to help it construe the meaning of the

claims. "This history contains the complete record of all the proceedings before the Patent and Trademark
Office, including any express representations made by the applicant regarding the scope of the claims." Id.
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The prosecution history, howe,\u, cannot enlarge, diminish, or vary the limitations in the claims. See
Markman, 52 F.3d at 980.

Extrinsic evidence, on the other hand, "consists of all evidence external to the patent and prosecution
history, including expert and inventor testimony, dictionaries, and learned treatises." Id, "This evidence may
be helpful to explain scientific principles, the meaning of technical terms, and terms of art that appear in the
patent and prosecution history." Id. "Extrinsic evidence may demonstrate the state of the prior art at the time
of the invention." Id. Representations made to foreign patent offices in counterpart foreign applications may
also assist in determining how a person skilled in the art would interpret claim language. See Caterpillar
[ractor Co. v. Berco, S.p.A., 714 F.2d 1110, 1116 (Fed. Cir. 1983). Extrinsic evidence, cannot, however,
vary the meaning of a claim that is established either by the claim itself or by the claim as correctly
understood by reference to the specification and the file history. See Vitronics, 90 F.3d at 1584. Moreover, if
the claims and specifications are unambiguous or if an analysis of the intrinsic evidence alone resolves any
ambiguities in disputed claim terms, it is improper to rely on extrinsic evidence. See id. at 1583.

Finally, although the Court, if possible, is to construe claims so as to sustain their validity, including
construing claims in a way that avoids reading on prior art, it is improper for the Court to redraft claims.

See Harris Corp. v. IXYS Corp., 114 F.3d 1149, 1153 (Fed. Cir.1997); ACS Hosp. Sys.. Inc. v. Montefiore
Hosp., 732 F.2d 1572, 1577 (Fed. Cir. 1984).

With these principles in mind, the court now turns to construing claim 1.

I. Timing of Information Delivery

Whereas plaintiff argues that the Freeny patent covers the real-time downloading of information to the
IMMs in addition to the predelivery of information to the IMMs, defendants contend that claim 1 should be
limited to the predelivery of information. Real-time downloading means that the requested information is
not stored within an IMM but rather is transmitted to the IMM promptly after the consumer requests the
item. Predelivered -- predetermined or preselected per the Freeny patent -- means that the information is
stored within the IMM and the user of the IMM merely selects the requested information from a
predetermined or preselected collection. Based on the claim language and the Freeny patent specification,
the court construes claim 1 to apply only to the predelivery of information to the IMMs. That is, before an
IMM would be capable of supporting a consumer transaction, the information must already be stored within
the IMM.

A. Claim Language

As indicated by claim 1, the Freeny method for reproducing information in material objects involves four
“steps." And although claim 1 does not explicitly state that these steps must be carried out in the order as
listed, the Court concludes that, at a minimum, the step listed first in claim 1 must occur before the step
listed fourth because any other interpretation would render the Freeny invention unworkable.

As listed in claim 1, the steps describe, respectively, an information delivery stage, request reproduction
code stage, authorization code stage, and a reproduction of information in a material object stage. The first
of the listed steps indicates that the information to be reproduced by the IMM must be provided to the IMM
from a remote source and that such information is uniquely identified by a catalog code. In other words, this
step calls for the predelivery of information to the IMM for storage within the IMM. Following the language
of claim 1, it would be impossible for an IMM to reproduce the information-embodying material object if
the information to be reproduced was not already stored within the IMM because step four does not provide
for the transmission from the ICM to the IMM of the information sought to be reproduced. Step four only
describes the IMM's receipt of "the request reproduction code" and "the authorization code,” after which the
IMM "reproduc(es] in a material object the information . . . in response to the authorization code authorizing
such reproduction.” If claim 1 was intended to include the real-time downloading of information to the
IMM, then in addition to providing for the IMM's receipt of the request reproduction code and authorization
code, step four also would call for the IMM's receipt of the information to be reproduced. Alternatively, if it
was intended for the patent to cover the real-time downloading of information to the IMM, then in addition
to providing for the IMM's receipt of the request reproduction code and authorization code, step four also
would call for the IMM's receipt of the information to be reproduced. Altematively, if it was intended for the
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patent to cover the real-time do¥nloading of information, the patent could have defined the term
“authorization code" such that it included the requested information as part of that code.(7) Nowhere in the
patent, however, is the term "authorization code" defined in this manner.

B. The Specification

In addition to the very language of claim 1, the Freeny patent specification abundantly supports defendants’
position that the Freeny patent does not apply to the real-time downloading of information. It is indicated
throughout the patent specification that the IMMs "store” the information rather than receive the information
for the first time when a consumer interacts with the IMM. For example, the patent states:

In general, information is inputted into the information control machine, via the input line and the inputted
information is encoded and stored in the information control machine. The encoded information stored in
the information control machines is communicated to the information manufacturing machine via the
communication link or the communication link and the received encoded information is stored in each of the
information manufacturing machines. :

Freeny Patent, Col. 5, Lns. 51-59. It also states that "[i]n response to receiving the authorization code, the
information manufacturing machine decodes the preselected information stored in the information
manufacturing machine and provides the decoded information on the output line." Id. col., 6, Lns. 7-11. -
These are but two examples.

Moreover, the specification explains that the IMMs are in fact constructed to store the collection of encoded
information in a permanent storage unit called the "master file unit." "Each information manufacturing
machine is constructed to receive encoded information . . . and store received encoded information." Id. Col.
5, Lns. 21-24. In turn, the "encoded information along with the corresponding catalog codes are
communicated to the information manufacturing machine identified by the IMM code via the
communication link for storage in the master file unit of the information manufacturing machine." Id, Col.
12, Lns. 8-13.

The master file unit is constructed to function as a permanent storage unit. The master file unit is
constructed and adapted to receive encoded information along with the catalo g codes uniquely identifying
the encoded information over the communication link. In one other mode, the master file unit receives
encoded information and the catalog codes on a signal path. The master file unit stores the received encoded
information and the catalog codes. : '

Id. col. 9, Lns. 39-47. Therefore, as explained by the specification, the first step of claim 1, wherein
information is provided to the IMMs, 1s performed so that the collection of encoded information can be
stored at each IMM.

This encoded information, as stored in the IMM, is referred to throughout the specification as "preselected"”
or "predetermined"” information. Clearly, these terms refer to the process whereby the information owner
selects which information should be inputted into the ICM and then transmitted to the IMMs for storage.
The information is therefore "preselected” or "predetermined” because the information to be transmitted to
and stored in the IMM s is selected or determined before the consumer uses the IMM.

Finally, the patent specification teaches away from the real-time downloading of information. The patent
states that in "one embodiment” the ICM could be programmed to support the real-time delivery of
information to the IMMs. Id. col. 24, Lns. 33-58. In such an embodiment "the information manufacturing
machines would not have any encoded information stored therein and could only function to reproduce
information in material objects in response to receiving an authorization code which would include the
encoded information." Id, Col. 24, Lns. 41-46. After presenting this scenario, however, the specification
labels the real-time method of delivery economically unsound, from both a time and money standpoint, and
limits any such proposed use to updating the encoded information previously transmitted to and stored in the
IMMs. See id. col. 24, Lns. 46-53.
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In addition to teaching away frd®Pusing a real-time delivery method, this portion of the patent specification
also supports the Court's interpretation that in order for the Freeny invention to work at all, claim 1, as
written, requires some sequence to the steps, and that, at a minimum, step one must precede step four.
specifically, the information must be transferred to and stored in the IMM before the IMM is capable of
supporting consumer transactions because step four describes the IMM's receipt of only request
reproduction codes and authorization codes and says nothing about the IMM's receipt of the information to
be reproduced. If claim 1 was intended to include the real-time downloading of information to the IMM,
then the patent would explicitly state, as it does when discouraging the use of real-time delivery, that the
authorization code would have to include the encoded information in order for the Freeny invention to
support real-time delivery. See id, Col. 24, Lns. 41-46. Nowhere in the patent is the authorization code
defined to include the information to be reproduced as part of that code.

Accordingly, based on the language of claim 1 and the Freeny patent specification, the court construes claim
1 to apply only to the predelivery of information to the IMMs.

I1. Authorizati.on Code

Plaintiff and defendants also dispute the meaning of the term "authorization code." In its Report, plaintiff
asserts that the authorization code "enables the information manufacturing machine (the consumers [sic]
computer system) to reproduce the electronic data in a material object.” Report, Ex. D. Plaintiff also states
that a consumer's Internet Protocol (IP) address constitutes an authorization code. Defendants dispute both
of these definitions and argue that the "authorization code should be construed to mean an electronic signal
that instructs the requesting computer how to reproduce an encoded item of information." Defendant
CompuServe's Brief on Claim Interpretation at 39.

A. IP Address as Authorization Code

.The Court agrees with defendants that a hardware address such as an IP address as used on the Internet does
not constitute an "authorization code" as that.term is used in the Freeny patent. "The Internet Protocol (IP)
provides for the delivery of data through a set of interconnected packet-switched networks (an internetwork
or internet). IP transmits and routes datagrams from sources to destinations based on a fixed-length address
Chris Shipley & Matt Fish, How the World Wide Web Works 153 (1996) (cited in Plaintiff's Report, Ex. C).

As plaintiff's source indicates, a hardware address such as IP is simply a routing mechanism. Accordingly,
in the context of the Freeny invention, it is the IMM code, and not the authorization code, that corresponds
to an IP address. As indicated in the Freeny patent specification, the IMM code "uniquely identifies one
particular information manufacturing machine." Freeny Patent, col. 7, Lns. 51-53; see also id. Col. 14, Lns.
22-25 ("The IMM code provides a means for the information manufacturing machine to determine if a
particular message is intended to be received by that particular information manufacturing machine."). And
although the IMM code is a component of both the authorization code and request reproduction code, it is'a
distinct code that serves only to route information from the ICM to the IMM. Furthermore, the Court notes
that if the authorization code and IMM code were one in the same, then the term "authorization code" would
be defined the same as the IMM code, and there would be no need to have two separate codes. Accordingly,
an IP address does not correspond to an "authorization code" as that term is used in the Freeny patent.

B. Authorization Code as Enabling Reproduction

Defendants also dispute plaintiff's interpretation of authorization code as "enabling" the IMM's reproduction
of the information-embodying material object. To the extent that plaintiff uses the term "enables" as a
synonym for "authorizes," the Court agrees with plaintiff's interpretation.(8) This, however, does not amount
to a definition. For although it explains what the authorization code does, it does not explain precisely how
it does it.

As stated previously the authorization code is comprised of several other codes, including an IMM code,
encoded catalog code, encoded catalog decipher program, and an encoded catalog authorization select code.
See, e.g., Freeny Patent, Col. 9, Lns. 58-61. The encoded catalog code instructions the IMM which
information it should decode and reproduce, the encoded catalog decipher program instructs the IMM how
to decode this information, and the encoded authorization select code identifies the authorization decipher
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programs stored in each IMM. TH¢ manufacturing control unit located within each IMM "is constructed and
adapted to decipher or decode a received encoded catalog code, encoded catalog decipher program and
encoded authorization code, the IMM decodes the preselected information stored in the [IMM]" and then
reproduces it onto a material object, after which the material object can be removed from the IMM by the
consumer. Id. Col. 6, Lns. 7-10.

Clearly, the encoded catalog decipher program is the seminal component of the authorization code. Without
it, the IMM would be unable to convert the information from its encoded, unusable format to its decoded,
usable format. Therefore, the Court concludes that the encoded catalog decipher program is the true
"authorizing" mechanism of the Freeny invention. Accordingly, the term "authorization code" as used
throughout the Freeny patent, must, at a minimum, include a code that enables the IMM to decode or
decipher the information stored in encoded format at the IMM that the IMM is to reproduce in a material
object.

II1. Point-Of-Sale Location

The parties also present different interpretations of the term "point-of-sale location" as used throughout the
Freeny patent. In its Report, plaintiff defines point-of-sale location as the "place at which the consumer or
purchaser makes the purchase.” Report, Ex. D. Accordingly, because plaintiff contends that any personal
computer can constitute an IMM within the meaning of the patent, under plaintiff's definition of
point-of-sale location, anyplace where a personal computer is located constitutes a point-of-sale location
when that computer is used to reproduce information in a material object for a price. Defendants, on the
other hand, argue that a "point-of-sale location" is a location, such as a retail outlet, where consumers can go
to purchase information-embodying material objects.

Again, defendants' interpretation is entirely correct. The Freeny patent makes it abundantly clear that a
point-of-sale location is a location such as a retail outlet. When first used in the text of the specification, the
term "point-of-sale location" explicitly refers to "retail outlets." Freeny Patent, Col. 1, Lns. 17-18. The
specification then continues to refer to a point-of-sale location as a "retail outlet" or "retailer," see, e.g., id.
Col. 1, Lns. 37-38; col. 2, Ln. 13; Col. 2, Ln. 63; Col. 2, Ln. 67, and defines "retailers" as "owners of
point-of-sale locations. Id. Col. 3, Lns. 41-42. Later, the specification indicates that "[t]he point-of-sale
location is a location where a consumer goes to purchase material objects embodying predetermined or
preselected information." Freeny Patent, Col. 5, Lns. 47-50. Clearly, this language, and particularly the word
"goes," indicates that a point-of-sale location is a place, such as a retail outlet, to which a consumer travels
in order to purchase material objects embodying preselected information.

Moreover, a point-of-sale location must be a location at which blank material objects are available for sale
to consumers. There is no indication in the patent that the material objects on which the IMM is to reproduce
information are stored in the IMM. Rather, the patent indicates that blank material objects are sold to
consumers, separate and apart from the IMM, at the point-of-sale location. As the Freeny patent indicates,
“[e]ach point-of-sale location has at least one information manufacturing machine, at least one reproduction
unit and a plurality of blank material objects." Id. Col. 12, Lns. 66-68. The patent further indicates that the
owners of point-of-sale locations are the ones that sell to consumers the blank material objects that are to be
used with the IMM, such as 8-track or cassette tapes, and that this sales transaction is separate from any sale
that results from the IMM reproducing information onto this material object. See id. Col 13, Lns. 39-44.

Finally, the patent's single reference to point-of-sale location as a "consumer's home," Id. Col. 3, Lns.
66-,67, does not support plaintiff's interpretation. At the point in the specification where the term
"point-of-sale location" is used to refer to a consumer's home, the patent is not describing the Freeny
invention, but rather a prior art cable television distribution system wherein a particular cable program
would be delivered to a consumer’s home in response to the consumer requesting that program and paying
the program owner the requisite fee. Immediately following the description of this cable system, however,
the Freeny patent criticizes this system for being unable to perform certain functions of the Freeny
invention. See id. Col. 4, Lns. 1-8. Nowhere else in the patent is the term point-of-sale location used to refer
to a consumer's home. Therefore, viewing the patent as a whole, and considering the purpose of the Freeny
invention, the numerous references throughout the specification to "retail outlet” or "retailer" in connection
with the term "point-of-sale location," and the context in which this single passing reference to a consumer's
home as a point-of-sale location is made, the Court concludes that the patent does not support plaintiff's
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definition of "point-of-sale location” as either a consumer's home, personal residence, anywhere where a
personal computer may be located, or the "place at which the consumer or purchaser makes the purchase."

Accordingly, the Court holds that a "point-of-sale location," is, at a minimum, a place -- such as a retail
outlet -- to which a consumer travels for the purpose of purchasing material objects wherein preselected
information can be reproduced, and at which blank material objects are available for sale to consumers.(9)

1V. Material Object

Because there is some dispute between the parties as to what constitutes a "material object”" within the
meaning of the Freeny patent, and considering that the very purpose of the Freeny invention is to reproduce
information in "material objects," the Court now turns to construing this term. As defined in the Freeny
patent, a "material object” is "a medium or device in which information can be embodied or fixed and from
which the information embodied therein can be perceived, reproduced, used or otherwise communicated,
either directly or with the aid of another machine or device." Freeny Patent, Col. 4, Lns. 36-41. Immediately
after defining "material object," the Freeny patent presents a nonexhaustive list of examples of material
objects, including floppy disks, cassette tapes, phonograph records, 8-track tapes, reel-to-reel tapes, video
discs, hand-held calculators, hand-held electronic games, greeting cards, maps, and sheet music. See id. Col.
4, Lns. 41-55.

In its Report, however, plaintiff defines s"material object” as "[a] paper with printed information, or a
recording on a floppy disk, hard drive, or tape, etc." Report, Ex. D. Far from presenting a definition of
"material object," plaintiff's Report merely provides further examples of purported "material objects."
Accordingly, the Court now turns to ‘what constitutes a "material object" under the Freeny patent.

The Court agrees with defendants that, at a minimum, a material object (1) must be removable from the
IMM and for use at a location other than the point-of-sale location, (2) must be offered for sale as an
independent and stand-alone commodity at the point-of-sale location, and (3) must be separate and distinct
from the IMM. Regarding removability, the Freeny patent presents a method for reproducing information in
material objects at a point-of-sale location. As described by the patent, after the IMM receives the
authorization code from the ICM, the IMM decodes the requested preselected information stored within it
and then reproduces the requested information in a material object that is removed from the IMM by the
consumer. Furthermore, that all of the examples of material objects presented in the patent itself, and that all
those listed in plaintiff's Report but for a computer hard drive, are objects that are removable by the
consumer, indicates that material objects must possess this quality. This is also buttressed by the fact that
one of the purposes of the Freeny invention is to solve the problems associated with the manufacturing,
distribution, and stocking of material objects.

A material object must also be offered for sale at point of sale locations as an independent and stand-alone
commodity. This requirement was touched upon previously when the Court noted that a point-of-sale
location must be a location at which blank material objects are available for sale to consumers. That is, a
material object must be offered for sale independently from the information that may be reproduced onto
that material object. '

Finally, and even though it is self-evident from the patent, the information-embodying material object
manufactured by the IMM must be separate and distinct from the IMM. That is, the IMM is the device that
reproduces the information in a material object. See, €.8., Freeny Patent, Col. 5, Lns. 21-31.

Thus, a hard drive is not a material object within the meaning of the Freeny patent because it is not
removable in the sense envisioned by the F reeny patent. A hard drive is a fundamental component of a
computer. Basically, a hard drive is a device that physically stores information such as data or software
within the computer. And, although the hard drive, literally speaking, can be removed from the computer, to
do so would require the computer's disassembly. Clearly, the dismantling of the IMM is not a step or
procedure the Freeny patent indicates a consumer must undertake in order to obtain the material object.
Rather, the Freeny patent describes an invention whereby an IMM reproduces information in a material
object that is then removed from the IMM by the consumer.

Furthermore, a hard drive cannot constitute a material object because pursuant to the Freeny patent an IMM
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is separate and distinct from the Thaterial object. In its Report, plaintiff states that a personal computer
constitutes an IMM when used to download and reproduce information for a price, and, as discussed above,
that a computer's hard drive can constitute a material object. See Report, Ex. D. Therefore, in this scenario,
the IMM and material object would be the same device. The hard drive would be acting as an IMM because
it is the software stored on the computer’s hard drive along with other computer hardware such as a modem
that would permit any downloading to take place. The hard drive would also be acting as the material object,
however, because it is on the hard drive that any downloaded information would be stored. As described in
the patent, however, the IMM is the device that reproduces information onto the material object. See e.g.,
Freeny Patent, Col. 5, ns. 21-31. Accordingly, a hard drive cannot constitute a material object within the
meaning of the Freeny patent because the IMM must be separate and distinct from the material object.

V. Information Manufacturin achine

The parties also dispute the meaning of the term "IMM." As the specification and Figure 1 of the Freeny
patent indicate, the IMM is comprised of four separate and distinct components: "a master file unit, a
manufacturing control unit, information manufacturing unit, and the reproduction unit." Id. Col. 6, Lns.
27-30.(10) Each of these components is linked by various signal paths. See Freeny Patent, Figs. 1, 3, 4.
Arrows in the figures that are part of the Freeny patent indicate the direction in which the signals flow along
these signal paths.(11) As indicated by the Freeny patent specification, each of an IMM's four components
performs a different function.

A. Manufacturing Control Unit

The manufacturing control unit ("MCU") receives "request reproduction codes which include IMM codes
and catalog codes" via an input line, and communicates "the received request reproduction codes" over a
communication link to the ICM. Id. Col. 9, Lns. 48-53. The MCU also receives from the ICM, via a
communication link, "authorization codes which include IMM codes, encoded authorization select codes."
Id. Col. 9, Lns. 57-62.

The MCU also has a plurality "of authorization decipher programs stored therein and each authorization
decipher program is uniquely identifiable via an authorization select code." Id. Col. 9, Lns. 54-57. The MCU
"is constructed and adapted to decipher or decode a received encoded catalog code, encoded catalog
decipher program and encoded authorization select code in accordance with one predetermined authorization
decipher program.” Id. Col. 9, Lns. 62-66. "After decoding the received encoded catalog code, the encoded
catalog decipher program and the encoded authorization select code for use in deciphering the next received
encoded catalog code." Id. Col. 10, Lns. 5-11. Then, the MCU sends via a signal path the decoded catalog
code to the master file unit component of the IMM. See id. Col. 10, Lns. 11-14.

The MCU also must be constructed in such a way such that it can (1) "decode[] the decipher program and
the file decipher from the encoded information" to be reproduced in a material object; (2) "temporarily
store[] the decoded decipher program and the decoded file decipher program”; (3) decode the information
that is to be reproduced int he material object; and (4) "provide the decoded information [to be reproduced
int he material object] on the signal path for the reception by the information manufacturing unit," a third
component of the IMM. Id. Col. 10, Lns. 27-40. . :

Finally, after the selected information ultimately is reproduced in the material object, "the manufacturing
control unit then receives the encoded information from he information manufacturing unit over the signal
path and provides the encoded information on the signal path to be received by and restored in the master
file unit." Id. Col 10, Lns. 50-55.

B. Master File Unit

The master file unit ("MFU") functions as "a permanent storage unit." Id. Col. 9, Lns. 39-40. The MFU
receives and then stores both the encoded information that is later reproduced in a material object and the
catalog codes that uniquely identify portions of the encoded information. See id. Col. 9, Lns. 40-47. Both
the encoded information and the catalog codes are transmitted from the MCU to the MFU via signal paths.
See id.; see also Col. 10, Lns. 11-14. After a consumer at the point-of-sale location selects the information
he or she wishes to have reproduced in a material object, the MFU provides this information via signal path
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for temporary storage in the info!. ation manufacturing unit, the third component of the IMM. See id. Col.
10, Lns. 14-21. :

C. Information Manufacturing Unit

The Information Manufacturing Unit ("IMU") "temporarily store[s]" the encoded information to be
reproduced in a material object after it is received via signal path from the MFU. See id. Col. 10, Lns. 14-26.
The IMU also must be capable both of receiving from the MCU the decoded information to be reproduced

in a material object in a digital format and of converting that information to an analog format. See id. Col.
10, Lns. 40-45. Finally, the IMU must be able to transmit via signal path the converted decoded information
that is to be reproduced in material object to the fourth component of the IMM, the reproduction unit. See id.
Col. 10, Lns. 41-48.

D. Reproduction Unit

The reproduction unit is designed to "reproduce received information in a material object.” Id. Col. 5, Lns.
30-31. The reproduction unit must be able "to receive the information [to be reproduced in the material
object from the IMU] in an analog format [via] signal path," and then "reproduced the received information
in a material object." Id, Col. 10, Lns. 45-48. :

Accordingly, it is abundantly clear from the patent that these four components of an IMM are separate and
distinct form one another and perform different functions. it is equally clear that the material objects located
at point-of-sale locations and onto which the information is to be reproduced are separate and distinct from
the IMM as a whole, as well as from-any of the IMM's component parts.

VI. CD-ROMs

As noted previously, one of the defendants in this action is Waldenbooks, a retailer of books. In 1995,
Waldenbooks sold a book entitled "Unauthorized Windows 95 Developer's Resource Kit" by Andrew
Schulman. Contained on the inside of the back cover of the book is a "try-before-you-buy CD-ROM"
entitled "Smash Hits for Programmers Vol. 1." The CD-ROM contains copies of various computer
application programs that the book purchaser can try out--"test drive" per the application--if his or her
computer is equipped with a CD-ROM drive. Should the book purchaser want to test drive or purchase one
of the application programs, the 1-800 telephone number of the vendor of the software, "The Programmer's
Shop," is provided on the book jacket. The book purchaser must call this 1-800 number in order to receive a
password to "unlock" the desired program that is contained inits entirety on the CD-ROM as purchased as
part of the book from Waldenbooks.(12) Upon receiving the password, the selected program is
automatically decrypted and installed from the CD-ROM onto the consumer's computer.

Because the product sold by Waldenbooks is a book containing a CD-ROM, which differs from the on-line
products and services of the other defendants, the Court now examines several additional claim construction
issues unique to CD-ROMs. ‘ : :

Plaintiff contends that Waldenbooks, by selling the book containing the CD-ROM, induces infringement of
the Freeny patent. According to plaintiff's Report: ,
In the case of a CD-ROM having excepted information, the source can mail or otherwise make the
CD-ROM available to the consumer. Typically, the consumer contracts the source through a modem or even
by telephone to obtain the authorization code for a specific file(s) on the CD-ROM. The consumer thereafter
uses the computer system to enter the authorization code, with the request to reproduce a file by using the
file identity (catalog code) and the request (reproduction code).

Report, Ex. C. The term "source," as used in this passage from plaintiff's Report, is defined by plaintiff as "a
remotely positioned computer system such as a 'server' in modern terms." Report, Ex. C.

Again, plaintiff's interpretation is simply untenable. In fact, of all of plaintiff's claim interpretations, this one
is possibly the most farfetched. First, as described in the Freeny patent, the reproduction code and
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auathorization code are separate and distinct and serve different functions. In the case of the CD-ROM
described above, however, only one code is required. That s, upon calling the 1-800 number, the consumer
is given a password that unlocks the encrypted program. Therefore, in the lexicon of the Freeny patent, this
password acts as the authorization code. Because the Freeny invention requires both a request reproduction
code and an authorization code, Claim 1 must be interpreted such that it is limited to a method wherein

(1) both codes are present, (2) the request reproduction code, and (3) each code serves a different function.
Accordingly, the Freeny patent does not cover the CD-ROM described above because only one code (or
password) is required to unlock the encrypted programs contained on the CD-ROM.

Second, the Freeny invention requires a request reproduction code to be received initially by an IMM and
then later sent from the IMM to an ICM. The Freeny invention also requires an authorization code to be sent
from an ICM to th IMM. That is, the Freeny patent describes an invention wherein two machines, an ICM
and an IMM, electronically communicate with each other. A person is neither an IMM nor an ICM. In short,
the Freeny patent clearly does not cover methods or apparatus wherein the consumer via a telephone call
orally receives a password that permits him or her to unlock a computer application program contained on a
CD-ROM that is being used in the consumer's personal computer. :

CONCI USION

In an obvious attempt to expand the scope of its patent beyond that which was intended, plaintiff
implausibly asserts that its patent covers certain uses of the Internet and World Wide Web, and applies to
certain CD-ROM applications. It is abndantaly clear to the Court, however, that the Freeny patent clams and
specification do not support plaintiff's broad interpretation.

In light of the foregoing, the Court enters the following Order adopting the following construction of the
Freeny patent's claims:

1. Claims 1-56 of the Freeny patent are confined to a method, system or apparatus whereby a consumer uses
an "information manufacturing machine" ("IMM") (as defined below) to reproduce in a material object 9as
defined below) an item of information from among a collection of catalogued information items, ali of
which were predelivered to and atored at th IMM. Claims 1-56 of the Freeny patent do not cover real-time
transactions where the requested item of information is transmitted to the IMM at the tie it is requested by
the consumer.

2. The term "authorization code" as used in claims 1-56 of the Freeny patent, must, at a minimum, include a
code that enables the IM to decode the information that is to be reproduced in a material object and that was
previously stored in encoded form at the IMM.

3. Claims 1-56 of the Freeny patent are confined to a method, system or apparatus that requires both an
"authorization code" and a "request reproduction code." The "authorization code" and "request reproduction
code" are separate and distinct codes, and each code serves a different function.

4. Claims 1-56 of the Freeny patent are confined to a method, systém or apparatus that arequires the IMM to
receive a "request reproduction code," transsmit the "request reproduction code" to an "information control
machine" ("ICM"), and receive an "authorization code from the ICM.

5. The term "point-of-sale location" as used in claims 1-56 of the Freeny patent is a location that must, at a
minimum, have each and every one of the following attributes:

a. It must have at least one IMM and therefore at least one device for reproducing information in material
objects (a reproduction unit), and at least two blank material objects upon which preselected information
stored at the IMM can be reproduced;
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b. It must have available for sa@:onsumers, separate from the IMM, bmnic material objects wherein
preselected information can be reproduced; and

¢. It must be a location to which a consmer goesor travels for the purpose of purchasing material objectsd
onto which preselected information can be reproduced.

A consumer's home is not a point-of-sale location within the meaning of the Freeny patent.

6. The term "material object” as used in claims 1-56 of the Freeny patent is a tangible medium or device in
which information can be embodied, fixed, or stored, other than temporarily, and from which the
information embodied therein can be perceived, reproduced, used or otherwise communicated, either
directly or with the aid of another machine or device, that:

a. Must be offered for sale, and be purchasable,at point-of-sale locations where at least one IMM is located;

b. Must be offered for sale independently from the information that may be reproduced onto the material
object; :

¢. Must be physically separate and distinct from the IMM located at a point of sale location;

d. Upon reproduction of the selected information, is removed by the consumer from the IMM located at a
point of sale location; and

e. Is intended for use by the consumer of the material object at a location other than the point of sale
location.

7. The term "information manufacturing machine" or "IMM" as used in'claims 1-56 of the Freeny patent
must, at a minimum, have the following four separate and distinct components: (a) a Manufacturing Control
Unit, (b) a Master File Unit, (c) an Information Manufacturing Unit, and (d) a Reproduction Unit.

Also, the Master File Unit and the Reproduction unit components of the IMM must, at a minimum, have the
following attributes: : : S

a. The Master File Unit must function as the permanent storage unit for encoded information to be
reproduced in a material object and catalog codes that uniquely identify the encoded information to be
reproduced in a material object. The master File Unit cannot perform the step of "reproducing in a material
object the information identified by the catalog code" at point of sale locations as set forth in claim 1 (and
the claims dependent thereon), nor can it "reproduce selected information in a material object" at the point
of sale location as set forth in claim 29 (and the claims dependent thereon), nor can it "reproduce the
information identified by the catalog code in a material object" at point of sale locations, as set forth in
claim 37 (and the claims dependent thereon).

b. The Reproduction Unit must receive information on a unidirectional signal path from the Information
Manufacturing Unit in analog form, and reproduce the received information in at least one of two or more
blank material objects located at the IMM at a point of sale location. The Reproduction Unit cannot perform
the functions of the Manufacturing Control Unit, the Master File Unit, or the Information Manufacturing
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Unit.
SO ORDERED:

BARBARA S. JONES
UNITED STATED DISTRICT JUDGE

Dated: New York, New York
May 13, 1998
1. Since filing this lawsuit, plaintiff has changed its corporate name to E-Data.

2. Although plaintiff also alleges in its Complaint that defendants have directly infringed the Freeny patent,
plaintiff, in its Revised Claim Construction Report of November 12, 1996, concedes that none of the
defendants are direct infringers. :

3. The Court notes at the outset that no Markman hearing is needed in this case because the Court does not
require expert or other testimony to aid it in its claim construction.

4. Whether the information must be stored in the IMM is a point of contention between the parties that the
Court resolves infra.

5. Although in this example the consumer is purchasing an entire album by one artist, presumably the
Freeny invention, assuming the existence of proper licensing and other agreements with information owners,
would permit consumers to select numerous songs from different albums by various artists for reproduction
onto a single material object.

6. That there is no distinction between claims 1, 29, and 37 for claim construction purposes is evidenced by
the fact that, in its Report, plaintiff provides a detailed interpretation of claim 1, and then when construing
claims 29 and 37 simply states "See Claim 1."

7. The Court further notes that claims 29 and 37 also support this reading and that claim 37, in fact,
explicitly states that the information received from the ICM is "stored" in the IMM.

8. Presumably defendants would also agree with this interpretation as they recognize that the patent
explicitly states that the purpose of the authorization code is to "authorize" the reproduction of the
information-embodying material object. See, e.g., Defendant CompuServe's Brief on Claim Interpretation
at 35.

9. For the sake of clarity, the Court notes that a retail store is not the only type of location that could
constitute a "point-of-sale location" within the meaning of the Freeny patent. For example, a wholesale store
satisfying the limitations of the Freeny patent claims could constitute a point-of-sale location. A
point-of-sale location, however, cannot be a consumer's home.

10. Figure 3 of the Freeny patent, which presents a "schematic view of the information manufacturing
machine portion of the point of sale information manufacturing system shown in Fig. 1," id, Col. 4, Lns.
27-29, provide some additional details regarding three of the IMM's four components. The manufacturing
control unit is comprised of a manufacturing program unit, communication modem, and an information
catalog and request unit. the master file unit is comprised of a digital storage unit and a reader. Incidentally,
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the Court notes that Figure 3 mislabels the master file unit as 26 rather than 32. The patent specification
makes clear, however, that the master file unit is comprised of these two components. See Freeny Patent,
Co. 19, Lns. 55-56. The information manufacturing unit includes a digital information unit and a di gital to
analog converter. Finally, Figure 3 does not provide any additional details regarding the reproduction unit.

11. So, for example, as indicated by the direction of the arrow in Figure 1, and the specification text, output
line 22 sends signals from the information manufacturing unit to the reproduction unit. See Freeny Patent,
Fig 1; Col. 5, Lns. 28-31.

12. Some programs are not contained on the CD-ROM and therefore cannot be unlocked upon entry of the

password and then installed. Rather, these programs must be shipped separately to the consumer. Only those
programs contained on the CD-ROM that can be unlocked are at issue here.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:
ARTHUR R. HAIR

Serial No. 08/471,964

A SYSTEM FOR TRANSMITTING
DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

Filed: June 6, 1995
Art Unit: 2413

Patent Examiner:

H. Nguyen

Pittsburgh, Pennsylvania 15213

January 8, 1998

Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

DECLARATION UNDER37 C.F.R. §1.132
I, Arthur R. Hair, hereby declare that:
I am the inventor of the above-identified patent application.
I have reviewed the above-identified patent application, including the claims.

The entire right, title, and interest of my invention is assigned to Parsec

Sight/Sound, Inc., a Pennsylvania corporation.
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I am Chairman of the Board and Chief Technology Officer of Parsec

Sight/Sound, Inc.

Parsec Sight/Sound, Inc. has licensed the above-identified patent application to

Digital Sight/Sound, Inc., a Pennsylvania corporation. See Exhibit A.

Digital Sight/Sound, Inc. has raised more than one million dollars from
investors to operate a web site and sell electronically digital audio signals from its memory to
second parties through telecommunications lines to second party control units so the second
parties can play the digital audi6 signals ;hrough speakers of the second. parties’ control units.
Digital Sight/Sound, Inc. expects to have its updated web site 6perational to the public July 1,

1998, so Digital Sight/Sound, Inc. can practice the claimed invention of the above-identified

patent application.

A copier of my claimed invention of the above-identified patent application,
N2k, has sold electronically digital audio signals from its memory to second parties through
telecommunications linés to second party control units so the second partiés can play the
digital audio signals through speakers of the second parties control units. A copy of the web
pages of N2k's web site on the worldwide web is attached as Exhibit B. These web pages are
accessed by a second pérty calling up N2k’s web site through a telephone line with a computer

(second party control unit). Once the web site of N2k is accessed, the second party with the
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compuier purchases with a credit card (electronic sale) the desired digital audio signals that are
offered for sale by N2k and which the second party chooses to purchase. Once‘ the second

party provides the credit card number to N2k through the second party's computer, the desired
digital audio signals are transferred over telecommunications lines from the memory of N2k to

the computer of the second party. The second party then plays the desired digital audio

signals through the speakers of the computer of the second party.

Others have established web sites on the worldwide web and electronically
disFributed for free digital audio signals from their respective memories to second parties
through telecommunications lir;es to secénd party control units so the second parties can play
the digital audio signals through speakers of the second parties’ control units. These copiers

- have been sued by some of the major record labels in the United States for infringing these
major record labels’ copyrights in the associated songs that are transferred over the worldwide

web through telecommunications lines as digital audio signals. See Exhibit C.

I further declare that all statements made herein of my own knowledge are true
and that all statements made on information and belief are believed to be true; and further, that
these statements are made with the knowledge that willful false statements in the like so made

are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
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States Code, and that such willful false statements may jeopardize the validity of the

application or any patent issuing thereon.

Jslwre ad ol

7 " Date ‘ Arthr R. Hair
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:
ARTHUR R. HAIR

Serial No. 08/471,964

A SYSTEM FOR TRANSMITTING
DESIRED DIGITAL VIDEO OR
AUDIO SIGNALS

Filed: June 6, 1995
Art Unit: 2413

Patent Examiner:

H. Nguyen

Pittsburgh, Pennsylvania 15213

January 8, 1998

Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

DECLARATION UNDER37CFR. §1.132
I, Arthur R. Hair, hereby declare that:
I am the inventor of the above-identified patent application.
I have reviewed the above-identified patent application, including the claims.

The entire right, title, and interest of my invention is assigned to Parsec

Sight/Sound, Inc., a Pennsylvania corporation.
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I am Chairman of the Board and Chief Technology Officer of Parsec

Sight/Sound, Inc.

Parsec Sight/Sound, Inc. has licensed the above-identified patent application to

Digital Sight/Sound, Inc., a Pennsylvania corporation. See Exhibit A.

Digital Sight/Sound, Inc. has raised more than one million dollars from
investors to operate a web site and sell electronically digital audio signals from its memory to
second parties through telecommunications lines to second party control units so the second
parties can play the digital audié) signals ;hrough speakers of the second parties’ control units.
Digital Sight/Sound, Inc. expects to have its updated web site 6perational to the public July 1,

1998, so Digital Sight/Sound, Inc. can practice the claimed invention of the above-identified

patent application.

A copier of my claimed invention of the above-identified patent application,
N2k, has sold electronically digital audio signals from its memory to second parties through
telecommunications lines to second party control units so the second pa.rtiés can play the
digital audio signals through speakers of the second parties control units. A copy of the web
pages of N2k's web site on the worldwide web is attached as Exhibit B. These web pages are
accessed by a second pérty calling up N2k’s web site through a telephone line with a computer

(second party control unit). Once the web site of N2k is accessed, the second party with the
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compuier purchases with a credit card (electronic sale) the desired digital audio signals that are
offered for sale by N2k and which the second parry chooses to purchase. Once the second

party provides the credit card number to N2k through the second party's computer, the desired
digital audio signals are transferred over telecommunications lines from the memory of N2k to

the computer of the second party. The second party then plays the desired digital audio

signals through the speakers of the computer of the second party.

Others have established web sites on the worldwide web and electronically
distributed for free digital audio signals from their respective memories to second parties
through telecommunications lir;es to secénd party control units so the second parties can play
the digital audio signals through speakers of the second pérties’ control units. These copiers
have been sued by some of the major record labels in the United States for infringing these
major record labels’ copyrights in the associated songs that are transferred over the worldwide

web through telecommunications lines as digital audio signals. See Exhibit C.

I further declare that all statements made herein of my own knowledge are true
and that all statements made on information and belief are believed to be true; and further, that
these statements are made with the knowledgé that willful false statements in the like so made

are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
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States Code, and that such willful false statements may jeopardize the validity of the

application or any patent issuing thereon.

/Z}?//i?f /%é«/\% N

7 " Date _, Arthihr R. Hair
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Albart B. Chy ' 75 Willcw Road
Technology Transfar & Mecnlo Park, CA 9402¢
Market Development Vice President 850 483-7833
AT&T Labs ) FAX €50 327-3796
’ chu@research.att.com
Apell 27,1998
Scott Sander
CEOQ and Presideat
Digital Sight/Sound Inc.
Parsec Sight/Souad Inc.

733 Washington Road, Suite 212
Mount Lebanon, PA 15228

Deat Scott

We apprediate your undersuanding of AT&T's intesnal procedures. Given that 425 music®™ is to be formed 25 2
separate and distinct venture outside of AT&T, it will be moze efficient to have a2b music sign the license dicecdy
with Parsec Sight/Sound lac. after the ‘legal entty is formed. The following summarizes the plin that we have

agzeed fo:

1. DSS will sign a license with AT&T for the a2b music platform (arrachment 1), which will be assigned to azh

music when the new a2b music lcgal entity is formed, which is anticipated to be within 60 days.

2. DSS is authorized by AT&T to withhold payment of the NRE and zunual minimum royalty psyments
astociated with 1 above, and will remit such pagments to 22b music within 10 business days from the time that aZb

music signs the PSS Pateat License.

3 a2b music will sign the PSS Patent License (amachment 2) within 10 business days after it is formed as 2 legal
entity. The license wall be retroactve to the date that 1 above is signed, and any royalties due under the sgreement
shall be remitted per the terms of the agreement. This contract will be included in the asset/obligation lsting for

the a2b music entity. . ,

4. We tecognize the ncsd to commuinicate ¢ clear message to customers and the madketplace that DSS and a2b
fausic aze working together in a complementary mannez. A senior a2b music tepresentatve will be available to
piovidc 2 suppottive statement for a press selease, should DSS elect 10 make such a tclcase. In addition, eithes .
someone from a2b music oz ] would be sble o participate in a confesence call with uny DSS customer to confiem

this plan a8 necessasy.

5. Itis undetstood that the name of the new entity may not be a2b music, and that it is also possible that the assets
of a2b music may be sold to a third pasty. Either case will temain subject to these agreements. Fusthe, in the event
that a2b music is not formed as a scpasate entity and s setained by AT&T, AT&T shall have the opton of taking

the license on behalf of the «2b music “division.”

Assuming this is acceptable to DSS and PSS, please sign the two licenscs in attachment | and retum both of them o
me. I wil sign them and rctum one to you. If you have any questions or concems, please fcel free to contact me.

incezely,

Ce: H. Singer
J. Rudder

Page 00249

ol TR



2

JUN- 18’87 14:]1 FR FRUDAAUER KUDE wor CUE “tv woms % cmmm— . C:

B t
L. HETROFRA

11
12
13
14
15
16
17
bY
19
20
21
22
23
24
25
26
27

28

JUN 10

.TEL:2033813642 : na.s 97 ' 8:25 No.002 P.g2
~ -
Yo’

N —

SCOTT P. COOPER (State Bar No. $6905)
PROSKAUER ROSE LLP

2121 Avenue of the Stars, 27 Floor

Los Angeles, CA 90067-5010

(310) 557-2900 : i S FELED
CHRISTOPHER WOLF :
ALEC W. FARR

PROSKAUER ROSE }.t ® JUN - Q1991
1233 20% © :

g‘ 77{ Ub%b‘ * GLERX, U.S. DISTRICT COURT

SOUTHERN DISTRICT OF CALFORME

‘ » 1)5

vw\...‘.u |

e UNITED S‘l_’AIEs DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

- £s
97 01099 “UC&PY
i

A&M RECORDS, INC., a Delaware ) Case No.: CV-
corporation; ARISTA RECORDS, INC,, a
Delaware corporation; CAPITOL RECORDS, )
INC., a Delaware corporation; GEFFEN
RECORDS, INC,, a California corporation;
ISLAND RECORDS, INC., a New York
corporation; MAVERICK RECORDING
CO%ANY , 3 California general partnership;
MCA RECORDS, INC., a California
corporation; SONY MUSIC
ENTERTAINMENT INC., a Delaware
corporation; and WARNER BROS.
RECORDS INC., a Delaware corporation,

Plaintiffs,

COMPLAINT

Nt Nt N Nt it o

v.

INTERNET SITE KNOWN AS FRESH
KUTZ; and DOES [ through X,

Defendants.

N Nat? N Nt Nt Nt N N St s N o’ g’

"97 13:3
2 2033813642 PAGE.@02
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U.S. mm
IN THE UNITED STATES strmc'rcouan | L E D
FOR THE NORTHERN DISTRICT pF
DALLAS DIVISION
JN -9 g7
MCA RECORDS, INC., NANCY DGHERTY, CLERK
A&M RECORDS, INC., o B—
CAPITOL RECORDS, INC..
ISLAND RECORDS, INC.,
MAVERICK RECORDING COMPANY, _Civil Action No.
POLYGRAM RECORDS,INC., =~~~ -
SONY MUSIC ENTERTAINMENT INC., and 397CV1060 T
WARNER BROS. RECORDS INC., " TEMPORARY RESTRAINING
: : ORDER AND ORDER TO
Plaintiffs, SHOW CAUSE RE:
PRELIMINARY INJUNCTION
V.
INTERNET SITE KNOWN AS
FTPY/PARSOFT.COM/MP3¢/ and DOES [-X,
inclusive, -
Defendants.

Upon consideration of Plaintiffs’ Motioa for 2 Temporary Restraining Order and
e AR, ..,

ORDERED, that for & period of teq (10) days from the issuance of this Order.
good cause having been sbown pursuant to Rule 65 of the Federal Rules of Civil Procedure
that immediate and irreparable injury 20d damage will result 1o plaintiffs before the motion for
a preliminary mjunction can be beard and decided, Defendants, their ageats, servants and
employess, and all persons acting in concert with them or assisting them through the provision
of services for or in the mainmenance of the Internet site known as. *fip-//parsoft.com/MP3s/”

(bereinafter “Defendants” Site”):

/"

e R e B S i 214 GRQ2QQS CORE QAAD
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

MCA RECORDS, INC.,

A&M RECORDS, INC.,

CAPITOL RECORDS, INC.,

ISLAND RECORDS, INC.,

MAVERICK RECORDING COMPANY, Civil Action No.
POLYGRAM RECORDS, INC.,

SONY MUSIC ENTERTAINMENT INC., and

WARNER BROTHERS RECORDS INC., ~ COMPLAINT

v. '
INTERNET SITE KNOWN AS X
FTP://PARSOFT.COM/MP3s/ and DOES I-X,
inclusive,

Defendants.

Plaintiffs, MCA Records, Inc., A & M Records, Inc., Capitol Records, Inc.,
Island Records, Inc., Maverick Recording Company, PolyGram Rcc.ords, Inc.. Sony Music
Enterainment Inc., and Warner Brothers Records, Inc. (colle:;:tively “Plaintiffs”), for their
Complaint against Defendants Internet Site operating at “ftp://parsoft.com/MP3s" and Does I-X,
inclusive (collectively “Defendants”) allege as follows: - |
NATURE OF THE ACTION

1. This case involves the infringement of Plaintiffs’ copyrighted sound recordings by

Defendants via the Internet. Défendzmts have created and maintain an Intemet site known as

“ftp://parsoft.com/MP3s” (“Defendants’ Site”), the sole purpose of which is the reproduction,
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UNITED STATES .DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF NEW YORK

: P ... t
SONY MUSIC ENTERTAINMENT INC., @?C{V“ i 4 2 d. 5
A&M RECORDS, INC., e -
ARISTA RECORDS, INC.,
ATLANTIC RECORDING CORPORATION, Civil Action No.
~ CAPITOL RECORDS, INC.,
-ISLAND RECORDS; INC., - -

LONDON RECORDS, . * " TEMPORARY RESTRAINING
MAVERICK RECORDING COMPANY, ORDER AND ORDER TO
MCA RECORDS, INC.,and SHOW CAUSERE:
WARNER BROS RECORDS INC., PRELIMINARY INJUNCTION
Plaintiffs,
V.
INTERNET SITE KNOWN AS'

“FTP://208.197.0.28/", DOE I (a/k/a
“FWIBBLY™), and DOES II-X, inclusive,

Defendants.

U;Son consideration of the Motion for a Te_@g?rgw Restraining Order and Order

: A T
To Show Cause, and the entire record herein, it is this O[ “day of June 1997,
. 7

ORDERED, that for a period of ten (10) days from the issuance of this Order,

good cause having been shown pursuant to Rule 65 of the Federal Rules of Civil Procedure
that immediate and 'irreparable injury and damage will result to plaintiffs before the motion for
a preliminary injunction can be heard and decided, Defendants, their agents, servants and

employees, and all persons acting in concert with them or assisting them through the provision
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UNITED ST ATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF NEW YORK

~Ay. .8 r .
SONY MUSIC ENTERTAINMENT INC.. @?C’IV.‘ - 4945
A&M RECORDS, INC., ~
ARISTA RECORDS, INC.,
ATLANTIC RECORDING CORPORATION, Civil Action No.
- CAPITOL RECORDS, INC., '

-ISLAND RECORDS; INC.,

LONDON RECORDS, . : . TEMPORARY RESTRAINING
MAVERICK RECORDING COMPANY, ORDER AND ORDER TO
MCA RECORDS, INC.,and SHOW CAUSE RE: .
WARNER BROS RECORDS INC., PRELIMINARY INJUNCTION
Plain;iffs,‘
V.
INTERNET SITE KNOWN AS

“FTP://208.197.0.28/>, DOE I (a/k/a
“FWIBBLY"), and DOES II-X, inclusive,

Defendants.

Upon consideration of the Motion for a Tcg?rgry Restraining Order and Order
To Show Cause, and the entire record herein, it is this  day of June 1997,
. /

ORDERED, that for a period of ten (10) days from the issuance of this Order,

good cause having been shown pursuant to Rule 65 of the Federal Rules of Civil Procedure
that immediate and 'irreparable injury and damage will result to plaintiffs before the motion for
a preliminary injunction can be heard and decided, Defendants, their agents, servants and

employees, and all persons acting in concert with them or assisting them through the provision
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This Page' is Inserted by IFW Indexing and Scanning
Operations and is not part of the Official Record

BEST AVAILABLE IMAGES

Defective images within this document are accurate representations of the original
documents submitted by the applicant. ' ‘

Defects in the images include but are not limited to the items checked:

O BLACK BORDERS
0O IMAGE CUT OFF AT TOP, BOTTOM OR SIDES |
: ﬂ FADED TEXT OR DRAWING
0 BLURRED OR ILLEGIBLE TEXT OR DRAWING
[ SKEWED/SLANTED IMAGES
O COLOR OR BLACK AND WHITE PHOTOGRAPHS
D GRAY SCALE DOCUMENTS |
O LINES OR MARKS ON ORIGINAL DOCUMENT
O REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY

O OTHER:

IMAGES ARE BEST AVAILABLE COPY.

As rescanning these documents will not. correct the image .
problems checked, please do not report these problems to
the IFW Image Problem Mailbox. -
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2 . UNITED STATES DEPARTMENT OF COMMERCE
%, F Patent and Trademark Office
*opmiy# | Address: COMMISSIONER OF PATENTS AND TRADEMARKS

Washington, D.C. 20231

SERIAL ¥

— - . - . - emema e S |

| EXAMINER

" ARTUMIT | 'PAPER KUMBER

o }785 _Alg_'_—-j!.‘
T 198

Below Is a communlcation from the EXAMINER in charge of this application
COMMISSIONER OF PATENTS AND TRADEMARKS

ADVISORY ACTION

m THE PERIOD FOR RESPONSE: +Z& o W&!
a) [R isextended to run __~=—==———= o continues to run ._&ME from the date of the, ;

b) [J expires three months from the date of the final rejection or as of the mailing date of this Advisory Action, whichever is later. In no
event however, will the statutory period for the response expire later than six months from the date of the final rejection.

Any extension of time must be obtained by filing a petition under 37 CFR 1.136(a), the proposed response and the appropriate fee.
The date on which the response, the petition , and the fee have been filed is the date of the response and also the date for the
purposes of determining the period of extension and the corresponding amount of the fee. Any extension fee pursuant to 37 CFR
1.17 will be calculated from the date of the originally set shortened statutory period for response or as set forth in b) above.

& Appeliant's Brief is due in accordance with 37 CFR 1.192(a).

{X Applicant's response to the final rejection, filed ___|
to place the application in condition for allowance:

— has been considered with the following effect, but it is not deemad

1. [ The proposed amendments to the claim and /or specification will not be entered and the final rejection stands because:

a.[] There is no convincing showing under 37 CFR 1.116(b) why the proposed amendment is necessary and was not earlier
presented.

b. (] They raise new issues that would require further consideration and’or search. (See Note).
¢. [ They raise the issue of new matter. (See Note).

d.[] They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal.

e.[] They present additional claims without cancelling a corresponding number of finally rejected claims.

NOTE:

2. D Newly proposedoramendedclams_—__ ____ would be allowed if submitted in a separately filed amendment cancelling
the non-allowable claims.

3. x Upon the filing an appeal, the proposed amendment D will be entered (] will not be entered and the status of the claims will
be as follows:

Claims allowed:
Claims obj dt

()

o:
Claims rejected: - Q A

However;

D Applicant's response has overcome the following re}_eclior.(s):

Tt 4. Y& The affidaviy
I

ation hag be2n considered but dc gs not overcome
R e A =~ <A< j g <

4 21 < 2z LA e NS , = a0 fA4.2
5. (O The affidavit or exhibit will not be considered because applicant has not shown good and sulficent reasons why it was not

presented.

earlier

) ] <@ Yotk A
sfe STRATOFLE X, BNC. Vi AERDQUIP, coep &7/87,3737&& s
[J The proposed drawing correction [[] has [ has notbeen approved by the examiner. (de . lel ’083) U

O other
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ttorney’s Docket No. _ HAIR-1 CONT TIT PATENT

IN THE UNITED STATES PATEANT AND TRADEMARK OFFICE

apphcatlon of: Arthur R. Hair
Serigl No.: 0 8 /471,964 Group No.: 2785
“H June 6, 1995 Examiner: Hoa Nguyen

Assistant Commissioner for Patents
Washington, D.C. 20231

ap 206

A1b

A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

TRANSMITTAL OF APPEAL BRIEF (PATENT APPLICATION—37 C.F.R. 192)

1. Transmitted herewith, in triplicate, is the APPEAL BRIEF in this application, with respect

to the Notice of Appeal filed on __January 9, 1998

NOTE: “The appellant shall, within 2 months from the date of the notice of appeal under § 1.191(a) or within
the time allowed for response to the action appealed from, if such time is later, file a brief in triplicate.”

37 C.F.R. 1.192(a) [emphasis added].

2, STATUS OF APPLICANT |
This appilication is on behalf of ' i
[0 other than a small entity. .

X a small entity. :OD
A verified statement: g
0 s attached. - L G
X was already flled ' : ~
06;16/1990 MR - WMMILING APPEAL BRIEF g
_ ow:gﬂ; Pursuant tq7R00F:R. 1.17(F), the fee for filing the Appeal Brief is: ¥
& small entity $150.00 i ®
O other than a small entity $300.00
Appeal Brief fee due $ _155.00

OIHY 61 HNr 86
ENED

a4

.
.

bl

CERTIFICATE OF MAILING/TRANSMISSION (37 C.F.R. 1.8a)

| hereby certify that this correspondence is, on the date shown below, being:

MAILING FACSIMILE
X deposited with the United States Postal T transmitted by facsimile to the
¢ Service, with sufficient postage, as first class Patent and Trademark Office.

mail, in an envelope addressed to the.

: Assistant Commissioner for Patents,
. Washington, D.C. 20231. / /\0 W

Signature

Date: é[ q Z ?Y s Tracey L. Milka .
(type or print name of person certifying)

(Transmittal of Appeal Brief [9-6.1}—page 1 of 3)
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4. EXTENSION OF TERM

NOTE: The time periods set forth in 37 C.™.3. 1.192(a) are subject to the provision of § 1.136 for patent
applications. 37 C.F.R. 1.191(d). See also-Notice of November 5, 1985 (1060 O.G. 27).

The proceedings herein are for a patent application and the provisions of 37 C.F.R. 1.136
apply.

(complete (a) or (b), as applicable)

(8@ K Applicant petitions for an extension of time under 37C.F.R. 1.136
(fees: 37 C.F.R. 1.17(a)-(d)) for the total number of months checked below:

Extension Fee for other than Fee for

(months) small_entity small entity
O one month $110.00 $55.00
0 two months $390.00 $195.00
X three months $930.00 $465.00
O

four months $1,470.00 $735.00 -

| Fee S 475.00
If an additional extension of time is required, please consider this a petition therefor.

(check and complete the next item, if applicable)

O An extension for months has already been secured, and the fee

paid therefor of $——________ is deducted from the total fee due for the total
months of extension now requested. :

Extension fee due with this request -
or

(o) O Applicant believes that no extension of term is required. However, this condi-

tional petition is being made to provide for the possibility that applicant has
inadvertently overlooked the need for a petition and fee for extension of time.

5. TOTAL FEE DUE
The total fee due is:
' . Appeal brief fee $M
Extension fee (if any) §_475.00
‘ TOTAL FEE DUE § _630.00

6. FEE PAYMENT _
3 Attached is a check in the sum of $__630.00
O Charge Account No. thesumof |
A duplicate of this transmittal is attached.

(Transmittal of Appeal Brief [9-6.1]—page 2 of 3)
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7. FEE DEFICIENCY

NOTE: |If there is a fee deficiency and there is no authorization to charge an account, additional fees are
necessary to cover the #.2litional time consumed in making up the original deficiency. If the maximum
six-month period has expired before the deficiency is noted and corrected, the application is held
abandoned. In those instances where authorization to charge is included, processing delays are
encountered in returning the papers to the PTO Finance Branch in order to apply these charges prior
to action on the cases. Authorization to change the deposit account for any fee deficiency should be
checked. See the Notice of April 7, 1986, 71065 O.G. 37-33.

& If any additional extension and/or fee is required, this is a request therefor and
to charge Account No. __19-0737 N

AND/OR

& If any additional fee for claims is required, charge
Account No. 19-0737 :

(0@ C fre T

SIGNATURE OF ATTORNEY <~

Reg. No.: 30,587
Ansel M. Schwartz

(type or print name of attomey)

Tel. No.: (412) 621-9222 425 N. Craig Street
Suite 301

P.O. Address

Pittsburgh, PA 15213

(Transmittal of Appeal Brief [9-6.1]—page 3 of 3)

Page 00259



U

)
)
) ON APPEAL TO THE BOARD
) OF APPEALS
Serial No. 08/471,964 )
) Appeal No.
Filed: June 6, 1995 )
) Examiner: Hoa Nguyen
For: A SYSTEM FOR TRANSMITTING ) 0
DESIRED DIGITAL VIDEO OR ) Group Art Unit: '2.785 3
AUDIO SIGNALS ) i % _é -
==
Pittsburgh, Pennsylvaniaj15213-c w - “'
CERTIFICATERE Mrggws;fﬁ
June 9, 1998 | hereby ertify :ha@a co@pon@e b
being deposited with the United$tates Pesial
Assistant Commissioner for Patents g:;vice gst{ﬁr%gcm_s mail nsri-tpn ‘en;em';‘);
i scad fo: Qodmictlonst A1 Patanis in
Washington, D.C. 20231 g‘ ad’smrksfwt‘ : m::_ 2 ?, ?’ f
BRIE_F ON____AP PEAL nsel B, Schwvartz
) Registrajbn No /30,587
Sir: - 6/2/24L

‘ / ‘ate
This is an appeal brief from the Final Rejection dated July 10, 1997, for the

above-identified patent application.

I. Status of Claims

A. Total Number of Claims in Application: Claims in the application are 1-63.
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01 FC:220

153,00 0 -
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B. Status of all the Claims:

Claims Pending: Claims 1-63 are pending.

Claims Rejected: Claims 1-63 were rejected.

Claims 9-15, 17-28, 43-56, 61 and 62 are apparatus claims. Claims 1-8, 16, 29-42,

57-60 and 63 are method claims.

C. Real Party in Interest:

The real party in interest concerning the above-identified patent application is the

assignee, Parsec Sight/Sound, Inc.

D. Related Appeals and Interferences:

There are no related appeals or interferences to the above-identified patent application.
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E. The Claims on Appeal are as Follows:

1. A method for transferring desired digital video or digital audio signals comprising

the steps of:

forming a connection through telecommunications lines between a first memory of a
first party and a second memory of a second party control unit of a second party, said first

memory having said desired digital video or digital audio signals;

selling electronically by the first party to the second party through telecommunications

lines, the desired digital video or digital audio signals in the first memory; and

transferring the desired digital video or digital audio signals from the first memory of
the first party to the second memory of the second pa.rty control unit of the second party
through telecommunications lines while the second party control unit with the second memory
is in possession and control of the second party; and playing through speakers of the second
party control unit the digital video or digital audio signals in the second memory, said speakers
of the second party control unit connected with the second memory of the second party control

unit.
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2. A method as described in Claim 34 including after the transferring step, the step of

storing the desired digital video or digital audio signals in the second memory.

3. A method as described in Claim 2 including before the transferring step, the step of
electronically coding the desired digital video or digital audio signals into a configuration
which would prevent unauthorized reproduction of the desired digital video or digital audio

signals.

4. A method as described in Claim 3 wherein the first memory includes a first party
hard disk having a plurality of digital video or digital audio signals, and a sales random access
memory chip which temporarily stores a replica of the desired digital video or digital audio
signals purchased by the second party for subsequent transfer via telecommunications lines to
the second memory of the second party; and including before the transferring step, there is the
step of storing a replica of the desired digital video or digital audio signals from the hard disk

into the sales random access memory chip.

5. A method as described in Claim 4 wherein the second party control unit has a
second party integrated circuit which controls and executes commands of the second party, and
a second party control panel connected to the second party integrated circuit, and before the

forming step, there is the step of commanding the second party integrated circuit with the
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second party control panel to initiate the purchase of the desired digital video or digital audio

signals from the first party.

6. A method as described in Claim 5 wherein the second memory of the second party
control unit includes an incoming random access memory chip which temporar'ily stores the
desired digital video or digital audio signals receivéd from the sales random access memory
chip, a second party hard disk for storing the desired digital video or digital audio signals, and
a playback random access memory chip for temporarily storing the desired digitﬁl video or
digital audio signals for sequential playback; and the storing step includes the steps of storing
the desired digital video or digital audio signals in the incoming random access memory chip,
transferring the desired digital video or digital audio signals from the incoming random access
memory chip to the second party hard disk, storing the desired digital video or digital audio
signals in the second party hard disk, commanding the second party integrated circuit with the
second party control panel to play the desired digital v;deo or digital audio signals and
transferring a replica of the desired digital video or digital audio signals from the second party

hard disk to the playback random access memory chip for playback.

7. A method as described in Claim 6 including after the transferring step, there is the

step of repeating the commanding, playing, and transferring a replica steps.
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8. A method for transferring digital video or digital audio signals from a first party to

a second party comprising the steps of:

placing a second party control unit in possession and control of the second party by the

second party at a desired location determined by the second party;

entering into a second party control panel of the second party control unit of the second
party commands by the second party to purchase desired digital video or digital audio signals

from a first party;

forming a connection through telecommunications lines between a first memory of the
first party and a second memory of the second party control unit, said first memory having

desired digital video or digital audio signals;

selling electronically by the first party to the second party through telecommunications

lines, the desired digital video or digital audio signals in the first memory;
transferring the desired digital video or digital audio signals from the first memory of

the first party into the second memory of the second party through telecommunications lines

while the second memory is in possession and control of the second party;
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entering into the second party control panel commands to play the desired digital video

or digital audio signals in the second memory of the second party control unit; and

playing the desired digital video or digital audio signals with the second party control

unit.
9. A system for transferring digital video or digital audio signals comprising:

a first party control unit having a first memory having desired digital video or digital
audio signals, and means or a mechanism for electronically selling the desired digital video or

digital audio signals;

a second party control unit having a second party control panel, a second memory
connected to the second party control panel, and means or a meghanism for playing the desired
digital video or digital audio signals connected to the sécond memory and the second party
control panel, said playing means or mechanism operatively controlled by the second party
control panel, said second party control unit remote from the first party control unit, said
second party control unit placed by the second party at a logation determined by the second

party; and
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telecommunications lines connected to the first party control unit and the second party
control unit through which the electronic sales of the desired digital video or digital audio
signals occur and through which the desired digital video or digital audio signals are
electronically transferred from the first memory to the second memory while the second

memory is in possession and control of the second party after the desired digital video or

digital audio signals are sold to the second party by the first party.

10. A system as described in Claim 9 wherein the first party control unit includes a
first party hard disk having a plurality of digital video or digital audio signals which include
the desired digital video or digital audio signals, and a sales random access memory chip
electronically connected to the first party hard disk for storing a replica of the desired digital

video or digital audio signals of the first party's hard disk.

11. A system as described in Claim 10 wherein the second party control unit includes
a second party hard disk which stores a plurality of diéital video or digital audio signals, and a
playback random access memory chip electronically connected to the second party hard disk
for storing a replica of the desired digital video or digital audio signals as a temporary staging

area for playback.

12. A system as described in Claim 11 wherein the first party control unit includes a

first party control integrated circuit which controls and executes commands of the first party
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and is connected to the first party hard disk, the first party sales random access memory, and
the second party control integrated circuit through the telecommunications lines, said first
party control integrated circuit and said second party control integrated circuit regulate the
transfer of the desired digital video or digital audio signals; and a first party control panel

through which the first party control integrated circuit is programmed and is sent commands

and which is connected to the first party control integrated circuit.

13. A system as described in Claim 12 wherein the second party control unit includes
a second party control integrated circuit which controls and executes commands of the second
party and is connected to the second party hard disk, the playback random access memory, and
the first party control integrated circuit through the telecommunications lines, said second
party control integrated circuit and said first party control integrated circuit regulate the
transfer of the desired digital video or digital audio signals; and a second party control panel
through which the second party control integrated circuit is programmed and is sent commands

and which is connected to the second party integrated circuit.

14. A system as described in Claim 13 wherein the second party control unit includes
an incoming random access memory chip connected to the second party hard drive and the
second party control integrated circuit, and the first party cbntrol unit through the

telecommunications lines for temporarily storing the desired digital video or digital audio
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signals received from the first party's control unit for subsequent storage to the second party

hard disk.

15. A system as described in Claim 14 wherein the second party control unit includes
a video display unit connected to the playback random access memory chip and to the second

party integrated circuit for displaying the desired digital video or digital audio signals.

16. A method for transmitting desired digital video or digital audio signals stored on a -

first memory of a first party to a second memory of a second party comprising the steps of:

placing a second party control unit having a receiver and the second memory connected

to the receiver by the second party at a desired location determined by the second party;

selling electronically via telecommunications lines to the second party at a location
remote from the first memory by the first party controlling use of the first memory, said
second party financially distinct from the first party, said second party in control and in
possession of the second memory;

connecting electronically via telecommunications lines the first memory with the second

memory such that the desired digital video or digital audio signals can pass therebetween;

-10-
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transmitting the desired digital video or digital audio signals from the first memory
with a transmitter in control and possession of the first party to the receiver of the second
party control unit having the second memory at the location determined by the second party

while said receiver is in possession and control of the second party;

storing the digital video or digital audio signals in the second memory; and playing the

digital video or digital audio signals in the second memory with the second party control unit.

17. A system for transmitting desired digital video or digital audio signals stored on a

first memory of a first party to a second memory of a second party comprising:’

means or a mechanism for transferring money electronically via telecommunications
lines from the second party to the first party controlling use of the first memory, at a location
remote from the second memory, said second party controlling use and in possession of the

second memory;
means or a mechanism for connecting electronically via telecommunications lines the
first memory with the second memory such that the desired digital video or digital audio

signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism,;
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means or a mechanism for transmitting the desired digital video or digital audio signals
from the first memory with a transmitter in control and possession of the first party to a
receiver having the second memory while said receiver is in possession and control of the
second party, said receiver placed at a location determined by the second party, said
transmitting means or mechanism in electrical communication with said connecting means or

mechanism;

means or a mechanism for storing the digital video or digital audio signals in the
second memory, said storing means or mechanism in electrical communication with said
transmitting means or mechanism; and means or mechanism for playing the digital video or
digital audio signals stored in the second memory, said playing means or mechanism connected

to the second memory.

18. A system as described in Claim 17 wherein the connecting means or mechanism
comprise a first control unit in possession and control of the first party and a second control

1

unit in possession and control of the second party.

19. A system as described in Claim 18 wherein the first control unit comprises a first
control panel, first control integrated circuit and a sales random access memory, said sales
random access memory and said first control panel in electrical communication with said first

control integrated circuit, said second control unit comprising a second control panel, a second
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control integrated circuit, an incoming random access memory and a playback random access

memory, said second control panel, said incoming random access memory and said playback

random access memory in electrical communication with said second control integrated circuit.

20. A system as described in Claim 19 wherein the telecommunications lines include

telephone lines.

21. A system as described in Claim 20 wherein the first memory comprises a first hard

disk and the second memory comprises a second hard disk.

22. A system as described in Claim 21 including a video display and speakers in
possession and control of the second party, said video display and speakers in electrical
communication with said second control integrated circuit.

23. A system for transmitting desired digital video or digital audio signals stored on a
first memory of a first party at a first location to a second memory of a second party at a
second party location comprising:

means or a mechanism for the first party to charge a fee to the second party for access

to the desired digital video or digital audio signals at a location remote from the second

-13-
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location, said first party controlling use of the first memory, said second party controlling use

and in possession of the second memory;

means or a mechanism for connecting electronically via telecommunications lines the
first memory with the second memory such that the desired digital video or digital audio
signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism;

means or a mechanism for transmitting the desired digital video or digital audio signals
from the first memory with a transmitter in control and possession of the first party to a
receiver having the second memory while said receiver is in possession and control of the
second party, said receiver placed by the second party at the second party location determined
by the second party, said transmitting means or mechanism in electrical communication with

said connecting means or mechanism;

means or a mechanism for storing the digital video or digital audio signals in the
second memory, said storing means or mechanism in electrical communication with said
transmitting means or mechanism; and means or mechanism for playing the digital video or
digital audio signals stored in the second memory, said playing means or mechanism connected

to the second memory.
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24. A system as described in Claim 61 wherein the connecting means or mechanism
comprise a first control unit in possession and control of the first party and a second control

unit in possession and control of the second party.

25. A system as described in Claim 24 wherein the first control unit comprises a first
control panel, first control integrated circuit and a sales random access memory, said sales
random access memory and said first control panel in electrical communication with said first
control integrated circuit, said second control unit comprising a second control panel, a second
control integrated circuit, an incoming random access memory and a playback random access
memory, said second control panel, said incoming random access memory and said playback

random access memory in electrical communication with said second control integrated circuit.

26. A system as described in Claim 25 wherein the telecommunications lines include

telephone lines.

27. A system as described in Claim 26 wherein the first memory comprises a first hard

disk and the second memory comprises a second hard disk.
28. A system as described in Claim 27 including a video display and speakers in
possession and control of the second party, said video display and speakers in electrical

communication with said second control integrated circuit.
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29. A method for transmitting desired digital video or digital audio signals stored in a
first memory of a first party at a first party location to a second memory of a second party

comprising the steps of:

placing a second party control unit having the second memory by the second party at a
desired second party location determined by the second party, said second party location

remote from the first party location;

charging a fee by the first party to the second party at a location remote from the
second party location so the second party can obtain access to the digital video or digital audio
signals possessed by the first party, said first party and said second party in communication via

said telecommunications lines;

connecting electronically via telecommunications lines the first memory with the second

memory such that the desired digital video or digital audio signals can pass therebetween;

transferring electronically via telecommunications lines the digital video or digital
audio signals from a first location with the first memory to the desired second party location
with the second memory while the second memory is in possession and control of the second
party, said second party location remote from said first location, said first memory in

communication with said second memory via the telecommunications lines;
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storing the digital video or digital audio signals in the second memory; and playing the

digital video or digital audio signals stored in the second memory with the second party

control unit.

30. A method as described in Claim 37 including after the transferring step, there is

the step of repeating the charging a fee, connecting, and transferring steps.

31. A method for transmitting desired digital video or digital audio signals stored on a

first memory of a first party to a second memory of a second party comprising the steps of:

selling electronically via telecommunications lines to the second party at a location
remote from the first memory by the first party controlling use of the first memory, said
second party financially distinct from the first party, said second party in control and in
possession of a second party control unit having a receiver and the second memory connected

to the receiver;

connecting electronically via telecommunications lines the first memory with the second

memory such that the desired digital video or digital audio signals can pass therebetween;

transmitting the desired digital video or digital audio signals from the first memory

with a transmitter in control and possession of the first party to the receiver connected to the

-17-
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second memory of the second party control unit at the location determined by the second party

while said second party control unit is in possession and control of the second party;

storing the digital video or digital audio signals in the second memory; and playing the
digital video or digital audio signals stored in the second memory with the second party

control unit.

32. A method as described in Claim 1 wherein the second party is at a second party
location and the step of selling electronically includes the step of charging a fee via
telecommunications lines by the first party to the second party at a first party location remote

from the second party location.

33. A method as described in Claim 32 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.

34. A method as described in Claim 33 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the first mémory so the second party is

charged money.
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35. A method as described in Claim 29 wherein the step of charging a fee includes the
step of charging a fee via telecommunications lines by the first party to the second party at a

location remote from the second party location.

36. A method as described in Claim 35 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.

37. A method as described in Claim 36 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the first memory so the second party is

charged money.

38. A method for transferring desired digital video or digital audio signals from a first

party to a second party comprising the steps of:

placing a second party control unit having a second memory by the second party at a

desired location determined by the second party;
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forming a connection through telecommunications lines between a first memory of a

first party and the second memory of the second party, said first memory having said desired

digital video or digital audio signals;

selling electronically by the first party to the second party through telecommunications

lines, the desired digital video or digital audio signals in the first memory;

transferring the desired digital video or digital audio signals from the first memory of
the first party to the second memory of the second party through telecommunications lines;
and playing the digital video or digital audio signals stored in the second memory with the

second party control unit.

39. A method as described in Claim 38 wherein the second party is at a second party
location and the step of selling electronically includes the step of charging a fee via
telecommunications lines by the first party to the second party at a first party location remote

from the second party location.

40. A method as described in Claim 39 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.
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41. A method as described in Claim 40 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the first memory so the second party is

charged money.

42. A method for transferring desired digital video or digital audio signals comprising

the steps of:

placing a second party control unit having a second memory by the second party at a

desired second party location determined by the second party;
forming a connection through telecommunications lines between a first memory of a
first party and the second memory of a second party, said first memory having said desired

digital video or digital audio signals;

incurring a fee by the second party to the first party for the use of telecommunications

lines, the desired digital video or digital audio signals in the first memory;

transferring the desired digital video or digital audio signals from the first memory of

the first party to the second memory of the second party through telecommunications lines

21-
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while the second memory is in possession and control of the second party; and playing the
digital video or digital audio signals stored in the second memory with the second party

control unit.

43. A system for transferring digital video signals from a first party to a second party

at a second party location comprising:

a first party control unit having a first memory having a plurality of desired individual
video selections as desired digital video signals, and means or a mechanism for the first party
to charge a fee to the second party for access to the desired digital video signals at a location

remote from the second party location;

a second party control unit having a second party control panel, a receiver and a video
display for playing the desired digital video signals received by the recéiver, said second party
hcontrol panel connected to the video display and the reéeiver, said receiver and video display
operatively controlled by the second party control panel, said second party control unit remote
from the first party control unit, said second party control unit placed by the second party at a
second party location determined by the second party which is remote from said first party
control unit, said second party choosing the desired digital ;/ideo signals from the first memory

with said second party control panel; and
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telecommunications lines connected to the first party cor;trol unit and the second party
control unit through which the desired digital video signals are electronically transferred from
the first memory to the receiver while the second party control unit is in possession and
control of the second party after the desired digital video signals are sold to the second party

by the first party.

44. A system as described in Claim 43 wherein the second party control unit includes
a second memory which is connected to the receiver and the video display, said second
memory storing the digital video signals that are received by the receiver to provide the video

display with the digital video signals.

45. A system as described in Claim 44 wherein the first party control unit includes a
first party hard disk having a plurality of digital video signals which include the desired digital
video signals, and a sales random access memory chip electronically connected to the first
party hard disk for storing a replica of the desired digifél video signals of the first party's hard

disk.

46. A system as described in Claim 45 wherein the second party control unit includes
a second party hard disk which stores a plurality of digital video signals, and a playback
random access memory chip electronically connected to the second party hard disk for storing

a replica of the desired digital video signals as a temporary staging area for playback.
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47. A system as described in Claim 46 wherein the first party control unit includes a
first party control integrated circuit which controls and executes commands of the first party
and is connected to the first party hard disk, the first party sales random access memory, and
the second party control integrated circuit through the telecommunications lines, said first
party control integrated circuit and said second party control integrated circuit regulate the
transfer of the desired digital video signals; and a first party control panel through which the
first party control integrated circuit is programmed and is sent commands and which is

connected to the first party control integrated circuit.

48. A system as described in Claim 47 wherein the second party control unit includes
a second party control integrated circuit which controls and executes commands of the second
party and is connected to the second party hard disk, the playback random access memory, and
the first party control integrated circuit through the telecommunications lines, said second
party control integrated circuit and said first party control integrated circuit regulate the
transfer of the desired digital video signals; and a SCCO;ld party control panel through which
the second party control integrated circuit is programmed and is sent commands and which is

connected to the second party integrated circuit.
49. A system as described in Claim 48 wherein the second party control unit includes
an incoming random access memory chip connected to the second party hard drive and the

second party control integrated circuit, and the first party control unit through the
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telecommunications lines for temporarily storing the desired digital video signals received

from the first party's control unit for subsequent storage to the second party hard disk.

50. A system as described in Claim 49 wherein the second party control unit includes
a video display unit connected to the playback random access memory chip and to the second

party integrated circuit for displaying the desired digital video signals.

51. A system as described in Claim 43 wherein the means or mechanism for charging
a fee includes means or a mechanism for charging a fee via telecommunications lines by the

first party to the second party at a location remote from the second party location.

52. A system as described in Claim 51 wherein the second party has an account and
the means or mechanism for charging a fee includes means or a mechanism for charging the

account of the second party.

'53. A system as described in Claim 52 wherein the means or mechanism for charging

the account includes means or a mechanism for charging a credit card number of the second

party.

54. A system as described in Claim 9 wherein the means or mechanism for

electronically selling includes means or a mechanism for electronically selling includes means
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or a mechanism for charging a fee via telecommunications lines by the first party to the second

party at a first party location remote from the second party location.

55. A system as described in Claim 54 wherein the second party has an account and
the means or mechanism for charging a fee includes means or a mechanism for charging the

account of the second party.

56. A system as described in Claim 55 wherein the means or mechanism for charging

the account includes means or a mechanism for receiving a credit card number of the second

party.

57. A method for transmitting desired digital video signals stored in a first memory
having a plurality of individual video selections as digital video signals of a first party at a first
party location to a second party at a second party location so the second party can view the

desired digital video signals comprising the steps of:

placing by the second party a receiver, and a video display connected to the receiver at
the second party location determined by the second party which is remote from the first party

location;
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charging a fee by the first party to the second party at a location remote from the

second party location so the second party can obtain access to the desired digital video signals;

connecting electronically via telecommunications lines the first memory with a receiver

of the second party while the receiver is in possession and control of the second party;

choosing the desired digital video signals by the second party from the first memory of

the first party so desired video selections are selected;

transmitting the desired digital video signals from the first memory with a transmitter
in control and possession of the first party to the receiver of the second party while the
receiver is in possession and control of the second party at the second party location
determined by the second party; and

displaying the desired video signals received by the receiver on the video display in

possession and control of the second party.

58. A method as described in Claim 57 wherein the step of charging a fee includes the
step of charging a fee via telecommunications lines by the first party to the second party so the

second party can obtain access to the desired digital video signals stored on the first memory.
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59. A method as described in Claim 58 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.

. 60. A method as described in Claim 59 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the first memory so the second party is

charged money.

61. A system as described in Claim 23 wherein the means or mechanism for the first
party to charge a fee includes means or a mechanism for transferring money electronically via
telecommunications lines to the first party at a location remote from the second memory at the

second location.

62. A system for transferring digital audio sigﬁals from a first party to a second party

at a second party location comprising:

a first party control unit having a first memory having a plurality of desired individual
songs as desired digital audio signals, and means or a mechanism for the first party to charge a
fee to the second party for access to the desired digital audio signals at a location remote from

the second party location;
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a second party control unit having a second party control panel, a receiver and speakers
for playing the desired digital audio signals received by the receiver, said second party control
panel connected to the speakers and the receiver, said receiver and speakers operatively
controlled by the second party control panel, said second party control unit remote from the
first party control unit, said second party control unit placed by the second party at a second
party location determined by the second party which is remote from said first party control
unit, said second party choosing the desired digital audio signals from the first memory with

said second party control panel; and

telecommunications lines connected to the first party control unit and the second party
control unit through which the desired digital audio signals are electronically transferred from
the first memory to the receiver while the second party control unit is in possession and
control of the second party after the desired digital audio signals are sold to the second party

by the first party.
63. A method for transmitting desired digital audio signals stored in a first memory
having a plurality of individual songs as digital audio signals of a first party at a first party

location to a second party at a second party location so the second party can view the desired

digital audio signals comprising the steps of:

29-

Page 00288



placing by the second party a receiver, and speakers connected to the receiver at the
second party location determined by the second party which is remote from the first party

location;

charging a fee by the first party to the second party at a location remote from the

second party location so the second party can obtain access to the desired digital audio signals;

connecting electronically via telecommunications lines the first memory with a receiver

of the second party while the receiver is in possession and control of the second party;

choosing the desired digital audio signals by the second party from the first memory of

the first party so desired songs are selected;

transmitting the desired digital audio signals from the first memory with a transmitter
in control and possession of the first party to the receiver of the second party while the
receiver is in possession and control of the second party at the second party location
determined by the second party; and

playing the desired audio signals received by the receiver on the speakers in possession

and control of the second party.
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II. STATUS OF AMENDMENTS

The last response dated January 9, 1998, was entered under 37 C.F.R. §1.116.

Arguments in support of the patentability of Claims 1-63 were given.

M. SUMMARY OF THE INVENTION
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The three basic mediums (hardware units) of music: records, tapes, and compact disés,
greatly restricts the transferability of music and results in a variety of inefficiencies. The
capacity of the units is limited. The materials used to manufacture the hardware units are
subject to damage and deterioration during normal operations, handling, and exposure to the
elements. The physical size of the hardware units imposes constraints on the quantity of
hardware units which can be housed for playback in confined areas such as in automobiles,
boats, planes, etc. Hardware units limit the ability to play, in a sequence selected by the user,
songs from different albums. For example, if the user wants to play one song from ten
different albums, the user would spend an inordinate amount of time handling, sorting, and
cuing the ten different hardware units. Prior to final purchase, hardware units need to be
physically transferred from the manufacturing facility to the wholesale warehouse to the retail
warehouse to the retail outlet, resulting in lengthy lag time between music creation and music
marketing, as well as incurring unnecessary and inefficient transfer and handling costs.
Additionally, tooling costs required for mass production of the hardware units and the material
cost of the hardware units themselves, further drives ui) the cost of music to the end user.
Until the recent invention of Digital Audio Music, as used on Compact Discs, distortion free
transfer from the hardware units to the stereo system was virtually impossible. Digital Audio
Muéic is simply music converted into a very basic computer language known as binary. A
series of commands known as zeros or ones encode the music for future playback. Use of
laser retrieval of the binary commands results in distortion free transfer of the music from the

compact disc to the stereo system. Quality Digital Audio Music is defined as the binary
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structure of the Digital Audio Music. Conventional analog tape recording of Digital Audio
Music is not to be considered quality inasmuch as the binary structure itself is not recorded.
While Digital Audio Music on compact discs is a technological breakthrough in audio quality,
the method by which the music is sold, distributed, stored, manipulated, retrieved, played and
protected from copyright infringements remains as inefficient as with records and tapes. Since
the invention of tape recording devices, strict control and enforcement of copyright laws have
proved difficult and impossible with home recorders. Additionally, the recent invention of
Digital Audio Tape Recorders now jeopardizes the electronic copyright protection of quality
Digital Audio Music on Compact Discs or Digital Audio Tapes. If music exists on hardware

units, it can be copied.

The present invention is related to a system and associated method for the electronic
sales and distribution of digital audio or video signals, and more particularly, to a system and
method which a user may purchase and receive digital audio or video signal from any location

which the user has access to telecommunications lines.

The present invention is an apparatus and method for transmitting desired digital video
or digital audio signals stored on a first memory of a first p'arty to a receiver of a second
party. The receiver has a player that allows the second party to play the desired digital audio
or digital video signals the receiver has received from the first party. The second party is in

possession and control of the receiver. The receiver receives the digital audio or digital video
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signals via telecommunications lines. The second party electronically purchases the digital

audio or digital video signals from the first party.

In a first embodiment, the second party uses a second party control unit of the receiver
to choose which digital audio or digital video signals from the first party's memory the second
party would like to play. If desired, the second party can store the digital video or digital
audio signals in a second memory of the receiver. By the use of telecommunications lines, the
second party, from the comfort of his home, can access an essentially unlimited number of, for
instance, songs or movies, and play them whenever he desires. Any concern regarding the
size of the hardware units, or the material they are made of, is essentially eliminated.
Furthermore, the clarity of the digital audio or digital video signals, when they are played
back, is maintained since the digital audio or digital video signals are transferred over
telecommunications lines in digital format from the first memory of the first party. Copyright

enforcement can also be maintained.

IV. ISSUES
In the final Office Action dated July 10, 1997, Claims 1-63 were rejected.

The issues can be succinctly stated as follows:
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1. Whether the appellant’s invention in Claims 1-63 meets the requirements of

non-obviousness of 35 U.S.C. §103 and therefore, is patentable over Freeny.
V. GROUPING OF CLAIMS

Claims 1, 2, 5 and 32-34 are separately patentable from the other outstanding claims

regardless of whether the other outstanding claims are found patentable.

Claims 4-7, 10-15 and 25-28 are separately patentable from the other outstanding

claims regardless of whether the other outstanding claims are found patentable.

Claims 6, 7, 11-15 and 46-50 are separately patentable from the other outstanding

claims regardless of whether the other outstanding claims are found patentable.

Claims 8, 9, 16-24, 29-31, 35-42, 44, 54-56 and 61 are separately patentable from the
other outstanding claims regardless of whether the other outstanding claims are found
patentable.

Claims 15 and 50 are separately patentable from the other outstanding claims regardless
of whether the other outstanding claims are found patentable.
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Claims 43, 51-53, 57-60, 62 and 63 are separately patentable from the other

outstanding claims regardless of whether the other outstanding claims are found patentable.

V1.  ARGUMENT

The Examiner has rejected Claims 1-63 as being unpatentable over Freeny. Appellant

respectfully traverses this rejection.
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Referring to Freeny, there is disclosed a system for reproducing information in materi.al
objects at a point of sale location. Freeny teaches that the manufacturing facilities and the
distribution networks for the material objects represent substantial cost to the owner of the
information. See column 1, lines 22-25. Furthermore, the owner of the information embodied
in a master recording had to determine how many records, cassette tapes, 8-track tapes and the
like were to be manufactured. After manufacturing, the owner of the information then faced
the problem of how to distribute such records and tapes to various retail outlets and, once
distributed, the owner of the information then faced the problem of collecting the monies due
in connection with the sale of such records and tapes. If the records and tapes did not sell for
any one of a number of reasons, the owner of the information then typically faced the problem
of receiving returns of the previously distributed records and tapes. Thus, such an owner of
information might distribute a large number of records and tapes, receive relatively high
percentage of such distributed records and tapes as returns, not collect a relatively high
percentage of the monies due in connection with the sale of such records and tapes and, thus,
the final results might be that the owner of such infonﬂation merely ended up with a large
inventory of records and tapes and not enough money collected even to cover the initial

investment. See column 1, lines 49-63.
Furthermore, there was no assurances that material objects providing such particular
recording would be available at a relatively large percentage of point of sale locations at a time

coinciding with the time of the owner’s initial advertising campaign. This results in lost
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potential sales. Retailers at various point of sale locations also faced problems with respect to
information embodied in recordings. Initially, such retailers faced the problem of determining
which recordings were to be stocked and then had to determine which configurations of such
recordings and how many of each such configurations. Inventory represented a substantial
investment to such retailers and such retailers also had to face pilferage problems which have
resulted in lost revenue. All of these problems of the retailers translated to a large extent to an

increased product cost to the consumer. See column 2, lines 5-25.

Because of economic considerations, it had not been practical for a retailer (point of
sale location) to maintain all of the available recordings in inventory at any given time. Thus,
a consumer having a desire to purchase a particular recording might not be able to locate a
retail outlet which carried such recording in inventory, and its potential sale simply would be

lost. See column 2, lines 62-69.

Freeny teaches a way for reproducing or manuf:acturing material objects at point of sale
locations only with the permission of the owner of the information, thereby assuring that the
owner of the information will be compensated in connection with such reproduction. Freeny
teaches how to solve the problems associated with manufacturing, inventory, configuration

distribution and collection he earlier identified and as described above.

-38-

Page 00297



As stated in Interactive Gift Express, Inc. v. Compuserve, Inc. et al., 95 Civ. 6871

(BS)) (D.C. S.D.N.Y. 1998) on pages 2 and 3,

The Freeny patent describes a method or system for manufacturing
information-embodying material objects using a multitude of point of sale machines
that are in electronic communication with a common host machine. The Freeny
patent refers to these point of sale machines as Information Manufacturing
Machines ("IMMs") and to the host machine as the Information Control Machine
("ICM"). Each IMM is located at a point-of-sale location -- "a location where a
consumer goes to purchase material objects embodying predetermined or
preselected information" -- and each point-of-sale location is located remotely with
respect to the system’s other point-of-sale locations. Freeny Patent Col. 5, Lns.
47-50. "The [ICM] is located at a remote location with respect to each of the
point-of-sale locations and with respect to the [IMMs]." Id. Col. 5, Lns. 35-39.
As for "material object," the Freeny patent defines this term as "a medium or
device in which information can be embodied or fixed and from which the
information embodied therein can be perceived, reproduced, used or otherwise
communicated, either directly or with the aid of another machine or device." Id.
Col. 4, Lns. 36-41. Examples of material objects identified in the Freeny patent
are floppy disks, cassette tapes, phonograph records, 8-track tapes, reel-to-tapes,
video discs, hand-held calculators, hand-held electronic games, greeting cards,
maps, and sheet music. See id. Col. 4, Lns. 41-55.

As for the mechanics of the Freeny invention, initially information is inputted into,
encoded by, and stored within the ICM. This encoded information is then
transferred to the IMMs via a communication link and stored within each IMM.
At this stage, the IMM is now ready to support consumer transactions. A
consumer using the IMM examines the assortment of information stored in that
particular IMM and selects a catalog code corresponding to the information the
consumer wants the IMM to reproduce. After this selection is made, but before
the IMM begins reproducing the requested information-embodying material object,
the IMM transmits a "request reproduction code" to the ICM thereby requesting
permission to reproduce the information selected by the consumer onto a material
object. The request reproduction code includes the catalog code, an IMM code
identifying the requesting IMM, and may also contain other information such as
credit card data for sale approval purposes. Freeny Patent Col. 9, Lns. 48-50,
Col. 13, Lns. 25-31.
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The ICM receives the request reproduction code and determines whether to
authorize reproduction of the information-embodying material object by the IMM.
Should the ICM choose to permit such reproduction, it transmits an authorization
code to the IMM. The authorization code includes an IMM code, encoded catalog
code, encoded catalog decipher program, and an encoded authorization select code.
The encoded catalog code instructs the IMM which information it should decode
and reproduce, the encoded catalog decipher program instructs the IMM how to
decode this information, and the encoded authorization select code identifies the
authorization decipher programs stored in each IMM. "In response to receiving
the authorization code, the IMM decodes the preselected information stored in the
[IMM]" and then reproduces it onto a material object, after which the material
object can be removed from the IMM by the consumer. Id. Col. 6, Lns. 7-10.

For the sake of clarity, here is an example of how the Freeny invention would
work in the context of musical recordings. Various musical recordings by various
artists would be inputted and stored within the ICM in an encoded format. These
recordings would then be transferred for storage in encoded format in selected
IMMs, enabling the IMMs to support consumer transactions. A consumer using
the IMM would enter the catalog code corresponding to the musical selection he
or she wished to purchase, in this example, Sgt. Pepper's Lonely Hearts Club
Band ("Sgt. Pepper's") by The Beatles. The IMM now transmits a request
reproduction code to the ICM, including the catalog code identifying Sgt. Pepper's,
an IMM code identifying the particular IMM being used by the consumer, and
possibly the consumer's credit card number for sale approval. If the ICM approves
the transaction, it transmits an authorization code to the IMM enabling the IMM,
among other things, to decode Sgt. Pepper's into a useable format. The IMM
would then reproduce Sgt. Pepper's onto a material object such as a cassette tape
or compact disc, after which the consumer could remove his or her copy of Sgt.
Pepper's from the ICM.

The Examiner contends that it would be obvious to add a playing capability to the
teachings of Freeny to arrive at appellant's claimed invention. Besides the fact that it would
not be obvious to add a playing capability to the teachings of Freeny, this contention of the
examiner presupposes that Freeny, except for the playing capability, teaches all the other

limitations of all the claims of appellant. Appellant submits that Freeny fails to teach or
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suggest other limitations of every claim of appellant. Besides not teaching or suggesting a
playing capability, Freeny does not teach transferring digital video or digital audio signals to a
second memory using telecommunications lines from a first memory, where the second
memory is in the possession and control of the second party, as well as additional limitations

which are not taught by Freeny.

Appellant's view is not simply argument but law determined on May 13, 1998, by the
United States District Court for the Southern District of New York in Interactive Gift Express
("IGE"), supra. This opinion and order can be found at this time on the world wide web at
http://www.patents.com/ige/order.htm. This Court specifically interprets Freeny consistent
with appellant's aforementioned distinctions and following discussion. Appellant cites to IGE,
supra, in regard to many of the distinctions between appellant's claim and Freeny as a matter
of law. A copy of IGE, supra, is attached to this brief. It is requested the board please read

it.

Appellant's invention of Claim 1 eliminates three steps in the distribution process
taught by Freeny. Freeny teaches that the host machine otherwise known as the Information
Control Machine ("ICM") and the point of sale machines otherwise known as Information
Manufacturing Machines ("IMM") are required for the transfer of informa'tion and ultimate
sale of information to the consumer. Freeny teaches a required step of transferring the

information from the ICM to the IMM before the information can be transferred to the
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consumer and before the consumer even appears at the IMM to order the information.

Appellant's invention of Claim 1 does not need this step.

Freeny also teaches a point of sale location is "a location where a consumer goes to
purchase material objects embodying predetermined or preselected information”. In
appellant's Claim 1, the second party already has the second memory so the second party does
not have the step of going anywhere to get the second memory nor does the second party have
the step of purchasing the material object to get the information. The second party obtains the
audio or video signals through telecommunications lines from the first party for the second

party's memory without having the signals in an interim location.

On page 6 of IGE, supra, the court discusses the specification of the Freeny Patent and
the issue of the timing of information delivery. Basically, the court finds that Freeny does not
teach real-time download of information. Appellant's invention of Claim 1 supports real-time

downloading of information. The court in IGE, supra,' on page 6-page 7 states

In addition to the very language of claim 1, the Freeny patent specification
abundantly supports defendants' position that the Freeny patent does not apply to
the real-time downloading of information. It is indicated throughout the patent
specification that the IMMs "store" the information rather than receive the
information for the first time when a consumer interacts with the IMM. For
example, the patent states:

In general, information is inputted into the information control
machine, via the input line and the inputted information is encoded
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and stored in the information control machine. The encoded
information stored in the information control machines is
communicated to the information manufacturing machine via the
communication link or the communication link and the received
encoded information is stored in each of the information
manufacturing machines.

Freeny Patent, Col. 5, Lns. 51-59. It also states that "[i]n response to receiving
the authorization code, the information manufacturing machine decodes the
preselected information stored in the information manufacturing machine and
provides the decoded information on the output line." Id. col., 6, Lns. 7-11.
These are but two examples.

Moreover, the specification explains that the IMMs are in fact constructed to store
the collection of encoded information in a permanent storage unit called the
"master file unit." "Each information manufacturing machine is constructed to
receive encoded information . . . and store received encoded information." Id.
Col. 5, Lns. 21-24. In turn, the "encoded information along with the
corresponding catalog codes are communicated to the information manufacturing
machine identified by the IMM code via the communication link for storage in the
master file unit of the information manufacturing machine." Id. Col. 12, Lns.
8-13.

The master file unit is constructed to function as a permanent storage unit. The
master file unit is constructed and adapted to receive encoded information along
with the catalog codes uniquely identifying the encoded information over the
communication link. In one other mode, the master file unit receives encoded
information and the catalog codes on a signal path. The miaster file unit stores the
received encoded information and the catalog codes.

Id. col. 9, Lns. 39-47. Therefore, as explained by the specification, the first step
of claim 1, wherein information is provided to the IMMs, is performed so that the
collection of encoded information can be stored at each IMM.

This encoded information, as stored in the IMM, is referred to throughout the
specification as "preselected” or "predetermined" information. Clearly, these
terms refer to the process whereby the information owner selects which
information should be inputted into the ICM and then transmitted to the IMMs for
storage. The information is therefore "preselected" or "predetermined" because
the information to be transmitted to and stored in the IMMs is selected or
determined before the consumer uses the IMM.
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Finally, the patent specification teaches away from the real-time downloading of
information. The patent states that in "one embodiment" the ICM could be
programmed to support the real-time delivery of information to the IMMs. Id. col.
24, Lnos. 33-58. In such an embodiment "the information manufacturing machines
would not have any encoded information stored therein and could only function to
reproduce information in material objects in response to receiving an authorization
code which would include the encoded information." Id. Col. 24, Lns. 41-46.
After presenting this scenario, however, the specification labels the real-time
method of delivery economically unsound, from both a time and money standpoint,
and limits any such proposed use to updating the encoded information previously
transmitted to and stored in the IMMs. Seeé id. col. 24, Lns. 46-53.

In addition to teaching away from using a real-time delivery method, this portion
of the patent specification also supports the Court's interpretation that in order for
the Freeny invention to work at all, claim 1, as written, requires some sequence
to the steps, and that, at a minimum, step one must precede step four. specifically,
the information must be transferred to and stored in the IMM before the IMM is
capable of supporting consumer transactions because step four describes the IMM's
receipt of only request reproduction codes and authorization codes and says nothing
about the IMM's receipt of the information to be reproduced. If claim 1 was
intended to include the real-time downloading of information to the IMM, then the
patent would explicitly state, as it does when discouraging the use of real-time
delivery, that the authorization code would have to include the encoded information
in order for the Freeny invention to support real-time delivery. See id. Col. 24,
Lns. 41-46. Nowhere in the patent is the authorization code defined to include the
information to be reproduced as part of that code.

Accordingly, based on the language of claim 1 and the Freeny patent specification,

the court construes claim 1 to apply only to the predelivery of information to the

IMMs.

In regard to Claim 1 of appellant, there is the limitation of "transferring the desired
digital video or digital audio signals from the first memory of the first party to the second
memory of the second party control unit of the second party through telecommunications lines

while the second party control unit with the second memory is in possession and control of the

second party". Freeny already has stored the preselected or predetermined information which
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is in an encoded format in the master file unit of the IMM. See Freeny, column 5, lines 51-
59, and column 6, lines 7-11. It is "preselected” or "predetermined" because of the
information to be transmitted to and stored in the IMMs is selected or determined by the
information owner before the consumer uses the IMM. IGE, supra, at page 6. It is only the
authorization code that is received via the input line in response to a payment by a consumer
whereupon the preselected information already in the IMM is decoded and transferred to a
material object in the IMM to ultimately be physically transferred to the consumer from the
IMM. The authorization code is not a video or audio signal but is comprised of an IMM code,
encoded catalog code, encoded catalog decipher program and an encoded catalog authorization
code. See Freeny, column 9, lines 58-61; IGE, supra, at page 7. Nowhere in Freeny is it
taught the requested information by the customer is part of the authorization code. IGE,
supra, at page 6. There must be some teaching or suggestion in Freeny for the information to
be in the authorization code or transmitted via telecommunications lines in response to the
payment by the consumers or while the material object is in the possession and control of the
consumer, and there is none. Symbol Technologies, Ir;c. v. Opticon, Inc., 19 U.S.P.Q.2d
1241 (Fed. Cir. 1991). Accordingly, for this reason alone, that Freeny does not teach
transferring audio or video signals from the first memory to the second memory through
telecommunications lines in response to a payment by a consumer or while the material object

is in the possession and control of the consumer, Claim 1 is patentable over Freeny.
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As stated above, the court found Freeny teaches away from the "transferring the
desired digital video or digital audio signals from the first memory of the first party to the
second memory of the second party control unit of the second party through
telecommunications lines while the second party control unit with the second memory is in

possession and control of the second party”, IGE, supra, at page 6, where the court states that

Freeny teaches "the specification labels the real-time method of delivery as economically
unsound, from both a time and money standpoint . . . See Freeny, column 24, lines 46-53."

For this reason alone, Claim 1 is patentable over Freeny. Gillette Co. v. S.C. Johnson & Son,

Inc., 16 USPQ2d 1923 (Fed. Cir. 1990).

Another distinction between Claim 1 and Freeny is in regard to the transferring step
where the transferring of the audio or video signals to the second memory occurs "while the
second party control unit with the second memory is in possession and control of the second
party". Freeny teaches that the material object in which the information for the consumer is
stored receives the information while it is in the IMM énd must be separable from the IMM
and must be offered for sale to the consumer as an independent and stand alone commodity to
the consumer. The material object is thus not "in the possession and control of the second
party while transfer of the audio or video signals occur”. The court in IGE, supra, page 9

states
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The Court agrees with defendants that, at a minimum, a material object (1) must
be removable from the IMM and for use at a location other than the point-of-sale
location, (2) must be offered for sale as an independent and stand-alone commodity
at the point-of-sale location, and (3) must be separate and distinct from the IMM.
Regarding removability, the Freeny patent presents a method for reproducing
information in material objects at a point-of-sale location. As described by the
patent, after the IMM receives the authorization code from the ICM, the IMM
decodes the requested preselected information stored within it and then reproduces
the requested information in a material object that is removed from the IMM by the
consumer. Furthermore, that all of the examples of material objects presented in
the patent itself, and that all those listed in plaintiff's Report but for a computer
hard drive, are objects that are removable by the consumer, indicates that material
objects must possess this quality. This is also buttressed by the fact that one of the
purposes of the Freeny invention is to solve the problems associated with the
manufacturing, distribution, and stocking of material objects.

A material object must also be offered for sale at point of sale locations as an
independent and stand-alone commodity. This requirement was touched upon
previously when the Court noted that a point-of-sale location must be a location
at which blank material objects are available for sale to consumers. That is, a
material object must be offered for sale independently from the information that
may be reproduced onto that material object.

Finally, and even though it is self-evident from the patent, the
information-embodying material object manufactured by the IMM must be separate
and distinct from the IMM. That is, the IMM is the device that reproduces the
information in a material object. See, e.g., Freeny Patent, Col. 5, Lns. 21-31.

Thus, a hard drive is not a material object within the meaning of the Freeny patent
because it is not removable in the sense envisioned by the Freeny patent. A hard
drive is a fundamental component of a computer. Basically, a hard drive is a
device -that physically stores information such as data or software within the
computer. And, although the hard drive, literally speaking, can be removed from
the computer, to do so would require the computer's disassembly. Clearly, the
dismantling of the IMM is not a step or procedure the Freeny patent indicates a
consumer must undertake in order to obtain the material object. Rather, the
Freeny patent describes an invention whereby an IMM reproduces information in
a material object that is then removed from the IMM by the consumer.

Furthermore, a hard drive cannot constitute a material object because pursuant to
the Freeny patent an IMM is separate and distinct from the material object. In its
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Report, plaintiff states that a personal computer constitutes an IMM when used to
download and reproduce information for a price, and, as discussed above, that a
computer's hard drive can constitute a material object. See Report, Ex. D.
Therefore, in this scenario, the IMM and material object would be the same
device. The hard drive would be acting as an IMM because it is the software
stored on the computer's hard drive along with other computer hardware such as
a modem that would permit any downloading to take place. The hard drive would
also be acting as the material object, however, because it is on the hard drive that
any downloaded information would be stored. As described in the patent,
however, the IMM is the device that reproduces information onto the material
object. See e.g., Freeny Patent, Col. 5, Lns. 21-31. Accordingly, a hard drive
cannot constitute a material object within the meaning of the Freeny patent because
the IMM must be separate and distinct from the material object.

Thus, in order for the material object to meet all the requirements set forth by Freeny,
which are (1) removable from the IMM and usable at a location other than the point-of-sale,
(2) offered for-sale as an independent and stand alone commodity at the point-of sale and
separate and distinct from the IMM, it cannot be in the possession and control of the second
party at the time of the transfer of the signals, as IGE, supra on page 9 states. The IMM
reproduces information in a material object that is then required to be removed from the IMM
by the consumer. By definition, since a sale occurs of the material object, the material object
cannot be in the possession and control of the consumer before the sale, since the whole
purpose of the sale is to transfer possession of the material object. Nowhere is it taught or
suggested in Freeny the IMM is ever in the possession and ,control of the consumer -- and it
cannot be by the teachings of Freeny. Nowhere is it taught or suggested in Freeny that the
material object is first sold to the consumer where it is released from the IMM and given to

the consumer, whereupon the consumer then inserts it back into the IMM (and the IMM is in
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the possession and control of the consumer). Freeny teaches the IMM stores the material
objects as inventory to sell to consumers so they have something to take the information with
them. There must be some teaching or suggestion in Freeny that the IMM or the material
object is in the possession and control of the second party during transfer and there is none.

Symbol Technologies, supra. See also Freeny, column 4, lines 41-55.

In regard to Freeny, there is no teaching or suggestion of playing through speakers of
the second party control unit, the digital audio signals the second party control unit receives
from the first party through communications lines. The Examiner contends that it would be
obvious to add a playing capability to Freeny, but does not cite any reference concerning this
additional feature for "playing”. It is respectfully submitted by appellant that the examiner is
. using non-analogous art in reaching for a basis of rejection of the claimed invention. The
CAFC in In re Oetiker, 24 U.S.P.Q.2d 1443 (Fed. Cir. 1992) determined that the PTO erred
in finding references showing fasteners for garments were analogous art to an invention
concerning a pre-assembly hook for an assembly line @etal hose clamp. Here, the Examiner
is saying that due to common sense, without citing any references, it would be obvious to
combine playback/reproducing with Freeny. But playback/reproducing is non-analogous art to
the integrated system with communication lines and is respectfully not appropriate to base the
outstanding rejection of the claimed invention. Appellant does not claim he was the first to
invent the capability to playing digital audio signals, such as with a stereo, or digital video

signals, but appellant did invent an integrated system that can play digital audio signals or
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digital video signals at a second party control unit which received such signals through
communication lines, such as telephone or cable lines or power lines, from the first memory.

There is nothing like it in the applied art of reéord, as explained more fully below.

Moreover, the only reason the Examiner states to support this contention regarding
rejection is to verify the quality of the signal. But, respectfully, this would not be the way
verification would be achieved, and it is not the way it is achieved currently regarding
transmitted signals over communication lines. Error correction codes, such as Hamming
codes, or HEC bytes or pz;uity check codes, etc. are common techniques that are used with the
transmission of signals to determine whether the signal is verified as accurate. The bandwidth
and number of signals that make up a song are so great that it would be extremely inefficient
way of determining whether a song or video was properly sent by playing it to the second
party. Signals could still be lost that are not clearly discernible to the second party listening or
watching them so that the second party would not realize he or s.he is obtaining a song or video
of lesser quality than was expected. What typically is i)racticed is that as signals are received,
they are checked by the receiving system and, if they are not proper, discarded, with an error

indicated, or the signal being requested to be sent again.
In addition, the last thing a manufacturer or seller, such as that taught by Freeny,
wants, is for a customer to be standing around watching or listening to what the manufacture

or seller is trying to sell. The listening or watching customer would reduce the number of
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sales that could occur since the manufacturing machines are being tied up for playing the
signals to the customers instead of selling the signals to the customers or manufacturing the
signals; and after the signals are played, the second party, having now seen or heard the

signals, may not want to purchase the signals any more! This is completely contrary to what a

seller/manufacturer wants and what is taught by Freeny.

Moreover, no seller of audio or video signals would do this because every time the
audio or digital signals were played for the customer to verify they obtained what they wanted,
the seller could incur copyright royalty charges under the copyright act. This would add to the
cost of the sale which would be against what the seller would want. There must be some
teaching or suggestion of a player and there is none. Symbol Technologies, Inc. In fact, by
Freeny teaching the material object must be separable and operable away from the IMM, IGE,

supra, at page 9, Freeny is teaching the playing occurs apart from the IMM.

As is clear by the description of the system tauéht by Freeny, the system is intended,
and only intended, in manufacturing and distributing information at retail outlets known as
point of sales. The Examiner nonetheless determines that it would be an obvious matter of
optimization of design for optimizing verification of transferring of the signal which the
Examiner determines as not adding patentable weight to the claimed method. Appellant must
respectfully strongly disagree with the Examiner's conclgsion in light of the teachings and

context of Freeny.
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Freeny has everything geared to maximizing the manufacture and distribution of the
information. Freeny has attempted to identify all the issues that are involved in such a
manufacturing and distribution process and has tried to maximize the efficiency and operation
of this manufacturing and distribution for sales. Nowhere has Freeny taught or suggested
anything whatsoever about verification of transferring of a signal. Nowhere in the claimed
invention is there the limitation of optimizing verification of the transfer of the signal.
Furthermore, the Examiner uses the word optimizing verification. Not only is the Examiner
reading a limitation into the claims, and reading a teaching into the teachings of Freeny but is
suggesting that something is obvious which is in direct conflict with all the teachings of

Freeny.

Under patent law, the teachings in a reference cannot be taken out of the context in
which they are found. The Examiner is essentially ignoring the teachings of Freeny which
only direct one skilled in the art to have consumers go and purct}ase a material object with
information at a point-of-sale so they can take the material object away to view'or listen to it at
another location. The Examiner, by saying the addition of a playing ability to the IMM is
obvious, is ignoring the context in which Freeny teaches the IMM to be found; that is, Freeny
teaches the IMM to be without a player, and only for manufacturing the information in
material objects which are to be separated from the IMM. The Examiner must take the prior
art patent, Freeny, as a whole, and not take the teachings therein out of context and give the

teachings meanings they would not have had to one skilled in the art having no knowledge of
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appellant’s invention, or to anyone else who can read the specification with understanding. In

re Wright, 9 U.S.P.Q. 1649 (Fed. Cir. 1989); Smithkline Diagnostics, Inc. v. Helena

Laboratories Corp., 8 U.S.P.Q.2d 1468, 1475 (CAFC 1988).

Freeny is interested in efficiently and quickly completing the manufacturing and
distribution process to maximize sales. As identified above, everything is geared to capturing
every sale. Freeny repeats this fact on many instances in his specification. For there to be a
playing unit to play back video or audio digital signals for verification of the transfer of the
audio or video signal would enormously slow down the sales process. Besides not making
sense, the only value of playing back a video or audio signal is to play bagk the entire video or
audio signal since anything less ﬁeans the story or song or speech is incomplete and most
likely of no value. Thus, it would take an unacceptable amount of time for someone who has
just purchased information from a point of sale in the Freeny context, to remain there and
playback the entire video or audib signal to determine that the transfer was proper. This

would never happen in the context of Freeny which is interested in maximizing sales.

Furthermore, as explained above, there are many better and more accurate and
accepted ways of optimizing verification of the transfer of the signal then actually playing the
entire signal which is infinitely slower. As the signal is transferred, it can simply be kept
track of and an indication can occur when it is complete or as the transfer occurs. This is

common for instance, in most transfer verification systems.

-53-

Page 00312



Moreover, it is contrary to Freeny since Freeny again is motivated by attaining
maximum sales in a way that minimizes costs and assures the owner of payment. If you keep
this context of Freeny in mind, and you must because patent law dictates that you cannot take
the teachings of a reference out of the context in which they are found, then, as explained
above, you would not find appellant's claimed invention obvious from Freeny because Freeny
wants the sale to occur and the customer to move on so the next customer can utilize the
system for the next sale. Again, besides there being absolutely no teaching or suggestion of
playing the manufactured information whatsoever, it would be contrary to the teachings of
Freeny because it also would increase the costs of the manufacturing and distribution process
since at minimum it would require more manufacturing machines and increased distribution to
accommodate more customers if a given customer was watching or playing the information
after or while it was being purchased. It is only after reading the claims and specification of
appellant would there be any reason to consider adding playing to Freeny, let alone to come up
with the argument of optimizing verification of the transfer of the signals which is not

identified anywhere.

As mentioned above, patent law dictates that there must be some teaching or suggestion
in the reference to cause it to be combined with the other teachings to arrive at appellant's
claimed invention. Here, there is no teaching or suggestion in Freeny to combine it with any

reason for playing in the manufacturing machine to arrive at appellant's claimed invention.
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Without there being some teaching or suggestion, what results is the Examiner picking and
choosing elements from the claimed invention, as though the claim was a road map, and
saying the individual elements exist in the prior art so essentially the claimed invention is
arrive at. But this is also recognized as contrary to patent law. An invention is greater than
the sum of its parts. It is submitted that since Freeny is totally devoid of any suggestion of
playing in the manufacturing or recording or any other mechanism of Freeny, then the
Examiner is looking at the claims and coming up with some argument to say a playing
mechanism should be combined with the Freeny system, and thus the claimed invention is
obvious. Instead, the Examiner by law is required to look at the references that are being

cited to arrive at the claimed invention.

This ignores the fact of what appellant's claims represent. . Something totally different
than what Freeny is teaching. Appellant's claimed invention is giving the ability to the second
party to receive and play video or audio signals at their choosing at their location. It is a
totally different approach for a customer than having to go to the point of sale taught by
Freeny. Instead, a customer can enjoy the ability to purchase audio or video digital signals
wherever the customer wishes as totally dictated by the customer (assuming there is a
telecommunications line at hand -- in the U.S., there is a phone or cable line just about
everywhere or a cellular call can be made literally everywhere) and to then further enjoy the
audio or video digital signals themselves with the device that has received the signals by not

having to perform the additional step which is inherent in Freeny of taking the manufactured
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information in Freeny and traveling to or having to transfer the manufactured object to another
device. This further represents a difference in product design and pﬁrpose because Freeny
wants to maintain absolute control over the manufacturing process, only releasing the
manufactured object to the customer. Appellant's claimed invention essentially defines the
manufacturing and playing functions together, which by definition releases the control of the
manufacturing device to the customer who is ultimately purchasing the information. Freeny in
contrast maintains a very strong difference between the retailer-seller of the information, and
the customer who ultimately receives and pays for the information. Freeny goes so far as to

cause the information to be destroyed if the customer has some way or other obtained access to

the manufacturing device.

It is respectfully submitted by appellants that there is no basis in the prior art to arrive
at appellant’s claimed invention. As stated above, only hindsight from appellants own
specification and claims provides the motivation to take the IMM and redesign it completely so

one of its main features, the sale and separation of material objects is eliminated, and a player

is added, and that is not the law. In re Gorman, 18 U.S.P.Q.2d 1885 (Fed. Cir. 1991).

The problem appellant’s claimed invention solves is eliminating the need for the sale of
material objects, and the second party having to go to locations for the purchase of material
objects. This problem serves as the motivation for appellant’s claimed invention. Without this

motivation, there is no basis to redesign Freeny to arrive at appellant’s invention of Claim 1.
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Additionally, Freeny does not recognize this problem. Furthermore, the Court in In re

Newell, 13 U.S.P.Q.2d 1248, 1250 (CAFC 1989) in discussing that the comparison between

structure and properties taught in the prior art and those of the claimed invention must include

consideration of the problem solved by inventor said:

In In re Wright, 848 F.2d 1216, 6 U.S.P.Q:2d 1959 (Fed. Cir. 1988), we
discussed the need, in comparing the differences between the properties
taught in the prior art, and those of the appellant’s invention, to include
consideration of the problem solved by the inventor. "The determination
of whether a novel structure is or is not 'obvious' requires cognizance of
the properties of that structure and the problem which it solves, viewed in
light of the teachings of the prior art." Id. at 1219, 6 U.S.P.Q.2d at
1961-62. See In re Rothermel, 276 F.2d 393, 397, 125 U.S.P.Q. 328, 332
(CCPA 1960): "Where the invention for which a patent is sought solves
a problem which persisted in the art, we must look to the problem as well
as to its solution if we are to properly appraise what was done and to
evaluate it against what would be obvious to one having the ordinary skills
of the art."”

The problem that the appellant’s invention solves is eliminating the need for the sale of

material objects, and the second party having to go to locations for the purchase of material

objects as compared to the prior art. Freeny does not recognize this problem. Freeny deals

with the problem of improving inventory control of material objects. In contrast, appellant

views the material objects as part of the problem and seek to eliminate them. Since the

problem appellant’s claimed invention addresses is distinct from the problem dealt with by the

applied art of record, appellant’s claimed invention is patentable over Freeny.

supra.
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Accordingly, Claim 1 is not obvious from Freeny and is patentable over Freeny.

Claims 242, 44-50, 54-56 and 61 are patentable for the reasons Claim 1 is patentable.

Claim 8 is patentable over Freeny for the reasons Claim 1 is patentable. Another
distinction between Claim 8 and Freeny is that the court has determined that Freeny teaches a
point-of-sale location is where of a consumer goes'to purchase material objects and is
specifically not the home of the consumer, and is not "at a desired location determined by the

second party"”. On page 8 of IGE, supra, the court states

The Freeny patent makes it abundantly clear that a point-of-sale location is a
location such as a retail outlet. When first used in the text of the specification, the
term "point-of-sale location" explicitly refers to "retail outlets." Freeny Patent,
Col. 1, Lns. 17-18. The specification then continues to refer to a point-of-sale
location as a "retail outlet” or "retailer,"” see, e.g., id. Col. 1, Lns. 37-38; col. 2,
Ln. 13; Col. 2, Ln. 63; Col. 2, Ln.67, and defines "retailers" as "owners of
point-of-sale locations. Id. Col. 3, Lns. 41-42. Later, the specification indicates
that "[t]he point-of-sale location is a location where a consumer goes to purchase
material objects embodying predetermined or preselected information." Freeny
Patent, Col. 5, Lns. 47-50. Clearly, this language, and particularly the word
"goes," indicates that a point-of-sale location is a place, such as a retail outlet, to
which a consumer travels in order to purchase material objects embodying
preselected information.

Moreover, a point-of-sale location must be a location at which blank material
objects are available for sale to consumers. There is no indication in the patent
that the material objects on which the IMM is to reproduce information are stored
in the IMM. Rather, the patent indicates that blank material objects are sold to
consumers, separate and apart from the IMM, at the point-of-sale location. As the
Freeny patent indicates, "[e]ach point-of-sale location has at least one information
manufacturing machine, at least one reproduction unit and a plurality of blank
material objects.” Id. Col. 12, Lns. 66-68. The patent further indicates that the
owners of point-of-sale locations are the ones that sell to consumers the blank
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material objects that are to be used with the IMM, such as 8-track or cassette tapes,
and that this sales transaction is separate from any sale that results from the IMM
reproducing information onto this material object. See id. Col. 13, Lns. 39-44.

Finally, the patent's single reference to point-of-sale location as a "consumer's
home," Id. Col. 3, Lns. 66-;67, does not support plaintiff's interpretation. At the
point in the specification where the term "point-of-sale location" is used to refer
to a consumer's home, the patent is not describing the Freeny invention, but rather
a prior art cable television distribution system wherein a particular cable program
would be delivered to a consumer's home in response to the consumer requesting
that program and paying the program owner the requisite fee. Immediately
following the description of this cable system, however, the Freeny patent
criticizes this system for being unable to perform certain functions of the Freeny
invention. See id. Col. 4, Lns. 1-8. Nowhere else in the patent is the term
point-of-sale location used to refer to a consumer's home. Therefore, viewing the
patent as a whole, and considering the purpose of the Freeny invention, the
numerous references throughout the specification to "retail outlet” or "retailer" in
connection with the term "point-of-sale location," and the context in which this
single passing reference to a consumer's home as a point-of-sale location is made,
the Court concludes that the patent does not support plaintiff's definition of
"point-of-sale location" as either a consumer's home, personal residence, anywhere
where a personal computer may be located, or the "place at which the consumer
or purchaser makes the purchase."”

Accordingly, the Court holds that a "point-of-sale location," is, at a minimum, a

place -- such as a retail outlet -- to which a consumer travels for the purpose of

purchasing material objects wherein preselected information can be reproduced,

and at which blank material objects are available for sale to consumers.

Claim 8 has the limitation of placing a second party control unit in possession and
control of the second party by the second party at a desired location determined by the second
party, where the second party control unit has a second memory to which the audio or video
signals are transferred. Freeny does not teach or suggest this limitation, but as stated above,

teaches and requires a consumer to go to the point-of-sale location to purchase material objects

embodying predetermined or preselected information. See Freeny, column 5, lines 47-58 and
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IGE, supra, at page 8. Again, this is a totally different approach to the invention of claim 8 |
and manifests Freeny's different intent, to provide a manufacturing device which sells to
consumers like a vending machine, not a method or apparatus claimed by appellant which
allows the consumer to obtain audio or video information at their home or wherever, whenever
they want it without being limited by material objects taught by Freeny. Appellant's approach
is totally different from Freeny's approach. For this reason alone, Claim 8 is patentable over

Freeny.

Claims 9-31, 35-42, 44-50, 54-56 and 61 are also patentable over Freeny for the

reasons claim 8§ is patentable.

Claims 4-7, 10-15 and 25-27 have the limitation that the first memory includes a "sales
random access memory chip which temporarily stores a replica of the desired digital video or
digital audio signals purchased by the second party for subsequept transfer via
telecommunications lines to the second memory of the second party". Freeny doés not teach
or suggest this limitation. Freeny cannot teach or suggest this limitation since Freeny does not
transfer the desired digital video or digital audio signals purchased by the second party via

telecommunications lines when the second party memory is in the possession and control of

the second party. For this reason alone, Claims 4-7, 10-15 and 25-27 are patentable.
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Claims 6, 7, 11-15 and 50 have the limitation that the "second memory of the second
party control unit includes an incoming random access memory chip which temporarily stores
the desired digital video or digital audio signals received from the sales random access
memory chip, and second party hard disk for storing the desired digital video or digital audio
signals, and a playback random access memory chip for temporarily storing the desired digital
video or digital audio signals for sequential playback". Freeny does not teach or suggest any
of these limitations. Freeny cannot teach or suggest any of these limitations because Freeny
only teaches material objects which IGE, supra, has determined must all be separable and
operable away from the IMM. IGE, supra, specifically holds that any type of a permanent
memory device is not taught or suggested by Freeny. See IGE, supra, at page 9, where IGE,
supra, stafes that a hard drive cannot constitute a material object pursuant to the Freeny patent
and is separate and distinct from the material object. For this reason alone, Claims 6, 7, 11-

15 and 46-50 are patentable over Freeny.

Claims 15 and 50 have the limitation that the "second party control unit includes a
video display unit connected to the playback random access memory chip and to the second
party integrated circuit for displaying the desired digital video or digital audio signals".
Freeny does not teach or suggest anything at all about displ_aying, let alone a video display
unit, let alone a video display unit connected to a playback random access memory chip.
Again, as explained above, Freeny does not teach or suggest a playi)ack random access

memory chip as any type of a material object. All material objects cannot be permanent in but
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must be separable from the IMM. For this reason alone, Claims 15 and 50 are patentable over

Freeny.

Freeny has the limitation of "telecommunications lines connected to the first party
control unit and the second party control unit through which the desired digital video signals
are electronically transferred from the first memory to the receiver while the second party
control unit is in possession and control of the second party after the desired digital video
signals are sold to the second party by the first party". As explained above in regard to Claim
1, Freeny does not teach or suggest to use telecommunications lines to transfer the information
to the consumer while the second party control unit is in the possession and control of the
second party. Freeny teaches to place the information in the IMM before the consumer ever
arrives to purchase the information, and then sell the material object with the information to
the consumer. The term "sell" defines that the material object is not in the possession and

control of the purchaser. For this reason, Claim 43 is patentable over Freeny.

Claim 43 also has the limitation of "said second party control unit placed by the second
party at a second party location determined by the second party which is remote from said first
party control unit". As explained above in régard to Claim_' 8, Freeny does not teach or
suggest for the second party to place the second party control unit at a second party location
determined by the second party. Freeny requires the consumer to go to the point-of-sale. For

this reason alone, Claim 43 is patentable over Freeny.
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Claims 51-53, 57-60, 62 and 63 are patentable for the reasons Claim 43 is patentable.

Appellant submits herewith a Declaration by inventor Arthur R. Hair which introduces
secondary evidence of patentability of the claimed invention of the above-identified patent
application. A determination of obviousness under 35 U.S.C. § 103 is a legal conclusion
involving factual inquiries. Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1050, 5

USPQ2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U.S. 825 (1988); Pro-Mold and Tool Co.

Inc. v. Great Lakes Plastics, Inc., 37 USPQ2d 1626, 1629 (Fed. Cir. 1996). Among these

factual inquiries are secondary considerations, which include evidence of factors tending to
show nonobviousness, such as commercial success of the invention, satisfying a long-felt need,
failure of others to find a solution to the problem at hand, and copying of the invention by
others. /d.; Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1566, 1 USPQ2d 1593,

1595 (Fed. Cir.), cert. denied, 481 U.S. 1052 (1987); Pro-Mold and Tool Co., supra at 1629.

It is the secondary considerations that are often most probative and determinative of the

ultimate conclusion of obviousness or nonobviousness. Pro-Mold and Tool Co., supra at

1630. The examiner must consider secondary evidence of patentability in determining the

patentability of the claimed invention. Inre GPAC, Inc., 57 F.3d 1573, 35 USPQ2d 1116

(Fed. Cir. 1995).

The secondary evidence introduced into the record is that of copying, and commercial

success. In regard to commercial success, Digital Sight/Sound, Inc. has licensed the claimed
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invention of the above-identified patent application and has raised over $1,000,000.00 to
implement the claimed invention. This investment of $1,000,000.00 evidences the claimed
invention is unique and different from anything before. This investment supports the fact a
material license arrangement has been formed. Such secondary evidence of licensing supports
patentability of the claimed invention of the above-identified patent application. Minnesota

Mining & Manufacturing Co. v. Johnson & Johnson Orthopaedics. Inc., 976 F.2d 1559, 24
USPQ2d 1321 (Fed. Cir. 1992).

Furthermore, since the investment was to put into practice the claimed invention of the
above-identified patent application, and there was nothing else yet in existence but the
intellectual property of the claimed invention, investors were investing solely in the claimed
invention, and putting into practice the claimed invention; not anything else since nothing else
existed. This clearly establishes a nexus between the license and investment, and the claimed
invention. Litton Systems, Inc. v. Honeywell, Inc., 87 F.3d 1559, 39 USPQ2d 1321 (Fed.

Cir. 1996), remanded, 117 S. Ct. 1240 (1997).

In addition, since the Notice of Appeal was filed, the real party in interest has formed a
license arrangement with AT&T to license the claimed invention of appellant. A copy of the

letter by AT&T to the real party in interest, Parsec Sight/Sound, Inc., is enclosed.
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The Declaration also introduces into the record evidence of copying by N2k and by
various parties having web sites who have been sued by the major record labels. Copying,
especially by N2k which is a publicly traded company on the Nasdaq Stock Exchange (by
definition N2k must be worth millions of dollars to be allowed to be traded on the Nasdaq |
Stock Exchange), is strong evidence of patentability. Panduit Corp. v. Dennison Mfg. Co.,
227 USPQ 337 (Fed. Cir. 1985), remanded, 475 U.S. 809, 229 USPQ 478 (1986), on
remand, 1 USPQ2d 1593 (Fed. Cir. 1987). This is because N2k who had ample resources,
copied the claimed invention rather than any prior art device that it could have, thus strongly
evidencing nonobvious. Panduit Corp. v. Dennison Mfg. Co., 774 F.2d 1082, 227 USPQ 337
(Fed. Cir. 1985), remanded, 475 U.S. 809, 229 USPQ 478 (1986), on remand, 810 F.2d
1561, 1 USPQ2d 1593 (Fed. Cir. 1987). Specialty Composites v. Cabot Corp., 845 F.2d

981, 6 USPQ2d 1601 (Fed. Cir. 1988).

Accordingly, due to the secondary evidence of patentabil'ity of copying, and the
licensing of the claimed invention to a company with investments totaling more than
$1,000,000.00 specifically and only for the purpose of practicing the claimed invention, the
claimed invention of the above-identified patent application is patentable over the 35 U.S.C.

Section 103 rejection of Freeny.
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CONCLUSION

To summarize, appellant submits that Claims 1-63 are patentable over Freeny for the

following reasons:
Freeny does not disclose a player.
Freeny does not teach transferring the desired digital video or digital audio signals

from the first memory of the first party to the second memory of the second party control unit

of the second party through telecommunications lines.

Freeny teaches to store the audio or video signals in an IMM first, before they can be
transferred to a consumer, and not with telecommunications lines while the second party unit

is in possession and control of the second party.
Freeny teaches away from using telecommunications lines to transfer the signals to the
second party control unit while the second party control unit is in possession and control of the

second party.

Freeny teaches a system for a different problem that the problem claim 1 of appellant's

is solving.
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The Examiner is taking the teachings of Freeny out of the context in which they are
found to attempt to arrive at appellant's claimed invention even though there are still
limitations that are missing of appellant's claimed invention.

The Examiner is using hindsight to attempt to arrive at appellant's claimed invention.

The Examiner is technically incorrect that accuracy of the transmission of video or

audio signals is confirmed by viewing or listening to the signals.
Appellant's claimed invention is not obvious from Freeny.

Freeny does not teach placing the second memory at a location chosen by the second

party for the transfer of signals.

Freeny does not teach or suggest to use a hard disk or a chip as part of the second

party controlled unit.
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In view of the above arguments, the apparatus and method claims of the

above-identified patent application are patentable over the applied art of record. Accordingly,

the reversal of the Examiner by the Honorable Board of Appeals is respectfully solicited.
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VII. APPENDIX OF CLAIMS

1. A method for transferring desired digital video or digital audio signals comprising

the steps of:

forming a connection through telecommunications lines between a first memory of a
first party and a second memory of a second party control unit of a second party, said first

memory having said desired digital video or digital audio signals;

selling electronically by the first party to the second party through telecommunications

lines, the desired digital video or digital audio signals in the first memory; and

transferring the desired digital video or digital audio signals from the first memory of
the first party to the second memory of the second party control unit of the second party
through telecommunications lines while the second party control unit with the second memory
is in possession and control of the second party; and playing through speakers of the second
party control unit the digital video or digital audio signals in the second memory, said speakers
of the second party control unit connected with the second memory of the second party control

unit.
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2. A method as described in Claim 34 including after the transferring step, the step of

storing the desired digital video or digital audio signals in the second memory.

3. A method as described in Claim 2 including before the transferring step, the step of
electronically coding the desired digital video or digital audio signals into a configuration
which would prevent unauthorized reproduction of the desired digital video or digital audio

signals.

4. A method as described in Claim 3 wherein the first memory includes a first party
hard disk having a plurality of digital video or digital audio signals, and a sales random access
memory chip which temporarily stores a replica of the desired digital video or digital audio
signals purchased by the second party for subsequent transfer via telecommunications lines to
the second memory of the second party; and including before the transferring step, there is the
step of storing a replica of the desired digital video or digital audio signals from the hard disk

into the sales random access memory chip.
5. A method as described in Claim 4 wherein the second party control unit has a
second party integrated circuit which controls and executes commands of the second party, and

a second party control panel connected to the second party integrated circuit, and before the

forming step, there is the step of commanding the second party integrated circuit with the
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second party control panel to initiate the purchase of the desired digital video or digital audio

signals from the first party.

6. A method as described in Claim 5 wherein the second memory of the second party
control unit includes an incoming random access memory chip which temporarily stores the
desired digital video or digital audio signals received from the sales random access memory
chip, a second party hard disk for storing the desired digital video or digital audio signals, and
a playback random access memory chip for temporarily storing the desired digital video or |
digital audio signals for sequential playback; and the storing step includes the steps of storing
the desired digital video or digital audio signals in the incoming random access memory chip,
transferring the desired digital video or digital audio signals from the incoming random access
memory chip to the second party hard disk, storing the desired digital video or digital audio
signals in the second party hard disk, commanding the second party integrated circuit with the
second party control panel to play the desired digital vifieo or digital audio signals and
transferring a replica of the desired digital video or digital audio signals from the second party

hard disk to the playback random access memory chip for playback.

7. A method as described in Claim 6 including after the transferring step, there is the

step of repeating the commanding, playing, and transferring a replica steps.
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8. A method for transferring digital video or digital audio signals from a first party to

a second party comprising the steps of:

placing a second party control unit in possession and control of the second party by the

second party at a desired location determined by the second party;

entering into a second party control panel of the second party control unit of the second
party commands by the second party to purchase desired digital video or digital audio signals

from a first party;
forming a connection through telecommunications lines between a first memory of the
first party and a second memory of the second party control unit, said first memory having

desired digital video or digital audio signals;

selling electronically by the first party to the second party through telecommunications

lines, the desired digital video or digital audio signals in the first memory;

transferring the desired digital video or digital audio signals from the first memory of
the first party into the second memory of the second party through telecommunications lines

while the second memory is in possession and control of the second party;
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entering into the second party control panel commands to play the desired digital video

or digital audio signals in the second memory of the second party control unit; and

playing the desired digital video or digital audio signals with the second party control

unit.
9. A system for transferring digital video or digital audio signals comprising:

a first party control unit having a first memory having desired digital video or digital
audio signals, and means or a mechanism for electronically selling the desired digital video or

digital audio signals;

a second party control unit having a second party control panel, a second memory
connected to the second party control panel, and means or a meqhanism for playing the desired
digital video or digital audio signals connected to the second memory and the sécond party
control panel, said playing means or mechanism operatively controlled by the second party
control panel, said second party control unit remote from the first party control unit, said
second party control unit placed by the second party at a los:ation determined by the second

party; and
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telecommunications lines connected to the first party control unit and the second party
control unit through which the electronic sales of the desired digital video or digital audio
signals occur and through which the desired digital video or digital audio signals are
electronically transferred from the first memory to the second memory while the second
memory is in possession and control of the second party after the desired digital video or

digital audio signals are sold to the second party by the first party.

10. A system as described in Claim 9 wherein the first party control unit includes a
first party hard disk having a plurality of digital video or digiial audio signals which include
the desired digital video or digital‘audio signals, and a sales random access memory chip
electronically connected to the first party hard disk for storing a replica of the desired digital

video or digital audio signals of the first party's hard disk.

11. A system as described in Claim 10 wherein the secopd party control unit includes
a second party hard disk which stores a plurality of digital video or digital audio signals, and a
playback random access memory chip electronically connected to the second party hard disk
for storing a replica of the desired digital video or digital audio signals as a temporary staging

area for playback.

12. A system as described in Claim 11 wherein the first party control unit includes a

first party control integrated circuit which controls and executes commands of the first party
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and is connected to the first party hard disk, the first party sales random access memory, and
the second party control integrated circuit through the telecommunications lines, said first
party control integrated circuit and said second party control integrated circuit regulate the
transfer of the desired digital video or digital audio signals; and a first party control panel
through which the first party control integrated circuit is programmed and is sent commands

and which is connected to the first party control integrated circuit.

13. A system as described in Claim 12 wherein the second party control unit includes
a second party control integrated circuit which controls and executes commands of the second
party and is connected to the second party hard disk, the playback random access memory, and
the first party control integrated circuit through the telecommunications lines, said second
party control integrated circuit and said first party control integrated circuit regulate the
transfer of the desired digital vidéo or digital audio signals; and a second party control panel
through which the second party control integrated circuit is prog_rammed and is sent commands

and which is connected to the second party integrated circuit.
14. A system as described in Claim 13 wherein the second party control unit includes
an incoming random access memory chip connected to the second party hard drive and the

second party control integrated circuit, and the first party control unit through the

telecommunications lines for temporarily storing the desired digital video or digital audio
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signals received from the first party's control unit for subsequent storage to the second party

hard disk.

15. A system as described in Claim 14 wherein the second party control unit includes
a video display unit connected to the playback random access memory chip and to the second

party integrated circuit for displaying the desired digital video or digital audio signals.

16. A method for transmitting desired digital video or digital audio signals stored on a

first memory of a first party to a second memory of a second party comprising the steps of:

placing a second party control unit having a receiver and the second memory connected

to the receiver by the second party at a desired location determined by the second party;
selling electronically via telecommunications lines to the second party at a location

remote from the first memory by the first party controlling use of the first memory, said

second party financially distinct from the first party, said second party in control and in

possession of the second memory;

connecting electronically via telecommunications lines the first memory with the second

memory such that the desired digital video or digital audio signals can pass therebetween;
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transmitting the desired digital video or digital audio signals from the first memory
with a transmitter in control and possession of the first party to the receiver of the second

party control unit having the second memory at the location determined by the second party

while said receiver is in possession and control of the second party;

storing the digital video or digital audio signals in the second memory; and playing the

digital video or digital audio signals in the second memory with the second party control unit.

17. A system for transmitting desired digital video or digital audio signals stored on a

first memory of a first party to a second memory of a second party comprising:

means or a mechanism for transferring money electronically via telecommunications
lines from the second party to the first party controlling use of the first memory, at a location
remote from the second memory, said second party controlling use and in possession of the

second memory;
means or a mechanism for connecting electronically via telecommunications lines the
first memory with the second memory such that the desired digital video or digital audio

signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism;
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means or a mechanism for transmitting the desired digital video or digital audio signals
from the first memory with a transmitter in control and possession of the first party to a
receiver having the second memory while said receiver is in possession and control of the
second party, said receiver placed at a location determined by the second party, said

transmitting means or mechanism in electrical communication with said connecting means or

mechanism;

means or a mechanism for storing the digital video or digital audio signals in the
second memory, said storing means or mechanism in electrical communication with said
transmitting means or mechanism; and means or mechanism for playing the digital video or
digital audio signals stored in the second memory, said playing means or mechanism connected

to the second memory.

18. A system as described in Claim 17 wherein the connecting means or mechanism
comprise a first control unit in possession and control of the first party and a second control

unit in possession and control of the second party.

19. A system as described in Claim 18 wherein the first control unit comprises a first
control panel, first control integrated circuit and a sales random access memory, said sales
random access memory and said first control panel in electrical communication with said first

control integrated circuit, said second control unit comprising a second control panel, a second
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control integrated circuit, an incoming random access memory and a playback random access
memory, said second control panel, said incoming random access memory and said playback

random access memory in electrical communication with said second control integrated circuit.

20. A system as described in Claim 19 wherein the telecommunications lines include

telephone lines.

21. A system as described in Claim 20 wherein the first memory comprises a first hard

disk and the second memory comprises a second hard disk.

22. A system as described in Claim 21 including a video display and speakers in
possession and control of the second party, said video display and speakers in electrical
communication with said second control integrated circuit.

23. A system for transmitting desired digital video or digital audio signals stored on a
first memory of a first party at a first location to a second memory of a second party at a

second party location comprising:

means or a mechanism for the first party to charge a fee to the second party for access

to the desired digital video or digital audio signals at a location remote from the second
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location, said first party controlling use of the first memory, said second party controlling use

and in possession of the second memory;

means or a mechanism for connecting electronically via telecommunications lines the
first memory with the second memory such that the desired digital video or digital audio
signals can pass therebetween, said connecting means or mechanism in electrical

communication with the transferring means or mechanism;

means or a mechanism for transmitting the desired digital video or digital audio signals
from the first memory with a transmitter in control and possession of the first party to a
receiver having the second memory while said receiver is in possession and control of the
second party, said receiver placed by the second party at the second party location determined
by the second party, said transmitting means or mechanism in electrical communication with

said connecting means or mechanism;

means or a mechanism for storing the digital video or digital audio signals in the
second memory, said storing means or mechanism in electrical communication with said
transmitting means or mechanism; and means or mechanism for play:'ing the digital video or
digital audio signals stored in the second memory, said playing means or mechanism connected

to the second memory.
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24. A system as described in Claim 61 wherein the connecting means or mechanism

comprise a first control unit in possession and control of the first party and a second control

unit in possession and control of the second party.

25. A system as described in Claim 24 wherein the first control unit comprises a first
control panel, first control integrated circuit and a‘sales random access memory, said sales
random access memory and said first control panel in electrical communication with said first
control integrated circuit, said second control unit comprising a second control panel, a second
control integrated circuit, an incoming random access memory and a playback random access
memory, said second control panel, said incoming random access memory and said playback

random access memory in electrical communication with said second control integrated circuit.

26. A system as described in Claim 25 wherein the telecommunications lines include

telephone lines.

27. A system as described in Claim 26 wherein the first memory comprises a first hard

disk and the second memory comprises a second hard disk.
28. A system as described in Claim 27 including a video display and speakers in
possession and control of the second party, said video display and speakers in electrical

communication with said second control integrated circuit.
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29. A method for transmitting desired digital video or digital audio signals stored in a

first memory of a first party at a first party location to a second memory of a second party

comprising the steps of:

placing a second party control unit having the second memory by the second party at a
desired second party location determined by the second party, said second party location

remote from the first party location;

charging a fee by the first party to the second party at a location remote from the
second party location so the second party can obtain access to the digital video or digital audio
signals possessed by the first party, said first party and said second party in communication via

said telecommunications lines;

connecting electronically via telecommunications lines the first memory with the second

memory such that the desired digital video or digital audio signals can pass therebetween;

transferring electronically via telecommunications lines the digital video or digital
audio signals from a first location with the first memory to the desired second party location
with the second memory while the second memory is in possession and control of the second
party, said second party location remote from said first location, said first memory in

communication with said second memory via the telecommunications lines;
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storing the digital video or digital audio signals in the second memory; and playing the

digital video or digital audio signals stored in the second memory with the second party

control unit.

30. A method as described in Claim 37 including after the transferring step, there is

the step of repeating the charging a fee, connecting, and transferring steps.

31. A method for transmitting desired digital video or digital audio signals stored on a

first memory of a first party to a second memory of a second party comprising the steps of:

selling electronically via telecommunications lines to the second party at a location
remote from the first memory by the first party contfolling use of the first memory, said
second party financially distinct from the first party, said second party in control and in
possession of a second party control unit having a receiver and the second memory connected

to the receiver;

connecting electronically via telecommunications lines the first memory with the second

memory such that the desired digital video or digital audio signals can pass therebetween;

transmitting the desired digital video or digital audio signals from the first memory

with a transmitter in control and possession of the first party to the receiver connected to the
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second memory of the second party control unit at the location determined by the second party

while said second party control unit is in possession and control of the second party;

storing the digital video or digital audio signals in the second memory; and playing the
digital video or digital audio signals stored in the second memory with the second party

control unit.

32. A method as described in Claim 1 wherein the second party is at a second party
location and the step of selling electronically includes the step of charging a fee via
telecommunications lines by the first party to the second party at a first party location remote

from the second party location.

33. A method as described in Claim 32 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.

34. A method as described in Claim 33 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the first memory so the second party is

charged money.
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35. A method as described in Claim 29 wherein the step of charging a fee includes the
step of charging a fee via telecommunications lines by the first party to the second party at a

location remote from the second party location.

36. A method as described in Claim 35 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.

37. A method as described in Claim 36 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the ﬁrsf memory so the second party is

charged money.

38. A method for transferring desired digital video or digital audio signals from a first

party to a second party comprising the steps of:

placing a second party control unit having a second memory by the second party at a

desired location determined by the second party;
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forming a connection through telecommunications lines between a first memory of a
first party and the second memory of the second party, said first memory having said desired

digital video or digital audio signals;

selling electronically by the first party to the second party through telecommunications

lines, the desired digital video or digital audio signals in the first memory;

transferring the desired digital video or digital audio signals from the first memory of
the first party to the second memory of the second party through telecommunications lines;
and playing the digital video or digital audio signals stored in the second memory with the

second party control unit.

39. A method as described in Claim 38 wherein the second party is at a second party
location and the step of selling electronically includes the step of charging a fee via
telecommunications lines by the first party to the second party at a first party location remote

from the second party location.

40. A method as described in Claim 39 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.
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41. A method as described in Claim 40 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the first memory so the second party is

charged money.

42. A method for transferring desired digital video or digital audio signals comprising

the steps of:

placing a second party control unit having a second memory by the second party at a

desired second party location determined by the second party;
forming a connection through telecommunications lines between a first memory of a
first party and the second memory of a second party, said first memory having said desired

digital video or digital audio signals;

incurring a fee by the second party to the first party for the use of telecommunications

- lines, the desired digital video or digital audio signals in the first memory;

transferring the desired digital video or digital audio signals from the first memory of

the first party to the second memory of the second party through telecommunications lines
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while the second memory is in possession and control of the second party; and playing the

digital video or digital audio signals stored in the second memory with the second party

control unit.

43. A system for transferring digital video signals from a first party to a second party

at a second party location comprising:

a first party control unit having a first memory having a plurality of desired individual
video selections as desired digital video signals, and means or a mechanism for the first party
to charge a fee to the second party for access to the desired digital video signals at a location

remote from the second party location;

a second party control unit having a second party control panel, a receiver and a video
display for playing the desired digital video signals received by t.he receiver, said second party
control panel connected to the video display and the reéeiver, said receiver and.video display
operatively controlled by the second party control panel, said second party control unit remote
from the first party control unit, said second party control unit placed by the second party at a
second party location determined by the second party which is remote from said first party
control unit, said second party choosing the desired digital video signals from the first memory

with said second party control panel; and
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telecommunications lines connected to the first party control unit and the second party
control unit through which the desired digital video signals are electronically transferred from
the first memory to the receiver while the second party control unit is in possession and

control of the second party after the desired digital video signals are sold to the second party

by the first party.

44. A system as described in Claim 43 wherein the second party control unit includes
a second memory which is connected to the receiver and the video display, said second
memory storing the digital video signals that are received by the receiver to provide the video

display with the digital video signals.

45. A system as described in Claim 44 wherein the first party control unit includes a
first party hard disk having a plurality of digital video signals which include the desired digital
video signals, and a sales random access memory chip electronically connected to the first
party hard disk for storing a replica of the desired digi£a1 video signals of the first party's hard

disk.

46. A system as described in Claim 45 wherein the second party control unit includes
a second party hard disk which stores a plurality of digital video signals, and a playback
random access memory chip electronically connected to the second party hard disk for storing

a replica of the desired digital video signals as a temporary staging area for playback.
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47. A system as described in Claim 46 wherein the first party control unit includes a
first party control integrated circuit which controls and executes commands of the first party
and is connected to the first party hard disk, the first party sales random access memory, and
the second party control integrated circuit through the telecommunications lines, said first
party control integrated circuit and said second party control integrated circuit regulate the
transfer of the desired digital video signals; and a first party control panel through which the

first party control integrated circuit is programmed and is sent commands and which is

connected to the first party control integrated circuit.

48. A system as described in Claim 47 wherein the second party control unit includes
a second party control integrated circuit which controls and executes commands of the second
party and is connected to the second party hard disk, the playback random access memory, and
the first party control integrated circuit through the telecommunications lines, said second
party control integrated circuit and said first party control integrated circuit regulate the
transfer of the desired digital video signals; and a seco;ld party control panel through which
the second party control integrated circuit is programmed and is sent commands and which is

connected to the second party integrated circuit.
49. A system as described in Claim 48 wherein the second party control unit includes
an incoming random access memory chip connected to the second party hard drive and the

second party control integrated circuit, and the first party control unit through the
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telecommunications lines for temporarily storing the desired digital video signals received

from the first party's control unit for subsequent storage to the second party hard disk.

50. A system as described in Claim 49 wherein the second party control unit includes
a video display unit connected to the playback random access memory chip and to the second

party integrated circuit for displaying the desired digital video signals.

51. A system as described in Claim 43 wherein the means or mechanism for charging
a fee includes means or a mechanism for charging a fee via telecommunications lines by the

first party to the second party at a location remote from the second party location.

52. A system as described in Claim 51 wherein the second party has an account and
the means or mechanism for charging a fee includes means or a mechanism for charging the

account of the second party.

53. A system as described in Claim 52 wherein the means or mechanism for charging

the account includes means or a mechanism for charging a credit card number of the second

party.

54. A system as described in Claim 9 wherein the means or mechanism for

electronically selling includes means or a mechanism for electronically selling includes means
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or a mechanism for charging a fee via telecommunications lines by the first party to the second

party at a first party location remote from the second party location.

55. A system as described in Claim 54 wherein the second party has an account and
the means or mechanism for charging a fee includes means or a mechanism for charging the

account of the second party.

56. A system as described in Claim 55 wherein the means or mechanism for charging

the account includes means or a mechanism for receiving a credit card number of the second

party.

.57. A method for transmitting desired digital video signals stored in a first memory
having a plurality of individual video selections as digital video signals of a first party at a first
party location to a second party at a second party location so the second party can view the

desired digital video signals comprising the steps of:

placing by the second party a receiver, and a video display connected to the receiver at
the second party location determined by the second party which is remote from the first party

location;
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charging a fee by the first party to the second party at a location remote from the

second party location so the second party can obtain access to the desired digital video signals;

connecting electronically via telecommunications lines the first memory with a receiver

of the second party while the receiver is in possession and control of the second party;

choosing the desired digital video signals by the second party from the first memory of

the first party so desired video selections are selected;

transmitting the desired digital video signals from the first memory with a transmitter
- in control and-possession of the first party to the receiver of the second party while the
receiver is in possession and control of the second party at the second party location

determined by the second party; and

displaying the desired video signals received by the receiver on the video display in

possession and control of the second party.

58. A method as described in Claim 57 wherein the step of charging a fee includes the
step of charging a fee via telecommunications lines by the first party to the second party so the

second party can obtain access to the desired digital video signals stored on the first memory.
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59. A method as described in Claim 58 wherein the second party has an account and

the step of charging a fee includes the step of charging the account of the second party.

60. A method as described in Claim 59 wherein the step of charging the account of the
second party includes the steps of telephoning the first party controlling use of the first
memory by the second party; providing a credit card number of the second party controlling
the second memory to the first party controlling the first memory so the second party is

charged money.

61. A system as described in Claim 23 wherein the means or mechanism for the first
party to charge a fee includes means or a mechanism for transferring money electronically via
telecommunications lines to the first party at a location remote from the second memory at the
second location.

62. A system for transferring digital audio signals from a first party to a second party

at a second party location comprising:

a first party control unit having a first memory having a plurality of desired individual
songs as desired digital audio signals, and means or a mechanism for the first party to charge a
fee to the second party for access to the desired digital audio signals at a location remote from

the second party location;

-94-

Page 00353



a second party control unit having a second party control panel, a receiver and speakefs
for playing the desired digital audio signals received by the receiver, said second party control
panel connected to the speakers and the receiver, said receiver and speakers operatively
controlled by the second party control panel, said second party control unit remote from the
first party control unit, said second party control unit placed by the second party at a second
party location determined by the second party which is remote from said first party control
unit, said second party choosing the desired digital audio signals from the first memory with

said second party control panel; and

telecommunications lines connected to the first party control unit and the second party
control unit through which the desired digital audio signals are electronically transferred from
the first memory to the receiver while the second party control unit is in possession and
control of the second party after the desired digital audio signals are sold to the second party

by the first party.
63. A method for transmitting desired digital audio signals stored in a first memory
having a plurality of individual songs as digital audio signals of a first party at a first party

location to a second party at a second party location so the second party can view the desired

digital audio signals comprising the steps of:
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placing by the second party a receiver, and speakers connected to the receiver at the

second party location determined by the second party which is remote from the first party

location,;

charging a fee by the first party to the second party at a location remote from the

second party location so the second party can obtain access to the desired digital audio signals;

connecting electronically via telecommunications lines the first memory with a receiver

of the second party while the receiver is in possession and control of the second party;

choosing the desired digital audio signals by the second party from the first memory of

the first party so desired songs are selected;

transmitting the desired digital audio signals from the first memory with a transmitter
in control and possession of the first party to the receiver of the second party while the
receiver is in possession and control of the second party at the second party location
determined by the second party; and

playing the desired audio signals received by the receiver on the speakers in possession

and control of the second party.
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U.S. Patent No. 4.506.387 of Walter

A programming-on-demand cable system and method is disclosed. There is no

teaching or suggestion of sales of any kind, let alone sales through telecommunications lines.

U.S. Patent No. 4.124.773 of Elkins

An audio storage and distribution system is disclosed. There is no teaching or

suggestion of sales of any kind, let alone sales through telecommunications lines.

"Electronic Orchestras in Your Living Room; MIDI COULD MAKE THE BIGGEST
YEAR YET FOR COMPUTER MUSICIANS" by Scott Mace, InfoWorld, March 25, 1985

A device called a midi which is a music synthesizer is described. On page 130,
paragraph 4 states that amateur musicians swap music files. No sales over telecommunications
lines is taught. Also, paragraph 5 states CompuServe has 300 songs in its group library.
There is no teaching or suggest that there is any type of transfer over telecommunications lines

from the group library.

"Rock Around the Data Base" by Lydia Dotto, Information Technology, September 1984

This article discusses a wish list of what may happen in the future. Page 130,
the middle column, last paragraph. Dotto teaches that people will be able to retrieve, on-line
the music itself and the score. On column 3, second to last paragraph, the article teaches that
it can be expected one day to see on-line terminals in Canadian retail stores for use by
customers. Customers can walk into record stores expecting to be able to get much more
information. On page 132, the middle column, second paragraph Dotto teaches that the next

step of delivery of actual music to consumers is a development that is at least three or four
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years away. In the middle column also on page 132, second to last paragraph, Dotto teaches
that the software to permit telepurchasing of actual sales has not yet been developed. Dotto
basically is an article of many wishes but does not provide any enablement and specifically
states that there is not yet the capability of selling songs over telecommunications lines and it

will be several years before that possibility is developed.

Jimmy Bowen: Music Row’s Prophet of Change, Chappell, Lindsay, 1986

This is an article about the music industry. Page 39, paragraph 3, Bowen
teaches that digitally produced compact disks will overtake the sale of musié cassettes in the
next decade. Bowen suggests that once compact discs are established, then written and
graphic information can be transmitted digitally across telephone wires. Bowen does not
actually teach to transmit the song as it is played itself, only the written and graphics
information regarding the songs. Furthermore, this is something that is to happen in the
future. There is no enablement to carry out this idea, and there is no suggestion or teaching of
sales over telecommunications lines of music. On page 42, third paragraph from the bottom,
Bowen teaches that in about ten years, one will be able to dial a series of numbers on a
telephone and get the digital album over the phone lines and the charges will be on the
telephone bill or on a credit card. However, again, Bowen teaches this is ten years in the
future and it is just a wish, with no enablement and no teaching or suggestion how to actually

accomplish such transfer.
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If a fee is required to enter this information disclosure statement, please charge

deposit account number 19-0737.

CERTIFICATE OF MAILING

_I hereby certify that the correspondence is
bemg deposited with the United States Postai
Service as first class mail in an envelope
addressed to: Commissigner of Patents and

I‘rlademarks, Washin%oh l;f fg?gl

Ll [ty

Ansel M. Schwartz
Registration No. 30,587

AILILE

Date

Respectfully submitted,

ARTHUR R. HAIR

o o) [

Ansel M. Schwartz, Esquire
Reg. No. 30,587

20]425 N. Craig Street, Suite 304~
Pittsburgh, PA 15213
(412) 621-9222

Attorney for Applicant
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HAIR-1 CONT III PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Arthur R. Hair

Group No. 2785

Serial No.: 0 8/ 471,964 Examiner:  H. Nguyen
Filed: June 6, 1995
For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO

OR AUDIO SIGNALS

Assistant Commissioner for Patents
Washington, D.C. 20231

CERTIFICATION FOR INFORMATION DISCLOSURE STATEMENT
(37 CFR 1.97(e))

NOTE: A certification must state either: “(1) that each item of information contained in the information disclosure

statement was cited in a communication from a foreign patent office in a counterpart foreign application
not more than three months prior to the filing of the statement, or (2) that no item of information contained
in the information disclosure statement was cited in a communication from a foreign patent office in
a counterpart /oreig?r application or, to the knowledge of the person signing the certificate after making
reasonable inquiry, was known to any individual designated in § 1.56(c) more than three months prior
to the filing of the statement.” 37 CFR 1.97(e).

NOTE: *“Section 1.97(e) makes it clearthata certification could contain either of two statements. One statement

is that each item of informa uon in an information disclosure statement was cited in a search report from
a patent office outside the U.S. not more than three months prior to the filing date of the statement.
Under this certification, it would not matter whether any individual with a duty actually knew. about any
of the information cited before receiving the search report. In the altemative, the certification could state
that no item of information contained in the information disclosure statement was cited in a
communication from a foreign patent office in a counterpart foreign application or, to the knowledge
of the person signing the certification after making reasonable inquiry, was known to any individual having
a duty to disclose more than three months prior to the filing of the statement. " Notice of January 9,
1992, 1135 O.G. 13-25, at 13. (emphasis added). Thus: “If an item of information is submitted within
three months of being cited in a communication from a foreign patent office in a counterpart foreign
application, the certification can be properly made regardless of any individual's previous knowledge
of the information.” Id., 1135 O.G. at 19.

NOTE: “The certification can be based on present, good faith knowledge about when information became known

without a search of files being made.” Thus, for example, the certification of § 1.97(e) does not preciude
the use of the certification in an application by corporations whose practitioners have over the years
reviewed thousands of patents and technical publications, even though they are unaware of the relevance
of any one thereof to the application. Notice of January 9, 1992, 1135 0.G. 13-15, at 19.

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8a)

| hereby certify that this correspondence is, on the date shown below, being:
MAILING ’ FACSIMILE

X deposited with the United States Postal O transmitted by facsimiie to the

Service with sufficient postage as first class Patent and Trademark Office.

mail

Date:

in an envelope addressed to the

Assistant Commissionef for Patents,
Washington DC 2 ] P Lm@
@ﬂ lf] /\A,Cuﬂ/

Signature’ /
Tracey L. Mllka
(type or print name of person certifying)

(Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-8}—page 1 of 4)
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NOTE: A copy of the foreign search report need not be submitted with the certification. Notice of Apnil 20,
1992 (1138 O.G. 37-41, 40).

NOTE: “The phrase ‘after making reasonable inquiry’ makes it clear that the individual making the certification
has a duty to make reasonable inquiry regarding the facts that are being certified. The certification can
be made by a registered practitioner who represents a foreign client and who relies on statements made
by the foreign client as to the date the information first became known. A registered practitioner who
receives information from a client without being informed whether the information was known for more
than three months, however, cannot make the certification without making reasonable inquiry. For
example, if an inventor gave a publication to the attomey prosecuting an application with the intent
that it be cited to the Office, the attomey should inquire as to when that inventor became aware of
the publication and should not submit a certification under 37 CFR 1.97(e)(2) to the Office until a
satisfactory response is received. The certification can be based on present, good faith knowledge about
when information became known without a search of files being made.” Notice of April 20, 1992 (1138
O.G. 37-41, 39). .

NOTE: *“Although it is recognized that an individual actually becomes aware of the information in the
communication from a foreign patent office sometime after it was mailed, the mailing date of such a
communication, if it occurs prior to a first awareness of the same information, would determine the date
for filing of an information disclosure statement without a fee” in a certification procedure under § 1.97(e).
Notice of January 9, 1992, 1135 O.G. 13-25, at 19 (emphasis added).

NOTE: “The certification under § 1.97(e) should be made by a person who has knowledge of the facts being
certified. The certification can be made by a practitioner who represents a foreign client and who relies
on statements made by the foreign client as to the date the information first became known. A practitioner
who receives information from a client without being informed whether the information was known for
more than three months, however, cannot make the certification without making reasonable inquiry.”
Notice of January 9, 1992, 1135 O.G. 13-25 at 19.

NOTE: “The term counterpart foreign patent application means that a claim for priority has been made in either
the U.S. application or a foreign application based on the other, or that the disclosures of the U.S. and
foreign patent applications are substantively identical (e.g., an application filed in the European Patent
Office claiming the same U.K. priority as claimed in the U.S. application).” Notice of April 20, 1992 (1138
O.G. 37-41, 39).

NOTE: “"Individuals other than the attomey, agent or inventor may comply with this section by disclosing
information to the attomey, agent or inventor.” 37 CFR 1.56(d) and
“Individuals associated with the filing or prosecution of a patent application within the meaning of this
section are:

(1) each inventor named in the application:

(2) each attorney or agent who prepares or prosecutes the application; and

(3) every other person who is substantively invoived in the preparation or prosecution of the application
and who is associated with the inventor, with the assignee or with anyone to whom there is an obligation
to assign the application.” 37 CFR 1.56(c).

IDENTIFICATION OF INFORMATION DISCLOSURE STATEMENT
FOR WHICH THIS CERTIFICATION IS BEING MADE
1. This certification is being made for thé Information Disclosure Statement
@ accompanying this certification.
O filed

date

Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-8]—page 2 of 4)
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CERTIFICATION

2. |, the person(s) signing below certify
(check appropriate item)

{0 that each item of information contained in the information disclosure statement
was cited in a communication from a foreign patent office in a counterpart foreign
application not more than three months prior to the filing of the statement. 37
CFR 1.97(e)(1).

NOTE: The three month perniod starts from the mailing date of the foreign patent office communication. Notice
of January 9, 1992, 1135 O.G. 13-25 at 19. The mailing date is the “date on the communication by
the foreign patent office.” Notice of April 20, 1992 (1138 O.G. 37-41, 39).

OR

® that no item of information contained in the information disclosure statement
was cited in a communication from a foreign patent office in a counterpart foreign
application or to the knowledge of the person signing the certification after
making reasonable inquiry, was known to any individual designated in § 1.56(c)
more than three months prior to the filing of the statement. 37 CFR 1.97(e)(2).

NOTE: “The time at which information ‘was known to any individual designated in 37 CFR 1.56(c)’ is the time
when the information was discovered in association with the application even if awareness of the
materality came later.” Notice of Apnl 20, 1992 (1138 O.G. 37-41, 40).

IDENTIFICATION OF PERSON(S) MAKING THIS CERTIFICATION
3. The person making this certification is
(check each applicable item)

@ O the inventor(sj who signs below

SIGNATURE OF INVENTOR

(type name of inventor who is signing)
(o) O a person who is substantively invoived in the preparation or prosecution of the
application, and who is associated with the inventor, with the assignee, or with
anyone to whom there is an obligation to assign the application (37 CFR 1.56(c))
and who signs below. '

SIGNATURE OF PERSON

type name of person who is signing)

Address of person who is signing

Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-8}—page 3 of 4)
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(c) ® the attorney who signs below on the basis of the information:
(check each applicable item)

& supplied by the inventor(s).
[J supplied by an individual designated in § 1.56(c).
O in the attomey’s file.

NOTE: “Certification need not be in the form of an oath or a declaration under 37 CFR 1.68. Certification by
a registered practitioner or any other individual that the statement was filed within the three-month period
of either first citation by a foreign patent office or first discovery of the information will be accepted
as dispositive of compliance with this provision in the absence of evidence to the contrary.” . . . “A
statement on information and belief would not be sufficient.” Notice of April 20, 1992 (1138 O.G. 37-41,

- M
: SIGNATURE OF ATTORNEY
Reg. No.. 30,587 ‘ Ansel M. Schwartz
(type or print name of attomney)
Tel. No. (412) 621-9222 ol ; v
&5 N. Craig Street, Suite 304
P.O. Address

Pittsburgh, PA 15213

Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-81—page 4 of 4)
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FORM PTO-1449 U.S. OEPAATMENT OF COMMERCE ATTY. DOCKET M0, SERAL 0.
P, -3 " PATENT AND TRADEMARK OFRCE | HAIR~1 CONT III Q 8,471,964
SFORMATION OBSCLOSURE . APPUCANT
STATEMENT 8Y APPUCANT Hair
(Uss syt shuess § aecomry) ———
June 6, 1995 2785
U.S. PATENT DOCUMENTS
UG OKTE
OOCMENT MAMSER oE | e ass | smauss | FiemomTe
4151016/3]817]3/85 | Walter 259 |1ig
41112{4]7]7] 3]11/78] Elkins ExlRNIN
4
FOREIGN PATENT DOCUMENTS
TRAELAIN
DOCABNT MAEER 0ATE COUNTRY QUSS | IS .
?

OTHER DOCUMENTS (Inciuding Author, Title, Date, Pertinent Pages, Eic.)

Scott Mace, "Electronic Orchestras in Your Living Room;

MIDI COULD MAKE THE BIGGEST YEAR YET FOR COMPUTER MUSICIANS"

s InfoWorld, March 25, 1985.

"Rock Around the Data Base" by Lydia Dotto, Information Techmnology,
Jimmy Bowen:

1986.

September 1984.
Music Row's Prophet of Change, Chappell, Lindsay,

EXAMINER

dop weoven EYEL

EXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP

609; Oraw line through citation if not in conformance and not considered. include copy of
this form with next communication to applicant.

(Form PTO-1449 [6-2])
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<
\ Application No. Ape¥Lant(s)
Notice of References Cited 08 - 4,96y HATR. :
. Examiner Group Agrt~ Ugj Page _L of _’_
Hon L ven]
U.S. PATENT DOCUMENTS
* DOCUMENT NO. DATE NAME CLASS | SUBCLASS
AlLL,T7R9,868 | 2] €K Bais 5L | 825, 32
B
(o]
D
E
F
G
H
|
J
K
L
M
FOREIGN PATENT DOCUMENTS
* DOCUMENT NO. DATE COUNTRY NAME CLASS | SUBCLASS
N
o .
P
Q
R
]
T
NON-PATENT DOCUMENTS
* DOCUMENT (Including Author, Title, Source, and Pertinent Pages) DATE
u
\
w
X
* A copy of this reference Is not being funished with this Office action.
1S, Peten and Tragemark Offce (See Manual of Patent Examining Procedure, Section 707.05(a).) Part of Paper No.

PTO-892 (Rev. 9-96)

*U.S. GPO: 19886-420-311/40176
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HAIR-1 CONT III '
Practitioner’'s Docket No. PATENT }%/

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Arthur R. Hair

Serial No.: 08/471,964 Group No.: 2785 -

Filed: June 6, 1995 Examiner: H. Nguyen . :
For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Commissioner for Patents and Trademarks
Washington, D.C. 20231

CHANGE OF ATTORNEY’S ADDRESS IN APPLICATION

Please send all correspondence for this application as follows:

Ansel M. Schwartz
Attorney at Law

One Sterling Plaza
- 201 North Craig Street
Suite 304

Pittsburgh, PA 15213

Please direct telephone calls to:

Ansel M. Schwartz
(412) 621-9222

CERTIFICATE OF MAILING/TRANSMISSION (37 C.F.R. 1.8(a))

| hereby certify that this correspondence is, on the date shown below, being:

) MAILING FACSIMILE
O deposited with the United States Postal {0 transmitted by facsimile to the
Service with sufficient postage as first class Patent and Trademark Office.
mail, in an envelope addressed to the
Commissioner for Patents and Trademarks, .
Washington, D.C. 20231. /\ )\0
/ NLLL A Mé

Signature / U

Date: 6‘/ M [‘} Y Tracey L. Milka : ~

(type or print name of person certifying)
(Change of Attomey's Address in Application [12-3}—page 1 of 2)
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SIGNATURE OF PRACTITIONER

Reg.: 30,587
Ansel M. Schwartz

(type or print name of practitioner)
Tel. No. (412 ) 621-9222 One Sterling Plaza
201 North Craig Street
P.O. Address
Suite 304
Pittsburgh, PA 15213

Customer No.:

(Change of Attomey's Address in Application {12-3}—page 2 of 2)
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or
' : > | UNITED STATES DL.#ARTMENT OF COMMERCE
x J‘i Patent and Trademark Office
" Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

| appucamonnumser | FILING DATE ] FIRST NAMED APPLICANT I ATTORNEY DOCKET NO. ]

rerey F

L EXAMINER |

| ARTuNT | paeRnuMser |

R Zo .
DATE MAILED: @CJ// f/ ?B

This Is a communication from the examiner in charge of your application.
COMMISSIONER OF PATENTS AND TRADEMARKS

NOTICE OF ALLOWABILITY

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included herewith (or
previously mailed), a Notice of Allowance and Issue Fee Due or other appropriate communication will be mailed in due course.

D§ This communication is responsive to ﬂ?EH— RRIEF (,}qlec' o 6 / It [ 28
M The allowed claim(s) is/are ___ | — 105/ MN AR, 61 22- 2, 3136, Y0-Y1, 2.4, 373 q42.57%; -2, 8.6/,

3 The drawings filed on are acceptable. 30,6263 ’W .

Od Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d).

O An O some* 03 None  of the CERTIFIED copies of the priority documents have been
O received. ’

O received in Application No. (Series Code/Serial Number)

O received in this national stage application from the International Bureau (PCT Rule 17.2(a)).

*Certified copies not received:

O Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e).

A SHORTENED STATUTORY PERIOD FOR RESPONSE to comply with the requirements noted below is set to EXPIRE THREE MONTHS
FROM THE “DATE MAILED” of this Office action. Failure to timely comply will result in ABANDONMENT of this application. Extensions of
time may be obtained under the provisions of 37 CFR 1.136(a).

. 3 Note the attached EXAMINER'S AMENDMENT or NOTICE OF INFORMAL APPLICATION, PTO-152, which discloses that the oath or

declaration is deficient. A SUBSTITUTE OATH OR DECLARATION IS REQUIRED.
&- Applicant MUST submit NEW FORMAL DRAWINGS
[ because the originally filed drawings were declared by applicant to be informal.
ﬁ including changes required by the Notice of Draftperson’s Patent Drawing Review, PTO-948, attached hereto or to Paper No. _L

(] including changes required by the proposed drawing correction filed on which has been approved
by the examiner.

O including changes required by the attached Examiner's Amendment/Comment.

ldentifying Indicia such as the application number (see 37 CFR 1.84(c)) should be written on the reverse side of the drawings.
The drawings should be filed as a separate paper with a transmittal letter addressed to the Officlal Oraftperson.

{0 Note the attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.
Any response to this letter should include, in the upper right hand corner, the APPLICATION NUMBER (SERIES CODE/SERIAL NUMBER).

If applicant has received a Notice of Allowance and Issue Fee Due, the ISSUE BATCH NUMBER and DATE of the NOTICE OF !
ALLOWANCE should also be included.

Attachment(s)
[J Notice of References Cited, PTO-892
w Informiation Disclosure Statement(s), PTO-1449, Paper No(s). Z O
{J Notice of Draftsperson’s Patent Drawing Review, PTO-948 J )
3 Notice of Informal Patent Application, PTO-152 ‘ HOAT. NGUYEN

O mnterview Summary, PTO-413 , RIMARY EXAMINER

[J Examiner's Amendment/Comment

3 Examiner's Comment Regarding Requirement for Deposit of Biological Material .

O examiners Statement of Reasons for Allowance »
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1 . g ‘UNITED STATES\ 2Z/ARTMENT OF COMMERCE
f Patent and Trademark Office
% O
Snareg OF
NOTICE OF ALLOWANCE AND ISSUE FEE DUE
L4l /azis
ANSEL M SCHWARTZ
ATTORNEY AT LAW
ONE STERLING FLAZA
lﬁ\c 201 NORTH CRAIG STREET, SUITE 204
/ FITTSRURGH FPA 1S213
APPLICATION NO. . FILING DATE TOTAL CLAIMS EXAMINER AND GROUP ART UNIT DATE MAILED-
NS /471 . D64 RS DL S5 RE3 NELIVEN. 1 2o A/ 15/ 95
. First Named i - . - -
N Bl . T : ARTHLE &,
. \TILEOF i ’

INVENTION ' ) ' i
. — A SYSTEM AND METHOD FOR TRAMSMITTING DESIRED DIGITAL VIDEQ DR DIGITAL e k2

AEFID SIGNALS  (AS AMENDELD) :

L

ATTY'S DOCKET NO. | CLASS-SUBCLASS BATCH NO. APPLN. TYPE SMALLENTITY | FEEDUE ~ DATE DUE

CT

= HA TR‘-— :l CONMTTT IR - A4 mmm Ti& LTI ITY YES HEAF MR 12/35 /90

;
g PO R &

THE APPLICA TION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON: THE MERITS IS CLOSED. _

THE ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE OR THIS

e APPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD CANNOT BE EXTENDED.

\ PTOL-85 (REV. 10-96) Approved for use through 06/30/99. (0651-0033)

- HOW TO RESPOND TO THIS NOTICE: .

l. Review the SMALL ENTITY status shown above. .
“If the SMALL ENTITY is shown as YES, verify your If the SMALL ENTITY is shown as NO: -
current SMALL ENTITY status:

A. If the status is changed, pay twice the amount of the
FEE DUE shown above and notify the Patent and
Trademark Office of the change in status, or

© B. Ifthe status is the same pay the FEE DUE shown
above

A. Pay FEE DUE shown above, or

B. File verified statement of Small Entity Status.before, or with,
s payment of 1/2 the FEE DUE shown above. -

4l. Part B Issue Fee Transmittal should be completed and returned to the Patent and Trademark Office (PTO) with your
ISSUE FEE. Even if the ISSUE FEE has already been paid by charge to deposit account, Part B Issue Fee Transmittal
should be completed and returned. If you are charging the ISSUE FEE to your deposit account, section “4b” of Part
B-Issue Fee Transmittal should be completed and an extra copy of the form should be submitted.

1. All communications regarding this application must give application number and batch number. 1
Please direct all communications prior to issuance to Box ISSUE FEE unless advised to the contrary. :

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee’s responsibility to ensure timely payment of maintenance

fees when due.
PATENT AND TRADEMARK OFFICE COPY

e =+ -- == m 77T 77 (8] GPO: 1998-437-639/80023
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{ L PART B—ISSUE FEE TRARSWITkar: -y
and mall this form, together W plicable fees, to: - Box ISSUE FEE -
= . - Asslgfant Copmissioner atents

Washington, D.C. 20231

-

MAILING INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE. Blocks 1
through 4 should be completed where appropriate. All further correspondence including the Issue Fee
Receipt, the Patent, advance orders and notification of maintenance fees will be mailed to the cumrent
comespondence address as indicated unless corrected below or directed otherwise in Block 1, by (a)
specifying a new comespondence address; and/or (b) indicating a separate “FEE ADDRESS" for
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Legibly mark-up with any comections or use Block 1)

#

H
L

Note: The certificate of mailing below can only be used for domestic
mailings of the Issue Fee Transmittal. This certificate cannot be used
for any other accompanying papers. Each additional paper, such as an
assngnment or formal drawing, must have its own certificate of mailing.

Certificate of Malllng

IherebycerﬁfymanmslsueFeeTmmmahsbeingdepositedwmu
the United States Postal Service with sufficient postage for first class
mail in an envelope addressed to the Box Issue Fee address above on
the date indicated below.

Tracey L. Milka

e TN Fo e S

{Depositor's name)
W/WX }\D M (Signature)
1314199 out)
APPLICATION NO. TOTAL CLAIMS EXAMINER ARD GROUP ARFUNIT "DATE MAILED .
-~

| BATCHNO. | APPLN. TYPE

ATTY'S DOCKET NO. CLASS-SUBCLASS l SMALL ENTITY FEE DUE I DATE DUE
T T ,-r« 4T TIRTT T T T3 PETTEL T T NS d AT A T BT s
1. Chan of corre: ndenee address or indication of * Fee Address 37 CFR 1.363 2. Forprinting on the patent front page, fist )
g it ( ) P g i pad Ansel M. Schwartz

Use of PTO form(s) and Custorner Number are recommended, but not required.

[J change of correspondence address (or Change of Correspondence Address form
PTO/SB/122) attached.

O“Fee Address” indication (or “Fee Address” Indication form PTO/SB/47) attached.

(1) the names of up to 3 registered patent

‘attomeys or agents OR,. altematively, (2)

the name of - a single firm (having as a

1

member a registered attomey or agent} 2
and the names of up to 2 registered patent
attomeys or agents. If no name is listed, no
name will be printed. 3

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)
PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent.
Inclusion of assignee data is only appropiate when an assignment has been previously submitted to
the PTO oris being submitted under separate cover. Completion of this form is NOT a subsititue for
filing an assignment.

(A) NAME OF ASSIGNEE

4a. The following fees are enclosed (make check payable to Commissioner
of Patents and Trademarks): .
K] Issue Fee

& Advance Order - # of Copies 10

Parsec Sight/Sound, Inc.
(B) RESIDENCE: (CITY & STATE OR COUNTRY)

Mt. Lebanon, Pennsylvania
Please check the appropriate assignee category indicated below {will not be printed on the patent)

O individual X corporation or other private group entity (] govenment

4b. The following fees or deficiency in these fees should be charged to:

DEPOSIT ACCOUNT NUMBER 19-0737
(ENCLOSE AN EXTRA COPY OF THIS FORM)
X 1ssue Fee

10

(R Advance Order - # of Copies

The COMMISSIONER-OF PATENTS AND TRADEMARKS IS requested to apply the Issus Fee to the application identified above.

(Date)

"l S Roreh AR

NOTE; The Issus Fee will not be accepted from anyone other than the applicant; a registered attomey
or agent; or the assignee or other party in interest as shown by the records of the Patentand ~ -
Trademark Office.

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary
depending on the needs of the individual case: Any comments on the amount of time required
to complete this form should be sent to the Chief Information: Officer, Patent and Trademark+
Office, Washington, D.C. 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND'FEES AND THIS FORM TO: Box Issue Fee, Assistant Commissioner for
Patents, Washington D.C. 20231 ’

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection -
of information unless it displays a valid OMB control number.

BEST AVAILABLE COPY

TRANSMIT THIS FORM WITH
PTOL-85B (REV.10-96) Approved for use through 06/30/99..OMB 0651-0033

FEE
Patent and . Trademark Office; U.S. DEPARTMENT OF OOMMéRCE
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HAIR-1 CONT ITT ‘ PATENT

-

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Arthur R. Hair

Serial No.: 0 8 /471,964 Group No.: 2785

Filed: June 6, 1996 Examiner: H. Nguyen

For: A SYSTEM AND METHOD FOR TRANSMITTING' DESIRED DIGITAL VIDEO
OR DIGITAL AUDIO SIGNALS

Date of mailing of PTOL 85 e7_1itl “Notice of Allowance
and Base Issue Fee Due"_9/15/98

Issue Batch NO.L

3

BOX ISSUE FEE -~
Assistant Commissioner for Patents pugfh? EWED
Washington, D.C. 20231 - "9 DMgion

- DEg 10 0%
TRANSMITTAL OF NEW DRAWING(S) TO CORRECT INFORMALITIES
WITHIN THREE MONTH PERIOD OF RESPONSE SET ;"‘,6
IN'NOTICE OF ALLOWABILITY (PTOL 37) f

NOTE: Applicant may correct any informalities in the drawings made by the Draftsman’s objections on PTO-948
- by filing new drawings with the changes incorporated therein. If the filing of the drawings are delayed
until receipt of the “Notice of Allowability” (PTOL-37), the new drawings MUST be filed within the THREE
MONTH shortened statutory period set for response in the “Notice of Allowability” (PTOL-37). Extensions

of time may be obtained under the provisions of 37 C.F.R. 1.136(a).

NOTE: Corrected drawings, as well as the issue fee, should be addressed to: Box Issue Fee. Notice of November
30, 71990 (1122 O.G. 571 to 591).

NOTE: Applicant is required to submit ACCEPTABLE corrected drawings within the three month shortened
statutory period set in the “Notice of Allowability” (PTOL-37). Within that three month period, two weeks
should be allowed for review by the Office of-the correction. If a correction is determined to be
unacceptable by the Office, applicant must arrange to have an acceptable correction re-submitted within
the original three month period to avoid the necessity of obtaining an extension of time and of paying
the extension fee. THEREFORE, APPLICANT SHOULD FILE CORRECTED DRAWINGS AS SOON AS
POSSIBLE. Notice of January 14, 1985 (1051 O.G. 3). See also 37 C.F.R. 1.85(c).

CERTIFICATE OF MAILING (37 C.F.R. 1.8)

I hereby certify that this paper (along wth any paper referred to as being attached or enclosed) is being deposited
with the United States Postal Service on the date shown below with sufficient postage as first class mail in an
envelope addressed to the: Assistant Commissioner for Patents, Washington, D.C. 20231.

' Tracey L. Milka
| o~ l 3 { C) 8‘ (type or print name of person mailing paper)

Nieen, P

Signature of person r‘%iling paper

g

Date:

WARNING: “Facsimile transmissions are not permitted and if submitted will not be accorded a date of receipt”
for “(4) Drawings submitted under §§ 1.81, 1.83 through 1.85, 1.152, 1.165, 1.174, 1.437 . . . *
37 C.F.R. 1.6(d)(4).

(Transmittal of New Drawing(s) to Correct Informalities Within Three Month Period of Response
Set in Notice of Allowability (PTOL 37) {5-2.1}—page 1 of 2) ,
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SUBMISSION OF DRAWING(S)

1. To correct the informalities in the drawings as noted in the Draftsman’s objection(s)
on PTO-948, applicant submits herewith new drawmg(s) for this application. Number
of sheets of drawings submitted

NOTE: ‘“Identifying indicia, if provided, should include the application number or the title of the invention,
inventor’s name, docket number (if any), and the name and telephone number of a person tc call if
the Office is unable to match the drawings to the proper application. This information should be placed
on the back of each sheet of drawing a minimum distance of 1.5 cm. (% inch) down from the top of
the page. In addition, a reference to the application number, or, if an application number has not been
assigned, the inventor's name, may be included in the left-hand corner, provided that the reference
appears within 1.5 cm (9/16 inch) from the top of the sheet.” 37 C.F.R. 1.84(c)).

2. The three month Een‘od of response set in the Notice of Allowability (PTOL 37) expires
on December 1 98 This submission is on or before this expiry date.

CONDITIONAL EXTENTION OF TERM
3. & |If an extension of term is deemed to be required, please consider this a request

therefor, and an authorization to charge this deposit account
19-0737 for the extension fee.

Reg. No. 30,587 Q’*’é W

SIGNATURE OF ATTORNEY

Tel. No: (412 621-9222 Ansel M. Schwartz
- {type or print name of attomey)
201 N. Craig Street, Suite 304
P.O. Address

Pittsburgh, PA 15213

(Transmittal of New Drawing(s) to Correct Informalities Within Three Month Period of Response
Set in Notice of Allowability (FTOL 37) [5-2.1]—page 2 of 2)
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o - - RECwVED #éoz/o?—y-z

THE UNITED STATES PATENT AND TRAPEMARIIISFFICE

Y Tae

+"re Application of: ) Group 2700
e )
RTHUR R. HAIR )
: )
Serial No. 08/471,96 )
)

ot Filed: June 6, 1995 ) A SYSTEM FOR TRANSMITTING
s X ) DESIRED DIGITAL VIDEO OR

[1’ Art Unit: 2785 ) AUDIO SIGNALS
h )
Patent Examiner: )
)
H. Nguyen )

Pittsburgh, Pennsylvania 15213

| ' December 14, 1998 ~ CERTIFICATE OF MAILING

| ) | hereby certify that the correspandance is
Assistant Commissioner for Patents Iited States Do
Washington, D.C. 20231

3

Sir:
)"f{% | | ,
| /!/ AMENDMENT UNDER RULE 312
: , ' Please enter the following amendment to the above-identified application as
—_ follows:
IN THE CLAIMS:

Claim 63, line 3, chafige "view" to -- listen to -- .

BEST AVAILABLE COPY
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REMARKS

Please enter the above amendment to Claim 63. The term "view" in the
preamble is desired to be replaced with -- listen to -- as it is more appropriate to listen to
digital audio signals than to view them, and it was meant to be -- listen to -- and not "view" in
regard to the audio signals. The term -- listen to -- is also more appropriate as caﬁ be seen
with the last step of Claim 63, which recites "playing the desired audio signals received by the
receiver on the speakers . . . ". No new matter has been added. The term "view" was meant

to go with the video signals and is so found in Claim 57.

Accordingly, it is respectfully requested that the amendment to the

above-identified patent application be entered.

Respectfully submitted,

CERTIFICATE OF MAILING ARTHUR R. HAIR

! hereby éc-rtify {hat the correspandence IS )
being deposited with the United States Pestal : )
Service as fir it in an '2icn8 By

addressed Ansel M. Schwartz, Esquire

-/ vy Reg. No. 30,587
One Sterling Plaza
W SM 201 N. Craig Street
- Angel 14, Sonvaniz J Suite 304
Regisyativa | .'ao.w/ Pittsburgh, PA 15213
2= 2.l (412) 621-9222
pate

Attorney for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 1/5? LI
In re Application of:
ARTHUR R. HAIR Ity
W AR

1993
Serial No. 08/471,964 WR 1O S
Filed: June 6, 1995 A SYSTEM FOR TRANSMITTINGY

DESIRED DIGITAL VIDEO OR

Art Unit: 2785 AUDIO SIGNALS

Patent Examiner:

N N N N N N N N N N N N N

H. Nguyen
Pittsburgh, Pennsylvania 15213

December 14, 1998 RECE‘V ED

Assistant Commissioner for Patents DEC 2 2 1998
Washington, D.C. 20231
Group 2700

Sir:

INFORMATION DISCLOSURE STATEMENT

It is respectfully requested that the documents listed below be considered in the
above-identified patent application and made of record. Full text copies of the pertinent
patents are enclosed and this submission is believed to be in compliance with the appropriate

“rules concerning information disclosure statements.

No representation is made or intended that better art than that submitted

hereunder is available. Also enclosed is Form PTO-1449.
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Abstract

This is an abstract regarding a study about teledelivery, which is the
downloading of software. It states that teledelivery is expected to grow in the future, 1983-
1993. It states music and movies will be brought directly into homes. It does not explain how
music and movies will be brought directly to the home. It is not enabling in any way about the
way music and movies will be brought directly to the home or anything else. It teaches that
Bill Von Meislir attempted to establish Digital Music Company to bring stereo 'music to cable
operators. It does not explain how the stereo music is brought to cable operators, let alone
who the cable operators are and nothing about how a consumer obtains the music on cable or
how the cable operates or transfers signals. This abstract does not teach or suggest or enable a
second party choosing a digital audio or digital video signal from a first party memory for a
fee. The claimed invention of the above-identified patent application is patentable over this

abstract.

If a fee is required to enter this information disclosure statement, please charge

deposit account number 19-0737.

Respectfully submitted,

ARTHUR R. HAIR

o (Dol eldre K

Ansél M. Schwartz, Esquire
Reg. No. 30,587

One Sterling Plaza

201 N. Craig Street, Suite 304
Pittsburgh, PA 15213

(412) 621-9222

Attorney for Applicant

Page 00380



;o ®

! . .
! ' HATR-1 : D
Attorney’s Docket No. IR-1 CONT ITI RA}IEMﬁ|VE
IN THE UNITED STATES PATENT AND TRADEMARK OFFI&C 2 e ‘998
In re application of:  Arthur R. Hair Group 2700
Group No. 2785
Serial No.: 08/471,964 Examiner: H. Nguyen

Filed: June 6, 1995
For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO OR AUDIO SIGNALS

Assistant Commissioner for Patents
Washington, D.C. 20231

CERTIFICATION FOR INFORMATION DISCLOSURE STATEMENT
(37 CFR 1.97(e))

NOTE: A certification must state either: “(1) that each item of information contained in the information disclosure
. statement was cited in a communication from a foreign patent office in a counterpart foreign application
not more than three months prior to the filing of the statement, or (2) that no item of information contained
in the information disclosure statement was cited in a communication from a foreign patent office in
a counterpart foreign application or, to the knowledge of the person signing the certificate after making
reasonable inquiry, was known to any individual designated in § 1.56(c) more than three months prior
to the filing of the statement.” 37 CFR 1.97(e).

NOTE: “Section 1.97(e) makes it clear that a certification could contain either of two statements. One statement
is that each item of information in an information disclosure statement was cited in a search report from
N a patent office outside the U.S. not more than three months prior to the filing date of the statement.
Under this certification, it would not matter whether any individual with a duty actually knew about any
of the information cited before receiving the search report. In the altemative, the certification could state
that no item of information contained in the information disclosure statement was cited in a
communication from a foreign patent office in a counterpart foreign application or, to the knowledge
of the person signing the certification after making reasonable inquiry, was known to any individual having
a duty to disciose more than three months prior to the filing of the statement.” Notice of January 8,
1992, 1135 O.G. 13-25, at 13. (emphasis added). Thus: “If an item of information is submitted within
three months of being cited in a communication from a foreign patent office in a counterpart foreign
application, the certification can be properly made regardless of any individual’s previous knowledge

of the information.” Id., 1135 O.G. at 19.

NOTE: “The certification can be based on present, good faith knowledge about when information became known
without a search of files being made.” Thus, for example, the certification of § 1.97(e} does not preclude
the use of the certification in an application by corporations whose practitioners have over the years
reviewed thousands of patents and technical publications, even though they are unaware of the relevance
of any one thereof to the application. Notice of January 9, 1992, 1135 O.G. 13-15, at 19.

CERTIFICATE OF MAILING/TRANSMISSION (37 CFR 1.8a)

. | hereby certify that this correspondence is, on the date shown below, being:

MAILING FACSIMILE
' & deposited with the United States Postal O transmitted by facsimile to the
Service with sufficient postage as first class Patent and Trademark Office.

mail in an envelope addressed to the

Assistant Commissioner for Patents, -
Washington, D. §0231. /l\ 2\& W
Date: | q NALLA, .

Signature * 0

{ Tracey L. Milka
(type or print name of person certifying)

| (Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-8}—page 1 of 4)
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®
NOTE: A copy of the foreign search report need not be submitted with the certification. Notice of April 20,
1992 (1138 O.G. 37-41, 40).

NOTE: *“The phrase ‘after making reasonable inquiry’ makes it clear that the individual making the certification
has a duty to make reasonable inquiry regarding the facts that are being certified. The certification can
be made by a registered practitioner who represents a foreign client and who relies on statements made
by the foreign client as to the date the information first became known. A registered practitioner who
receives information from a client without being informed whether the information was known for more
than three months, however, cannot make the certification without making reasonable inquiry. For
example, if an inventor gave a publication to the attorey prosecuting an application with the intent
that it be cited to the Office, the attorney should inquire as to when that inventor became aware of
the publication and should not submit a certification under 37 CFR 1.97(e)(2) to the Office until a
satisfactory response is received. The certification can be based on present, good faith knowledge about
when information became known without a search of files being made.” Notice of Apnil 20, 1992 (1138
0.G. 37-41, 39).

NOTE: “Although it is recognized that an individual actually becomes aware of the information in the
communication from a foreign patent office sometime after it was mailed, the mailing date of such a
communication, if it occurs prior to a first awareness of the same information, would determine the date
for filing of an information disclosure statement without a fee” in a certification procedure under § 1.97(e).
Notice of January 9, 1992, 1135 O.G. 13-25, at 19 (emphasis added).

NOTE: “The certification under § 1.97(e) should be made by a person who has knowledge of the facts being
certified. The certification can be made by a practitioner who represents a foreign client and who relies
on statements made by the foreign client as to the date the information first became known. A practitioner
who receives information from a client without being informed whether the information was known for
more than three months, however, cannot make the certification without making reasonable inquiry.”
Notice of January 9, 1992, 1135 O.G. 13-25 at 19.

NOTE: *“The term counterpart foreign patent application means that a claim for priority has been made in either
the U.S. application or a foreign application based on the other, or that the disclosures of the U.S. and
foreign patent applications are substantively identical (e.g., an application filed in the European Patent
Office claiming the same U.K. priority as claimed in the U.S. application).” Notice of Apnil 20, 1992 (1138
0.G. 37-41, 39).

NOTE: “individuals other than the attorney, agent or inventor may comply with this section by disclosing
information to the attomey, agent or inventor.” 37 CFR 1.56(d) and
*Individuals associated with the filing or prosecution of a patent application within the meaning of this
section are:

(1) each inventor named in the application:

(2) each attomey or agent who prepares or prosecutes the application; and

(3) every other person who is substantively involved in the preparation or prosecution of the application

and who is associated with the inventor, with the assignee or with anyone to whom there is an obligation
" to assign the application.” 37 CFR 1.56(c).

IDENTIFICATION OF INFORMATION DISCLOSURE STATEMENT
FOR WHICH THIS CERTIFICATION IS BEING MADE
This certification is being made for the information Disclosure Statement

accompanying this certification.
O filed

date

Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-8)—page 2 of 4)
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CERTIFICATION

2. |, the person(s) signing below certify
(check appropniate item)

[ that each item of information contained in the information disclosure statement
was cited in a communication from a foreign patent office in a counterpart foreign
application not more than three months prior to the filing of the statement. 37
CFR 1.97(e)(1).

NOTE: The three month period starts from the mailing date of the foreign patent office communication. Notice
of January 9, 1992, 1135 O.G. 13-25 at 19. The mailing date is the “date on the communication by
the foreign patent office.” Notice of April 20, 1992 (1138 O.G. 37-41, 39).

OR

X that no item of information contained in the information disclosure statement
was cited in a communication from a foreign patent office in a counterpart foreign
application or to the knowledge of the person signing the certification after
making reasonable inquiry, was known to any individual designated in § 1.56(c)
more than thrée months prior to the filing of the statement. 37 CFR 1.97(e)(2).

NOTE: “The time at which information ‘was known to any individual designated in 37 CFR 1.56(c)’ is the time
when the information was discovered in association with the application even if awareness of the
materality camne later.” Notice of April 20, 1992 (1138 O.G. 37-41, 40).

IDENTIFICATION OF PERSON(S) MAKING THIS CERTIFICATION
3. The person making this certification is
(check each applicable item)

(@ O the inventor(s) who signs below

SIGNATURE OF INVENTOR

" (type name of inventor who is signing)

(b) O a person who is substantively involved in the preparation or prosecution of the
application, and who is associated with the inventor, with the assignee, or with
anyone to whom there is an obligation to assign the application (37 CFR 1.56(c))
and who signs below.

SIGNATURE OF PERSON

type name of person who is signing)

Address of person who is signing

Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-8}—page 3 of 4)

Page 00383



o ¢

(c) & the attorney who signs below on the basis of the information:
(check each applicable item)

J supplied by the inventor(s).
O supplied by an individual designated in § 1.56(c}).
X in the attorney’s file.

NOTE: “Certification need not be in the form of an oath or a declaration under 37 CFR 1.68. Certification by
a registered practitioner or any other individual that the statement was filed within the three-month period
of either first citation by a foreign patent office or first discovery of the information will be accepted
as dispositive of compliance with this provision in the absence of evidence to the contrary.” . . . “A
statement on information and belief would not be sufficient.” Notice of Apnil 20, 1992 (1138 O.G. 3741,

39-40).
(Dl ST
SIGNATURE OF ATTORNEY i
Reg. No.: 30,587 Ansel M. Schwartz
(type or print name of attomey)
Tel. No. (412) 621-9222 One Sterling Plaza
‘ P.O. Address

201 N. Craig Street, Suite 304

Pittsburgh, PA'" 15213

Certification for Information Disclosure Statement (37 CFR 1.97(e)) [6-8}—page 4 of 4)

H
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v Practitioner’s Docket No. __MATR-1 CONT T1T PATENT DEC 2 2 1998

IN THE UNITED STATES PATENT AND TRADEMARKS OFFICE  Group 2700

In re application of: Arthur R. Hair

Serial No.: 0 8/ 471,964 Group No. 2785

Filed: June 6, 1995 Examiner: H. Nguyen

For: A SYSTEM FOR TRANSMITTING DESIRED DIGITAL VIDEO .OR AUDIO SIGNALS

Assistant Commissioner for Patents e @‘@
Washington, D.C. 20231 ok = L e \&‘"
ATTENTION: GROUP DIRECTOR R -~ e\
° 3 \\5“\ (5‘5
TRANSMITTAL OF INFORMATION DISCLOSURE STATEME
MAILING DATE OF FINAL ACTION OR NOTICE OF ALL ANC%‘
BUT BEFORE PAYMENT OF ISSUE FEE (37 C.F.R. 1.97(d))

NOTE: An information disclosure statement shall be considered by the Office if filed after the mailing date of
either (1) a final action under § 1.113 or (2) a notice of allowance under § 1.311, whichever occurs
first, but before payment of the issue fee, provided the statement is accompanied by: (i) a certification
as specified in paragraph (e) of section 1.97, (i) a petition requesting consideration of the information

R disclosure statement, and (jii) the petition fee set forth in § 1.17()).

NOTE: If the information disclosure statement that contains the items required by 37 C.F.R. 1.97(d) is filed

before, or simuitaneously with, the payment of the issue fee, then it will be considered. See Notice of
April 20, 1992 (1138 O.G. 37-41, 40) and 37 C.F.R. 1.97(d).

TIME OF TRANSMITTAL OF ACCOMPANYING
INFORMATION DISCLOSURE STATEMENT

1. The information disclosure statement transmitted herewith is being filed after a final
action under § 1.113, or a notice of allowance under § 1.311, whichever occurs first,
but before, or simultaneously with, the payment of the issue fee.

WARNING: “A petition for suspension of action to allow applicant time to submit an information disclosure

statement will be denied as failing to present good and sufficient reasons, since 37 C.F.R. 1. 97

provides adequate recourse for the timely submission of prior art for consideration by the exammer
Notice of July 6, 1992 (1141 O.G. 63).

CERTIFICATE OF MAILING/TRANSMISSION (37 C.F.R. 1.8a)
I hereby certify that this correspondence is, on the date shown below, being:

MAILING FACSIMILE

Kl deposited with the United States Postal {3 transmitted by facsimile to the
Service with sufficient postage as first class Patent and Trademark Office.

mail in an envelope addressed to the
Assistant Commissioner for Patents,

Washington, D.C. 20231. f/'\

Signature 0
Date: la’ ’ 73 Tracey L. Milka

(type or print name of person certifying)

-

7o
§
13p.00 0

05 0)47196)

(Transmittal of Information Disclosure Statement after Mailing Date of Final Action or Notice of Allow;énce But
before Payment of Issue Fee [6-5§]—page 1 of 2)

122

12/21/1998 SSANDARA 0

01 FC
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CERTIFICATION, PETITION AND FEE

2. In accordance with the requirements of 37 C.F.R. 1.97(d):

A. Accompanying this transmittal is a certification, as specified in 37 C.F.R.
1.97(e).

B. Applicant hereby petitions for the consideration of the accompanying
information disclosure statement. 37 C.F.R. 1.97(d)(ii).

C. Applicant submits the petition fee set forth in § 1.17(j) ($130.00).

NOTE: *“The petition should be directed to the Group Director of the examining group handling the application.
The petition need do nothing more than request consideration of the information being submitted.”
Notice of April 20, 1992 (1138 O.G. 37-41, 40).

FEE DUE
3. Petition fee due (§ 1.17()): $130.00

METHOD OF PAYMENT OF FEE

X Attached is a check for $130.00.
0 Charge Account . $130.00.
A duplicate of this petition is attached.
If any additional petition fees are due, please charge Account 19-0737 |

(P S

- — '
SIGNATURE OF PRACTITIONER

Reg. No. 30,587
Ansel M. Schwartz

(type or print name of practitioner)
One Sterling Plaza
Tel. No- (412) 621-9222 201 N. Craig Street, Suite 304

P.O. Address
Pittsburgh, PA 15213

Customer No.:

(Transmittal of Information Disclosure Statement after Mailing Date of Final Action or Notice of Allowance But
before Payment of Issue Fee [6-5]—page 2 of 2)
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PART B—ISSUE FEE T.'HANSMITI:A_L

. N . / / A .
Jlete anc mail this form, togethers  applicable fees, to:  Box ISS/E FEE O-) [(01 - &7 ( 1 5 7 S Yk

Asslg! ™t Commissioner. . atents ; 5 ‘o
LT Washi._con, D.C. 20231 Sl - O C-/_." £
| /]

MAILING INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE. Blocks 1 . " i
through 4 should be completed where appropriate. All further correspondence including the Issue Fee :‘\gt.:n;'sh z,;‘g:'ﬁ::&: g'eren -?-',:?‘% b?' 4
Receipt, the Patent, advance orders and notification of maintenance fees will be mailed to the current | 1o, any other accompanying
comespondence address as indicated unless corrected below or directed otherwise in Block 1, by (a) assignment or formal drawing,
.. specifying a new correspondence address; and/or (b) indicating a separate “FEE ADDRESS" for -
) maintenagnca fee notifications. Certificate of Mailing
CURRENT CORRESPONDENCE ADDRESS (Note: Legibly mark-up with any comrections or use Block 1) I hereby certify that this Issue Fee Transmittal is being deposited with
the United States Postal Service with sufficient postage for first class
mailin an envelope addressed to the Box Issue Fee address above on

RECEI Vi the date indicated below.

be used for domestic
. This certificate cannot be used
. Each additional paper, suchas an
e its own certificate of mailing.

‘. Publish,ng Disb
)
\5 ‘. | ) ECI V4 " Tracey L. Milka (Depositor's name)

) . — Uraceee K PWidhe) g
} o ‘ T 19'}/"{"7/‘{7 (Date)

APPLICATION NO. J FILING DATE TOTAL CLAIMS EXAMINER AND GROUP ART-UNIT I DATE MAILED
M AN, QLY
| First Named
Applicant
TITLE OF
INVENTION
i
ATTY'S DOCKET NO. CLASS-SUBCLASS I BATCH NO. APPLN. TYPE SMALL ENTITY L FEE DUE DATE DUE

1

1. Change of correspondence address or indication of  Fee Address” (37 CFR 1.363). 2. For printing on the patent front page, list a

Use of PTO form(s) and Customer Number are recommended, but not required. (1) the names of up to 3 registered patent ¢ Ansel M. Schwartz
attorneys or agents OR, alternatively, (2)
(3 Change of correspondence address (or Change of Correspondence Address fom | the name of a single firm (having as a
PTO/SB/122) attached. member a registered attorney or agent) o
! and the names of up to 2 registered patent
: [ “Fee Address" indication (or “Fee Address" Indication form PTO/SB/47) attached. attorneys or agents. If no name is listed, no

P

name wili be printed. 3
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 4a. The following fees are enclosed (make check payable to Commissioner
PLEASE NOTE: Unless an assignee Is identified below, no assignee data will appear on the patent. of Patents and Trademarks):
Inclusion of assignee data is only appropiate when an assignment has been previously submitted to il Fe
the PTO oris being submitted under separate cover. Completion of this form is NOT a subsititue for Ssue Fee 10
filing an assignment. & Advance Order - # of Copies
(A) NAME OF ASSIGNEE
Parsec Sight/Sound, Inc. 4b. The following fees or deficiency in these fees should be charged to:
(B) RESIDENCE: (CITY & STATE OR COUNTRY) DEPOSIT ACCOUNT NUMBER 19-0737
) Mt. Lebanon, Pennsylvania (ENCLOSE AN EXTRA COPY OF THIS FORM)
Please check the appropriate assignee category indicated below {will not be printed on the patent) (X Issue Fee
O individual (X comoration or other private group entity (] government (X Advance Order - # of Copies 10

. The COMMISSIONER OF PATENTS AND TRADEMARKS IS requested to apply the Issue Fee to the application identified above.

" T(Authop sm SM (DT;) Ws\ad

NOTE; The Issus Fee will not be accepted from anyone other than the applicant; a registered attomey
or agent; or the assignee or other party in interest as shown by the records of the Patent and
Trademark Office.

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary
depending on the needs of the individual case. Any comments on the amount of time required
‘to complete this form should be sent to the Chief Information Officer, Patent and Trademark
Office, Washington, D.C. 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS BEST AVAILABLE COPY
ADDRESS. SEND FEES AND THIS FORM TO: Box Issue Fee, Assistant Commissioner for
Patents, Washington D.C. 20231

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection
of information unless it displays a valid OMB control number.

TRANSMIT THIS FORM WITH FEE

PTNI ARR /QCV (N0 Anamund (nr iea theaoink AGMARA A1 En Anre AAna
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, / o.  PART B—ISSUE FEE =

 late and mall this form, together with apiltie foes; to:  Box ISSUEFEE - . s QU2 - @5
q‘\/ ' Washingzon, D.C. 20231 ' JZ)/»’ 30

MAILING INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE. Blocks 1
through 4 should be completed where appropriate. All further cormespondenca including the Issue Fee

millngsof ssud 58 Trankmitts This cartificate cannot be used

Receipt, the Patent, advance orders and nctification of maintenancae fees will be mailed to the current | e any otherac papers. Each additional paper, suchasan
wnespmﬂenceaddmssashdmdmﬂesswnededbe‘wordiwvommmabdd.by(a) assignment or fgrmal dra Imhavem“nmdm‘
specifying a new comrespondence address; and/or (b) indicating a separate “FEE ADDRESS? for

maintenance fee notifications. Cattificate of Mailing

CURRENT CORRESPONDENCE ADDRESS (Note: Lagibly mark-up with any commections or use Block 1) . . Ihetebycemfymmis g8 Fee Transmittal is being deposited with
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Patent and Trademark Office

" Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washinaton. DC 20231

LLAPPLICATION NO. | FILING DATE | .- FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |
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[—- _ _ ' M2l /02002 —I I EXAMINER \ ]
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201 NORTH CRAIG STREET. SUITE 3104 L =750 . l

FITTSBURGH FA 15213
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Piease find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner of Patents and Trademarks

PTO-80C (REV. 2/96) 1-File Copy
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examiner for consideration on the merits.

Xl The amendment filed on Dec 17, 1998

(] entered.

disapproved. See explanation below.

0o X

entered in part. See explanation below.

Application No. Applicant(s)
Response to Rule 312 08/471,964 HAIR
Communication Examiner Group Art Unit
HOA NGUYEN 2784
>,
] The petition filed on under 37 CFR 1.312(b) is granted. The paper has been forwarded to the

under 37 CFR 1.312 hgs been considered, and has been:

entered as directed to matters of form not affecting the scope of the invention {(Order 3311).

OA NGUYEN
PRIMARY EXAMINER

il

ART UNIT 2784

U. S. Patent and Trademark Office

PTO-271 (Rev. 5-95) Response to Rule 312 Communication

Part of Paper No. _ 23
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Application No. App‘-.ui.nt(s)

’ v
S {{] 08/471,964 Hair
NOtlce Of Allowabl Ity Examiner Group Art Unit
HOA NGUYEN 2784

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed}, a Notice of Allowance and Issue Fee Due or other appropriate communication will be
mailed in due course.

X This communication is responsive to the submission of prior art on 12/17/98

[ The allowed claim(s) is/are

[0 The drawings filed on are acceptable.

[0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d).
] Al [J Some* [0 None of the CERTIFIED copies of the priority documents have been
O received.
O received in Application No. (Series Code/Serial Number)

[ received in this national stage application from the International Bureau (PCT Rule 17.2(a)).

*Certified copies not received:

[J Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e).

A SHORTENED STATUTORY PERIOD FOR RESPONSE to comply with the requirements noted below is set to EXPIRE
THREE MONTHS FROM THE "DATE MAILED" of this Office action. Failure to timely comply will result in
ABANDONMENT of this application. Extensions of time may be obtained under the provisions of 37 CFR 1.136(a).

[] Note the attached EXAMINER'S AMENDMENT or NOTICE OF INFORMAL APPLICATION, PTO-152, which discloses
that the oath or declaration is deficient. A SUBSTITUTE OATH OR DECLARATION IS REQUIRED.

[J Applicant MUST submit NEW FORMAL DRAWINGS
[0 because the originally filed drawings were declared by applicant to be informal.

[ including changes required by the Notice of Draftsperson’s Patent Drawing Review, PT0O-948, attached hereto or
to Paper No.

[ including changes required by the proposed drawing correction filed on , which has been
approved by the examiner.

[ including changes required by the attached Examiner's Amendment/Comment.

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the reverse side of the
drawings. The drawings should be filed as a separate paper with a transmittal lettter addressed to the Official
Draftsperson.

] Note the attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Any response to‘this letter should include, in the upper right hand corner, the APPLICATION NUMBER (SERIES
CODE/SERIAL NUMBER). If applicant has received a Notice of Allowance and Issue Fee Due, the ISSUE BATCH NUMBER
and DATE of the NOTICE OF ALLOWANCE should also be included.
Attachment(s)

[0 Notice of References Cited, PTO-892

Xl Information Disclosure Statement(s), PTO-1449, Paper No(s). 24

[ Notice of Draftsperson’s Patent Drawing Review, PTO-948

] Notice of Informal Patent Application, PTO-152

] Interview Summary, PTO-413 S

[] Examiner's Amendment/Comment

(J Examiner's Comment Regarding Requirement for Deposit of Biological Material , HOA NGUYEN

[] Examiner's Statement of Reasons for Allowance PRIMARY EXAMINER

ART UNIT 2784

U. S. Patent and Trademark Office

PTO-37 (Rev. 9-95) Notice of Allowability Part of Paper No. _ 25

Page 00392



dUL. -0 99 (THU) 15:29 ANSEL SCHWARTZ TEL: 4126218640 P.002 ™.
) 0, W 1 ¢ L ‘

o5
o8 /471,964 @‘ﬁﬁ

k o FOFM PTC-14a8 S QEPATMINT OF CRSMERCE ATTY. QOCXET M0 | ] =
b Amr= PATENT 4D TRMCEMARK OFEZ  |HATR-1 CONT IIIL
gobfj‘ scj 1 MR OECLORIE e
Dg CMMe . ﬂ.m—-ll' m'-_”' Hair ‘;-7?4
uzrglqu“"t Ju:?g‘,mw% T aTes-
us. PATENT DOCUMENTS

40T | F POt

B E L m | = [ el

FOREIGN PATENT DOCUWENTS
o Ty
O LMER E COLNTRY s | S ———
OTHER OOCUMENTS (Inciuding Author, Title, Oste, Pertinant Pages, Ec.) .
m ‘reledelivery Business Quantified: Would You Believe $20 Billion?"
VideoPrint, VA, nl2, pl-4; June 22, 1983; TSSN: 027)-0951 (abstract .
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UNITED-STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 2231 3-1450

www.uspto.gov

Patent No. 5 ?é é L/ C/ 0 Paper No. gé__

NOTICE OF EX PARTE REEXAMINATION

Notice is hereby given that a request for ex parte reexamination of U.S. Patent No.

5764‘/‘15 was filed on //3 I/O\{ pursuant to 35 U.S.C. 302 and

37 CFR 1.510(a).
The reexamination proceeding has been assigned Control No. 90/ 0 07! (/0 7 .

This Notice incorporates by reference into the patent file, all papers entered into the reexamination

file.

Note: This Notice should be entered into the patent file and given a paper number.

Revised July 2004
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Case 2:04-cv-01549-DWA  Document 101 Filed 01/04/12 Page 1 of 8

IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF PENNSYLVANIA

)
SIGHTSOUND TECHNOLOGIES, LLC and )
SIGHTSOUND TECHNOLOGIES, INC., )
)
Plaintiff, ) CIVIL ACTION NO. 04-1549
)
V. } JUDGE DONETTA W. AMBROSE
)
ROXIO, INC., and NAPSTER, LLC, ) JURY TRIAL BEMANDED
) s
Defendants. ) Pt U5 4l 573
g 675,734
596,990

FIRST AMENDED COMPLAINT

Plaintiffs SightSound Technologies, LLC and SightSound Technologies, Inc.,
(collectively, “SightSound™), by their attorneys, Meyer, Unkovic & Scott LLP, brings this civil
action for patent infringement against Defendants Roxio, Inc. and Napster, L.1.C, and their
successors in interest, and in support thereof alleges as follows:

Partics

1. SightSound Technologies, Inc., through its successor by merger, SightSound
Technologies Holdings, LLC, is a corporation that is organized and existing under the laws of
the State of Delaware, with its principal place of business at 311 South Craig Street, Pittshurgh,
Pennsylvania, 15213.

2. SightSound Technologies LLC is a corporation that is organized and existing
under the laWs of the State of Delaware , with its principal place of business at 311 South Craig

Street, Pittsburgh, Pennsylvania, 15213.
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3. Defendant, Roxio, Inc. (“Roxio™), has at the relevant times been a corporation
organized and existing under the laws of the State of Delaware with a principat place of business
located at 455 El Camino Real, Santa Clara, CA, 95050.

4, Defendant, Napster, LLC has at the relevant times been a limited liability
company organized and existing under the laws of the State of Delaware, with its principal place
of business at 9044 Melrose Ave., Los Angeles, California 90069,

5. On information and belief, Roxio acquired certain assets from Napster, Inc.,
Napster Music Company, Inc., Napster Mobile Company, Inc. and Pressplay, Inc., including the
business of selling digital music electronically.

6. On information and belief, Roxio and Napster, LLC (collectively referred to
herein as “Napster”), and their successors in interest, working individually and/or together in
conjunction, are involved in the electronic sale, and transmission of digital music throughout the

United States, including in the Commonwealth of Pennsylvania.

Jurisdiction
7. This Court has jurisdiction over the subject matter of this action under 28 U.S.C.
§ 1331 and 1338(a).
Venue

8. Venue is proper in this Court under the provisions of 28 U.S.C. § 1391{c) and 28
U.S.C. § 1400(b).
General Facts
9. Arthur R. Hair (“Hair”) is the inventor to whom the United States Patent Office
issued United States Patent No. 5,191,573 on March 2, 1993 (hereinafier the ““573 Patent”™). A

true and correct copy of the *573 Patent is attached hereto as Exhibit “A”,
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10.  SightSound is the assignee of the rights, title and interest in the ‘573 Patent issued
to Hair.

11.  Hair is the inventor to whom the United States Patent Office issued United States
Patent No. 5,675,734 on October 7, 1997 (hereinafter the “*734 Patent™). A true and correct
copy of the ‘734 Patent is attached hereto as Exhibit “B”.

12, SightSound is the assignee of the rights, title and interest in the “734 Patent issued
to Hair.

13.  The “734 Patent is a continuation of the application that led to the 573 Patent.

14.  Hair is the inventor to whom the United States Patent Office issued United States
Patent No. 5,966,440 on October 12, 1999 (hereinafter the ““440 Patent”). A true and correct
copy of the ‘440 Patent is attached hereto as Exhibit “C.”

15, SightSound is the assignee of the rights, title and interest in the ‘440 Patent issued
to Hair.

16.  The ‘440 Patent is a continuation of the application that led to the ‘573 Patent.

17.  OnJanuvary 1, 1998, a SightSound predecessor in interest, SightSound.com, Inc.
filed a patent infringement action against N2K, Inc. (“N2K”), for infringement of the *573
Patent, and the 734 Patent in the United States District Court for the Western District of
Pennsylvania, Civil Action No. 98-0118. In March, 2000 CDnow, Inc., and CDnow Online Inc.
(collectively “CDnow”) were joined as defendants in that lawsuit and a claim of infringement of
the “440 Patent was added against all defendants. |

18.  Inthe lawsuit against CDnow and N2K, this Court held a Markman hearing and
issued an order on construction of relevant terms of the claims of the patents in suit.

Subsequently, a motion for summary judgment filed by N2K and CDnow alleging invalidity of
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the ‘573 Patent, the ‘734 Patent, and the ‘440 Patent, was denied. Plaintiff’s motion for
summary judgment was granted, dismissing allegations by N2K and CDnow that the plaintiff
had committed inequitable conduct.

19.  Pursuant to a settlement agreement among the parties, CDnow and N2K agreed to
a Final Judgment and Order on Consent, entered by this Court on February 20, 2004, that the
*573 Patent, the “734 Patent, and the ‘440 Patent are valid and enforceable.

COUNT 1
Patent Infringement

20.  Paragraphs 1-19, inclusive, above, are hereby incorporated herein by reference.

21.  Napster and/or its successors in interest has been making and continues to make
and/or has sold and continues to sell and/or continues to induce others to sell and/or use and/or
contribute to the making, using or selling of one or more digital audio signals for or with systems
and/or processes within the scope of the claims of the ‘373 Patent in this judicial district and
elsewhere in the United States.

22, Napster and/or its successors in interest had notice of the ‘573 Patent, pursuant to
35 U.S.C. § 287, prior to the commencement of this civil action.

23. The unauthorized making, use, or sale of such digital audio signals by Napster
and/or 1ts successors in interest infringes the ‘573 Patent.

24, Napster and/or ifs successors in interest is a direct and/or contributory infringer of
the *573 Patent, and/or has induced infringement of the ‘573 Patent by others in violation of 35
U.S.C. § 271.

25. Unless enjoined by this Court, Napster and/or its successors in interest will

continue to infringe the ‘573 Patent in the future.
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26. On information and belief, Napster and/or its successors in interest has infringed
and is infringing the ‘573 Patent, with full knowledge of the ‘573 Patent, and the infringement
has been willful and deliberate and continues to be willful and deliberate. This case is
exceptional under 35 U.S.C. § 285.

COUNTTI

27.  Paragraphs 1-26, inclusive, above, are hereby incorporated herein by reference.

28.  Napster and/or its successors in interest has been making and continues to make
and/or has sold and continues to sell and/or continues to induce others to sell and/or use and/or
contribute to the making, using or selling of one or more digital audio signals for or with
processes within the scope of the claims of the ‘734 Patent in this judicial district and elsewhere
in the United States.

29.  Napster and/or its successors in interest received notice of the 734 Patent
pursuant to 35 U.S.C. § 287, prior to the commencement of this civil action.

30.  The unauthorized making, use, or sale of such a digital audio signal by Napster
and/or ifs successors in interest infringes the ‘734 Patent.

31.  Napster and/or its successors in interest js a direct and/or contributory infringer of
the ‘734 Patent and/or has induced infringement of the ‘734 Patent by others in violation of 35
U.S.C. §271.

32.  Unless enjoined by this Court, Napster and/or its successors in interest will
continue to infringe the ‘734 Patent in the future.

33, Oninformation and belief, Napster and/or its successors in interest has infringed

and is infringing the ‘734 Patent with full knowledge of the ‘734 Patent, and the infringement
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has been willful and deliberate and continues to be willful and deliberate. This case is
exceptional under 35 U.S.C. § 285.
COUNT 1

34.  Paragraphs 1-33, inclusive, above, are hereby incorporated herein by reference.

35.  Napster and/or its successors in interest has been making and continues to make
and/or has sold and continues to sell and/or continues to induce others to sell and/or use and/or .
contribute to the making, using or selling of one or more digital audio signals for or with
processes within the scope of the claims of the ‘440 Patent in this judicial district and elsewhere
in the United States.

36.  Napster and/or its successors in interest received notice of the ‘440 Patent
pursuant to 35 U.S.C. § 287, prior to the commencement of this civil action.

37.  The unauthorized making, use, or sale of such a digital audio signal by Napster or
its successors in interest infringes the *440 Patent.

38.  Napster and/or its successors in interest is a direct and/or contributory infringer of
the ‘440 Patent and/or has induced infringement of the *440 Patent by others in violation of 35
U.S.C. §271.

39. Unless enjoined by this Court, Napster and/ or its successors in interest will
continue to infringe the ‘440 Patent in the future.

40.  On information and belief, Napster and/or its successors in interest has infringed
and is infringing the ‘440 Patent, with full knowledge of the ‘440 Patent, and the infringement
has been willful and deliberate and continues to be willful and deliberate. This case is

exceptional under 35 U.S.C. § 285.
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PRAYER FOR RELIEF

WHEREFORE, Plaintiff SightSound Technologies, LLC demands judgment in its favor
and against Napster and/or its successors in interest, as follows:

A. That this Court adjudge and decree that United States Patent No. 5, 191,573,
United States patent No. 5, 675,734, and United States Patent No. 5,966,440 are valid and
enforceable against Napster and/or its successors in interest;

B. That this Court adjudge and decree that Napster and/or its successors in interest
has infringed the *573 Patent, the ‘734 Patent, and the ‘440 Patent;

C. That this Court preliminarily and permanently enjoin Napster, its officers,
directors, agents, employees, servants, attorneys, successors, assigns and all others controlling,
controlled by, affiliated with or in privity with Napster, from committing further acts of
infringement of the ‘573 Patent, the ‘734 Patent, and the ‘440 Patent, pursuant to 35 U.S.C. §
283;

D. That this Court direct Napster and/or its successors in interest to file with this
Ceourt and serve on counsel for SightSound, within thirty (30} days of the entry of said
injunction, a report in writing under oath setting forth in detail the manner and form in which
Napster and/or its successors in interest has complied with the injunction;

E. That this Court award damages sufficient to compensate SightSound for the
infringement of the 573 Patent, the *734 Patent, and the ‘440 Patent by Napster and/or its
successors In interest, pursuant to 35 U.S.C. § 284, together with costs and prejudgment interest

for the amount of damages determined;
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F. That this Court inerease such damages up to three (3) times the amount found or
assessed in view of the willful and deliberate character of such infringement of said patents by
Napster and or its successors in interest, pursuant to 35 U.S.C, § 284;

G. That this Court find this case “exceptional” and award SightSound its reasonable
attorneys’ fees, pursuant to 35 U.S.C. § 285; and

H. That this Court award SightScund such other and further relief as the Court may
deem just and proper.

PLAINTIFF DEMANDS A JURY TRIAL

Dated: January 4, 2012

/s/ Russell J. Ober

Russell J. Ober

E-Mail: rjo@muslaw.com

MEYER, UNKOVIC & SCOTT LLP
Suite 1300, Oliver Building

535 Smithfield Street

Pittsburgh, PA 15222-2315
Telephone: (412) 456-2806
Facsimile: (412) 456-3255

Attorneys for SightSound Technologies, Inc. and
SightSound Technologies, LLC
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