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l. Response To Observations Regarding CompuSonics

Observations #1 and #2. PO first complains that Dr. John Kelly’s
CompuSonics opinions were not based on enough material, and then complains that
his CompuSonics opinions were based on too much material.

In Observation #1, PO implies that Mr. Stautner’s declaration should have
impacted Dr. Kelly’s opinions. But, as PO’s own description of the Stautner
Declaration (EX2121) makes clear, the Stautner Declaration is relevant on/y to “public
use” of the CompuSonics system, #of the public disclosures of the CompuSonics
system relied upon by Dr. Kelly. PO itself summarizes the Stautner Declaration as
testimony “describing the shortcomings of that company’s products and business
plan” and “about what CompuSonics actually planned or did” (see Paper 76 at 13-14).
But as explained in Petitioner’s Reply at 5-6 (Paper 52 at 5-6), the CompuSonics
disclosures were ““known ... by others,”” under § 102(a). PO’s notion that Dr. Kelly
“did not have the complete record before him” misses the point, since Dr. Kelly’s
CompuSonics opinions relied on specific public disclosures that took place prior to
the critical date and were not limited to a theory that CompuSonics itself practiced the
challenged claims. PO’s continued attempts to shift focus—away from the
invalidating public disclosures relied upon by Dr. Kelly—does not and cannot

undercut the reliability of Dr. Kelly’s opinions. Unsurprisingly, Dr. Kelly confirmed
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that the Stautner Declaration did not change any of his opinions—testimony that
SightSound conspicuously ignores. EX2175 144:18-145:5.

Then, immediately after stating that Dr. Kelly “did not have the complete
record before him,” in Observation #2 PO pivots to an argument that Dr. Kelly
considered #o0 7uch, complaining that his anticipation and obviousness opinions “have
always consisted of all such materials and never a subset of the whole.” Pet. Observs.
at 1. PO does not articulate why Dr. Kelly’s reliance on all the materials he cited, as
opposed to a subset of those materials, is problematic, apart from asserting without
explanation or support that he “applied an erroneous standard.” But as provided, for
example, in the declarations of Dr. Kelly and Mr. Schwartz, the exhibits relied upon
by Dr. Kelly publicly disclose features of the CompuSonics system and how it could
be used. See, e.g., EX4132 9 49-56; EX4133 4| 5. These public disclosures were
propetly the subject of Dr. Kelly’s opinions that the challenged claims were
anticipated and rendered obvious.

Il.  Response To Observations Regarding The Second Memory

Observation #3. PO complains that Dr. Kelly did not apply a construction
limiting “second memory” to “non-removable media.” Instead, Dr. Kelly applied a
“plain and ordinary meaning” construction for “second memory,” consistent with the
Board’s subsequent conclusion that “[a]ll other terms” in the challenged claims “are
given their ordinary and customary meaning.” See, e.g., EX4132 9 14 (“For all

remaining claim terms, I have assumed their plain and ordinary meaning.”); Paper 14
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at 9 (“All other terms in claims 1, 64, and 95 are given their ordinary and customary
meaning and need not be further construed at this time.”). Dr. Kelly’s testimony that
portions of the specification are broader than the claims does not mean that he
misinterpreted the claims. PO’s argument that Dr. Kelly “did not properly consider
the specification” assumes that PO’s argument that the claims’ broad language should
be ignored is correct, but the Board has already concluded otherwise, as noted above.
Further, as explained in Petitioner’s Reply, PO’s disclaimer argument is in conflict
with Federal Circuit caselaw and PO’s own prior statements and positions. See Paper
51 at 2-3.

Observation #4. PO cites Dr. Kelly’s testimony that the patent specifications’
reference to “Materials, Size, and Retrieval” pertains to inefficiencies of “hardware
units,” but PO neglects to provide the prior testimony, where Dr. Kelly made clear
that “the hardware units” he was referencing were “the hardware units of music:
records, tapes, and compact discs™:

Q. Isit correct that the ’573 patent references two issues, the
transferability of music and inefficiencies associated with hardware units?
Is that correct?

THE WITNESS: No. That’s not the way I read this. This says it
restricts the transferability of music and that results in -- the three basic
mediums, the hardware units of music: records, tapes, and compact
discs, greatly restricts the transferability of music, and the result of that is

a variety of inefficiencies.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




