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STATEMENT OF RELATED CASES

No other appeal from this International Trade Commission (“ITC”)

proceeding was previously before the Court or any other appellate court.

There are no cases that will directly affect or be directly affected

by the Court’s decision in the pending appeal. Apple Inc. (“Apple”) filed

a complaint with the ITC alleging (as relevant here) that Motorola

Mobility, Inc. (“Motorola”) is infringing Apple’s patents including (as

relevant here) US. Patent Nos. 7,633,607 and 7,812,828. A case

pending between Apple and Samsung Electronics Co. originally

involved the patents at issue here, but the claims involving both patents

were dismissed without prejudice. Apple Inc. 0. Samsung Elecs. Co.,

Case No. 11-CV-01846-LHR (N.D. Cal. filed Apr. 15, 2011). There are

several other district court actions in which Apple has alleged that

Motorola and other makers of electronic devices infringe different Apple

patents.

Xi
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Rarely has one product revolutionized an industry as Apple’s

INTRODUCTION

touchscreen has. Just five years after Apple released the iPhone, it is

hard to remember a time when we did not routinely touch the screens of

our cell phones, tablets, and other portable electronic devices with our

fingers. We did not tap to select “apps”; flick our index finger through

articles, books, photographs, and music; or pinch our fingers together or

apart to zoom in and out of pictures, maps, and text. We commanded

our devices with keypads, track balls, or styluses.

One reason it is hard to remember that world is that virtually

every major device manufacturer has mimicked Apple’s patented

touchscreen. This case is about one such copycat. Motorola tried to

develop a useful touchscreen of its own, but failed. When Apple routed

Motorola in the marketplace,—

—and copied Apple’s hardware and software.

After Motorola initiated a patent attack against Apple in the fall

of 2010, including in the ITC, Apple brought this action. Without a hint

of irony, Motorola defended on the ground that this revolutionary

technology—which the once-prolific innovator could not figure out for
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itself—was obvious and anticipated. The ITC agreed and invalidated

one of Apple’s core patents. It gutted another patent by construing a

critical claim limitation in a nonsensical way that neither party had

proposed.

Those rulings are wrong—and detrimental to future innovation.

Apple is “unique” among its competitors because “it designs and

develops nearly the entire solution for its products, including the

hardware, operating system, numerous software applications, and

related services.” A14,162. The development of both hardware and

software is eXpensive. Apple “must make significant investments in

research and development” and has protected its investments by

obtaining “a significant number of patents.” Id. Here, Apple’s

investments resulted in a patent on a “transparent” touch sensor that

can “detect multiple touches or near touches that occur at a same time

and at distinct locations.” A561, col. 21:34-41. Apple has invested in

innovation eXpecting that the patent system “promote [s] Progress,”

US Const. art. 1, § 8, cl. 8, by rewarding innovation. When an agency

invalidates or guts patents as path breaking as these, it discourages

further investment and restrains Progress.
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JURISDICTIONAL STATEMENT

Apple invoked the ITC’s authority under Section 337 of the Tariff

Act of 1930, as amended. A737. See 19 U.S.C §§ 1337(a)(1)(B)(1), (b)(1).

On March 28, 2012, the ITC issued its final determination finding no

violation of Section 337 . A529. Apple timely filed its petition for review

on April 12, 2012. See 19 U.S.C. § 1337(c); 28 U.S.C. § 1295(a)(6).

STATEMENT OF THE ISSUES

Apple’s skilled engineers created the first touchscreen that could

accurately and quickly sense and interpret multiple touches on a

transparent screen. That touchscreen spurred the spectacular success

of a revolutionary electronic device, the iPhone. The questions

presented are:

1. Did the ITC err in declaring the patented touchscreen obvious,

where (i) Apple alone recognized the problem with existing user

interfaces and thus Apple alone saw a reason to combine technologies to

create a new user interface; (ii) Apple’s engineers had to overcome

significant technical problems to make the touchscreen work; (iii) the

touchscreen was largely responsible for the praise, copying, and
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commercial success of the iPhone; and (iv) the Patent and Trademark

Office granted Apple a patent fully aware of the cited prior art?

2. Did the ITC err in finding that another prior art reference

anticipated Apple’s new touchscreen where the reference (i) teaches

only a touchscreen that senses “a single touch[]” by “either a finger or a

special stylus”; (ii) operates differently; and (iii) does not predate

Apple’s invention?

3. Did the ITC err in superimposing on the claim term

“mathematically fitting an ellipse” in another Apple patent the

anachronistic requirement that the software “actually” fit an ellipse

before ellipse parameters are calculated even though that was contrary

to both the parties’ proposed claim constructions and the patents

preferred embodiment?

STATEMENT OF THE CASE

On October 29, 2010, Apple filed a complaint with the ITC under

19 U.S.C. § 1337, alleging that Motorola’s products infringed three

Apple patents. Two—US. Patent Nos. 7,633,607 and 7,812,828—are at

issue in this appeal. (Apple does not seek review on the third patent,

which will expire in August 2013.) The ITC initiated an investigation.
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On January 13, 2012, Administrative Law Judge (“ALJ”)

Theodore Essex issued an initial determination finding that Motorola

did not violate Section 337. Apple petitioned the ITC for review.

Motorola filed a contingent petition. The ITC granted review in part on

March 16, 2012, and affirmed the finding of no violation on March 28,

2012.

STATEMENT OF FACTS

Apple Makes It A Priority To Invent A Transparent Full Image

Multi—Touch Sensor

Before the iPhone, no one was touching transparent screens on

handheld devices in the fashion we routinely do now. There were

transparent touchscreens that could detect a single touch in a specific

spot—like an ATM that beeps in confused protest when you accidentally

touch two places at once. A6657. There were also transparent screens

that could sometimes detect more than one touch—depending upon

exactly where on the screen they were—but not always and not reliably.

A551, col. 223-9, 16-22; A7164, 7382. In industry parlance, these were

not “full image” touchscreens. Engineers had figured out ways to

provide full image multi-touch capability only on opaque surfaces.
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Thus, for example, they could embed the requisite sensors in the now-

familiar laptop trackpad:

 
Opaque Tu Huh—Pad

{cannot Have 1CD Display Under In uch Pad]

A671 1. But no one had invented a transparent, full image touchscreen

that accurately detected and responded to multiple touches at once,

regardless of where the screen is touched, in a way that has now become

standard.

In the summer of 2003, Steve Jobs, then CEO of Apple, aspired to

devise a touchscreen unlike any other. Jobs had long focused on how

users interact with electronic devices. He had led Apple to develop the

Mac with its metaphorical desktop and user-friendly mouse. Then came

the iPod with a click wheel. He imagined an encore performance even

more revolutionary than what came before.—
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—A15,431; see

A30,258-59.

So, at Jobs’s direction, Apple set out to achieve what no one else

had ever done. Al5,43l; see A30,233-35. Running the touchscreen

effort was Steve Hotelling,—

—

A15,43l, A7379-80. Hotelling knew it was a head-scratcher—-

—

_1415.431.—

—

—Id. (emphasis added).

But the challenge energized him, because—

—

—Id. (emphasis

added); see A30,257-58.

The team was not lacking in experience or expertise. A named

inventor of more than 50 patents, A30, 144, Hotelling was a Stanford-

trained electrical engineer, A7379. By the time he joined Apple in 2002,

he had spent a decade inventing solutions for input devices. A7379,
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13,719, 30,216-17. Hotelling hired Josh Stricken, who had three

degrees (including a PhD.) from the Massachusetts Institute of

Technology. Al5,557. His master’s thesis project at MIT was a

multipoint touchscreen using a fiber optic touch pad. Id.

Apple’s Engineers Choose One Tentative Path Among Many

Possible Options

For all its intellectual firepower and experience, the team did not

hit upon a solution quickly or directly. It got there through inspired

guesswork, parallel research tracks, a few false starts, and healthy

doses of ingenuity.

As if to illustrate the numerous challenges for posterity, early in

the life of the project,—
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—Id. Capacitance is an object’s

ability to store electricity. Capacitance sensing is based on the simple

fact that when a finger approaches a charged object, it sucks electrons

from the object. A555, col. 9:23-26. The stolen electrons cause a tiny

reduction in the object’s capacitance. A555, col. 9:26-31; A30,230. The

typical way to measure this change was with a tiny voltmeter. A555,

col. 9:31-36; see A31,728-29.

Step two was to figure out what to make the sensor out of.

Hotelling chose indium tin oxide, or “ITO.” A7643, 15,431. ITO has the

advantage of being relatively transparent when painted in a thin layer

over a surface, A30,262-63, but it is not completely transparent, which

presented some problems. It also conducts electricity, but unfortunately

very poorly, which presented other problems.

Step three was how to deal with the transparency problems—

specifically, how to enable a display to shine through a layer of ITO

without illuminating a distracting pattern of sensors and circuits etched

across the face of the screen.—
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—A15,431. -

—Id.
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— A7644. By “pixel array,” Hotelling was referring to rows

and columns of individual sensors. Id.; 30,266-67. The ITO (or other

conductive medium) is painted onto the screen and etched into a

checkerboard pattern. Each tiny square is an individual sensor

separated from the others by tiny channels. A30,233; see A553, col.

5:29-34. It is therefore called “self-capacitance.” A533, col. 5:29-34. In

order for each box in the checkerboard to act as an individual sensor, it

was necessary to run a lead from each box to a capacitive sensing

circuit. The circuitry for each box had to be crammed in the channels

running between the checkerboard rows and columns._

11
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A7644.

Ingenious. But, as with any experimental technology, the solution

raised more problems. One problem,—

12
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A7643; see A542, fig. 7 (depicting an illustrative pattern). -

—A13,878. -

—A7643-

Apple’s Engineers Refine The Design

Not satisfied that the particular capacitance design that Hotelling

sketched was perfect, the Apple team examined all sorts of multi-touch

demonstrations on opaque surfaces in the hopes of learning something

about how best to apply the technology to transparent surfaces.

A13,877, 15,422-23, 16,145. Theyalso—

—1413,878-

One of the most fruitful contacts was with a company named

FingerWorks. A7402-03, 13,874. One of FingerWorks’ most intriguing

inventions was a way of detecting the size, shape, and relative position

of each touch. Earlier methods of processing touch data could not

distinguish between a finger tap and a pinch or finger and a palm.

A13,263. But FingerWorks figured out a way that could distinguish
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among many types of hand touches and gestures. A618-19, col. 6:66-

7:46; A7339-400, 30,041-45, 30,357-59. The solution was software that

mathematically converted each cluster of touched electrodes into

parameters defining an ellipse. A7399-402. By 2003, The New York

Times, Time, and Wired had all praised the software in FingerWorks’

multitouch keyboards. A7408-09, 7485-87.

FingerWorks’ devices were opaque. Unlike small trackpads on

laptops, FingerWorks had developed capacitive touch sensors on large

opaque multi-touch surfaces that replaced keyboards and mice. A7399-

400, 7402-03, 30,338-39. FingerWorks had never layered a capacitive

sensor over a transparent screen. A15,515-16, 30,251._

—A15,516. But they agreed to collaborate

with Apple to give it a try. Eventually, Apple acquired FingerWorks.

A7418. With it, Apple also acquired a groundbreaking patent—the ’828

patent—covering FingerWorks’ ellipse-fitting multi-touch process.

A7420, 7452; see A565 (assignee).

The Apple team also drew lessons from an approach that Sony

Computer Science Laboratories developed. Sony described its approach
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in an article entitled, SmartS/ein: An Infrastructure for Freehand

Manipulation on Interactive Surfaces. A13,597-604. SmartSkin

involves a “grid” of “copper wires” running vertically and horizontally.

A13,598. Each “crossing point” in the grid “acts as a (very weak)

capacitor.” Id. When a “conductive and grounded object”—e.g., a

finger—“approaches a crossing point,” it sucks electrons away from the

grid. Id. “As a result, the received signal” becomes “weak” and by

“measuring this effect, it is possible to detect proximity of a conductive

object.” Id. Because the change in capacitance is measured by

comparing a horizontal wire to a vertical one, A30,032, this design is

called “mutual capacitance,” as distinguished from “self capacitance.”

A555, col. 9:52-62.

Like conventional input devices, the SmartSkin sensor was

opaque; that was the only way to hide the copper wires. Sony’s

engineers were not focused on transparent touchscreens. Their agenda

was to “extend[] [the] computerized workspace beyond the computer

screen” by “turn[ing] real-world surfaces, such as tabletops or walls, into

interactive surfaces.” A13,597 (emphasis added). They would project

images onto those surfaces (and onto the user’s hand) as depicted below.
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Figure 14: A palm is used to trigger a curresnunding ac—

tiun {opening menu items}. The user than taps on [me of
these menu items.

A13,601.

In a section entitled “Conclusions and Directions for Future

Work,” the SmartSkin article provides a few sentences on four “research

directions” that the authors were “interested” in maybe some day

exploring. A13,603. For example, they dreamed of inventing “‘pet’

robots” that “would behave more naturally when interacting with

humans” and devices that could “infer the user’s emotions.” Id. The

final possible direction was the “ [u]se of transparent electrodes.” Id.

None of these suggestions for future work included any detail about

how to make the sensor. Nearly 10 years after SmartSkin was

published, Sony’s engineers never created a transparent sensor and, so

far as appears from the record, they never even tried. It remained in
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the dusty folder of ideas abandoned as impractical or pointless, along

with the empathetic robotic Fido.

A16,145 (emphasis added).—A30,271-

73.

As intriguing as the SmartSkin approach was, the Apple team did

not drop everything to pursue it.—

A14,335-—

—

—

—

-Id.

Translating the SmartSkin approach to a transparent screen

presented numerous quandaries. The main problems arose from the

huge difference in conductivity between the copper wires that

SmartSkin used and the transparent ITO in Apple’s adaptation.
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Copper “has a very high conductivity” (or low resistance). A31,782.

Even with the very conductive copper wire, the capacitance signal that

the SmartSkin grid generates is “very weak,” A13,598, and becomes

weaker still upon the touch of a finger. But the difference is detectable

with a sensitive voltmeter. In contrast to copper wires, ITO has a very

low conductivity (or high resistance). A31,783. The difference is at

least 100-fold. Id.; see A14,576. When the electrons are slogging

through ITO, they have even lower energy, so the capacitance signal

starts out 100 times weaker than it is in copper. A3 1,783. This makes

it even harder to detect the (even tinier) downward fluctuation a finger

touch causes, A14,576, 15,561, and extremely difficult to do so with a

voltmeter, A3 1, 783.

They figured out that they could discern whether a finger was draining

electrons by literally counting electrons (i.e., charge) at the measuring

point, rather than measuring their energy (i.e., voltage). A545, figs. 12-

13; A559, col. 17:12-61; A31,728-29, 31,773, 31,780-81, 31,784. While it
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was generally known “that you could count charge,” “prior to the ’607,

no one figured out that you could finally get to use ITO in these

mutual capacitance systems that implement multi-touch” by counting

charge. A31,731-32.

Apple’s engineers also solved several other “significan[t]

complexities” in mounting a transparent sensor in front of a display.

A15,565-66. Most significant of these was that “the patterned ITO can

become quite visible,” i.e., no longer transparent, “thereby producing a

touch screen with undesirable optical properties.” A557-58, col. 14:65-

1523; see A7643, 13,875, 15,565-66. The ’607 patent details several

solutions, including an elaboration on Hotelling’s ITO caulking idea.

A556-59, col. 12224-1326, 14:60-17:11.

Apple Files For A Patent On Its New Touchscreen

In May 2004, the Apple engineers filed the patent application that

ultimately became the ’607 patent. The application summarized

eXisting touchscreen technologies and eXplained their inability to detect

multiple touches accurately. A7164, 7382, 8845-46, 6663-66, 30,028-29;

see A551, col. 1:34-2:22.
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The application illustrates a mutual capacitance sensor. A8892,

figs. 9-10; A8894, figs. 12-13; see also A557-59, col. 1327-16249, 17:12-

61.1 The mutual capacitance embodiment uses a screen built with

multiple (almost) transparent layers. A543, fig. 10; A553, col. 5:47-49;

A557 , col. 13:62-64. On one layer is a set of parallel “driving” lines and

on another is a set of parallel “sensing” lines, placed orthogonally to the

driving lines. A543, fig. 9; A553, col. 5:49-50; A557, col. 13:62-66. Each

intersection forms a capacitive coupling node that can sense a finger

touch. A543, fig. 9; A553, col. 5:50-60; A557, col. 13:16-20.

The touch panel’s circuitry sends current through each row (the

driving lines) in rapid succession While continuously checking all

columns (the sensing lines) for changes in capacitance using the charge-

counting method described above. A553, col. 5:62-65. After all rows are

driven and all nodes are scanned, the sequence starts over. A557, col.

13:45-48. Using this method, the touch panel scans quickly enough to

report touch information for each node “at about the same time (as

1 The ’607 patent application also illustrates a self capacitance

device like the one Hotelling sketched in September. A8890-91; see also

A7644. But Apple eventually cancelled these self capacitance claims.

A10,412- 15.
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viewed by a user) so as to provide multipoint sensing.” A559, col. 17 :33-

35.

After sensing any change in capacitance, the touch panel circuitry

interprets the changes to accurately detect multiple touches. Figure 3

shows multiple objects in contact with the touch panel (contact patches

44), with each touch spanning multiple sensing nodes (42):

(a,

lung: M

:;ij®L-em ..
n— W
it“

  

 
 

 
 
 
 

 
 

 
   
 
 
 
 
 

 
 
 
 
 

            
 

 
  

A539, fig. 3; A553, col. 6:7 -14. The touch panel circuitry recognizes

these changes in capacitance as four different touches at distinct

locations. A553, col. 6: 14-25. It then reports touch information to a

host device, such as a handheld device or tablet. A552-53, col. 4:28-30,

6:35-40.

Apple informed the Patent and Trademark Office (“PTO”) about

the SmartSkin article. A8937-44, 9268-75. The examiner reviewed the

21

PAGE 000033



Case: 12-1338CaQASE-EPERTICIBANJTSEWBQ’ DWI-hem 28 FileRhng/BZl/20Efled: 07/20/2012

article twice (in 2005 and again in 2006), A9938, 9961, but nevertheless

found the invention patentable, A9943-44; see also A10,140, 10, 427 -28.

In 2010, after siX years of study, the PTO issued the ’607 patent,

entitled “Multipoint Touchscreen.” A532. Claim 1 provides in relevant

part:

A touch panel comprising a transparent capacitive sensing

medium configured to detect multiple touches or near touches that

occur at a same time and at distinct locations in a plane of the

touch panel and to produce distinct signals representative of a

location of the touches on the plane of the touch panel for each of

the multiple touches .

A561, col. 21:35-41 (emphasis added). The emphasized words are

”

referred to as the “multi-touch limitations. Claim 10 has substantially

similar text. See A561, col. 22:23-35.

The New Touchscreen Spurs The iPhone’s Spectacular Success

While the lengthy patent prosecution was running its course,

Steve Jobs introduced Apple’s iPhone during his 2007 Macworld

Conference keynote presentation. A30,130. Front and center was the

transparent multi-touch user interface: “ [W]e have invented a new

technology called multi-touch, which is phenomenal. It works like

magic. You don’t need a stylus. It’s far more accurate than any touch

display that’s ever been shipped. It ignores unintended touches, it’s
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super-smart. You can do multi-finger gestures on it. And boy, have we

patented it.”2

Industry observers were blown away. One prominent critic lauded

“Apple’s Magic Touch Screen.” A7826-27 . The “sophisticated

multipoint touch screen,” he enthused, is “the most impressive feature

of the new iPhone.” A7826. Time named the iPhone “invention of the

year.” A7483-84. And it singled out the touchscreen for special

plaudits: “Because there’s no intermediary input device—like a mouse

or a keyboard—there’s a powerful illusion that you’re physically

handling data with your fingers.” A7490.

Consumers agreed. iPhones flew off the shelves. When Apple

released the iPhone in June 2007, “analysts were speculating that

customers would snap up about 3 million units by the end of 2007,

making it the fastest-selling smartphone of all time.” A8259. Within a

mere four years, iPhone sales reached into the billions of dollars. Over

the past three years, net sales rocketed from $6.7 billion in 2008 to $47

2 Steve Jobs, CEO, Apple Inc, Address at the Macworld Conference

and EXpo (Jan. 9, 2007), available at http://www.iphonebuzz.com/

complete-transcript-of-steve-jobs-macworld-conference-and-eXpo-

january-9-2007-23447php.
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billion in 2011. A14, 184; Apple Inc. Annual Report (Form 10-K) 32

(Oct. 26, 2011).3 In 2011 alone, Apple sold an eye-popping 72 million

iPhones worldwide, almost twice the 40 million units sold the previous

year. 2011 Apple 10-K at 31-32; A14, 184. Those sales figures

translated into a 19% share of the worldwide smartphone market in

20 1 1.4

The revolutionary touchscreen contributed to the success of

Apple’s next market sensation—the iPad, which Apple released to

similar acclaim in 2010. A14, 155. Within five months, the iPad had

already netted nearly $5 billion. A14,185. Once again, the iPad “left

nearly every other big computer and consumer-electronics maker racing

to get into the tablet market that [Apple’s] iPad had suddenly created.”

A17,715.

3 Available at http://investor.apple.com/secfiling.cfm?filinng=

1193125- 1 1-282 1 13&ClK=320193 (“201 1 Apple 10-K”).

4 Lance Whitney, Apple Crowned Top Smartphone Vendor of 2011

By Gartner, CNET, Feb. 15, 2012, http://news.cnet.com/8301-13579_3-

57378209-37/apple-crowned-top-smartphone-vendor-of—20 1 1 -by-

gartner/.
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Motorola Copies Apple’s Touchscreen After Unsuccessfully

Trying To Develop Its Own

While Apple was developing its new touchscreen, Motorola had

also been working on a touchscreen. It bet on resistive, instead of

capacitive, technology. A30,140-41, 31,052-54. Resistive touchscreens

include an electrically conductive panel and an electrically resistive

panel that meet when the top panel is touched. A551, col. 1:38-43. In

2006, Motorola released a phone called “Ming” with a resistive

touchscreen. A30,141, 31,052-54. But,—

_and as Apple’s ’607 patent notes, these resistive touchscreens

could not detect multiple touches. A551, col. 1:63-23; see A30,141-42,

31,055-56.

For a time, the crudeness of Motorola’s touchscreen did not

matter. Motorola enjoyed a 22% market share in 2006, A8255, and

made what “was once the top-selling U.S. handset,” A8252. But

immediately after the iPhone came out Motorola’s market share

“plummeted” to “around 4.5% in 2009”—a fifth of where it stood three

years earlier. A8249, 8252. Industry analysts were already writing

Motorola’s obituary, fretting that Motorola was “stuck heavily in [a]

handset death spiral.” A8249.
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Motorola’s only hope was to produce a multi-touch screen that

could compete with Apple’s.—

—A7496 (emphasis added),—

—Id.—
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—A7554. —

—

The ITC Refuses To Bar Motorola’s Infringing Touchscreen

Products

Apple filed a complaint with the ITC seeking to exclude Motorola’s

infringing products. A717-40. It asserted infringement of claims 1-7

and 10 of the ’607 patent (claims 2-7 depend from claim 1) and claims 1,

2, 10, 11, 24-26, and 29 of the ’828 patent, as well as another patent not

raised in this appeal. A730. It accused 18 Motorola mobile devices of

infringing both the ’607 and ’828 patents, and another three products of

infringing just the ’828 patent. A47.

The ALJ opinion. The ALJ found no violation. A36. With

respect to the ’607 patent, the ALJ found that all 18 of the accused

Motorola devices infringe all asserted claims. A148-68, 244. But he

found no violation because he believed the ’607 patent was invalid as

both obvious and anticipated. A244.

Specifically, the ALJ found all asserted claims obvious in light of

Sony’s SmartSkin combined with another reference by the SmartSkin

author, Unexamined Japanese Patent Application No. 2002-342033A

(“Rekimoto ‘033”) that is no longer relevant on appeal (because the ITC
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declined to rely on it with regard to the claim limitations at issue here,

A523). A213-16. The ALJ acknowledged both “the iPhone 4’s

commercial success,” A216-17, and that the iPhone practices the patent,

A238-42. But he concluded that objective indications of nonobviousness

“cannot overcome the strong showing of obviousness in this instance.”

A2 16- 17.

The ALJ did not believe that SmartSkin anticipated the invention

claimed in the ’607 patent. A187-89. Nevertheless, the ALJ ruled that

all asserted claims were anticipated by US. Patent No. 7,372,455 to

Perski et al. (“Perski”). A182-86; see A16,601-36. Perski discloses a

transparent touchscreen that uses mutual capacitance, but scans

differently—and much more slowly—than the ’607 patent. It also uses

a voltmeter rather than Apple’s innovative charge sensor. The ALJ

found the differences irrelevant. Id. Finally, the ALJ rejected Apple’s

argument that Perski was not prior art because it was filed the year

after Apple’s invention. A181-82. He held that Perski could claim

priority back to an earlier provisional application. A181.

With respect to the ’828 patent, the ALJ found that it was valid,

A179-81, 211-12, and that the iPhone practices it, A237-38. He held,
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however, that Motorola was not infringing it. A244. Critical to that

ruling was a claim construction—of “mathematically fitting an ellipse,”

A645, col. 6025-16, and similar phrases—that no party had proposed.

A58-70.

The ITC opinion. The ITC reviewed only the ALJ’s finding that

the asserted claims of the ’607 patent are obvious. A517. The ITC

agreed with the ALJ that the invention was obvious in light of

SmartSkin, but for “different reasons.” A523; see also A518 (“modified

reasoning”). For example, the ITC “disagree[d] with the ALJ’s

conclusion that Rekimoto ’033,” in addition to SmartSkin, “teaches the

use of transparent electrodes.” A523. Moreover, the ITC held that

SmartSkin provides the “reason to combine” the “use of transparent

electrodes made of materials such as ITO with the mutual capacitance

sensor for detecting multiple touches on the sensor surface disclosed in

SmartSkin.” A522-23. The ITC also found that “one of ordinary skill”

would have had a “reasonable eXpectation of success” in that

combination. A523.

The ITC did “not review, and therefore d[id] not address, the

[ALJ’s] findings concerning secondary considerations.” Id. The ITC
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also did not review the ALJ’s analysis of the Perski patent or the ’828

claim construction ruling. These determinations therefore became

effective by operation of law. See 19 C.F.R. § 210.42(h)(2).

SUMMARY OF THE ARGUMENT

I. On “the question of obviousness,” the Supreme Court’s “cases

have set forth an expansive and flexible approach.” KSR Int’l Co. v.

Teleflex, Inc, 550 US. 398, 415 (2007). That flexible inquiry compels a

finding of nonobviousness here. It was not possible to produce a

“transparent” touch sensor that can “detect multiple touches or near

touches that occur at a same time and at distinct locations”—as the

claims require—without significant innovation. It is undisputed that at

the moment Steve Jobs told his engineers that his highest priority was

to invent a revolutionary new touchscreen, no technology on the market

could do what he had in mind. Until Jobs issued his edict, there was no

“motivation to combine” capacitive sensing with transparent screens.

Id. at 418. Even after Apple defined the problem in a “new revelatory

way,” Mintz v. Dietz & Watson, Inc, 679 F.3d 1372, 1377 (Fed. Cir.

2012), Apple’s experienced and accomplished engineers explored various

twists and turns before settling on the right path. The PTO was correct

30

PAGE 000042



Case: 12-1338CaQASE-HPERTICIBANJWBQ’ DWI-hem 28 FileRhng/ZB/20Efled: 07/20/2012

in concluding (as Apple’s team had) that “ [n]one of the cited art teaches

or suggests a touch panel comprising a transparent capacitive sensing

medium” that provided full image multi-touch. A10,427.

Moreover, objective indicia can compel a finding of nonobviousness

even where “standing alone, the prior art provides significant support

for the contention that the patent would have been obvious.” Alco

Standard Corp. 0. Tennessee Valley Auth., 808 F.2d 1490, 1499-1500

(Fed. Cir. 1986). Rarely has a single invention garnered as much praise

as Apple’s touchscreen. And the decision by just about every major

manufacturer of cellphones to “follow [] Apple’s lead” and “us[e]

transparent full-image, multitouch sensors based on mutual

capacitance” confirms their view of the touchscreen’s novelty and

utility. A7390; see A7828.

In declaring the ’607 patent invalid, the ITC made basic errors of

patent law. Most fundamentally, the ITC would deny Apple a patent to

an invention that is, by all reasonable accounts, a revolutionary

invention that occurred only because Apple invested resources on the

assumption that the patent system would live up to its constitutional

promise. The ITC ignored Apple’s technical innovations, such as
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figuring out how to measure the subtle changes in capacitance that

occurred on the transparent screen, and ignored the high level of skill

deployed by Apple’s engineers. lmpermissibly relying on hindsight, the

ITC declared the Apple sensor an obvious combination of familiar

technologies even though both the prior art and the record of Apple’s

critical and commercial success demonstrates that the sensor was new.

And the ITC paid no mind to the PTO’s careful consideration of the

relevant prior art, disregarding the presumption of validity and the

particularly high burden of showing invalidity where, as here, the PTO

specifically considered the prior art.

II. Anticipation requires strict identity, not mere similarity,

between the prior art’s disclosure and the claimed invention, and as a

result anticipation cases are “quite rare.” Trintec Indus, Inc. 0. Top-

U.S.A. Corp, 295 F.3d 1292, 1296-97 (Fed. Cir. 2002). Perski’s

touchscreen was first disclosed in a patent application filed in January

2004, after Steve Hotelling and his colleagues conceived their

innovative touchscreen and reduced it to practice. Moreover, the ’607

patent claims define the invention by both how it is built and what it

can do. The touchscreen disclosed in Perski is built somewhat similarly
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but operates differently than the touchscreen in the ’607 patent. The

’607 patent describes and claims a full image multi-touch sensor while

Perski does not. The ’607 patents touchscreen advances over Perski,

just as it advances over the many touchscreens disclosed in the 300-plus

prior art references considered by the PTO. The decision below rests on

a reading of the ’607 patents claims that is contrary to the evidence

about what multi-touch means to those skilled in the art.

III. Before the ALJ, “[t]he key dispute for the ’828 Patent [wa]s

whether ‘mathematically fitting an ellipse’ is limited to the methodology

defined in the patent.” A59. Yet after agreeing with Apple that the

“fitting terms” were not limited to that methodology, the ALJ then

adopted a construction not proposed by any party: “Performing a

mathematical process whereby an ellipse is actually fitted to the data

consisting of one or more pixel groups and from that ellipse various

parameters can be calculated.” A58-70. The ALJ’s circular construction

obscures the claim’s meaning and defies the intrinsic evidence. Chief

among its problems is that it separates calculating parameters from the

ellipse fitting when an ellipse is fitted by calculating parameters.
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Apple respectfully requests a remand directing the ALJ to assess

infringement under the correct construction.

STANDARD OF REVIEW

This Court reviews the lTC’s legal determinations without

deference and reviews factual findings for substantial evidence. Crocs,

Inc. v. ITC, 598 F.3d 1294, 1302 (Fed. Cir. 2010). Under the substantial

evidence standard, “ [a] reviewing court must consider the record as a

whole, including that which fairly detracts from its weight, to determine

whether there eXists such relevant evidence as a reasonable mind might

accept as adequate to support a conclusion.” Nippon Steel Corp. v.

United States, 458 F.3d 1345, 1351 (Fed. Cir. 2006) (citations omitted).

Claim construction is a legal determination. Sorenson v. ITC,

427 F.3d 1375, 1378 (Fed. Cir. 2005). Obviousness is a question of law

based on underlying factual inquiries. Crocs, 598 F.3d at 1308.

Whether prior art anticipates a patent claim is a question of fact. Vizio,

Inc. v. ITC, 605 F.3d 1330, 1342 (Fed. Cir. 2010).
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ARGUMENT

I. THE ITC ERRED IN HOLDING THAT APPLE’S

TRANSPARENT FULL IMAGE MULTI-TOUCH SENSOR

WAS OBVIOUS

Apple invented a touchscreen that no one else had ever achieved.

As described in the claims, Apple invented a “touch panel” that could

“detect multiple touches at a same time.” A561, col. 21:35-41. The

“touch panel” could accurately discern the “location of the touches,”

even if they were “at distinct locations” anywhere on the screen. Id.

What’s more, the “touch panel” was “transparent,” which means that it

had to be see-through—i.e., that the user would not see a “quite visible”

pattern of electrodes superimposed over the display. A557-58, col.

14265-1527. To achieve these results, Apple had to solve technological

problems that no one before it had ever solved.

The factors that are relevant to obviousness under 35 U.S.C.

§ 103(a) lead inexorably to the conclusion that this invention was not

obvious. See infra, Point I.A. The ITC’s contrary conclusion was based

on several legal errors that warrant reversal. See infra, Point I.B.
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A. Apple’s Transparent Full Image Multi-Touch Sensor Is

Exactly The Type Of Innovation The Patent System Is

Meant To Foster

On “the question of obviousness,” the Supreme Court’s “cases have

set forth an expansive and flexible approach.” KSR, 550 US. at 415.

The framework entails two categories of factors. One category frames

an analysis of the prior art: “‘the scope and content of the prior art are

to be determined; differences between the prior art and the claims at

issue are to be ascertained; and the level of ordinary skill in the

pertinent art resolved” Id. (quoting Graham 0. John Deere C0., 383

US 1, 17 (1966)). The other category, sometimes called “secondary

considerations,” is an assortment of objective indicia of nonobviousness.

KSR, 550 US at 406. Among them are “commercial success, long felt

but unsolved needs, failure of others, etc.,” any of which “give light to

the circumstances surrounding the origin of the subject matter sought

to be patented.” Id. (citation and internal quotation marks omitted).

We address the two sets of factors in turn.

1. The prior art factors strongly support the

conclusion that the ’607 patent was not obvious

Apple’s improvement on the prior art is evident from every

relevant angle—from the very framing of the problem to be solved and
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the motivation to combine and improve technologies, to the various

design choices the team had to make along the way, to the ingenuity

with which they solved technological problems that no one else had ever

solved.

To start, it is undisputed that at the moment Steve Jobs told his

engineers that his highest priority was to invent a revolutionary new

touchscreen—one that satisfied all the claimed criteria described

immediately above—no technology on the market could do what he had

in mind. See supra, at 7. More to the point, no one had articulated a

meaningful plan to do so. But Apple surveyed existing user interfaces

and found them unsuitable. See supra, at 8, 13-15. Only Apple

envisioned a future user experience—

_A8384—89, 7379, 7390,15,431. Thus, a significant part of

Apple’s “inventive contribution lies in defining the problem in a new

revelatory way.” Mintz, 679 F.3d at 1377.

Until Jobs issued his edict, there was no “motivation to combine”

capacitive sensing with transparent screens. KSR, 550 US. at 418.

Unlike in KSR, there was no “eXist[ing] marketplace that created a
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strong incentive” to combine those elements. Id. at 424. “Technological

developments” certainly had not “made it clear” that this new approach

“would become standard.” Id. Apple created the marketplace and

defined the new standard. As this Court has held, that inventive

contribution, alone, would defeat an obviousness challenge even if an

artisan would have been “virtually certain” to have figured out how to

achieve Apple’s vision once he heard it and concluded it was worth

pursuing. Mintz, 679 F.3d at 1377.

But, in fact, Apple’s ultimate success in achieving that vision was

far from certain, even after Apple defined the problem in a “new

revelatory way.” Id. One skilled in the art would have had numerous

design decisions to make and obstacles to overcome. As detailed above,

the artisan would have had to choose which among at least five types of

touchscreen technologies to build upon, all of which Apple had studied

and considered to be—

-A15,733; see supra, at 8. Resistive, for example, was probably

not the right choice, as Motorola discovered to its dismay. A7496. Or

the artisan would have had to decide whether to try to devise a different

technology entirely. EX ante, there was no way to be sure which design
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learned from its ill-fated focus on a resistive technology——

—A7496—that choice could not be taken

for granted.

The twists and turns that Apple’s inventive process took before

the optimum solution emerged further underscores that the expectation

of success was fairly slim. See Rolls-Royce, PLC 0. United Techs. Corp,

603 F.3d 1325, 1339 (Fed. Cir. 2010) (“The important question is

whether the invention is an ‘identified, predictable solution’ and an

‘anticipated success.’”) (citation omitted). Hotelling correctly predicted

that the team would—

—Al5,43l (emphasis added). Particularly

relevant here was the team’s detour through a less fruitful form of

capacitance sensing,—

—A16,145-—
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—A14,335.

All this was especially telling in light of the Apple team’s

expertise. They were far more experienced and accomplished than the

hypothetical engineer “of ordinary skill in the art,” which the ITC

{M

defined as one who would have a bachelor’s degree in electrical

engineering, physics, computer engineering, or a related field and [two

to three] years of work experience with input devices.”’ A522 (quoting

ALJ) (alterations in original). If a technique was obvious to one skilled

in the art, it should have been obvious to these considerably more

experienced and proven innovators. See Innovention Toys, LLC v. MGA

Entm’t, Inc, 637 F.3d 1314, 1323 (Fed. Cir. 2011) (“fewer inventions are

obvious to a person with a lower level of skill than to one with a higher

level of skill”).

In view of the prior art, the PTO was correct in concluding (as

Apple’s team had) that “[n]one of the cited art teaches or suggests a

touch panel having a transparent capacitive sensing medium” that

provided full image multi-touch. A10,140, see also A9943-44. That was

certainly true of Sony’s SmartSkin, which the examiner twice analyzed.
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A8937-44, 9268-75, see also A9938, 9961. SmartSkin technology was

impressive, but did not solve Apple’s puzzle: Copper wires are not

invisible and SmartSkin was thus necessarily opaque. Sony’s objective

was the opposite of Apple’s. Whereas Sony aspired to “extend[] [the]

computerized workspace beyond the computer screen” by “turn[ing]

real-world surfaces, such as tabletops or walls, into interactive

surfaces,” A13,597 (emphasis added), Apple was zeroing in directly on

the computer screen in the hopes of making it the interactive surface,

obviating any need for additional surface area for built-in touchscreens

(e.g., trackpads) or external devices (e.g., a mouse, a joystick, a tabletop,

or a wall).

Sony itself underscored the point when it mused about one day, in

the “Future,” adapting SmartSkin technology to a transparent surface

just as it dreamed about some day applying it to an empathetic robo-

pet. A13,603. Sony never studied how to achieve that goal. Thus, as

the ALJ held, the “Future Work” section of the article “indicates” that

use of transparent electrodes “likely was not contemplated” by Sony

because “it would seem more likely that this would be entitled

‘alternatives’ or ‘other embodiments’ or some similar language.” A188.
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That should have been the end of the inquiry. As is evident from

all the work the Apple team had to do to adapt mutual capacitance to

ITO, it was not as simple as substituting “ITO” for “copper” wherever

the SmartSkin design spec calls for “copper wire.” SmartSkin did not

teach how to overcome the thorny problems that arose from the fact

that ITO’s resistivity is at least 100 times greater than copper wire,

thereby eliminating a voltmeter as an option to measure capacitance as

SmartSkin did. And without a solution to that problem, a “transparent”

“touch panel” would have been incapable of “ detect [ing] multiple

touches at a same time.” A561, col. 21:35-41. (Apple’s solution:

Count electrons rather than measuring voltage. See supra, at 18- 19.)

Nor did Sony teach how to make a display that a user could see through

multiple layers of ITO without the distracting grid of ITO strips. And

without a solution to that problem, the touchscreen would not be

“transparent.” A557-58, col. 14266-1527; A561, col. 21:35-41. (Apple’s

solution: Caulk the gaps with non-conducting ITO, among other things.

See supra, at 12-13, 19.)

To the contrary, as is true of other prior art references that this

Court has found insufficient to support an obviousness finding,
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SmartSkin did not even give “‘general guidance’” on how to construct a

transparent multi-touch sensor. In re Roemer, 258 F.3d 1303, 1309-10

(Fed. Cir. 2001) (citation omitted). The article’s “assertion” that it

might be possible—with more “ [w]ork”—to design such a sensor using

ITO “is not accompanied by any teaching of how to adopt” the disclosed

opaque sensor for use with a transparent screen displaying a graphical

user interface. Id. at 1309. The SmartSkin article “does not teach or

suggest how to specially design” a transparent multi-touch sensor that

would work with ITO “nor does it [even] suggest the need” to alter the

structure of the disclosed sensor in any way to accommodate the

differences in electrical properties between copper and ITO. Id.

Apple—not Sony—invented all that. And it did so through the

very sort of inventiveness that is synonymous with the Apple brand and

that the patent system is supposed to encourage. Did Apple draw

inspiration from SmartSkin? Of course. A16,145. “[I]nventions in

most, if not all, instances rely upon building blocks long since

uncovered, and claimed discoveries almost of necessity will be

combinations of what, in some sense, is already known.” KSR, 550 US.

at 418-19. If an invention is invalid merely because it builds upon
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publicly available works, the PTO could just shutter its operations and

deny every patent.

2. Objective indications reinforce the conclusion

the ’607 patent was not obvious

Objective indicia can compel a finding of nonobviousness even

where “standing alone, the prior art provides significant support for the

.. contention that the patent would have been obvious.” Alco

Standard, 808 F.2d at 1499-1500. If ever there were a case for applying

that principle, this is it. Three of the most significant criteria—praise,

imitation, and commercial success—compel a finding of nonobviousness.

First, “praise in the industry that specifically relate [s] to features

of the patented invention ‘indicat[es] that the invention was not

obvious.”’ Power-One, Inc. v. Artesyn Techs, Inc., 599 F.3d 1342, 1352

(Fed. Cir. 2010) (quoting Allen Archery, Inc. v. Browning Mfg. Co., 819

F.2d 1087, 1092 (Fed. Cir. 1987)). Rarely, has a single invention

garnered as much praise as Apple’s touchscreen—from the

commentator who lauded “Apple’s Magic Touch Screen,” A7826-27, to

Time naming the iPhone the “invention of the year,” A7483, and

marveling about the touchscreen’s “powerful illusion that you’re

physically handling data with your fingers,” A7490, to the AT&T
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the best device I have ever seen,”’

{M

executive who deemed the iPhone

based in part on its “brilliant screen,” A8259.

Second, “imitation of” an invention is a “concession to its advance

beyond the prior art and of its novelty and utility.” Diamond Rubber

Co. 0. Consolidated Rubber Tire Co., 220 US. 428, 441 (1911); see also

Crocs, 598 F.3d at 131 1 (reversing the lTC’s holding of obviousness,

noting that “ [c]opying may indeed be another form of flattering praise

for inventive features”). The decision by just about every major

manufacturer of cellphones to “follow [] Apple’s lead” and “us[e]

transparent full image, multitouch sensors based on mutual

capacitance” confirms their view of the touchscreen’s novelty and

utility. A7390; see A7828.

Especially probative in this regard was—

See supra at 25-27; Crocs, 598 F.3d at 1311. This is a classic example of

an accused infringer’s “redesign process [being] documented in the

record in internal emails from [the accused infringer’s] engineers

discussing [the patent owner’s] approach [and] identifying weaknesses
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in [the accused infringer’s] approach,” and the accused infringer

“ultimately deciding to switch to the [patent owner’s] system.” Ahamai

Techs, Inc. 0. Cable & Wireless Internet Servs., Inc., 344 F.3d 1186,

1196-97 (Fed. Cir. 2003). If the touchscreen was so obvious, Motorola’s

acclaimed engineers would have solved the technological problems

Third, “ [i]f in fact a product attains a high degree of commercial

success, there is a basis for inferring that such attempts have been

made and have failed.” Richard L. Robbins, Subtests of

“Nonobviousness”: A Nontechnical Approach to Patent Validity, 112 U.

Pa. L. Rev. 1169, 1175 (1964) (cited in Graham, 383 US at 18). By this

metric, Apple’s touchscreen is about as nonobvious as can be, with

worldwide revenues from the iPhone and related products almost

doubling year on year, from $7 billion in 2008, to $13 billion in 2009, to

$25 billion in 2010, to $47 billion in 2011, A14,184, 2011 Apple 10-K at

33, resulting in a 19% market share in 201 1. See Whitney, supra at 24

n.4.
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With all these indications of nonobviousness, this case bears a

striking resemblance to Diamond Rubber, 220 US at 428, where the

Supreme Court long ago rejected an obviousness argument. Like the

invention at issue there, Apple’s touchscreen “was not the result of

chance or the haphazard selection of parts; [its] success could only have

been achieved by a careful study of the scientific and mechanical

problems necessary to overcome the defects which rendered the then-

eXisting [sensors] ineffective and useless.” Id. at 443-44. Like the

invention in Diamond Rubber, the touchscreen in phones “immediately

established and has ever since maintained its supremacy over all other

[sensors], and has been commercially successful while [all other

designs] have been failures.” Id. at 441. The “extensive use” the

iPhone’s touchscreen has attained “could only have been the result of its

essential excellence, indeed, its pronounced superiority over all other

forms.” Id. at 442. Moreover, the touchscreen “possess[es] such amount

of change from the prior art to have received the approval of the Patent

Office, and is entitled to the presumption of invention which attaches to

a patent.” Id. at 434.

47

PAGE 000059



Case: 12-1338CaQASE-HPERTICIBANJWBQ’ DWI-hem 28 FileRhng/BI/20Efled: 07/20/2012

B. The ITC’s Rationale For Finding Apple’s Touchscreen

Obvious Was Legally Flawed

The ITC overlooked or discounted all of this evidence of true

innovation to hold that “the use of transparent ITO in combination with

the mesh grid touch sensor of SmartSkin is just the type of ‘combination

i”

of familiar elements that was obvious under Supreme Court precedent.

A525 (quoting KSR, 550 US. at 416). The ITC would not have reached

this conclusion but for several fundamental mistakes of patent law.

Using the invention to define the problem. This Court has

repeatedly warned against the temptation to infect the obviousness

analysis with various “form[s] of prohibited reliance on hindsight.”

Mintz, 679 F.3d at 1377. The ITC did just that in the passage quoted

immediately above by using “the invention to define the problem that

the invention solves.” Id. The ITC did not so much as acknowledge the

point (discussed above) that Apple’s “inventive contribution” lay, in

part, in defining the problem “in a new revelatory way.” Id. Instead, it

collapsed the entire inventive process, entailing multiple layers of

complexity and design choice, into the ultimate technical solution

disclosed in the patent.
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This myopic focus on how to make mutual capacitance work on a

transparent surface is the analytical equivalent of reducing Thomas

Edison’s light bulb down to the question, “If I’m going to make an

incandescent bulb using an especially strong vacuum, a high-resistance

lamp, and a carbon filament, how thick should I make the carbon

filament?”

Undervaluing ingenuity. Even accepting the ITC’s focus on the

narrow technical problem solved—how to replace the copper wires in

SmartSkin with transparent ITO—the ITC erroneously undervalued

Apple’s ingenuity. The ALJ did not address Apple’s technical

innovations. Announcing “different reasons” than the ALJ, A523, the

ITC dismissed the technical challenge of measuring capacitance

changes in a material as non-conductive as ITO. It also entirely ignored

the ingenuity behind hiding the pattern of ITO circuitry, which, as the

specification indicated, would otherwise be “quite visible” (and hence

not transparent) to the user. A557-58, col. 14265-1527; see supra, at 12-

13, 19.

The ITC made passing reference only to the former innovation, not

the latter. All it said was that “Apple’s arguments concerning the
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difficulty of implementing a transparent ITO sensor with a voltage-

sensing system are irrelevant,” because “the claimed invention is not

drawn to a particular sensing arrangement.” A528. That is incorrect.

While the claims do not explicitly mention “charge counting,” they do

explicitly require a transparent sensor to meet the multi-touch

limitations, and “the way you can get there in the ’607 [patent] is with

the charge counter.” A31,784. Apple’s eXpert testified, at length and

without contradiction, that simply swapping ITO for copper in

SmartSkin would not have created the claimed invention. The multi-

touch limitations, he eXplained, would not be met because SmartSkin’s

voltage-sensing circuitry could not detect drastically weaker signals.

A31,7 70-85. The ’607 patent solves this problem by employing charge-

counting sensing circuitry, which is described in every embodiment.

A31,773; see also A545, figs. 12, 13; A559, col. 17:12-61.

In the end, the ITC fell into another trap the Supreme Court

warned of long ago: “ [E]Xpert witnesses may be brought forward to

show that the new thing which seemed to have eluded the search of the

world was always ready at hand and easy to be seen by a merely skillful

artisan.” Diamond Rubber, 220 US at 435. That is all Motorola’s
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expert did with his facile pronouncement that “to a person who

understands [the SmartSkin] paper, figure 2 tells you exactly how they

would do it with a transparent sensor.” A31,451; see A525. That

testimony is conclusory and demonstrably wrong. Nowhere in the

SmartSkin article is there any hint on how to overcome the technical

problems Apple solved, much less direction on “exactly how” to do it.

Objective indicia of obviousness. The ALJ’s analysis of the

objective indications of obviousness (which the ITC declined to “review,”

A523) mentioned only one factor—commercial success—and ignored the

ample evidence of the other factors. A216-17. That, alone, was error.

But even its analysis of that one factor was doubly flawed.

First, the ALJ violated this Court’s repeated direction that a fact

finder must “consider the objective evidence before reaching an

obviousness determination” and “may not defer examination of the

objective considerations until after [it] makes an obviousness finding.”

In re Cyclobenzaprine Hydrochloride Extended-Release Capsule Patent

Litig, 676 F.3d 1063, 1075, 1079 (Fed. Cir. 2012) (emphasis added); see

also Mintz, 679 F.3d at 1379 (holding that district court erred in

“believ[ing] that it need not fully weigh objective indicia evidence”);
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Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1380 (Fed.

Cir. 1986).

The ALJ did the opposite here. He first concluded, based on the

prior art factors, that Apple’s solution was obvious. A216. Only then

did he ask, in a brief afterthought, whether the one objective factor he

considered could “overcome the strong showing of obviousness” based on

prior art. A2 16- 17. Approaching the inquiry this way negates the

critical role the Supreme Court assigned to objective factors:

preventing hindsight bias in the examination of prior art. See In re

Cyclobenzaprine Hydrochloride Litig, 676 F.3d at 1079 (citing Graham,

383 US. at 36). Objective evidence “constitutes independent evidence of

nonobviousness” and “is not just a cumulative or confirmatory part of

the obviousness calculus.” Ortho-McNeil Pharm., Inc. v. Mylan Labs,

Inc., 520 F.3d 1358, 1365 (Fed. Cir. 2008) (emphasis added).

Second, the ALJ also erred in holding that “the required nexus

between the commercial success of the iPhone 4 and the specific

features covered by the ’607 patent does not exist” because “the

evidence shows that the iPhone’s success stems from other product

characteristics.” A217. Reversing the ITC just two years ago, this
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Court held that where, as here, a product is commercially successful

and practices a patent, these two facts, alone, establish a prima facie

case of nexus between the patent and the commercial success. Crocs,

598 F.3d at 1310- 1 1. Motorola could not overcome that prima facie case

merely by noting that “many market forces unrelated to the

inventiveness of [a] patent may influence commercial success.” Id. at

131 1. It was required to “make a convincing case that those market

forces indeed were the likely cause of success.” Id. (emphasis added).

Motorola did not come forward with any competent evidence,

much less “convincing” evidence. It adduced nothing but its technical

experts unsupported assertion that Apple’s products “have been

successful primarily because of other characteristics” unrelated to

the touchscreen. A18,188 (cited by ALJ at A217). Since this witness

was an engineer with no eXpertise in marketing or consumer behavior,

his opinion lacked any foundation. But even if he was qualified to

testify on the subject, he conceded that his opinion was baseless: He

had “not done any surveys about why consumers buy the iPhone 4” and

had no evidence as to “why people are buying the iPhone 4 in droves.”

A31,486.
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Failure to grant the PTO any deference. Even in the usual

case, the ITC would have to presume the ’607 patent valid, and would

not be able to declare it invalid without holding Motorola to the

especially high burden of proving obviousness by clear and convincing

evidence. Microsoft Corp. 0. Mi Ltd. P’ship, 131 S. Ct. 2238, 2246

(201 1). But the threshold is even higher than usual here. The PTO

took siX years to study the relevant prior art and technology, including

SmartSkin. So Motorola had the “added burden of overcoming the

deference that is due” to the PTO where, as here, the relevant prior art

plainly was disclosed to and considered by the examiner. McGinley 0.

Franklin Sports, Inc, 262 F.3d 1339, 1353 (Fed. Cir. 2001). Yet the ITC

failed even to mention that the art at issue in this case was before the

PTO.

“The inherent problem” that the obviousness requirement

addresses is “weeding out those inventions which would not be disclosed

or devised but for the inducement of a patent.” Graham, 383 US. at 1 1.

An inventor who “has added a new and valuable article to the world’s

utilities is entitled to the rank and protection of an inventor.”
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Diamond Rubber, 220 US. at 435. Apple did just that—in the most

spectacular way. Apple did so, as it has done it time and again, by

applying its business strategy of designing and developing “nearly the

entire solution for its products, including the hardware, operating

system, numerous software applications, and related services.”

A14,162. The only way Apple can maintain this strategy—and continue

to innovate—is by “mak[ing] significant investments in research and

development.” Id. But for every innovation that does work, countless

others fail. If this Court wishes to encourage this sort of innovation, it

must grant them patent protection when they pan out. The Patent Act

will not “promote Progress,” US. Const. art. 1, § 8, cl. 8, if it is

interpreted to invalidate patents like this one. The ITC must be

reversed.

II. THE ALJ ERRED IN HOLDING THAT THE PERSKI

PATENT ANTICIPATED APPLE’S TRANSPARENT FULL

IMAGE MULTI—TOUCH SENSOR

The ITC also erred in leaving intact the ALJ’s conclusion that the

’607 patent was invalid as anticipated by the Perski ’455 patent. First,

Perski came after the ’607 patents invention, and the earlier

application that Motorola invoked to relate the Perski patent back to an
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earlier date omits disclosures critical to Motorola’s anticipation

argument. See infra, Point ILB. Second, the Perski invention did not

satisfy every claim limitation in the ’607 patent. See infra, Point ILA.

Because the first argument is easier to understand in light of the claim

limitations, we begin with the second.

A. Motorola Did Not Sustain Its Burden Of Proving That

Perski’s Sensor Was Sufficiently Fast And Accurate

For Full Image Multi-Touch

It was improper for the ITC to find anticipation unless Motorola

presented clear and convincing evidence that “the invention was

described in a patent granted on an application for patent by another

filed in the United States before the invention thereof by the applicant

for patent.” 35 U.S.C. § 102(e); see Microsoft, 181 S. Ct. at 2242. It is

“quite rare” for this Court to find a patent invalid on this ground

because anticipation requires “strict identity” between the prior art’s

disclosure and the invention. Trintec Indus, 295 F.3d at 1296-97.

Perski does not teach a full image multi-touch sensor, much less

pose the solutions necessary to make it a reality. A16,604, col. 1: 14-

2260; A3 1,794. Perski was eXplicit about its intention to “teach[]” “a

single touchscreen that can detect either a, finger or a, special stylus,”
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A18,160-62 (emphasis added), to allow “natural and intuitive operation

of an ‘on-screen-keyboard,’” which necessarily involves one touch at a

time. A16,607, col. 8:33-37; sec A16,604, col. 1:14-2:60; A16,607, col.

829-13; A31,794. Because that was all Perski was trying to address, it is

unsurprising that the patent describes a touchscreen that differs from

the ’607 patents claimed invention in two crucial respects: the speed

and the accuracy of multi-touch detection. The ’607 patents

touchscreen advances over Perski, just as it advances over the many

touchscreens disclosed in the 300-plus prior art references considered

by the PTO.

1. Motorola presented no evidence that Perski’s

disclosed scanning algorithm can detect touches

“at the same time as Viewed by a user”

As we explain more fully below, the undisputed evidence was that

Perski scanned for touches much more slowly than the ’607 patent—and

not nearly fast enough to enable multi-touch. But the ALJ ignored all

this evidence on the ground that “the speed at which multiple touches

[are] detected [is] irrelevant” to the claims. A186. That was a clear

error of law.

The ’607 patent defines the invention by both how it is built and
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Material Omitted

What it can do. The plain language of the relevant claims requires a

touchscreen that is “configured to detect multiple touches that occur

at a, same time.” A561, col. 21:35-56 (claim 1) (emphasis added); see also

A561, col. 22:23-55 (claim 10 requires a touchscreen “capable of

recognizing multiple touch events that occur at different locations on

the touch panel at a same time”). The specification confirms that these

limitations are not satisfied unless all nodes are sensed at “about the

same time (as viewed by a user) so as to provide multipoint sensing.”

A559, col. 17:33-36; A7167, 7195-96. If you have to leave your fingers

fixed on the same spots on a touchscreen for a long While before the

screen recognizes them as distinct touches, the technology is not “multi-

touch.” It is press-and-freeze, which is of limited value.

Both Apple and Motorola agreed that these “at the same time”

limitations required the claimed touchscreen to detect multiple touches

quickly. Indeed, Motorola insisted that “at the same time” allowed for

no delay at all—perceptible or not. A19,316-19, 19,333, 19,336-37; see

also A1008-09, 1013, 1032-35. Motorola’s expert argued that

—A19,316- 19; see A19,336-37.
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Confidential

Material Omitted

The extrinsic evidence supported Apple’s and Motorola’s view. -

Despite all this, the ALJ held that speed was irrelevant. That

would mean that a touchscreen that required a user to hold his fingers

still for minutes, or even hours, to register as multiple touches would

still qualify as a device that detects touches that occur “at a same time.”

That is obviously wrong. And the ALJ himself seemed to acknowledge

as much elsewhere: He looked to scanning speed in Motorola’s products

—as evidence that they

infringed the “at the same time” limitations. Al49—50.

Had the ALJ applied the claims correctly in deciding anticipation,

he would have had to conclude that Motorola failed to sustain its

burden of proving that the Perski sensor was fast enough to satisfy this

“at the same time” limitation. The touchscreen disclosed in Perski is
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built somewhat similarly but operates differently than the touchscreen

claimed in the ’607 patent. The only evidence in the record supports

Apple’s position that the Perski sensor is too slow to detect multiple

touches “at the same time.”

Perski itself explains why: Perski requires many more steps in

detecting a touch, and those extra steps drastically slow down the

sensor. Essentially, in an array of rows and columns of ITO, Perski will

not detect multiple touches unless and until it scans each individual

sensor sequentially, one at a time. A16,610, col. 14:20-31. For m rows

and n columns, that is n*m scanning steps. A16,610, col. 14:31-35. And

the specification states that the scan must “typically” be performed

twice, for n*m*2 steps. A16,610, col. 14:35-37. In contrast, the

invention described in the ’607 patent achieves the same result by

scanning all the rows at once, while measuring each column

sequentially, which means just m steps. It is like the difference

between one farmhand scanning the whole grid, plant by plant, versus

50 farmhands racing down 50 rows of tomato plants scanning for ripe

tomatoes.
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Material Omitted

Put another way, consider an array of the sort described in the

’607 patent—with 50 sensing lines (rows) and 38 driving lines

(columns). A557, col. 14-57-59. To scan each individual sensor twice,

Perski would require 3,800 scanning steps (50*38*2). See A16,610, col.

14:20-24, col. 14:31-35, A31,790-92. In contrast, the ’607 patent can do

the same job just by scanning all 50 rows at once for each drive pulse—

or 100 times faster. Perski itself cites this as the “disadvantage” of its

detection method. A16,610, col. 14:31-56.

Apple’s expert unequivocally testified that the sheer number of

scanning steps described in Perski made the device so slow that it could

not detect multiple touches at the same time. A31,743, 31,749-50,

31,790-94, 31812-24.—

—A14,574, 14,577,_

—A14,574;

see A7202-03, 7208-10. In other words, scanning one sensor at a time

does not disclose or enable multi-touch.
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The ALJ turned Motorola’s burden upside down when he reasoned

that “ [t]here is nothing in Perski ’455 to indicate that the method

disclosed therein would not be able to detect touches ‘at the same time’

as viewed by a user.” A186 (emphasis added). The ALJ seemed to

forget that he could not find that ’607 patent anticipated without clear

and convincing evidence that Perski could meet the ’607 patents claim

limitations. See Microsoft, 131 S. Ct. at 2242. This was Motorola’s

burden, not Apple’s. And the ITC did nothing to acknowledge or correct

the ALJ’s plain burden-shifting error.

The simple fact is that despite its burden of proof, Motorola

presented no evidence whatsoever that the Perski sensor could detect

multiple touches quickly enough to satisfy the multi-touch limitations.

This basic failure of proof by Motorola precludes a finding of

anticipation. Motorola simply repeated its mantra that Perski and the

’607 patent were “similar” or “virtually identical,” which the ALJ

accepted without acknowledging the actual, unrebutted evidence

(discussed above) of how the scanning algorithms in Perski and the ’607

patent differed. See A183-85.
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2. Motorola presented no evidence that Perski’s

disclosed method can accurately detect multiple

touches

Motorola’s expert agreed that “[t]he ’607 patent requires

detecting two or more touches anywhere on the touch panel .

Anything else would be inconsistent with the teachings of the patent.”

A19,317- 19. But Motorola presented no evidence that Perski is capable

of sensing simultaneous touches anywhere on the touch panel. The only

evidence on the record is that Perski does not, for its goal was to

improve a “single touch[]” device. A18,161-62. All Perski says on the

subject is: “When an output signal is detected on more then [sic] one

conductor that means more than one finger touch is present.” A16,610,

col. 14:38-40. This way of interpreting signals will inevitably result in

inaccurate simultaneous multi-touch detection. For example, as Apple’s

expert testified, Perski would not accurately report the number of

touches in any scenario where “a single large touch could cause an

output signal to be detected on more than one conductor line,” because

it would report that one touch as multiple touches. A8748-5 1, 31,753-

54.
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The ALJ mistakenly stated that “Apple concedes that Perski ’455

does, in fact, disclose multitouch detection.” A186 (citing A31,757 -58).

The cited testimony came moments after the above-quoted passage in

which Apple’s expert said exactly the opposite. A31,753-54. In the

passage the ALJ cited, the expert merely agreed that Perski’s detection

method would not suffer from one specific sort of problem called

“shadowing.” A3 1,757 -58. But as Apple’s expert explained,

“shadowing” is just one of several types of multi-touch detection

problems. A7164. He cited a variety of “other problems that prevent the

accurate detection of multiple touches.” Id. (emphasis added).

B. Perski Is Not Prior Art To The ’607 Patent

Even if Perski did describe the ’607 patents inventions, the ALJ

still erred in finding that Perski anticipated the ’607 patent. Apple

conceived of the ’607 patents inventions and reduced them to practice

in 2003. See supra at 6-19; A8728-8734. That was before Perski filed

his patent application in 2004, which means that Perski could not have

anticipated the ’607 patent. The ALJ erred in concluding that Perski

could claim priority back to an earlier provisional application (the “’808

application”) that predated the ’607 patent.
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The ALJ was required to reject Motorola’s backdating effort unless

it presented clear and convincing evidence “that the provisional

application provide [d] written description support for the claimed

[Perski] invention” (and in turn the ’607 patent claims that Perski

allegedly anticipates). In re Giacomini, 612 F.3d 1380, 1383 (Fed Cir.

2010); see Mahurkar 0. CR. Bard, Inc., 79 F.3d 1572, 1576 (Fed. Cir.

1996) (burden applies to “all issues relating to the status of [Perski] as

prior art”).

The ’808 application does not provide written description support

for Perski in two respects. First, the provisional application does not

disclose any way of determining whether multiple fingers touch the

screen. The critical sentence in Perski that Motorola and the ALJ

seized upon in reasoning that Perski satisfied the multi-touch

limitation—the only sentence on the subject in Perski—was this: “When

an output signal is detected on more than one conductor that means

more than one finger touch is present” such that the touch panel

“enables the detection of multiple finger touches.” A184—85 (citing

16,610, col. 14:20-43). No such proposition appears anywhere in the

’808 application. A16,147-55; see also A31,796-97; A6856-57 (redline
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indicating additions and deletions between the ’808 application and

Perski); A8752-53. This disclosure makes its first appearance in the

2004 Perski application. A16,412. Without this disclosure, Motorola

has not cited a shred of support for the argument that the provisional

application discloses how to determine whether multiple fingers touch

the screen. See A16,147-55, 16,610, col. 13:26-14:59; A18,341-42.

Second, in attempting to show that the ’808 application provides

written description support for the “output this information to a host

device to form a piXilated image” element of claim 10, Motorola entirely

relied on another provisional application, Morag ’662. Specifically,

Motorola relied on that application’s descriptions of a “Front End” and

“Digital Unit.” A18,416-17, 18,432-33, 18,460-74, 18,475-80. But the

’808 application does not incorporate by reference that particular

material from Morag ’662. Motorola’s eXpert acknowledged that only

“certain portions” of Morag ’662 are incorporated by reference in the

’808 application, namely the transparent sensor’s description—not the

“Front End” and “Digital Unit” descriptions. A18,412-13; see A16,57 7 -

81, fig. 1. When the incorporation statement is limited in this way, it

cannot be read to incorporate “separate and distinct” elements of the
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referenced document. Zenon Envt’l, Inc. v. US. Filter Corp, 506 F.3d

1370, 1380 (Fed. Cir. 2007).

Because Perski is not entitled to the ’808 application’s priority

date, it is not prior art to the ’607 patent. For this reason, alone, the

ALJ’s anticipation ruling must be reversed.

III. THE COMMISSION BASED ITS FINDING THAT THE ’828

PATENT WAS NOT INFRINGED ON THE ALJ’S

INCORRECT CONSTRUCTION OF THE

“MATHEMATICALLY FITTING AN ELLIPSE” TERM IN

THE ’828 PATENT

By acquiring the ’828 patent, entitled “Ellipse Fitting for Multi-

Touch Surfaces,” Apple was able to combine its innovative hardware

with cutting-edge software that made multi-touch even more precise

and seamless. A7403-04. The relevant claims focus on a way of

tracking multiple simultaneous finger and palm contacts on or near a

touch surface. The program begins by taking an image representing a

scan of electrodes (a “proximity image”) and arranging it into groups

(called “pixel groups” or “electrode groups”). A645, col. 6025-16

(claim 1); A7095-96. Figure 13 below is a sample proximity image:
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A583, fig. 13. The software then “mathematically fit[s]” one or more

pixel groups into an ellipse. A588, fig. 18.

Claim 1 describes:

A method of processing input from a touch-sensitive surface, the

method comprising:

receiving at least one proximity image representing a scan of a

plurality of electrodes of the touch-sensitive surface;

segmenting each proximity image into one or more pixel groups

that indicate significant proximity, each pixel group representing

proximity of a distinguishable hand part or other touch object on

or near the touch-sensitive surface; and

mathematically fitting an ellipse to at least one of the pixel

groups.

A645, col. 6025-16 (emphasis added). Claim 10 uses the nearly identical

term, “mathematically fit an ellipse,” A645, col. 60:49-67, and Claim 24
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uses, “fitting an ellipse,” A646, col. 6224-13. Motorola’s entire non-

infringement position revolved around this claim limitation.

The disputed claim limitation applies principles of data fitting.

Data fitting is about finding a geometric shape—here, an ellipse—that

approximates the shape of a cluster of data points. A6715. “An ellipse

can be fully described” in mathematical terms with five numbers,

indicated the graphic below: “(1) X position of centroid [the center point

of the shape]; (2) Y position of centroid; (3) minor axis length; (4) major

axis length; and (5) orientation angle.” A4495; see A18,058.

Centroid (x, y): (4, 5)

Major Axis: 9

Minor Axis: 5

r~3fie"‘a‘i°" Orientation: 60°
Centroid 

A6716.

The most reliable way to fit a cluster of data points to a shape is

“mathematical fitting,” which entails applying a series of mathematical
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formulas directly to the data points. Before the advent of high-speed

computers, performing these calculations on paper was arduous. So

engineers would routinely take a shortcut: The engineer could plot the

data points on graph paper, eyeball the cluster, and actually draw a

standard geometric shape that approximates the data. The draftsman

could then take a ruler and measure the size, the x and 3/ locations, and

the exact contours of the approximated shape. A30,703-04.

The ’828 patent invokes a far more reliable mathematical fitting,

which is now much easier through modern computers. Mathematical

fitting is not accomplished by drawing a shape (here, an ellipse) first.

Rather, the software plugs data from the pixel group into a series of

equations. A628, col. 25:54-26:56; A7116-17. The equations then yield

numbers representing the parameters of an ellipse that approximates

the shape of the pixel group. A7116-17, 18,062.

Both Apple and Motorola agreed that “mathematically fitting an

ellipse,” as used in the relevant claims, means calculating the five

parameters of a standard ellipse. See, e.g., A4475 (“[t]he ’828 patent

refers to the mathematical modeling of pixel data resulting from

H)

touches by fingers and other hand parts as ‘ellipse fitting ); see also
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A7116, 7401, 8691-712, 18,057-58, 18,062, 18212-13, 30,071, 30,329-30,

30,366. That was the concept behind Apple’s proposed construction of

“mathematically fitting an ellipse,” which was to “comput[e] numerical

parameters that mathematically define an ellipse which approximates

the shape of at least one of the pixel groups.” A31 12-16.

Motorola did not dispute how mathematical fitting works, instead

arguing only a much narrower point: that in this particular patent

there is an additional, unstated limitation, requiring that any

calculation of the ellipse parameters be performed using particular

equations recited in the specification. A30,613-14 (Motorola’s counsel

frames the difference between Apple’s and Motorola’s positions as

“whether you need to include some specific procedure or whether you

can use any mathematical procedure to compute the parameters”).

Thus, the Apple-Motorola dispute was a classic claim construction

question of the kind this Court has resolved many times: should a

facially broad claim be limited in scope to cover only the preferred

embodiment?

Instead of resolving that narrow dispute between the parties, the

ALJ overrode the agreement between Apple and Motorola regarding the
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meaning of “mathematically fitting an ellipse” and announced his own

new construction. He construed the term to require a two-step process:

“[1] performing a mathematical process where by an ellipse is actually

fitted to the data consisting of one or more pixel groups and [2] from

that ellipse various parameters can be calculated.” A70 (emphasis and

bracketed numbers added). In this construction, ellipse parameters are

calculated only after an ellipse has somehow been “actually fitted.”

The ALJ’s two-step construction betrays a fundamental

misunderstanding about how a mathematical fitting process works and

(more importantly) of what the ’828 patent says. The specification itself

eXposes the ALJ’s mistake in three ways. First, the preferred

embodiment—which all parties agree practice the claims—fits an

ellipse by calculating the parameters of that ellipse. A628, col. 25:54-

26267; A7401, 18,212-13, 30,318-20. The patent lists a series of

equations that output a set of ellipse parameters. A628, col. 25:54-

26:67. (These same equations are used to fit an ellipse in the iPhone.

A237-38.) The ALJ’s construction has it backwards. In the ALJ’s View,

it is as if the software were a human draftsman fitting an ellipse the old

fashioned way—by actually drawing a shape with a pencil around data
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points on graph paper. But, in fact, no ellipse is “actually fit” first

before the parameters are calculated. There is no way to read this

illustration—or any other sentence in the specification—and conclude

that the invention requires the software to mathematically fit an ellipse

before calculating ellipse parameters.

Second is the specification’s explanation of a flow chart (Figure 18)

that tracks the steps of claim 1. A588, fig. 18; see A6144, 7095-96, 7116-

17, 20,030-39, 30,070. The figure shows steps in boxes with verbs (e.g.,

“fit,” “combine”) and inputs/outputs of the steps in circles. A588, fig. 18;

A627, col. 2329-15, 23:20-23, 23:58-60; A628, col. 25:11-14; 25:54-56. For

present purposes, the key step is step 272, toward the bottom of the

chart, labeled “FIT ELLIPSES TO COMBINED GROUPS,” which

corresponds to “mathematically fitting an ellipse” in the claims.
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A588, fig. 18 (cropped); A621, col. 11:55-56; see A6144, 7095-96, 7116-

17, 30,070. The specification explains: “The last step 272 of the

segmentation process is to extract shape, size, and position parameters

from each electrode group.” A628, col. 25:54-56 (emphasis added). It

” “

further notes that, for “most [pixel] groups, their shape is well

approximated by ellipse parameters.” A628, col. 26: 17 -18 (emphasis

added); see also A586, fig. 16; A588, fig. 18; A625, col. 1928-12.

Likewise, “fit[ting] ellipses” results in “parameterized electrode groups”

in Figure 18. A588, fig. 18. Nowhere does the flow chart or the

specification suggest that the computer “actually” draws or fits an

ellipse first and then measures the parameters from that ellipse. Of

course, the specification’s express definition of mathematically fitting

should control. See, e.g., Sinorgchem Ca, Shandong v. ITC, 511 F.3d

1132, 1 136 (Fed. Cir. 2007). But the ALJ did not even mention step

272.

Third, the ALJ’s construction also reads out of the patent an

alternative way to perform step 272 described in the patent. A629, col.

27: 1-8; A30,350-51; see also A71 17 - 18 (testimony confirming that this

section describes a second embodiment of the “fit ellipses” step). In the
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second embodiment, like in many Motorola products, default values are

used for some ellipse parameters. A629, col. 27 :3-6. This second

embodiment does not “actually” fit an ellipse before measuring ellipse

parameters either.

Even the extrinsic evidence that the ALJ cited confirms the same

point. For example, the ALJ cited a dictionary definition of “curve

fitting” as “the empirical determination of a curve or function that

approximates a set of data.” A69 (emphasis added). This definition

does not require the drawing of a curve first, before calculating the

parameters that “determin[e] a curve.”

The ALJ also found inventor testimony “informative.” A70. And

it is—albeit in Apple’s favor. The inventor testified that “to fit an

ellipse, as an example, to a collection of data points means that you

want to find the parameters that describe that ellipse.” A69 (emphasis

added). That is precisely our point. You manipulate the “collection of

data points” to “find the parameters that describe that ellipse.” You do

not draw the ellipse first, and then “find the parameters.”

In short, all the extrinsic evidence confirms that you do not need

to do anything more than “mathematically fit” an ellipse than to
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calculate ellipse parameters. In the words of Motorola’s expert, the

“five parameters are” all that is “required to fully describe an ellipse.”

A18,057, 18062 (emphasis added). Based on similar evidence, a district

court in California recently agreed with Apple’s construction, holding

that “mathematically fitting an ellipse” ordinarily means calculating

the parameters of an ellipse, and that the “fitting terms” should be

given that ordinary meaning. Apple Inc. 0. Samsung Elecs. Co., No. 11-

cv-01846, 2012 WL 1123752, at *19—20, 25 (ND. Cal. Apr. 4, 2012).

Here, the ALJ rejected Apple’s construction for two reasons. First,

the ALJ held that Apple’s construction was wrong because the

parameters that define an ellipse (centroid position, axes lengths, and

orientation) theoretically could define other shapes as well. A64. But

the ALJ’s logic overlooks a basic point of patent law: A claim is

infringed if an ellipse is mathematically fitted; it is irrelevant that the

same fitting process results in variables that could, in theory, also

define other shapes. See, e.g., Radio Steel & Mfg. Co. v. MTD Prods,

Inc., 731 F.2d 840, 848 (Fed. Cir. 1984) (“[A]n accused device that

contains the same feature as the patented device cannot escape

infringement because in it that feature performs an additional function
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Material Omitted

it does not perform in the patented device”). Indeed, even the ’828

patent’s preferred embodiment—Which the ALJ and all parties agree

“mathematically fit an ellipse”—merely computes variables (centroid

position, axes lengths, orientation) that could define shapes other than

an ellipse. A628, col. 25:65-26:67; A8691-92.

Second, the ALJ believed that Apple’s construction “would read

out the requirement that an ‘ellipse’ be ‘fitted’ ‘mathematically’ to the

pixel groups.” A63 (emphasis added). Not so. Apple’s construction

contemplates “fitting” by specifically stating that the ellipse must

“approximate the shape” of the pixel group. Apple’s construction also

entails the “mathematical” limitation, because it requires “computing

numerical parameters,” which is a mathematical operation.

ititif

The ALJ’s finding that Motorola did not infringe the ’828 patent

flowed directly from his incorrect construction of “mathematically

fitting an ellipse.” Apple will prevail under its construction. _
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Confidential

Material Omitted

 
A6813, 13,706, 17,991, 1928990, 19,292, 30,741-43, 31,120-26. -

A7135, 6162-65, 19,288-92,

30,710. Accordingly, this Court should reverse the ALJ’s conclusion

that Motorola did not infringe the ’828 patent.5

CONCLUSION

For the foregoing reasons, the judgment of the ITC should be

reversed and the case remanded.

5 This appeal focuses on the threshold legal issue of claim

construction. On remand, and if necessary in any subsequent appeal,

Apple will address both literal and doctrine of equivalents infringement

under the correct construction, as well as the ALJ’s erroneous finding

that prosecution history estoppel applies. See A145-47.
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/S/ E. Joshua Rosenkranz

E. Joshua Rosenkranz

Orrick, Herrington & Sutcliffe LLP

51 West 52nd Street

New York, NY 10019

Attorney for Appellant
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, DC.

 

 

 
In the Matter of

CERTAIN MOBILE DEVICES,
AND RELATED SOFTWARE THEREOF

Inv. N0, 337-TA—750

- NOTICE REGARDING INITIAL DETERMINATION ON VIOLATION OF SECTION

337 AND RECOMNIENDED DETERMINATION ON REMEDY AND BONDING

(January13, 2012)

On this date, the ALJ issued an initial determination on violation of Section 337 and-

recommended determination on remedy and bond in the above-referenced investigation It is

' held that no violation of section 337 of the Tariff Act of 193o,'as amended, 19 U.S.C. § 13'37,‘

has occurred in the importation into the United States, the sale for importation, or the sale within

the United States after importation of certain mobile devices and related software by reason of

I infringement of one or more of Claims 1; 2, 10, 11, 24-26, and 29 US. Patent No. 7,812,828

(“the ”828 Patent”), claims 1-7 and 10 of US. Patent No. 7,663,607 (“the ’60? Patent”), and

claims 1, 3, and 5 of the US. Patent No. 5,379,430 (“the ”430 Patent").

Theodore R. Essex 3
Administrative Law Judge
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/
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CONTAINS CONFIDENTIAL BUSINESS INFORMATION

Pursuant to the Notice of Investigation, 75 Fed. Reg. 74081 (November 30, 2010), this is

the Initial Determination of the in the matter of Certain Mobile Devices and Related Software,

United States International Trade Commission Investigation No. 337—TA—750. See 19 C.F.R. §

210.42(a).

It is held that no violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C.

§ 1337, has occurred in the importation into the United States, the sale for importation, or the

sale within the United States after importation of certain mobile devices and related software by

reason of infringement of one or more of Claims 1, 2, 10, 11, 24-26, and 29 US. Patent No.

7,812,828 (“the ’828 Patent”), claims 1-7 and 10 of US Patent No. 7,663,607 (“the ’607

Patent”), and claims 1, 3, and 5 of the US. Patent No. 5,379,430 (“the ’430 Patent”).
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The following abbreviations may be used in this Initial Determination:

Complainant’s demonstrative exhibit

Complainant’s initial post—hearing brief

Complainant’s physical exhibit

 

  

 

 
CIB

 

CPX

CRB

_

a.

RRB

RRX

RX

 

   
  

 
 

 
  
 
  
  

Complainant’s reply post~hearing brief

 
 
 

 

Respondent’s initial post-hearing brief

Respondent’s physical exhibit

Respondent’s reply post-hearing brief
 

Respondent’s rebuttal exhibit
 

Respondent’s exhibit

Staff‘s initial post-hearing brief 

Staff s reply post-hearing brief 

Transcript
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I. BACKGROUND

A. Institution and Procedural History of This Investigation

By publication of a notice in the Federal Register on November 30, 2010, pursuant to

subsection (b) of section 337 of the Tariff Act of 1930, as amended, the Commission instituted

Investigation No. 337~TA~750 with respect to U.S. Patent Nos. 7,812,828 (“the ’828 Patent”),

7,663,607 (“the ‘607 Patent”), 5,379,430 (“the ’430 Patent”) to determine:

[W]hether there is a Violation of subsection (a)(1)(B) of section

337 in the importation into the United States, the sale for

importation, or the sale within the United States after importation

of certain mobile devices and related software that infringe one or

more of claims 1, 2, 10, 11, 24—26 and 29 of the ’828 patent; claims

1-7 and 10 of the ’607 patent; claims 1, 3, and 5 of the ’430 patent,

and whether an industry in the United States exists as required by

subsection (a)(2) of section 337.

75 Fed. Reg. 74081 (November 30, 2010).

The complainant is Apple Inc., f/k/a Apple Computer, Inc. (“Apple”) of Cupertino,

California. The respondents were Motorola, Inc. of Schaumberg, Illinois and Motorola Mobility,

Inc. of Libertyville, Illinois. The Commission Investigative Staff of the Office of Unfair Import

Investigations is also a party in this investigation. (Id)

The parties filed a joint unopposed motion to terminate Motorola Inc. on July 28, 2011,

which was granted on August 16, 2011. (See Order No. 10.) The Commission determined not to

review the Initial Determination Terminating the Investigation as to Motorola, Inc. n/k/a

Motorola Solutions, Inc. on August 31, 2011. (See Notice of a Commission Determination Not

to Review an Initial Determination Terminating the Investigation as to Motorola, Inc. n/k/a

Motorola Solutions, Inc.) (August 31, 2011).

Apple filed a Motion for Summary Determination that it has Satisfied the Economic

Prong of the Domestic Industry Requirement on August 28, 20011, which was granted on

1

A41

PAGE 000103



Case: 12-1338 CaQ‘ASE-HPERTICIBANJWBY DWEUOZB8 FMQEJKIZ/20Efled: 07/20/2012

PUBLIC VERSION

September 15, 2011. (See Order No. 14.) The Commission determined not to review the Initial

Determination granting the motion on October 14, 2011. (See Notice of a Commission

Determination Not to Review an Initial Determination Granting Complainant’s Motion for

Summary Determination on the Economic Prong of the Domestic Industry Requirement)

(October 14, 2011).

The evidentiary hearing took place from September 26-30, 2011.

B. The Parties

Apple is a California corporation with its headquarters located in Cupertino, California.

Apple is in the business of, inter alia, developing, manufacturing, and selling innovative

electronic devices and software. (IX—491 at 2.)

Motorola Mobility, Inc. (“Motorola”) is a Delaware corporation formed in January 2011

as a spinoff of Motorola, Inc. and is located in Libertyville, Illinois. Motorola is in the business

of, inter alia, developing, manufacturing, and selling innovative mobile electronic devices. (RX—

1887C at Q10.)

C. The Patents at Issue and Overview of the Technology

1. The ’828 Patent

US. Patent No. 7,812,828 (“the ’828 Patent”), entitled “Ellipse Fitting for Multi—Touch

Surfaces,” was filed on February 22, 2007, and issued on October 12, 2010. (See JX—3). Wayne

Westerman and John G. Elias are the named inventors of the ’828 Patent, and complainant Apple,

Inc. is the named assignee. (Id. & CX-365.) The ’828 Patent claims priority back to two patent

applications. The first of which was filed January 25, 1999. (JX-3.) The patent also claims

priority to a provisional patent application filed January 26, 1998. (JX—3.)
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The asserted claims of the ’828 Patent are claims 1, 2, 10, 11, 24-26, and 29. These

claims read as follows (with the disputed claim terms in bold):

1. A method of processing input from a touch-sensitive surface, the method

comprising: receiving at least one proximity image representing a scan of a

plurality of electrodes of the touch—sensitive surface; segmenting each proximity

image into one or more pixel groups that indicate significant proximity, each pixel

group representing proximity of a distinguishable hand part or other touch object

on or near the touch—sensitive surface; and mathematically fitting an ellipse to

at least one of the pixel groups.

2. The method of claim 1 further comprising transmitting one or more ellipse

parameters as a control signal to an electronic or electromechanical device.

10. A touch—sensing device comprising: a substrate; a plurality of touch—sensing

electrodes arranged on the substrate; electronic scanning hardware adapted to read

the plurality of touch—sensing electrodes; a calibration module operatively coupled

to the electronic scanning hardware and adapted to construct a proximity image

having a plurality of pixels corresponding to the touch~sensing electrodes; and a

contact tracking and identification module adapted to: segment the proximity

image into one or more pixel groups, each pixel group representing proximity of a

distinguishable hand part or other touch object on or near the touch—sensitive

surface; and mathematically fit an ellipse to at least one of the one or more

pixel groups.

11. The touch-sensing device of claim 10 further comprising a host

communication interface adapted to transmit one or more ellipse parameters as a

control signal to an electronic or electromechanical device.

24. A touch—sensing device comprising: means for producing a proximity image

representing a scan of a plurality of electrodes of a touch-sensitive surface, the

proximity image having a plurality of pixels corresponding to the touch-sensing

electrodes; and means for segmenting the proximity image into one or more pixel

groups, each pixel group representing a touch object on or near the touch—

sensitive surface; and means for fitting an ellipse to at least one of the pixel

groups.

25. The touch—sensing device of claim 24 wherein the touch object comprises at

least a portion of a hand.

26. The touch-sensing device of claim 24 wherein the touch object comprises at

least a portion of one or more fingers.
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29. The touch-sensing device of claim 24 further comprising means for

transmitting one or more ellipse parameters as a control signal to an electronic or
electromechanical device.

The ”828 Patent generally discloses and claims an apparatus and method for

simultaneously tracking multiple finger and palm contacts as hands approach, touch, and slide

across a proximity-sensing, multi—touch surface. (Id. at Abstract.)

2. The ’607 Patent

US. Patent No. 7,663,607 (“the ’607 Patent”), entitled “Multipoint Touchscreen,” was

filed on May 6, 2004, and issued on February 16, 2010. (See JX—2 (the ’607 Patent)). Steve

Hotelling, Joshua A. Strickon, and Brian Q. Huppi are the named inventors of the ’607 Patent

and complainant Apple is the assignee. (Id)

The asserted claims of the ’607 Patent are claims l-7 and 10. These claims read as

follows (with the disputed claim terms in hold):

1. A touch panel comprising a transparent capacitive sensing medium configured

to detect multiple touches or near touches that occur at a same time and at distinct

locations in a plane of the touch panel and to produce distinct signals

representative of a location of the touches on the plane of the touch panel for each

of the multiple touches, wherein the transparent capacitive sensing medium

comprises: a first layer having a plurality of transparent first conductive lines that

are electrically isolated from one another; and a second layer spatially separated

from the first layer and having a plurality of transparent second conductive lines

that are electrically isolated from one another, the second conductive lines being

positioned transverse to the first conductive lines, the intersection of transverse

lines being positioned at different locations in the plane of the touch panel, each

of the second conductive lines being operatively coupled to capacitive

monitoring circuitry; wherein the capacitive monitoring circuitry is configured to

detect changes in charge coupling between the first conductive lines and the
second conductive lines.

2. The touch panel as recited in claim 1 wherein the conductive lines on each of

the layers are substantially parallel to one another.

3. The touch panel as recited in claim 2 wherein the conductive lines on different

layers are substantially perpendicular to one another.
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4. The touch panel as recited in claim 1 wherein the transparent first conductive

lines of the first layer are disposed on a first glass member, and wherein the

transparent second conductive lines of the second layer are disposed on a second

glass member, the first glass member being disposed over the second glass
member.

5. The touch panel as recited in claim 4 further including a third glass member

disposed over the first glass member, the first and second glass members being

attached to one another via an adhesive layer, the third glass member being

attached to the first glass member via another adhesive layer.

6. The touch panel as recited in claim 1 wherein the conductive lines are formed

from indium tin oxide (ITO).

7. The touch panel as recited in claim 1, wherein the capacitive sensing medium is

a mutual capacitance sensing medium.

10. A display arrangement comprising: a display having a screen for displaying a

graphical user interface; and a transparent touch panel allowing the screen to be

viewed therethrough and capable of recognizing multiple touch events that occur

at different locations on the touch panel at a same time and to output this

information to a host device to form a pixilated image; wherein the touch panel

includes a multipoint sensing arrangement configured to simultaneously detect

and monitor the touch events and a change in capacitive coupling associated with

those touch events at distinct points across the touch panel; and wherein the touch

panel comprises: a first glass member disposed over the screen of the display; a

first transparent conductive layer disposed over the first glass member, the first

transparent conductive layer comprising a plurality of spaced apart parallel lines

having the same pitch and linewidths; a second glass member disposed over the

first transparent conductive layer; a second transparent conductive layer disposed

over the second glass member, the second transparent conductive layer

comprising a plurality of spaced apart parallel lines having the same pitch and

linewidths, the parallel lines of the second transparent conductive layer being

substantially perpendicular to the parallel lines of the first transparent conductive

layer; a third glass member disposed over the second transparent conductive

layer; and one or more sensor integrated circuits operatively coupled to the lines.

The ’607 Patent generally discloses and claims an apparatus for a touch panel having a

transparent capacitive sensing medium configured to detect multiple touches or near touches that

occur at the same time and at distinct locations in the plane of the touch panel and to produce

distinct signals representative of the location of the touches on the plane of the touch panel for

each of the multiple touches is disclosed. (Id. at Abstract.)

5

A45

PAGE 000107



Case: 12-1338 CaQ‘ASE-HPERTICIBANJWBY DWEUOE28 FMQEKKIEQOEfled: 07/20/2012

PUBLIC VERSION

3. The ’430 Patent

US Patent No. 5,379,430 (“the ’430 Patent”), entitled “Object—Oriented System

Locator ,” was filed on August 4, 1993, and issued on January 3, 1995. (See JX-l (the ’430

Patent)). Frank T. Nguyen is the named inventor of the ‘430 Patent. The patent was originally

assigned to Taligent, Inc. and Apple alleges that it is the current owner. (Id. and JX-489)

The asserted claims of the ’430 Patent are claims 1, 3 and 5. These claims read as

follows:

1. A computer implemented method for dynamically adding support for

hardware or software components with one or more properties to an operating

system active on a computer with a memory, comprising the steps of:

(a) specifying a target hardware or software component search criteria

including one or more properties;

(b) querying the operating system to identify one or more hardware or software

components that meet the target hardware or software component search criteria;

(0) returning hardware or software components meeting the target hardware

or software component search criteria; and

(d) adding support for the hardware and software components to the

operating system without rebooting the operating system.

3. A method as recited in claim 1, wherein the hardware or software components

include system components.

5. A method as recited in claim 1, wherein the software components include

application components.

The ’430 Patent generally discloses and claims a method and system for adding system

components (documents, tools, fonts, libraries, etc.) to a computer system without running an

installation program. (Id. at Abstract.)
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D. The Products At Issue

The accused products are, broadly, mobile devices and tablet computers with

touchscreens. (CIB at 1-2.) Apple has accused slightly different groups of products of

infringing the three Asserted Patents and those groups of accused products are set forth below.

1. ’828 Patent

Apple accuses Motorola’s multi—touch devices of infringing the ’828 Patent. These

include the: Motorola Atrix, Bravo, Charm, Citrus, Cliq 2, Cliq XT/Quench, Defy, Droid, Droid

2, Droid 2 Global, Droid Bionic, Droid Pro, Droid X, Droid X2, Droid 3, Flipout, Flipside, i1,

Titanium, Xoom, and XPRT (collectively, the “Accused ’828 Products”).1

2. ‘607 Patent

Apple accuses Motorola mobile devices that include multi—point touchscreens of

infringing the ’607 Patent. These include the following: Motorola Atrix, Bravo, Charm, Citrus,

Cliq 2, Defy, Droid, Droid 2, Droid 2 Global, Droid Bionic, Droid Pro, Droid X, Droid X2,

Droid 3, Flipout, Flipside, Titanium, and XPRT (collectively “the ’607 Accused Products”).

3. ’430 Patent

Apple accuses all Motorola mobile devices that run the Android operating system of

infringing the ’430 Patent. These include Motorola mobile devices that run Android 1.5-3.1:

Motorola Atrix, Bravo, Charm, Citrus, Cliq, Cliq/Dext, Cliq 2, Cliq XT/Quench, Defy, Devour,

Droid, Droid 2, Droid 2 Global, Droid Bionic, Droid Pro, Droid X, Droid X2, Droid 3, Flipout,

Flipside, i1, Titanium, Xoom (4G/LTE), Xoom (Everest), Xoom (UMTS), Xoom (Wi-Fi), and

XPRT (collectively, the “Accused ’430 Products”). 

1 There seems to be some inconsistency between the parties as to whether the i1 is still accused of infringing
the ”828 Patent. (Compare CIB at 14 with RIB at 10 n.2.)
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II. IMPORTATION OR SALE

Section 337 of the Tariff Act prohibits the importation into the United States, the sale for

importation, or the sale within the United States after importation by the owner, importer, or

consignees of articles that infringe a valid and enforceable United States patent. See 19 U.S.C. §

l337(a)(l)(B). A complainant “need only prove importation of a single accused product to

satisfy the importation element.” Certain Purple Protective Gloves, 337-TA-500, Order No. 17

(September 23, 2004). The importation requirement can be established through a summary

determination motion and irrespective of any finding of infringement of the patents in issue. See

Certain Wireless Communications Equipment, Articles Therein, and Products Containing Same,

337-TA—577, Order No. 18 (February 22, 2007); Certain Automated Mechanical Transmission

Systemsfor Medium-Duty and Heavy Duty Trucks and Components Thereof, 337-TA-503, Order

No. 38 (August 12, 2004); Certain Audio Digital—To—Analog Converters and Products

Containing Same, 337-TA-499, Order No. 15 (June 29, 2004), Notice of Commission Not To

Review (July 28, 2004).

On September 16, 2011, Apple and Motorola stipulated that Motorola has imported, sold

for importation, or sold after importation in the United States at least one unit of each Accused

Product and that there is no dispute that the importation requirement has been satisfied. (Joint

Stipulation Regarding Respondent Motorola Mobility, Inc.’s Importation of Accused Products

and Motorola Mobility, Inc.’s IBM License Rights (September 19, 2011); see also CIB at 15;

RIB at 11.) Accordingly, the ALJ finds that Apple has established the importation requirement.
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III.JURISDICTION

A. Personal and Subject Matter Jurisdiction

In order to have the power to decide a case, a court or agency must have both subject

matter jurisdiction and jurisdiction over either the parties or the property involved. See Certain

Steel Rod Treating Apparatus and Components Thereofi Inv. N0. 337-TA—97, Commission

Memorandum Opinion, 215 U.S.P.Q. 229, 231 (1981). For the reasons discussed below, the ALJ

finds the Commission has jurisdiction over this investigation.

Section 337 declares unlawful the importation, the sale for importation, or the sale after

importation into the United States of articles that infringe a valid and enforceable United States

patent by the owner, importer, or consignee of the articles, if an industry relating to the articles

protected by the patent exists or is in the process of being established in the United States. See

19 U.S.C. §§ 1337(a)(1)(B)(I) and (a)(2). Pursuant to Section 337, the Commission shall

investigate alleged violations of the Section and hear and decide actions involving those alleged

violations.

As set forth supra in Section II, Apple has met the importation requirement. Furthermore,

the parties do not dispute that the Commission has in personam and in rem jurisdiction.2 (CIB at

15; RIB at 11.) Motorola has fully participated in the investigation, including participating in

discovery, participating in the hearing, and filing pre-hearing and post—hearing briefs.

Accordingly, the AL] finds that Motorola has submitted to the jurisdiction of the Commission.

See Certain Miniature Hacksaws, Inv. N0. 337-TA-237, Pub. No. 1948, Initial Determination at

4, 1986 WL 379287 (U.S.I.T.C., October 15, 1986) (unreviewed by Commission in relevant

part).
 

2 Motorola asserts that Apple does not have standing to bring suit under the ’430 Patent. That is addressed infra at
SectionVI.H. 1. -
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IV. CLAIM CONSTRUCTION

A. Applicable Law

Pursuant to the Commission’s Notice of Investigation, this investigation is a patent-based

investigation. See 75 Fed. Reg. 74081 (November 30, 2010). Accordingly, all of the unfair acts

alleged by Apple to have occurred are instances of alleged infringement of the ’828, ’607

and ’430 Patents. A finding of infringement or non-infringement requires a two-step analytical

approach. First, the asserted patent claims must be construed as a matter of law to determine

their proper scope.3 Claim interpretation is a question of law. Markman v. Westview Instruments,

Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) (en banc), afl’d, 517 U.S. 370 (1996); Cybor Corp. v.

FAS Techs, Inc., 138 F.3d 1448, 1455 (Fed. Cir. 1998). Second, a factual determination must be

made as to whether the properly construed claims read on the accused devices. (Id. at 976).

In construing claims, the ALJ should first look to intrinsic evidence, which consists of the

language of the claims, the patent’s specification, and the prosecution history, as such evidence

“is the most significant source of the legally operative meaning of disputed claim language.”

Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996); see also Bell Atl.

Network Servs., Inc. v. Covad Comm ’n. Group, Inc., 262 F.3d 1258, 1267 (Fed. Cir. 2001). The

words of the claims “define the scope of the patented invention.” Id. And, the claims

themselves “provide substantial guidance as to the meaning of particular claim terms.” Phillips v.

AWH Corp, 415 F.3d 1303, 1314 (Fed. Cir. 2005), cert. denied, 546 US. 1170 (2006). It is

essential to consider a claim as a whole when construing each term, because the context in which

a term is used in a claim “can be highly instructive.” Id. Claim terms are presumed to be used

consistently throughout the patent, such that the usage of the term in one claim can often
 

3 Only claim terms in controversy need to be construed, and only to the extent necessary to resolve the controversy.
Vanderlande Indus. Nederland BVv. Int ’1 Trude Comm ’n., 366 F.3d 1311, 1323 (Fed. Cir. 2004); Vivid Tech, Inc. v.

Am. Sci. & Eng’g, Inc, 200 F.3d 795, 803 (Fed. Cir. 1999).
10
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illuminate the meaning of the same term in other claims. Research Plastics, Inc. v. Federal Pkg.

Corp, 421 F.3d 1290, 1295 (Fed. Cir. 2005). In addition:

. . . in clarifying the meaning of claim terms, courts are free to use words that do

not appear in the claim so long as the resulting claim interpretation . . . accord[s]

with the words chosen by the patentee to stake out the boundary of the claimed

property.

Pause Tech, Inc. v, TIVO, Inc., 419 F.3d 1326, 1333 (Fed. Cir. 2005).

Some claim terms do not have particular meaning in a field of art, in which case claim

construction involves little more than applying the widely accepted meaning of commonly

understood words. Phillips, 415 F.3d at 1314. Under such circumstances, a general purpose

dictionary may be of use.4 The presumption of ordinary meaning, however, will be “rebutted if

the inventor has disavowed or disclaimed scope of coverage, by using words or expressions of

manifest exclusion or restriction, representing a clear disavowal of claim scope.” ACTV, Inc. v.

Walt Disney Ca, 346 F.3d 1082, 1091 (Fed. Cir. 2003).

Sometimes a claim term will have a specialized meaning in a field of art, in which case it

is necessary to determine what a person of ordinary skill in that field of art would understand the

disputed claim language to mean, viewing the claim terms in the context of the entire patent.

Phillips, 415 F.3d at 1312—14; Vitronics, 90 F.3d at 1582. Under such circumstances, the ALJ

must conduct an analysis of the words of the claims themselves, the patent specification, the

prosecution history, and extrinsic evidence concerning relevant scientific principles, as well as

the meaning of technical terms and the state of the art. Id.

A patentee may deviate from the conventional meaning of claim term by making his or

her intended meaning clear (1) in the specification and/or (2) during the patent’s prosecution
 

4 Use of a dictionary, however, may extend patent protection beyond that to which a patent should properly be
afforded. There is also no guarantee that a term is used the same way in a treatise as it would be by a patentee. Id.
at 1322.
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history. Lear Siegler, Inc. v. Aeroquip Corp, 733 F.2d 881, 889 (Fed. Cir. 1984). If a claim

term is defined contrary to the meaning given to it by those of ordinary skill in the art, the

specification must communicate a deliberate and clear preference for the alternate definition.

Kumar v. 0v0nic Battery Co, 351 F.3d 1364, 1368 (Fed. Cir. 2003). In other words, the

intrinsic evidence must “clearly set fort ” or “clearly redefine” a claim term so as to put one

reasonably skilled in the art on notice that the patentee intended to so redefine the claim term.

BellAtl., 262 F.3d at 1268.

When the meaning of a claim term is uncertain, the specification is usually the first and

best place to look, aside from the claim itself, in order to find that meaning. Phillips, 415 F.3d at

1315. The specification of a patent “acts as a dictionary” both “when it expressly defines terms

used in the claims” and “when it defines terms by implication.” Vitronics, 90 F.3d at 1582. For

example, the specification “may define claim terms by implication such that the meaning may be

found in or ascertained by a reading of the patent documents.” Phillips, 415 F.3d at 1323. “The

construction that stays true to the claim language and most naturally aligns with the patent’s

description of the invention will be, in the end, the correct construction.” Id. at 1316. However,

as a general rule, particular examples or embodiments discussed in the specification are not to be

read into the claims as limitations. Markman, 52 F.3d at 979.

The prosecution history “provides evidence of how the inventor and the PTO understood

the patent.” Phillips, 415 F.3d at 1317. For example, the prosecution history may inform the

meaning of the claim language by demonstrating how an inventor understood the invention and

whether the inventor limited the invention in the course of prosecution, making the claim scope

narrower than it otherwise would be. Viironics, 90 F.3d at 1582—83; see also Chimie v. PPG

Indus, Inc, 402 F.3d 1371, 1384 (Fed. Cir. 2005) (stating, “The purpose of consulting the
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prosecution history in construing a claim is to exclude any interpretation that was disclaimed

during prosecution”); Microsoft Corp. v. Multi—tech Sys, Inc, 357 F.3d 1340, 1350 (Fed. Cir.

2004) (stating, “We have held that a statement made by the patentee during prosecution history

of a patent in the same family as the patent—in-suit can operate as a disclaimer.”). The

prosecution history includes the prior art cited, Phillips, 415 F.3d at 1317, as well as any

reexamination of the patent. E.I. du Pont de Nemours & Co. v. Phillips Petroleum Co. 849 F.2d

1430, 1440 (Fed. Cir. 1988) (“Statements made during reissue are relevant prosecution history

when interpreting claims”) (internal citations omitted).

Differences between claims may be helpful in understanding the meaning of claim terms.

Phillips, 415 F.3d at 1314. A claim construction that gives meaning to all the terms of a claim is

preferred over one that does not do so. Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364,

1372 (Fed. Cir.), cert. denied, 546 US. 972 (2005); Alza Corp. v. Mylan Labs. Inc, 391 F.3d

1365, 1370 (Fed. Cir. 2004). In addition, the presence of a specific limitation in a dependent

claim raises a presumption that the limitation is not present in the independent claim. Phillips,

415 F.3d at 1315. This presumption of claim differentiation is especially strong when the only

difference between the independent and dependent claim is the limitation in dispute. SunRace

Roots Enter. Co., v. SRAM Corp., 336 F.3d 1298, 1303 (Fed. Cir. 2003). “[C]laim differentiation

takes on relevance in the context of a claim construction that would render additional, or

different, language in another independent claim superfluous.” All Voice Computing PLC v.

Nuance Comm ’ns, Inc., 504 F.3d 1236, 1247 (Fed. Cir. 2007).

The preamble of a claim may also be significant in interpreting that claim. The preamble

is generally not construed to be a limitation on a claim. Bell Commc’ns Research, Inc. v.
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Vitalink Commc ’ns Corp, 55 F.3d 615, 620 (Fed. Cir. 1995). However, the Federal Circuit has

stated that:

[A] claim preamble has the import that the claim as a whole suggests for it. In

other words, when the claim drafter chooses to use both the preamble and the

body to define the subject matter of the claimed invention, the invention so

defined, and not some other, is the one the patent protects.

Eaton Corp. v. Rockwell Int’l Corp, 323 F.3d 1332, 1339 (Fed. Cir. 2003). If said preamble,

when read in the context of an entire claim, recites limitations of the claim, or if the claim

preamble is “necessary to give life, meaning, and vitality” to the claim, then the claim preamble

should be construed as if in the balance of the claim. Kropa v. Robie, 187 F.2d 150, 152 (CCPA

1951); see also Rowe v. Dror, 112 F.3d 473, 478 (Fed. Cir. 1997); Coming Glass Works v.

Sumz'tomo Elec. USA, Inc., 868 F.2d 1251, 1257 (Fed. Cir. 1989). In addition:

[W]hen discussing the “claim” in such a circumstance, there is no meaningful

distinction to be drawn between the claim preamble and the rest of the claim, for

only together do they comprise the “claim.” If, however, the body of the claim

fully and intrinsically sets forth the complete invention, including all of its

limitations, and the preamble offers no distinct definition of any of the claimed

invention’s limitations, but rather merely states the purpose or intended use of the

invention, then the preamble may have no significance to claim construction

because it cannot be said to constitute or explain a claim limitation.

Pitney BOWes, Inc. v. Hewlett—Packard Co., 182 F.3d 1298, 1305 (Fed. Cir. 1999). In Pitney

Bowes, the claim preamble stated that the patent claimed a method of, or apparatus for,

“producing on a photoreceptor an image of generated shapes made up of spots.” Id. at 1306.

The Federal Circuit found that this was not merely a statement describing the invention’s

intended field of use, but rather that said statement was intimately meshed with the ensuing

language in the claim. Id. For example, both of the patent’s independent claims concluded with

the clause, “whereby the appearance of smoothed edges are given to the generated shapes.” Id.

Because this was the first appearance in the claim body of the term “generated shapes,” the Court
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found that it could only be understood in the context of the preamble statement “producing on a

photoreceptor an image of generated shapes made up of spots.” Id. The Court concluded that it

was essential that the preamble and the remainder of the claim be construed as one unified and

internally consistent recitation of the claimed invention. Id.

Finally, when the intrinsic evidence does not establish the meaning of a claim, the ALJ

may consider extrinsic evidence, i.e., all evidence external to the patent and the prosecution

history, including inventor testimony, expert testimony and learned treatises. Phillips, 415 F.3d

at 1317. Extrinsic evidence may be helpful in explaining scientific principles, the meaning of

technical terms, and terms of art. Vitronics, 90 F.3d at 1583; Markman, 52 F.3d at 980.

However, the Federal Circuit has generally viewed extrinsic evidence as less reliable than the

patent itself and its prosecution history in determining how to define claim terms. Phillips, 415

F.3d at 1318. With respect to expert witnesses, any testimony that is clearly at odds with the

claim construction mandated by the claims themselves, the patent specification, and the

prosecution history should be discounted. Id. at 1318.

If the meaning of a claim term remains ambiguous after a review of the intrinsic and

extrinsic evidence, then the patent claims should be construed so as to maintain their validity. Id.

at 1327. However, if the only reasonable interpretation renders a claim invalid, then the claim

should be found invalid. See Rhine v. Casio, Inc., 183 F.3d 1342, 1345 (Fed. Cir. 1999).

Section 112, paragraph 6 of the Patent Act states that:

An element in a claim for a combination may be expressed as a means or step for

performing a specified function without the recital of structure, material, or acts in

support thereof, and such claim shall be construed to cover the corresponding

structure, material, or acts described in the specification and equivalents thereof.

35 U.S.C. § 112, 11 6 (2009).

15

A55

PAGE 000117



Case: 12-1338 CaQ‘ASE-HPERTICIBANJWBY DWflfla8 FMQEKKZEQOEfled: 07/20/2012

PUBLIC VERSION

“Section 112, paragraph 6 was intended to allow the use of means expressions in patent

claims without requiring the patentee to recite in the claims all possible structures that could be

used as means in the claimed apparatus.” Med. Instrumentation & Diagnostics Corp. v. Elekta

AB, 344 F.3d 1205, 1211 (Fed. Cir. 2003). The process of construing a means-plus-function

term differs from the process of construing other claim language. “The first step in the

construction of a means—plus—function claim element is to identify the particular claimed

function. The second step in the analysis is to look to the specification and identify the

corresponding structure for that function.” Id at 1210 (citations omitted).

The construction of a means—plus-function term is thus limited by the disclosure of the

corresponding structure in the specification. As explained by the Federal Circuit, “[t]he literal

scope of a properly construed means—plus-function limitation does not extend to all means for

performing a certain function. Rather, the scope of such claim language is sharply limited to the

structure disclosed in the specification and its equivalents.” J & M Corp. v. Harley-Davidson,

Inc., 269 F.3d 1360, 1367 (Fed. Cir. 2001). Section 112, paragraph 6 has been described as

representing “a quid pro quo by permitting inventors to use a generic means expression for a

claim limitation provided that the specification indicates what structure(s) constitute(s) the

means.” Atmel Corp. v. Info. Storage Devices, Inc., 198 F.3d 1374, 1381 (Fed. Cir. 1999).

B. Level of Ordinary Skill in the Art

1. ’828 Patent

With respect to the ’828 Patent, the parties largely agree on definition of person of

ordinary skill at the time of the invention. Apple contends that a person of ordinary skill in the

art related to the ’828 Patent would have a bachelor’s degree in computer science, electrical

engineering, or mathematics and several years of experience working in the area of signal
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processing, human-computer interaction, or the design, use, or evaluation of touch-sensitive

input devices. (CX-201C at Q/A 337.) Motorola contends that that a person of ordinary skill in

the art related to the ’828 Patent would have a bachelor’s degree in computer science, electrical

engineering, or a related field and three to five years of experience with input device, including

some experience with image processing, human-computer interaction, or touch—sensing methods,

or devices on January 25, 1999. (RX-1885C at Q/A 368.) The Staff agrees with Apple’s

definition, but notes that the differences between the parties’ definitions do not appear to affect

the outcome of any issues in this case. (SIB at 8.)

The ALJ finds that the level of ordinary skill in the art related to the ”828 Patent at the

time of the invention would have a bachelor’s degree in computer science, electrical engineering,

or a related field, including mathematics, and three to five years of experience working in the

area of signal processing, human—computer interaction, or the design, use, or evaluation of touch—

sensitive input devices.

2. ’607 Patent

With respect to the ’607 Patent, the parties largely agree on definition of person of

ordinary skill at the time of the invention. Apple contends that a person of ordinary skill in the

art related to the ’607 Patent would have a bachelor’s degree in electrical engineering, physics,

computer engineering, or a related field and 2—3 years of work experience with input devices.

(CX—202C at Q/A 34.) Motorola contends that that a person of ordinary skill in the art related to

the ’607 Patent would have a bachelor’s degree in computer science, electrical engineering, or a

related field and three years of experience with touch input devices. (RX-1885C at Q/A 76.)

The Staff notes that the parties have offered similar definitions as to the level of ordinary skill in

the art and that there does not seem to be a dispute on this issue. (SIB at 48.)
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The ALJ finds that the level of ordinary skill in the art related to the ’607 Patent at the

time of the invention would have a bachelor’s degree in electrical engineering or a related field

and three years of experience working in the area of touch input devices.

3. ’430 Patent

With respect to the ’430 Patent, the parties largely agree on definition of person of

ordinary skill at the time of the invention. Apple contends that a person of ordinary skill in the

art related to the ’430 Patent would have a bachelor’s degree in computer science, or equivalent

industry experience, and several years of experience working in the area of computer

programming and or operating systems. (CIB at 156 n.38; CX-201C at Q/A 34.) Motorola

contends that that a person of ordinary skill in the art related to the ’430 Patent would have a

bachelor’s degree in computer science or a related field and three years of experience in

designing and developing software. (RX-1874C at Q/A 38.) The Staff notes that the parties

have offered similar definitions as to the level of ordinary skill in the art and that there does not

seem to be a dispute on this issue. (SIB at 98.)

The ALJ finds that the level of ordinary skill in the art related to the ’430 Patent at the

time of the invention would have a bachelor’s degree in computer science, or equivalent industry

experience, and three years of experience working in the area of computer programming and/or

operating systems.

C. The ’828 Patent

1. “mathematically fit(ting) an ellipse” 

 

    Claim Term Apple’s Proposed Motorota‘s Proposed Staff’s Proposed I" Constructions Constructions Constructions

“mathematically comput(ing) applying a unitary transformation of the group

fitting an ellipse” numerical parameters covariance matrix of second moments of
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Cfa’imTerm ' ’ Apple’s Proposed ’ Motorola’s Proposed ‘ , Staff’s Proposed
Constructions , Constructions , Constructions »

(claim 1) that mathematically proximity data to fit an ellipse

“mathematically define an elllpse
fit an ellipse”

(claim 10)

“mathematically comput(ing) for at least one of the pixel groups, applying a

fitting an ellipse to numerical parameters unitary transformation of the group

at least one of the that mathematically covariance matrix of second moments of

pixel groups” define an ellipse proximity data for all pixels in that pixel

(claim 1) which approximates group to fit an ellipse

“mathematically the shape of at least
one of the pixel

fit an ellipse to at
groupsleast one of the

one or more pixel

groups” (claim 10)

    
 

The key dispute for the ’828 Patent is whether “mathematically fitting an ellipse” is

limited to the methodology defined in the patent. All of the claims contain a similar limitation,

including the means plus function claims that will be discussed later. Apple proposes a

construction that would have this term mean “comput(ing) numerical parameters that

mathematically define an ellipse which approximates the shape of at least one of the pixel

groups.” Motorola and Staff propose identical constructions that construe these terms as

“apply[ing] a unitary transfonnation of the group covariance matrix of second moments of

proximity data for all pixels in a pixel group to fit an ellipse.”

Motorola and Staff argue that the specification unambiguously states that “the ellipse-

fitting procedure requires a unitary transformation of the group covariance matrix Gs0V of second

moments Qxx, ny, GZZ.” (IX-3 at 26:18-21 (emphasis added).) Motorola argues that the use of

the word “requires” indicates that this particular technique (the group covariance matrix) must be

used. (RIB at 80-82; SIB at 11—14.)
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Moreover, Motorola argues that the prosecution history requires this result as well.

When filed, claims 1 and 10 contained the limitation “fit[ting] an ellipse to at least one of the

[one or more] pixel groups.” (RIB at 82 (citing JX—6 at 150-151).) The PTO rejected all of the

asserted claims based on US. Patent No. 5,825,352 to Bisset et al. (“Bisset”). (IX—6 at 1407~25.)

In response to this rejection, the applicants argued that Bisset simply disclosed “a series of

capacitance values measured when a finger contacts a touchpad, discloses the feature of “fitting

93!

an ellipse to . . . (IX—6 at 1468.) The applicants disagreed with the examiner’s contention that

“merely obtaining measured data is the same as fitting an ellipse to the data, so long as the

measured data happens to be measured from an object that ‘is in general ellipse—like” was the

same as mathematically fitting an ellipse. (IX—6 at 1468-69 (quotation marks and emphasis

omitted).) Indeed, the applicants contended that “the Office Action’s interpretation is

particularly unreasonable when the claim language is viewed in light of the specification, as it

must be viewed.” (IX—6 at 1469.) Applicants further urged that “the Office Action fails to

consider the disclosure of the specification when interpreting at least the feature of ‘fitting an

ellipse to at least one of the pixel groups.m (IX-6 at 1469.) Nevertheless, applicants amended

the claim to recite “mathematically fitting an ellipse to one or more pixel groups” because the

examiner indicated that limitation would traverse the rejection. (JX—6 at 1469.)

Motorola also argues that Apple’s proposed construction is incorrect because it focuses

on what parameters are computed and not on how parameters are computed. (RIB at 85.)

Indeed, Motorola argues that the same five parameters could be could define both an ellipse and

a rectangle, but that the claims require fitting an ellipse to the data. (RIB at 85.)

Apple argues that its construction is consistent with plain and ordinary meaning of the

claim term —~ namely, “‘mathematically fit(ting) an ellipse” is a process of computing numerical
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parameters that mathematically define an ellipse.” (CIB at 26.) Apple contends that “both

experts explained during their tutorials that the results of an ellipse fitting process are numerical

parameters that describe an ellipse, for example centroid, major axis, minor axis, and

orientation.” (CIB at 27.)

Apple further contends that both experts also agree that there are a variety of methods of

mathematically fitting an ellipse and that fitting is a well-known concept. (CIB at 27.) Apple

argues that the specification is consistent with this plain meaning. Specifically, Apple points to

statements in the specification that mention “parameters” or “parameterization.” (CIB at 27—28

(quoting JX-3 at 19:8-12 (“electrode group data structures which are parameterized by fitting an

ellipse to the position and proximity measurements of the electrodes within each group”); JX—3 at

25:54—56 (“shape, size, and position parameters”).) Apple also relies on what it terms the

“second embodiment” that it describes as where “the ‘total group proximity G2” is used to

indicate contact size and finger pressure and default mathematical values are for certain ellipse

parameters rather than applying a unitary transformation of the group covariance matrix.” (CIB

at 28; CIB at 30 (citing JX-3 at 2731—8).) Apple claims that a person of ordinary skill would

understand this “second embodiment” to be another form of ellipse fitting, and, thus, Motorola

and Staff’s construction excludes this preferred embodiment and improperly reads limitations

into the claims. (CIB at 30, 32-33.)

Apple argues that its proposed construction “follows directly from the ordinary meaning

of ellipse fitting and is the only construction that does not exclude embodiments of the ’828

Patent.” (CIB at 28.) Apple argues that Motorola’s and Staff’s constructions “fail to capture the

most important element of ellipse fitting — the setting of ellipse parameters — and instead focus

on a single sentence describing one step of one embodiment of the ”828 Patent.” (CIB at 28.)
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Apple argues that the statement Motorola and the Staff rely on does not” meet the Federal

Circuit’s requirements to be a definition, but that, even if it was, Motorola and Staff deviate from

that statement by requiring the use of all pixels in the pixel group. (CIB at 29, 34—35.)

Apple also asserts that Motorola’s construction runs afoul of the doctrine of claim

differentiation because dependent claims 5 and 15 refer to calculating eigenvalues and

eigenvectors of a covariance matrix. Apple argues that Motorola’s and Staff construction would

make the independent claims have the same scope as the dependent claims. (CIB at 31.) Apple

also argues that the dependent claims also “support Apple’s proposed construction by describing

the results of ellipse fitting as a broad list of parameters that is consistent with reading the ‘low

resolution’ embodiment as one method for ‘mathematically fit(ting) an ellipse.”’ (CIB at 31

(citing claims 2, 3, 11, and 12).)

Apple also relies heavily on the testimony of the named inventor Dr. Wayne Westerman

as establishing that the “second embodiment” is indeed a type of ellipse fitting. (CIB at 32.)

Apple further notes that Dr. Westerman explained that while fitting all of the pixels in a pixel

group would be preferred, it is not required. (CIB at 34-35.)

As for the prosecution history, Apple asserts that the statements were not intended to

limit the scope of the claims (CIB at 35), and that the prosecution history was not distinguishing

between different ways of fitting an ellipse, but was distinguishing the claims from a reference

2 (Bisset) that does not disclose any type of ellipse fitting. (CIB at 35.)

Instead, Apple argues that the comments in the prosecution history “only distinguishes

the ellipse fitting step from the data acquisition steps that precede ellipse fitting.” (CIB at 36),

and that “[t]here was no comparison made between Bisset’s computation of parameters and the

ellipse fitting computations claimed in the ”828 Patent, and, further, there can be no comparison

22

A62

PAGE 000124



Case: 12-1338 CaQ‘ASE-HPERTICIBANJWBY DWEUZ38 FMQEKK25/20Efled: 07/20/2012

PUBLIC VERSION

because Bisset ”352 only computed the center of the perceived touches and did not use these as

part of an ellipse model, such as by assigning values to a major or minor axis.” (CIB at 36.)

Apple argues that “[t]he distinction in the file history between Bisset ’352 and the ’828 Patent is

consistent with Apple’s construction, and Motorola cannot point to any statements in the file

history that refer to the ‘unitary transformation of the group covariance matrix’ in its

construction.” (CIB at 36.) Apple contends that the law requires a clear and unambiguous

disclaimer, and that the statements that Motorola relies on are “ambiguous at best” and do not

“support Motorola’s restrictive construction.” (CIB at 36-37.)

The ALJ finds that neither Motorola’s and Staff’s nor Apple’s proposed construction is

particularly appealing. While the ALJ certainly agrees with Motorola and Staff that the plain

meaning of “mathematically fit(ting) and ellipse” is substantially narrower than Apple’s

proposed construction, the ALJ does not agree that it is limited to only the method using the

group covariance matrix disclosed in the specification. Apple’s construction is inconsistent with

the claim language in that it would read out the requirement that an “ellipse” must be “fitted”

“mathematically” to the pixel groups. Moreover, the specification and prosecution history also

do not support Apple’s arguments as will be discussed below.

Beginning with the claim language, the claim term itself requires that an “ellipse” be

“mathematically fit(ted)” to the “pixel group.” Apple’s construction would eliminate nearly all

of those limitations. Moreover, Apple’s argument that its construction is the plain meaning of

the term because the “results of an ellipse fitting process are numerical parameters that describe

an ellipse. . .” highlights the key problem with Apple’s construction. Apple’s construction, in

effect, is that the ends define the means. But, the independent claims do not discuss parameters

at all — they merely discuss this process of fitting an ellipse. Thus, the claims focus on a
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particular way in which parameters could be calculated — mathematically fitting — not just on the

end parameters as Apple’s construction would.

A second major problem with Apple’s construction is the tenuous connection between the

ellipse and the parameters. Motorola illustrated the ambiguity that results in Apple’s

construction when you focus on the parameters and not on “fitting” as the claims require. As

Motorola demonstrated the parameters that could define an ellipse can also define a rectangle or

other shape:

 

 
 

"._ orientation

  
 

.....-_....-... [a -——--&—-—--,_ thin—net-” ——------—...- fi:---_‘___-__-. ”mum-m-»

. ~ centroidcentrord

major axis

. major axis

(RDX-9.36 and 9.37.) Merely calculating the parameters that could define an ellipse does not

mean that the figure “fitted” to the data is an ellipse since these same parameters can define

many different geometric figures. Thus, the claim language requires greater precision than

merely calculating ellipse parameters; the claim language requires actually fitting an ellipse to

the data.

As for Motorola’s and Staff’s construction, the claim language by itself neither supports

nor refutes their construction. The use of the group covariance matrix is certainly one way that

ellipse fitting can be performed. The parties do not dispute, however, that it is not the only way.

Thus, Motorola’s and Staff’ s construction would narrow the plain language of the claims.

The specification supports a narrower construction than Apple’s and provides some

support for Motorola’s and Staff’s construction. The specification does not equate
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parameterization with ellipse fitting as Apple Contends, but clearly explains that parameters

(such as centroid, major and minor axis) are determined by ellipse fitting. (See JX—3 at 1928-12

(“The image segmentation process 241 outputs a set of electrode group data structures 242 which

are parameterized 22 fitting an ellipse to the positions and proximity measurements of the

electrodes within each group”) (emphasis added).) As for Apple’s argument that there are two

embodiments for ellipse fitting, the specification demonstrates that this “second embodiment” is

not ellipse fitting, but an alternative to ellipse fitting. (See JX-3 at 272‘1-8 (“On low resolution

electrode arrays, the total group proximity G2 is a more reliable indicator of contact size as well

as finger pressure than the fitted elliQse parameters. Therefore, if proximity images have low

resolution, the orientation and eccentricity of small contacts are set to default values rather than

their measured values, and total group proximity G; is used as the primary measure instead at

maior and minor axis lengths.” (emphasis added)).) Thus, it is clear from the specification that

the “second embodiment” is not a method of mathematically fitting an ellipse - it is a completely

alternative method to analyze proximity data.

As for Motorola’s and Staffs construction, it relies heavily on the following passage

from the specification:

Since most groups are convex, their shape is well approxi-
mated by eflips: parameters. The ellipse fining procedure
requires a unitary transfomlaxion of the group covariance

matrix Gm ofsecond moments Q”, QW G”:

G 0,, G” {35}
m a 6,, 0,,

an a 2 MG. wed” ”6)fig;

0’.- E 0., E Z BAG; ' ‘IRG’ ’9’) “7)
95¢;

a” a 2 946, --e,)2 “33
EC;
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The eigeavaiues 3.9 and it, of the covariance matrix Gm,
damnine the ehipse axis lengths and orientation Ge:

 

Gm: 13 f3:- (39,

am“ «I; (23)

ngmla4i‘o"cn) (21)6,,

where Ga is uniqueiy wrapped into the range (0,180").
For convenience while distinguishing fingertips from

palms at higher system levels, the major and trainer axis
lengths are converted via their ratio imo an eccentricity 65:

am (22)
CHM!

 
Gt:

(JX—3 at 26:18—55.) This passage does provide strong support for a construction that is narrower

than Apple’s. It clearly indicates that “fit(ting) an ellipse” to the pixel group means what the

claim language says: it requires actually fitting an ellipse to the data before the parameters are

calculated, not merely calculating “parameters” that could represent an ellipse as Apple contends.

The ALJ, however, disagrees with Motorola and Staff that this passage limits the claim term only

to the group covariance methodology described in this passage. Motorola and Staff rely on the

use of the “requires” in the description above , i. e., “the ellipse fitting procedure requires.”

In support of their argument, Motorola and Staff rely on an unpublished Federal Circuit

opinion, ImageCUBE LLC v. Boeing Ca, No. 2010-1265, 2011 WL 2438634 (Fed. Cir. June 20,

2011). The ALJ finds that this case does not support Motorola’s and Staffs construction. As

Apple points out, the Federal Circuit did not hold that the word “requires” by itself supports

reading a limitation into the claims from the specification in ImageCUBE. Indeed, limiting

claims to particular embodiments is heady stuff not to be taken lightly. As the Federal Circuit in

another case has explained:

There is a fine line between construing the claims in light of the specification

and improperly importing a limitation from the specification into the claims.
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In reviewing the intrinsic record to construe the claims, we strive to capture the

scope of the actual invention, rather than strictly limit the scope of claims to

disclosed embodiments or allow the claim language to become divorced from

what the specification conveys is the invention

Retractable Tech, Inc. v. Becton, Dickinson & Co., 653 F.3d 1293, 1305 (Fed. Cir. 2011).

In Retractable Technologies, the Federal Circuit found the claims limited to a particular

embodiment in the specification where the evidence far more overwhelming than here. It

included repeated emphasis that “invention” included a particular limitation. See id

In sum, while these cases do not support reading the specific methodology described in

the specification into the claims, the ALJ does note that, consistent with the holding in

ImageCUBE, the specification and claims in this case clearly indicate that a mathematical fitting

procedure that fits an ellipse to the pixel group must be used here. Moreover, the plain language

of the claims make clear that merely calculating ellipse parameters without using a fitting

technique is insufficient.

As for the final piece of evidence relied on by Motorola and Staff, the prosecution

history, the ALJ finds this does not limit the claims as narrowly as Motorola and Staff suggest.

But the ALJ finds that the prosecution history supports a much narrower construction than Apple

proposes. As discussed above, when filed, claims 1 and 10 contained the limitation “fit[ting] an

ellipse to at least one of the [one or more] pixel groups.” (See JX-6.0150-0151.) In an office

action dated December 24, 2009, the PTO rejected all the asserted claims based on Bisset(JX-

196). (See JX—6.1407—25.) The applicants disagreed with the PTO (id. at 1454) in amendments

to claims 1 and 10 (id.) at 1456—57; and in written remarks. (Id. at 1468—72.) According to the

applicants, the PTO’s interpretation was that “merely obtaining measured data is the same as

fitting an ellipse to the data, so long as the measured data happens to be measured from an object

that ‘is in general ellipse-like.” Id The applicants disagreed, explaining:
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[U]nder the plain meaning of the language of the claims, without more, one

skilled in the art would not interpret “fitting an ellipse to at least one of the

pixel groups in such a manner.” Furthermore, the Office Action ’s

interpretation is particularly unreasonable when the claim language is viewed

in light ofthe specification, as it must be viewed. In this regard, Applicants

submit that the Office Actionfails to consider the disclosure ofthe specification

when interpreting at least the feature of “fitting an ellipse to at least one ofthe

pixel groups. ” . . .

Nevertheless, claim 1 has been amended to recite mathematically fitting an

ellipse to at least one of the pixel groups. . . . Claim 10 has been similarly
amended.

(IX-6 at 1468—69 (emphasis added).) While this confirms (as the specification does) that claim

language does require actually fitting an ellipse to the pixel group data, it does not limit the

method of fitting to only the method disclosed in the specification. Accordingly, the ALJ finds

that while the prosecution history provides further support to reject Apple’s extremely broad

construction, the prosecution history does not limit the claims as narrowly as Motorola and Staff

suggest.

Apple argues that its construction is not so broad as to encompass any computation of

numerical parameters for fitting any shape. (CRB at 14.) Apple argues that there are two

requirements of its construction: (1) the accused process must compute numerical parameters

and (2) those parameters must mathematically define an ellipse. (CRB at 14.) This explanation

further highlights the disjointedness of Apple’s construction. The first requirement of Apple’s

construction is a non—limitation, because nearly any computer process will involve computation

of numerical parameters. The second requirement turns the claim language on its head. Instead

of “mathematically fitting” an ellipse to the pixel groups, as a person of ordinary skill would

understand that term, Apple’s construction would reverse the process. A parameter, generated in

any way possible that could be used ex post to generate an ellipse that could be fitted over the

pixel groups would meet its construction. The claim language demands a different process,
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whereby a fitting procedure (such as the group covariance matrix method described in the

specification) could be used to fit an ellipse to the pixel group from which ellipse parameters

could be derived.

Apple also relies on the hearing testimony of Dr. Westerman in an effort to suggest that

the methodology at the top of column 27 is a method of “mathematically fit(ting) an ellipse.”

(CIB at 32.) The ALJ agrees with Staff and Motorola that testimony by the inventor that seeks to

broaden the scope of the patent in litigation should be approached with great caution. See N. Am.

Vaccine, Inc. v. Am. Cyanamid C0., 7 F.3d 1571, 1577 (Fed. Cir. 1993) (“Where meaning of a

claim term is clear from the specification and prosecution history, the inventor’s self—serving

post—hoc opinion testimony on the legal question whether it should have a different meaning was

of little if any significance”). This caution seems especially true in this case because Dr.

Westerman at times testified (consistent with the specification) that the methodology disclosed at

the top of column 27 was an alternative to—not an example of—ellipse fitting. (Tr. 339125—

34028.) Nevertheless, the named inventors did offer some helpful definitions at their depositions.

(See RX—1895C at Q/A 447.) Specifically, when asked about what the term meant, Mr. John

Elias, one of the two named inventors, testified:

Well, from a mathematical point of view or a [sic] electrical engineering point

of view, to fit an ellipse, as an example, to a collection of data points means

that you want to find the parameters that describe that ellipse, such that it

minimizes the differences between the ellipse, the model, and the data.

(RX—1895C at Q/A 447 (quoting Elias Dep. Tr. At 186—87).) This definition is most consistent

with the common mathematical meaning of the term “fitting” used in a variety of similar

contexts (most commonly in statistics). See, e. g., Merriam Webster Dictionary

(http://wwwmerriam—webster.com/dictionary/curve fitting) (defining “curve fitting” as “the
 

empirical determination of a curve or function that approximates a set of data”) (last visited Dec.
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30, 2011); ATA Airlines, Inc. v. Fed. Express Corp, —-— F.3d -———, 2011 WL 6762865, at *8 (7th

Cir. Dec. 30, 2011) (Posner, J.) (line fitting using “lease squares”) (“[A] linear regression is an

equation for the straight line that provides the best fit for the data being analyzed. The ‘best fit’ is

the line that minimizes the sum of the squares of the vertical distance between each data point

and the line”); Burlington N., Inc. v. United States, 676 F.2d 566, 578 n.37 (Ct. C1. 1982) (curve

fitting using “least squares”) (noting the expert “used the mathematical ‘least squares’ method of

analysis. More accurately this method is described as the least sum of the squared differences. It

is a mathematical measure of the differences between the hypothesized line (the curve being fit)

and the observed data for the purpose of determining how closely the hypothesized line describes

the data”). The ALJ does not consider any of these sources of extrinsic evidence to be

controlling (although the ALJ does find Mr. Elias’s testimony informative), but most importantly

they are not inconsistent with the understanding expressed in the specification and prosecution

history discussed above.

In sum, the ALJ finds that neither the specification nor prosecution history limits the

claims to only the group covariance method described in the specification. However, the ALJ

does find that the plain meaning of the claims supported by the Specification and prosecution

history requires that an ellipse actually be fitted to the pixel groups. Thus, Apple’s construction

that requires only that ellipse parameters be calculated without fitting an ellipse to the data

cannot be correct. Accordingly, the ALJ construes the term “mathematically fit(ting) an ellipse

to one or more pixel groups” to mean performing a mathematical process where by an ellipse is

actually fitted to the data consisting of one or more pixel groups and from that ellipse various

parameters can be calculated.
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2. “ellipse parameters” (claims 2, 11, 29) 

Apple’s Proposed Constructions Motorola’s Proposed

Constructions

geometric parameters

obtained from mathematically

fitting an ellipse

Staffs Proposed. Constructions
 

Parameters that describe an

ellipse, e.g. position, shape,

size, orientation, eccentricity,

major radius, minor radius.

Plain and ordinary meaning,

or: parameters that describe

an ellipse  
 

Apple argues that this term should be given its plain and ordinary meaning or in the

alternative, it should be defined as “parameters that describe an ellipse.” Motorola offered, in its

pre-hearing brief, an alternative construction that effectively seeks to incorporate the

“mathematically fitting” limitation that is the parties’ primary dispute. Motorola offered no

arguments for its construction in its post-hearing brief, so those arguments are waived. The Staff

argues that its definition is based on the common understanding of the parameters that define an

ellipse as recognized by both parties and described in the ’828 Patent. (SIB at 14-15.) The

Staff’s primary concern is that Apple seeks to include terms beyond the “classical parameters of

an ellipse in order to encompass parameters derived by the Accused Products. . ..” (SIB at 15.)

The ALJ agrees with Staff’s construction that the term should be given its plain and

ordinary meaning, which is parameters that describe an ellipse, e.g., position, shape, size,

orientation, eccentricity, major radius, minor radius.

3. “means for fitting an ellipse to at least one of the pixel groups” (claim 24) 

Apple’s Proposed Constructions MotorOIa’s Proposed
constructions

Staffs Proposed Constructions
 

§ 112 1] 6 function: computing
numerical parameters that

mathematically define an ellipse

which approximates the shape of at

least one of the pixel groups (as
construed above)

§ 112 11 6 structure: a module that

computes numerical parameters that

mathematically define an ellipse

which approximates the shape of at

least one of the pixel groups using

  
This element is subject to 35 U.S.C.y
§1121]6.

Function: “fitting an ellipse to at

least one of the pixel groups”

Structure: Using a programmed

host computer as described in 14:6—
8,

parameterizing the grouped pixel

data in at least one of the pixel

groups by (1) computing a

 
Function: fitting an ellipse to at

least one of the pixel groups

Structure: a computer that computes

numerical parameters that

mathematically define an ellipse

which approximates the shape of at
least one of the pixel groups using

equations 12~21 or equivalents
thereof.
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Apple’s Proposed Constructions ' Motorola’s Proposed Staffs Preposed Constructions ’
’ Constructions ’

one or more of equations 12-23 or proximity-weighted centroid from

equivalents. (25:62—26:65) positions and proximities of each

pixel in a pixel group using

equations 12-14 in the

specification; (2) computing a
group covariance matrix of x—y

second moments using equations

15—18 of the specification; (3) afier

calculating the eigenvalues of the

covariance matrix in equation 15,

using these eigenvalues to
determine axis lengths and

orientation of an ellipse using

equations 19—21 of the

specification; and equivalents
thereof.

    
 

As the Staff explains, “[t]he main dispute regarding this term is the proper construction

of the phrase “fitting an ellipse” as discussed previously . . . regarding the ‘mathematically fitting

an ellipse’ limitation.” (SIB at 24.) Apple agrees. (CIB at 38—39.) Motorola offered no separate

arguments regarding this term apart from its arguments regarding “mathematically fitting an

ellipse.” (See RIB at 79-87.)

“When a claim uses the term ‘means’ to describe a limitation, a presumption inheres that

the inventor used the term to invoke § 112, 1] 6.” Biomedino, LLC v. Waters Tech. Corp, 490

F.3d 946, 950 (Fed. Cir. 2007) (citing Altiris, Inc. v. Symantec Corp, 318 F.3d 1363, 1375 (Fed.

Cir. 2003). “This presumption can be rebutted When the claim, in addition to the functional

language, recites structure sufficient to perform the claimed function in its entirety.” Id.

(quotation marks omitted). The parties agree and the ALJ finds that § 112 1] 6 applies to this

claim term.

“Once a court concludes that a claim limitation is a means—plus-function limitation, two

steps of claim construction remain: 1) the court must first identify the function of the limitation;

and 2) the court must then look to the specification and identify the corresponding structure for
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that function.” Id. Apple defines the function as “computing numerical parameters that

mathematically define an ellipse which approximates the shape of at least one of the pixel

groups.” The Staff contends that the function is simply “fitting an ellipse to one or more pixel

groups.” The AL] is mindful that “[w]hen construing the functional statement in a means-plus-

function limitation, we must take great care not to impermissibly limit the function by adopting a

function different from that explicitly recited in the claim,” Generation II Orthotics, Inc. v. Med.

Tech, Inc., 263 F.3d 1356, 1364-65 (Fed. Cir. 2001), and that we must “stay[] true to the claim

language and the limitations expressly recited by the claim[,]” Omega Eng’g, Inc. v. Raytek

Corp, 334 F.3d 1314, 1321 (Fed. Cir. 2003). The ALJ sees no reason to indulge in re-writing

the claims when the function is clear from the claim language itself The identified function does

not impermissibly narrow the claims, but neither does it impermissibly broaden the claims.

Apple’s function would substantially broaden the claim by eliminating the “fitting” requirement

recited in all of the claims. As set forth supra, this requirement was essential for obtaining

allowance of the patent. (See Section IV.C.1.) Accordingly, the ALJ finds that the function is

“fitting an ellipse to at least one of the pixel groups.”

As for the corresponding structure, Apple proposes a structure of “a module that

computes numerical parameters that mathematically define an ellipse which approximates the

shape of at least one of the pixel groups using one or more of equations 12—23 or equivalents.”

(CIB at 37-38.) The Staff defines the structure as “a computer that computes numerical

parameters that mathematically define an ellipse which approximates the shape of at least one of

the pixel groups using equations 12—21 or equivalents thereof.” (SIB at 23—25.) The ALJ

perceives two main disputes. The first is whether the program is running on a “module,” a
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7

“computer,” or a “host computer.’ Second, whether equations 22—23 should be included in the

structure.

Regardless of what a “module” is precisely, the ALJ sees no distinction (at least of any

importance to this case) between defining the structure as a “computer” versus a “module.”

As for the equations that should included in the structure, the ALJ agrees with Staff that

equations 22-23 should not be included. There is simply no link between those equations and

7

“fitting an ellipse.’ As discussed above, those equations represent an alternative to fitting an

ellipse. (See supra at IV.C.1.) Accordingly, the ALJ finds the structure limited as the Staff

suggests.

4. “proximity” and “electrode” terms "1

 

a finger) and a touch-
sensitive surface

Claim Term Apple’s Proposed y Motorola’s iPrépoSed ' i Staffs Proposed
, , Cohsttuctidns 1: ’ , » " Constructions H ’ ,, Constructionsl_‘_“.‘ . . . . .

“prox1m1ty” (claims 1, the d1stance or pressure the distance or pressure d1stance or pressure

10) between an object (such as between a touch obj ect and between the touch device
the touch—sensitive surface

.__.._.__..,

such as a finger and a
surface 

“proximity image

representing a scan of

a proximity image where

the data corresponds to

a two—dimensional

pixilated image

a plurality of signals from a plurality of corresponding to a two— signals from a plurality

electrodes” (claims 1, electrodes dimensional array of of electrodes

24) pixilated electrodes

wherein each pixel

represents self-capacitance

measured at a single

electrode during a

particular scan cycle

a proximity image where

the data corresponds to

 

“proximity image”
(claims l, 10, 24)

an array of proximity data see “proximity image

representing a scan of a

plurality of electrodes”

an array of proximity
data
 

“a plurality of touch-

sensing electrodes

arranged on the

substrate” (claim 10)

  multiple electrically
conductive elements

arranged on the substrate
that can sense the distance

or pressure between the
conductive elements and

objects on or near the
conductive elements

 an array of pixilated self-

capacitance sensing

electrodes arranged on a
surface

 multiple electrodes

arranged on the substrate
that can sense the

distance or pressure
between the conductive

elements and touch

objects on or near the
conductive elements
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These terms have been grouped together by Apple and they all raise related issues

regarding the electrodes of the touch surface, so the ALJ will consider them together. The

parties have proposed slightly different constructions for “proximity” in the ’828 Patent. The

term “proximity” is explicitly defined in the ’828 Patent specification, and all of the parties’

proposed constructions are based on this explicit definition:

The term “proximity” will only be used in reference to the distance or

pressure between a touch device such as a finger and the surface 2, not in

reference to the distance between adjacent fingers.

(JX-3 at 14:22-25.) The ’828 Patent describes “surface 2” as “the multi-touch surface 2.” (JX-3

at 12167—1321.) The Staff argues that its construction is correct because the claimed “proximity”

is not between any object and the surface; rather, it is between a touch object (that is, a

conducting touch object) and the touch—sensitive surface. (SIB at 28.) The ALJ finds that there

are no significant differences between the three proposed constructions. The ALJ finds that

Staff’s definition best harmonizes the explicit definition in the specification with the requirement

that the distance be between the touch object and the touch—sensitive surface. Accordingly, the

ALJ adopts the Staff’s basic construction (with some slight tweaks for greater clarity) and

defines the term “proximity” as “the distance or pressure between the touch device (such as a

finger) and the touch-sensitive surface.”

The second term of this group is “proximity image.” Apple and Staff argue that this

should be construed as “an array of proximity data.” Motorola argued previously that this term

should mean “a two—dimensional pixilated image corresponding to a two-dimensional array of

pixilated electrodes wherein each pixel represents self-capacitance measured at a single electrode

during a particular scan cycle.” The primary dispute between the parties is Motorola’s effort to

read in the “self-capacitance” limitation from its “electrode” construction (hence why these terms
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are grouped together). Motorola offered no arguments on this particular term although it

continues to argue for the self-capacitance limitation in the “a plurality of touch—sensing

electrodes arranged on the substrate” limitation of claim 10. The claim language and

specification in no way limits the term “proximity image” to only self—capacitance measurements.

(See JX—3 at 6:22-49.) Thus, the ALJ finds that Motorola is improperly trying to limit

“proximity image” by incorporating a limitation that simply doesn’t belong there. Accordingly,

the ALJ finds that “proximity image” means an array of proximity data.

The third term “proximity image representing a scan of a plurality of electrodes” involves

the same dispute as “proximity image.” As with that claim term, the ALJ rejects Motorola’s

efforts to read self-capacitance into the claim term. Accordingly, the ALJ adopts Apple’s and

Staffs construction for this term, namely a proximity image where the data corresponds to

signals from a plurality of electrodes.

The final term is “a plurality of touch-sensing electrodes arranged on the substrate.”

Apple and Staff argue that this term should be construed as “multiple electrodes arranged on the

substrate that can sense the distance or pressure between the conductive elements and touch

objects on or near the conductive elements.” (CIB at47-48; SIB at 16-17.) Motorola proposes a

construction of “an array of pixelated self-capacitance sensing electrodes arranged on a surface.”

(RIB at 87—89.)

Apple argues that “Motorola [sic] proposed construction[] . . . ignore[s] the plain

language of the disputed terms” and that “Motorola’s proposed construction would restrict this

claim to the pixilated self—capacitance electrodes described in the specification and would

exclude so-called ‘row and column” electrodes.” (CIB at 40.) According to Apple, “[t]his is

not consistent with the use of the general terms ‘electrode’ in the claims, however, which is used
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throughout the patent to refer to different types of electrodes that existed in the prior art,

including row and column electrodes.” (CIB at 40.) Similarly, Staff argues that Motorola is

“attempting to read a self—capacitance requirement into the limitation” and that “the ’828

Patent’s specification recognizes that electrodes may have either self or mutual capacitance, and

specifically notes when an electrodes is limited to one or the other.” (SIB at 17.)

Motorola responds by pointing to the “Background” section in the specification that

describes the problems confronting the inventors. Motorola argues that the specification

distinguishes “mutual capacitance devices from “the present invention” noting that in the prior

art there are devices which “measure the mutual capacitance between row and column electrodes

by driving one set of electrodes at one frequency and sensing how much of that frequency is

coupled onto a second electrode set.” (RIB at 88 (quoting JX—3 at 511-5).) Motorola argues that

the specification then asserts that “there exists a need in the art for a capacitance—sensing

apparatus which does not suffer from poor signal-to-noise ratio and the multiple finger

indistinguishability problems of touchpads with long row and column electrodes.” (RIB at 88

(quoting JX~3 at 5:40-43.) Motorola argues that the “Summary of Invention” section then

provides the named inventors’ solution:

To achieve the objects and in accordance with the purpose of the invention,

as embodied and broadly described herein, the invention comprises a sensing

device that is sensitive to changes in self-capacitance brought about by

changes in proximity of a touch device to the sensing device, the sensing device

comprising: two electrical switching means connected together in series having

a common node, an input node, and an output node; a dielectric-covered

sensing electrode connected to the common node between the two switching

means; a power supply providing an approximately constant voltage connected

to the input node of the series—connected switching means; an integrating

capacitor to accumulate charge transferred during multiple consecutive

switchings of the series connected switching means; another switching means

connected in parallel across the integrating capacitor to deplete its residual

charge; and a voltage-to-voltage translation device connected to the output

node of the series-connected switching means which produces a voltage
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representing the magnitude of the self-capacitance of the sensing device.

Alternatively, the sensing device comprises: two electrical switching means

connected together in series having a common node, an input node, and an

output node; a dielectric-covered sensing electrode connected to the common

node between the two switching means; a power supply providing an

approximately constant voltage connected to the input node of the series—

connected switching means; and an integrating current-to-voltage translation

device connected to the output node of the series connected switching means,

the current-to-voltage translation device producing a voltage representing the

magnitude of the self-capacitance of the sensing device.

(IX-3 at 7:54-8:17 (emphasis added).) Motorola argues that “[b]y stating that ‘the invention

comprises a sensing device that is sensitive to changes in self-capacitance” in the ‘Summary of

Invention’ section, the specification of the ’828 Patent indicates that ‘a sensing device that is

sensitive to changes in self-capacitance’ is not simply a potential embodiment, but a limitation of

the ‘touch-sensing device’ of claim 10.” (RIB at 89.) Motorola argues there is a line of cases

that hold when the specification describes features as the “present invention” or the “invention,”

then it limits the claims. (See RIB at 89 (citing Cook Biotech Inc. v. Acell, Inc., 460 F.3d 1365,

1374 (Fed. Cir. 2006) (by using “the present invention comprises,” the “specification indicate[d]

[that] the composition was defined” in a particular way); Ti V0, Inc. v. Echostar Commc ’ns Corp,

516 F.3d 1290. 1300 (Fed. Cir. 2008) (“[W]hen a patent thus describes the features of the

‘present invention” as a whole, this limits the scope of the invention”); SciMed Life Sys, Inc. v.

Advanced Cardiovascular, 242 F.3d 1337, 1342-43 (Fed. Cir. 2001) (“[T]he written description

supports the district court’s conclusion that the claims should not be read so broadly as to

encompass the distinguished prior art structure . . . . [T]he characterization of the coaxial

configuration as part of the ‘present invention’ [in the ‘Summary of the lnvention’] is strong

evidence that the claims should not be read to encompass the opposite structure.”)).)

This dispute requires the ALJ to determine the effect of the use of the language “this
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invention” (or the “the present invention”) in the specification on the scope of the claims. The

parties do not dispute that the term “plurality of . . . electrodes . . .” by itself is not limited to self-

capacitance, but dispute whether, read in light of the specification, this term should be so limited.

The recent case of Retractable Technologies, Inc. v. Becton, Dickinson & Co., 653 F.3d 1293

(Fed. Cir. 2011) is instructive. In that case, the claims involved claims directed to retractable

syringes. The disputed limitation was the term “body,” which the parties agreed could include a

multi-piece body or single piece body, but the defendant argued that, in light of the specification,

the term was limited to only single piece bodies. The district court disagreed and interpreted the

term “body” broadly to encompass both possibilities. The Federal Circuit reversed this claim

construction finding that, in light of the specification, the claims were limited to a single piece

body. Specifically, the Federal Circuit noted that:

The specifications indicate that the claimed “body” refers to a one-piece body.

In distinguishing prior art syringes comprised of multiple pieces, the

specifications state that the prior art had failed to recognize a retractable

syringe that “can be molded as one piece outer body.” . . . Consistent with this

characterization of the prior art, the Summary of the Invention states that “[t]he

invention is a retractable tamperproof syringe,” and that this syringe “features a

one piece hollow body.”

Similarly, the specifications, in describing the invention, expressly state that

each syringe embodiment contains a one—piece body. . . . In addition, each

figure that depicts a syringe body shows a one-piece body. In contrast, the

specifications do not disclose a body that consists of multiple pieces or indicate

that the body is anything other than a one-piece body.

Retractable Tech., 653 F.3d at 1305.

The ALJ finds that this is a close call in this investigation. The specification does

repeatedly describe the “invention” as using “self-capacitance” electrodes. However, the ALJ

finds that the evidence in this case is simply not as strong as that in Retractable Technologies to

limit the plain language of the claims to only self—capacitance. In particular, the ALJ notes that

the discussion of prior art discusses both self and mutual capacitance embodiments and there
39

A79

PAGE 000141



Case: 12-1338 CamSE-EWICIBAMWBQ Ddbaagmerm28 FMQQSMZ/mlflled: 07/20/2012

PUBLIC VERSION

does not appear to be any distinction drawn between self-capacitance and any other technology

in the prior art that would lead a person of ordinary skill to believe that the invention was

limited only to “self-capacitance” embodiments. (See JX-3 at 521-57.) Accordingly, the ALJ

rejects Motorola’s construction. The ALJ finds that “a plurality of touch-sensing electrodes

arranged on the substrate” means multiple electrical elements arranged on the substrate that can

sense the distance or pressure between the electrical elements and objects on or near the

electrical elements.

5. “a calibration module operatively coupled to the electronic scanning

hardware and adapted to construct a proximity image having a plurality of

pixels corresponding to the touch-sensing electrodes” (claim 10)

  
Apple’s Propcséd Constructions Motorola‘S'PropoSed » ”Staffs’Proposed Constructions

9 5 ' constructions, ' ' ’ ’ ' '

a module that receives data hardware module electrically Module, which is indirectly

from the electronic scanning connected to scanning or directly electrically

hardware, which corrects for circuitry for creating a connected to scanning

background noise and proximity image having a circuitry, that constructs a

constructs a proximity image plurality of pixels proximity image having

having multiple pixels with corresponding to the touch- multiple pixels from a scan of

proximity data that sensing electrodes the touch-sensing electrodes

corresponds to signals from and that subtracts off any

the touch-sensing electrodes background noise

    
 

Apple and Staff offer very similar constructions. The principal dispute between them is

whether the claim term is limited to a particular method of correcting for background noise or

not. (CIB at 47; SIB at 18-19.) The Staff points to the specification as support where it teaches

the use of only subtracting the background noise as the method for removing background noise.

(See JX-3 at 13:10-13 (“calibration module 8 constructs a raw proximity image from a complete

scan of the sensor array and subtracts off any background sensor offsets”); id. at 14:40-44 (“[i]t

is desirable to remove this non-zero background signal before converting the sensor output 58 to
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a digital code. This is done by using a differential amplifier 64 to subtract a stored record of the

background signal 68 from the sensor output 58.”).) Apple makes no arguments regarding this

point.

The ALJ finds that Staff” s construction is correct. The specification consistently

describes the calibration module as a module that “subtracts off any background sensor offsets.”

(JX—3 at 14:40—44.) Apple points to no specification support for its construction. Accordingly,

the ALJ finds that “a calibration module operatively coupled to the electronic scanning hardware

and adapted to construct a proximity image having a plurality of pixels corresponding to the

touch-sensing electrodes” means a module, which is indirectly or directly electrically connected

to scanning circuitry, that constructs a proximity image having multiple pixels from a scan of the

touch-sensing electrodes and that subtracts off any background noise.

6. “each pixel group representing proximity of a distinguishable hand part

or other touch object” (claim 1, 10)
 

 
Apple’s Proposed; ' m, Mommas Proposed , ' ’ Staff’s Proposed

, Constructions ’ : ,:' y , Constructions _ ,, Constructions ,

each pixel group representing each pixel group representing Each pixel group representing

the distance or pressure proximity of a specific hand the distance or pressure

between the touch—sensitive part such as a thumb, between the touch—sensitive

surface and a different part of fingertip, or palm that can be surface and a distinguishable

a hand or other touch object assigned a specific hand and part of a hand or other touch

finger identity so that hand object

configurations and motions

can be distinguished

    
 

Apple and Staff agree that the term “each pixel group representing proximity of a

distinguishable hand part or other touch object” of independent claims 1 and 10 means “each

pixel group representing the distance or pressure between the touch-sensitive surface and a

different part of a hand or other touch object.” Motorola argued in its pre—hean'ng brief that this
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term should be construed to mean “each pixel group representing proximity of a specific hand

part such as a thumb, fingertip, or palm that can be assigned a specific hand and finger identity

so that hand configurations and motions can be distinguished.” Apple and Staff argue that their

construction is correct because it comports with the description of this limitation in the

specification (See CIB at 45; SIB at 10 (citing JX-3 at 8:53—63, 17:21—29, 23:8-25:2).) Motorola

offered no arguments regarding this term in its post-hearing brief. (See RIB at 79—89.) Staff

argues that “distinguishing different hand parts as Motorola proposes is specifically claimed in

dependent claims 4 and 14, which depend from Claim 1.” (SIB at 10 (citing JX—003 at 60:23-25;

61 :13-15; 1922-5; 23:15—19).) Apple agrees with this argument. (CIB at 45.)

The ALJ finds that Apple’s and Staffs construction of this term most comports with the

plain and ordinary meaning of this term. It is consistent with the specification and the the claim

language, and the dependent claims. Accordingly, the term “each pixel group representing

proximity of a distinguishable hand part or other touch object” of independent claims 1 and 10

means each pixel group representing the distance or pressure between the touch-sensitive

surface and a different part of a hand or other touch object.

7. “contact tracking and identification module” (claim 10)  

 
Apple's Proposed? ' , ' ’Matorora’g‘rfafi’dsgd ,5 i 3 , staffsrfdpbsegi '

L‘ ,: Constructionsfii 1 :2: :Coiistructions , , j , Constructions; g: ,
a module that can identify software or circuitry that a module that can identify

and track data that represents uniquely identifies each and track data that represents

an object (such as a finger) individual hand part as it an object (such as a finger)

moves through successive

images by mathematically

fitting one or more ellipses

and using the geometric

parameters of these ellipses to

specifically identify

individual fingers, thumbs,

and other distinguishable

portions of a hand

42
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Apple and Staff agree on the construction of this term as “a module that can identify and track

data that represents an object (such as a finger).” Motorola sought a more complicated definition

that sought to read in limitations from other parts of the claim into this claim term. Motorola did

not present any arguments in support of its construction in its post—hearing brief.

As Apple and the Staff point out, the ’828 Patent specification explicitly describes

“contact tracking and identification module 10, which segments the image into distinguishable

hand-surface contacts, tracks and identifies them as they move through successive images.” (CIB

at 48; SIB at l9~20 (both citing JX~3 at 13:15—19).) Thus, the ALJ finds that Apple and Staffs

construction is consistent with the specification and adopts it.

8. “means for producing a proximity image representing a scan of a

plurality of electrodes of a touch-sensitive surface, the proximity image

having a plurality of pixels corresponding to the touch-sensing electrodes”

(claim 24)
 

Apple’s Proposed Constructions

'1 ,

. Motoroia’sj’ropdsed,
, j Constructions ,
 

an array of proximity data

representing a scan of

multiple electrical elements
of a surface that can sense the

distance or pressure between

the surface and objects on or
near the surface

§ 112 1} 6 structure: circuitry

that scans an array of

proximity sensors 47 and

converts the proximity sensor

output 58 to a digital code

appropriate for digital

processing or an equivalent.

(16:4-53)

 
§ 112 11 6 function: producing

 
’This element is subject to 35
U.S.C. § 112116.

Function: “producing a

proximity image representing

a scan of a plurality of
electrodes of a touch-

sensitive surface, the

proximity image having a

plurality of pixels

corresponding to the touch—

sensing electrodes”

Structure: Circuitry that

constructs and outputs a

proximity image including:

(1) a proximity sensing
device that measures self-

 
Staff’s Proposed

i ,» Constructions

Function: producing a

proximity image representing

a scan of a plurality of
electrodes of a touch-

sensitive surface

Structure: circuitry that scans

an array of proximity sensors

47 and converts the proximity

sensor output 58 to a code

appropriate for digital

processing as in Figures 7A

and 7B or equivalents thereof  
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Apple’s “mime?d CDHSfWCfiWS / ,Motorola’s Proposed , Staff’s PropoSed '
Constructions , i , , Constructions  

capacitance of one or more

pixilated sensing electrodes,

as in figs. 2-6; and (2)

circuitry that converts each

signal from the proximity

sensing device to a digital

code appropriate for

processing by computer by

using digital~to~analog

converter to convert a digital

stored background signal

value to a voltage, using a

differential amplifier to

subtract that background

signal from the proximity

sensing device signal, and

then converting this

difference signal to digital

code using an analog to

digital converter, as in figs.

7A and 7B; and equivalents
thereof.

The parties agree that this term is subject to 35 U.S.C. § 112 1T 6. Apple and Staff largely

    
 

agree on the function. The only difference between them appears to be that Apple replaced a

number of terms in the Staff’s function (e.g., “proximity image” and “plurality of electrodes of a

touch-sensitive surface”) with the claim construction for that term. Motorola’s construction of

the claimed function in its pre-hearing brief includes a sub-clause from the claim “the proximity

image having a plurality of pixels corresponding to the touch-sensing electrodes.” Motorola

included no argument in its post-hearing brief regarding this claim element. (See RIB at 79-90.)

The ALJ finds that the Staff’s description of the function of this element is the correct

one. Apple’s proposed function simply inserts the definitions for the claim terms and such an

exercise is unnecessary because those terms have been separately defined. Therefore, the

function is producing a proximity image representing a scan of a plurality of electrodes of a
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touch—sensitive surface.

The main dispute between the parties regarding the structure is whether the array must be

limited to a self-capacitance array. As discussed above (and for the exact same reasons), the ALJ

declined to incorporate such a limitation. (See Section IV.C.4.) The parties largely agree on the

remainder of the structure as set forth in Figures 5-7 and the corresponding text, see 1624—53, and

equivalents thereof.

9. “segment(ing)” terms 

 

  
Claim Term, ’ ’AppIeTs’Proposedfl » ,» :f; Mfliorala’s fireposeé' ,, Q fStaffsProppséé

_ Constructions Constructions ’ ;» : ,» 'COnsirucfions '
“segmenting each collecting pixels in plain and ordinary Collecting pixels in

proximity image each proximity image meaning each proximity

into one or more into one or more pixel image into one or

pixel groups that groups that are more pixel groups

indicate identified by their that are identified by

significant proximity values their proximity

proximity” (claim values

1)

“segment the collect pixels in each plain and ordinary Collecting pixels in

proximity image proximity image into meaning each proximity

into one or more one or more pixel image into one or

pixel groups” groups more pixel groups

(claim 10)

    
 

Apple and Staff agree on the definition of these terms. Motorola contended in its pre-

hearing brief that the construction should be the plain and ordinary meaning, but offered no

arguments in its post-hearing brief. (See RIB at 79-90.)

The ALJ discerns no real difference or significance between these constructions.

However, the ALJ finds that Apple’s and Staffs construction does represent the plain and

ordinary meaning and are consistent with the specification. The ALJ, therefore, adopts their

constructions for these two terms. Accordingly, “segmenting each proximity image into one or

more pixel groups that indicate significant proximity” means collecting pixels in each proximity
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image into one or more pixel groups that are identified by their proximity values and “segment

the proximity image into one or more pixel groups” means collecting pixels in each proximity

image into one or more pixel groups.

10. “means for segmenting the proximity image into one or more pixel

groups, each pixel group representing a touch object on or near the touch-

sensitive surface” (claim 24) 

pixels in each proximity

image into one or more pixel

groups (as construed above)

§ 112 1i 6 structure: a module

that collects pixels in the

proximity image into pixel

Apple’s Proposed Constructions ’ grammes, Proposfed
Constructions

Staffs Proposed'Constructions
 

§ 112 1] 6 function: collecting HThis’element is subject to 35
U.S.C. § 112 1i 6.

Function: “segmenting the

proximity image into one or

more pixel groups, each pixel

group representing a touch

object on or near the touch-

Function: segmenting the

proximity image into one or

more pixel groups

Structure: a computer

programmed to perform the

steps diagrammed in Fig. 18

and equivalents thereof

groups using process 268 or sensitive surface”

an equivalent. (23:8-40)

Structure: A host computer

programmed to perform the

steps diagrammed in figure

18 and equivalents thereof.

    
  

The parties agree that this term is subject to 35 U.S.C. § 112 1i 6. The parties also agree

that the function is “segmenting,” but Apple seeks to define the function further by inserting the

definition for the “segmenting” term into the function. The ALJ finds that there is no need to

insert the definition for “segmenting” into the function because the claim language is clear. The

ALJ finds that the function for this term is “segmenting the proximity image into one or more

pixel groups.”

As for the corresponding structure, Staff and Motorola contend that the corresponding

structure is “a computer programmed to perform the steps diagrammed in Figure 18 and
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equivalents thereof.”5 Apple argues that Figure 18 is overinclusive because some of the steps

(such as the smoothing step) are not part of segmenting. (CIB at 46.) The ALJ finds that the

appropriate structure is Figure 18 and equivalents thereof. The specification clearly links Figure

18 to the segmenting means stating: “FIG. 18 represents the data flow Within the proximity

image segmentation process 241.” (IX—3 at 2328—9.) As the specification explains, “[t]he image

segmentation process 241 takes the most recently scanned proximity image data 240 and

segments it into groups of electrodes 242 corresponding to the distinguishable hand parts of FIG.

13.” (IX-3 at 1922-5.) Thus, “Image Segmentation” is linked to the claimed “segmenting”

function and Figure 18 outlines the steps the computer must be programmed to perform that

function. Accordingly, the ALJ finds that the appropriate structure is Figure 18 and equivalents

thereof.

11. “transmitting one or more ellipse parameters as a control signal to an

electronic or electromechanical device” (claim 2)/“transmit one or more

ellipse parameters as a control signal to an electronic or electromechanical

device” (claim 11)
 p...—

 

parameters as a

control signal to
an electronic or

electromechanical

device” (claim 2)

“transmit one or

more ellipse

parameters as a

control signal to
an electronic or

  
transmit(ting) one or

more ellipse

parameters as a signal
that can be used to

control some aspect of
an electronic or

electromechanical

device  Motorola’s proposed

construction for

“ellipse parameters”  
Claim Term ' Applé‘sfroposed ’ 3' 'Mot’orolia’s Proposed ,, ,Sfa’fi'SEProposed”

Crinstmctions”, 7 ’, ,, 'Cons’tructions : f i Constructions,

“transmitting one Plain and ordinary plain and ordinary Transmitting one or

or more ellipse meaning, or: meaning, subject to more ellipse

parameters as a

signal that can be
used to control some

aspect of an
electronic or

electromechanical

device  
 

 

5 Motorola sought to further limit the term to “host computer.” Motorola never raised this in its

post—hearing briefs. However, even if this argument was considered, it is improper to limit

computer to a “host computer” as discussed above. (See Section IV.C.3.)
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Claim Term l Apple’s Proposed » Motorola’sPrOposed l Staff‘s ProposedConstructions » Constructions Constructions

electromechanical

device” (claim 11)    
The parties do not appear to dispute this term. Motorola has offered a construction that is

“subject to” its proposed construction for “ellipse parameters.” The Staff offers a slightly

reworded version of the claim language. The ALJ finds this language plain on its face and that

there is no significant difference between the Staff’s proposed construction and the actual claim

language. Accordingly, the ALJ finds there is no construction necessary of this term and adopts

the plain and ordinary meaning of this claim term as the construction.

12. “means for transmitting one or more ellipse parameters as a control

signal to an electronic or electromechanical device” (claim 29) 

 
Apple’s Proposed Constructions , Motorola’s Proposed 1 , , Staff’s Proposed’COnstructioos

, , , , , a ’ iconrstruétionséf TW
§ 112 fl 6 function: This element is subject to 35 Function: transmitting one or

transmitting one or more U.S.C. § 112 fl 6. more ellipse parameters as a

ellipse parameters as a signal control signal to an electronic

that can be used to control Function: “transmitting one or electromechanical device

some aspect of an electronic or more ellipse parameters as

or electromechanical device a control signal to an Structure: host

(as construed above) electronic or communication interface 20

electromechanical device” or equivalents thereof

§ 112 fl 6 structure: host
communication interface 20 Structure: Indefinite. There is

or an equivalent (13:63~ no structure that performs the

14:15) claimed function.”

    
 

The parties agree that this term is subject to 35 U.S.C. § 112 fl 6. Motorola and Staff

agree on the function. Apple offers a slightly re—worded version of the claim language. There is

no apparent significance to the different functions offered. Accordingly, the ALJ finds that the

claim language is clear and construes the function as “transmitting one or more ellipse

parameters as a control signal to an electronic or electromechanical device.” As for the
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associated structure, Apple and Staff agree that the corresponding structure is the “host

communication interface 20 or equivalents thereof.” Thus, the ALJ finds that the corresponding

structure is the host communication interface 20 (JX-3 at 13 :63—14:15) or equivalents thereof.

13. “Adapted to” 

 Claim Term Apple’s Proposed ’ Motorola’s'l’roposed 1 , Staffs Proposedconstructions , Constructions ’ constructions

“adapted to” Plain and ordinary made suitable for Made suitable for,

(claim 11) meaning, or: configured to

configured to 
 

As the Staff explained, the parties appear to be offering constructions of the term

“adapted to” that differ in wording, but not in substance. (SIB at 29.) The Staff argues that its

construction should be adopted because it comports with the plain meaning of the term, and

incorporates the definitions offered by both the private parties. The ALJ agrees. Accordingly,

the ALJ adopts the Staff‘s construction of “adapted to” meaning “made suitable for, configured

 

 

to.”

D. The ’607 Patent6

1. “electrically isolated” (claims 1-7)

1 Apple Motorola Staff
Separated to prevent any significant Physically separated, electrically and Separated to prevent any

current flow between the lines mechanically significant current flow between
the lines    

Apple and Staff argue that “electrically isolated” should be construed to mean “separated

to prevent any significant current flow between the lines.” (CIB at 99; SIB at 50—51.) Motorola

6 Respondents argue that “capacitive monitoring circuitry” requires construction (RIB at 19—20) while Apple and
Staff argue that the term does not need construction as no issue of infringement, validity or domestic industry turns
on this issue. (CIB at 107; SIB at 52—53.) The ALJ agrees that this claim term need not be construed. See

Vanderlande, 366 F.3d at 1323. Indeed, the parties’ claim constructions are quite similar. In addition, throughout

Respondents’ brief, it is clear that issues surrounding this claim term are whether the circuitry identified by Apple in
the ’607 Accused Products and in the domestic industry product actually satisfy this limitation (under either

construction) and are not dependent on the actual construction of this claim term.
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argues that it should be construed to mean “physically separated, electrically and mechanically.”

(RIB at 14-16.) Motorola argues that its construction is supported by the specification and is

consistent with the IEEE Stande Dictionary of Electrical and Electronics Terms from 1996.

(RIB at 15.) Motorola further argues that Apple’s and Staff 5 construction introduces uncertainty

and, further, it is unclear what “significant” means. (RIB at 15-16.)

The ALJ finds that “electrically isolated” means separated to prevent any significant

current flow between the lines. The specification repeatedly describes instances where the lines

are separated enough to prevent significant current flow between the lines. (See "607 Patent at

9:22—10:21; 13:7—14259; 1527-15; 16:50-17:47.) Similarly, Figures 6, 7, 8, 10, ll, 18 and 19

show that “electrical isolation” in the ’607 Patent does not require physical, electrical and

mechanical separation. (’607 Patent, Figs. 6, 7, 8, 10, 11, 18 and 19 and accompanying text.)

Furthermore, the evidence shows that one of ordinary skill in the art would understand that

complete isolation is not required and, further, would not be feasible in the real world as there

will always be some degree of coupling between lines. (CX-202C at Q&A 91.)

The ALJ finds nothing in the ’607 Patent specification that supports complete isolation as

required by Motorola. Indeed, the portions of the specification cited by Motorola simply show

that the conductive lines should be separated (indeed separated enough to prevent significant

current flow), but fail to show the complete isolation proposed by Motorola.

Therefore, the ALJ finds that “electrically isolated” means separated to prevent any

significant current flow between the lines.

2. “operatively coupled”
 

 

  
Apple I Motorola Staff

Directly or indirectly electrically Electrically connected Directly or indirectly electrically
connected connected
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Apple and Staff argue that “operatively coupled” should mean “directly or indirectly

electrically connected.” (CIB at 106; SIB at 52.) Motorola argues that it means “electrically

connected.” (RIB at 18.) Motorola argues that its claim construction is supported by the

prosecution history and the understanding of one of ordinary skill in the art. (RIB at 16-18.)

Motorola further argues that Apple’s and Staffs proposed construction removes any distinction

between drive lines and sense lines and is unsupported by the intrinsic evidence and general

understanding of “operatively coupled.” (RIB at 18.)

__ The ALJ finds that “operatively coupled” means directly or indirectly electrically

connected. The specification repeatedly uses “operatively coupled” or “coupled” to describe

direct and indirect electrical connections. For example, in describing Figure 5, the ’607 Patent

uses “operatively coupled” to describe direct and indirect connections:

In most cases, the processor 56 together with an operating system operates to

execute computer code and produce and use data. The computer code and data

may reside within a program storage block 58 that is operatively coupled to the

processor 56.

>1: >1: :1:

The computer system 50 also includes a touch screen 70 that is operatively

coupled to the processor 56.
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FIG. 5

(”607 Patent at 7:9-14, 53-54, Figure 5; see also 2:50-67; 6:26-39; 9:22-65; 10:47—58; 13:7-14211;

17:12-35; 14:48—61; 18:11—39 and 29:32-47; Figures 14, 18 and 19 and accompanying text.)

While Motorola’s construction could include indirect electrical connections, the ALJ finds that

Apple’s and Staffs construction more accurately reflects the meaning of “operatively

connected” as used in the ’607 Patent.

Therefore, the ALJ finds that “operatively connected” means directly or indirectly

electrically connected.

3. “Glass member”

I Apple I Motorola I Staff I
I Glass or plastic element I A member made of glass I Glass or plastic element I

 

 

Apple and Staff argue that “glass member” should be construed to mean a “glass or

plastic element.” (CIB at 113; SIB at 54—55.) Motorola argues that it means “a member made of

glass.” (RIB at 34.) Motorola argues that throughout the ’607 Patent, the use of “glass member”
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is limited to “glass” except for one instance, but that this instance is insufficient to redefine

“glass member” to mean anything but a member made of glass.

The ALJ finds that “glass member” means glass or plastic element. The specification

. specifically states

Furthermore, each of the layers may be formed with various materials. By way fo

example, each particular type of layer may be formed from the same or different

material. For example, any suitable glass or plastic material may be used for

the glass members.

(”607 Patent at 16:43-47) (emphasis added). Motorola argues that this is insufficient “to

completely redefine a term as simple and non—technical as ‘glass member” to a person of

ordinary skill in the art.” (RIB at 35.) The ALJ finds Motorola’s argument unpersuasive as it

fails to cite any evidence or legal precedence to support its argument. The specification

explicitly states that the glass member may be composed of glass or plastic material. Therefore,

the ALJ finds that “glass member” means a glass or plastic element.

E. The ’430 Patent

1. “dynamically adding support for hardware or software components with

one or more properties” (Claim 1)
  

Claim Term Apple’s,l?ropnsed: Motorolafsgl’ropnsedg, ,Stafffsfroposed
’ Construction, ‘ Construction ’ ’ : 23:2‘Con'struction  

  

  
  

  

 

“dynamically adding The preamble is not adding hardware or adding support for

support for hardware limiting. software components with hardware or software
or software one or more properties components to a

components with one without running an computer system without

or more properties” installation program running an installation
program
 

Apple argues that the preamble of Claim 1 should not be limiting. Apple further argues

that even if the preamble is limiting, Motorola’s construction is incorrect because “dynamically”

does not require that the adding support occur “without running an installation program.” (CIB

at 157—159.) Motorola and Staff argue that the preamble is limiting. Motorola and Staff offer
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slightly different, but essentially similar, definitions for the preamble. (RIB at 128-134; SIB at

98-101.)

Apple argues that “[t]he preamble of claim 1 is a classic example of a set—up to the actual

limitations, setting the stage for the claim without adding a separate meaningful limitation.”

(CIB at 157; CRB at 57.) And that “[w]here the preamble describes the purpose or use of the

invention, there is a presumption that this description is not an independent claim limitation.”

(CIB at 157.) It argues that “[t]he phrase ‘dynamically adding support’ in the preamble

summarizes the four-step method of the claim rather than proving a whole new limitation.”

Apple further argues that “[t]he four steps of the claim set for the actual limitations of what it

means to add support ‘dynamically’———the operating system is queried for properties, and the

result is the addition of support for the components ‘without rebooting the operating system.”’

(CIB at 157.) Apple further argues that Motorola’s arguments fail as a matter of law because (1)

“Federal Circuit law is clear that amendment to the preamble may be limiting only in the narrow

circumstances where there was reliance on the preamble to overcome prior art” and (2) “the

Federal Circuit has directed only where there is ‘dependence on a particular disputedpreamble

phrasefor antecedent basis may the preamble limit claim scope.” (CIB at 158—59 (emphasis in

the original).)

“Whether to treat a preamble term as a claim limitation is ‘determined on the facts of

each case in light of the claim as a whole and the invention described in the patent.” Am. Med.

Sys., Inc. v. Biolz'tec, Inc., 618 F.3d 1354, 1358 (Fed. Cir. 2010) (quoting Storage Tech. Corp. v.

Cisco Sys., Inc, 329 F.3d 823, 831 (Fed. Cir. 2003)). “[T]here is no simple test for determining

7

when a preamble limits claim scope[.]” Id. “Generally, the preamble does not limit the claims.”

Allen Eng’g Corp. v. Bartell Indus., Inc., 299 F.3d 1336, 1346 (Fed. Cir. 2002). “Nonetheless,
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the preamble may be construed as limiting ‘if it recites essential structure or steps, or if it is

necessary to give life, meaning, and vitality to the claim.’” Am. Med. Sys., 618 F.3d at 1358

(quoting Catalina Mktg. Int’l, Inc. v. Coolsavings.com, Inc, 289 F.3d 801, 808 (Fed. Cir. 2002)

(internal quotation marks omitted)).

The ALJ finds that the preamble is not limiting in this case. There are several factors that

contribute to this finding. First, the ALJ finds that the preamble merely provides a “set up” for

the invention, as Apple suggests. It does not give context, meaning, and structure to the

remainder of the claim. See Pitney Bowes, Inc. v. Hewlett-Packard C0., 189 F.3d 1298, 1306

(Fed. Cir. 1997). Apple is correct that it is irrelevant that some of the terms in the preamble

provide antecedent basis for other terms in the claim body because they are not terms at issue.

The ALJ finds that the word “dynamically” does not limit claim 1, because “dynamically

adding support” merely summarizes the other steps of the claim. Indeed, Motorola’s and Staff’s

construction largely repeats element (d) of the claims. Neither Motorola nor Staff is able provide

a convincing argument how their construction really differs from element (d), which further

undermines a finding that the preamble is limiting. Marrin v. Griflin, 599 F.3d 1290, 1294-95

(Fed. Cir. 2010).

As for the prosecution history, the ALJ finds that it is clear enough to overcome the other

evidence that the preamble is limiting. The preamble of Claim 1 originally read: “A method for

processing system components on a computer with a memory and an operating system resident

in the memory.” (JX-4 at 25.) The examiner rejected this claim finding that “processing system

components” in the preamble was “vague and indefinite.” (JX~4 at 933.) The examiner went on

to say that: “It is not clear what is meant by system components (are these hardware and/or

software components?) or how they are processed.” (JX-4 at 933.)
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The applicant responded to these rejections by the amending claim 1. The applicant

responded directly to the examiner’s question by replacing “system components” with “hardware

and software components.” (JX—4 at 963.) The applicant commented that in response to the

indefiniteness rejection that “[a]pplicant has made appropriateamendments to particularly point

out and distinctly claim the invention in clear and definite terms.” (JX-4 at 967.) Indeed, the

applicant specifically stated that “the hardware and software components are discussed on page 9

with reference to Figure 2. The hardware components, as shown in Figure 4, could be a printer,

machine, or a place. The software components could be a device driver, shared library as shown

in Figure 3, or a tool or stationary as shown in Figure 5.” (JX—4 at 967.) However, this was still

insufficient to obtain allowance of the claims.

The examiner again rejected the claims as being indefinite for “failing to point out and

distinctly claim the subject matter which applicant regards as the invention.” (JX-4 at 972.)

Specifically, the examiner noted that in the preamble, “processing hardware and software

components is vague and indefinite.” (JX—4 at 972 (quotation marks omitted).) The examiner

explained that “[i]t is not clear how these components are processed or what is meant by

‘processing[]” and “[i]t is not seen that there is any processing being done.” (JX-4 at 972.) The

examiner summed up that “[t]his appears to be a method and apparatus for searching for

hardware and software components of a computer system.” (JX-4 at 972.) The examiner again

repeated that “[i]n claims 1 and 22 the preamble indicates processing hardware and software

components; however, the body of the claim speaks of hardware or software components. It is

not clear if a search criteria can be directed to hardware only or software only, or if there can be

a search for a combination of hardware and software components.” (JX-4 at 973.)
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In response to this rejection, the applicant again amended the preamble. The applicant

replaced the problematic “processing” limitation with the phrase “dynamically adding support

for” and changed the “and” between “hardware and software” to an “or.” Finally, the applicant

also reworded and added to the last clause of the preamble. This clause originally read “on a

computer with a memory and an operating system resident in the memory. ...” The amendment

reordered it and added a requirement that the components have properties. The clause now read

“with one or more properties to an operating system active on a computer with a memory. . . .”

(JX~4 at 983.) The applicant explained that “[t]he Examiner’s § 112 objection in paragraph 3 [of

the prior office action] is addressed in the claims that have been crafted to present the patentable

subject matter in a clear, concise manner and particularly point out and distinctly claim the

invention.” (IX—3 at 985.) The applicant went on to state that “[t]he changes were made to

expressly claim the steps summarized in the SUMMARY OF THE INVENTION, ‘add system

components (documents, tools, fonts, libraries, etc.) to a computer system without running an

installation program.” (IX—4 at 985.) In addition, the application explained tha “[t]he

‘properties’ of the components are also emphasized in the independent claims.” (IX—4 at 985.)

Finally, the applicant pointed the examiner to where in the specification the “processing” of the

invention was described: “An example in accordance with the claimed invention is presented on

page 15 at the bottom of the page and the C++ code used to implement a preferred embodiment

is presented to clarify the processing and assist a developer to make and use the invention.”

(IX-4 at 985 (emphasis added).) Of course, “processing” in the claims had been replaced with

“dynamically adding support for.” (JX-4 at 984.)

The prosecution history makes this a close case, but the ALJ is not persuaded the

language in the preamble was what was added to necessarily obtain allowance. Indeed, the
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applicant also amended element (d) during this time to add the limitations of “adding support . . .

without rebooting the operating system.” As the ALJ discussed above, the ALJ finds that

preamble merely recapitulates that limitation. The remainder of the claim sets forth a complete

invention. Accordingly, the ALJ finds that the prosecution history is at best ambiguous as to

whether the preamble should be limiting. Where the remainder of the claim sets out a complete

invention and there is no clear reliance on the preamble during the prosecution history to obtain

allowance, the preamble is not limiting. Accordingly, the ALJ finds that Motorola has not

overcome the presumption that the preamble is not a limitation. Catalina Mktg. Int’l v.

Coolsavings.com, Inc, 289 F.3d 801, 808-09 (Fed. Cir. 2002).

2. component” terms
 

 

 
’ Term Apple‘s Proposed , Motorola’s Proposed Constructions * Staff'sProposed

, , » Constructions , .. ’ ’ ' ’ ’ Constructions

“component(s)” item(s) or indefinite Item or resource

Claims 1, 3, 5 resource(s)
Alternate construction should

ALJ Essex determine that this

term is not indefinite:

documents, fonts, tools, shared

libraries, or other such resources
 

“hardware . . . hardware indefinite Hardware resources,

component(s)” item(s), or such as a machine,

Claims 1, 3 resource(s) used Alternate construction should printer, or

by hardware ALJ Essex determine that this persons/places
term is not indefinite:

machines, printers, or
 

persons/places

“software software indefinite Software resources,

component(s)” item(s), or such as device drivers,

resource(s) used Alternate construction should shared libraries, and

Claims 1, 3 by software ALJ Essex determine that this files
term is not indefinite:

device driver shared libraries,

tools, or stationeries
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Term iApple‘sProposed ; Motorola‘s Pfoposcd Constructions , , Staff’s Proposed
Constructions ‘ , , Constructions _

“hardware or Plain and indefinite Hardware or software

software ordinary resources

components” meaning, or: Alternate construction should
hardware or AL] Essex determine that this

software term is not indefinite:

item(s), or

resource(s) used system components, network

by hardware or components, or application

software components

“system Plain and documents, fonts, tools, shared Plain and ordinary

components” ordinary libraries, or other system meaning

meaning, or: resources

Claim 3 system items, or
resources used

by the system

“application Plain and application resources such as Plain and ordinary

components” ordinary tools, stationeries, or preferences meaning

meaning, or:

Claim 5 application

items, or

resources used

by an

application

 
  

Apple and Staff agree that the term “component(s)” is used broadly in the patent and

3

means “items or resources.’ In its pre—hearing statement, Motorola argued that the term was

indefinite, but if the ALJ believed that it was capable of construction, that it should be construed

9

as “documents, fonts, tools, shared libraries, or other such resources.” Motorola presented no

arguments regarding its indefiniteness argument for this term or its alternative construction.

Accordingly, the ALJ will deem those arguments waived.

The ALJ finds that the term “component” should be construed to mean “an item or a

resource.” The intrinsic evidence supports this construction. For example, the patent states that

“in the framework an item to be added/removed from the system is called a component.” (JX—l

at 5:62-64; see also JX-l at 8:67-68 (“Classes which require locating a specified item within a
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specified scope. . . .”); id. at 1:62-66 (“The method and system include capability for . . .

querying the system to identify resources that match the specified system search criteria”). The

breadth of the definition does not mean that it is indefinite.

As for the remaining “component” terms, the ALJ finds that they are merely different

types of “components” and no separate construction is necessary. The ALJ notes that several of

the constructions offered include examples of the resource in question. The ALJ does not find

those additional examples to be necessarily helpful to clarifying the meaning of these terms and

declines to include them.

3. specifying a target hardware or software component search criteria

including one or more properties” (claim 1)

 
 

 
 

 
 

  

Motorbia’s'l’ropos'ed’ '
Confirmations

Plain and ordinary meaning

’ Staff’s Proposed
Constructions

Plain and ordinary meaning

 
 

  

Apple’s Proposed,

Constructions '

specifying desired attributes

that are potentially shared by
one or more hardware or

software components
 

  
 

Motorola and Staff argue that this term should be given its plain and ordinary meaning.

Apple suggests a construction of “specifying desired attributes that are potentially shared by one

)7

or more hardware or software components. The key dispute between the parties regards the

claim term “properties.” In reality, Apple’s proposed construction hides an additional layer of

meaning that Apple seeks to apply to the term. In its brief, Apple clarifies that the term

“properties” means “desired attributes that are attached to components rather than being intrinsic

parts of the components before use in the framework.” (CIB at 165.) This statement, not

Apple’s construction, draws out the main distinction that Apple seeks to make between what

Apple calls “intrinsic” or “inherent” parts of a component and “non-intrinsic” or “non-inherent”

parts. Apple gives examples such as file names and files sizes, which Apple claims are
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“intrinsic” parts of a component and cannot be a “property.” (CIB at 165—166.)

Apple’s argument begins with the language of the claims by arguing that Motorola’s

construction seeks to render “properties” meaningless. (CIB at 163.) Apple notes that the

preamble specifies that the components must have one or more properties and that properties are

a narrower subset of the search criteria, but Motorola’s construction does not distinguish between

components with properties and those without properties. (CIB at 164.) Apple argues that this

difference is captured by the claims using different terms for “search criteria” and “properties.”

(CIB at 164.)

Motorola and Staff respond to this argument by asserting that “[t]he term “search criteria

is much broader than ‘properties’ and a user can specify search criteria that are not properties of

the target hardware or software components.” (RRB at 63.) For example, the search criteria can

include Boolean operators or location limitations. (RRB at 63-64.)

The ALJ finds that under Motorola and Staff’s construction “properties” is not rendered

superfluous. “Search criteria” is certainly broader than “properties” and can include non-

property entities such as Boolean operators. Indeed, Motorola’s argument that “search criteria”

is broader than “properties” is supported by the specification. (See JX-l at 9:30-40 (“The search

scope can be a volume, a machine, or anything depending of the implementation provided by the

sub-class.”).) As such, the claim language does not preclude Motorola and Staff’s construction.

As for Apple’s construction, there is nothing in the claim language that would support Apple’s

construction. The claims do not distinguish between “intrinsic characteristics” and properties, so

the claim language is at best neutral to Apple’s construction.

As for the specification, Apple argues that the ’430 Patent “institutes a second layer of

searchability for components by ‘attaching’ or ‘associating’ properties with every component in
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the system, and it is a ‘set’ of properties that makes a component findable.” (CIB at 165.) Apple

relies on portions of the specification that state “[a] component can have properties associated

with it. Every component has some set of properties which identify it.” (CIB at 165 (quoting

JX-l at 5166-68).) Pointing to the part of the specification that describes the preferred

embodiments shown in Figures 9-11, Apple argues that “[t]he patent further describes requests

being made to locate components with ‘desired attributes,” which are ‘system-defined attributes’

attached to components by the system.” (CIB at 165 (citing JX-1 at 13:2-7, 13:11-15, 1321-24).)

Apple argues that “[t]he method described in the preferred embodiment distinguishes between a

FindALL command, that would locate all components that share a set of properties, and a

FindOne command that would be run after the broader search, and return only the single ‘named’

component that had been located based on ‘properties.”’ (CIB at 165 (citing JX-l at 9225-46).)

Apple argues that “[e]very description in the patent, and every example, treat properties as

‘desired attributes’ that are ‘attached’ to components, rather than as intrinsic characteristics that

are not attached, like names and file sizes.” (CIB at 165.)

However, the ALJ finds that the specification does not support Apple’s construction. As

Motorola notes, “the words ‘inherent’ and “non—inherent” (as well as ‘intrinsic’ and ‘non—

intrinsic’) do not appear anywhere in the ”430 patent.” The ALJ agrees that specification uses

properties broadly. For example, the Abstract describes the invention as “[a] location framework

is employed to locate system components whose properties match those specified in a search

criteria.” (JX-l at 1254—56.) Additionally, the specification defines properties broadly and

without limitation when it states that “[e]very component has some set of properties which

identify it.” (JX—l at 5:67—68 (emphasis added).) Thus, this quote uses “properties” very broadly.

The ALJ further notes that Apple’s efforts to cobble together the three preferred
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embodiments in columns 12 and 13 support its construction are not persuasive. Apple claims

that this section describes “designed attributes, which are system defined attributes.” (CIB at

165.) However, a review of this section reveals that it describes three separate embodiments -— a

“smart folder,” a “place,” and a “Parts Bin.” The description of the “smart folder” states that

“[t]he smart folder then invokes the locator and requests particular documents containing the

desired attributes to be collected in the folder.” (JX—l at 1322-4.) And that “[a]dditionally, the

smart folder can instruct the locator to notify it when new documents containing the desired

attributes are added or removed from the system.” (IX-l at 1324-7.) At no time does this

embodiment suggest that “desired attributes” or properties are limited only to “non-intrinsic”

properties or attributes as Apple suggests.

Indeed, this is in sharp contrast to the other two embodiments ~— the “place” and the “Parts

Bin,” in both of those preferred embodiments, the system attaches “system-defined attributes” to

the files or devices to be placed in the place or “Parts Bin.” (JX~1 at 13:8~30.) Thus, Apple is

incorrect that all three embodiments discuss “system defined attributes” as being “desired

attributes.” Thus, it appears from the specification that the embodiment of Figure 9 is not

expressly limited as Apple claims and does not support Apple’s inherent/non~inherent distinction.

As for Apple’s last argument regarding the specification that the specification draws a

distinction between searching on “properties” and searching on intrinsic properties such as name

in column 9, lines 25-45 of the ’430 Patent, the ALJ finds that the ’430 Patent (and this example)

does not appear to contain such a distinction. (RIB at 136.) As such, it does not support the

limitation that Apple seeks to read into the claims.

The final piece of intrinsic evidence that Apple seeks to rely on is its assertion that “the

Patent Office’s decision to treat the property search of the claims differently from the known
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searches for intrinsic characteristics, like names and file sizes, in the prior art, is supported by the

specification’s consistent treatment of ‘properties’ as desired attributes that are attached to

components rather than being intrinsic parts of the components before use in the framework.”

(CIB at 165.) But, there are no statements or actions in the prosecution history to which Apple

can point. Apple is relying on the examiner’s failure to reject the claims as evidence that the

examiner read the claims as Apple now seeks to do so. This is not a proper basis on which to

interpret claims. See, e.g., Prima Tek II, LL. C. v. Polypap, SA.R.L., 318 F.3d 1143, 1150 (Fed.

Cir. 2003) (“We note that drawing inferences of the meaning of claim terms from an examiner's

silence is not a proper basis on which to construe a patent claim”). Accordingly, the ALJ rejects

this argument.

Apple also relies on extrinsic evidence, the testimony of the named inventor, to support

its construction. (CIB at 164—165 (citing JX-469C at 219-21; see also id. at 57:6-59:19 (“The

find command asks the user to manually specify a pattern that resembles the file name. But file

name is an intrinsic characteristic of a file, inseparable from the file. It’s not additional property

that a system or user define and attach to the file.”).) However, the ALJ does not find this

testimony persuasive in light of the complete lack of support for Apple’s construction in the

intrinsic evidence. See N. Am. Vaccine, 7 F.3d at 1577 (“[W]here the meaning of a claim term is

clear from the specification and prosecution history, the inventor’s self-serving post—hoc opinion

testimony on the legal question whether it should a different meaning was of little if any

significance.” (citation and quotation marks omitted)).

Finally, Apple and Motorola both resort to the claim construction canon that claims

should interpreted to preserve their validity. Apple argues that Motorola is impermissibly

attempting to broaden the claims to invalidate them (CIB at 165) and Motorola argues that
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Apple’s construction would leave the claims vague and indefinite (RIB at 137-138). Motorola

also argues that Apple’s argument should be rejected because the claim term is not ambiguous.

(RRB at 65.) The ALJ sees no need to resort to this canon of claim construction. The claim

language is broad but clear. Moreover, the specification and prosecution history do not support

Apple’s construction. This is not an instance to resort to the canon that claims should be

interpreted to preserve their validity. See AK Steel Corp. v. Sollac & ng'ne, 344 F.3d 1234,

1243 (Fed. Cir. 2003) (“That axiom [(construing claims to preserve validity)] is a qualified one,

dependent upon the likelihood that a validity-preserving interpretation would be a permissible

one”); Generation 11 Orthotics Inc. v. Med. Tech. Inc., 263 F.3d 1356, 1365 (Fed. Cir. 2001)

(“[C]laims can only be construed to preserve their validity where the proposed claim

construction is ‘practicable,’ is based on sound claim construction principles, and does not revise

or ignore the explicit language of the claims”).

Accordingly, the ALJ rejects Apple’s proposed construction and adopts Motorola’s and

Stafic s proposed construction that this term should be accorded its plain and ordinary meaning.

4. “querying the operating system” (claim 1)
  

Apple’s {Proposed
, Constructions '

attempting to locate

components via an operating

system protocol or framework

 >Moferofa’s’Pr6poséd’ , ' , " Stafifs Proposed
’ Cdnstfiicfions , ‘ ,i::Constructions, » ,

making a system call Plain and ordinary meaning

  

    
The parties do not appear to genuinely dispute this limitation. Motorola offers no

argument in its brief and Apple concedes “there should be no real dispute over this claim

limitation.” (CIB at 166.) Staff argues that this term should be given its plain and ordinary

meaning in this art. (SIB at 107.) Staff argues that the ’430 Patent does not give a special
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definition to this term, nor does it disclaim anything that would otherwise be considered

“querying the operating system.” (SIB at 107.) Staff argues that Motorola’s construction is one

type of query, but the literal claim language is not limited to making a system call. Staff also

contends that the language Apple proposes reads limitations into the claim. (SIB at 107.) Apple

argues that, at times, Motorola has attempted to construe its construction to require querying the

“kernel” of the operating system. (CIB at 166.) But the parties now seem to agree that the term

is not so limited. (Tr. 1163:2-6; 1164:23-116525). As for the rest of the definition, Apple offers

no argument or evidence at all in its brief for the additional “framework” limitation that it

includes in its definition. (See CIB at 166—167.) Thus, the ALJ agrees with Staff. Both Apple’s

and Motorola’s constructions seek to improperly limit the claims without any justification and

are rejected. Accordingly, the ALJ accords this term its plain and ordinary meaning.

5. “returning hardware or software components meeting the target

hardware or software component search criteria” (Claim 1)
 

 
Claim Term ’Appie‘s Proposed ' , ' gMotordIa’sfl’roposéfi ’ 1 , Staffs’l’roposed ,

' . . , . Constmctmn’ ’
, , , , Construction ’ , : Construction , '

“meet the target match the desired Plain and ordinary Plain and ordinary

hardware or attributes in the search meaning meaning
software

component search
criteria” 

The parties’ real dispute (at this point) regarding the construction of “returning hardware

or software components meeting the target hardware or software component search criteria”

appears to center around what is being returned. Both Motorola and the Staff believe that this

term should therefore be given its plain and ordinary meaning, which they assert requires

“hardware or software components” to be returned. (RIB at 138.) Additionally, it is Motorola’s

position that when the “returning” limitation also requires that the hardware or software
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components are returned to the initiating class or entity. (RIB at 138.) Apple proposes the

37

construction “providing information identifying the hardware or software components. Apple

argues that Motorola’s construction, which requires additional limitations, is not the plain and

ordinary meaning. (CRB at 62.)

Motorola argues that throughout the specification, the terms “return” and “returning” are

used in conjunction with returning components, not with returning information identifying

components. (RIB at 138-139 (citing JX—l at 1:66—67; JX-l at 6:31-36).) Motorola argues that

in Figures 6, 7 and 8, “entities” are returned to the initiating class, not information identifying

entities. (RIB at 139 (citing JX-l at 8-10).) Specifically, Motorola notes that the portion of the

specification describing Figure 6 reads, “[n]ext, at function block 640, the search is performed to

locate appropriate system entities, which are returned Via function block 650 to the initiating

class, and processing is terminated at terminal 600.” (JX—l at 8213-16.) Motorola notes that the

specification provides similar descriptions for Figures 7 and 8. (JX-l at 8:25-29, 8:38-42.)

Apple argues that Motorola is simply incorrect that the “ordinary meaning” supports

returning entire components during a search. The result of a search in the computer arts, Apple

contends, is more often information (for example, a set of links, pointers, or other references)

that allows a user to obtain the actual documents or other desired components after the search.

(CX—568C at Q/A 45.)

Beginning with the language of the claims, the claims require that “hardware or software

components” be returned. The claims cannot be clearer as to what is returned — it does not say

“information about” hardware or software components. For the ALJ to adopt Apple’s

construction, the ALJ would have to rewrite the claim. The ALJ further finds that there is no

support in the claim language for Motorola’s second limitation that the “hardware or software
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components” be returned to the initiating class or entity. The claim language is entirely silent as

to where the component is returned to.

Apple seeks support from claim 10, which depends on claim 1. Claim 10 requires the

additional step of “creating a list of component pointers which provide direct access to the

components.” (JX-l at 14:19-20.) Apple argues that “[t]hat type of list is consistent with how

ordinary searches are done[, and] Motorola’s overly narrow reading of the patent would exclude

the types of pointers specifically claimed in the dependent claims.” However, the ALJ finds that

claim 10 does little to clarify the meaning of the “returning” limitation because Claim 10 does

not limit the “returning” element directly, so it does not provide direct differentiation. Moreover,

the ALJ finds that there is nothing in Motorola and Staff’ s construction that is inconsistent with

claim 10. Their construction does not, as Apple alleges, preclude the creation of a list of pointers.

The returning limitation deals only with what is returned and does not say where it is returned or

what else can be done with what is returned. Claim 10 provides the additional step of creating a

list of pointers to directly access the hardware or software component. The ALJ finds that this is

perfectly consistent with Motorola’s and Staff’s construction because even after the component

is returned, there could still be an additional unrelated step of creating a list of pointers.

The specification provides no help to Apple’s construction. As Motorola demonstrated,

the specification repeatedly provides that it is the hardware or software components that are

returned. (JX-l at Figures 6—7; 8:13—16; 8:25—29, 8:38-42.) Apple points to no specific support

in the specification for its construction. As for Motorola’s second limitation (that the returning

must be to the initiating requester), while there is some support in the specification for that

limitation, Motorola points to nothing the specification that would actually require reading that

limitation into the claim.
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Finally, Apple argues, based on Dr. Balakrishnan’s testimony, that “[t]he result of a

search, in the computer arts, is more often information (for example, a set of links, pointers, or

other references) that allows a user to obtain the actual documents or other desired components

after the search.” Apple then goes on to provide an example:

[W]hen a user searches on Google.com for a target web page, a Google web

search returns a series of links to web sites or other information; it does not

instantiate every web page that potentially matches the search. The user must

click through the link to get to the actual target web page. What is “returned” are

links, pointers, or other information. The patent discusses returning components

in these terms. For example, when the user seeks a hardware component, the

system does not somehow return the physical hardware as a result of the search--

even in Motorola’s example, what is returned is an “object,” a piece of software

that somehow identifies the physical hardware.

This extrinsic evidence, which untethered to the intrinsic evidence or any specific

7
contemporaneous source, is not very persuasive. This is especially true when the extrinsic

evidence is used to support a construction that is inconsistent with claim language.

6. “adding support for the hardware and software components to the

operating system” (Claim 1)
 

 
Claim Term Apple’s Preposed "Motordta’sPr’opos’ed , ' Staff’s P162059“

, , , ’ . , , , » , . ' , ; ConstructmnConstruction , Construction : »

“adding support facilitating access to Indefinite Plain and ordinary

for the hardware the hardware or meaning

and software software components

components to the

operating system”

 
 

The parties dispute the term “adding support for the hardware and software components

3

to the operating system.’ Apple contends that the term should be construed as “facilitating

 

7 The ALJ notes that Apple’s example is particularly inapt because Google did not even exist until several years
afier the patent was filed. (See http://www.google.com/about/corporate/company/historyhtml (the predecessor to
Google did not begin until 1996 and “Google” was not launched until 1997) (last visited January 12, 2012).)
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access to the hardware or software components.” Motorola contends that the term is indefinite.

Staff argues that the term should be given its plain and ordinary meaning.

Claims must “. . . particularly point[ ] out and distinctly claim[ ] the subject matter which

the applicant regards as his invention.” 35 U.S.C. § 112, 11 2; Miles Laboratories, Inc. v. Shandon

Inc., 997 F.2d 870, 874-75 (Fed. Cir. 1994). The purpose of this definiteness requirement is to

ensure that the claims delineate the scope of the invention using language that adequately notifies

the public of the patentee’s right to exclude. Young v. Lumenis, Inc., 492 F.3d 1336, 1346 (Fed.

Cir. 2007). If a claim read in light of the specification reasonably apprises one of ordinary skill

in the art of its meaning, that claim satisfies § 112, 112. Id In contrast, if a claim limitation is

“insolubly ambiguous” or “not amenable to construction,” then the claim containing that

limitation is invalid for indefiniteness. See, e. g, Datamize, LLC v. Plumtree Software, Inc., 417

F.3d 1342, 1347—1356 (Fed. Cir. 2005) (affirming summary judgment of invalidity due to

indefiniteness); Honeywell Int’l, Inc. v. United States Int’l Trade Comm, 341 F.3d 1332, 1338-

1339 (Fed. Cir. 2003).

The ALJ finds that the term should be given its plain and ordinary meaning. The ALJ

further finds that Apple’s proposed construction fails. The claims as originally filed included a

limitation of “to enable access to the one or more system components.” The examiner objected

to this limitation saying “it is not clear what ‘enable access’ to a system component means.”

(JX-4 at 935.) In response, the applicant deleted the entire phrase “enable access to the one or

more system components.” (JX—4 at 963.) The ALJ can discern no difference (and Apple

provides none) between Apple’s proposed construction and the claim language that the examiner

rejected as indefinite. (Tr. 464:24—465:6, 475 :7-12; see also RX—1796.) The ALJ finds that

adopting Apple’s construction would in effect re-write the claim to include the language that the
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examiner objected to and that was deleted from the claim. Moreover, Apple’s construction

would eliminate the requirement that support be added “to the operating system.” This is

contrary to the plain language of the claim, which further suggests that Apple’s construction is

incorrect.

As for Motorola’s contention that the claim is indefinite, there is certainly some merit to

that argument. Apple’s own expert claimed that none of the embodiments in the patent disclosed

adding support as described in the claims. (Tr. 1664:7-166622.) Indeed, Dr. Balakrishnan’s

testimony at the hearing was not confidence inspiring as to the definiteness of the claims:

Q. And how is someone acting in good faith who doesn’t want to infringe this

patent going to be able to determine under your construction how many degrees is

\ safe, if it is a question of degree? They are not going to be able to, are they?

A. If you are saying is there something drawn in the sand, a line drawn in the

sand per se, yes, it is a little bitflexible, let’s put it that way.

Q. It isflexible. Is that what you said?
A. Yes.

Q. And it is your contention to His Honor that this phrase “facilitating access,”

that a person of ordinary skill would know when they were facilitating access and

when they weren’t?

A. In terms of adding support, which is element D of the claim --

Q. In terms of your construction, facilitating access.

A. For that element D, yes.

Q. Okay. And where would they draw the bright line boundary there?

A. Well, I don ’t think there is a hard boundary per se, no.

(Tr. 467:13—25; 475213-25 (emphasis added).)

However, the ALJ finds that Dr. Balakrishnan’s earlier testimony regarding “support” to

be informative on the issue of indefiniteness:
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QUESTION 100: How does the patent specification discuss “adding support” for

components?

ANSWER: There are at least three distinct situations in the patent where support is

added for components. The first is for new components that are added to

the system, such as new hardware devices that would ordinarily require

new driver code. CDX-001.034 shows column 5, lines ‘7 to 14, where the

patent discusses adding support for new multimedia devices by using the

properties of the device to locate and load existing driver code. The

second is the technique used for applications, whether or not they are

brand new to the system, where existing “puzzle pieces” can be fit

together on the fly. This is shown at CDX—001.035, which shows column

5, lines 29 to 65. The third is for components that are on the system but

must be collected and tracked, for example in smart folders. Beyond the

typical smart foldering functionality, these components are supported

throughout the system, for example by permitting the system to provide

notifications that components have been added, removed, or changed.
That is shown in CDX-001.036 at column 1, lines 44-47. '

(CX—ZOlC at Q/A 100; see also Tr. 1726:25-1727z21.) The ALJ finds that this testimony shows

that there are some guideposts for the person of ordinary skill in the art as to the scope of the

claims.

Taking all'this evidence together, the ALJ finds that although the disclosure is very

sparse, it is sufficient to give the claim term definition. Accordingly, in light of all of the

evidence, the ALJ finds that the claim term is not indefinite.

As for the proper construction, the ALJ finds that the claim language provides the best

guidance. It is clear that “support” is used in the patent very broadly as Apple suggests.

However, the ALJ finds that “adding support for hardware or software components to the

operating system” is slightly narrower because it requires “support” be added to the operating

system and is contained in the plain language of the claims. Accordingly, the ALJ finds that
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“adding support for hardware or software components to the operating system” has its plain and

ordinary meaning.

V. INFRINGEMENT DETERMINATION

A. Applicable Law

In a Section 337 investigation, the complainant bears the burden of proving infringement

of the asserted patent claims by a preponderance of the evidence. Certain Flooring Products,

Inv. No. 337-TA—443, Commission Notice of Final Determination of No Violation of Section

337, 2002 WL 448690 at 59, (March 22, 2002); Enercon GmbH v. Int ’l Trade Comm ’n, 151 F.3d

1376 (Fed. Cir. 1998).

Each patent claim element or limitation is considered material and essential. London v.

Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991). Literal infringement of a claim

occurs when every limitation recited in the claim appears in the accused device, i.e., when the

properly constmed claim reads on the accused device exactly. Amhil Enters, Ltd v. Wawa, Inc.,

81 F.3d 1554, 1562 (Fed. Cir. 1996); Southwall Tech. v. Cardinal IG Co., 54 F.3d 1570, 1575

(Fed Cir. 1995).

If the accused product does not literally infringe the patent claim, infringement might be

found under the doctrine of equivalents. The Supreme Court has described the essential inquiry

of the doctrine of equivalents analysis in terms of whether the accused product Or process

contains elements identical or equivalent to each claimed element of the patented invention.

Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 US. 17, 40 (1997).

Under the doctrine of equivalents, infringement may be found if the accused product or

process performs substantially the same function in substantially the same way to obtain

substantially the same result. Valmont Indus, Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 1043 (Fed.
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Cir. 1993). The doctrine of equivalents does not allow claim limitations to be ignored. Evidence

must be presented on a limitation—by-limitation basis, and not for the invention as a whole.

Warner-Jenkinson, 520 U.S. at 29; Hughes Aircraft Co. v. US, 86 F.3d 1566 (Fed. Cir. 1996).

Thus, if an element is missing or not satisfied, infringement cannot be found under the doctrine

of equivalents as a matter of law. See, e.g., Wright Medical, 122 F.3d 1440, 1444 (Fed. Cir.

1997); Dolly, Inc. v. Spalding & Evenflo Cos., Inc., 16 F.3d 394, 398 (Fed. Cir. 1994); London v.

Carson Pirie Scott & Co., 946 F.2d 1534, 1538-39 (Fed. Cir. 1991); Becton Dickinson and Co. v.

CR. Bard, Inc, 922 F.2d 792, 798 (Fed. Cir. 1990).

The concept of equivalency cannot embrace a structure that is specifically excluded from

the scope of the claims. Athletic Alternatives v. Prince Mfg, Inc., 73 F.3d 1573, 1581 (Fed. Cir.

1996). In applying the doctrine of equivalents, the Commission must be informed by the

fundamental principle that a patent’s claims define the limits of its protection. See Charles

Greiner & Co. v. Mari-Med. Mfg, Inc., 92 F.2d 1031, 1036 (Fed. Cir. 1992). As the Supreme

Court has affirmed:

Each element contained in a patent claim is deemed material to defining the scope

of the patented invention, and thus the doctrine of equivalents must be applied to

individual elements of the claim, not to the invention as a whole. It is important

to ensure that the application of the doctrine, even as to an individual element, is

not allowed such broad play as to effectively eliminate that element in its entirety.

Warner—Jenkinson, 520 US. at 29.

Prosecution history estoppel may bar the patentee from asserting equivalents if the scope

of the claims has been narrowed by amendment during prosecution. A narrowing amendment

may occur when either a preexisting claim limitation is narrowed by amendment, or a new claim

limitation is added by amendment. These decisions make no distinction between the narrowing

of a preexisting limitation and the addition of a new limitation. Either amendment will give rise
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to a presumptive estoppel if made for a reason related to patentability. Honeywell Int ’l Inc. v.

Hamilton Sundstrand Corp, 370 F.3d 1131, 1139-41 (Fed. Cir. 2004), cert. denied, 545 US.

1127 (2005)(citing Warner-Jenkinson, 520 US. at 22, 33-34; and Festo Corp. v. Shoketsu

Kinzoku Kogyo Kabushiki C0,, 535 US. 722, 733-34, 741 (2002)). The presumption of estoppel

may be rebutted if the patentee can demonstrate that: (1) the alleged equivalent would have been

unforeseeable at the time the narrowing amendment was made; (2) the rationale underlying the

narrowing amendment bore no more than a tangential relation to the equivalent at issue; or (3)

there was some other reason suggesting that the patentee could not reasonably have been

expected to have described the alleged equivalent. Honeywell, 370 F.3d at 1140 (citing, inter

alia, Festo Corp. v. Shoketsu Kinzoku Kogyo Kabuslziki C0,, 344 F.3d 1359 (Fed. Cir. 2003)(en

banc)). “Generalized testimony as to the overall similarity between the claims and the accused

infringer’s product or process will not suffice [to prove infringement under the doctrine of

equivalents].” Tex. Instruments, Inc. v. Cypress Semiconductor Corp., 90 F.3d 1558, 1567 (Fed.

Cir. 1996).

Section 271 (b) of the Patent Act prohibits inducement: “[w]hoever actively induces

infringement of a patent shall be liable as an infringer.” 35 U.S.C. § 271(b) (2008). As the

Federal Circuit stated:

To establish liability under section 271 (b), a patent holder must prove that once

the defendants knew of the patent, they “actively and knowingly aid[ed] and

abett[ed] another’s direct infringement.” However, “knowledge of the acts

alleged to constitute infringement” is not enough. The “mere knowledge of

possible infringement by others does not amount to inducement; specific intent

and action to induce infringement must be proven.”

DSU Med. Corp. v. JMS Co., 471 F.3d 1293, 1305 (Fed. Cir. 2006) (en banc) (citations omitted);

See also Cross Medical Products, Inc. v. Medtronic Sofamor Danek, Inc., 424 F.3d 1293, 1312
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(Fed. Cir. 2005) (“In order to succeed on a claim inducement, the patentee must show, first that

there has been direct infringement, and second, that the alleged infringer knowingly induced

infringement and possessed specific intent to encourage another’s infringement”). Mere

knowledge of possible infringement by others does not amount to inducement. Specific intent

and action to induce infringement must be proven. Warner-Lambert Co. v. Apotex Corp, 316

F.3d 1348, 1363 (Fed. Cir. 2003). In DSU, the Federal Circuit clarified the intent requirement

necessary to prove inducement. As the court recently explained:

In DSU Med. Corp. v. JMS Ca, this court clarified en banc that the specific intent

necessary to induce infringement “requires more than just intent to cause the acts

that produce direct infringement. Beyond that threshold knowledge, the inducer

must have an affirmative intent to cause direct infringement.”

Kyocera Wireless Corp. v. Int ’1 Trade Comm ’n, 545 F.3d 1340, 1354, (Fed. Cir. 2008) (citation

omitted). “Proof of inducing infringement requires the establishment of a high level of specific

intent.” Lucent Techs. Inc. v. Gateway, Inc, 2007 WL 925510, at *2-3 (S.D. Cal. 2007)

Under 35 U.S.C. § 271(c), “[w]hoever offers to sell or sells within the United States or

imports into the Unites States a component of a patented machine, manufacture, combination, or

composition, or a material or apparatus for use in practicing a patented process, constituting a

material part of the invention, knowing the same to be specifically made to or specially adapted

for use in the infringement of the patent, and not a staple article or commodity suitable for

substantial non—infringing use, shall be liable as a contributory infringer.”

A seller of a component of an infringing product can also be held liable for contributory

infiingement if: (1) there is an act of direct infringement by another person; (2) the accused

contributory infringer knows its component is included in a combination that is both patented

and infringing; and (3) there are no substantial non—infringing uses for the accused component,
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i. e., the component is not a staple article of commerce. Carborundum Co. v. Molten Equip.

Innovations, Inc., 72 F.3d 872, 876 (Fed. Cir. 1995).

To prove direct infringement, Apple must prove by a preponderance of the evidence that

the accused products either literally infringe or infringe under the doctrine of equivalents the

method of asserted claims of the ’828, the’607 and the ’430 Patents. Advanced Cardiovascular

Sys, Inc. v. Scimed Life Sys, Inc., 261 F.3d 1329, 1336 (Fed. Cir. 2001). Notably, method

claims are only infringed when the claimed process is performed. Ormco Corp. v. Align

Technology, Inc., 463 F.3d 1299, 1311 (Fed. Cir. 2006).

In order to determine whether an accused structure literally meets a 35 U.S.C. §112, 11 6

means-plus-function limitation, the accused structure must either be the same as the disclosed

structure or be a 35 U.S.C. §112, 11 6 “equivalent,” i. e., (1) perform the identical function and (2)

be insubstantially different with respect to structure. Two structures may be “equivalent” for

purposes of 35 U.S.C. §112, 11 6 if they perform the identical function, in substantially the same

way, with substantially the same result. Kemco Sales, Inc. v. Control Papers Co., 208 F.3d 1352,

1364 (Fed. Cir. 2000) (internal citations omitted). In other words, once identity of function has

been established, the test for infringement is whether the structure of the accused product

performs in substantially the same way to achieve substantially the same result as the structure

disclosed in the specification. Minks v. Polaris Industries, Inc., 546 F.3d 1364, 1379 (Fed. Cir.

2008

However, if an accused structure is not a 35 U.S.C. §112, 11 6 equivalent of the disclosed

structure because it does not perform the identical fiinction of that disclosed structure, it may still

be an “equivalent” under the doctrine of equivalents. Applying the traditional function-way-

result test, the accused structure must perform substantially the same function, in substantially
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the same way, to achieve substantially the same result, as the disclosed structure. A key feature

that distinguishes “equivalents” under 35 U.S.C. §1 12, 1] 6 and “equivalents” under the doctrine

of equivalents is that equivalents under 35 U.S.C. §1 12, 1] 6 must perform the identical function

of the disclosed structure, while equivalents under the doctrine of equivalents need only perform

a substantially similar fimction. Kemco Sales, 208 F.3d at 1364 (internal citations omitted).

Furthermore, a structure failing to meet either the “way” and/or “result” prong under the 35

U.S.C. §1 12, 1] 6 test must fail the doctrine of equivalents test for the same reason(s). Id.

B. The ’828 Patent

Apple asserts that the Motorola Atrix, Backflip, Bravo, Charm, Citrus, Cliq 2, Cliq

XT/Quench, Defy, Droid, Droid 2, Droid 2 Global, Droid Bionic, Droid Pro, Droid X, Droid X2,

Droid 3, Flipout, Flipside, i1, Titanium, Xoom, and XPRT (the “Accused ’828 Products”)

infringe claims 1, 2, 10, ll, 24, 25, 26, and 29 ofthe ’828 Patent. (CIB at 51—52.) Each ofthese

products contains an integrated circuit supplied by Atmel Corporation for processing touch data.

(CIB at 52; RIB at 90.) The parties largely agree about how the products work. (RIB at 90; CIB

at 52—53.) The primary dispute between the parties regarding the ’828 Patent centers on whether

the Accused ’828 Products meet the “mathematically fit(ting) an ellipse” limitation found in all

ofthe asserted claims. (RIB at 90-118; SIB at 31-41; CIB at 52-72.)

1. Mathematically Fit(ting) An Ellipse

Apple argues that all of the Accused ’828 Products meet this limitation. (CIB at 76.)

There is no dispute that the Atmel touch sensor ICs read electrical signals from the touchscreen

and run firmware for processing the touch data. (CIB at 52; RIB at 90; RX-l895C at Q/A 72-74;

CX—201C at Q/A 510-511.) As Motorola explained (and Apple agrees), the Atmel chip-
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_

—.(RIB

at 90 (citing RX—1895C at Q/A 75-76); CIB at 53 (citing CX—201C at Q/A 518-519; JX—66lC at

8—

_

—

— The Accused ’828 Products_and, under the ALJ’s

construction, the claims are not limited to self-capacitance.

Motorola explains that—

—,as shown in the example below:

 
(RIB at 90 & RX—1895C at Q/A 76 at Fig. WB9). In the example shown above, the numbers

represent values proportional to—

—(RIB at 90.)

The parties agree that after assembling an array of data such as that shown in the example

above, the Atmel chip filters out noise and looks for one or more touches using what are called

“searchalgorithrns—- (RIB
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at 90 (citing RX-1895C at Q/A 76); CIB at 54—55 (citing JX-661C at 1; CX—201C at Q/A 518—

519; RX-1895C at Q/A 76).) The result of this process is the identification of a touch or touches,

such as in the examples shown below:

 
(RDX—11.32C (orange and green touches); RDX—11.33C (purple and blue touches).)

The parties agree that once the Atmel chip has identified a touch or touches, the Atmel

chip performs further processing to generate What is called— (RIB at 91 (citing

RX-1895C at Q/A 75); CIB at 56 (citing CX—201C at Q/A 527-528; RX—1895C at Q/A 77-92;

RX-1879C at Q/A 12—19; JX—662C at 39—42) (Motorola Xoom); CIB at 63 (citing RDX-12.3;

RDX-12.4) (Motorola Xoom test build); CIB at 64 (citing RDX~12.5; RDX—12.6) (Motorola

handsets); CIB at 65 (citing RDX-12.7; RDX-12.8) (Motorola Droid X test build); CIB at 68-

69.) This _—-Wh1Ch in the Accused ”828 Products comprises the values-

_and (for non-test build Motorola Xoom)

_—provides specific information about each touch to_.

(RIB at 91; CIB at 56, 64, 65, 68-69.) In the Accused ”828 Products,—

_so that the device can

perform functions in response to input from the touchscreen. (RIB at 91 (citing RX-1895C at

Q/A 93-115); CIB at 56-57).
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The parties also do not dispute what the_

_values represent. (RIB at 93—96; CIB at 56.) The first two values,

—,represent—

_respectively. (RIB at 93 (citing RX-1895C, Wolfe Q/A 80; Tr. 598:23—599:12); CIB

at 56_(citing

JX~662C at 39—42 & CX-201C at Q/A 528).) The third value,_

-(RIB at 94 (citing RX-1895C at Q/A 77; Tr. 599:13—600:7); CIB

at 56 (“. . ._. . .).) The fourth value,—

_

_(RIB at 95 (citing RDX-1895C at Q/A 78—79; Tr. 602213-24); CIB at

56 (. ..—.. . .9.)

As Motorola explained, in one Accused ’828 Product—the non—test build of the Motorola

Xoom_.(RIB at 96;

CIB at 56 6% . -_

— Motorola explains (and Apple does not dispute) that_

—

—

- (RIB at 96-97 (citing RX-1895C at Q/A 91; Tr. 621:21—623:10); CIB at 56).

Motorola illustrates this in the figure below.
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(RX-1895C, Wolfe Q/A 76 Fig. WBIO.) To calculate_

—.(RIB

at 97.) In this example, this_

-(See RX-1885C, Wolfe Q/A 76.) In the figure above, the_

. (1d,)

(See RDX—l895C, Wolfe Q/A 78-79;

Balakrishnan, Tr. 602:13—24.) The orange and green touches_

-(RIB at 95.) As Motorola explained (and Apple does not dispute), the

orange touch has—-(RIB at

95.) The Atmel chipthen—
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I respectively. —for the orange touch is therefore—.

(RIB at 95.) The_of the green touch is therefore ——the

—-(RIB at 95.)

 
(RDX-11.32C.)

a) Motorola Xoom (Non-Test Build)

As noted above, Apple agrees with this basic explanation of what the Atmel chip does,

but goes on to argue that, for example, in the Motorola Xoom (non-test build), the Atmel chip

computes a set of numerical parameters that are transmitted to the Android Honeycomb

operating system, 8 and “these parameters are used to define values for several Android

commands known as ‘methods’ which in turn are used to mathematically fit an ellipse to

approximate touches to the touch screen.” (CIB at 56.) Apple argues that “[t]he parameters are

then used to define a set of values that are provided to applications and users through methods in

the Android MotionEvent class, such as getX(), getY(), getTouchMajorO, getTouchMinor(), and

getOrientationO.” (CIB at 56 (citing Tr. 650:23-655211; RDX-12.1-.2). Apple argues that in the

Google documentation, “these are further described: getX() returns the X coordinate of a touch

 

8 “Honeycomb” is a particular version of the Android operating system. (CIB at 56.)
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event, getY() returns the Y coordinate, getTouchMajorO returns the length of the major axis of

an ellipse that describes a contact, getTouchMinor() returns the length of the major axis of an

ellipse that describes a contact, and getOrientation() returns the orientation of a contact.” (CIB at

56-57 (citing CX-181.010; Tr. 1038:11-1039:25).)

Apple argues that under its construction for “mathematically fit(ting) an ellipse” that

“[t]here is no dispute that the numerical parameters in the Motorola Xoom are computed using

mathematical processes.” (CIB at 57.) Apple argues that “[t]he parties dispute whether the

[Accused ’828 Products] meet the second part of Apple’s proposed construction, which requires

that the computed parameters ‘mathematically define an ellipse which approximates the shape of

a pixel group.m (CIB at 57.) Apple argues that (for the Motorola Xoom (non-test build) “[t]he

evidence presented at the hearing shows that the computed parameters mathematically define an

ellipse in the Motorola Xoom because they are used to define values for the five classical

parameters of an ellipse that are described in the ’828 Patent: getX(), getY(), getTouchMajor(),

getTouchMinor(), and getOrientation() provide values for X position, Y position, major axis,

minor axis, and orientation.” (CIB at 57 (citing CX-181 at 10; JX-3 at 25:54-27:8).)

Apple argues that_for the Accused ’828

Products show that_in the Xoom do define an ellipse, and the final

result of the processing in the Xoom is a set of values that defines the five classical parameters of

an ellipse that are described in the ’828 Patent: X position, Y position, major axis, minor axis,

and orientation.” (CIB at 59.) Apple argues that_

_show that the Xoom was designed to fit an ellipse,

and by computing these ellipse parameters, it does mathematically fit an ellipse under Apple’s

construction.” (CIB at 59.)
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Apple heavily relies on the flowcharts (shown in RDX—12C) illustrating what happens in

the Android code. (CIB at 58 (citing RDX-12C).) Apple argues that “[t]he top of RDX-12.1

shows five variables . . . that correspond to the parameters computed in the—

used in the Motorola Xoom:—

_ (CIB at 58.) Apple argues that these parameters are transmitted to the

_in the Motorola Xoom as multitouch variables with input codes:

—

_.(CIB at 58 (citing Tr. 652:9-24).)

Apple argues that the values of the five variables (getX(), getY(), getTouchMajor(),

getTouchMinor(), and getOrientation()) are used to derive several parameters that are provided

to applications in the Motorola Xoom. (CIB at RDX—12.2C; Tr. 653122-654zl8.) Apple argues

that there are nine methods in the MotionEvent.java box at the bottom of RDX—12.2, and that

“[flive of these methods return values that mathematically define the five classical parameters of

an ellipse: getX(), getY(), getTouchMajorO, getTouchMinorO, and getOrientationO.” (CIB at 58

(citing Tr. 654:11-655:9).)

Apple explains that_are read into the Motorola Xoom

touch driver through_ (CIB at 60 (citing RDX-12.1)), and that “these are

associated with comments that describe—

—

-(CIB at 60 (citing JX—462 at 1.) Apple argues that Dr. Balakrishnan explained

that—

—are used

as part of a process that mathematically defines an ellipse and therefore infringes this element

85

A125

PAGE 000187



Case: 12-1338 CaQ‘ASE-HPERTICIBANJWBY DWEUBE28 Fmafl88/20Efled: 07/20/2012

PUBLIC VERSION

under Apple’s construction. (CIB at 60 (citing Tr. 6525-24).) Apple argues that “[a]lthough

there is processing that occurs between each of these steps, the same information is passed from

-to the_through variables in the Google source code, and

output by the MotionEvent methods.” (CRB at 16.) Apple argues that “[t]here is nothing in

the ”828 Patent that requires distinguishing between an ellipse and other shapes.” (CRB at 17.)

Apple argues that “[t]he parameters computed in the ’828 Patent are X centroid position, Y

centroid position, major axis, minor axis, and orientation[,]” and “[t]hese same parameters are

computed in the Motorola Xoom.” (CRB at 17.) Apple argues that “[t]here is no additional

requirement for a method that distinguishes between ellipses and other shapes; it is clear from

the disclosure in the ’828 Patent that the computed parameters mathematically define an ellipse,

and it is similarly clear from the source code and documentation in the Motorola Xoom that the

_mathematically define an ellipse.” (CRB at 17.)

Apple argues that the intent of Motorola and Atmel’s engineers not to fit an ellipse to the

pixel group data is irrelevant. (CRB at 18 (citing Fla. Prepaid Postsecondary Educ. Expense Bd.

v. Coll. Sav. Bank, 527 US. 627, 645 (1999)). Apple filrther argues that their testimony is

contradicted by the numerous references to ellipses throughout—

-(CRB at 18.) Apple argues that “the use of an ellipse model makes sense because

fingers on a touchscreen are generally elliptical in shape.” (CRB at 18.) And that “[r]egardless

of the stated intent of the designers, the Xoom computes numerical parameters that

mathematically define an ellipse and therefore meets this limitation.” (CRB at 18.)

Apple argues that “[a]n example of how the Motorola Xoom [(non~test build)]

mathematically defines an ellipse is the process of deriving an eccentricity value from I

—(CIB at 61.) Apple
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argues that in the-document there is a section corresponding to the

—that states:

 
(JX-539C at 17-18.)

Apple notes that—

—which is consistent with the usage of sssssiiisiiy

in the context of ellipses and the ’828 Patent and in the Google source code. (CIB at 61 (citing

JX~539C at 18).) Apple notes that eccentricity is described explicitly in the ’828 Patent as an

ellipse parameter that is the ratio of major axis length to minor axis length. (CIB at 61.) Apple

argues that this is depicted on the right side of RDX—12.2, where_

_returned by getTouchMinorO- (CIB at 61.)

Apple argues that the Motorola Xoom thus uses eccentricity consistent with the ”828 Patent as a

scaling factor between major and minor axis lengths. Apple also argues that other ellipse

parameters are derived in similar ways using formulas described in Google documentation and

depicted on RDX-12.2.

Apple argues that the Motorola Xoom defines values that can be provided to applications

through the MotionEvent class depicted on the bottom of RDX-12.2, which include getX(),

getY(), getTouchMajor(), getTouchMinorO, and getOrientation(). (CIB at 62.) Apple argues

that “[t]hese five methods correspond directly to the five classical parameters of an ellipse

described in the ’828 Patent. . . .” (CIB at 62.) Apple further argues that “Android

documentation explicitly describes the getTouchMajor() and getTouchMinorO values as ‘the
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length of the major axis of an ellipse that describes the touch area’ and ‘the length of the minor

axis of an ellipse that describes the touch area,’ respectively.” (CIB at 62 (citing CX-l8l at 11;

Tr. 1037:18-1038:1039:2).) Apple argues that a Google witness admitted with these five

parameters, he could construct or draw an ellipse. (CIB at 62 (citing Tr. 1025:2-102624).)

Apple’s infringement argument is essentially “[t]he evidence thus shows that the Motorola Xoom

computes numerical parameters that mathematically define an ellipse because those parameters

are used to define the five classical parameters of an ellipse that are described in the ’828

Patent.” (CIB at 62.)

In other words, Apple argues that “[t]his requirement that the computed parameters

mathematically define an ellipse is not substantively different from the requirement for an

‘ellipse model’” that Motorola argues. (CRB at 17.) Apple argues that “[t]he absence of an

ellipse model is a key reason why prior art references like Bisset ’352 do not anticipate the ’828

Patent,” and “the presence of an ellipse model is a key reason why the ’828 Accused Products

infringe the asserted claims of the ’828 Patent.” (CRB at 17.)

In particular, Apple argues that in the Atmel source code that runs on the Motorola Xoom,

“there is an explicit comment referring to—

-(CIB at 59 (citing JX-460C at ATMEL—ITC-SCOOOO31).) Apple argues that an

Atmel engineer admitted “that this referred to a contact on the touchscreen, and that the general

shape of a finger as it touches is most often some form of an ellipse.” (CIB at 59 (citing Tr.

1002: 16-1003220).) Apple filrther argues that this reference is “consistent with Dr. Westerman’s

explanation for why he used ellipse fitting for the ”828 Patent, since fingers touching a surface

generally have a shape similar to an ellipse.” (CIB at 59.)

In addition to—Apple relies on_
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_.Apple argues that-

_that further demonstrates that the parameters computed by the Atmel

touch sensor ICs mathematically define an ellipse.” (CIB at 60 (citing CX—73C).) —

(CIB at 60.)

Apple argues that its infringement theory is not inconsistent with what its expert said in

his direct witness statement. (CRB at 19.) Apple argues that Dr. Balakrishnan stated that “the

processing performed in the Atmel sensor ICs includes a step of mathematically fitting an ellipse

to at least one of the pixel groups, ” (CX—201C at Q/A 526), and that “these parameters are used

in the Motorola Xoom to provide values that mathematically define an ellipse using the same

parameters described in the ’828 Patent.” (CRB at 19.)

Motorola, on the other hand, argues that—provides

any information regarding the size, shape, or orientation of a touch.” (RIB at 93.) Motorola

further argues that—provides no information about the shape or orientation of a touch.

(RIB at 94.) Motorola further argues that—,does not provide two-dimensional

information at all. (RIB at 95.) Motorola argues that, as illustrated above,—

does not provide information about the shape, size, or orientation of a touch. Motorola further

argues none of values—

-are calculated by mathematically fitting an ellipse or correspond to an ellipse model.

(RIB at 95 (citing RX-l895C at Q/A 91; Tr. 78:4—17; RX-1879C at Q/A 16—22; id. at 17 (“The

components of—

—id at 19 I
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Motorola also argues that there is no dispute that the Atmel chip is—

_-(RIB at 100 (citing

Tr. 580:2-21, 581:16-20).) Motorola argues that because information regarding some aspect of a

touch such as height, Width, shape, or orientation—

_-(RIB at 100

(citing Tr. 701:16-702:6; Tr. 1054549).)

Motorola argues that the third value,—

-(RIB at 94 (citing RX—1895C at Q/A 77; Tr. 599:13-600:7).)

Motorola argues that “[t]he asserted claims of the ‘828 patent require mathematically

fitting an ellipse to a pixel group.” (RIB at 92 (emphasis in the original).) Motorola argues that

consistent with the language of the claims that requires fitting the ellipse to the pixel group and

the operation of the Atmel chip, that Dr. Balakrishnan in direct Witness statement only identified

_in connection with his assertions that the ‘828

Accused Products mathematically fit an ellipse to at least one pixel group:
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QEESTION 5'26: Docs the method for processing input from the touchscreen of the

Accused Products include a step of mathematically fitting an ellipse to
at least one of the, pixel groups?

ANSWER: Yes. the processing perfomned in 111”includes a step ofmathematically fitting an etlipse to at eas one 0 pixel groups.

QEES’I‘IOA’ 527: What evidence did you consider in forming your opinion?

ANSWER: The—describe numerical pameters that are
computed for each mititouch object corresponding to a pixel group. As
shown on CDX-Ol .549, these parameters are listed in the mes ‘ ire data for 
 which are parameters  E731: ma 811131163 3’

(CX-201C at Q/A 526 & 527.) Motorola argues that Apple’s new infringement theory that now

includes the Android operating system, which has no access to the underlying pixel data, is an

attempt to confuse the issues. (RIB at 92.)

Motorola argues that the fourth value, — “does not provide two-

dimcnsional information at all.” (RIB at 95.) Motorola argues that “Dr. Balakrishnan conceded

that there is no literal infringement by any of the ‘828 Accused Products of any of the asserted

claims under Motorola’s and the Staff’s proposed construction for ‘mathematically fitting an

ellipse to at least one of the pixel groups.”’ (RIB at 95 (citing CX-201C at Q/A 534 (“The

Accused Products—so there is no literal infringement under

Motorola’s construction”); id. at 560—61 (same for claim 10); id. at 577 (same for claim 24)).)

Motorola argues that—

—(RIB at 98 (citing RX-1895C at Q/A 295; RX-1879C at Q/A 20—22;

Tr. 1045:22—1046210).)

Motorola argues that even where five parameters (including- are

computed there is no infringement because the five numerical parameters (size, position,

orientation, major and minor axes) “falling into these categories do not,-

_ (RIB at 101.) Motorola argues that even “Apple’s proposed construction still requires
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—(RIB at 102 (citing Tr. 545 22-18; 5563-8).)

Motorola argues that “Atmel and Google witnesses testified that neither the Atmel firmware nor

the Android input protocol_in any of the [Accused ’828 Products],

including the non—test build of the Motorola Xoom.” (RIB at 102.) Motorola argues that

Apple’s expert never identified_and his testimony focused on ancillary

documentation, code comments and other documents that do not deal with how the Accused ’828

Products actually process touch data. (RIB at 103.)

As for the Atmel-Motorola argues that Dr. Balakrishnan admitted on

cross-examination, however, that_was “not in the Motorola products,” and

agreed that a computer did not—in order for

the computer to draw an ellipse. (RIB at 104 (citing Tr. 625:5-626:10).)

Motorola argues that Dr. Balakrishnan never opined in his direct testimony that any ‘828

Accused Product “computes numerical parameters that mathematically define an ellipse-

—(RIB at 104—05 (citing CX—201c at

Q/A 507—86).) Motorola argues that “Apple ignores that portion of its own construction, because

Motorola argues that Dr. Balakrishnan’s opinions regarding the Android layer are new.

(RIB at 105.) But as with Dr. Balakrishnan’s original opinions, Motorola argues that Dr.

Balakrishnan’s new opinions were missing one critically important concept:—

_Dr. Balakrishnan did not (and could not) testify that the Android

framework actually mathematically fits an ellipse to a pixel group in any Accused ’828 Product.

(RIB at 105.) Motorola argues that in Dr. Balakrishnan’s testimony regarding the Android
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Honeycomb touch driver in the non—test build of the Motorola Xoom, he: “(1) identified the same

_that he agreed were not computed by mathematically fitting an ellipse, see . . . Tr.

652215-18; (2) stated, with no additional explanation, that “they do some transformations there in

the code to turn it into these other five variables shown in yellow,’ id at 652:19-24; (3) stated,

with no additional explanation, that ‘a bunch of further calculations happen in the big box before

the blue boxes there, the big rectangle above, various different things are done to that code——

sorry, those variables,’ id. at 653:25-654z4; and (4) opined, without any additional explanation,

that this ‘provid[es] a bunch of different ellipse variables,’ id at 654214-15.” (RIB at 106.)

Having carefully reviewed the evidence and the parties’ arguments, the ALJ agrees with

Motorola that the non—test build Xoom does not literally meet the “mathematically fit(ting) an

ellipse to one more pixel groups” limitation of the asserted claims. It is undisputed how the

devices operate. Apple appears to concede that the Atmel chip itself_

_under any construction (although Apple shifted backwards slightly in its reply brief

and appears to contend that the Atmel chip by itself meets this limitation). As set forth supra,

explain in his testimony how the measurements performed in the Atmel chip (even the derivation

of the_

Apple’s new contention is that once the information derived from these measurements

reach the Android layer of the operating system of the Accused ’828 Products mathematical

fitting is performed by the Android layer or some combination of the Android Layer and Atmel

chip. The ALJ finds that simply does not amount to “mathematically fit(ting) an ellipse” either.

As Motorola explained, the Android layer_-It
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has no information regarding_even from the limited data it receives from I

However, there are other problems with this theory. First, Dr. Balakrishnan’s testimony

is severely undercut because this theory regarding the Android layer was not presented (besides

some passing citations to the Android source code) in his direct witness statement and this new

theory appears to contradict his direct witness statement. Second, some of the evidence cited by

Apple, such as-is irrelevant. The—has almost nothing to do with

the accused products. While—can receive data from the Atmel chip-it

is undisputed that with sufficient position information that an ellipse could be drawn with little

problem. Any discussion of extraneous software that is in no way implemented in the

Accused ’828 Products is irrelevant. As for—Dr. Balakrishnan

fails to line up_

-to show ellipse fitting through a mathematical process. Rather the evidence shows that I

- (Tr. 603:24-604214, 607224-60824; 654221-22.)

The evidence shows that the Android operating system “do[esn’t] do anything at all

resembling” mathematically fitting an ellipse, (Tr. 1045:22-1046211), and Android does not

provide applications with information regarding — of touch events because “we don’t

have any information about—available.” (Id. at 105425-14.) The evidence further

shows that given the information that Android receives from the Xoom firmware, Android is

unable to calculate information regarding—. (Tr. 1054:5-19.)

Accordingly, the ALJ finds that the Motorola Xoom does not litcrally infringe the claims

of the ’828 Patent because it does not “mathematically fit an ellipse” to the pixel groups.
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b) Motorola Xoom (Test Build) and the Remaining Accused ’828
Products

Motorola has modified the source code for the Motorola Xoom in a “test build” Where the

_and several variables have been renamed. (CIB at'

63; RIB at 96.) The parties agree that the operation of the Xoom Test Build is described on

RDX-12.3 and RDX-12.4. (CIB at 63.) In the Xoom Test Build, the only values reported to the

Android operating system are_

(CIB at 63; RIB at 93.) As shown on RDX-12.4,-is used to provide a value for

getPressure(),_ is used to provide a value for getSize(),_provide

values for getX() and getY(), and values for the other MotionEvent methods-

- (CIB at 63; RIB at 93-94.) In addition, Motorola has modified the source code for an

additional product, the Droid X, in another “test build.” The operation of the Droid X Test Build

is almost identical to the Xoom Test Build, and it is described on RDX-12.7 and RDX-12.8.

(CIB at 65 (citing Tr. 662:16-665:4).)

Apple argues that “[t]he Motorola Xoom Test Build literally infringes the

“mathematically fitting an ellipse’ limitation under Apple’s construction because it computes

numerical parameters that mathematically define an ellipse in conjunction with default values for

other ellipse parameters, which is similar to the second embodiment described in column 27 of

the ’828 Patent specification.” (CIB at 63 (citing CX—201C at Q/A 533).) Apple argues that

_is nearly identical to using total group proximity as an

indicator of size in the second embodiment.” (CIB at 63 (citing JX—3 at 27:1-3).) Apple argues

build) literally infringes the “mathematically fitting an ellipse” limitation under Apple’s
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construction for the same reasons as the Xoom (test build). (CIB at 65 (citing CX-201C at Q/A

533).)

In the ’828 Accused Products (other than the Motorola Xoom),9 the—is not

used, so the ellipse fitting in these products is similar to the Xoom Test Build. The operation of

these products is described on RDX—l2.5 and RDX-l2.6. (CIB at 64; RIB at 93.) The values for

getX(), getY(), and getSize() are similar to that in the Xoom Test Build, but instead of-

—these parameters are computed by

—.(CIB at 64 (citing RDX-12.6).)

Apple argues that “[t]his is even more similar to the second embodiment described in

column 27 of the ’828 Patent specification, because the product of amplitude and area is

analogous to the ‘total group proximity’ of a pixel group, and since the getTouchMajor() and

getTouchMinorO values are computed_

- (CIB at 64.) Apple argues that “[t]hese products thus literally infringe the

‘mathematically fitting an ellipse’ limitation under Apple’s construction.” (CIB at 65 (citing

CX-201C at Q/A 533.) Apple argues that even though the getTouchMajor() and

getTouchMinor() values—in the test build products, they_

- and “this is similar to the use of a generic size parameter described in the second

embodiment of ellipse fitting in the ”828 Patent.” (CRB at 21.) Apple argues that “Dr.

Westerman and Dr. Balakrishnan both characterized the second embodiment, Where only a

centroid and size parameter are computed, as defining a circle, which is a special case of an

ellipse.” (CRB at 21 (citing Tr. 336:6-9; CX—201C at Q/A 445).) Apple argues that Motorola’s

 

9 Including the Motorola Atrix, Bravo, Charm, Citrus, Cliq 2, Cliq XT/Quench, Defy, Droid, Droid 2, Droid 2
Global, Droid Bionic, Droid Pro, Droid X, Droid X2, Droid 3, Flipout, Flipside, i1, Titanium, and XPRT (CIB at

64.)
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“test build” products similarly define a circle using the getSize() method. (CRB at 21 (citing Tr.

659:6—660:5).)

Motorola argues that Dr. Balakrishnan conceded at the hearing that the there is no literal

infringement under any party’s proposed construction with respect to the ‘828 Accused Products

_.(RIB at 99 (citing Tr. 597:17-23; 711:23—712;12).)

Motorola argues that Dr. Balakrishnan and the named inventors of the ’828 Patent conceded at

the hearing that five distinct parameters are required to fully describe an ellipse. (RIB at 99

(citing Tr. 547:15-25; Tr. 315:1-15; JX-705C at 58:12-22).) Motorola argues that “[t]here is no

dispute that for every ‘828 Accused Product except the non-test build of the Motorola Xoom,

—(RIB at 99

(citing RX~1895C at Q/A 301; Tr. 605:14—609:7).)

Motorola argues that “[n]o matter what happens elsewhere in the [Accused ”828

Products], and no matter how information is relabeled by Motorola, by Android, or by any

applications, the—for all the [Accused ’828

Products] except the non-test build of the Motorola Xoom is_

—and none of these values provide any information

regarding shape or orientation.” (RIB at 101 (citing RX-1895C at Q/A 301; Tr. 608:8-15).)

Motorola argues that all products (other than the non-test build Motorola Xoom) that do not

compute — “does not literally meet Apple’s proposed construction for

‘mathematically fitting an ellipse to at least one of the pixel groups’ because-

—(RIB at 101

(emphasis in the original).)
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Motorola argues that “Dr. Balakrishnan agreed that no mathematical ellipse—fitting occurs

—.”(RIB at 105 (citing Tr. 618:6~25; 623:24~624:12)) But Motorola argues

that this is the—

—(RIB at 105 (citing Tr. 579:20-580220), and this was—

—that Dr. Balakrishnan actually identified in his witness statement as

allegedly “mathematically fitting an ellipse to at least one of the pixel groups,” CX-201C,

Balakrishnan Q/A 526; 560-61; 575-76. Motorola argues that “[t]he fact that Dr. Balakrishnan

agreed that—

_(for the one [Accused ”828

Product] that—requires a finding of non—infringement, because

the calculation of these values-in the Accused ’828

Products] that Dr. Balakrishnan accused of ‘mathematically fitting an ellipse to at least one of the

pixel groups’ in his witness statement in this investigation.” (RIB at 105.)

Motorola characterizes Apple’s new infringement theory as “the mere fact that Android

provides measured position, size, and peak pressure information to applications constitutes

mathematically fitting an ellipse to a pixel group because position and size information could be

used to describe a circle.” (RIB at 107-108 (emphasis in the original).) Motorola argues that

“Dr. Balakrishnan did not identify any portion of the Android code that_in

his entire testimony about the Xoom test build. . . .” (RIB at 108.)

Motorola argues that for the test build products—

—so there cannot possibly be infringement.

(RIB at 109.) Motorola argues that setting getTouchMajor and getTouchMinor, “the

major/minor axes” of an ellipse model in the Android framework,-
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— (RIB at 109.) Indeed, Motorola points out that Dr. Westerman testified that

“regardless of what the equations originally put out, we don’t let the numbers [for major/minor

radius] go below 5 or 6 millimeters . . . and then those get transmitted as like a 5 or 6 millimeter

circle throughout the system.” (RIB at 109 (quoting Tr. 342:9—18).)

The ALJ agrees with Motorola that there can be no literal infringement by the test build

products of any of the asserted claims because they do not “mathematically fit an ellipse.” The

evidence shows that—

—(RX-1895C at Q&A 75, 88.) As discussed above, these values are

simply measurements made by—. There is simply no ellipse mathematically fit to

determine these values. (RX—1895C, Wolfe Q/A 295; RX—1879C, Simmons Q/A 20—22; Brown,

Tr. 1045:22-1046110.) Even when these values are coupled with the getTouchMajor and

getTouchMinor in the Android code, there is no ellipse fitted, even under Dr. Balakrishnan’s

“ellipse model” theory because even taking all of these values together—

—there is nothing elliptical about the result-

- (RX-1895C Q/A 301, Tr. 60828—15.) An ellipse cannot have both_

_. It is not an ellipse; it is not a circle. It is undisputed that the other

values ——and no fitting occurs

to determine them. (RX-l 895C at Q/A 78—79.) Moreover,—bears no relation to

any elliptical parameter and does not suggest any fitting of an ellipse. Accordingly, the ALJ

finds for that the test build products do not literally infringe any of the asserted claims of the

’828 Patent.

The ALJ also agrees that there is no literal infringement of the Motorola Handset
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products.10 Apple has failed to show that any part of the code mathematically fits an ellipse to

the pixel group. Neither Dr. Balakrishnan nor Apple ever identified the actions of the Android

code layer as meeting this element in their pre-hearing testimony or statements. Such a dramatic

change in theory (as discussed above) seriously undermines the credibility of the theory and

testimony supporting it.

However, even considering Apple’s new infringement theory regarding the operations

performed by the Android code, the Motorola Handset products still do nothing that even

resembles “mathematically fit(ting) an ellipse” to one or more pixel groUps. The values for

getTouchMajor and getTouchMinor are calculated_

The ALJ agrees with Motorola that the resulting numerical parameters share only a superficial

relationship to an ellipse and regardless, Apple presented insufficient evidence that the resulting

values actually define an ellipse—-The—

are simply measured from the sensors. At no time, is any ellipse fitted to the underlying pixel

data in the Motorola handsets to calculate any values. Moreover, the_are

—as required by the ALJ’s construction.

Furthermore, even if the “second embodiment” was considered to be ellipse fitting, the

ALJ agrees with Motorola that—is a very different value than what the ‘828

Patent calls “total group proximity.” (See RX—1895C at Q/A 79.) The ALJ agrees that according

to the ‘828 Patent, “total group proximity” is the sum of proximity values for an entire contact.

 

‘0 The Motorola Handset products are: Motorola Atrix, Bravo, Charm, Citrus, Cliq 2, Cliq XT/Quench, Defy, Droid,
Droid 2, Droid 2 Global, Droid Bionic, Droid Pro, Droid X, Droid X2, Droid 3, Flipout, Flipside, i1, Titanium, and
XPRT.
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(See JX-3 at 26:12-13 (“total group proximity GZ integrates proximity over each pixel in the

group”).) Thus, the—would not infringe even if that was included.

Accordingly, the Motorola Handset products do not literally infringe any of the asserted

claims of the ”828 Patent.

c) Doctrine of Equivalents

Apple admits that the Motorola Xoom would not infringe under Motorola’s and Staff’s

construction but meets this limitation under the Doctrine of Equivalents. (CIB at 62.) Apple

argues that the Motorola Xoom computes numerical parameters that mathematically define an

ellipse, and these parameters define an ellipse using the same classical ellipse parameters

described in the ’828 Patent. (CIB at 62.) Apple argues that “[t]he computation of these

parameters performs the same function of characterizing the position, shape, and size of a contact,

characterized as an ellipse, in the same way by using mathematical computations, with the same

result of numerical values that provide the X position, Y position, major axis, minor axis, and

orientation of an ellipse.” (CIB at 62 (citing CX—201C at Q/A 535).) Apple concludes, therefore,

that “[t]he formulas used to define these parameters in the Motorola Xoom are insubstantially

different from those described in the ’828 Patent.” (CIB at 62.)

Apple argues that “[t]he second embodiment in the ’828 Patent explicitly describes this

type of process as equivalent to ellipse fitting.” (CIB at 64 (citing JX-3 at 27:1-8).) Apple

further argues that—

—performs the same function of characterizing

the position, shape, and size of a contact, in the same way by using mathematical computations,

with the same result of numerical parameters that mathematically define an ellipse.” (CIB at 64

(citing CXe201C at Q/A 535).) Apple argues that all of the Accused ’828 Products infringe the
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asserted claims of the ’828 Patent under the Doctrine of Equivalents under any construction.

(CIB at 64.)

Apple argues that its claims under the Doctrine of Equivalents are not barred by

prosecution history estoppel as Motorola and Staff argue because Motorola and Staff’s

arguments are “based on an incorrect reading of the prosecution history and a misinterpretation

of what is disclosed in Bisset ’352.” (CRB at 21—22.) Apple argues that any amendments were

merely “tangential” and therefore did not limit the scope of equivalents in this case. (CRB at 22.)

Apple argues that “[t]he amendment at issue here, where the applicants added the word

“mathematically” to claims 1 and 10, rebuts any prosecution history estoppel because the

rationale underlying this amendment is tangential to the equivalent ellipse fitting processes in

the ”828 Accused Products.”

Apple argues that “the applicant did not distinguish “mathematically fit(ting) an ellipse”

from other methods of fitting an ellipse.” (CRB at 22 (citing CX-568C at Q/A 468).) Apple

argues that the “applicant explained that ‘merely obtaining measured data is [not] the same as

fitting an ellipse t0 the data. . .,’” and that the amendment does not describe obtaining measured

data as a process for computing parameters but refers to the “measured data” in Bisset ”352 as

“simply a series of capacitance values.” (CRB at 22-23.) Apple argues that “this only

distinguishes the ellipse fitting step from the data acquisition steps that precede ellipse fitting.”

(CRB at 23.) Based on this characterization, Apple argues that “[t]his distinction is tangential to

the equivalents accused by Apple, where_

_that mathematically define

an ellipse.” (CRB at 23.)
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Apple argues that Dr. Wolfe’s testimony comparing various processes in Bisset ”352 with

the computation of parameters in the ’828 Accused Products is irrelevant because “the

prosecution history contains no reference to these computations and identifies a different reason

for amending the claims.” (CRB at 23.) Apple argues that the same arguments apply to

Motorola’s argument estoppel assertion and means-plus function arguments. (CRB at 23.)

Motorola argues that as explained by Dr. Wolfe in his witness statement, the accused

functionalities of the Accused ’828 Products do not perform substantially the same function, in

substantially the same way, to achieve substantially the same result, as the literal recitation of

this element under Motorola’s and the Staff’s proposed construction. (RX-1895C at Q/A 298.)

Motorola argues that no Accused ’828 Product_

—. (RIB at 115.) Motorola argues that as explained by Dr. Wolfe and by Martin

Simmons of Atmel, the accused functionalities of the Accused ’828 Products—-

-—havenothing whatsoever to do with_.(RIB at 115

(citing RX—1895C at Q/A 298; RX~1879C at Q/A 27).) Motorola further argues that—

—. (RIB at 115 (citing RX—1895C at Q/A 298; RX-1879C at Q/A 20—21).) Moreover,

Motorola argues that the Android framework_Tr. 579:20-

58020, and it does not—in the Accused ’828 Products, as explained by

Jeff Brown of Google. (Tr. 1045:22-1046:10.)

The ALJ finds that with respect to the test builds for the Motorola Xoom and the Droid X

and the Motorola Handset products, Apple has failed to show that these products infringe under

103

A143

PAGE 000205



Case: 12-1338 CaQ‘ASE-HPERTICIBANJWBY DWQOQ8 FMQEEIB/20Efled: 07/20/2012

PUBLIC VERSION

the Doctrine of Equivalents. The evidence shows that these products,_

_simply do

not in any way fit an ellipse to pixel data. (RX-1895C at Q/A 302.) They merely-

-(Id) Apple has made no showing that this is equivalent
3

to “mathematically fit(ting) an ellipse.’ As discussed above, even giving full credit to Dr.

Balakrishnan’s arguments, it is not even possible to construct an ellipse based on the information

provided — it is impossible to construct an ellipse with—

Thus, the information provided from the measurements bear no resemblance to_

_The test build products do not function in the same way or obtain the

same result. Accordingly, they cannot infringe under the doctrine of equivalents.

As for the Motorola Handset products, the values for the major and minor axes-

-But, as discussed above, the values for the major and minor axes bear no relation‘to the

underlying pixel group, so there is simply_.This not only

poses a problem for literal infringement, but also for infringement under the Doctrine of

Equivalents, namely the Motorola Handset products simply do not function in the same way as

required by the claims. There is still—even if Dr.

Balakrishnan’s testimony was accepted on this point. There is simply no link between the way

the device is to flinction under the asserted claims— mathematically fitting an ellipse - and the

calculations that are performed in the Motorola Handset products. Accordingly, they do not

infringe under the Doctrine of Equivalents.

The final product to consider is the Motorola Xoom that includes the-. For

this Product, the—

—However, as discussed above, even with the
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—these devices still do not mathematically fit and ellipse to the pixel group. The

ALJ finds that while it is a much closer case, the evidence presented by Apple of infringement

under the Doctrine of Equivalents is insufficient. Accordingly, the Motorola Xoom products do

not infringe under the Doctrine of Equivalents.

It is Apple’s burden to establish infringement through the doctrine of equivalents, and Dr.

Balakrishnan’s entire testimony on this issue comprises one sentence in his witness statement

(repeated for each claim) in which he asserts:

[F]or the products that do not have the_parameters,
if they are not found to infringe literally under Apple’s . . .

proposed construction for “mathematically fitting an ellipse,” it is

my opinion that the infringe under the doctrine of equivalents
because_is
performing the same function of characterizing the position, shape,

and size of a contact, in the same way by using mathematical

computations, with the same result of numerical parameters that

mathematically define an ellipse.

(CX-201C at Q/A 535.) Dr. Balakrishnan’s equivalents analysis is inadequate. The ALJ agrees

with Motorola’s argument that his analysis simply fails to demonstrate that the equivalent

—.In the absence of any meaningful testimony on this

point, Apple cannot carry its burden.

d) Prosecution History Estoppel

But even if Apple had presented sufficient evidence for infringement under the Doctrine

of Equivalents, the ALJ finds that any equivalents for the claim element of “mathematically

fit(ting) and ellipse” would be barred by prosecution history estoppel. Motorola argues that

Apple is estopped from asserting the doctrine of equivalents with respect to the limitations

“mathematically fit[ting] an ellipse to at least one of the [one or more] pixel groups” in claims 1

and 10 and the limitation “means for fitting an ellipse to at least one of the pixel groups” in claim

24. (RIB at 110 (citing RX-l895C at Q/A 271-81; JX—6 at 1454-72).) Motorola argues that the
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limiting amendments to claims 1 and 10 created a presumption of prosecution history estoppel

with respect to the ellipse-fitting limitations of these claims, and Apple has not rebutted this

presumption. (RIB at 110.) Motorola further argues that remarks to the PTO regarding the

scope of the ellipse-fitting limitations of claims 1, 10, and 24 created argument estoppel for these

limitations. (RIB at 110.) Motorola argues that this argument estoppel bars Dr. Balakrishnan’s

theory of equivalency with respect to the ellipse-fitting limitations of the ‘828 patent, because Dr.

Balakrishnan’s theory of equivalency seeks to recapture the precise subject matter distinguished

by the applicants in their remarks to the PTO. (RIB at 110.)

Motorola argues that the amendment adding the limitation “mathematically” would be

understood by a person of ordinary skill in the art to narrow the subject matter of claims 1 and

10. (RIB at 110.) Motorola argues that this created a presumption of prosecution history

estoppel and the presumptive surrender of all equivalents with respect to the narrowed

limitations. (RIB at 110 (citing Honeywell, 370 F.3d at 1141-44).)

The ALJ agrees with Motorola. Apple could rebut this presumption of prosecution

history estoppel and complete surrender of equivalents by showing one of three things—-—either:

[1] that the alleged equivalent would have been

unforeseeable at the time of the narrowing amendment,

[2] that the rationale underlying the narrowing amendment

bore no more than a tangential relation to the equivalent in

question, or

[3] that there was some other reason suggesting that the

patentee could not reasonably have been expected to have

described the alleged equivalent.

Honeywell, 370 F.3d at 1144.

It is the patentee’s burden to rebut a presumptive surrender of equivalents. See

Honeywell, 370 F.3d at 1144. Motorola argues that its expert has testified that one of ordinary

skill in the art would understand the amendments to the ellipse-fitting limitations of claims 1 and
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10 to narrow the scope of the claimed subject matter. (RX-1895C at Q/A 279; 297; & 302.) But

Apple has not provided any testimony to rebut this presumption.

Motorola argues that even if Apple did offer evidence that Apple could have not rebutted

this presumption had it attempted to do so. (RX-1895C at Q/A 297 & 302.) Motorola’s expert,

Dr. Wolfe, explained in his witness statement:

none of the three [Honeywell] factors is present with respect to the

December 24, 2009 Office Action rejecting each asserted claim of

the ‘828 Patent based on Bisset ‘352, or the February 24, 2010

Amendments and Remarks responsive to this Office Action. In

particular, Bisset ‘352 not only bears more than a “tangential”

relationship to the e uivalent sought to be claimed by Apple——

‘352 actually discloses calculating near-identical values.

(Id) Motorola argues that Dr. Wolfe’s witness statement explained in detail exactly where and

how Bisset disclosed calculations that bore a close relationship to each of the Atmel values that

comprise Dr. Balakrishnan’s equivalence theories of infringement. (See id.)

Apple’s argument relies heavily on its assertion that any amendment was merely

tangential to the equivalents in question. (CRB at 22.) Apple argues that the prior art references

simply fail to disclose any ellipse model, so there was no surrender of equivalents. However, no

one reading the prosecution history would reach that conclusion. The examiner rejected the

claims in light of Bisset because the prior art taught fitting an ellipse to one or more pixel groups.

While the applicants disagreed that Bisset disclosed this limitation, they amended the claims to

recite that the “fitting” was done mathematically. The ALJ finds that the equivalents at issue

here go to the heart of this amendment — the way in which the fitting is performed — and

therefore the presumption of surrender under Festo applies. Because Apple has failed to rebut

the presumption of surrender, the ALJ finds that the products do not infringe under the Doctrine

of Equivalents.
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C. The ’607 Patent

Apple argues that the ’607 Accused Products either literally infringe or infringe under the

doctrine of equivalents claims 1—7 and 10. (CIB at 92.) Motorola argues that none of its accused

products infringe any of the asserted claims. (RIB at 20.) Staff argues that the Accused Products

infringe claims 1, 2, 3, 6, 7 and 10 but do not infringe claims 4 and 5. (SIB at 60-79.)

1. Claim 1

Apple argues that the ’607 Accused Products meet each and every limitation of claim 1

either literally or under the doctrine of equivalents. Apple performs an element by element

analysis in its post-hearing brief setting forth its infringement arguments. (CIB at 93-110.) Staff

agrees. (SIB at 61—70.)

Motorola argues that its ’607 Accused Products do not infringe claim 1 because they do

not (1)—

either literally or any equivalents; (2) the Accused—

Product and Accused_“do not have I

—and (3) the Accused I

For the reasons set forth below, the ALJ finds that Apple has shown by a preponderance

of the evidence that the ’607 Accused Products infringe claim 1.
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a) Preamble — “A touch panel comprising a transparent capacitive

sensing medium configured to detect multiple touches or near touches

that occur at a same time and at distinct locations in a plane of the

touch panel and to produce distinct signals representative of a

location of the touches on the plane of the touch panel for each of the

multiple touches, wherein the transparent capacitive sensing medium”

Apple argues that the ’607 Accused Products meet this limitation as they all contain

transparent panels that are capable of accurately recognizing multiple, simultaneous or near

touches. (CIB at 94.) Staff agrees. (SIB at 61-70.) Motorola does not dispute that the Accused

Products meet this limitation. (See RIB at 20-3 9.)

The ALJ finds that Apple has shown by a preponderance of the evidence that the

Accused Products meet the preamble. The evidence shows that in each of the ’607 Accused

Products, the touch panel is connected to a chip, namely a sensor integrated circuit (or “sensor

IC”). The physical structure of the touch panels in the ’607 Accused Products depicted in the

“lens sensor assembly diagrams”. (CX—l l3; CDX-002.111.) The touch panel contains

capacitive sensing elements including transparent, separated lines made of—

- (CX—202C at Q&A 256.) The touch panel is connected to a sensor 1C manufactured

by- (CX—113C; CX-202C at Q&A 256.) Together,ithe sensor 1C and the touch panel

form a transparent capacitive sensing medium that meets the limitations of the preamble.

The evidence shows that the touch panel and Sensor TC in each of the ’607 Accused

Products detect capacitive changes at the intersections between the two sets of conductive lines

in the touch panel. (CX-202C at Q.257; CDX-002.131; see, e.g., JX—652C.001, .012; see also JX—

018C at 84:17-86:14, 17922-18325, 189:17-23.) The sensor ICs detect these capacitive changes

by scanning one or more rows of intersections at a time and are able to measure all of the

intersections in less than one one- thousandth of a second. (IX—652C009 (“The [sensor 1C] uses

a unique charge—transfer acquisition engine . . . This allows the measurement of up to 224
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mutual capacitance nodes in under 1 ms”), JX—652C.012 (“The channels are scanned by

measuring capacitive changes at the intersections formed between the first X line and all the Y

lines. Then the intersections between the next X line and all the Y lines are scanned, and so on,

until all X and Y combinations have been measured”); CX—202C at Q.208-213, 241-246; Tr. at

976:4-977223 (confirming that the Atmel chips are designed to accurately report and distinguish

between multiple finger touches).) The evidence also shows that Atmel sensor IC and the touch

panel in the ’607 Accused Products also support multiple touch gestures like the “pinch to

zoom” functionality and the “two—touch gestures” described in the Atmel documentation. (CX-

202C at Q.258; CDX—002.l32; see, e.g., JX-506.007; JX—652C.021, .038; see also JX-018C at

199:8-203z20.)

Therefore, the ALJ finds that the ’607 Accused Products meet the preamble.

b) “first layer having a plurality of transparent first conductive lines

that are electrically isolated from one another” and “second layer

spatially separated from the first layer and having a plurality of

transparent second conductive lines that are electrically isolated from
one another”

Apple argues that the "607 Accused Products meet these limitations as they all contain

sense electrodes and drive electrodes that are separated enough to prevent any significant current

flow between the lines and can perform the functions required by the claims. (CIB at 99—105.)

Staff agrees. (SIB at 63-69.) Motorola argues that the Accused—

-fail to meet this limitation because the drive electrode layer_

(RIB at 29-31.)

The ALJ finds that Apple has shown by a preponderance of the evidence that the ’607

Accused Products, including—,meet these limitations.
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With regard to tho — and—products, the

evidence shows that these products meet these limitations —-sense

electrodes and drive electrodes as well as—drive

electrodes and sense electrodes with the horizontal elements meet the “lines” requirement. (CX—

202C at Q&A 226—231, 247—248, 264—284; RX—1895C at Q61; Tr. 129527-1296zll; 1301:24—

1302222.)12 The evidence further shows that the drive and sense electrodes of the-

—products are “electrically isolated” under the

ALJ’s adopted construction, namely they are separated to prevent any significant current flow

between the lines. (CX—202C at Q & A 231—236, 248, 513-515.) Motorola does not dispute this.

(RIB at 29-31.)

Regarding the_the evidence shows that,

under the ALJ’s construction, the sense electrodes and the drive electrodes are separated to

prevent any significant current flow between the lines. (CX—202C at Q &A 247—248, 264-284.)13
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The evidence further shows that the addition_

—does not alter the fact that the drive electrodes

remain “electrically isolated” from one another. (CX-202C at Q&A 248.) Specifically, the

evidence shows that Motorola’s own quality assurance tests require_

_(JX-667C.008-009 at MOTO-APPLE-0005578653_01574131-132; CX-

202C at Q &A 235-236.) This test is even repeated a second time at the phone assembly level.

(IX-667C013, 015 at MOTO-APPLE-0005578653_01574136—138.) Motorola’s quality

assurance personnel check for—

_(IX—650C002 (using a scanning electron microscope

to confirm that the drive lines are still electrically isolated from one another); CX—202C.059—060

at Q&A 247—248.)

Therefore, the ALJ finds that Apple has shown by a preponderance of the evidence that

the ’607 Accused Products meet this limitation.

c) “second conductive lines being positioned transverse to the first

conductive lines, the intersection of transverse lines being positioned

at different locations in the plane of the touch panel”

The evidence shows that the ’607 Accused Products have a plurality of horizontal -

rowsDi lines that are positioned transverse or crosswise to a plurality of vertical -

column/Ylines. (CX—202C at Q&A 285-298, 548-566.) Motorola does not dispute this. (See

RIB at 19-31.)

112

A152

PAGE 000214



Case: 12-1338 CaQASE-EPERTICIBANJWBY DWIfll38 FIFHQQEQZE/20Efled: 07/20/2012

PUBLIC VERSION

d) “each of the second conductive lines being operatively coupled to

capacitive monitoring circuitry”

Apple argues that the ‘607 Accused Products meet this limitation because they all contain

an — that monitors, senses and responds to changes in capacitance and is

connected to both the drive and sense- lines. (CIB at 106-109.) Staff agrees. (SIB at 61-70.)

Motorola argues that Apple has failed to show that each of the second conductive lines (whether

the sense or drive electrodes) is operatively connected to a capacitive monitoring circuitry and

that Apple has only shown that the identified “second conductive line” is operatively connected

to an_(RIB at 24-25.) Motorola further argues that

Having conceded that applying a voltage and sensing charge coupling are

“necessarily different,” simply alleging that two sets of electrodes are connected

to one or another of these “necessarily different” circuits could not establish that

each of these electrodes is “operatively coupled” to circuitry that is “configured to

detect changes in charge coupling.” A voltage drive circuit is not “configured to

detect” anything—this circuit just applies a stimulus. In order to establish his

infringement theory for claim 1, Dr. Subramanian needed to prove that “both sets

of- lines” are operatively coupled to capacitive monitoring circuitry, which he
did not do. Instead, Dr. Subramanian conceded that “[t]he- lines are always
drive lines,”—exactly what he testified were “necessarily different in the way

they operate” from lines on which “charge is counted.” As Dr. Subramanian

agreed, the-drive electrode(s) “never turn around and become sense lines.”

(RIB at 25-26.)

The ALJ finds that Apple has shown by a preponderance of the evidence that the ’607

Accused Products meet this limitation. The evidence shows that— sends

current through one set of- lines (commonly referred to as the “drive lines”) and then uses

the other set of- lines to sense and respond to changes in capacitance (commonly referred to

as the “sense lines”). The driving and sensing of these lines is coordinated in order to accurately

and quickly detect touches across the entire touch panel. (CX—202C at Q.239-242, 301, 516519,

570.) In order to drive one set of lines and sense the other set of lines in the ”607 Accused

Products, the—is necessarily directly or indirectly electrically connected to both
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sets of lines—the horizontal - drive row lines and the vertical - sense column lines. (CX-

202C at Q.239—242, 301, 516~519, 570.) In fact, the evidence shows direct electrical connections

between the sensor IC and the - row and column lines. (RX—1895C at Q &A 49, 61, 72-73;

CX-202C at Q&A 204—242, 299-306, 516—519, 567—576; JX-580C.008-.009 -

—CX-96 [UBM Teardown Report]; see also JX~018C [Cranfill

Dep. Tr.] at 84:17-86:14, 179:2—183z25, 189:17-23, 22125—22223, 225:24-226zl6; JX-652C

—

—The evidence shows that the_used in the ’607

Accused Products meet the capacitive monitoring circuitry limitation—-the-

detect touches or near touches by monitoring, sensing, and responding to the touch—induced

changes in capacitance between the spatially separated drive and sense - lines. (CX-202C at

Q.239-242, 301, 516-519, 570.)

While Motorola’s arguments are facially directed at both the sense and the drive lines in

the ‘607 Accused Products, the substance of their argument focuses on the drive lines and

3

whether they are “operatively coupled” to a “capacitive monitoring circuitry.’ (See supra.)

Thus, the ALJ finds that Motorola does not actually dispute that the sense lines are operatively

coupled to a capacitive monitoring circuitry. Motorola’s arguments relating to the drive lines

and whether they are “operatively coupled” to a capacitive monitoring circuit” are more

appropriately discussed with regard to claims 4 and 5. Claim 1 only requires one set of the two

sets of conductive lines be operatively coupled to a capacitive monitoring circuit, which the ALJ

has found the ’607 Accused Products. (See ’607 Patent at claim 1.) Furthermore, as set forth

above, the ALJ finds that the evidence supports a finding that the ’607 Accused Products meet

this limitation.
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Therefore, the ALJ finds that Apple has shown by a preponderance of the evidence that

the ’607 Accused Products meet this limitation.

e) “wherein the capacitive monitoring circuitry is configured to

detect changes in charge coupling between the first conductive lines
and the second conductive lines”

Apple argues that the ’607 Accused Products meet this limitation because they all contain

an Atmel sensor 1C that monitors, senses and responds to changes in capacitance. (CIB at 109-

110.) Staff agrees. (SIB at 61-70.) Motorola argues that the_

_in its infringement analysis. (RIB at 27-28.) Specifically, Motorola argues that

Apple failed “to prove that the ’607 Accused Products had capacitive monitoring circuitry

‘configured to detect changes in charge coupling between_

_(RIB at 27—28.)

The ’607 Accused Products satisfy this limitation of claim 1 because they all contain an

—that monitors, senses and responds to changes in capacitance (that is, charge

coupling) between the - drive and sense lines. (CX—202C at Q &A 307-313, 577-585.) As

Atmel’s datasheets explain, the—used by the ‘607 Accused Products detect

touches or near touches “by measuring capacitive changes at the intersections” between the

two sets of conductive - lines. (JX-652C.012; see also JX-018C at 84:17-86:14, 179:2-

183 :25, 189:17—23.) Therefore, the_are capacitive monitoring circuitry (that

is, circuitry which is responsive to capacitance). (CX—202C at Q&A 307-313.) The-

—used by the ’607 Accused Products all function similarly for purposes of the
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‘607 Patent. (CX—202C at Q&A 307—313; CX-113; JX-578C; JX-; and JX-; see also JX-018C at

221 :25-222223.)

The ALJ finds Motorola’s argument to be unpersuasive. In essence, Motorola’s

argument is based on an extremely limited and narrow interpretation and application of “line,”

12.9., the vertical sense lines in the_and-

_products must be limited to_

—However, Motorola cites no support

for its reading. Furthermore, the evidence shows that even with the added features,_

_still detects touches by monitoring changes in capacitance between the drive and sense

lines. (CX—202C at Q &A 247-248; 307-313, 577-585; JX 652C012; CX-202C at Q.247—248.)

f) Doctrine of equivalents

Apple argues that if the ’607 Accused Products fail to meet the limitations of claim 1

literally, then they meet the limitations under the doctrine of equivalents. (CIB at 99-110.)

However, Apple simply states (for each disputed claim and element) that “[t]o the extent that this

limitation is not found to be met literally under any of the proposed constructions by any of the

‘607 Accused Products, this limitation is also met under the Doctrine of Equivalents.” (CIB at

93-1 10.)

The ALJ finds that, by simply making a conclusory statement, Apple has failed to meet

its burden of proving infringement under the doctrine of equivalents. Warner-Jenkinson Co. v.

Hilton Davis Chem. Co, 520 US. 17, 40 (1997) (holding that “[t]he determination of

equivalence should be applied as an objective inquiry on an element—by-element basis”).
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2. Claims 2 and 3

Apple argues that ’607 Accused Products meet all of the limitations of claims 2 and 4.

(CIB at 111.) Staff agrees arguing that the ‘607 Accused Products contain horizontal X row

lines that are perpendicular or nearly perpendicular to the vertical Y column lines. (SIB at 70-71.)

Motorola does not specifically dispute that the ‘607 Accused Products do not meet claims 2 and

3 (see RIB at 20-39; RRB at 10—18), however its arguments relating to claim 10 of the ‘607

Patent can certainly be applied substantively to claims 2 and 3. (RIB at 38-39.) As set forth

infla, the ALJ finds that the ‘607 Accused Products meet all of the limitations of claim 10. To

(C

the extent that Motorola’s arguments related to claim 10’s plurality of spaced apart parallel lines

having the same pitch and linewidths” and “substantially perpendicular to the parallel lines of the

first transparent conductive layer” can be applied to these claims, the ALJ’s reasoning for those

limitations applies to claims 2 and 3 as well. (See infla Section V.C.6.)

The ALJ finds that the ’607 Accused Products meet the limitations of claims 2 and 3. As

set forth supra, the ALJ found that the ’607 Accused Products met all of the limitations of claim

1. (See Section V.C.l.) The evidence shows that ’607 Accused Products all contain one set of

parallel lines that are oriented in the horizontal/“X” direction and another set of parallel lines

oriented in the vertical/ “Y” direction. (CX-202C at Q&A 314-324.) The evidence further

shows that the ’607 Accused Products all have one set of lines oriented in the horizontal/ “X”

direction and one set of lines oriented in the vertical/ “Y” direction such that horizontal/ “X”

lines are perpendicular or nearly perpendicular to the vertical/ “Y” lines. (CX—202C at Q&A

325-334.) Therefore, the ALJ finds that the ’607 Accused Products meet the limitations of

claims 2 and 3.

Apple also argues that if the ”607 Accused Products fail to meet the limitations of claims

2 and 3 literally, then they meet the limitations under the doctrine of equivalents. (CIB at 111.)
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However, Apple simply states (for each disputed claim and element) that “[t]o To the extent that

these limitations are not found literally in the ’607 Accused Products [. . .], they are met under the

Doctrine of Equivalents.” (CIB at 111.)

The ALJ finds that, by simply making a conclusory statement, Apple has failed to meet

its burden of proving infringement under the doctrine of equivalents. Warner-Jenkinson C0.,

520 US. at 40 (holding that “[t]he determination of equivalence should be applied as an

objective inquiry on an element-by-element basis”).

3. Claims 4 and 5

Apple argues the ’607 Accused Products meet the limitations of claims 4 and 5 as they all

contain

(CIB at 112, 118.)

Motorola argues that the ’607 Accused Products do not infringe claims 4 and 5 because

they do not include the claimed lower layer of second conductive lines, each of which is

operatively coupled to capacitive monitoring circuitry; or the claimed first glass member

disposed over a second glass member. (RIB at 32-35.) Specifically, Motorola argues that Apple

has failed to show that the drive electrodes are operatively coupled to a capacitive monitoring

circuit. (RIB at 32-33.) Motorola filrther argues that_

—fails to meet the “glass member” limitation. (33-35.)
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Staff argues that, while the ‘607 Accused Products meet the “glass member” limitation

with its layers made of-, Apple has failed to show that the ‘607 Accused Products meet the

“disposed over” limitation. (SIB at 71-73.) Specifically, Staff argues that “[i]n order for

the ’607 Accused Products to infringe Claim 4, the second conductive lines on the second glass

member —— i.e., the bottom glass member — must be operatively coupled to capacitive monitoring

circuit, but they are not.” (SIB at 72.)

The ALJ finds that Apple has shown by a preponderance of the evidence that the ’607

Accused Products meet each and every limitation of claims 4 and 5. The evidence shows

that ’607 Accused Products have the “glass member” as construed by the ALJ — the_

meets the claim limitation “glass member” as construed by the ALJ. (CX—202C at Q&A 344-45,

352-53, 360-61; see also supra at Section IV.D.3 (construing “glass member”).) The evidence

shows that the ’607 Accused Products contain a top- layer that contains a_

_layer. (OK-2020 at Q &A at 335-345.) The ’607

Accused Products also contain a bottom - layer that contains—

—- (Id. at Q.346—353.) The—

- is located over/placed on top of the_layer in all of the ‘607

Accused Products (that is, closer to the surface of the device that normally faces the user in

operation and further from the display). (Id. at Q.354~36l.) Motorola considers the layers of the

touch sensor closer to the display screen to be at the “bottom” of the touch sensor build stack and

the layers of the touch sensor closer to the touch panel surface (that is, the surface that normally

faces the user during operation) to be the “top” of the build stack. (Id. at Q.356.)
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The evidence further shows that the ’607 Accused Products all contain a Cover Panel

layer made of—that is placed at the top of the touch sensor build stack

(that is, as the layer closest to the surface that faces the user during normal operation). (CX~

202C at Q &A 366-373.) This Cover Panel layer is located above—

_(CK-202C at Q &A 366—373.)

That is, it is located closer to the surface of the device that normally faces the user in operation

and further from the display. The ’607 Accused Products also contain—

—-(CK—202C at Q

&A 374—3 87.)

As for Motorola and Staff‘s arguments, the ALJ finds that the dividing the sensor IC into

different circuitry is improper and unsupported by the record. Specifically, the evidence shows

that subdividing the sensor IC into different circuitry does not reflect the way that the chips are

built and function:

 
(JX—17C at 38:7—18) (emphasis added). This is also consistent with how_

actually functions—the chip monitors changes in capacitance between_

-Measuring and monitoring that capacitive charge coupling requires
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knowing and coordinating which lines are being driven, how those lines are being driven, and

what the capacitive effect is on the sense lines—connections to the sense lines alone, without

also being connected or coupled to the drive lines, would be insufficient for these circuits to

function. (CX-202C at Q&A 238-242, 299-306, 516-519, 570.) As a result, each one of the

drive lines and each one of the sense lines are directly connected (and thus, “operatively

coupled” under all proposed constructions) to the-. (ex—2020 at Q.238-242,

299-306, 516-519, 570.)

Therefore, the ALJ finds that Apple has shown by a preponderance of the evidence that

the ’607 Accused Products infringe claims 4 and 5.

Apple also argues that if the ’607 Accused Products fail to meet the limitations of claims

4 and 5 literally, then they meet the limitations under the doctrine of equivalents. (CIB at 116,

117.) However, Apple simply makes conclusory statements (for each disputed claim and

element) that that the ‘607 Accused Products meet the limitations under the doctrine of

equivalents, e. g., “[t]o the extent that the limitations of claim 4 are not found to be met literally

under any of the proposed constructions by any of the ‘607 Accused Products, these limitations

are also met by the ‘607 Accused Products under the Doctrine of Equivalents.” (CIB at 116.)

The ALJ finds that, by simply making a conclusory statement, Apple has failed to meet

its burden of proving infringement under the doctrine of equivalents. Warner—Jenkinson C0.,

520 US. at 40 (holding that “[t]he determination of equivalence should be applied as an

objective inquiry on an element-by-element basis”).
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4. Claim 6

The evidence shows that the conductive lines in all of the ’607 Accused Products are

made from—(ox—2020 at Q&A 388—394, 658—666.) Motorola does not

dispute that the ‘607 Accused Products meet this limitation. (See RIB at 11-48; RRB at 8-26.)

5. Claim 7

The evidence shows that all of of the ’607 Accused Products include mutual capacitance

touch panels and sensor ICs that recognize touches by sensing or detecting and responding to

changes in charge coupling (that is, capacitance) between the two sets of spatially separated

conductive lines. (CX-202C at Q &A 395—405, 667-676.) Motorola does not dispute that the

‘607 Accused Products meet this limitation. (See RIB at 11—48; RRB at 8-26.)

6. Claim 10

Apple argues that the ’607 Accused Products meet all of the limitations of claim 10 and

argues that most of the limitations of claim 10 are satisfied based on the same functionalities and

arguments described with respect to claims 1—7. (CIB at 120.) Apple argues that only two

limitations need be addressed that were not addressed previously, namely “a transparent touch

panel allowing the screen to be viewed therethrough and capable of recognizing multiple touch

events that occur at different locations on the touch panel at a same time and to output this

information to a host device to from a pixilated image” and “a first glass member disposed over

the screen of the display...a second glass member disposed over the first transparent conductive

layer...a third glad member disposed over the second transparent conductive layer.” (CIB at

120-125.) Apple argues that the ”607 Accused Products all contain lens sensor assemblies and

sensor le that recognize multiple touch events and the information taken from these touch

events that is sent to the device takes the form of an array of picture element values representing
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the touch panel. (CIB at 122.) Apple further argues that the ’607 Accused Products include-

—(CIB at124.) Staff

agrees that the ’607 Accused Products practice each and every limitation of claim 10. (SIB at 74-

79.)

Motorola argues that the ‘607 Accused Products do not meet the “first glass member” and

“second glass member” limitations;_do not meet the

“first transparent conductive layer comprising a plurality of spaced apart parallel lines having the

same pitch and linewidths”; and—

—do not meet “a second transparent conductive layer comprising a plurality of

spaced apart parallel lines having the same pitch and linewidths” that are “substantially

perpendicular to the parallel lines of the first transparent conductive layer.” (RIB at 36-3 9.)

Motorola further argues that Apple failed to separately address claim limitations in claim

10 that are not present in claim 1 and that such limitations “present distinct non—infringement

positions for the ’607 Accused Products.” (RRB at 17-18.) By way of example, Motorola cites

the “plurality of spaced apart parallel lines having the same pitch and linewidths.” (RIB at 18.)

However, as set forth supra, Apple addressed Motorola’s non-infringement arguments with

respect to this limitation in addressing claims 2 and 3. (See Section V.C.2.) Thus, Motorola’s

arguments are inapposite as Apple has addressed many of the limitations in claim 10 in

addressing infringement of claims 1 through 7, i. 6., Apple’s argument relies on its analysis for

claims 1 through 7 and not just claim 1 as asserted by Motorola.

123

A163

PAGE 000225



Case: 12-1338 CamSE-HPERTICIBANJWBY DWWQ8 FIFGIQQE22B/20Efled: 07/20/2012

PUBLIC VERSION

The ALJ finds that the evidence shows that the ‘607 Accused Products meet each and

every limitation of claim 10. (CX-202C at Q&A 406-499.) Indeed, many of the limitations in

claim 10, while not exactly the same in specific wording, are similar (in substance) to the

limitations set forth in claims 1 through 7. As for those limitations not specifically addressed in

claims 1 through 7, the evidence shows that ’607 Accused Products meet these limitations,

93 L‘

namely the “parallel lines having the same pitch and linewidths, substantially perpendicular to

3, 6‘

the parallel lines, pixilated image” and “glass member” limitations.

a) “a plurality of spaced apart parallel lines having the same pitch

and linewidths”/ “a plurality of spaced apart parallel lines having the

same pitch and linewidths, the parallel lines of the second conductive

layer being substantially perpendicular to the parallel lines of the first

transparent conductive layer”

The evidence shows that comparing the overall sense or drive - line to any other line

in the same layer shows that the lines are parallel within the layer and perpendicular to the lines

in the other layer. (CX-202C at Q&A 231-233, 247 248, 314—334; see also supra Section V.C.2

(discussing claims 2 and 3).) Furthermore, the claims specifically state that the lines be

“substantially parallel” (claim 2) and “substantially perpendicular” (claims 3 and 10). (JX-2 at

Claims 2, 3, 10.) The evidence shows that the ‘607 Accused Products have sense and drive ITO

lines that are “substantially parallel” to other lines in the same plane:
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(RDX-l [Motorola Tutorial], Slide 23—b (depicting the_24—a

(depicting—and 25—a (depicting—

_The evidence also shows that the sense and drive - lines are “substantially

perpendicular” to lines in the other plane. (IX—626C; JX—675C; JX-612C.) Even with the

horizontal appendages in the_and—

—the central core line of the sense electrodes in the-products

are parallel to each other and perpendicular to the drive lines in the drive line layer. (CX—ZOZC

at Q&A 231—233, 247-248, 314—334; see also JX—675C; JX-612C.) Therefore, the ALJ finds that

the ‘607 Accused Products meet these limitations.

b) “to output this information to a host device to form a pixilated

image”

The evidence shows that the ’607 Accused Products meet the “pixilated image” limitation.

The evidence shows that the ’607 Accused Products all contain a transparent touch panel and a
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sensor that recognizes multiple touches or near touches across the plane of the touch panel and

outputs that information to the phone that uses and responds to the input from the touch panel.

(CX-202C at Q&A 243-244, 412-428, 683-695.) When the lens sensor assemblies and sensor

le in the ’607 Accused Products recognize multiple touches or near touches, information about

those multiple touch events is sent to the computing device by the touch panel so that the device

can respond to the touch input from the user. In the ’607 Accused Products, the information

about the multiple touch events that is sent to the device takes the form of an array of picture

element values representing the touch data from the touch panel. (OX—202C at Q&A 243—244,

412-428; see, e.g., JX-661C-034_

—see also JX-

655C; JX~662C.) Although the output from the—in the ’607 Accused Products

_ is a—,those-can still represent the touch location information

for each node or intersection of the touch screen (i.e., the full extent of the touchscreen active

region). (CX—202C at Q&A 243—244, 412-428, See JX-661C.034.) The evidence further shows

that the information about_is sufficient for

the phone’s host processor to create an image of the touch panel that plots the coordinates of

these touch centroids, creating an array of pixel element values each representing touch contacts

at particular nodes across the touch screen. (OX-202C at Q.243-244, 412-428; see JX—661C.034;

Tr. at 1030:17-103lz6.) Therefore, the ALJ finds that the ’607 Accused Products meet this

limitation.

c) “a first glass member disposed over the screen of the display. . .a

second glass member disposed over the first transparent conductive
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layer. . .a third glass member disposed over the second transparent

conductive layer”

The evidence shows that the ’607 Accused Products meet the “glass member” limitations

set forth supra. Motorola’s arguments are inapposite because the ALJ found that “glass

member” included glass or plastic element. (See Section IV.D.3.) The evidence shows that

the ’607 Accused Products include:_

—(CK—202C at Q&A 214-225, 439-448,

464—474, 491-497.)

Therefore, the ALJ finds that Apple has shown by a preponderance of the evidence that

the ”607 Accused Products meet each and every limitation of claim 10.

d) Doctrine of equivalents

Apple also argues that if the ’607 Accused Products fail to meet the limitations of claim

10 literally, then they meet the limitations under the doctrine of equivalents. (CIB at 125.)

However, Apple simply makes a conclusory statement (for each disputed claim and element) that

the ‘607 Accused Products meet the limitations under the doctrine of equivalents, e. g., “[t]o the

extent that these limitations are not found to be met literally by any of the ‘607 Accused Products

[. . .], they are met by the ‘607 Accused Products [. . .]under the Doctrine of Equivalents.” (CIB

at 125.)

The ALJ finds that, by simply making a conclusory statement, Apple has failed to meet

its burden of proving infringement under the doctrine of equivalents. Warner-Jenkinson Ca,
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520 US. at 40 (holding that “[t]he determination of equivalence should be applied as an

objective inquiry on an element-by-element basis”).

D. The ’430 Patent

Apple accuses the following products of infringing the ’430 Patent: Motorola Atrix,

Backflip, Bravo, Charm, Citrus, Cliq/Dext, Cliq 2, Cliq XT/Quench, Defy, Devour, Droid, Droid

2, Droid 2 Global, Droid Bionic, Droid Pro, Droid X, Droid X2, Droid 3, Flipout, Flipside, i1,

Titanium, Xoom, and XPRT (collectively, “the Accused ”430 Products”). (See CX201C at Q/A

107 (citing CDX-001.040 (table listing accused products)).) Apple alleges that the Accused ’430

Products all infringe the ’430 Patent because they all run the Android operating system. (See id.

at Q/A 106, 147-49.)

The ALJ finds that the Accused ’430 Products literally infringe claims 1, 3 and 5 of

the ’430 Patent. There is no factual dispute over how the Android phones perform the four

steps of the claimed method. As set forth below, the ALJ finds that the testimony of

Motorola’s witnesses, combined with the experts’ analysis and the documents in evidence,

show that the Accused ’430 Products literally infringe claims 1,3 and 5 of the ’430 Patent.

The ALJ has already found that the Preamble is not a limitation and so does not

consider it.

1. specifying a target hardware or software component search criteria

including one or more properties

Motorola offered two witness statements at the hearing concerning the operation of the

Android “implicit intent” resolution firnctionality, David Boldt (a Motorola engineer), and

Dianne Hackborn (a Google engineer). The ALJ finds that the testimony of both witnesses,

129

A169

PAGE 000231



Case: 12-1338 CaQASE-HPERTICIBANJWBY DWIflB28 FIFHQQEQBZQOEHed: 07/20/2012

PUBLIC VERSION

which were nearly identical, explain how Android’s implicit intent resolution meets the steps of

this claim limitation.

First, Android is built on the idea that applications are not structured as complete

programs, but are conceptualized as a series of components that are added to the operating

system one by one, on the fly, during operation. Ms. Hackborn described how applications

are broken up into these separate pieces, distinguishing Android from old-style applications

on desktop systems. (RX—1869C at Q/A 6—7.) These pieces are described by Google itself as

the “components” of the applications, exactly the term that is used in the claims. (JX-

6920003.) These application components include Activities and Services. (RX-1869C at

Q/A 7.) Structuring these applications as components that are brought into the operating

system on the fly allowed the seamless stringing together of Activities. (Id. at Q/A 17.)

Second, the mechanism in Android that allows components to be located on the fly is

the “Intent” mechanism. Intents allow Android to interact with applications, for applications

to find and interact with other applications, and to launch application components. (RX—

1869C at Q/A 27—30.) The intent is a bundle of information that specifies information about

the Activity or Service that must be found by the Android framework. (RX-1869C at Q/A 40-

44; 47.) When Android needs to start an Activity (and add it to the Activity Stack in the

operating system), an intent is used to specify the target Activity.

Android uses “explicit intents” that explicitly name a target Activity. (RX-1869C at

Q/A 44; RX-1860C at Q/A 57.) Explicitly naming the target component a prior art technique

that is different from the property-search approach of the ’430 Patent. Android mainly uses

“implicit intents,” which do not identify a target component by name. (RX-1869C at Q/A 47.)

An implicit intent specifies a target component by the properties of the desired component—its
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ability to perform an “action,” its “category,” and its ability to handle a certain “data” type.

(RX—1869C at Q/A 41, 47, 54, 69.) There is no dispute that implicit intents in Android specify

“properties,” as the ALJ construed this term, of a target component. (RIB at 153-154 (only

disputing limitation under Apple’s proposed construction).) Motorola’s expert admitted that

this functionality meets element (a). (Tr. At 1187:17-118924.) Accordingly, the ALJ finds

that Accused ”430 Products meet the limitation.

2. querying the operating system to identify one or more hardware or

software components that meet the target hardware or software component
search criteria

The Android intent resolution process requires querying the operating system. (CX—

201C at Q/A 171-183.) In this case, the “query” is within the application framework of

Android, and involves the Activity Manager and Package Manager services. As Ms. Hackborn

confirmed, the Activity Manager is a system service in the Android Application Framework.

(RX-1869C at Q/A 57.) The Package Manager is also a system service in the framework. (Id.

at Q/A 61.

The ALJ finds that, as the named inventor explained, the patent uses the term

“operating system” extremely broadly, and thus, the Android Application framework is part of

the operating system for the purposes of this analysis. (JX-469C at 13:24—14:13 (“In the

context of the patent, ‘operating system’ means everything from the desktop to the application

layer to the kernel. It’s the same context for the Windows OS or Tal OS.”).) The Package

Manager tracks information about the applications that are installed on the phone. (RX-1869C

at Q/A 62.) After the Activity Manager specifies the target component by properties, passing

the implicit intent to the Package Manager using the resolveIntent() method (RX-1869C at Q/A

59), the Package Manager looks at its list of IntentFilters to find a match for the target

131

A171

PAGE 000233



Case: 12-1338 CaQASE-EPERTICIBANJWBY DWIflBZlB FIFHQQEQBZ/20Efled: 07/20/2012

PUBLIC VERSION

component’s properties. (RX-1869C at Q/A 64, 66.) The ALJ finds that this is a query—~in

fact, the Android system uses a method called queryIntentActivitiesO to locate the right

component. (RX-1860C at Q/A 74-79.) Motorola’s expert admits that this query meets

Apple’s and the Staffs proposed constructions for element (b). (Tr. 118925—14.) Accordingly,

the Accused ’430 Products meet the limitation.

3. returning hardware or software components meeting the target hardware

or software component search criteria

Apple and Staff argue that the ’430 Accused Products return software components

meeting the target software component search criteria. The ALJ agrees that the evidence

shows that the Package Manager implements a method to locate one or more components that

meet the target search criteria. (See CX—201C at Q/A 113—138.)

A component or components that are found to be matches for an implicit intent by the

Package Manager are added to a list of matching components that may be returned. (See JX—

557C at MOTO—APPLE-0000335057; JX-015C at 68:11-23.) If there is only one component

on the list, the Package Manager can return that component. (See JX—557C at MOTO-APPLE-

0000335050, 56—57; JX-693C at MOTO-APPLE-003157441—44; JX—557C at MOTO-APPLE—

0000335057; MOTO-APPLE-000369220 (“If more than one activity can handle the action and

data, the system displays an activity chooser for the user to choose from”); see also JX-572C,

Android Training, at MOTO-APPLE-0003519462; JX—567C at MOTO»APPLE-0002502601, —

12; JX—24C at 69:12—71:15, 80:14-81:2, 83:5-84:17, 122:23-123z8, 126:14-128:10; JX-015C at

72:22—73:13, 8127—14, 82:11-16 (“Q. So, if you have multiple home screen applications

available on the device when you press the home key, your understanding is that it sends an

implicit intent that is resolved into a chooser interface? A. Yes”); id. at 17938—22; JX-557C at

MOTO-APPLE-0000335056.)
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As for Motorola’s noninfringement argument that the process does not return

components under the ALJ’s construction, Dr. Locke testified that as part of the intent-

resolution process, within the Android operating system, the “Activity Manager” queries the

“Package Manager” for Activities (which are components of applications) that match the intent.

(Tr. 1 19527—21, 1196:1—12.) Accordingly, the Accused ’430 Products meet the limitation

4. adding support for the hardware and software components to the

operating system without rebooting the operating system

There are two ways in which support is added to the operating system at the

conclusion of the intent resolution process. (CX-201C at Q/A 196-207.) Motorola’s

witnesses confirmed that Android adds support for Activities and Services. Activities are

managed through the Activity Stack. The Activity Stack is a data structure in the application

framework. (JX-OlSC at 74:11-75z6.) The Stack is updated when a new Activity is started.

(Id at 7527-19.) The Stack is updated by adding an Activity to the stack. (Id) The Activity

Stack is used to manage Activities, and to track which Activity is currently running. (RX-

1860C at Q/A 177-178.) Because the Activity has been added to this operating system data

structure (as Dr. Balakrishnan has interpreted that term), users can navigate to the Activity

without restarting the application. (RX-1860C at Q/A 182.) Dr. Locke admitted that there

are pointers and connections that are added to the Activity Stack in the Android operating

system during the intent process. (Tr. 1197:13—1198:3.) That is the support that is “added”

to the operating systemw—pointers and connections in the form of data in operating system

(as Dr. Balakrishnan and the patent interprets it) data structures, that allow the system to use

the components.
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Support is also added to the operating system (as Dr. Balakrishnan and the patent

interprets it) when Services are bound. Activities use the bindService() method to connect to

Services. (RX—1860C at Q/A 164.) When Services are bound using this method, a connection

is made to an Activity that allows the Activity to perform calls on the service. (RX-1860C at

Q/A 166.) The bindService() method creates a binder object. ( JX-015C at 9528—20, 91:15—20.)

That object allows for inter—process communication. (Id. at 95:8—20.) Dr. Balakrishnan also

testified that addition of the binder object adds support to the operating system (as he has

interpreted it for infringement purposes) for the Service. ( CX—201C at Q/A 198.)

Motorola’s arguments that an installation program is run to perform the claim, and that

Activities and Services are somehow fully supported without being launched, and added to the

Activity Stack or bound, are without support because there is no dispute that an installation

program is not run during the four—step process of the claims (Tr. 1189:21-1190:6) and there is

no dispute that the “pointers and connections” that support the system’s use of the Activity and

are not added at the time of installation. (Tr. 1197:20-119823.) Accordingly, the ALJ finds the

Accused ’430 Products meets this limitation.

There are no separate disputes over dependent claims 3 (“system component”) and 5

(“application component”). Activity and Service components, which are described as

application components by Google and Motorola, meet claims 3 and 5. (CX~201C at Q/A 208-

224.)

Accordingly, Motorola’s Accused ’430 Products infringe the asserted claims of

the ’430 Patent.

Having made the foregoing findings on whether the accused products infringe the

asserted patents, the ALJ finds that the disposition of this material issue, z'.e., infringement,
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satisfies Commission Rule 210.42(d).l4 The ALJ’s failure to discuss any matter raised by the

parties, or any portion of the record, does not indicate that it has not been considered. Rather,

any such matter(s) or portion(s) of the record has/have been deemed immaterial.

VI. VALIDITY

A. Background

One cannot be held liable for practicing an invalid patent claim. See Pandrol USA, LP v.

AirBoss Railway Prods, Inc., 320 F.3d 1354, 1365 (Fed. Cir. 2003). However, the claims of a

patent are presumed to be valid. 35 U.S.C. § 282; DMIInc. v. Deere & Co., 802 F.2d 421 (Fed.

Cir. 1986). Although a complainant has the burden ofproving a violation of section 337, it can

rely on this presumption of validity.

Respondents have the burden of proving invalidity of the patent. This “burden is

constant and never changes and is to convince the court of invalidity by clear evidence.” 141' v.

Microsoft Corp, 131 S. Ct. 2338, 2243 (2010) (citing Judge Rich in American Hoist & Derrick

Co. v. Sowa & Sons, Inc., 725 F. 2d 1350, 1360 (CA Fed. 1984)). Respondents’ burden of

persuasion never shifts. Id. The risk of “decisional uncertainty” remains on the respondent.

Technology Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1327 (Fed. Cir. 2008); see also

PowerOasis, Inc. v. T—Mobile USA, Inc., 522 F.3d 1299, 1303, 1305 (Fed. Cir. 2008); Pfizer, Inc.

v. Apotex, Inc., 480 F.3d 1348, 1360 (Fed. Cir. 2007). Thus, it is respondent’s burden to prove

 

14 Commission Rule 210.42(d) states:

(d) Contents. The initial determination shall include: an opinion stating findings (with specific

page references to principal supporting items of evidence in the record) and conclusions and the
reasons or bases therefor necessary for the disposition of all material issues of fact, law, or

discretion presented in the record; and a statement that, pursuant to §210.42(h), the initial
determination shall become the determination of the Commission unless a party files a petition for

review of the initial determination pursuant to §210.43(a) or the Commission, pursuant to §210.44,
orders on its own motion a review of the initial determination or certain issues therein.

(emphasis added).
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by clear and convincing evidence that any of the alleged prior art references anticipate or render

obvious the asserted claims of the patents in suit. Failure to do so means that respondents loses

on this point. Id. (stating, “[1]f the fact trier of the issue is left uncertain, the party with the

burden [of persuasion] loses.”).

Respondents also bears the burden of going forward with evidence, z'.e., the burden of

production. Id. This is “a shifting burden the allocation of which depends on where in the

process of a trial the issue arises.” Id. However, this burden does not shift until a respondent

presents “evidence that might lead to a conclusion of invalidity.” Pfizer, 480 F.3d at 1360. Once

a respondent “has presented a prima facie case of invalidity, the patentee has the burden of going

forward with rebuttal evidence.” Id.

B. Anticipation

A patent may be found invalid as anticipated under 35 U.S.C. § 102(a) if “the invention

was known or used by others in this country, or patented or described in a printed publication in

this country, or patented or described in a printed publication in a foreign country, before the

invention thereof by the applicant for patent.” 35 U.S.C. § 102(a). A patent may be found

invalid as anticipated under 35 U.S.C. § 102(b) if “the invention was patented or described in a

printed publication in this or a foreign country or in public use or on sale in this country, more

than one year prior to the date of the application for patent in the United States.” 35 U.S.C.

§ 102(b). Under 35 U.S.C. § 102(e), a patent is invalid as anticipated if “the invention was

described in a patent granted on an application for patent by another filed in the United States

before the invention thereof by the applicant for patent.” 35 U.S.C. § 102(e). Anticipation is a

question of fact. Texas Instruments, Inc. v. US. Int’l Trade Comm ’n, 988 F.2d 1165, 1177 (Fed.

Cir. 1993) (“Texas Instruments II”). Anticipation is a two—step inquiry: first, the claims of the
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asserted patent must be properly construed, and then the construed claims must be compared to

the alleged prior art reference. See, e.g., Medichem, S.A. v. Rolabo, S.L., 353 F.3d 928, 933 (Fed.

Cir. 2003). It is axiomatic that claims are construed the same way for both invalidity and

infringement. W.L. Gore v. Garlock, Inc., 842 F.2d 1275, 1279 (Fed. Cir. 2008.)

“Claimed subject matter is ‘anticipated’ when it is not new; that is, when it was

previously known. Invalidation on this ground requires that every element and limitation of the

claim was previously described in a single prior art reference, either expressly or inherently, so

as to place a person of ordinary skill in possession of the invention.” Sanofi-Syntbelabo v.

Apotex, Inc., 550 F.3d 1075, 1082 (Fed. Cir. 2008) (emphasis added) (citing Schering Corp. v.

Geneva Pharms., Inc., 339 F.3d 1373, 1379 (Fed. Cir. 2003) and Continental Can Co. USA v.

Monsanto Co., 948 F.2d 1264, 1267-69 (Fed. Cir. 1991)).

To anticipate, a single prior art reference must be enabling and it must describe the

claimed invention, i. e., a person of ordinary skill in the field of the invention must be able to

practice the subject matter of the patent based on the prior art reference without undue

experimentation. Sanofi, 550 F.3d at 1082. The presence in said reference of both a specific

description and enablement of the subject matter at issue are required. Id. at 1083.

To anticipate, a prior art reference also must disclose all elements of the claim within the

four corners of said reference. Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1369 (Fed.

Cir. 2008) (“NMI”); see also Abbott Labs. v. Sandoz, Inc, 544 F .3d 1341, 1345 (Fed. Cir. 2007)

(stating, “Anticipation is established by documentary evidence, and requires that every claim

element and limitation is set forth in a single prior art reference, in the same form and order as in

the claim.”). Further, “[b]ecause the hallmark of anticipation is prior invention, the prior art

reference--in order to anticipate under 35 U.S.C. § 102--must not only disclose all elements of
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the claim within the four comers of the document, but must also disclose those elements

‘arranged as in the claim.”’ Id. (quoting Connell v. Sears, Roebuck & C0,, 722 F.2d 1542, 1548

(Fed. Cir. 1983)). The Federal Circuit explained this requirement as follows:

The meaning of the expression ‘arranged as in the claim’ is readily

understood in relation to claims drawn to things such as ingredients mixed

in some claimed order. In such instances, a reference that discloses all of

the claimed ingredients, but not in the order claimed, would not anticipate,

because the reference would be missing any disclosure of the limitations

of the claimed invention ‘arranged as in the claim.’ But the ‘arranged as

in the claim’ requirement is not limited to such a narrow set of ‘order of

limitations’ claims. Rather, our precedent informs that the ‘arranged as

in the claim ’ requirement applies to all claims and refers to the needfor

an anticipatory reference to show all of the limitations of the claims

arranged or combined in the same way as recited in the claims, not merely

in a particular order. The test is thus more accurately understood to mean

‘arranged or combined in the same way as in the claim.’

Id. at 1370 (emphasis added). Therefore, it is not enough for anticipation that a prior art

reference simply contains all of the separate elements of the claimed invention. Id. at 1370-71

(stating that “it is not enough [for anticipation] that the prior art reference discloses part of the

claimed invention, which an ordinary artisan might supplement to make the whole, or that it

includes multiple, distinct teachings that the artisan might somehow combine to achieve the

claimed invention.” (emphasis added)). Those elements must be arranged or combined in said

reference in the same way as they are in the patent claim.

If a prior art reference does not expressly set forth a particular claim element, it still may

anticipate the claim if the missing element is inherently disclosed by said reference. Trintec

Indus, Inc. v. Top-US.A. Corp., 295 F.3d 1292, 1295 (Fed. Cir. 2002); In re Robertson, 169

F.3d 743, 745 (Fed. Cir. 1999). Inherent anticipation occurs when “the missing descriptive

material is ‘necessarily present,’ not merely probably or possibly present, in the prior art.” (Id);

see also Rhino Assocs. v. Berg Mfg. & Sales Corp., 482 F. Supp.2d 537, 551 (M.D. Pa. 2007). In
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other words, inherency may not be established by probabilities or possibilities. See Continental

Can, 948 F.2d at 1268. Thus, “[t]he mere fact that a certain thing may result from a given set of

circumstances is not sufficient.” Id.

The critical question for inherent anticipation here is whether, as a matter of fact,

practicing an alleged prior art reference necessarily features or results in each and every

limitation ofthe asserted claim at issue. See, e.g., T0r0 Co. v. Deere & C0., 355 F.3d 1313, 1320

(Fed. Cir. 2004). Such is the case even if one of ordinary skill in the art would not have

recognized said inherent anticipation at the time of the invention of the ‘829 Patent. Id. at 1320—

21.

If there are “slight differences” between separate elements disclosed in a prior art

reference and the claimed invention, those differences “invoke the question of obviousness, not

anticipation.” NM], 545 F.3d at 1071; see also Trz'ntec, 295 F.3d at 1296 (finding no anticipation

and stating that “the difference between a printer and a photocopier may be minimal and obvious

to those of skill in this art. Nevertheless, obviousness is not inherent anticipation”). Statements

such as “one of ordinary skill may, in reliance on the prior art, complete the work required for

the invention,” and that “it is sufficient for an anticipation if the general aspects are the same and

the differences in minor matters is only such as would suggest itself to one of ordinary skill in

the art,” actually relate to obviousness, not anticipation. Connell, 722 F.2d at 1548; see infra.

1. The ‘828 Patent

21) U.S. Patent No. 5,825,352 — Bisset

Motorola argues that claims 1 and 10 are anticipated by U.S. Patent No. 5,825,352 to

Bisset (“Bisset ’352 Patent”). (RIB at 120.) Motorola argues that the Bisset ’352 Patent

anticipates claims 1 and 10 under Apple’s proposed constructions as they have been interpreted

by Dr. Balakrishnan and applied to the Accused ’828 Products. (RIB at 120.)
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However, the ALJ has rejected Dr. Balakrishnan’s construction of mathematically fit(ting)

an ellipse. Motorola offers no evidence that Bisset meets this limitation under any other

construction. Accordingly, the ALJ finds that Motorola has failed to prove by clear and

convincing evidence that Bisset anticipates claims 1 and 10 of the ”828 Patent.

b) Desai Thesis

Motorola next argues that the ’828 Patent is anticipated by a Master’s Thesis by Apurva

Mahendra Desai at Simon Frasier University in Canada that was published in 1994 and entitled

Interpretation of Tactile Data from an FSR Pressure Pad Transducer Using Image Processing

Techniques (the “Desai Thesis”). (RX-351C.) Staff argues that the Desai Thesis does not

anticipate the ’828 Patent for two reasons: (1) it does not disclose the “segmenting” limitation of

any asserted claim and (2) the Desai Thesis does not disclose the contact tracking identification

module limitation of claim 10. (SIB at 43-44.)

The ALJ agrees that the Desai Thesis does not disclose the segmenting limitation of all of

the asserted claims. The segmenting limitations describe segmenting the proximity data “into

one or more pixel groups” representing “distinguishable” hand parts or other touch objects.

(CX—568C, Balakrishan RWS, at Q/A 484—87.) This necessarily means that if one or more object

is present, the claimed device or method will be able to identify each as a separate object on the

touch sensitive surface. (Id) However, the Desai Thesis states that its processing technique

“assumes that only one object is placed on the array at a time” and that “[t]he techniques will

have to be redeveloped for more than one object” and that “[t]his could be quite a difficult thing

if the objects are placed close to each other.” (RX-351 at 117.) Thus, the ALJ finds that the

Desai Thesis does not disclose segmenting a proximity image into one more pixel groups.
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Accordingly, the ALJ finds that Motorola has failed to prove by clear and convincing evidence

that the Desai Thesis anticipates the ’828 Patent.

2. The ‘607 Patent

21) Perski ‘455

(1) Perski ‘455 is prior art to the ‘607 Patent

Motorola argues that US. Patent No. 7,372,455 to Perski, et al. (“Perski ‘455”) entitled

“Touch Detection for a Digitizer” was filed on January 15, 2004 and is prior art under 35 U.S.C.

§ 102(e). (RIB at 48.) Motorola further argues that Perski ‘455 is entitled to claim priority to

US. Provisional Patent Application No. 60/446,808 (“the Perski ‘808 provisional”), which was

filed on February 10, 2003. (RIB at 48.) Staff agrees. (SIB at 80-81.)

Apple argues that is entitled to an earlier date of invention —— namely that the invention

was conceived between September 2003 and November 2003, reduced to practice by December

2003 and was diligently worked on from September 2003 through May 24. (CIB at 127.) Apple

further argues that Perski ‘455 is not entitled to claim priority back to the Perski ‘808 provisional

because Motorola has failed to put forward any specific analysis of matching which portions of

Perski ‘455 are supported by which portions of the Perski ‘808 provisional. (CIB at 133.)

The ALJ finds that Perski ‘455 is entitled to claim priority back to the Perski ‘808

provisional. The evidence shows that Perski ’455 finds support in the Perski ‘808 provisional.

(RX—1885C at Q&A 267-69, 305, 317-19 and Appx. A1.) For example, the Perski ‘808

provisional discloses “utiliz[ing] a patterned transparent conductive foil system . . . in order to

enable multiple and simultaneous finger inputs directly on the display” and contains the same

figure showing a grid of transparent conductive lines used to detect multiple touches using

mutual capacitance as in Perski ‘455. (RX-303 at 1 1] 1; compare RX-303 at fig. 2 with RX-708

at fig. 2.)
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(RX-303 (Perski “808 provisional) fig. 2 and RX-708 (Perski ‘455 patent) fig. 2.) Another

example shows that the Perski ‘808 provisional discloses a finger detection method in which

horizontal lines are driven and vertical lines sensed, while in Perski ‘455, fingers are detected

using a change in mutual capacitance between the drive lines and the sense lines. (Compare RX—

303 at 3 1i 5 with RX—708 at 13:30-43.) Finally, as in Perski “455, the Perski ‘808 provisional

describes algorithms for use with the transparent mutual capacitance touch sensor to detect

multiple, simultaneous finger touches. (Compare RX—303 at 41] 1-3 with RX-708 at 14:15-59.)

As for Apple’s arguments, the ALJ finds that Apple cites no authority to support its

contention that a portion by portion analysis need be performed in order for a patent to claim

priority back to a provisional application. Indeed, Apple itself fails to cite to any portion of

Perski ‘455 that is not supported by the Perski ‘808 provisional.

Therefore, regardless of whether the ’607 Patent was conceived between September 2003

and November 2003, Perski ‘455 would still be prior art under 35 U.S.C. § 102(6). As such, the

ALJ declines to make any findings on Apple’s date of invention arguments as it would be

immaterial given the priority date for Perski ’455.

(2) Perski ‘455 anticipates the asserted claims ofthe ‘607 Patent
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Motorola argues that Perski ‘455 discloses each and every limitation of the asserted

claims of the ‘607 Patent. (RIB at 50-60.) Staff agrees. (SIB at 80-84.) Motorola notes that the

only limitation that Apple argues is not disclosed by Perski ‘455 are the multitouch limitations,

namely “the detection of multiple touches or near touches that occur at the same time and at

distinct locations or the production of distinct signals representative of the location” of claim 1

and “the recognition of multiple touch events that occur at different locations on the touch panel

at a same time at distinct points across the touch panel, the outputting of that information to a

host device to form a pixilated image, or the detection and monitoring of a change in capacitive

coupling associated with multiple touch events at distinct points across the touch panel” of claim

10. (RIB at 51.)

Indeed, Apple argues that Perski ‘455 does not disclose, enable or render obvious the

multitouch limitations. (CIB at 135.) Specifically, Apple argues that Perski ‘455 fails to

“disclose, enable or render obvious (l) the detection of ‘multiple touches’ or (2) ‘multiple touch

events” ‘at a same time’ that occur at distinct or different locations.” (CIB at 135—136.) Apple

argues that Perski ‘455 fails because (1) the disclosed method in Perski ‘455 is “too slow to

detect multiple touches that occur ‘at the same time’”; (2) the method has the same problems as

other prior art in recognizing and distinguishing the number of touches; and (3) Perski ‘455

actually teaches away from the detection of multiply touches that occur at the same time. (CIB

at 135-137.)

The ALJ finds that Motorola has shown by clear and convincing evidence that Perski

‘455 discloses detecting multiple finger touches at the same time. The evidence shows that

Perski ‘455 expressly discloses a finger detection algorithm that is able to detect multiple finger

touches at the same time:
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The goal of the finger detection algorithm, in this method, is to recognize all of

the sensor matrix junctions that transfer signals due to external finger touch. It

should be noted that this algorithm is preferably able to detect more than one

finger touch at the same time.

>1: >1: >1:

However, this method enables the detection of multiple finger touches.

(RX—708 at 14:15-19; 14:37-38.) This algorithm or method disclosed in Perski ‘455 for

detecting multiple touches is virtually identical to the disclosure in the ’607 Patent. (RX—1885C,

Wolfe Q&A 317; compare RX~708 at 14:20-43 to JX—002 at 13:58-61 (claim 1) ; RX-708 at

13:35—43, 14:15—19 to JX-002 at 17:22—35 and RX—708 at 10:6—15 and 10:23-49 to JX—002 at

18:11-16 and 18:24—39 (claim 10).)

Specifically, the evidence shows that Perski ‘455 discloses a transparent mutual

capacitance sensor that is indisputably similar to that of the ’607 Patent. (RX-1885C at Q&A

305; RX—708 at Fig. 2, 9:52-60; JX-002 at Fig. 9, 13:13-20.) Both Perski ‘455 and the ’607

Patent detect multiple finger touches on this sensor using essentially the same method: providing

a signal to each drive line, one line at a time, and measuring the signals that travel through the

mutual capacitance onto orthogonal sense lines and when an output signal is detected at one or

more of the intersections, touches are detected. (RX-708 at 14:20-43; JX—2 at 5 :46—6:2.)

Perski ‘455 discloses a method of driving each conductive line one at a time to “enable[] the

detection of multiple finger touches”:

The most simple and direct approach is to provide a signal to each one of the

matrix lines in one of the matrix axes, one line at a time, and to read the signal in

turn at each one of the matrix lines on the orthogonal axis If a significant

output signal is detected, it means that there is a finger touching a junction. The

junction that is being touched is the one connecting the conductor that is currently

being energized with an input signal and the conductor at which the output signal

is detected. The disadvantage of such a direct detection method is that it requires

an order of n*m steps, where n stands for the number of vertical lines and m for

the number of horizontal lines. In fact, because it is typically necessary to repeat

the procedure for the second axis so the number of steps is more typically 2*n*m
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steps. However, this method enables the detection of multiple finger touches.

When an output signal is detected on more than one conductor that means more

than one finger touch is present. The junctions that are being touched are the ones

connecting the conductor that is currently being energized and the conductors

which exhibit an output signal.

(RX-708 at 14:20-43; see also RX-303 at 4 1T 2; RX—1885C, Wolfe Appx. A1 at 78, 94, and 99.)

Similarly, the ’607 Patent describes the ability to detect multiple touches:

In mutual capacitance, the transparent conductive medium is patterned into a

group of spatially separated lines formed on two different layers.... The driving

lines are connected to a voltage source and the sensing lines are connected to

capacitive sensing circuit. During operation, a current is driven through one

driving line at a time, and because of capacitive coupling, the current is carried

through to the sensing lines at each of the nodes (e.g., intersection points).

Furthermore, the sensing circuit monitors changes in capacitance that occurs at

each of the nodes. The positions where changes occur and the magnitude of those

changes are used to help recognize the multiple touch events.

(JX—2 at 5:46—62.) Claim 1 of the ’607 Patent requires the “produc[tion] [of] distinct signals

representative of a location of the touches on the plane of the touch panel for each of the multiple

touches” and a transparent capacitive sensor medium “configured to detect multiple touches or

near touches that occur at a same time.” This is similarly disclosed in Perski ‘455: “[t]he goal of

the finger detection algorithm, in this method, is to recognize all of the sensor matrix junctions

that transfer signals due to external finger touch. It should be noted that this algorithm is

preferably able to detect more than one finger touch at the same time” (JX—2 at 21:35-41; RX—

708 at 14:15—19;RX-1885C, Wolfe Q/A 317 and Appx. A1.)

As for Apple’s arguments, the ALJ finds them unpersuasive. First, as to the argument

that Perski ‘455 teaches away from multiple touches at the same time, the ALJ finds that Perski

‘455 does not do so. A reading of the entire sentence relied upon by Apple in context shows that

Perski ‘455 is actually disclosing a method of detecting more than one finger touch at a time:

The goal of the finger detection algorithm, in this method, is to recognize all of

the sensor matrix junctions that transfer signals due to external finger touch. It
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should be noted that this algorithm is preferably able to detect more than one

finger touch at the same time.

(RX-708 at 14:15-19.) Apple’s argument that Perski ‘455 suffers from the same prior art

problems described in the ’607 Patent also fails. Specifically, as noted by Motorola, Apple

concedes that Perski ‘45 5 does, in fact, disclose multitouch detection. (Tr. at 1567:15-1568:2.)

Finally, with regard to Apple’s last argument that the disclosed method in Perski ‘455 is

“too slow to detect multiple touches that occur ‘at the same time’,” the ALJ finds that this

argument fails. First, Apple points to nothing in the ’607 Patent that discusses the speed at

which the drive lines are driven and sense lines sensed. Thus, the speed at which multiple

touches are detected are irrelevant. Second, even assuming that speed does matter, the disclosure

of a “faster” method in Perski ‘455 does not necessarily mean that the “simple and direct

approach” disclosed by Perski ‘455 is “slow” as asserted by Apple. Rather, Perski ‘455 simply

states that (1) there is a “faster” method; and (2) an “optimal approach is to combine the above

methods, starting with the faster method and switching to the direct approach upon detection of a

possible ambiguity.” (RX-708 at 14:57-59.) There is nothing in Perski ‘455 to indicate that the

method disclosed therein would not be able to detect touches “at the same time” as Viewed by a

user. Moreover, the way an anticipatory reference characterizes a disclosure is irrelevant so long

as a limitation is, in fact, disclosed. See Celerz'z‘as Techs., Ltd. v. Rockwell Int ’1 Corp, 150 F.3d

1354, 1361 (Fed. Cir. 1998). Indeed, “[a] reference is no less anticipatory if, after disclosing the

invention, the reference then disparages it.” Id.

Therefore, the ALJ finds that Perski ‘455 anticipates the asserted claims of the ‘607

Patent.
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b) SmartSkin

SmartSkin was considered by the examiner during prosecution so Motorola must meet a

heightened burden of proving that SmartSkin anticipate the ‘607 Patent, which the ALJ finds

they have failed to do. See McGinley v. Franklin Sports, Inc, 262 F.3d 1339, 1353 (Fed. Cir.

2001) (“When no prior art other than that which was considered by the PTO examiner is relied

on by the attacker, he has the added burden of overcoming the deference that is due to a qualified

government agency presumed to have properly done its job, which includes one or more

examiners who are assumed to have some expertise in interpreting the references and to be

familiar from their work with the level of skill in the art and whose duty it is to issue only valid

patents”) (citing American Hoist & Derrick Co. v. Sowa & Sons, Inc, 725 F.2d 1350, 1359,

(Fed. Cir. 1984)); Hewlett-Packard Co. v. Bausch & Lomb, Inc., 909 F. 2d 1464, 1467 (Fed. Cir.

1990) (particularly heavy burden in establishing invalidity on the same prior art that was

examined in the PTO).

Motorola argues that the article SmartSkin: An Infrastructure for Freehand Manipulation

on Interactive Surfaces (“SmartSkin”) written by Junichi Rekimoto and published in April 2002

is prior art that invalidates the ‘607 Patent. (RIB at 60-61.) Motorola argues that SmartSkin

discloses each and every limitation of the asserted claims. (RIB at 61—74.) Staff agrees. (SIB at

85-93.)

Apple argues that SmartSkin fails to disclose the transparent limitations, the layer

limitation, and the “glass member” limitation. (CIB at 128-133.)

The ALJ finds that Motorola has failed to meet its heavy burden of showing by clear and

convincing evidence that SmartSkin discloses each and every limitation of the asserted claims.

While an extremer close call, the ALJ finds that the disclosure of using ITO in SmartSkin is

insufficient to meet the additional heavy burden of showing by clear and convincing evidence
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that SmartSkin discloses the use of transparent conductive lines using ITO. Motorola cites the

following in SmartSkin in support of its argument that the reference discloses the use of

transparent electrodes:
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(RX-3 67.007.) To the extent the reference itself describes that the use of ITO would be possible

for “future work,” such a statement indicates that it likely was not contemplated for that specific

reference. In other words, if the simple disclosure of the use of ITO was sufficient, it would

seem more likely that this would be entitled “alternatives” or “other embodiments” or some

similar language. The description of ITO in the “Directions for Future Work” section appears to
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indicate that it could be used15 with the SmartSkin products, but that such use would require

additional work. The uncertainty surrounding this disclosure fails to rise to the higher clear and

convincing burden faced by Motorola.

Consequently, to the extent that Motorola’s arguments relating to the layer limitation are

based on SmartSkin’s disclosure of using ITO for transparent conductive lines, the ALJ finds

that SmartSkin also fails to disclose this limitation. (See RIB at 73.)

Therefore, based on the foregoing, the ALJ finds that Motorola has failed to show by the

higher clear and convincing evidence burden that SmartSkin discloses the use of transparent

conductive lines using ITO and discloses conductive lines on spatially separated layers.

3. The ‘430 Patent

(a) US. Patent No. 5,900,870 - The Malone Patent

US Patent No. 5,900,870 to Malone et al. (the “Malone patent”) is entitled “Object-

Oriented Computer User Interface.” (RX—289.) The Malone patent claims priority to an

application filed on June 30, 1989, making it prior art to the ’430 Patent under 35 U.S.C.

§ 102(c). (RX-289.) Apple does not dispute the prior art status of the Malone patent. (Tr.

1628:19~l629:4.) The Malone patent was not before the examiner during the prosecution of the

’430 Patent. (Tr. 1629:13—17.)

Motorola argues that the Malone patent discloses each and every limitation of the

asserted claims of the ‘430 Patent. (RIB at 165-174.) Staff agrees. (SIB at 122—125.)

The Malone patent describes Object Lens, which is a software system that lets a user

View and work with objects of any type. (RX-289 at 4:49—64.) As the specification of the

Malone patent explains:
 

15 As will be discussed infra, this disclosure in SmartSkin supports a finding that using ITO would have been
obvious to one of ordinary skill in the art. (See Section VI.C.2.)
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Users of the Object Lens system can create, modify, retrieve, and display objects

that represent many physically or conceptually familiar things such as messages,

people, meetings, tasks, manufactured parts, and software bugs. The system

provides an interface to an object-oriented database in the sense that (1) each

object includes a collection of fields and field values, (2) each object type has a

set of actions that can be performed upon it, and (3) the objects are arranged in a

hierarchy of increasingly specialized types with each object type “inheriting”

fields, actions, and other properties from its “parents.”

(Id. at 5:35—45.) One of the important features of Object Lens is that a user can create “agents,”

which have rules that describe different properties of objects and can act on objects that match

those properties, without the user needing to explicitly act on each object himself. (Id. at 6:57-

7:7:6; see also Tr. 1631:24-1632211.)

Motorola argues that in his direct witness statement, Dr. Locke demonstrated that the

Malone patent discloses each limitation of claims 1, 3 and 5 of the ’430 Patent and, therefore, Dr.

the Malone patent anticipates all of the asserted claims of the ’430 Patent. (RIB at 165 (citing

RX~1874C at Q/A 160-175 & Appendix 13; see also Tr. 1215:22-121729.) Motorola argues that

Dr. Balakrishnan and Apple did not dispute that the Malone patent discloses limitations (a), (b),

and (c) of claim 1, as well as the additional limitations of dependent claims 3 and 5. (RIB at 165

(citing CX—568C at Q/A 91-107; CDX-8.017; Tr. 1634:8-13, 1636:10-24, 1637:20-163824;

1682:24—1684:9).) Motorola argues that the only limitation that Dr. Balakrishnan alleges is not

disclosed by the Malone patent is “adding support for hardware and software components to the

operating system” of limitation (d) of Claim 1. (CX-568C at Q/A 91-107; CDX-8.017; Tr.

1638:13-18.)

Indeed, Apple argues that the Malone patent does not disclose, enable or render obvious

the “adding support for hardware and software components to the operating system” limitation.

(CIB at 186-187; CRB at 74-76.) Specifically, Apple argues that “Malone did not disclose or

enable the ‘adding support” step (d).” (CIB at 186.) Apple argues that the Malone patent fails
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because “Malone discloses an application—level program that runs on top of an operating system

(not an operating system itself, as required by the claims) that folders objects by properties, but

does not add support, or anything else, to an operating system.” (CIB at 186.)

The ALJ finds that Motorola has shown by clear and convincing evidence that the

Malone patent discloses “adding support for hardware and software components to the operating

system.” The evidence shows that the Malone patent expressly discloses the Object Lens system

that is part of the operating system to which support can be added for hardware and software

components:

(i) The Malone Patent Discloses Adding Support To The

Operating System

As discussed above in relation to indefiniteness, Dr. Balakrishnan identified the smart

folder concept as one instance in the ”430 Patent demonstrating the addition of support. As he

explained, “[t]here are at least three distinct situations in the patent where support is added for

components. . . . The third is for components that are on the system but must be collected and

tracked, for example in smart folders. Beyond the typical smart foldering functionality, these

components are supported throughout the system, for example by permitting the system to

provide notifications that components have been added, removed, or changed.” (CX-201C at

Q/A 100 (emphasis added).) Indeed, the smart folder concept is identified by the specification as

a preferred embodiment. (JX-l at 2:26~27; 12: 67-l3z7; Fig. 9; see also CX-568C at Q/A 50.)

Dr. Balakrishnan also explained that “the locator framework facilitates access to

components that have been updated through a notification system that also uses the system to

unify knowledge about components and access to components.” (CX-568C at Q/A 52.) In fact,

“[p]ublishing is a primary way this [adding support] is accomplished, under either [Apple’s or
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the Staffs] construction.” (Id. at Q/A 53 (emphasis added).) Indeed, in discussing the “Smart

Folder” disclosure in the ’430 Patent, Dr. Balakrishnan stated that:

“[S]mart folder can utilize the fact that support has been added to the operating

system to enable notification throughout the system for changes in components at

the system level.” As the patent describes, the smart folder requests the locator

to notify it of changes. The support that is added is in the locator framework, and

this is described in more detail in the code provided in columns 9 through 12,

where the locator framework is invoked to both perform property queries and to

keep track of updates to components at a system level so that it can provide

notifications when clients create an “interest” in components.

(CX—568C at Q/A 50.)

The Malone patent discloses the same notification and publishing functionalities,

including the smart folder concept identified by Dr. Balakrishnan as examples of “adding

support.” (Tr. 1217:10—1219222.) The Object Lens system disclosed in the Malone patent

utilizes “agents” to collect objects16 to put into a folder:

Folders also have a type of object that they prefer to contain; the user is asked to

identify this type when a new folder is created. Finally, folders can also have a

selection rule which can be used as a kind of ‘agent on special assignment’ to

collect objects to put into thefolder.

(RX-289 at 23:29-35 (emphasis added).) The “agents” employed in the Object Lens systems can

perform a variety of tasks, including retrieving, classifying and deleting objects automatically:

Users of the Object Lens system can create rule-based “agents” that provide

specifications for processing information automatically on behalf of their

users. . . . When an agent is triggered it applies a set of rules to a specified

collection of objects. If an object satisfies the criteria specified in a rule, the

rule performs some specified action. These actions can be general actions such

as retrieving, classifying, mailing, and deleting objects or object-specific actions

such as loadingfiles or adding events to a calendar.

The agents in Object Lens are “autonomous” in the sense that once they have

been created, they can take actions without the explicit attention of a human user.

 

16 Dr. Balakrishnan admitted that the objects described in the Malone patent are sofiware components. (Tr.
1652:16—18;1656:11-16;1683:25-1684:3.)
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(RX—289 at 6257-79 (emphasis added).) Thus, through the use of agents employing automatic

selection rules, the Malone patent teaches automatically collecting objects in a folder based on a

particular search criterion. Indeed, Dr. Balakrishnan admitted that the Malone patent teaches the

“same sort of notification” as the smart folder example of the ’430 Patent. (Tr. l682:l~8; see

also id. at 1644:1-9; 1684:4-9.)

The ALJ finds that the Malone patent provides numerous examples of how these

automatic selection agents are employed by the Object Lens system. First, the Malone patent

describes the collection of overdue tasks into an “Overdue Tasks” folder every night at midnight:

The Object Lens system uses rule-based agents to perform these automatic

actions. For example, FIG. 20 shows an agent that maintains a folder of

“Overdue Tasks.” Every night at midnight, this agent is automatically triggered

and searches the “*All Tasks” folder, a system—maintainedfolder that contains all

task objects in the local workstation. When the agent finds tasks whose due date

has passed, it moves them into the Overdue Tasks folder.

(RX-289 at 18:24-31 (emphasis added).) Similarly, the Malone patent discloses an example in

which a notification is provided whenever objects that support a position entered by the user are

added to a folder:

The last step in our example is to add intelligent agents to help search and modify

the network of nodes. For instance, FIG. 16 shows an agent like one you might

use to notify you whenever people add arguments that support positions you have

entered. This agent is triggered automatically when new objects are added to

the folder containing the discussion of interest. FIG. 17 shows the rule this

agent uses to select the arguments that support a specific person’s positions. This

rule illustrates how embedded descriptions can be used to specify structural

queries that depend on the link structure in the network as well as on the contents
of individual nodes.

(RX—289 at 17:47-61 (emphasis added); see also Tr. 1217:19-1218216.) The ALJ finds these

examples to be indistinguishable from the examples that Dr. Balakrishnan set forth as “adding

support.” (See CX-201C at Q/A 100; CX—568C at Q/A 50, 52; Tr. 1211:9-1212z22.) Like the

smart folder preferred embodiment of the ’430 Patent, both examples from the Malone patent use .
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specific search criteria to identify objects having desired attributes or characteristics and then

provide automatic notifications whenever objects satisfying those criteria are added to the

system. (Compare JX-l at 12267—13:7 with RX—289 at 18:24—31; 17:47-61.)

In addition to the specific smart folder embodiments, the Malone patent also includes an

example of creating links to various objects as a means of providing system level notification.

(Tr. 1646:12—164728; l656:l7-l657:20.) In this example, links between new mail objects and

the New Mail folder are created whenever mail is retrieved:

In some cases, agents can take actions automatically on behalf of their users. For

instance, FIG. 4 shows an example of a simple agent designed to help a user

process incoming mail. When an agent is triggered, it applies a set of rules to a

collection of objects in a folder. The agent in FIG. 4 is applied to objects in the

New Mail folder and is triggered by the arrival of new mail. That is, when mail is

retrieved to the workstation, the mail program automatically inserts links to the

new messages into the user’s New Mailfolder and these New Links trigger the

agent. In the current version of Object Lens, two other kinds of automatic

triggers are available: Daily at Midnight, and On the Hour.

(RX-289 at 1126—17 (emphasis added).) The ALJ finds that the creation of “links” between

different objects is the same functionality that Dr. Balakrishnan pointed to in the Accused ’430

Products as satisfying the “adding support” limitation of element (d) of the ’430 Patent. (Tr.

48l:l6-482:6, 485:4—11.)

Apple argues that “Dr. Locke agreed in his witness statement, and again at the hearing,

that smart foldering systems like Malone did not disclose or enable the ‘adding support’ step (d)

of the claims. Dr. Locke specifically agreed that ‘smartfoldering does not even relate to, much

less enable’ step (d) of claim 1 of the ’430 Patent.” (Tr. 1210:19-24.) However, Dr. Locke

explained that the opinion Apple relies on was in relation to Dr. Locke’s opinion that the “adding

support” was indefinite. (Tr. 1211:9-1212zl6.) Dr. Locke further explained that his invalidity

opinion was premised on Dr. Balakrishnan’s infringement opinion — the one the ALJ has adopted

in this investigation — to determine whether the Malone patent anticipated the claims. (Id)
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There is nothing improper with such an approach. Apple’s argument is, therefore, without merit.

Accordingly, the ALJ finds that Motorola has shown by clear and convincing evidence

that the Malone patent discloses the addition of support as claimed in the ’430 Patent and in light

of Apple’s infringement allegations. The remaining question is whether this support is added to

the operating system as the claims require.

(ii) The Object Lens System Described In The Malone

Patent Is Part Of The Operating System

Apple’s other attempt to distinguish the to distinguish the ’430 Patent from the Malone

patent is the argument that the Object Lens system described by the Malone patent does not add

support to the operating system. According to Dr. Balakrishnan, “[i]n the Malone reference, it is

a separate system that doesn’t involve the operating system directly[,]” (Tr. l661:20-l663:4)

and Object Lens is a self-contained program that “sits on top” of an operating system but “has

nothing to do with the operating system per se.” (Tr. 1673:20-1674zl3.) Apple contends that

according to the Malone patent, it is a program not an operating system: “Object Lens is an

object oriented, event—driven program.” (RX—289 at 18:32:35.) Apple asserts that the Malone

patent simply describes a way for an application to filter objects like email or contacts into

different folders. (CX-568C.033 at Q/A 97.)

Apple contends that the Malone patent does describe a computer “system,” and it

describes components that are a part of its “system,” but that system (including the automatic

agents that folder email) is simply a program that must run on top of an “operating system”

without adding to it. Apple states that Dr. Balakrishnan explained that the mail functionality in

the Malone patent is not itself a part of the operating system, but that it could make a call to the

operating system. (Tr. 1646:9-1647z7.) Apple concludes that even under Motorola’s theory, the
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Malone Object Lens system is separate from the operating system and must make calls on the

operating system. (CRB at 76.)

Motorola refocuses the attention on Dr. Balakrishnan’s infringement allegations.

Motorola notes that for infringement Dr. Balakrishnan testified that, in the context of the ’430

Patent, the operating system includes all software layers with the exception of applications.

(CX—201C at Q/A 114; Tr. 167026—167123.) Mr. Nguyen, the named inventor offered similar

testimony that “[i]n the context of the [‘430] patent, “operating system” means everything from

the desktop to the application layer to the kernel.” (IX—469C at 1422—4; see also id. at 16:7-25.)

Dr. Balakrishnan’s demonstratives illustrate that for the operating system of the Accused ’430

Products includes the Linux-based kernel, libraries and the application framework, including the

Activity Manager and the Package Manager:

Accused Product OvervieW' Android Operatin System

 
(CDX-1.042C; see also CX—201C at Q/A 114; Tr. 1670:6-1671:3; 1674:14-20.)
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The ALJ agrees with Motorola that the descriptions in the Malone patent demonstrate

that Apple’s argument is merely one of semantics. Based on Apple’s infringement argument, the

“operating system” extends up to the level where the object lens operates and far beyond the low

level operations that Apple seems to contend it does for validity purposes. The ALJ finds that

the evidence clearly demonstrates that the Object Lens system should be characterized as being

part of the operating system. (See CX-201C at Q/A 114; Tr. 1670:6-1671 :3.)

This is clearly supported by the disclosure in the Malone patent. The Malone patent

begins by stating that “[t]he present invention relates to computer systems generally, and

specifically to the portions of computer systems designed to display and to make available to the

users the information stored therein.” (RX—289 at 2:50—53 (emphasis added).) The Malone

patent teaches that the capabilities described in the patent can be implemented through the use of

a “general framework” and that the Object Lens system creates “a common, connected user

environment [that] permits users to share information and coordinate activities more fully than

with prior art systems.” (RX-289 at 16:20-21; 14:27-31; see also Tr. 1248:21-124927.)

Moreover, in the “System Architecture” section, the Malone patent explains that “the

heart of Object Lens is the Object Manager” and describes the fimctions performed by the Object

Manager:

[T[he Object Manager is responsible for keeping track of all classes and class-

instances and their links to each other. It also keeps track of the current state

of each object and helps the objects handle messages which they receive by

providing supportfunctionsfor their methods. The Object Manager provides the

Forms Manager with the information it needs to present a form. The Object

Manger also handles saving and loading objects from permanent storage in the

database. In the future, the Object Manager will work with a shared database to

do object locking and version control.

(RX-289 at 18266-199.) The System Architecture section also describes the Object Lens

system’s “Agent Manager,” which “knows about each agent’s automatic triggers. It includes
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processes that watch for time—based triggers and receives messages from the Object Manager

about New Links and Object Updates. It also receives messages from the Object Manager about

agents which have been manually triggered.” (RX—289 at 19:3 8—43.) The Object Manager and

Agent Manager described in the Malone patent perform many of the same functionalities as the

Activity Manager and Package Manger that Dr. Balakrishnan identified as being part of the

operating system in the Accused ”430 Products. (Tr. 1672:16-23; 1674:21-167512.) Like the

Activity Manager and Package Manger, the Object Manager and Agent Manager handle and

perform queries for components and manage the links between various components on the

system. (Compare RX—289 at 18166—199; 19:3 8-43 (describing Object Lens functionality) with

CX-201C at Q/A 126, 134 & 201 (describing fiJnctionality of Activity Manager and Package

Manger).)

Moreover, the Malone patent distinguishes the Object Lens system from the “traditional

model of a user environment” in which “[a]n application is launched from within an operating

environment, which runs on top of the Operating System, which controls the hardware.” (RX-

289 at 14:17-20.) The Object Lens system is a “new model” for computer user environments

that “permits users to share information and coordinate activities more fully than with prior art

systems.” (Id. at 1428-3 1.) Object Lens achieves these added benefits by “creating a common,

connected user environment” that is disclosed in figure 21C of Malone. (Id. at 14:27—29.) Thus,

the ALJ finds the evidence shows that the type of architecture disclosed in the Malone patent is

consistent with the claim language as construed by Apple and, fiirther, with the architecture

Apple now accuses of infringement.

Moreover, the ALJ notes that the specific smart folder examples contained in the Malone

patent contradict Dr. Balakrishnan’s opinion that the Object Lens system is separate from the
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operating system described in the ”430 Patent. The “Overdue Tasks” example states that the

‘“*All Tasks’ folder [is] a system-maintained folder” that is then modified by Object Lens.

(RX-289 at 18:27-28 (emphasis added).)

The ALJ notes that Dr. Balakrishnan’s opinion regarding whether the Object Lens is part

of the operating system is inconsistent because he did not contest limitation (b) requires

“querying the operating system to identify one or more hardware components that meet the

target hardware or software component search criteria.” (JX—l at 13:47—50 (emphasis added); Tr.

1634:8-13, 1636:18-1637z22.) It is also difficult to reconcile Dr. Balakrishnan’s testimony at the

hearing that smart folders have “nothing to do with the operating system” (Tr. 1644:1—9), with

his earlier testimony regarding how the smart folder examples in the specification support the

disclosure of “adding support” (See CX-201C at Q/A 100; CX—568C at Q/A 50, 52). This leads

the ALJ to give less weight to his testimony because it appears to offer one opinion to defeat

indefiniteness and another to fend off anticipation. This conflict undermines Dr. Balakrishnan’s

credibility because, unlike Dr. Locke, the ALJ has adopted his earlier claim construction and did

not reject it. Having won one battle in this litigation using a particular position, Dr. Balakrishnan

cannot abandon that position to win another without in some way damaging his credibility —- that

is, unfortunately for him, the burden of success.

Weighing all of this evidence, the ALJ finds that the Malone patent does disclose adding

support to the operating system. The ALJ finds that all of the evidence clearly shows that the

Object Lens in the Malone patent is properly considered part of the operating system.

The Malone patent discloses all of the limitations of claims 1, 3 and 5 of the ‘430 patent,

including adding support to the operating system. Accordingly, all of the asserted claims are

anticipated by the Malone patent.
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(b) UNIXfind

UNIXfind is a command found on the UNIX operating system that allows users to search

for files based on their names and/or contents, and includes functionality for performing

operations on the results of the search. (RX-1874C at Q/A 131.) Motorola argues that among

the functionalities included in the UNIX find command is the ability to print, load and execute

files returned by the find command without rebooting the operating system. (10’) The UNIX

Primer Plus (“Waite”) is a book by Mitchell Waite et al. that describes the UNIXfind command.

(RX-735.) Waite was published in the United States in 1990, making it prior art to the ’430

Patent under 35 U.S.C. §§ 102(a) and (b). (10’) Dr. Balakrishnan conceded that the UNIX

operating system and the UNIXfind command is prior art. (Tr. 1685:12-23.)

Motorola argues that UNIX find discloses each and every limitation of the asserted

claims ofthe ’430 Patent. (RIB at 174-178.) Staff agrees. (SIB at 121-122.)

Motorola argues that Dr. Locke explained why the UNIXfind command anticipates all of

the asserted claims of the ’430 Patent. (RX—1874C at Q/A 131-159 & Appendix 6; see also Tr.

1223:7-1224:11.) In his rebuttal witness statement, Dr. Balakrishnan disputed that the UNIX

find command discloses any of the limitations of claim 1.17 (CX—568C at Q/A 60—90; CDX-

8.014.) Motorola argues that Dr. Balakrishnan’s opinions in his witness statement directly

contradict his deposition testimony. (RX—1874C at Q/A 36 (citing Balakrishnan Dep. Tr. at

156:21-157:1 l); Locke RDX—16.) Specifically, in his rebuttal witness statement, Dr.

Balakrishnan took the position that the UNIX find command not only does not disclose

“properties” but also does not disclose “returning components” under limitation (c) or “adding

support” under the preamble and limitation (d). (CX—568C at Q/A 60-90; CDX-8.014.)
 

17 Motorola argues that Dr. Balakrishnan did not dispute that the UNIXfind command discloses the additional
limitations found in dependent claims 3 and 5. (CK-568C at Q/A 60-90.)
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The ALJ finds that UNIX find fails to anticipate the asserted claims of the ’430 Patent

because Motorola has failed to show by clear and convincing evidence that UNIX find discloses

“adding support for hardware or software components to the operating system.”

Apple argues that the find command can perform a number of rudimentary actions on

files, none of which remotely “add support” to the operating system. (CIB at 184.) Motorola

argues that Dr. Locke explained in his direct witness statement that he “do[es] not indicate that

merely execut[ing] a file adds support to an operating system. Waite discloses that the UNIX

find command allows the user to apply any command to the file. . . . This allows literally any

operating system command to have access to the identified components.” (RIB at 177 (quoting

RX—1874C at Q/A 155 (emphasis added); see also Tr. 1222:7-1225:13.) Motorola argues that

Dr. Locke explained during the hearing that the operating system commands enabled by the —

exec option include copying or moving the files returned as a result of a search, as well as

executing any returned file that is executable. (RIB at 177 (quoting Tr. 1223:7-1224:11).)

Motorola argues that when UNIX find causes a file or an application to execute, the UNIX

system must generate pointers and other references to the executed component on the operating

system. (RIB at 177 (citing Tr. 1223:24-1224:7).) Motorola argues that the UNIX find

command also has the ability to place the files returned as a result of a search into a folder and to

be incorporated into a shell script that would enable the system to periodically check for and add

or remove components that meet the search criteria. (RIB at 177 (citing Tr. 1223:7-1225:13).)

Apple argues that while UNIX could use the —exec command to “execute” a program, as Dr.

Balakrishnan explained, merely executing an application in this conventional sense does not

“add support” for the application to the operating system because it executes the application in
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memory without adding anything to the operating system that enables access to the application

by other parts of the system. (CX-S 68C at Q/A 76.)

While the ALJ is not entirely convinced by Dr. Balakrishnan’s testimony, the ALJ finds

that the evidence presented by Motorola is not quite sufficient to meet the clear and convincing

standard of proof. Dr. Locke’s testimony by itself cannot carry the day in this case. Moreover,

while the Waite reference was not itself before the examiner, UNIX is mentioned in the ’430

Patent and the ALJ believes that this is an additional reason why the evidence presented here is

not persuasive enough to meet the clear and convincing stande in this case. The evidence that

Motorola presented does not rise to that level. Accordingly, the ALJ finds that UNIX find does

not anticipate the asserted claims of the ’430 Patent.

(c) The Bondy Patent

US. Patent No. 5,491,813 to Bondy et al. (the “Bondy patent”) is entitled “Display

Subsystem Architecture for Binding Device Independent Drivers Together Into a Bound Driver

for Controlling a Particular Display Device.” (RX-601.) The Bondy patent claims priority to an

application filed on February 12, 1990. (Id) The Bondy patent is therefore prior art to the ‘430

Patent under 35 U.S.C. § 102(e), which Apple does not dispute. The Bondy patent was not

considered by the examiner during the prosecution of the ‘430 Patent. (JX-l .002.)

The Bondy patent describes a system to locate and dynamically bind device drivers based

upon the particular graphics model being used. (RX-601 at Abstract; RX—1874C at Q/A 249.)

The Bondy patent provides for a multi-step process to search for, retrieve and bind particular

device drivers based upon the desired graphics model:

The programming interface of the present invention is able to

reconfigure itself by dynamically binding the desired graphics

package with the required RMS features and device specific model

instance driver for the display adapter being used. This process of

dynamic binding uses a database or equivalent tabular
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representation to: (1) locate the specific graphics model desired;

(2) retrieve this model; and (3) bind the model to the (a) device

driver codefor the specific display adapter being utilized, and (b)

the RMSfunction required by the particular graphics model.

(RX—601 at 3:35-44 (emphasis added).) The searches for the desired graphics models in the

system disclosed by the Bondy patent are performed based on the adapter and model IDs that are

separate from the file system path:

When the API desires access to the device drivers, a general GAI

RMS call is invoked, to which is provided the ID of the display

adapter 1, 2, 3, or 4. The ID and other parameters from the call are

used to access a look up table or configuration file and find a file

system path to the required resource object file. The object file of

the resource is then loaded and the entry point code is executed.

(RX—601 at 6:7-13.)

Motorola argues that the Bondy patent discloses each and every limitation of the asserted

claims of the ‘430 Patent. (RIB at 178-182.)

Motorola argues that Dr. Locke demonstrated that the Bondy patent discloses each

limitation of claims 1, 3 and 5 of the ‘430 Patent and, therefore, the Bondy patent anticipates all

of the asserted claims of the ‘430 Patent. (RIB at 178 (citing RX—1874C at Q/A 249-268 &

Appendix 12).) Motorola argues that Dr. Balakrishnan opined that the Bondy patent does not

disclose the limitations of claim 1 except for limitation (d), “adding support.”18 (CX-568C at

Q/A 187-206; CDX—8.026.) However, Motorola argues that Dr. Balakrishnan’s opinions that the

Bondy patent does not disclose the other limitations of claim 1 are based entirely on the

argument that the adapter and model IDs, by which the system in the Bondy patent searches for

drivers, are intrinsic characteristics and therefore not “properties” in the context of the ”430

Patent. (CX—568C at Q/A 202 (preamble); 193-194 (limitation (a)); 195-196 (limitation (b));
 

18 Motorola argues that Dr. Balakrishnan also did not dispute that the Bondy patent discloses the additional
limitations found in dependent claims 3 and 5. (CK-568C at Q/A 187-206.)
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197-198 (limitation (c)). Motorola argues that the adapter and model IDs assigned to the device

drivers in the Bondy patent are not intrinsic to these drivers and, therefore, are “properties” even

under Dr. Balakrishnan’s definition of that term.

Indeed, Apple argues that the Bondy patent is another straightforward example of a

system that relies on uniquely-identifying names rather than flexible, attached properties to

match components. (CIB at 186-187; CRB at 74—76.) Specifically, Apple argues that the Bondy

37 LL

patent does not disclose “properties, querying,” or “returning.” (CRB at 78-79.) However, a

review of the testimony of Dr. Balakrishnan that Apple relies on for its assertion that the Bondy

patent does not meet all of these element reveals that Dr. Balakrishnan’s opinion is entirely based

on the Bondy patent’s alleged failure to disclose “properties.” For example, Dr. Balakrishnan

testifies that the Bondy patent does not meet the “querying” limitation because:

Bondy ’813 discloses the “typical look up table’ in Figure 4, which maps ‘the

location and name in the file system’ for each driver to associate the right piece of

code with the correct adapter and model. The conventional method of indexing

resources is not remotely the same as the search method disclosed in the ’430

where a framework that can assign properties to every component is employed.

(CX-568C at Q/A 197.)

The ALJ finds that Apple’s entire argument (despite its protestations) turns entirely on whether

93

the Bondy patent discloses “properties. Because this claim element ripples through the other

claim elements, all of these elements rise or fall together on the interpretation of “properties.”

(See CIB at 186 (noting the failure to disclose properties affects “querying” and “returning”).)

The ALJ finds that Motorola has shown by clear and convincing evidence that Bondy

discloses “properties.” The evidence shows that the Bondy patent expressly discloses a locator

system that uses properties to search for, query, and return software or hardware components:
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(i) The Bondy Patent Discloses “properties”

The ALJ finds that, as Dr. Locke explained in his direct witness statement, the adapter

and model IDs disclosed in the Bondy patent are system assigned numbers. (RX—601 at 8:42~46,

Fig. 4.) In the Bondy patent, each display adapter and graphic model is stored in resource

management services (“RMS”) device driver library. (RX-601 at 3:19—23.) The RMS library

utilizes a lookup table or a database to “find the path to the required model resource object file.”

(RX-601 at 3:39-40, 6:25-26.) Figure 4 shows a typical lookup table:

IW.‘
—n-Iusmpplgalladapter1lrms.o
"II.
—n——

I-n'~_I.“
“—

  

  
 

 
 

  
lusrllpp/gai/adapterzmns.o

IUsr/lpp/gai/adapterZ/Zd.o

(RX-601 at Fig. 4, 8:35—37.) As can be seen in Figure 4, the adapter and model IDs are simply

numbers that are assigned by the system to a particular device driver as they are added to the

lookup table. They are separate from the file path and name, which is also stored in the lookup

table.

The ALJ finds that under the ALJ’s construction, which is plain and ordinary meaning,

the adapter and model IDs are characteristics of the particular device driver that allow it to be

identified and retrieved.

Dr. Balakrishnan argued that the adapter and model IDs are not “properties” because

“[t]he properties claimed in the ‘430 patent are attributes that are attached to a component, and

describe the capabilities and contexts of the component.” (CX—568C at Q/A 194 (emphasis
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added).) However, as was discussed in relation to the claim construction, there is nothing in

either the ’430 Patent or Apple’s proposed construction that requires “properties” to describe the

capabilities and context of the component. (See supra Section IV.E.3.)

Apple’s argument boils down to the following: the Bondy patent is a “type of

conventional system is very different from using a framework that can assign properties to every

component and then search for items based on those properties.” (CIB at 178.) Unfortunately,

the claims of the ’430 Patent do not mention or require the use of a “framework” or the

assignment of properties. They were written extremely broadly and none of the claims,

specification, or prosecution history contain any support for reading in the limitations that Apple

seeks. Apple based its entire argument on post—hoc inventor testimony. Accordingly, because

the ALJ finds that the Bondy patent discloses “properties” within the plain meaning of that term,

the ALJ finds that Motorola has demonstrated by clear and convincing evidence that the Bondy

patent anticipates the asserted claims of the ’430 Patent.

C. Obviousness

Included within the presumption of validity is a presumption of non-obviousness.

Structural Rubber Prods. Co. v. Park Rubber C0., 749 F.2d 707, 714 (Fed. Cir. 1984).

Obviousness is grounded in 35 U.S.C. § 103, which provide, inter alia, that:

A patent may not be obtained though the invention is not identically disclosed or

described as set forth in section 102 of this title, if the differences between the

subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made to

a person having ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negative by the manner in which the invention was made.

35 U.S.C. § 103(a). Under 35 U.S.C. § 103(a), a patent is valid unless “the differences between

the subject matter sought to be patented and the prior art are such that the subject matter as a

whole would have been obvious at the time the invention was made to a person having ordinary
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skill in the art to which said subject matter pertains.” 35 U.S.C. § 103(a). The ultimate question

of obviousness is a question of law, but “it is well understood that there are factual issues

underlying the ultimate obviousness decision.” Richardson-Vicks Inc., 122 F.3d at 1479; Wang

Lab, Inc. v. Toshiba Corp, 993 F.2d 858, 863 (Fed. Cir. 1993).

Once claims have been properly construed, “[t]he second step in an obviousness inquiry

is to determine whether the claimed invention would have been obvious as a legal matter, based

on underlying factual inquiries including: (1) the scope and content of the prior art, (2) the level

of ordinary skill in the art, (3) the differences between the claimed invention and the prior art;

and (4) secondary considerations of non—obviousness” (also known as “objective evidence”).

Smiths Indus. Med. Sys, Inc. v. Vital Signs, Inc., 183 F.3d 1347, 1354 (Fed. Cir. 1999), citing

Graham v. John Deere Co., 383 US. 1, 17 (1966). The ultimate determination of whether an

invention would have been obvious is a legal conclusion based on underlying findings of fact. In

re Dembiczak, 175 F.3d 994, 998 (Fed. Cir. 1999).

Obviousness may be based on any of the alleged prior art references or a combination of

the same, and what a person of ordinary skill in the art would understand based on his knowledge

and said references. If all of the elements of an invention are found, then:

a proper analysis under § 103 requires, inter alia, consideration of two

factors: (1) whether the prior art would have suggested to those of

ordinary skill in the art that they should make the claimed composition or

device, or carry out the claimed process; and (2) whether the prior art

would also have revealed that in so making or carrying out, those of

ordinary skill would have a reasonable expectation of success. Both the

suggestion and the reasonable expectation ofsuccess must be founded in

the prior art, not in the applicant’s disclosure.

Velander v. Garner, 348 F.3d 1359, 1363 (Fed. Cir. 2003) (emphasis added) (internal citations

omitted).
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The critical inquiry in determining the differences between the claimed invention and the

prior art is whether there is a reason to combine the prior art references. See CR. Bard v. M3

Sys., 157 F.3d 1340, 1352 (Fed. Cir. 1998). For example:

[A] patent composed ofseveral elements is not proved obvious merely by

demonstrating that each of its elements was, independently, known in the

prior art. Although common sense directs one to look with care at a patent

application that claims as innovation the combination of two known

devices according to their established functions, it can be important to

identify a reason that would have prompted a person of ordinary skill in

the relevant field to combine the elements in the way the claimed new

invention does. This is so because inventions in most, if not all, instances

rely upon building blocks long since uncovered, and claimed discoveries

almost of necessity will be combinations of what, in some sense, is already
known.

KSR Int’l Co. v. Teleflex, Inc, 550 US. 398, 418-19 (2007) (emphasis added). The Federal

Circuit case law previously required that, in order to prove obviousness, the patent challenger

must demonstrate, by clear and convincing evidence, that there is a “teaching, suggestion, or

motivation to combine. The Supreme Court has rejected this “rigid approach” employed by the

Federal Circuit in KSR Int ’l Co. v. Teleflex Inc, 500 US. 398 (2007), 127 S.Ct. 1727, 1739. The

Supreme Court stated:

When a work is available in one field of endeavor, design incentives and other

market forces can prompt variations of it, either in the same field or a different

one. If a person of ordinary skill can implement a predictable variation, § 103

likely bars its patentability. For the same reason, if a technique has been used to

improve one device, and a person of ordinary skill in the art would recognize that

it would improve similar devices in the same way, using the technique is obvious

unless its actual application is beyond his or her skill. Sakraida and Anderson’s-

Black Rock are illustrative—a court must ask whether the improvement is more

than the predictable use of prior art elements according to their established
function.

Following these principles may be more difficult in other cases than it is here

because the claimed subject matter may involve more than the simple substitution

of one known element for another or the mere application of a known technique to

a piece of prior art ready for the improvement. Often, it will be necessary for a

court to look to interrelated teachings of multiple patents; the effects of demands
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known to the design community or present in the marketplace; and the

background knowledge possessed by a person having ordinary skill in the art, all

in order to determine whether there was an apparent reason to combine the known

elements in the fashion claimed by the patent at issue. To facilitate review, this

analysis should be made explicitly. See In re Kahn, 441 F.3d 977, 988 (CA Fed.

2006) (“[R]ejections on obviousness grounds cannot be sustained by mere

conclusory statements; instead, there must be some articulated reasoning with

some rational underpinning to support the legal conclusions of obviousness”). As

our precedents make clear, however, the analysis need not seek out precise

teachings directed to the specific subject matter of the challenged claim, for a

court can take account of the inferences and creative steps that a person of

ordinary skill in the art would employ.

[...]

The obviousness analysis cannot be confined by a formalistic conception of the

words teaching, suggestion, and motivation, or by overemphasis on the

importance of published articles and the explicit content of issued patents. The

diversity of inventive pursuits and of modern technology counsels against limiting

the analysis in this way. In many fields it may be that there is little discussion of

obvious techniques or combinations, and it often may be the case that market

demand, rather than scientific literature, will drive design trends. Granting patent

protection to advance that would occur in the ordinary course without real

innovation retards progress and may, in the case of patents combining previously

known elements, deprive prior inventions of their value or utility.

KSR, 550 US. at 417-419; 127 S.Ct. at 1740-41. The Federal Circuit has harmonized the KSR

opinion with many prior circuit court opinions by holding that when a patent challenger contends

that a patent is invalid for obviousness based on a combination of prior art references, “the

burden falls on the patent challenger to show by clear and convincing evidence that a person of

ordinary skill in the art would have had reason to attempt to make the composition or device, or

carry out the claimed process, and would have had a reasonable expectation of success in doing

so.” PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir.

2007)(citing Medichem SA. v. Rolabo S.L., 437 F.3d 1175, 1164 (Fed. Cir. 2006)); Noelle v.

Lederman, 355 F.3d 1343, 1351-52 (Fed. Cir. 2004); Brown & Williamson Tobacco Corp. v.

Philip Morris, Inc., 229 F.3d 1120, 1121 (Fed .Cir. 2000) and KSR, 127 S.Ct. at 1740 (“a
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combination of elements ‘must do more than yield a predictable result’; combining elements that

work together ‘in an unexpected and fruitful manner” would not have been obvious”). Further, a

suggestion to combine need not be express and may come from the prior art, as filtered through

the knowledge of one skilled in the art. See Certain Lens-Fitted Film Pkgs., Inv. No. 337—TA-

406, Order No. 141 at 6 (May 24, 2005).

“Secondary considerations,” also referred to as “objective evidence of non-obviousness,”

must be considered in evaluating the obviousness of a claimed invention, but the existence of

such evidence does not control the obviousness determination. Graham, 383 US. at 17-18. A

court must consider all of the evidence under the Graham factors before reaching a decision on

obviousness. Richardson—Vicky Inc., 122 F.3d at 1483-84. Objective evidence of non-

obviousness may include evidence of the commercial success of the invention, long felt but

unsolved needs, failure of others, copying by others, teaching away, and professional acclaim.

See Perkin-Elmer Corp. v. Computervision Corp, 732 F.2d 888, 894 (Fed. Cir. 1984), cert.

denied, 469 US. 857 (1984); Avia Group Int’l, Inc. v. LA. Gear California, 853 F.2d 1557, 1564

(Fed. Cir. 1988); In re Hedges, 783 F.2d 1038, 1041 (Fed. Cir. 1986); Kloster Speedsteel AB v.

Crucible Inc., 793 F.2d 1565 (Fed. Cir. 1986), cert. denied, 479 US. 1034 (1987). The burden

of showing secondary considerations is on the patentee and, in order to accord objective

evidence substantial weight, a patentee must establish a nexus between the evidence and the

merits of the claimed invention; a prima facie case is generally set forth “when the patentee

shows both that there is commercial success, and that the thing (product or method) that is

commercially successful is the invention disclosed and claimed in the patent.” In re GPAC Inc.,

57 F.3d 1573, 1580 (Fed. Cir. 1995); Demaco Corp. v. F. Van LangsdorflLicensing Ltd, 851

F.2d 1387, 1392 (Fed. Cir. 1988), cert. denied, 488 US. 956 (1988); Certain Crystalline
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Cefadroxil Monohydrate, Inv. No. 337~TA—293, Comm’n Op. (March 15, 1990). Once a

patentee establishes nexus, the burden shifts back to the challenger to show that, e.g.,

commercial success was caused by “extraneous factors other than the patented invention, such as

advertising, superior workmanship, etc.” (Id) at 1393.

Generally, a prior art reference that teaches away from the claimed invention does not

create prima facie case of obviousness. In re Gurley, 27 551, 553 (Fed. Cir. 1994); see also

Andersen Corp. v. Pella Corp, No. 2007-1536, 2008 US. App. LEXIS 24087, *13—18 (Fed. Cir.

Nov. 19, 2008); Certain Rubber Antidegradants, Inv. No. 337—TA-533 (Remand), Final ID (Dec.

3, 2008) (stating, “KSR reaffirms that obviousness is negated when the prior art teaches away

from the invention.”)). However, the nature of the teaching is highly relevant. Id. “A reference

may be said to teach away when a person of ordinary skill, upon reading the reference, would be

discouraged from following the path set out in the reference, or would be led in a direction

divergentfrom the path that was taken by the applicant.” Id. (emphasis added). For example, “a

reference will teach away if it suggests that the line of development flowing from the reference's

disclosure is unlikely to be productive of the result sought by the applicant.” Id.

1. The ‘828 Patent

Motorola argues that even if the Desai Thesis or the Bisset ”352 Patent are found not to

anticipate the asserted claims, the claims are rendered obvious in light of the combination of

Bisset and Desai. Motorola’s discussion of obviousness is extremely cursory and it provides an

insufficient explanation of why a person of ordinary skill in the art would be motivated to

combine the Desai Thesis with Bisset. The ALJ finds that Motorola’s argument appears to rest

entirely on the fact that the two references are in the same field of art. (RRB at 58.) This is
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simply insufficient to show by clear and convincing evidence that a skilled artisan would be

motivated to combine these two references to render the asserted claims obvious.

Therefore, the ALJ finds that Motorola has failed to show by clear and convincing

evidence that the ’828 Patent is obvious.

2. The ‘607 Patent

Motorola argues that SmartSkin combined with Japanese Unexamined Patent Application

Publication No. 2002—34203 3A (“Rekimoto ‘033”) renders the ‘607 Patent obvious. (RIB at 74—

77.) Staff agrees. (SIB at 93-95.) Staff further argues that SmartSkin itself would make it

obvious to try to use transparent electrodes. (SIB at 89.)

Apple argues that the combination of SmartSkin and Rekimoto ‘033 does not render the

asserted claims of the ‘607 Patent obvious because Motorola only cites to Figure 9 of Rekimoto

‘033 and this combination is contrary to Motorola’s own expert’s opinion. Apple further argues

that the transparent limitations are not disclosed by the combination for the same reasons set

forth supra in Section VI.B.2 (anticipation). As for the layer and glass limitation, Apple argues

that the combination fails to disclose these limitations because (1) the sensor in Rekimoto ‘033 is

not the same as the sensor in SmartSkin; (2) the motivation to combine is improper hindsight

bias; and (3) Rekimoto ‘033 discloses only a single glass substrate and not the second and third

glass member. (CIB at 144-146.)

As an initial matter, the ALJ finds that SmartSkin alone would render the use of

transparent electrodes obvious. Specifically, while the ALJ found that SmartSkin did not

sufficiently disclose using transparent electrodes to render the asserted claims of the ‘607 Patent

invalid under anticipation, the ALJ finds that SmartSkin does meet the standard for obviousness

for the use of transparent electrodes. The prior art reference itself discloses using transparent
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electrodes — thus, any motivation to use transparent electrodes is found within the reference

itself. (See supra Section VI.B.2.) SIBIA Neurosciences, Inc. v. Cadus Pharm. Corp, 225 F.3d

1349, 1356 (Fed. Cir. 2000) (“In appropriate circumstances, a single prior art reference can

render a claim obvious. However, there must be a showing of a suggestion or motivation to

modify the teachings of that reference to the claimed invention in order to support the

obviousness conclusion. This suggestion or motivation may be derived from the prior art

reference itself, from the knowledge of one of ordinary skill in the art, or from the nature of the

problem to be solved”) (citations omitted)._

—The evidence shows that using ITO was

well known at the time. (JX-367.007; CX-205C at Q&A 30.) Thus, the evidence shows that

SmartSkin would motivate one of ordinary skill in the art to use transparent electrodes and that

the use of materials, such as ITO, in creating the transparent electrodes was well known at the

time. Therefore, the use of transparent electrodes would have been obvious to one of ordinary

skill in the art.

The ALJ further finds that SmartSkin, in combination with Rekimoto ‘033, renders the

asserted claims of the ‘607 Patent obvious. As noted supra in Section VI.B.2, Apple argued that

SmartSkin failed to disclose the use of transparent electrodes, the layer limitations and the glass

member limitation. As will be set forth infra, the ALJ finds that SmartSkin, in combination with

Rekimoto ‘033, discloses these remaining, disputed limitations.
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Rekimoto ‘033 is a Japanese patent application from inventor Junichi Rekimoto, who

authored the SmartSkin publication. (RX-1888 at 2; JX—367.001.) Rekimoto ‘033 and

SmartSkin also stem from the same institution namely Sony Corporation, and in particular Sony

Computer Science Laboratories, Inc.. (RX—1888 at 2; JX-367.001.) Rekimoto ‘033 was filed

May 21, 2001 and published November 29, 2002—~within months of the publication of the

SmartSkin reference. (RX-1888 at 2; JX—367.001.)

The evidence shows that a person of ordinary skill in the art would be able and motivated

to combine the teaching of Rekimoto ‘033 regarding layers, glass, and transparent electrodes

, placed over an LCD display with SmartSkin for at least the reasons discussed above. Among

other similarities, SmartSkin and Rekimoto ‘033 describe a multitouch, mutual capacitance, row

and column sensor from the same inventor, made for the same employer, published in the same

year, using the same detection circuitry. (RX-1885C, Q&A 321; 326; 337; Tr. 1521 :17-1523:1.)

Rekimoto ‘033 discloses a method of recognizing multiple touching or approaching

objects, such as fingers, and the shape of these objects using a mutual capacitance sensor

comprising drive lines and sense lines on separate layers, which is the same subject matter

disclosed in the SmartSkin publication. (RX-1888 at 1] 74; JX—367.001; see generally RX-1885C,

Wolfe Q/A 321; 326; 337.) The touch-sensing devices illustrated in Rekimoto ‘033 and

SmartSkin are virtually identical:
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(RX-1888 at Fig. l; JX-367 at Fig. 2; RX—l885C at Q&A 321; 326; 337; Tr. at 131123-1324223;

1522:14-1523zl.) Rekimoto ‘033 further explains that “a contactless user interface can be

constituted with a liquid crystal display, electromagnetic LED, etc., in this invention.” (RX-1888

at 1] 24.) The touch sensor in Rekimoto ‘033 could “be applied in combination with other

devices. For example, a user input device with a built—in display could be made by combining a

flat-screen display such as a liquid crystal display or organic EL with the non—contact user input

device 1.” (RX-1888 at 1] 62.) Furthermore, Figure 9 of Rekimoto ‘033 shows how the touch

sensor can be formed from row and column conductors on separate layers, separated by an

insulator,19 placed on a glass substrate, over an electromagnetic display.

 
 

'9 Figure 9 of Motorola's certified translation of Rekimoto '033 appears to contain a mistranslation: "electronic
recording plate" should be "insulating layer." The body of Rekimoto '033 describes Figure 9 as follows: In the

example shown in the diagram, the anode electrode layer and cathode electrode layer made ofconductive polymer
are laminated across an insulating layer made of organic material. (RX-1888 at 11 64.)
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(RX—1888 at Figure 9.) Thus, SmartSkin, in combination with Rekimoto ‘033, makes the layer

limitations obvious. (RX-1888.)

As for the “glass member” limitation, the evidence shows that SmartSkin alone, and in

combination with Rekimoto’033, disclose layers that are made of glass or plastic. SmartSkin

describes printed circuit board electrodes on plastic, with a separate plastic cover sheet. (JX—

367.004 and Fig. 9.) Rekimoto ‘033 discloses the use of glass substrates for the layers. (RX—

1888 at Figure 9.)

Therefore, the ALJ finds that the evidence clearly and convincingly shows that the ’607

Patent is obvious in light of SmartSkin in combination with Rekimoto ‘033.

a) Objective Indicia of Nonobviousness

As indicated above, one of the Graham factors that must be considered in an obviousness

analysis, is “objective evidence of nonobviousness,” also called “secondary considerations.” See

Stratoflex, Inc. v. Aeroquip Corp, 713 F.2d 1530, 1536 (Fed. Cir. 1983) (“Thus evidence arising

out of the so—called “secondary considerations’ must always when present be considered en route

to a determination of obviousness”). However, secondary considerations, such as commercial

success, will not always dislodge a determination of obviousness based on analysis of the prior

art. See KSR Int ’1, 127 S.Ct. at 1745 (commercial success did not alter conclusion of

obviousness).

Apple argues that the commercial success of the iPhone 4 and previous generations of

iPhone devices, the iPad and iPod touch in the face of industry skepticism; the significant praise

of the iPhone and its multi-touch touchscreen; and attempts to copy the iPhone4 rebuts any

allegations of obviousness. (CIB at 147-152.) However, the ALJ finds that, even with the

iPhone 4’s commercial success, these secondary considerations cannot overcome the strong
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showing of obviousness in this instance. Perfect Web Techs., Inc. v. InfoUSA, Inc., 587 F.3d

1324, 1333 (Fed. Cir. 2009) (“Moreover, as we have often held, evidence of secondary

considerations does not always overcome a strong prima facie showing of obviousness.);

Sundance, Inc. v. Demonte Fabricating Ltd, 550 F.3d 1356, 1368 (Fed. Cir. 2008) (“Secondary

considerations of nonobviousness--considered here by the district court-—simply cannot

overcome this strong prima facie case of obviousness.”) (citing Agrizap, Inc. v. Woodstream

Corp, 520 F.3d 1337, 1344 (Fed. Cir. 2008)); see also Dystar Textilfarben GMBH & C0.

Deutschland KG v. CH. Patrick C0., 464 F.3d 1356, 1371 (Fed. Cir. 2006) (“The presence of

certain secondary considerations of nonobviousness are insufficient as a matter of law to

overcome our conclusion that the evidence only supports a legal conclusion that claim 1 would

have been obvious.”). As set forth supra, the claimed invention of the ’607 Patent would have

been obvious to one of ordinary skill in the art, especially in light of the disclosures in SmartSkin

and the related Japanese Application Rekimoto ‘033. —

Furthermore, the evidence shows that the iPhone’s success stems from other product

characteristics such as its slim profile, light weight, good battery life, attractive design, easy to

use software, and availability of numerous popular applications, songs and videos. (RX-1885C

at Q&A 343-347.) Thus, the required nexus between the commercial success of the iPhone 4

and the specific features covered by the ’607 Patent does not exist.

Therefore, the ALJ finds that Apple has failed to overcome the strong showing of

obviousness.
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3. The ’430 Patent

Motorola offers only conclusory assertions that the Malone patent, UNIX find and the

Bondy patent render the asserted claims obvious. This is insufficient to meet its burden of

showing obviousness by clear and convincing evidence. Accordingly, the ALJ finds that

Motorola has not shown that the asserted claims are obvious.

D. Written Description

The first paragraph of 35 U.S.C. § 112 requires:

The specification shall contain a written description of the invention, and of the

manner and process of making and using it, in such full, clear, concise, and exact

terms as to enable any person skilled in the art to make and use the same

(emphasis added.)

The Federal Circuit has interpreted 35 U.S.C. § 112, 11 1, to require the patent

specification to “describe the claimed invention so that one skilled in the art can recognize what

is claimed.” Enzo Biochem, Inc. v. Gen-Probe Inc., 323 F.3d 956, 968 (Fed. Cir. 2002). In

evaluating whether a patentce has fulfilled this requirement, the standard is that the patent’s

“disclosure must allow one skilled in the art ‘to [visualize or recognize the identity of” the subject

matter purportedly described.” Id (quoting Regents of Univ. ofCal. v. Eli Lilly & C0., 119 F.3d

1559, 1573 (Fed. Cir. 1997)); see also Cordis Corp. v. Medtronic Ave, Inc., 339 F.3d 1352, 1364

(Fed. Cir. 2003).

Terms need not be used in haec verba. Eiselstein v. Frank, 52 F.3d 1035, 1038 (Fed. Cir.

1995). The written description requirement can be satisfied by “words, structures, figures,

diagrams, formulas, etc.” Lockwood v. Am. Airlines, Inc., 107 F.3d 1565, 1572 (Fed. Cir. 1997)

(emphasis added).
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Motorola argues that under Apple’s proposed construction of properties that the asserted

claims of the ’430 Patent are invalid for failure to provide an adequate written description.

However, the ALJ rejected Apple’s construction. Accordingly, the argument is moot.

E. Enablement

Section 112, 11 1 of Title 35 requires that the specification describe the manner and

process of making and using the invention “in such full, clear, concise, and exact terms as to

enable any person skilled in the art to which it pertains, or with which it is most nearly connected,

to make and use the same.”

The issue of whether a disclosure is enabling is a matter of law. Applied Materials, Inc. v.

Advanced Semiconductor Materials America, Inc., 98 F.3d 1563, 1575 (Fed. Cir. 1996). “To be

enabling, the specification of a patent must teach those skilled in the art how to make and use the

3”

full scope of the claimed invention without ‘undue experimentation. Genentech, Inc. v. Novo

Nordisk, A/S, 108 F.3d 1361, 1365 (Fed. Cir. 1997). “Patent protection is granted in return for an

enabling disclosure of an invention, not for vague, intimations of general ideas that may or may

not be workable.” Id. at 1366. Although a specification need not disclose minor details that are

well known in the art, “[i]t is the specification, not the knowledge of one skilled in the art, that

must supply the novel aspects of an invention in order to constitute adequate enablement,” and in

so doing the specification cannot merely provide “only a starting point, a direction for further

research.” Id. On the other hand, “[i]t is not fatal if some experimentation is needed, for the

53

patent document is not intended to be a production specification. Northern Telecom, Inc. v.

Datapoint Corp, 908 F.2d 931, 941 (Fed. Cir. 1990). “Undue experimentation” is “a matter of

degree” and “not merely quantitative, since a considerable amount of experimentation is

permissible, if it is merely routine, or if the specification in question provides a reasonable
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amount of guidance with respect to the direction in which the experimentation should

proceed ....” PPG Industries, Inc. v. Guardian Industries Corp, 75 F.3d 1558, 1564 (Fed. Cir.

1996).

It is well-settled that in order to be enabling under Section 112, “the patent must contain a

description sufficient to enable one skilled in the art to make and use the full scope of the

claimed invention.” United States v. Teletronics, Inc, 857 F.2d 778, 785 (Fed. Cir. 1988); see

also Amgen, Inc. v. Chugai Pharmaceutical C0,, Ltd, 927 F.2d 1200, 1213 (Fed. Cir. 1991)

(inventor’s disclosure must be “sufficient to enable one skilled in the art to carry out the

invention commensurate with the scope of his claims”). Section 112 requires that the scope of

the claims must bear a reasonable correlation to the scope of enablement provided by the

specification to such persons. Application ofFischer, 427 F.2d 833, 839 (C.C.P.A. 1970).

Motorola argues that under Apple’s proposed construction of properties that the asserted

claims of the ’430 Patent are invalid for failure to provide an adequate enabling disclosure.

However, the ALJ rejected Apple’s construction. Accordingly, the argument is moot.

F. Best Mode20

Section 112, 1i 1 of Title 35 of the United States Code sets out the best mode requirement,

stating in relevant part that “[t]he specification shall contain . . . and shall set forth the best mode

contemplated by the inventor of carrying out the invention.” 35 U.S.C. § 112 11 1. The Court of

Appeals for the Federal Circuit has held that “[t]he purpose of the best mode requirement is to

ensure that the public, in exchange for the rights given the inventor under the patent laws, obtains
 

2° The ALJ notes that the Leahy-Smith American Invents Act, which was enacted on September 16, 2011, removes
best mode as an affirmative defense to patent infringement. However, this provision only applies to proceedings
commenced on or alter its enactment, thus best mode is still available an affirmative defense in this investigation.

See Leahy-Smith America Invents Act, Pub. L. No. 112-29, § 15(a)(3)(A) (2011) (explaining that the failure to
disclose the best mode “shall not be a basis on which any claim of a patent may be canceled or held invalid or
otherwise unenforceable”).

180

A220

PAGE 000282



Case: 12-1338 CamSE-EWICIBAMWBQ DrRageeflBR8 Fmaaaz/zorfled: 07/20/2012

PUBLIC VERSION

from the inventor a full disclosure of the preferred embodiment of the invention.” Dana Corp. v.

IPC Ltd Partnership, 860 F.2d 415, 418 (Fed. Cir. 1988), cert. denied, 490 US. 1067 (1989).

The determination of whether the best mode requirement is satisfied is a question of fact, which

must be proven by clear and convincing evidence. Transco Products Inc. v. Performance

Contracting, Inc., 38 F.3d 551, 559-60 (Fed. Cir. 1994).

In determining compliance with the best mode requirement, two inquires are undertaken.

The first inquiry is whether, at the time of filing the patent application, the inventor possessed a

best mode of practicing the invention. Eli Lilly and Co. v. Barr Laboratories, Inc., 251 F.3d 955,

963 (Fed. Cir. 2001); see also Liquid Dynamics Corp. v. Vaughan Co., Inc., 449 F.3d 1209, 1223

(Fed.Cir. 2006); Spectra—Physics, Inc. v. Coherent, Inc., 827 F.2d 1524, 1535 (Fed. Cir. 1987)

(The specificity of disclosure necessary to meet the best mode requirement is determined “by the

knowledge of facts within the possession of the inventor at the time of filing of the application”).

This first inquiry is subjective and focuses on the inventor’s state of mind at the time the patent

application was filed. Eli Lilly, 251 F.3d at 963. The second inquiry is, if the inventor did

possess the best mode, whether the inventor’s disclosure is adequate to enable one of ordinary

skill in the art to practice the best mode of the invention. Id This second inquiry is objective

and depends on the scope of the claimed invention and the level of skill in the relevant art. Id

The “contours of the best mode requirement are defined by the scope of the “claimed

invention” and thus, the first task in any best mode analysis is to define the invention. Northern

Telecom Ltd v. Samsung Electronics Co., Ltd, 215 F.3d 1281, 1286-87 (Fed. Cir. 2000). “The

definition of the invention, like the interpretation of the patent claims, is a legal exercise, wherein

the ordinary principles of claim construction apply.” Id Once the invention is defined, the best

mode inquiry moves to determining whether a best mode of carrying out that invention was held
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by the inventor. If so, that best mode must be disclosed. In Pfizer, Inc. v. Teva Pharmaceuticals

USA, Inc, 518 F.3d 1353 (Fed. Cir. 2008), the Federal Circuit summarized its best mode

jurisprudence as follows:

We held that the best mode requirement does demand disclosure of an inventor’s

preferred embodiment of the claimed invention. However, it is not limited to that.

We have recognized that best mode requires inventors to disclose aspects of

making or using the claimed invention [when] the undisclosed matter materially

affects the properties of the claimed invention.

Pfizer, 518 F.3d at 1364 (internal quotations and citations omitted).
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El
to

argues that regardless, the ’430 Patent’s disclosure is sufficient to practice the invention. (CIB at

188 (citing JX—1 at 6:25-47, 8:45-12:13).) Apple flirther argues that the ’430 Patent incorporates

by reference Application No. 08/071,812, which issued as US. Patent No. 5,544,302. (CIB at

188.) Apple argues that patent, titled “Object—Oriented Framework for Creating and Using

Container Objects with Built-In Properties,” describes in detail the state of the Taligent desktop

system. (CIB at 188.)

The Staff largely concurs with Apple’s assessment of the record and argues that, under

any claim construction, Motorola has not shown by clear and convincing evidence that Mr.

Nguyen failed to disclose his best mode of practicing the invention under 35 U.S.C. § 112, 111 by

failing to disclose the Taligent operating system. (SIB at 126-127.)
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The ALJ finds that Motorola has failed to prove by clear and convincing evidence that

the ’430 Patent is invalid for failure to disclose the best mode. Motorola has failed to identify

any evidence or testimony that establishes clearly and convincingly that Mr. Nguyen subjectively

believed his invention was “best” practiced on an undisclosed Taligent system. This failure is

fatal to its best mode defense. Eli Lilly, 251 F.3d at 963. Therefore, the ALJ finds that Motorola

has failed to show by clear and convincing evidence that the ’430 Patent is invalid for failure to

disclose best mode.

G. Indefiniteness

As set forth supra in Section IV.E.6, the ALJ found that the claim term “adding support

for the hardware and software components to the operating system without rebooting the

operating system” was not indefinite. (See supra Section IV.E.6.)

VII. Standing and Licensing

A. Standing

Motorola argues that Apple lacks standing to assert the patents at issue because Apple is

not the owner of the ’430 Patent and does not have exclusive rights to that patent. (RIB at 184.)

Taligent, the original assignee of the ’430 Patent, was a joint venture formed by Apple and IBM

in 1991. (RIB at 185.) Taligent (according to Motorola) allegedly assigned its patents, including

the ’430 Patent, to Object Technology Licensing Corporation (“OTLC”). (RIB at 185.) An

assignment between Taligent and OTLC was executed on April 3, 1996 and recorded in the

USP-To. on April 11, 1996. (RIB at 185.)_

_Motorola argues that Apple has failed to demonstrate

that it owns the patents in suit by failing to present any evidence that the assignments were

properly approved by a superrnajority vote of Taligent’s board of directors as required by
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Taligent’s Amended and Restated Certificate of Incorporation. (RIB at 185.) Staff agrees with

Apple that Motorola has failed to present sufficient evidence to show that the assignments are

invalid.

Standing to sue is a threshold requirement in every federal action. Sicom Systems, Ltd. v.

Agilent Technologies, Inc., 427 F.3d 971, 975-76 (Fed. Cir. 2005). The party bringing the action

bears the burden of establishing that it has standing. (Id); see also Ortho Pharm. Corp. v.

Genetics Instit., Inc, 52 F.3d 1026, 1033 (Fed. Cir. 1995) (quoting VWzitmore v. Arkansas, 495

US. 149, 154 (1990)) (“It is well established that before a federal court can consider the

merits of a legal claim, the person seeking to invoke the jurisdiction of the court must establish

the requisite standing to sue.”). Thus, as complainant, Apple bears the burden of proof that it has

standing to pursue its infringement action against Motorola in this investigation. While the

burden of persuasion remains at all times with Apple, once Apple has satisfied its initial burden

of production showing that it is the owner of the asserted patents, the burden of production shifts

to Motorola to rebut such a showing.

There is a presumption in patent law that an inventor owns his invention. Israel Bio-

Eng’g Project v. Amgen, Inc, 475 F.3d 1256, 1263 (Fed. Cir. 2007). Consistent with that

presumption, the “[p]atent issuance creates a presumption that the named inventors are the true

and only inventors.” Id. (quoting Ethicon, Inc. v. US. Surgical Corp, 135 F.3d 1456, 1460 (Fed.

Cir. 1998)). The named inventor of the ’430 Patent is Frank T. Nguyen, and as such, it is

presumed that Nguyen is the true and only inventor of the ’430 Patent. (See JX-l .) According to

the undisputed record evidence, Nguyen assigned his rights in the ’430 Patent to Taligent. (TX-

489 at 5.) On April 11, 1996, an assignment dated April 3, 1996, purporting to assign the ’430

Patent (among others) was recorded with the U.S.P.T.O (Reel 7886 Frame 500). (JX-8.) The
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recordation of an assignment, such as the April 3, 1996 assignment, “creates a presumption of

validity as to the assignment and places the burden to rebut such a showing on one challenging

the assignment.” SiRF Tech, Inc. v. Int ’l Trade Comm ’n, 601 F.3d 1319, 1328 (Fed. Cir. 2010).

On December 10, 2009, OTLC executed an assignment, which was recorded with the U.S.P.T.O

(Reel 23810 Frame 315) assigning the ’430 Patent (among others) to Apple.

The ALJ finds that Apple has sufficiently established through a chain of recorded

assignments that it is the presumptive owner of the ’430 Patent. See SiRF Tech, 601 F.3d at

1328. The ALJ also finds that the evidence Motorola offers to rebut that presumption is

insufficient. The mere fact that directors cannot remember specific votes on minor issues from

15 years ago or that 15 year old records of defunct corporation cannot be located are insufficient

to rebut the presumption in this case. Accordingly, the ALJ finds that at the very least, based on

the April 3, 1996 assignment, Apple has standing to sue.

B. Licensing

A license under a patent, whether express or implied, is generally a complete defense to a

charge of infringement, as long as the patent or invention is used in accordance with the license

agreement.” Certain Flash Memory Controllers, Drivers, Memory Cards, and Media Players

and Products Containing Same, Inv. No. 337—TA—619, Initial Determination at 37 (April 10,

2009) (unreviewed in relevant part) (citing Glass Equip. Dev., Inc. v. Besten, Inc, 174 F.3d 1337

(Fed. Cir. 1999)). Although a defendant has the burden to prove the affirmative license defense,

it must only establish such a defense by a preponderance of the evidence. Certain Lens-Fitted

Film Packages, Inv. No. 337—TA—406, Comm’n Op. at 4 (June 1999) (citing Technical Develop

Corp. v. United States, 597 F.2d 733, 746 (Ct. C1. 1979)).
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1- —Lieense

0n—entered into a patent cross-license

agreement (“the_Cross-License”). (RX-994C.) In this agreement, - granted

to-, on behalf of itself and its subsidiaries, the right to practice the—

_(RX—994C at MOTO-APPLE-005632061_00008.) The—

Cross-License defines Licensed Patents as “all patents . . . issued or issuing on patent

applications entitled to an effective filing date prior to —, under which patents or the

applications therefor- or any of its Subsidiaries now has, or hereafter obtains, the right to

grant licenses to- . . . (Id. at MOTO-APPLE-005632061_OOOO3.) The-

-Cross-License defines—

—(Id. at MOTO—APPLE-005632061_OOOO7-8.)

2. History of Taligent Ownership

Taligent was a joint venture formed by IBM and Apple in 1991 for the purpose of

developing an object-oriented operating system. (JX-545C.)—
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3. The Assignment Of Taligent’s Patents To OTLC

On April 3, 1996, Taligent purported to assign its patent portfolio to OTLC. That

assignment expressly provided that it was “subject to all licenses previously granted by

Assignor.” (JX-489.022-23.) On April 11, 1996, the April 3, 1996 assignment was recorded in

the Patent Office. (Id. at 1.) When that assignment was recorded, OTLC’s attorney represented

to the Patent Office that the assignment from Taligent to OTLC was executed on April 3, 1996,

that the document intended to accomplish an assignment and that “to the best of [his] knowledge

and belief, the foregoing information is true and correct and any attached copy is a true copy of

the original document.” (JX—489.006-7.)

4. Arguments
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The parties do not discuss what law should apply to determine whether the transfer took

place on-or on April 3, 1996. Apple appears to suggest California law applies.

(CRB at 84-85.) As this investigation is governed by federal law, federal choice of law rules

apply. Wordtech Sys., Inc. v. Integrated Networks Solutions, Inc, 609 F.3d 1308, 1318 n.4 (Fed.

Cir. 2010); see also TianRui Group Co. v. US. Int ’1 Trade Comm ’n, 661 F.3d 1322, 1326—27

(Fed. Cir. 2011) (applying single federal standard for trade secret violations in Section 337

violations). Under federal choice of law provisions, the determination of which particular state’s

law should apply “requires the exercise of an informed judgment in the balancing of all the

interests of the states with the most significant contacts in order best to accommodate the equities

97

among the parties to the policies of those states. Vanston Bondholders Protective Committee v.

Green, 329 US. 156, 162 (1946). While the assignment is between two Delaware corporations,
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the ALJ finds that the state with the greatest interest is California. California was site of the

contract, the place where Taligent was based, and where the work that led to the intellectual

property was performed. As such, the ALJ finds California law should apply.

“When a contract is reduced to writing, the intention of the parties is to be ascertained

from the writing alone, if possible...” Cal. Civ. Code § 1639. “In the construction of a statute or

instrument, the office of the Judge is simply to ascertain and declare what is in terms or in

substance contained therein, not to insert what has been omitted, or to omit what has been

inserted...” Cal. Code Civ. Proc., § 1858. However, “[a] contract must be interpreted so as to

give effect to the mutual intention of the parties, and the whole of a contract is to be taken

together, so as to give effect to every part, if reasonably practicable, each clause helping to

interpret the other.” El Dora Oil Co. v. Gibson, 256 P. 550 (Cal. 1927). Under California law:

The test of admissibility of extrinsic evidence to explain the meaning of a written

instrument is not whether it appears to the court to be plain and unambiguous on

its face, but whether the offered evidence is relevant to prove a meaning to which

the language of the instrument is reasonably susceptible. To determine whether

offered evidence is relevant to prove such a meaning the court must consider all

credible evidence offered to prove the intention of the parties. If the court

decides, after considering this evidence, that the language of a contract, in the

light of all the circumstances, is fairly susceptible of either one of the two

interpretations contended for . . ., extrinsic evidence to prove either of such

meanings is admissible.

Delta Dynamics, Inc. v. Arioto, 446 P.2d 785, 787 (Cal. 1968) (Traynor, C.J.) (citations and

quotation marks omitted). Also, under California law, “[w]here there is an inconsistency
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between two agreements both of which are executed by all of the parties, the later contract

supersedes the former.” Frangipani v. Boecker, 75 Cal. Rptr. 2d 407, 409 (Cal. App. 4th Dist.

1998).

This is a closer case than it should be, but the ALJ finds that Motorola has failed to prove

FF5"Er H- (—P ,_.. m _. ,_.. o

‘('D
Dm ('D Q. S:Dc2.0H (—P {3"('D
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Setting this evidence aside because of its infirmities, the ALJ finds firmer ground in the

overall structure of the agreements and the testimony of Apple’s corporate representative

persuasive on this point—

_ The ALJ finds that his evidence is relevant and that it is consistent with a

reasonable interpretation of the agreements at issue in this case. See Delta Dynamics, 446 P.2d

at 787. Accordingly, the ALJ interprets the assignments as transferring of the patents_

_before Taligent became a subsidiary of IBM. Therefore, Motorola’s licensing defense

fails.

VIII. DOMESTIC INDUSTRY

A. Applicable Law

As stated in the notice of investigation, a determination must be made as to whether an

industry in the United States exists as required by subsection (a)(2) of section 337. Section 337

declares unlawful the importation, the sale for importation or the sale in the United States after

importation of articles that infringe a valid and enforceable US. patent only if an industry in the

United States, relating to articles protected by the patent . . . concerned, exists or is in the process

of being established. There is no requirement that the domestic industry be based on the same

claim or claims alleged to be infringed. l9 U.S.C. § l337(a)(2).
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The domestic industry requirement consists of both an economic prong (i. e., there must

be an industry in the United States) and a technical prong (i.e., that industry must relate to

articles protected by the patent at issue). See Certain Ammonium Octamolybdate Isomers, Inv.

No. 337-TA-477, Comm’n Op. at 55, USITC Pub. 3668 (January 2004). The complainant bears

the burden of proving the existence of a domestic industry. Certain Methods of Making

Carbonated Candy Products, Inv. No. 337-TA-292, Comm’n Op. at 34—35, USITC Pub. 2390

(June 1991).

Thus, in this investigation Apple must show that it satisfies both the technical and

economic prongs of the domestic industry requirement with respect to the ’828, the ’607 and

the ’430 Patents. As noted, and as explained below, it is found that these domestic industry

requirements have been satisfied for all three patents.

A complainant in a patent-based Section 337 investigation must demonstrate that it is

practicing or exploiting the patents at issue. See 19 U.S.C. § 1337(a)(2) and (3); also see Certain

Microsphere Adhesives, Process for Making Same, and Products Containing Same, Including

Self-Stick Repositionable Notes, Inv. No. 337—TA—366, Comm’n Op. at 8 (U.S.I.T.C., January 16,

1996) (“Certain Microsphere Adhesives”), afl’d sub nom. Minn. Mining & Mfg. Co. v. US. Int’l

Trade Comm ’n, 91 F.3d 171 (Fed. Cir. 1996) (Table); Certain Encapsulated Circuits, Comm’n

Op. at 16. The complainant, however, is not required to show that it practices any of the claims

asserted to be infringed, as long as it can establish that it practices at least one claim of the

asserted patent. Certain Point ofSale Terminals and Components Thereof, Inv. No. 337-TA~524,

Order No. 40 (April 11, 2005). Fulfillment of this so-called “technical prong” of the domestic

industry requirement is not determined by a rigid formula, but rather by the articles of commerce

and the realities of the marketplace. Certain Diltiazem Hydrochloride and Diltiazem
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Preparations, Inv. N0. 337-TA-349, U.S.I.T.C. Pub. No. 2902, Initial Determination at 138,

(U.S.I.T.C., February 1, 1995) (unreviewed in relevant part) (“Certain Diltiazem”); Certain

Double-Sided Floppy Disk Drives and Components Thereof, Inv. No. 337—TA-215, 227 U.S.P.Q.

982, 989 (Comm’n Op. 1985) (“Certain Floppy Disk Drives”).

The test for claim coverage for the purposes of the technical prong of the domestic

industry requirement is the same as that for infringement. Certain Doxorubicin and

Preparations Containing Same, Inv. No. 337—TA-300, Initial Determination at 109 (U.S.I.T.C.,

May 21, 1990) (“Certain Doxorubicin”), afl’d, Views of the Commission at 22 (October 31,

1990). “First, the claims of the patent are construed. Second, the complainant’s article or

process is examined to determine whether it falls within the scope of the claims.” (Id.) As with

infringement, the first step of claim construction is a question of law, whereas the second step of

comparing the article to the claims is a factual determination. Markman, 52 F.3d at 976. The

technical prong of the domestic industry can be satisfied either literally or under the doctrine of

equivalents. Certain Excimer Laser Systems for Vision Correction Surgery and Components

Thereofand Methodsfor Performing Such Surgery, Inv. N0. 337-TA-419, Order No. 43 (July 30,

1999). The patentee must establish by a preponderance of the evidence that the domestic product

practices one or more claims of the patent. See Bayer, 212 F.3d at 1247.

The economic prong 0f the domestic industry requirement is defined in subsection

337(a)(3) as follows:

(3) For purposes of paragraph (2), an industry in the United States shall be

considered to exist if there is in the United States, with respect to the articles

protected by the patent, copyright, trademark or mask work concerned —

(A) Significant investment in plant and equipment;

(B) Significant employment of labor or capital; or

(C) Substantial investment in its exploitation, including

engineering, research and development, or licensing.
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l9U.S.C. § 1337(a)(3).

The economic prong of the domestic industry requirement is satisfied by meeting the

criteria of any one of the three factors listed above.

Section 337(a)(3)(C) provides for domestic industry based on “substantial investment” in

the enumerated activities, including licensing of a patent. See Certain Digital Processors and

Digital Processing Systems, Components Thereof, and Products Containing Same, Inv. No. 337-

TA-559, Initial Determination at 88 (May 11, 2007) (“Certain Digital Processors”). Mere

ownership of the patent is insufficient to satisfy the domestic industry requirement. Certain

Digital Processors at 93. (citing the Senate and House Reports on the Omnibus Trade and

Competitiveness Act of 1988, S.Rep. No. 71). However, entities that are actively engaged in

licensing their patents in the United States can meet the domestic industry requirement. Certain

Digital Processors at 93. In establishing a domestic industry under Section 337(a)(3)(C), the

complainant does not need to show that it or one of its licensees is practicing a patent-in-suit.

See Certain Semiconductor Chips with Minimized Chip Package Size and Products Containing

Same, Inv. No. 337-TA-432, Order No. 13, at 11, (January 24, 2001) (“Certain Semiconductor

Chips”). The complainant must, however, receive revenue, e.g. royalty payments, from its

licensing activities. Certain Digital Processors, at 93-95 (“Commission decisions also reflect

the fact that a complainant’s receipt of royalties is an important factor in determining whether the

domestic industry requirement is satisfied . . . [t]here is no Commission precedent for the

establishment of a domestic industry based on licensing in which a complainant did not receive

any revenue from alleged licensing activities. In fact, in previous investigations in which a

complainant successfully relied solely on licensing activities to satisfy section 337(a)(3), the

complainant had licenses yielding royalty payments”) (citations omitted). See also Certain
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Video Graphics Display Controllers and Products Containing Same, Inv. No. 337—TA—412,

Initial Determination at 13 (May 14, 1999) (“Certain Video Graphics Display Controllers”);

Certain Integrated Circuit Telecommunication Chips and Products Containing Same Including

Dialing Apparatus, Inv. No. 337—TA-337, U.S.I.T.C. Pub. No. 2670, Initial Determination at 98

(March 3, 1993) (“Certain Integrated Circuit Telecommunication Chips”); Certain Zero-

Mercury-Added Alkaline Batteries, Parts Thereofand Products Containing Same, Inv. No. 337-

TA—493, Initial Determination at 142 (June 2, 2004) (“Certain Zero-Mercury-Added Alkaline

Batteries”); Certain Semiconductor Chips, Order No. 13 at 6 (January 24, 2001); Certain Digital

Satellite System DSS Receivers and Components Thereof, InV. No. 337—TA—392, Initial and

Recommended Determinations at 11 (December 4, 1997) (“Certain Digital Satellite System DSS

Receivers ”).

B. Technical Prong

Apple has met to meet the technical prong of the domestic industry requirement. Apple

relies on the iPhone and Mac OS X to establish the technical prong of domestic industry. (CIB

at 78).

1. The ‘828 Patent

Apple argues that the iPhone 4 meets all of the limitations of claim 10 of the ’828 Patent.

(CIB at 74—76.)—
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Therefore, the ALJ finds that Apple has shown by a preponderance of the evidence that

the iPhone 4 practices claim 10 of the ’828 Patent.

2. The ‘607 Patent

Apple argues that it iPhone 4 meets all the limitations claims 1-7 and 10 either literally or

under the doctrine of equivalents. To the extent that Apple need only show that the iPhone4

practices one claim of the ”607 Patent, the ALJ finds that Apple has shown by a preponderance

of the evidence that the iPhone 4 practices claim 1. (See Bayer, 212 F.3d at 1247 (the patentee

must establish by a preponderance of the evidence that the domestic product practices one or

more claims of the patent).) The ALJ’s decision not to address the other claim limitations set

forth by Apple does not indicate that it has not been considered. Rather, in light of the foregoing,

such analyses have been deemed superfluous and immaterial.

Staff argues that Apple has shown by a preponderance of the evidence that the iPhone 4

practices claim 1 of the ’607 Patent. (SIB at 79-80.)
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a) Preamble - “A touch panel comprising a transparent capacitive

sensing medium configured to detect multiple touches or near touches

that occur at a same time and at distinct locations in a plane of the

touch panel and to produce distinct signals representative of a

location of the touches on the plane of the touch panel for each of the

multiple touches, wherein the transparent capacitive sensing medium”

Apple argues that the iPhone 4 satisfied the preamble because it contains a transparent

touch panel that is capable of accurately recognizing multiple, simultaneous touches or near

touches. (CIB at 94.) Staff agrees. (SIB at 79-80.) Motorola does not dispute that the iPhone 4

meets this limitation. (RIB at 39-47; RRB at 18—26.)

Therefore, the ALJ finds that the iPhone 4 meets this limitation.

b) “first layer having a plurality of transparent first conductive lines

that are electrically isolated from one another” and “second layer

spatially separated from the first layer and having a plurality of

transparent second conductive lines that are electrically isolated from
one another”
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Therefore, the ALJ finds that the iPhone 4 meets this limitation.

c) “second conductive lines being positioned transverse to the first

conductive lines, the intersection of transverse lines being positioned

at different locations in the plane of the touch panel”

Motorola does not dispute that the iPhone 4 meets this limitation.

(RIB at 39—47; RRB at 18-26.)

d) “each of the second conductive lines being operatively coupled to

capacitive monitoring circuitry”
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Therefore, the ALJ finds that the iPhone 4 meets this claim limitation.
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e) “wherein the capacitive monitoring circuitry is configured to

detect changes in charge coupling between the first conductive lines
and the second conductive lines”

Therefore, the ALJ finds that the iPhone 4 meets this claim limitation.

Based on the foregoing, the ALJ finds that Apple has shown by a preponderance of the

evidence that the iPhone 4 practices claim 1 of the ‘607 Patent.

3. The ’430 Patent

Apple argues that its Mac OS X, through the I/O Kit, practices the ’430 Patent. (CIB at

177-181.) Staff agrees that Apple meets the technical prong of the domestic industry

requirement. Motorola only disputes Whether Mac OS X meets Apple’s construction of

“properties.” (RIB at 162-165.) As set forth supra, the ALJ rejected Apple’s construction.

Apple performed an element by element analysis of the iPhone 4 in its initial post hearing brief.

(CIB at 177-181.) Given that there is no longer any genuine dispute regarding the iPhone 4 and

having reviewed the evidence cited in Apple’s initial post-hearing brief, the ALJ finds that Apple

has met the technical prong of the domestic industry requirement for the ’430 Patent. (See CX—

206C; CX-201C at Q&A 235—314.)
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C. Economic Prong

On September 15, 2011, the ALJ issued an Initial Determination finding that Apple had

satisfied the economic prong of domestic industry requirement. See Order No. 14 (September 15,

2011). On October 14, 2011, the Commission determined not to review the order. See Notice of

Commission Decision Not To Review an Initial Determination Granting Complainant’s Motion

for Summary Determination on the Economic Prong of the Domestic Industry Requirement

(October 14, 2011).

Having made the foregoing findings on whether the domestic industry requirement has

been met, the ALJ finds that the disposition of this material issue satisfies Commission Rule

210.42(d). The ALJ’s failure to discuss any matter raised by the parties, or any portion of the

record, does not indicate that it has not been considered. Rather, any such matter(s) or portion(s)

of the record has/have been deemed immaterial.
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IX. CONCLUSIONS OF LAW

1.

10.

11.

12.

The Commission has personal jurisdiction over the parties, and subject-matter

jurisdiction over the accused products.

The importation or sale requirement of section 337 is satisfied.

The accused products literally infringe the asserted claims of the ’430 Patent and

the ’607 Patent.

The accused products do not literally infringe the asserted claims of the ”828 Patent.

. The accused products do not infringe the asserted claims of any of the asserted

patents under the doctrine of equivalents

The asserted claims of the ’430 Patent and the ’607 Patent are invalid under 35 U.S.C.

§ 102 for anticipation.

The asserted claims of the ’607 Patent are invalid under 35 U.S.C. § 103 for

obviousness.

The asserted claims of the ’430 Patent are not invalid for failing to meet the written

description, enablement, indefiniteness or best mode requirement.

Apple has standing to assert the ’430 Patent.

Motorola is not licensed to practice the ’430 Patent.

The technical prong 0f the domestic industry requirement for all of the asserted

patents has been satisfied.

It has not been established that a violation exists of section 337.
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X. INITIAL DETERMINATION AND ORDER

Based on the foregoing, it is the INITIAL DETERMINATION (“ID”) of this ALI that no

violation of section 337 of the Tariff Act of 1930, as amended, has occurred in the importation

into the United States, the sale for importation, or the sale Within the United States after

importation of certain mobile devices and related software that infringe one or more of claims 1,

2, 10, 11, 24—26, and 29 US. Patent No. 7,812,828; claims 1-7 and 10 ofU.S. Patent No.

7,663,607; and claims 1, 3, and 5 ofthe US. Patent No. 5,379,430.

Further, this Initial Determination, together with the record of the hearing in this

investigation consisting of:

(1) the transcript of the hearing, with appropriate corrections as may hereafter be

ordered, and ‘

(2) the exhibits received into evidence in this investigation, as listed in the attached

exhibit lists in Appendix A,

are CERTIFIED to the Commission. In accordance with 19 CPR. § 210.39(c), all material

found to be confidential by the undersigned under 19 C.F.R. § 210.5 is to be given in camera

treatment.

The Secretary shall serve a public version of this ID upon all parties of record and the

confidential version upon counsel Who are signatories to the Protective Order (Order No. 1.)

issued in this investigation, and upon the Commission investigative attorney.
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RECOMMENDED DETERMINATION ON REMEDY AND BOND

I. Remedy and Bonding

The Commission’s Rules provide that subsequent to an initial determination on the

question of Violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, the

administrative law judge shall issue a recommended determination containing findings of fact

and recommendations concerning: (1) the appropriate remedy in the event that the Commission

finds a violation of section 337, and (2) the amount of bond to be posted by respondents during

Presidential review of Commission action under section 3370). See 19 C.F.R. § 210.42(a)(1)(ii).

A. Limited Exclusion Order

Under Section 337(d), the Commission may issue either a limited or a general exclusion

order. A limited exclusion order directed to respondents’ infringing products is among the

remedies that the Commission may impose, as is a general exclusion order that would apply to

all infringing products, regardless of their manufacturer. See 19 U.S.C. § 1337(d).

Apple requests that a limited exclusion order be issued that prohibits the importation of

all infringing products. (CIB at 193.) Motorola requests that any limited exclusion order be

“narrowly-tailored to the smallest Motorola component part or parts that include only the

element found by the Commission to infringe valid claims of the Asserted Patents.” (RIB at

195.) Motorola argues that such an order would “provide Apple with sufficient relief and avoid

improperly restricting legitimate commerce harming United States consumers.” (RIB at 195.)

Motorola further argues that the limited exclusion order should “except from its scope all

activities related to and component parts utilized in the ‘service and repair’ of previously-sold

accused products.” (RIB at 195 .) Motorola also argues that the limited exclusion order should
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except from its scope “any merchandise delivered pursuant to preexisting contracts,” because

otherwise consumers will be adversely affected. (RIB at 195-96.) Finally, Motorola argues that

any limited exclusion order should “include a certification provision such that Motorola can

certify to United States Customs that its products do not infringe the asserted claims of the

Asserted Patents.” Motorola argues that such a certification provision would “assist Customs if

Motorola later enters into a license agreement with Apple because it will enable Customs to

determine which Motorola products are no longer subject to exclusion.” (RIB at 196.)

Staff agrees that a limited exclusion order is appropriate. (SIB at 134—35.) It does not

agree with most of Motorola’s limitations with the exception of the certification provision. (CIB

at 135.) Staff argues that this Investigation is not directed solely to components of the accused

devices. (SIB at 135.) The Staff argues that the “narrowly—tailored” exclusion order the

Motorola seeks “would not give Apple the relief it seeks. . . .” Therefore, Staff argues that any

limited exclusion order should be directed toward all the accused devices that are found to

infringe. (SIB at 135.) However, Staff does agree with Motorola that a certification provision,

as Motorola proposes, is routinely included in exclusion order and would be appropriate in this

investigation.

Apple responds that Motorola’s arguments are primarily premised on the so-called

“public interest factors” and are not properly considered by the ALJ. (CRB at 87.) As for

Motorola’s argument that the exclusion order should be limited to the smallest possible

component, Apple argues that the complaint in the investigation is directed at the entire mobile

handset — not some component of one. (CRB at 87-88.) As for Motorola’s proposed service

exemption, Apple argues that Motorola fails to show how such an exemption would serve the

207

A247

PAGE 000309



Case: 12-1338 CaQASE-HPERTICIBANJWBY DWMQ8 FIFHQQSJZUQOEHed: 07/20/2012

PUBLIC VERSION

public interest and fails to point to supporting evidence in the record. (CRB at 89.) Apple also

argues that such an exception would render the exclusion order meaningless. (CRB at 89.)

The ALJ finds that the appropriate remedy is a limited exclusion order directed at the

Accused Products that have been found to infringe the Asserted Claims of the Asserted Patents

with a certification provision where Motorola can certify to the United States Customs that its

products do not infringe the asserted claims of the asserted patents. The ALJ agrees with Apple

and Staff that the limited exclusion order should not be limited to the smallest component as

Motorola contends because this Investigation is directed at the entire mobile device and not its

components. Furthermore, such a narrow exclusion order would not give Apple any effective

relief.

As for Motorola’s service and repair and existing contracts exceptions, they appear to be

premised on public interest considerations that are more appropriately directed to the

Commission. See 19 C.F.R. § 210.50(b)(l) (“[A]n administrative law judge shall not address the

issue of the public interest. . . .”). The ALJ agrees with Motorola and Staff that a certification

provision where Motorola can certify to the United States Customs that its products do not

infringe the asserted claims of the asserted patents is appropriate.

B. Cease and Desist Order

Section 337 provides that in addition to, or in lieu of, the issuance of an exclusion order,

the Commission may issue a cease and desist order as a remedy for violation of section 337. See

19 U.S.C. § l337(f)(l). The Commission generally issues a cease and desist order directed to a

domestic respondent when there is a “commercially significant” amount of infringing, imported

product in the United States that could be sold so as to undercut the remedy provided by an

exclusion order. See Certain Crystalline Cefadroxz'l Monohydrate, lnv. No. 337—TA—293, USlTC
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Pub. 2391, Comm’n Op. on Remedy, the Public Interest and Bonding at 37-42 (June 1991);

Certain Condensers, Parts Thereof and Products Containing Same, Including Air Conditioners

for Automobiles, Inv. No. 337-TA-334, Comm’n Op. at 26-28 (Aug. 27, 1997).

Apple argues that there is evidence of commercially significant inventories of infringing

articles. (CIB at 194.) Motorola argues that is not entitled to a cease and desist order because

Apple has failed to introduce evidence of current inventories. (RIB at 196-97.) The Staff agrees

with Apple and argues that the evidence Apple offered shows that there are commercially

significant inventories.

The ALJ finds the evidence shows that Motorola maintains a commercially significant

inventory of accused products. (OX-203C at Q107-09; CX—32C at 38-40.) Therefore, the ALJ

recommends that the Commission issue a cease and desist order against Motorola because of its

commercially significant inventories of accused products.

C. Bond During Presidential Review Period

The Administrative Law Judge and the Commission must determine the amount of bond

to be required of a respondent, pursuant to section 337G)(3), during the 60—day Presidential

review period following the issuance of permanent relief, in the event that the Commission

determines to issue a remedy. The purpose of the bond is to protect the complainant from any

injury. 19 CPR. § 210.42(a)(1)(ii), § 210.50(a)(3).

When reliable price information is available, the Commission has often set the bond by

eliminating the differential between the domestic product and the imported, infringing product.

See Certain Microsphere Adhesives, Processesfor Making Same, and Products Containing Same,

Including Self-Stick Repositionable Notes, Inv. No. 337-TA-366, Comm’n Op. a 24 (1995). In

other cases, the Commission has turned to alternative approaches, especially when the level of a
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reasonable royalty rate could be ascertained. See, e.g., Certain Integrated Circuit

Telecommunication Chips and Products Containing Same, Including Dialing Apparatus, Inv. No.

337—TA-337, Comm’n Op. at 41 (1995). A 100 percent bond has been required when no

effective alternative existed. See, e. g., Certain Flash Memory Circuits and Products Containing

Same, Inv. No. 337—TA-382, USITC Pub. No. 3046, Comm’n Op. at 26-27 (July 1997) (a 100%

bond imposed when price comparison was not practical because the parties sold products at

different levels of commerce, and the proposed royalty rate appeared to be de minimis and

without adequate support in the record).

Apple argues for a 100% bond on all of the products or in the alternative several different

bonds depending on the particular combination of patents that is infringed. In its alternative

scenario, if all three patents or if just the ’430 Patent are infringed, Apple argues that a 100%

bond is appropriate. However, if infringement is limited to either the ’828 or ‘607 Patents, or

both, then a price differential bond of approximately- is appropriate. (CIB at 194-97.)

Motorola argues that Apple has failed to meet its burden of proof as to the amount of the

bond, and therefore, no bond should be required. In the alternative, Motorola argues that a 100%

bond is inappropriate Respondents argue that the royalty rate should be between-and-

(RIB at 197-200.) Staff argues that for simplicity the bond should be set at 100%.

The ALJ finds that a price differential bond of no more than- for the ’828 and ‘607

Patent would more than adequately protect Apple during the Presidential bond period. (RX—

1876C at Q&A 124.) Accordingly, for the ’828 and ‘607 Patents, the ALJ recommends that the

Commission set the bond at no more than-per entered product.

As for the ’430 Patent, it is undisputed that Motorola does not compete directly with

Apple’s Mac OS X operating system and computers running it. (CIB at 194-97.) It is also
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undisputed that - represents the average royalty in the industry. (RIB at 199.) The ALJ

finds that such a royalty would provide adequate compensation to Apple for this patent.

Accordingly, with The ALJ recommends that the Commission set a bond of no more than-

for the ’430 Patent.

11. Conclusion

In accordance with the discussion of the issues contained herein, it is the

RECOMMENDED DETERMINATION (“RD”) of the ALJ should the Commission find a

violation, then it should issue a limited exclusion order directed at Motorola’s products found to

infringe the ‘828 Patent, the ‘607 Patent, and the ’430 Patent that includes a certification

provision under which Motorola can certify to Customs and Border Protection that its products

do not infringe the asserted claims of the Asserted Patents. The Commission should also issue a

cease and desist order directed toward Motorola that prohibits the sale of any commercially

significant quantities of the Accused Products. Furthermore, Motorola should be required to post

a bond set at no more than- of the entered value of the accused products for the ’430 Patent

and of no more than- for the ’828 and ‘607 Patents during the Presidential review period.

Within seven days of the date of this document, each party shall submit to the office of

the Administrative Law Judge a statement as to whether or not it seeks to have any portion of

this document deleted from the public version. The parties' submissions must be made by hard

copy by the aforementioned date.

Any party seeking to have any portion of this document deleted from the public version

thereof must submit to this office (1) a copy of this document with red brackets indicating any

portion asserted to contain confidential business information by the aforementioned date and (2)
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a list specifying where said redactions are located. The parties' submission concerning the public

version of this document need not be filed with the Commission Secretary.

SO ORDERED.

62? law/”EL
am W»

Theodore R. Essex

Administrative Law Judge
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IN THE MATTER OF CERTAIN MOBILE DEVICES,

AND RELATED SOFTWARE THEREOF Inv. N0. 337-TA-750

PUBLIC CERTIFICATE OF SERVICE

1, James R. Holbein, hereby certify that the attached INITIAL DETERMINATION has been served

by hand upon, the Commission Investigative Attorney, Lisa A. Kattan, Esq. and the following

parties as indicated on January 25, 2012.
/"\

Jaffixes R. Holbein, Secretary
US. International Trade Commission

500 E Street, SW, Room 112A

Washington, DC. 20436

   

ON BEHALF OF COMPLAINANT APPLE INC.:

Mark G. Davis, Esq. ( ) Via Hand Delivery

WEIL, GOTSHALL & MANGES LLP ( )() Via Overnight Mail
1300 Eye Street, NW, Suite 900 ( ) Via First Class Mail

Washington, DC 20005 ( ) Other:

ON BEHALF OF RESPONDENT MOTOROLA MOBILITY INC.: 

Charles F. Schill, Esq. ( ) Via Hand Delivery

STEPTOE & JOHNSON LLP ( X)’ Via Overnight Mail

1330 Connecticut Avenue, NW ( ) Via First Class Mail

Washington, DC 20036 ( ) Other:

PUBLIC MAILING LIST:

Heather Hall ( ) Via Hand Delivery

LEXIS - NEXIS ( ) Via Overnight Mail

9443 Springboro Pike ( X) Via First Class Mail
Miamisburg, OH 45342 ( ) Other:

Kenneth Clair ( ) Via Hand Delivery

THOMSON WEST ( ) Via Overnight Mail

1100 Thirteenth Street, NW, Suite 200 ( >< ) Via First Class Mail

Washington, DC. 20005 ( ) Other:
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Review in Part and on Review To

Affirm a Final Determination

Finding No Violation of Section 337;

Termination of Investigation,

Dated March 16, 2012
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

 
  
 

In the Matter of

CERTAIN MOBILE DEVICES, AND

RELATED SOFTWARE THEREOF Inv. No. 337—TA—750

NOTICE OF COMMISSION DECISION TO REVIEW IN PART AND ON REVIEW TO

AFFIRM A FINAL DETERMINATION FINDING NO VIOLATION OF SECTION 337;
TERMINATION OF INVESTIGATION

AGENCY: US. International Trade Commission.

ACTION: Notice.

SUMMARY: Notice is hereby given that the US. International Trade Commission has

determined to review in part the presiding administrative law judge's (“ALJ”) final initial

determination (“ID”) issued on January 13, 2012, finding no violation of section 337 of the

Tariff Act of 1930, 19 U.S.C. § 1337 in the above—captioned investigation, and on review, to

affirm the ID’S finding of no violation. The investigation is hereby terminated.

FOR FURTHER INFORMATION CONTACT: Megan M. Valentine, Office of the General

Counsel, US. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,

telephone (202) 708-2301. Copies of non-confidential documents filed in connection with this

investigation are or will be available for inspection during official business hours (8:45 am. to

5:15 pm.) in the Office of the Secretary, US. International Trade Commission, 500 E Street,

S.W., Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the

Commission may also be obtained by accessing its Internet server at http://wwvvasiz‘c. gov. The

public record for this investigation may be viewed on the Commission’s electronic docket (EDIS)

at httg://edis.usitc. gov. Hearing-impaired persons are advised that information on this matter can

be obtained by contacting the Commission’s TDD terminal on (202) 205—1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on

November 30, 2010, based on a complaint filed by Apple Inc., f/k/a Apple Computer, Inc., of

Cupertino, California. 75 Fed. Reg. 74081-82. The complaint alleges violations of section 337 of

the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, in the importation into the United States,

the sale for importation, and the sale within the United States after importation of certain mobile

devices and related software by reason of infringement of certain claims of US. Patent Nos.

7,812,828 (“the ‘828 Patent”); 7,663,607 (“the ‘607 Patent”); and 5,379,430 (“the ‘430 Patent”).

The Commission’s notice of investigation named Motorola, Inc. n/k/a Motorola Solutions of

Schaumburg, Illinois (“Motorola Solutions”) and Motorola Mobility, Inc. (“Motorola”) of
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Libertyville, Illinois as respondents. The Office of Unfair Import Investigation was named as a

participating party. The Commission subsequently terminated Motorola Solutions as a

respondent based on withdrawal of allegations pursuant to Commission Rule 210.21(a)(1) (19

C.F.R. § 210.21(a)(1)). Notice (Aug. 31, 2011).

On January 13, 2012, the ALJ issued his final ID, finding no violation of Section 337.

Specifically, the ALJ determined that accused products do not infringe the asserted claims of the

‘828 Patent either literally or under the doctrine of equivalents (“DOE”). The ALJ also found that
the asserted claims of the ‘828 Patent are not invalid. The ALJ further found that the accused

products literally infringe the asserted claims of the ‘430 and ‘607 patents, but do not infringe
under DOE. The ALJ also found that the asserted claims of the ‘430 Patent are invalid under 35

U.S.C. § 102 for anticipation, and that the asserted claims of the ‘607 Patent are invalid under 35

U.S.C. § 102 for anticipation and under 35 U.S.C. § 103 for obviousness. The ALJ further found

that Apple has standing to assert the ‘430 Patent, and that Motorola is not licensed to practice the

‘430 Patent. The ID also includes the ALJ’s recommended determination on remedy and bonding

in the event that the Commission reversed his finding of no violation of Section 337.

On January 30, 2012, Apple filed a petition for review of certain aspects of the IDS

findings concerning claim construction infringement, and validity. Also on January 30, 2012,

Motorola filed a contingent petition for review of certain aspects of the ID’s findings concerning

claim construction infringement, validity, domestic industry, standing, and licensing. On

February 7, 2012, Motorola filed a response to Apple’s petition for review. Also on February 7,

2012, Apple filed a response to Motorola’s contingent petition for review. Further on February 7,

2012, the Commission investigative attorney filed a joint response to both Apple’s and

Motorola’s petitions.

On February 22, 2012, non—party Google Inc. filed a public interest statement in response

to the post—RD Commission Notice issued on January 25, 2012. See Corrected Notice of Request

for Statements on the Public Interest (Jan. 25 , 2012). On February 23, Apple filed a post-RD

statement on the public interest pursuant to section 201 .50(a)(4) of the Commission’s Rules of

Practice and Procedure (19 C.F.R. § 201.50(a)(4)), along with a motion for leave to file the
statement out of time.

Having examined the record of this investigation, including the ALJ’s final ID, the

petitions for review, and the responses thereto, the Commission has determined to review the final

ID in part.

Specifically, the Commission determines to review the ID for the limited purpose of

clarifying that the ALJ also found claims 24—26, and 29 of the ‘828 Patent not infringed, and on

review, to affirm this finding. We note that the ID does not explicitly address the issue of

infringement of claims 24—26 and 29 of the ‘828 Patent, but finds no violation of Section 337 by

reason of infringement of claims 1, 2, 10, 11, 24—26, and 29 of the ‘828 Patent. See ID at 205.

We find, however, that the ALJ’s analysis of the claim limitations “mathematically fitting an

ellipse” and “mathematically fit an ellipse” with respect to claims 1 and 10, respectively, of the

‘ 828 Patent reflects the arguments and evidence adduced by Apple with respect to infringement of
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claims 24—26 and 29. Apple presented no argument or evidence concerning infringement of the

limitation “means for fitting an ellipse to at least one of the pixel groups” in claim 24 and, by

dependency, claims 25—26 and 29 of the ‘828 Patent separate from its infringement arguments

concerning claims 1 and 10. Accordingly, Apple has failed to meet its burden to demonstrate

infringement of claims 25—26 and 29 of the ‘828 Patent.

The Commission also determines to review the ID’s finding that the asserted claims of the

‘607 Patent are obvious under 35 U.S.C. § 103 in view of the reference “SmartSkin: An

Infrastructure for Freehand Manipulation on Interactive Surfaces” by Jun Rekimoto either alone

or in combination with Japan Unexamined Patent Application Publication No. 2002-342033A to

Jun Rekimoto, and on review, modify the ID but affirm the finding that Motorola has

demonstrated by clear and convincing evidence that the asserted claims of the ‘607 Patent are

invalid under 35 U.S.C. § 103. The Commission’s reasoning will be set forth in an opinion to be

issued shortly.

The Commission also determines to review the ID’s finding that the accused products

infringe claims 1, 3 and 5 of the ‘430 Patent, and on review, affirm the ID’s finding of direct

infringement, but find that the analysis of infringement is incomplete in the ID because the ID’s

analysis does not address the Commission’s decision in Certain Electronic Devices with Image

Processing Systems, Components Thereof, And Associated Software, 337-TA-724, Comm. Op. at

10-20 (Dec. 21, 2011).

The Commission has determined not to review the remaining issues decided in the ID.

Apple’s motion for leave to file its public interest comments out of time is denied as moot.

The authority for the Commission’s determination is contained in section 337 of the

TariffAct of 1930, as amended (19 U.S.C. § 1337), and in sections 210.4246 and 210.50 ofthe

Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.4246 and 210.50).

By order of the Commission.   
James R. Holbein

Secretary to the Commission

Issued: March 16, 2012
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UNITED STATES INTERNATIONAL TRADE COMNIISSION

' Washington, DC.

 

  
 

In the Matter of 
 CERTAIN MOBILE DEVICES, AND

RELATED SOFTWARE THEREOF

Inv. No. 337-TA-750

COMMISSION OPINION

I. BACKGROUND

A. Procedural Historyl

The Commission instituted this investigation on November 30, 2010, based on a

complaint filed by Apple Inc., flk/a Apple Computer, Inc., of Cupertino, California (“Apple”). 75

Fed. Reg. 74081-82. The complaint alleges violations of section 337 of the Tariff Act of 1930,

as amended, 19 U.S.C. § 1337 (“Section 337”), in the importation into the United States, the sale

for importation, and the sale within the United States after importation of certain mobile devices

and related software by reason of infringement of certain claims of US. Patent Nos. 7,812,828;

7,663,607 (“the ‘607 Patent”); and 5,379,430 . The Commission’s notice of investigation named

Motorola, Inc. n/k/a Motorola Solutions of Schaumburg, Illinois (“Motorola, Inc”) and Motorola

Mobility, Inc. of Libertyville, Illinois (“Motorola”) as respondents. The Office of Unfair Import

Investigation (“IA”) was named as a participating party. On August 16, 2011, the presiding

administrative law judge (“ALI”) issued an initial determination (“ID”) granting a joint

1 The procedural history of the investigation prior to theissuance of the final ID'is fully set forth
in that document. See Final ID at l -2.
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unopposed motion to terminate the investigation as to Motorola, Inc. See Order No. 10 (Aug. 16,

2011). The Commission determined not to review Order No. 10. See Notice (Aug. 3 l , 2011).

On January 13, 2012, the ALJ issued his final ID (“Final ID”), finding no violation of

Section 337. In particular, as is relevant to this opinion, the ALJ found that the asserted claims

of the ‘607 Patent are invalid for anticipation under 35 U.S.C. § 102 and invalid for obviousness

under 35 U.S.C..§ 103. On January 30, 2012, Apple filed a petition for review of certain aspects

of the final ID. In particular, Apple requested that the Commission review the IDS findings that

the asserted claims of the ‘607 Patent are invalid.2 On February 7, 2012, Motorola and the IA

I filed responses to Apple’s petition for review.3

On March 16, 2012, the Commission determined to review the final ID in part, and on

review, to affirm the lD’s finding of no violation of Section 337 and to terminate the

investigation. See Notice of Commission Decision to Review In Part And On Review To Affirm

a Final Determination Finding No Violation of Section 337; Termination of Investigation (March

16, 2012). In particular, the Commission determined to review the IDS finding that the asserted

claims of the ‘607 Patent are obvious under 35 U.S.C. § 103 in view of the reference “SmartSkin:

- An Infrastructure for Freehand Manipulation on Interactive Surfaces” by Jun Rekimoto

(“SmartSkin”), either alone or in combination with Japan Unexamined Patent Application

Publication No. 2002-342033A to Jun Rekimoto (“Rekimoto ‘033”). As discussed below, on

review, the Commission affirms the IDS finding of obviousness in view of- the SmartSkin

2 Also on January 30, 2012, Motorola filed a contingent petition for review of certain aSpects of
the final ID. 4

3 The IA’s February 7, 2012, filing included her response to Motorola’s contingent petition.
Apple also filed a response to Motorola’s contingent petition on February 7, 2012.
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reference in combination with Rekimoto ‘033 and finds that Motoroia has demonstrated by clear

and convincing evidence that the asserted claims of the ‘607 Patent are invalid under 35 U.S.C. §

103- based on modified reasoning.-

B. Patent at Issue

The “607 Patent is entitled “Multipoint Touchscreen” and is directed to a touch panel that

has a transparent capacitive sensing medium configured to detect multiple touches or near

touches that occur simultaneously and at different locations on the touch panel. In response to

the multiple touches, the sensing medium produces distinct signals representative of the location

ofthe touches. The inventors of the ‘607 Patent are Steve Hotelling, Joshua A. Strickon, and

Brian Q. Huppi. The patent is assigned to Apple. The ‘607 Patent has 11 claims, of which

claims 1-7 and 10 were asserted against Motorola.

Asserted claim 1 of the ‘607 Patent and its dependent asserted claims 2-7 are directed

i generally to a touch panel having a transparent capacitive sensing medium configured to detect

multiple, co—occurring touches at different locations on the touch panel and to produce signals

representative ofthe location of the touches. The touch panel comprises two layers of transparent

electrically-isolated conductive lines where the two layers are spatially separated from each other

and where the conductive lines in one layer are positioned transverse to the conductive lines in

the other layer, creating an array of intersection points. Capacitive monitoring circuitry is

configured to detect changes in the capacitance between the two layers of conductive lines,

indicating the location of the multiple touches on the touch panel. Asserted claim 10 of the ‘607

Patent is directed generally to a display arrangement comprising a display for a graphical user

interface and a transparent touch panel, which has a multipoint sensing arrangement configured
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to recognize multiple, co—occurring touches at different locations on the touch panel by sensing a

resulting change in capacitive coupling associated with the touches and is capable of outputting

this information to a host device to form a pixilated image. The touch panel has three glass

plates separating two transparent conductive layers. Each conductive layer contains a plurality

of spaced parallel lines having the same pitch and linewidths, where the lines in one of the layers

are perpendicular to the lines in the other layer.

II. STANDARD OF REVIEW

Once the Commission determines to review an initial determination, its review is

conducted de novo. Certain Polyethylene Terephthalate Yarn and Prods: Containing Same, lnv.

No. 337-TA—457, Comm’n Op. at 9 (June 18, 2002). Upon review, the “Commission has ‘ail the

powers which it would have in making the initial determination,’ except where the issues are

limited on notice or by rule.” Certain Flash Memory Circuits and Prods. Containing Same, Inv.

No. 337-TA-3 82, {ISITC Pub. 3046, Comm’n Op. at 9-10 (July 1997) (quoting Certain Acid-

Washed Denim Garments andAccessories, lnv. No. 337-TA-324, Comm’n Op. at 5 (Nov. 1992)). "

Commission practice in this regard is consistent with the Administrative Procedure Act. Certain

EPROM EEPROM Flash Memory, and Flash Microcontroller Semiconductor Devices and

Prods. Containing Same, Inv. No. 337-TA-395, Comm’n Op. at 6 (Dec. 11, 2000) (“EPROM”);

see also 5 U.S..C. § 557(b).

Upon review, “the Commission may affirm, reverse, modify, set aside or remand for

further proceedings, in whole or in part, the initial determination of the administrative law

judge.” l9 C.F.R. § 210.45(c). “The Commission also may make any findings or conclusions

that in its judgment are proper based on the record in the proceeding.” Id. This rule reflects the

4
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fact that the Commission is not an appellate court, but is the body responsible for making the

final agency decision. On appeai, only the Commission’s final decision is at issue. See EPROM

at 6 (citing Fischer (5’: Porter Co. v. U.S. Int? Trade Comm h, 831 F.2d 1574, 1576-77 (Fed. Cir.

1987)).

III. OBVIOUSNESS OF THE ‘607 PATENT

Under 35 U.S.C. § 103(a), a patent is valid unless “the differences between the subject

matter sought to be patented and the prior art are such that the subject matter as a whole would

have been obvious at the time the invention was made to a person having ordinary skill in the art-

to which said subject matter pertains.” 35 U.S.C. §lO3(a). The ultimate question of

obviousness is a question of law, but “it is well understood that there are factual issues

underlying the ultimate obviousness decision.” Richardson- Vicks Inc. v. Upjohn Co. , 122 F.3d

1476, 1479 (Fed. Cir. 1997).

Once claims have been properly construed, “[t]he second step in an obviousness inquiry

is to determine whether the claimed invention would have been obvious as a legal matter, based

on underlying factual inquiries inciuding: (1) the scope and content of the prior art, (2) the level

of ordinary skill in the art, (3) the differences between the claimed invention and the prior art;

and (4) secondary considerations of non-obviousness.” Smiths Indus. Med. .szs, Inc. v. Vital

Signs, Inc., 183 F.3d 1347, 1354 (Fed. Cir. 1999) (citing Graham v. John Deere Ca, 383 U.S. .1,

17 (1966)). The Federal Circuit previously required that, in order to prove obviousness, the r

patent challenger must demonstrate, by clear and convincing evidence, that there is a “teaching,

suggestion, or motivation to combine.” The Supreme Court, however, rejected this “rigid

approac ” in KSR Inr’I Co. v. Teleflex Inc.:
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The obviousness analysis cannot be confined by a formalistic conception

of the words teaching, suggestion, and motivation, or by overemphasis on

the importance of published articles and the explicit content of issued

patents. The diversity of inventive pursuits and of modern technology

counsels against limiting the analysis in this way. In many fields it may

be that there is little discussion of obvious techniques or combinations,

and it often may be the case that market demand, rather than scientific

literature, will drive design trends. Granting patent protection to advances

that would occur in the ordinary course without real innovation retards

progress and may, in the case of patents combining previously known

elements, deprive prior inventions of their value or utility.

550 US. 398, 419 (2007).

In determining that the SmartSkin reference (RX-367) does not anticipate the asserted
claims of the ‘607 Patent, the AL? concluded that the only limitation SmartSkin does not disclose

is “the use of transparent conductive lines using [indium tin‘oxide] ITO.” Final ID at 148.

Specifically, the ALJ found that the inclusion of the discussion concerning transparent ITO

electrodes in the section entitled “Conclusion and Directions for Future Work” “indicates that it

likely was not contemplated for that specific reference.” Id; see RX—367 (SmartSkin) at 7.

Motorola argued before the ALJ that SmartSkin in combination with Rekimoto ‘033

renders the claim limitations concerning the use of transparent electrodes, separate layers, and

the use of glass members recited in the ‘607 Patent obvious, while the IA additionally argued

that SmartSkin alone “would make it obvious to try to use transparent electrodes.” Id. at 172.

Apple argued that SmartSkin does not disclose the transparent electrode limitations for the same

reasons that the ALJ found SmartSkin does not anticipate the asserted claims of the ‘607 Patent.

See id. Apple also argued that the combination of SmartSkin and Rekimoto ‘033 does not »

disclose the layer and glass limitations. Id. Specifically, Apple asserted that, because, Rekimoto

‘033 and SmartSkin disclose different sensors, there is no motivation to combine the references
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without “improper hindsight bias.” Id. Apple further argued that “Rekimoto ‘033discloses only

a single glass substrate and not the second and third glass member” recited in the asserted claims

of the ‘60? Patent. Id.

The ID finds that “SmartSkin alone would render the use of transparent electrodes

obvious.” Id. In particular, the ALJ concluded that “[SmartSkin] itselfdisclo ses using

transparent electrodes[,]” and, therefore, SmartSkin provides the motivation to do so. Id at 172-

173. The ALJ also found that “ITO was well known at the time.” Id. The ALJ, therefore, found

that “SmartSkin would motivate one of ordinary skill in the art to use transparent electrodes and

that the use of materials, such as ITO, in creating the transparent electrodes was well known at

the time [of the invention of the ‘60? Patent]” and as such “would have been obvious to one of

ordinary skill in the art.” Id.4 The ID also finds that “SmartSkin, in combination with Rekimoto

‘033, renders the asserted claims of the ‘60? Patent obvious.” Id. Noting Apple’s arguments

concerning why SmartSkin does not anticipate the ‘60? Patent, the AL] found that SmartSkin

. discloses the “glass member” limitations and that SmartSkin in combination with Rekimoto ‘033, "

which was published within months of the publication ofthe SmartSkin reference, disclose the

“glass member” and “layer” limitations. Id. at 176 (citing JX-367 (SmartSkin) at 4 and Fig. 9;

RX—1888 (Rekimoto ’033) at Fig. 9).5

The Commission concurs with the ALJ’s conclusion that. SmartSkin provides the reason

4 The ID finds that, with respect to the ‘60? Patent, one of ordinary skill in the art “would have a
bachelor’s degree in electrical engineering, physics, computer engineering, or a related field and
[two to three] years ofwork experience with input devices.” ID at 17.

5 The ID construes the claim'lirnitation “glass member” to mean “a glass or plastic element.” ID
at 53. The parties do not contest this construction.

7
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to combine the use of transparent electrodes made of materials such as ITO with the mutual-

capacitance sensor for detecting multiple touches on the sensor surface disclosed in SmartSkin.

. See RX-1885C (Wolfe Direct Witness Statement) at Q. 321. We also agree with the ALJ that

SmartSkin in combination with Rekimoto ‘033 discloses the transparent electrode limitations, the

layer limitations, and the glass member limitations recited in the asserted claims of the ‘607

Patent, with Rekimoto ‘033 disclosing the layer and glass member limitations.6 The

Commission, however, finds that SmartSkin provides “one of ordinary skill . . . [with] a

reasonable expectation of success” that the combination of transparent ITO electrodes with the

mutual-capacitance touch screen disclosed in SmartSkin would be operable for different reasons

than those articulated in the final ID. See Velander v. Gamer, 348 F.3d 1359, 1363 (Fed. Cir.

2003).7

The claim limitations in dispute, which are referred to as the “transparent limitations,” are

highlighted below:

i. A touch panel comprising a transparent capacitive

sensing medium configured to detect multiple touches or near
touches that occur at a same time and at distinct locations in a

plane ofthe touch panel and to produce distinct signals

representative of a location of the touches on the plane of the touch

panel for each of the multiple touches, wherein the transparent

capacitive sensing medium comprises:

a first layer having a plurality of transparent first conductive

lines that are electrically isolated from one another;

. 6 We disagree with the ALJ’s conclusion that Rekimoto ‘033 teaches the use of transparent
electrodes. See id. at 174.

7 We do not review, and therefore do not address, the ID’s findings concerning secondary
considerations. ID at 176-177.
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a second layer spatially separated from the first layer and

having a plurality of transparent second conductive lines that are

electrically isolated from one another, the second conductive lines

being positioned transverse to the first conductive lines, the

intersection oftransverse lines being positioned at different

locations in the plane of the touch panel, each ofthe second

conductive lines being operatively coupled to capacitive

monitoring circuitry;

wherein the capacitive monitoring circuitry is configured to

detect changes in charge coupling between the first conductive
lines and the second conductive lines.

4. The touch panel as recited in claim 1 wherein the

transparent first conductive lines ofthe first layer are disposed

on a first glass member, and wherein the transparent second

conductive lines of the second layer are disposed on a second

glass member, the first glass member being disposed over the

second glass member.

6. The touch panel as recited in claim 1 wherein the

conductive lines are formed from indium tin oxide (ITO).

‘607 Patent at 21:35-22:13. _

Apple contends that SmartSkin discloses the use of only opaque, rather than transparent,

sensors and that SmartSkin’s purported disclosure of transparent ITO represents only speculative,

future possibilities. The ID finds, and Apple does not dispute, that the use of ITO in creating

transparent conductive lines or electrodes was well known at the time of the invention of the

‘607 Patent. See Final ID at 173. The evidence supports this conclusion. In particular, the

SmartSkin reference, which is prior art to the ‘607 Patent, states that “most of today’s flat panel

displays rely on active-matrix and transparent electrodes{.]” JX—3 67 (SmartSkin) at 7.

Motorola’s expert, Dr. Wolfe, likewise testified that “two-layer sensors with rows and columns

of ITO [are] standard products” (Wolfe, Tr. at 1391 : 1 1-22) and that “the use of transparent
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electrodes . . . has been known in the art for twenty years” (RX-18850 (Wolfe Direct Witness

Statement) at Q. 326).

In KS‘R, the Supreme Court stressed that, “[t]he combination of familiar elements

according to known methods is likely to be obvious when it does no more than yield predictable

results.” KER Inr’l Ca, 550 U.S. at 41.6. Here, the use of transparent ITO in combination with

the mesh grid touch sensor of SmartSkin is just the type of “combination of familiar elements”

that KSR discusses. See JX-367 at 7 and Fig. 2. Motorola’s expert, Dr. Wolfe, who has over

twenty years of experience making capacitive touch overlay sensors using ITO, testified at the

hearing precisely on this point as follows:

Q. Figure 2 [of SmartSkin] doesn’t show a transparent sensor, does it?

A. It is the same kind of drawing that’s in the ‘607 [Patent]. To a
person who understands the technology, it doesn’t matter whether

that sensor is transparent or opaque.

Q. But there is nothing in figure 2 that is a transparent sensor. In fact,

if you read the whole thing,you know that the sensor that they are
talking about in figure 2 is a non-transparent sensor, opaque, right?

A. No, you know that they describe how to build a sensor with rows

and columns of conductors, and then they talk about a particular

first embodiment they made that was opaque, and then how you »

could build a transparent one as well.

Wolfe, Tr. 1309:14-131025; see also id. at 1391:11-22 (“[t]wo-layer sensors with rows and

columns of ITO were standard products, and I think that a person of ordinary skill, who we agree

is a touchscreen engineer . . . would just read this to say this is an ordinary row and column ITO

touch overlay that’s‘being used in a unique way in the SmartSkin product.” ; id. 1392:20-1393 :8

(stating that he has been making ITO touch screen products since 1983).

Apple’s expert, Dr. Subramanian, disputed this conclusion, testifying that SmartSkin

to
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“provide[s] no instructions for how to ‘obtain’ a transparent sensor using ITO and . . . even the

researchers working on the [SmartSkin] system who authored the article believed that such a

transparent sensor was merely a future possibility{.]” CX-S 09C (Subramanian Rebuttal Witness

Statement) at Q. l 17. But the evidence supports the conclusion that using transparent ITO for

the “transparent conductive lines” claimed in the ‘60? Patent and discussed in SmartSkin would

have been within the ability of one of ordinary skill in the art. In particular, Dr. Wolfe testified

as follows: i

The ‘607 patent does not disclose any special characteristics of the

ITO that make it suitable for use in the ‘607 patent; not its resistivity,

capacitance, uniformity, thickness, or thermal characteristics. In any

case, none of these need be disclosed since normal, commercially
available and well known ITO materials are suitable for both

SmartSkin and the ‘607 Patent.

RX—1885C at Q. 326; see also Wolfe, Tr. at 1390: l9—l39'l:l6 (discussing that one of ordinary

skill in the art would know how to implement the SmartSkin sensor using transparent ITO

electrodes).

Apple further contends that SmartSkin does not enable the use of a transparent ITO

sensor with the multi-touch mutual-capacitance system disclosed in that reference because

substituting transparent ITO conductive lines for the opaque copper lines used with one

embodiment of the voltage-based sensing system of SmartSkin would require a complete

' redesign. See Subramanian, Tr. at 1533-34, 1536-39, 1574-84, 1585-97.8 Specifically, Apple’s

8 Motorola argued that Apple waived any argument concerning the different types of sensors
used in the SmartSkin system and the system disclosed in the “607 Patent because Dr.

Subramanian did not mention the issue in his witness statements and because Apple failed to

raise the issue in its pre-hearing statement. During the hearing, Motorola belatedly objected to

Dr. Subramanian’s testimony during his re-direct examination, but the ALJ ruled that the

11
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expert, Dr. Subramanian, testified under cross—examination that, because the voltage-sensor used

in the SmartSkin system receives very low strength signals, it is very sensitive to the resistance

of the material used to conduct the current from the signal source to the receiver, hence the use

of low resistance copper conductors in the SmartSkin system. Subramanian, Tr. at 1537: 17-

1538:17. Dr. Subramanian further explained that transparent ITO has such a high resistance and

thus a lower conductivity — approximately 100 times less than copper — that ITO cannot be used

successfully in a voltage-sensing system. Id; see also JX-367(SmartSkin) at Fig. 2; ‘607 Patent

at Figs. 12, 13, 17: 12—61. Dr. Subramanian compared the system disclosed in SmartSkin to the

multi-touch system disclosed in the ‘607 Patent, which he explained uses a detector that counts

charge in lieu of sensing voitage to account for the low conductivity of transparent ITO.

Subramanian, Tr. l582:l 1-1584:7. Apple contends that, because of the different types of sensors

used to implement the SmartSkin system and the system disclosed in the ‘607 Patent, it would

not have been obvious to combine the two systems. Id. (citing Subramanian, Tr. at 1537:2—

1539:10). ' *

It is axiomatic that, in evaluating an assertion of obviousness, the correct comparison is

between the prior art and the claims. See Procter & Gamble Co. v. Teva Pharm. USA, Inc, 566

F.3d 989, 994 (Fed. Cir. 2009) (“A party seeking to invalidate a patent based on obviousness

must prove by clear and convincing evidence ‘that a skilled artisan would have been motivated

to combine the teachings of the prior art references to achieve the claimed invention, and that the

933

skilled artisan would have had a reasonabie expectation of success in doing so. ) (emphasis

testimony was admissible. Tr. 1584:20-1585:7. We do not disturb the ALJ’s decision.

12
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added). Apple’s arguments concerning the different types of sensing systems used in SmartSkin

and the ‘607 Patent ignore this basic principle.

The claim language of the ‘607 Patent recites “wherein the capacitive monitoring

circuitry is configured to detect changes in charge coupling between the first conductive lines

and the second conductive lines” (claim 1) and “a multipoint sensing arrangement configured to

simultaneously detect and monitor the touch events and a change in capacitive coupling

associated with those touch events at distinct points across the touch panel” (claim 10). ‘607

Patent at 21 :53-55, 22:31-35. As such, Apple’s arguments concerning the difficulty of

implementing a transparent ITO sensor with a voltage-sensing system are irrelevant since the

claimed invention is not drawn to a particular sensing arrangement. See ‘607 Patent at 17:12-

35.9 In fact, Dr. Subrarnanian testified that counting charge “is not the only function that has to

exist within the [claimed] capacitive monitoring circuitry.” Subramanian, Tr. at 82425-15.

Moreover, in discussing whether U.S. Patent No. 7,372,455 to Perski, et a1. (“Perski

‘455”) anticipates the asserted claims of the ”607 Patent, Apple’s expert, Dr. Subramanian,

testified that Perski ‘455 discloses “a straight voltage amplifier, similar to that of [the SmartSkin

9 Although Motorola argued that the claim limitation “capacitive monitoring circuitry” of claim 1
required construction, the AL] found that the term did not require construction because none of

the issues surrounding the limitation (126., whether the circuitry of the Accused ‘607 Products or

the domestic industry products satisfy this limitation) were dependent on the construction of this

limitation. See Final ID at 49, n. 6. Furthermore, the ALJ noted that the parties’ proposed
constructions of the limitation were similar such that there was no real distinction between them.

Id. Specifically, Motorola and the IA proposed that “capacitive monitoring circuitry” means

“circuitry that senses changes in capacitance,” while Apple proposed that the limitation has its

plain and ordinary meaning. See Respondent Motorola’s Post-Hearing Brief at 19 (Oct. 19,

2011). Notably, none of the proposed. constructions limited “capacitive monitoring circuitry” to

a specific type of sensor.

13
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referencej.” Subramanian, Tr, at 1605:25-1606:2. Perski ‘455, by way ofUS. Patent

Provisional Application No. 60/406,662 (“Morag ‘662) (filed in August 2002), which Perski

‘455 incorporates by reference, expiicitiy discloses the use of a voltage amplifier in a voltage-

sensing system with high-resistance transparent electrodes. Specifically, Morag ‘662 explains as

follows:

The resistance of the conductive lines is relatively high and it might

exceed 100 KOhm for a line. Higher resistance of transparent

conductors results in a higher transparency of the material. Therefore,

it is a general object of the present invention to enable working with

high resistance of the sensor grid.

RX-703 at 5 11 2 (Morag ‘662). As this reference makes clear, the concept of using a voltage-

sensing system with high-resistance transparent electrodes was known in the art at the time of the

‘607 Patent.

IV. CONCLUSION

For the reasons discussed above, the Commission finds that the asserted claims of the

‘607 Patent are obvious in view of SmartSkin in combination with Rekimoto ‘033.

By order of the Commission

ames . Holbein

Secretary

Issued: March 28, 2012
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