
 
 

Filed on behalf of:  Versata Software, Inc. and                   Paper  ____ 
    Versata Development Group, Inc. 
By: Nancy J. Linck, Lead Counsel 
 Martin M. Zoltick, Backup Counsel 
 Rothwell, Figg, Ernst & Manbeck, P.C. 
 607 14th St., N.W., Suite 800 
 Washington, DC 20005 
 Phone:  202-783-6040 
 Facsimile:  202-783-6031 
 E-mail:  nlinck@rfem.com 
      mzoltick@rfem.com 
 

 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

_______________ 
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

_______________ 
 
 

VOLUSION, INC. 
Petitioner 

v. 
 

VERSATA SOFTWARE, INC. AND 
VERSATA DEVELOPMENT GROUP, INC. 

Patent Owner 
_______________ 

 
 

Case CBM2013-00017 
Patent 6,834,282 
_______________ 

 
 

PATENT OWNER VERSATA’S PRELIMINARY RESPONSE 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case CBM2013-00017 

ii 
 

 
TABLE OF CONTENTS  

TABLE OF AUTHORITIES ................................................................................... iii 
I.  STATEMENT OF THE PRECISE RELIEF REQUESTED ..................... 1 
II.  STATEMENT OF REASONS WHY NO POST-GRANT REVIEW 

SHOULD BE INSTITUTED UNDER 35 U.S.C. § 324 ............................ 2 
A.  The ‘282 Patent Is Not A “Covered Business Method Patent” ............ 2 

1.  U.S. PATENT NO. 6,834,282 ......................................................... 3 
a.  The Novel and Unobvious Technological Features of The 

Challenged Claims (Claims 1-23) ............................................... 3 
b.  Problem Solved by the ‘282 Patent ............................................. 8 
c.  Detailed Description of the Claimed Novel and Unobvious 

Technological Features of ‘282 Patent ....................................... 9 
2.  The ‘282 Patent Claims a Technological Invention, Which Is 

Excluded From CBM Review. ....................................................... 13 
3.  The ‘282 Patent Does Not Claim a Method or Corresponding 

Apparatus Used in the Practice, Administration, or 
Management of Financial Products or Services. ............................ 20 

B.  35 U.S.C. § 101 Is Not a Condition of Patentability, and Thus Is 
Not a Permitted Ground on Which the Requested CBM Review 
Can be Instituted. ................................................................................. 24 

C.  Post-Grant Review Should Also Be Denied Under 35 U.S.C. 
§324(a) Because the Information Presented in Volusion’s Petition 
Does Not Demonstrate that Any of the Challenged Claims is 
Unpatentable. ....................................................................................... 31 

III.  CONCLUSION ........................................................................................ 37 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case CBM2013-00017 

iii 
 

TABLE OF AUTHORITIES 

Cases 

Bilski v. Kappos, 
130 S. Ct. 3218 (2010) ................................................................................... 36, 37 

CLS Bank Int’l v. Alice Corp.,  
No. 2011-1301, 2013 U.S. App. LEXIS 9493 (May 10, 2013) .................... passim 

DealerTrack, Inc. v. Huber, 
674 F.3d 1315 (Fed. Cir. 2012) ..................................................................... 26, 27 

Diamond v. Diehr, 
450 U.S. 175 (1981) .............................................................................................. 29 

In re Bergy, 
596 F.2d 952 (C.C.P.A. 1979)  
vacated as moot, 444 U.S. 1028 (1980) ......................................................... 29, 30 

Mayo Collaborative Servs. v. Prometheus Labs., Inc., 
132 S. Ct. 1289 (2012) ................................................................................... 33, 36 

Parker v. Flook, 
437 U.S. 584 (1978) .............................................................................................. 29 

Phillips v. AWH Corp., 
415 F.3d 1303 (Fed. Cir. 2005) ............................................................................ 17 

Ultramercial, Inc. v. Hulu, LLC, 
No. 2010-1544, 2013 U.S. App. Lexis 12715 (Fed. Cir. June 21, 2013) ..... passim 

Statutes 

35 U.S.C. § 101 ................................................................................................ passim 
35 U.S.C. § 102 ................................................................................................ passim 
35 U.S.C. § 103 ................................................................................................ passim 
35 U.S.C. § 112 ........................................................................................................ 27 
35 U.S.C. § 282 ................................................................................................... 7, 26 
35 U.S.C. § 282(b) ................................................................................................... 27 
35 U.S.C. § 282(b)(2)....................................................................................... passim 
35 U.S.C. § 282(b)(3)........................................................................................ 25, 27 
35 U.S.C. § 321 ........................................................................................................ 31 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case CBM2013-00017 

iv 
 

35 U.S.C. § 321(b) ........................................................................................... passim 
35 U.S.C. § 323 .......................................................................................................... 2 
35 U.S.C. § 324 ................................................................................................... 2, 24 
35 U.S.C. § 324(a) .............................................................................................. 2, 31 
35 U.S.C. §321(b) .................................................................................................... 26 
America Invents Act ................................................................................................ 25 
America Invents Act § 18 ............................................................................. 2, 13, 21 
America Invents Act § 18(b)(1) ............................................................................... 21 
America Invents Act § 18(d) ...................................................................................... 3 
America Invents Act § 18(d)(1) .............................................................. 3, 20, 21, 31 
Part II of Title 35 .............................................................................................. passim 
Rules 

35 U.S.C.  § 282(b)(2).............................................................................................. 27 
37 C.F.R. § 42.207(a) ................................................................................................. 1 
37 C.F.R. § 42.208 ................................................................................................... 16 
37 C.F.R. § 42.300(b) .............................................................................................. 17 
37 C.F.R. § 42.301 .................................................................................................1, 3 
37 C.F.R. § 42.304(a) ................................................................................................. 1 
Transitional Program for Covered Business Method Patents, 

77 Fed. Reg. 48,739 (Aug. 14, 2012) 
(codified at 37 C.F.R. pt. 42) ................................................................................ 22 

Legislative Materials 

157 Cong. Rec. S5431 
(daily ed. Sept. 8, 2011) 
(statement of Sen. Kyl) ......................................................................................... 13 

157 Cong. Rec. S5432 
(daily ed. Sept. 8, 2011) 
(statement of Sen. Schumer) ................................................................................. 21 

S. Rep. No. 1979, 82d Cong. 2d Sess. (1952) ......................................................... 26 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case CBM2013-00017 

1 
 

Pursuant to 37 C.F.R. § 42.207(a), Patent Owner, Versata Software, Inc. and 

Versata Development Group, Inc. (collectively “Versata”), submit this Preliminary 

Response to the Petition for Post-Grant Review of U.S. Patent No. 6,834,282 

(“’282 patent”) filed by Volusion, Inc. (“Volusion”). 

I. STATEMENT OF THE PRECISE RELIEF REQUESTED 

The Board should deny Volusion’s petition and not institute the requested 

covered business method review for three independent reasons. 

First, Petitioner has failed to show, pursuant to 37 CFR §§ 42.301 and 

42.304(a), that the ‘282 patent meets the definition of a covered business method 

patent.  The ‘282 patent claims are directed to a technological invention, not a 

method or corresponding apparatus used in the practice, administration or 

management of a financial product or service, and Petitioner has failed to meet its 

burden of showing otherwise.  Pet. 11-17.  See Section II(A) below. 

Second, the sole basis for Petitioner’s challenge is that the claims are not 

patent eligible under 35 U.S.C. § 101.  Pet. 21-31.  But § 101 is not a ground 

“specified” in Part II of Title 35 as a “condition of patentability,” as required by 

§ 321(b), and, thus, it is not a permitted ground for instituting a covered business 

method review under 35 U.S.C. § 321(b).  The only conditions of patentability 

specified in Part II are those found in §§ 102 and 103.  See the express language of 

Part II, Title 35 U.S.C.  See Section II(B) below. 
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