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1. Introduction

Patent Owner, pursuant to an automatic grant of authorization for motions
seeking rehearing, hereby moves for reconsideration of the Order — Conduct of the
Proceeding, entered December 20, 2013, Paper No. 19 (the “Order”).

The Order, which details the Board’s requirements for Patent Owner’s
Motion to Amend in the instant proceeding, conflicts with the statutory framework
insofar as it imports prior art issues under 35 U.S.C. §§ 102, 103 into a covered
business method (CBM) review instituted solely on § 101 grounds and thereby:

(1) upsets the delicately crafted balance between estoppels and grounds

actually raised by a petitioner during a transitional proceeding under
Section 18, and
(2) effectively obviates specific statutory limitations on the kinds of prior art
upon which a petitioner may rely to support invalidity grounds raised in a
transitional proceeding under §§ 102, 103.
The Order’s importation of prior art issues into a CBM review instituted solely on
§ 101 grounds is not dictated by the statute (35 U.S.C. § 326(d)) or by any actual
regulation prescribed by the Director consistent with the statutory grant of
authority under 35 U.S.C. § 326(a)(9). Moreover, given the conflict with the
statutory framework, no such regulation could be reasonably prescribed by the

Director and no general provision (e.g., 37 C.F.R. § 42.20 establishing a movant’s
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burden to establish that it is entitled to requested relief) could reasonably be

interpreted by a reviewing court to establish an extra-statutory requirement for a
Patent Owner in a § 101-only CBM review to sua sponte develop a §§ 102/103-
based invalidity straw man (on grounds that Petitioner itself chose not to develop)
as a precondition for entry of its statutorily authorized motion to amend, and then
rebut its own straw man.

Finally, notwithstanding the Board’s ostensible reliance on an order entered
in CBM2013-00025 (LinkedIn Corp. v. AvMarkets Inc., paper 18, Dec. 2, 2013),
which appears to be the only other order establishing motion to amend
requirements in a § 101-only CBM review, the Order in the present proceeding is
flatly inconsistent with the LinkedIn order.

Accordingly, Patent Owner respectfully seeks withdrawal of the Order and
entry of a substitute order that, consistent with the statutes, regulations and, indeed,
the Board’s own order in LinkedIn, clarifies that Patent Owner’s page-limited
motion to amend need only address invalidity grounds actually involved in the
trial.

II.  The Order Entered in this Proceeding Conflicts with the Statutes and
Regulations

As the Board correctly notes, the only issue in the instant proceeding is
whether the claims of the *282 patent qualify as statutory subject matter under 35

U.S.C. § 101. Order at 2. Patent Owner seeks to file a motion to amend certain
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original claims of the 282 Patent, by way of one-for-one substitute claims

respectively contingent on an adverse final written decision that the substituted-for
original claim is unpatentable under § 101.
A.  Neither the Statutory Authorization for Motions to Amend Nor

the Regulations Adopted by the Director Contemplate
Introduction of Invalidity Grounds not Involved in Trial

Motions to amend are specifically authorized by § 326(d) of the statute,
which states that:
(d) AMENDMENT OF THE PATENT.—
(1) IN GENERAL.—During a post-grant review instituted under this
chapter, the patent owner may file 1 motion to amend the patent in 1 or
more of the following ways:
(A) Cancel any challenged patent claim.
(B) For each challenged claim, propose a reasonable number of
substitute claims.
(2)ADDITIONAL MOTIONS.—Additional motions to amend may be
permitted upon the joint request of the petitioner and the patent owner to
materially advance the settlement of a proceeding under section 327, or
upon the request of the patent owner for good cause shown.
(3) SCOPE OF CLAIMS.—An amendment under this subsection may

not enlarge the scope of the claims of the patent or introduce new matter.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




