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I. INTRODUCTION

Patent Owner Markets-Alert (MA) seeks to exclude two types of evidence:

(1) allegedly “conclusory” opinions of Dr. Kursh and (2) references properly

submitted in conjunction with Petitioner’s Opposition to MA’s motion to amend

claims. MA does not raise any issue on the admissibility of Dr. Kursh’s

declaration. In fact, MA plainly admits that the purpose of its motion is to address

credibility and the weight of the evidence – subjects which the Board clearly

explained are outside the proper scope of a motion to exclude. This transparent

attempt to fit a square peg into a round hole is completely improper. MA’s

purported arguments to exclude certain prior art references based on FRE 403 are

misplaced, and also ignore the Board’s clear instructions that whether a reference

is prior art is not the proper subject of a motion to exclude. Accordingly,

Petitioners request that MA’s motion be denied in its entirety.

II. MATERIAL FACTS IN DISPUTE

Petitioners response pursuant to 37 C.F.R. § 42.23 to each of the nine

“material facts” enumerated in MA’s Motion to Exclude (Paper No. 58, hereinafter

“Motion”) is provided in the attached “Petitioners Response to Statement of

Material Facts” (attached as Appendix A).

III. REASONS WHY REQUESTED RELIEF SHOULD BE DENIED

A. Markets-Alert Knowingly Disregards The Board’s Clear Guidance On
The Proper Scope Of A Motion To Exclude
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During the November 12, 2013 teleconference between counsel for the

parties and Judges Lee, Medley, and Chang, MA requested guidance on the proper

scope of a motion to exclude. The Board explained that the parties may only “raise

issues related to admissibility of evidence (e.g., authenticity or hearsay).” Paper

No. 56 at 5. “In contrast, issues related to credibility and the weight of the

evidence should be raised in responses and replies. Further, a motion to exclude

may not be used to challenge the sufficiency of the evidence to prove a particular

fact, or to present arguments that should have been presented in responses or

replies.” Id. (emphasis added).

MA acknowledges this clear guidance – not once, but twice. Motion at 3

and FN.1. MA then immediately admits that its motion addresses nothing more

than the credibility and the weight of the Kursh declaration. See id. at 3 (“Markets-

Alert respectfully submits that these evidentiary objections . . . should inform the

Board’s weighing of the evidence submitted in this proceeding [].”). In other

words, MA announces that it is going to file whatever it wants “to preserve its

objection.” Such knowing and flagrant disregard of the Board’s admonition should

be rejected.

B. Markets-Alert Applies The Wrong Legal Standard

At pages 3-6 of its motion, MA provides discussion of case law regarding

expert witness testimony. Petitioner’s response is simply that MA analysis
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conflates the well-known standard for admissibility of expert testimony with case

law regarding credibility and the weight of the evidence. Admissibility is the

proper subject of a Motion to Exclude, but as MA admits, credibility and the

weight of evidence are not.

Expert testimony should only be excluded as not admissible if it will not

assist the trier of fact. As set forth in Daubert v. Merrell Dow Pharmaceuticals,

Inc., 509 U.S. 579, 113 S. Ct. 2786, 125 L. Ed. 2d 469 (1993) the Supreme Court

only requires that expert testimony be: (1) relevant; (2) based on reliable

principles, methodologies and foundational date; and (3) otherwise admissible.

Daubert at 590-95. Federal Rule of Evidence (FRE) 702 provides a similar

standard. There is no admissibility requirement beyond this, and there is no higher

admissibility burden for expert opinions on obviousness – the same tried and true

standards of Daubert and FRE 702 apply. See, e.g., MicroStrategy Inc. v. Business

Objects, S.A., 429 F.3d 1344, 1355 (Fed. Cir. 2005).

The Federal Circuit law that MA discusses in its motion to exclude address

the credibility and weight of expert testimony on obviousness – but not its

admissibility. In each case, the applicable court held that the expert testimony at

issue was conclusory and therefore could not support obviousness on the merits.

See, e.g., ActiveVideo Networks, Inc. v. Verizon Communications, Inc., 694 F.3d

1312 (Fed. Cir. 2012) (insufficient to support verdict of obviousness); Sitrick v.

Dreamworks, LLC, 516 F.3d 993, 1001 (Fed. Cir. 2008) (insufficient to defeat

summary judgment); Dynacore Holdings Corp. v. U.S. Philips Corp., 363 F.3d
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1263 (Fed. Cir. 2004) (insufficient to defeat summary judgment). Whether an

expert opinion is conclusory, however, is an issue of credibility and weight – not

admissibility.

C. Dr. Kursh’s Opinion Meets The Standards Of Admissibility

Dr. Kursh’s testimony readily meets the standards of Daubert and FRE 702

and should not be excluded. The Federal Circuit’s decision in Meyer Intellectual

Props. Ltd. v. Bodum, Inc., 690 F.3d 1354, 1375 (Fed. Cir. 2012) is illustrative.

There, the Federal Circuit held that the district court abused its discretion by

excluding expert testimony. Id. at 1376. The expert’s report opined as to

obviousness of the patent-in-suit and included claim charts. Id. at 1375. The

Federal Circuit contrasted these facts with Innogenetics, N.V. v. Abbott Labs., 512

F.3d 1363, 1373-74 (Fed. Cir. 2008)—one of the cases relied upon by MA—by

noting that “[u]nlike the situation in Innogenetics, here, Ander’s report does more

than merely list prior art references and provide a conclusion of obviousness.” Id.

at 1373.

Here, Dr. Kursh also provides claim charts and reasoning for combinations

(akin to Meyer) and does much more than merely list references and conclude

obviousness (as in Innogenetics). Dr. Kursh’s opinions are supported by ample

explanation and by the many documents he cites. His conclusions are well-

grounded in the evidence. Dr. Kursh supports his opinions with pinpoint citations

to prior art references, explains what elements those references disclose, explains

why there is a motivation to combine references, and has true expertise in the field
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