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I. STATEMENT OF PRECISE RELIEF AND OVERVIEW OF WHY
MARKETS-ALERT’S RESPONSE SHOULD BE DISMISSED

In a conference call with the Board on July 3, 2013, Petitioners Bloomberg

et al. (“Petitioners”) raised the issue of Markets-Alert’s (“MA”) Patent Owner

Response’s (PN 38, “Response”) lack of compliance with 37 C.F.R. § 42.220(a),

which provides that a “patent owner may file a response to the petition addressing

any ground for unpatentability not already denied.” See, e.g., PN 41. At the time,

the Board had not yet had the opportunity to review the propriety of the Response,

and encouraged Petitioners to explain this Reply how MA failed to comply with

the requirements of § 42.220.

In short, MA has unambiguously canceled each of the challenged ’357

Patent claims 1-4, upon which the Board instituted trial. See MA’s Substitute

Motion to Amend (PN 42, “Motion to Amend”). As a result, MA’s Response is

now moot. Instead of addressing the grounds of unpatentability raised in

Petitioners’ Petition (PN 1, “Petition”) for now canceled claims 1-4, MA dedicates

its Response to arguments relevant only to its proposed new claims 5-8, which

were submitted in its Motion to Amend. Neither the Petition nor the Board’s

decision instituting trial addressed these proposed claims. Arguments directed to

proposed claims submitted in a separate motion to amend are inappropriate in a

patent owner response submitted under § 42.220.

Accordingly, Petitioner respectfully requests that the Response be dismissed

with prejudice and expunged from the record. In the alternative, should the Board
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