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Mail Stop PATENT BOARD  
Patent Trial and Appeal Board 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

 

I. Rehearing Requested 

Pursuant to 37 C.F.R. §§42.71(c),(d),1 Patent Owner Frontline Technologies, 

Inc. (“Frontline”) requests a rehearing to modify the Board’s decision that U.S. 

patent number 6,675,151 (“the 151 patent”) is a covered business method patent 

under AIA §18(d). 37 C.F.R. §§42.71(c),(d).  Frontline respectfully submits that 

the Board applied a legally erroneous standard in determining that the 151 patent 

was subject to review as a covered business method patent and thereby abused its 

discretion.  Reconsideration and entry of a decision not to institute trial is 

respectfully requested. 

                                                 
1 Although 37 C.F.R. §42.71(c) states that a decision to institute a proceeding is 

final and nonappealable, Frontline reserves the right to include in any appeal or 

request for judicial review, questions regarding elimination of an appeal from a 

decision to institute a proceeding under the Constitution and Laws of the United 

States, including the Due Process Clause. 
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II. Standard of Review 

“When rehearing a decision on petition, a panel will review the decision for 

an abuse of discretion.” 37 C.F.R. §42.71(c).  “Abuse of discretion will lie when 

the tribunal’s decision rests on an error of law or on erroneous findings of fact, or 

if the decision manifests an unreasonable exercise of judgment in weighing 

relevant factors.” Bridgestone/Firestone Research v. Auto. Club, 245 F.3d 1359, 

1361 (Fed. Cir. 2001) (internal citations omitted) (reversing U.S. Patent and 

Trademark Office Trademark Trial and Appeal Board’s decision to cancel 

appellant’s registration).  Here, the Board abused its discretion by applying a 

legally erroneous standard premised upon a misapplication of the AIA legislative 

history. 

III. Matters the Board Misapprehended or Overlooked 

Rule 42.71(d) specifies a procedure for requesting rehearing: 

. . . The request must specifically identify all matters the 

party believes the Board misapprehended or overlooked, 

and the place where each matter was previously 

addressed in a motion, an opposition, or a reply. . . . 37 

C.F.R. § 42.71(d). 

In its opinion, the Board misapprehended or overlooked the proper standard 

for determining whether a patent is a covered business method patent under the 

AIA § 18(d).  The Board explained its standard as follows: 
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Thus, substitute fulfillment is an activity that is at least 

“incidental” and/or “complementary to a financial 

activity” and qualifies as a covered business method 

patent under § 18 of the AIA. (Decision Institution of 

Covered Business Method Review, hereinafter 

“Decision,” at 8). 

Frontline respectfully submits that the correct standard for determining 

whether a patent is a “covered business method patent” is recited in the statute as 

follows:  

For purposes of this section, the term “covered business 

method patent” means a patent that claims a method or 

corresponding apparatus for performing data processing 

or other operations used in the practice, administration or 

management of a financial product or service. AIA § 

18(d).   

The Board abused its discretion in applying the erroneous standard that “an activity 

that is at least ‘incidental’ and/or ‘complementary to a financial activity’  . . . 

qualifies as a covered business method patent under § 18 of the AIA.” (Decision at 

8).   

 The Board’s standard is based upon a phrase appearing in the legislative 

history that is taken out of context.  When viewed in its proper context, the phrase 

does not have the meaning or significance that is attached to it by the Board.   
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