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L. INTRODUCTION

Having previously asked the Magistrate to stay discovery on the basis of having filed a
questionable Rule 12(b)(6) motion to dismiss, GAIN now advances a new theory for delaying the
litigation: that the entire lawsuit should be stayed because GAIN has filed a petition for covered
business method (“CBM?”) review before the U.S. Patent Trial and Appeal Board (“PTAB”). The
mere filing of a petition for CBM review, however, does not justify bringing this litigation to a
standstill.

CBM proceedings are initiated “with the filing of a petition that identifies all of the claims
challenged and the grounds and supporting evidence on a claim-by-claim basis,” and the patentee
then has three months to file a preliminary response to the petition. Office Patent Trial Practice
Guide, 77 Fed. Reg. 48756-7 (Aug. 14,2012). The PTAB will then “determine whether to institute
a trial within three months of the date the patent owner’s preliminary response was due or was
filed, whichever is first.” Id. Here, with GAIN having filed its petitions for CBM review on
September 14 and 15, 2020, OANDA’s preliminary response is not due until the end of December
2020, and the PTAB will not reach a decision on whether to institute review of the patents at issue
until late March 2021. GAIN’s request for a stay is thus based on nothing more than speculation
about whether the PTAB will—six months from now—decide to actually hear this matter.

While one would not know it from reading GAIN’s motion, courts in this District have
consistently rejected efforts to stay litigation based upon the mere filing of a petition for CBM
review. In Nasdagq, Inc. v. Miami Int’l Holdings, Inc., for example, when faced with an almost
identical procedural posture, this Court denied a motion to stay litigation following the filing of a
petition for CBM review, holding that the “proper course” was “to defer ruling on the motion
to stay until the PTAB has made its decision whether to grant the petition for CBM review.” No.

17-6664-BRM-DEA, 2018 WL 3814280, at *3 (D.N.J. Aug. 10, 2018) (“Nasdaq”).
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There is no principled reason why this Court should reach a different result here. GAIN’s
motion to stay should be denied, and when the PTAB makes its institution decision, GAIN may,

if appropriate, refile its motion.

II. ARGUMENT

A. The Motion to Stay Should be Denied as Premature in Line With The
“Majority” Position Adopted by this Court and Other New Jersey Federal
District Courts.

At the outset, OANDA notes a telling omission from GAIN’s motion—any explanation of
how the motion is not premature until and unless the PTAB decides to institute the CBM petitions.
GAIN attempts to gloss over this issue by claiming that “many courts” grant stays prior to
institution of a CBM review, citing a handful of decisions from outside this District. (Dkt. No. 34-
1 (“Motion” or “Mot.”) at 14-15.) But, in what is becoming a habit (see Dkt. No. 32 at 8-9, 13),
GAIN’s description of the state of the law is at best selective and at worst misleading. While
cobbling together decisions from a scattering of courts, GAIN neglects to inform this Court that
the “majority” position among federal courts is to “postpone[] ruling on stay requests or . . . den[y]

2

[the] stay request[] when the PTAB has not yet acted on the petition for review.” See Loyalty
Conversion Sys. Corp. v. Am. Airlines, Inc., No. 2:13-CV-655, 2014 WL 3736514, at *1 (E.D.
Tex. July 29, 2014). GAIN also neglects to mention that this is not only the majority position
nationwide, but it is also the consistent position taken by courts in this District, including this
Court. See Nasdaq,?2018 WL 3814280, at *3 (this Court holding that the “proper course to follow”

when the PTAB has yet to make its institution decision is to deny the motion to stay)!; see also

Straight Path IP Grp., Inc. v. Vonage Holdings Corp., No. 14-502 (JLL)(JAD), 2014 WL

"' GAIN attempts to distinguish Nasdag by pointing out that plaintiffs in that case had alleged
additional claims on top of the patent infringement. (Mot. at 16.) In Nasdaq, however, this Court
did not weigh that factor heavily noting that “[s]hould CBM review be granted, it undoubtedly
could narrow the number of issues to be litigated,” including the trade secret claims. Nasdagq, Inc.,
2018 WL 3814280, at *3. But the more cogent point was that, like here, “a debate regarding
potential issue simplification is entirely hypothetical at this stage.” Id. (emphasis added).

2
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