
 

 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF MASSACHUSETTS 

 
 
 
PHILIPS NORTH AMERICA LLC, 
 

Plaintiff, 
 
v. 
 
FITBIT LLC, 
 

Defendant. 
 

 
 
 
Civil Action No. 1:19-cv-11586-FDS 
 
 
 
 

 

 

DEFENDANT FITBIT LLC’S SUR-REPLY REGARDING PHILIPS’  
MOTION TO STRIKE PORTIONS OF THE NOVEMBER 16, 2021 

EXPERT REPORT OF JOSEPH A. PARADISO (DKT. 259) 

Case 1:19-cv-11586-FDS   Document 296   Filed 02/04/22   Page 1 of 13

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

i 
 

TABLE OF CONTENTS 

Page 

I. DR. PARADISO’S RELIANCE ON VAISANEN SHOULD NOT BE 
STRICKEN ..........................................................................................................................1  

II. DR. PARADISO’S RELIANCE ON THE OTHER DISPUTED REFERENCES 
SHOULD NOT BE STRICKEN .........................................................................................2 

 Local Rule 16.6 Only Requires Disclosure Of References Asserted As 
Anticipating Or As Part Of An Obviousness Combination .....................................2 

 Allergan’s Jury Confusion Test Does Not Favor Striking The Other 
Disputed References ................................................................................................3  

III. DR. PARADISO’S INDEFINITENESS THEORY SHOULD NOT BE 
STRICKEN ..........................................................................................................................5  

 Philips’ Infringement Contentions Never Referenced Apple Or Google 
Servers......................................................................................................................5  

 Fitbit Should Not Be Found To Have Waived Its Indefiniteness Argument 
At This Juncture .......................................................................................................6 

CONCLUSION ................................................................................................................................8  
 

 

  

Case 1:19-cv-11586-FDS   Document 296   Filed 02/04/22   Page 2 of 13

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

ii 
 

CASES 

Apple, Inc. v. Samsung Elecs. Co., 932 F. Supp. 2d 1076 (N.D. Cal. 2013) ......................... passim 

Better Mouse Co., LLC v. SteelSeries ApS, No. 2:14-CV-198-RSP, 2016 WL 3611560 
(E.D. Tex. Jan. 5, 2016) .................................................................................................. 5, 6 

BioCell Tech. LLC v. Arthro-7, No. SACV 12-00516-JVS (RNBx)., 2013 WL 12131282 
(C.D. Cal. Apr. 16, 2013).................................................................................................... 8 

ePlus, Inc. v. Lawson Software, 700 F.3d 509 (Fed. Cir. 2012) ..................................................... 8 

Fresenius Medical Care Holdings, Inc. v. Baxter Intern., Inc., 2006 WL 1330003 
(N.D.Cal., 2006).............................................................................................................. 1, 2 

INAG, Inc. v. Richar, Inc., No. 2:16-cv-00722-RFB-EJY, 2021 WL 4509165 (D. Nev. 
Sept. 30, 2021) .................................................................................................................... 8 

INAG, Inc. v. Richar, LLC, No. 2:16-cv-00722-RFB-EJY, 2021 WL 1582766 (D. Nev. 
Apr. 22, 2021) ..................................................................................................................... 8 

Maxell, Ltd. v. Apple Inc., No. 5:19-CV-00036-RWS, 2021 WL 3021253 (E.D. Tex. Feb. 
26, 2021) ......................................................................................................................... 3, 4 

Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898 (2014) ..................................................... 8 

O2 Micro Int'l Ltd. v. Monolithic Power Sys., Inc., 467 F.3d 1355 (Fed. Cir. 2006) ................. 7, 8 

RULES 

L.R. 16.6(d)(1)(A)........................................................................................................................... 7 

L.R. 16.6(d)(4)(E) ....................................................................................................................... 2, 3 

L.R. 16.6(d)(4)(F) ....................................................................................................................... 2, 3 

L.R. 16.6(d)(5) ................................................................................................................................ 8 

L.R.16.6 .......................................................................................................................................... 2 

 
 

Case 1:19-cv-11586-FDS   Document 296   Filed 02/04/22   Page 3 of 13

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

1 

Philips’ Reply Brief in Support of Plaintiff's Motion to Strike Portions of November 16, 

2021 Expert Report of Joseph A. Paradiso (the “Paradiso Report”) (Dkt. 284; “Philips’ Reply”) 

does little more than rehash the arguments in Philips’ original Memorandum.  Indeed, Philips 

effectively ignores Fitbit’s Opposition in many respects.  Fitbit requests that the Court deny 

Philips’ Motion.1      

I. DR. PARADISO’S RELIANCE ON VAISANEN SHOULD NOT BE STRICKEN  

With respect to Vaisanen, Philips omits the most important fact—Philips’ expert, Dr. 

Martin, does not dispute that Vaisanen discloses the additional element of dependent claim 6—the 

only element for which Dr. Paradiso applied Vaisanen.  (Ex. 1 (Martin Rebuttal Report) at ¶ 139 

(“However, regardless of the outcome of that motion, because Hickman in view of Theimer do not 

render claim 1 obvious, the combination of Hickman in view of Theimer and Vaisanen does not 

render dependent [claims] invalid as obvious.”); see generally id. at §§ VIII.B.6, VIII.D.1, 

VIII.D.3)  Thus, Dr. Paradiso’s use of Vaisanen had no effect on Dr. Martin’s ability to respond 

to Dr. Paradiso’s opinions—Dr. Martin had every opportunity to address Vaisanen and decided 

against it.  And contrary to Philips’ arguments, Fresenius Med. Care Holdings Inc. v. Baxter Int’l, 

Inc. supports Fitbit.  See No. C 03-1431 SBA, 2006 U.S. Dist. LEXIS 90856, at *21-22 (N.D. Cal. 

May 15, 2006).   

The Fresenius court primarily denied the patentee’s motion to strike because “the parties 

[had] already engaged in extensive discovery pertaining to [the] affirmative defense” the patentee 

sought to strike.  Fresenius, 2006 U.S. Dist. LEXIS 90856, at *21-22.  Consequently, the Fresenius 

court found that the “[Patentee] does not appear to have been prejudiced by [the accused 

 
1 Philips’ arguments in Section III of its Reply regarding Fitbit’s disclosures of the disputed prior 
art do not merit further discussion.  Fitbit rests on its Opposition on this issue.  (See Dkt. 265 at 
11-12.) 
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infringer’s] technical failure to comply with the Local Rules.”  Id.  Similarly here, Fitbit provided 

its invalidity theory involving Vaisanen in its IPR petition and Philips provided its rebuttal in its 

Patent Owner Preliminary Response.  (See, e.g., Dkt. 265-5 at 75-82; Dkt. 265-6 at 60).  Philips 

does not even claim prejudice.  Given that “district courts are strongly encouraged to decide issues 

pertaining to invalidity when presented,” the Court should deny Philips’ Motion with respect to 

Vaisanen.  See FreseniusError! Bookmark not defined. Med. Care, 2006 U.S. Dist. LEXIS 90856, 

at *22.  

II. DR. PARADISO’S RELIANCE ON THE OTHER DISPUTED REFERENCES 
SHOULD NOT BE STRICKEN 

With respect to the disputed references other than Vaisanen (the “other disputed 

references”), Philips’ arguments are misleading and incorrect, and its Motion should be denied. 

 Local Rule 16.6 Only Requires Disclosure Of References Asserted As 
Anticipating Or As Part Of An Obviousness Combination 

Philips never addresses Fitbit’s argument and supporting case law that a party’s contentions 

need not disclose references that describe the state of the art for § 103 obviousness, which is one 

way that Dr. Paradiso uses the other disputed references.  (See Dkt. 265 at 7-8; Dkt. 284.)2  Instead, 

Philips argues that Local Rule 16.6 requires disclosure of references used to show that the claim 

elements were conventional, routine, and well-known—i.e., to show the state of the art for § 101 

patent ineligibility, which is the other way Dr. Paradiso uses the other disputed references.  (Dkt. 

284 at 2-5.)  Philips’ argument regarding § 101 remains incorrect.   

The plain language of Local Rule 16.6(d)(4)(E) and (F) requires disclosure of references 

used as anticipating references or in an obviousness combination; it does not require disclosure of 

 
2 Thus, use of the other disputed references to show the state of the art for obviousness should not 
be stricken. 

Case 1:19-cv-11586-FDS   Document 296   Filed 02/04/22   Page 5 of 13

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


