
 

 

UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF MASSACHUSETTS 

PHILIPS NORTH AMERICA LLC, 

Plaintiff, 

v. 

FITBIT, INC., 

Defendant. 

Civil Action No. 1:19-cv-11586-IT 
 

 
 

DEFENDANT FITBIT INC.’S REPLY BRIEF IN SUPPORT OF ITS RULE 12(b)(6) 
MOTION TO DISMISS THE AMENDED COMPLAINT 

LEAVE TO FILE GRANTED ON JANUARY 17, 2020 
[Docket No. 38] 

Case 1:19-cv-11586-IT   Document 39   Filed 01/17/20   Page 1 of 17

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
 

Page 

 

 -i-  
 

I. INTRODUCTION ............................................................................................................. 1 

II. ARGUMENT ..................................................................................................................... 3 

A. Philips’ opposition provides no legal basis for denying Fitbit’s motion to 
dismiss.................................................................................................................... 3 

1. Philips’ opposition ignores the claim language, the heart of the 
Alice inquiry ............................................................................................... 3 

2. Philips improperly equates novelty with patent-eligibility. ....................... 5 
3. No claim construction dispute prevents resolution of Fitbit’s 

motion, as Philips does not argue any construction would affect the 
outcome ...................................................................................................... 6 

B. Philips’ conclusory lawyer-penned statements in the amended complaint, 
proffered for both step one and two of the Alice analysis, are inconsistent 
with the actual claim language and admissions in the specification ...................... 7 

1. The ’233 patent claims recite only result-oriented use of known 
security mechanisms, not a technological improvement as alleged 
by Philips in the amended complaint. ........................................................ 7 

2. Philips’ amended complaint allegations that the ’377 patent claims 
are “an advanced network architecture” conflicts with the spec 
admissions that the claimed architecture was known, and the 
claims assign no “significant application functionality” to the 
server .......................................................................................................... 8 

3. Philips amended complaint does not show the ’958 patent claims a 
“concrete technological advancement” “by changing how data is 
stored” because the claims are silent on a new way to store data .............. 9 

4. The ’007 patent claims recite generic, unimproved components and 
technology, not an advancement in GPS or health monitoring 
technology ................................................................................................ 10 

III. CONCLUSION ................................................................................................................ 12 

Case 1:19-cv-11586-IT   Document 39   Filed 01/17/20   Page 2 of 17

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 
 

Page(s) 

 

 -ii-  
 

Cases 

Aatrix Software, Inc. v. Green Shades Software, Inc., 
882 F.3d 1121 ........................................................................................................................1, 7 

Affinity Labs of Texas, LLC v. DIRECTV, LLC¸838 
F.3d 1253 (Fed. Cir. 2016) ........................................................................................................6 

Am. Axle & Mfg., Inc. v. Neapco Holdings LLC, 
939 F.3d 1355 (Fed. Cir. 2019)..................................................................................................9 

Ancora Techs., Inc. v. HTC Am., Inc., 
908 F.3d 1343 (Fed. Cir. 2018)..................................................................................................4 

Athena Diagnostics, Inc. v. Mayo Collab. Servs. LLC, 
915 F.3d 743 (Fed. Cir. 2019) (cert. denied) .............................................................................2 

Berkheimer v. HP Inc., 
881 F.3d 1360 (Fed. Cir. 2018) (cert. denied) ...........................................................................1 

Berkheimer v. HP Inc., 
890 F.3d 1369 (Fed. Cir. 2018) (Moore, Circuit Judge; denial of reh’g en 
banc) ......................................................................................................................................1, 2 

Bridge & Post, Inc. v. Verizon Commc’ns, Inc., 
778 F. App’x 882 (Fed. Cir. 2019) ............................................................................................5 

BSG Tech LLC v. Buyseasons, Inc., 
899 F.3d 1281 (Fed. Cir. 2018)..................................................................................................8 

CardioNet, LLC. v. Infobionic, Inc., 
348 F. Supp. 3d 87 (D. Mass. 2018) ......................................................................................3, 6 

Cellspin Soft, Inc. v. Fitbit, Inc., 
927 F.3d 1306 (Fed. Cir. 2019)..............................................................................................1, 2 

ChargePoint, Inc. v. SemaConnect, Inc., 
920 F.3d 759 (Fed. Cir. 2019)................................................................................................2, 6 

Cleveland Clinic Found v. True Health Diagnostics LLC, 
760 F. App’x 1013 (Fed. Cir. 2019) ..........................................................................................2 

Core Wireless Licensing S.A.R.L. v. LG Elecs., Inc., 
880 F.3d 1356 (Fed. Cir. 2018)................................................................................................11 

Case 1:19-cv-11586-IT   Document 39   Filed 01/17/20   Page 3 of 17

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 
(Continued) 

Page(s) 

 

 -iii-  
 

Data Engine Techs. LLC v. Google LLC, 
906 F.3d 999 (Fed. Cir. 2018)....................................................................................................5 

Elec. Power Group v. Alstom S.A., 
830 F.3d 1350(Fed. Cir. 2016).................................................................................................10 

Finjan, Inc. v. Blue Coat Systems, Inc., 
879 F.3d 1299 (Fed. Cir. 2018) (Opp. ) .....................................................................................4 

Genetic Techs. Ltd. v. Merial L.L.C., 
818 F.3d 1369 (Fed. Cir. 2016)..................................................................................................6 

Intellectual Ventures I LLC v. Symantec Corp., 
838 F.3d 1307 (Fed. Cir. 2016)..................................................................................................7 

Koninklijke KPN N.V. v. Gemalto MSM GmbH, 
942 F.3d 1143 (Fed. Cir. 2019)..................................................................................................4 

Secured Mail Sols. LLC v. Universal Wilde, Inc., 
873 F.3d 905 (Fed. Cir. 2017)....................................................................................................2 

Synopsys, Inc. v. Mentor Graphics Corp., 
839 F.3d 1138 (Fed. Cir. 2016)..........................................................................................1, 3, 6 

In re TLI Commc’ns. LLC Patent Lit., 
823 F.3d 607 (Fed. Cir. 2016)..................................................................................................11 

Trading Techs. Int’l, Inc. v. IBG LLC, 
921 F.3d 1084 (Fed. Cir. 2019)................................................................................................11 

Trading Techs. Int’l, Inc. v. IBG LLC, 
921 F.3d 1378 (Fed. Cir. 2019)................................................................................................11 

Two-Way Media Ltd. v. Comcast Cable Commc’ns, LLC, 
874 F.3d 1329 (Fed. Cir. 2017)..............................................................................................6, 7 

Other Authorities 

Fed. R. Civ. Proc. 12(b)(6) ..............................................................................................................1 

 

 

Case 1:19-cv-11586-IT   Document 39   Filed 01/17/20   Page 4 of 17

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

- 1 - 

I. INTRODUCTION 

Philips’ opposition clings to its amended complaint’s conclusory allegations as the 

foundation for its defense of the Asserted Patents, ignoring the Federal Circuit’s instruction that 

the claims, not the complaint, control the Supreme Court’s Mayo/Alice inquiry. Synopsys, Inc. v. 

Mentor Graphics Corp., 839 F.3d 1138, 1149 (Fed. Cir. 2016) (“The § 101 inquiry must focus 

on the language of the Asserted Claims”). Philips’ near-silence on the claims and specification of 

the Asserted Patents evidences the weakness of its opposition and affirms the Asserted Patents 

cannot survive Fitbit’s motion to dismiss under Supreme Court and Federal Circuit precedent. If 

the allegations of the amended complaint were supported by the claim language, Philips would 

have relied on the claims and not the amended complaint. Reliance on mere allegations, 

untethered to the claim language, is legally deficient.  

Philips begins by mischaracterizing the scope and reach of Berkheimer and Aatrix. 

Berkheimer explicitly states patent eligibility “has in many cases been resolved on motions to 

dismiss,” and “[n]othing in this decision should be viewed as casting doubt on the propriety of 

those cases.” Berkheimer v. HP Inc., 881 F.3d 1360, 1368 (Fed. Cir. 2018), cert. denied. 

Ineligibility can be shown on a motion to dismiss by “[r]elying on the specification alone” 

“where, as in Mayo, the specification admits” claim elements were well-understood, routine, and 

conventional. Berkheimer v. HP Inc., 890 F.3d 1369, 1371 (Fed. Cir. 2018) (Moore, Circuit 

Judge; denial of reh’g en banc) (emphasis original). Indeed, as in Mayo, the specifications of 

Philips’ Asserted Patents admit the claims recite known and conventional technology and no 

particular solutions. Notably, Philips’ opposition fails to address these admissions. 

Instead, the opposition relies solely on amended complaint allegations “wholly divorced 

from the claims or the specification,” which cannot defeat a motion to dismiss. See Cellspin Soft, 
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