Case: 1:17-cv-07180 Document #: 45 Filed: 05/01/18 Page 1 of 10 PagelD #:299

IN THE UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

BERTHOLD L.L.C. and
BERTHOLD DIRECT CORP.,
Plaintiffs,
V. Civil Action No.: 1:17-cv-07180
TARGET CORPORATION, Honorable Robert M. Dow, Jr.
Magistrate Judge Michael T. Mason
Defendant.

SECOND AMENDED COMPLAINT

Plaintiffs, BERTHOLD L.L.C. and BERTHOLD DIRECT CORP., through their

attorneys, complain against Defendant, TARGET CORPORATION, as follows:
Nature of the Action

1. This is a civil action for copyright infringement and breach of license agreement
for unauthorized use of Plaintiffs’ copyrighted font software programs and refusal to document
all uses of Plaintiffs’ font software programs as required by the parties’ license agreement.

Jurisdiction and Venue

2. This Court has subject matter jurisdiction pursuant to 28 U.S.C. 8§ 1331 and
1388(a) because (i) this is a civil action arising under the Copyright Act of 1976, 17 U.S.C § 101
et seq. This Court has supplemental jurisdiction over Plaintiffs’ related state law claims pursuant
to 28 U.S.C. § 1367.

3. Venue is proper in this district pursuant to the forum selection clause in the
parties’ license agreement which provides that all disputes involving the license will be resolved

in this forum.
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The Parties

4. Plaintiff Berthold L.L.C. (“Berthold LLC”), is an Illinois limited liability
company with its principal place of business in Chicago, Illinois. Berthold LLC owns the
copyrights in the font software at issue.

5. Plaintiff Berthold Direct Corporation (“Berthold Direct”) is an Illinois corporation
with its principal place of business in Chicago, Illinois. At all times relevant, Berthold Direct had
been granted the exclusive right to license the copyrighted font software at issue. Berthold LLC
and Berthold Direct are affiliated companies and may be referred to herein collectively as
“Berthold.”

6. Defendant Target Corporation (“Target”) is @ Minnesota corporation with its
principal place of business in Minneapolis, Minnesota.

Factual Background

7. Plaintiffs and their affiliates comprise a leading, independent type foundry.

8. Since 1858, Plaintiffs have been in the business of marketing typefaces. H.
Berthold AG, the original Berthold type foundry founded in Berlin, Germany, was known
worldwide as an expert producer of high quality typefaces.

9. Under the guidance of former artistic director and master typographer Giinter
Gerhard Lange, the Berthold foundry has developed one of today’s leading type libraries in the
world: the Berthold “Exklusiv” Collection.

10. Plaintiffs offer, market, license, and distribute typeface font computer software
programs through their website www.bertholdtypes.com and through their authorized resellers.

11.  Akzidenz-Grotesk is Plaintiffs’ most popular and successful typeface and

represents valuable goodwill owned by Plaintiffs.
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12.  Plaintiff Berthold LLC owns the U.S. Copyright Registrations for certain

Akzidenz-Grotesk typeface font software programs in OpenType format first published in 2006

with Registration Numbers (collectively the “Akzidenz-Grotesk Pro Condensed Font Software”),

Exhibit A:

Akzidenz-Grotesk Pro Light Condensed, TX 6-380-812
Akzidenz-Grotesk Pro Light Condensed ltalic, TX 6-380-805
Akzidenz-Grotesk Pro Regular Condensed, TX 6-380-806
Akzidenz-Grotesk Pro Condensed ltalic, TX 6-380-807
Akzidenz-Grotesk Pro Medium Condensed, TX 6-380-808
Akzidenz-Grotesk Pro Medium Condensed Italic, TX 6-380-809
Akzidenz-Grotesk Pro Bold Condensed, TX 6-380-824
Akzidenz-Grotesk Pro Bold Condensed Italic, TX 6-380-825
Akzidenz-Grotesk Pro Extra Bold Condensed, TX 6-380-804
Akzidenz-Grotesk Pro Extra Bold Condensed Italic, TX 6-380-801
Akzidenz-Grotesk Pro Extra Bold, TX 6-380-803

Akzidenz-Grotesk Pro Extra Bold Italic, TX 6-380-802

13.  Plaintiffs’ copyrights are valid and subsisting.

14. Berthold licenses the use of the Berthold font software programs to end users, and

controls such licensing by way of individually negotiated licenses agreements.

15.  Berthold offers a limited, traditional desktop license that permits the end user to use

the font software programs for internal business purposes only and allowed installation of the font

software programs on up to 5 licensed computers at a single location (“Traditional Desktop

Licenses™).
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16.  With the advent of new technologies over the past decade, Berthold began offering
an enterprise license which provided more licensing options that incorporate these latest
technologies, such as web fonts, digital publishing, e-books, web video publishing, smart
phone/tablet apps, etc.

17.  Berthold’s enterprise licenses allow a licensee to use and embed the font software
programs to create and distribute printed and digital materials for commercial or non-commercial
purposes.

18.  On August 22, 2013, Target purchased a Traditional Desktop License to use
Plaintiffs’ Akzidenz-Grotesk Condensed BE OpenType font software (a total of 12 font software
programs), subject to a license agreement which only allowed Target to use the font software on
10 computers for internal business purposes with limited embedding rights. Exhibit B.

19.  Plaintiffs” Akzidenz-Grotesk Condensed BE OpenType font software is comprised
entirely of copyrighted software code from Plaintiffs” Akzidenz-Grotesk Pro Condensed Regular
font software.

20.  In or around June 2017, Plaintiffs came across a video posted online created by
Calango, a design firm retained by Target to produce certain advertising and branding materials
using Plaintiffs’ Akzidenz-Grotesk Font Software. Subsequent to filing this lawsuit, the video has
been removed from the Vimeo website where it was posted.

21. The video’s description states that “Target asked Calango to produce an animated
version of Akzidenz Grotesk, one of the main typefaces in their branding.” As seen in the online
video, Calango did as Target requested and used Plaintiffs’ Akzidenz-Grotesk Pro Condensed Font
Software to create certain advertising and branding material.

22.  Target, without knowledge or authorization from Plaintiffs, created and sent

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: 1:17-cv-07180 Document #: 45 Filed: 05/01/18 Page 5 of 10 PagelD #:303

Calango copies of Plaintiffs’ Akzidenz-Grotesk BE Light Condensed and Akzidenz-Grotesk BE
Bold Condensed font software programs, which amounted to creating and sending copies of
Plaintiffs’ copyrighted Akzidenz-Grotesk Pro Light Condensed and Akzidenz-Grotesk Pro
Condensed Bold font software programs.

23.  Target sent the copies of these two font software programs to Calango so that
Calango could create animated versions of each of the font software programs (“Animated Font
Software Programs”) and a video that embedded the Animated Font Software (“Animated Font
Software Video”).

24.  Calango then delivered the Animated Font Software Programs and Animated Font
Software Video to Target. Target then created one or more copies of the and Animated Font
Software Programs and Animated Font Software Video by downloading, storing, and loading the
files onto its computers or servers. Target also broadcast the Animated Font Software Video and
Animated Font Software Programs at one of its sales meetings.

25.  According to Calango’s statements next to the Animated Font Software Video
posting on the internet, Target uses Akzidenz-Grotesk as one if its main typefaces in its branding
which entails using Plaintiffs’ Akzidenz-Grotesk font software to create advertising and branding
materials.

26.  Target also has embedded Plaintiffs’ Akzidenz-Grotesk BE Regular font software
into portable document files that have been disseminated to third parties and made available for
access and download online. See Exhibit C attached hereto. The Akzidenz-Grotesk BE Regular
font software is comprised entirely of copyrighted software code from Plaintiffs’ Akzidenz-
Grotesk Pro Regular font software for which Plaintiff Berthold LLC owns the U.S. Copyright

Registration (TX 6-380-794). Exhibit D.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




