
IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
 
 
HOSPIRA, INC., 
 

Plaintiff, 
 

v. 
 

FRESENIUS KABI USA, LLC 
 

Defendants. 
 

 
 
 
 
 
 
 

 
 
 
C.A. No. 1:16-cv-00651 
 
Honorable Rebecca Pallmeyer 
 

 
 

FRESENIUS KABI USA, LLC’S OPENING CLAIM CONSTRUCTION BRIEF 

  

Case: 1:16-cv-00651 Document #: 43 Filed: 10/11/16 Page 1 of 28 PageID #:1870

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


ii 
 

TABLE OF CONTENTS 
I. INTRODUCTION .............................................................................................................. 1 

II. BACKGROUND ................................................................................................................ 2 

A. The Precedex™ Product ......................................................................................... 2 

B. The Patents-in-Suit.................................................................................................. 5 

C. The Claim Construction Issues ............................................................................... 7 

III. LEGAL STANDARD OF CLAIM CONSTRUCTION ..................................................... 8 

IV. ARGUMENT ...................................................................................................................... 9 

A. “ready to use” .......................................................................................................... 9 

1. The patentee’s express definition should govern ...................................... 10 

2. Fresenius Kabi’s proposed construction is consistent with 
the use of “ready to use” in the prosecution history ................................. 10 

B. “sealed glass container” ........................................................................................ 13 

1. The specification supports Fresenius Kabi’s construction ........................ 14 

2. Fresenius Kabi’s proposed construction is consistent with 
the prosecution history .............................................................................. 15 

C. “intensive care unit” .............................................................................................. 18 

1. The Court may adopt the previous decision of Judge 
Andrews regarding the construction of the same term ............................. 18 

2. Fresenius Kabi’s proposed construction is supported by the 
intrinsic evidence ...................................................................................... 20 

3. Hospira’s construction relies entirely on unrelated, extrinsic 
evidence .................................................................................................... 20 

V. CONCLUSION ................................................................................................................. 22 

  

Case: 1:16-cv-00651 Document #: 43 Filed: 10/11/16 Page 2 of 28 PageID #:1871

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iii 
 

TABLE OF AUTHORITIES 

 
Cases 

Abbott Labs. v. Dey, L.P.,  
110 F. Supp. 2d 667 (N.D. Ill. 2000) ........................................................................................ 19 

Atl. Research Mktg. Sys., Inc. v. Troy,  
659 F.3d 1345 (Fed. Cir. 2011)................................................................................................... 8 

Chef Am., Inc. v. Lamb-Weston, Inc.,  
358 F.3d 1371 (Fed. Cir. 2004)................................................................................................. 22 

Cybor Corp. v. FAS Techs. Inc.,  
138 F.3d 1448 (Fed. Cir. 1998)................................................................................................. 21 

Finisar Corp. v. DirecTV Group, Inc.,  
523 F.3d 1323 (Fed. Cir. 2008)................................................................................................. 19 

Hospira, Inc. v. Amneal Pharmaceuticals LLC,  
No. 15-cv-697-RGA (D. Del.) .................................................................................................. 18 

Hospira, Inc. v. Eurohealth Int’l SARL,  
No. 14-cv-487-GMS (D. Del.) .................................................................................................... 5 

Hospira, Inc. v. Sandoz Int’l GmbH,  
No. 3:09-cv-4591 (D.N.J.) .......................................................................................................... 5 

In re Rasmussen,  
650 F.2d 1212 (C.C.P.A. 1981) ................................................................................................ 21 

KX Indus., L.P. v. PUR Water Purification Prods., Inc.,  
108 F. Supp. 2d 380, 387 (D. Del. 2000), aff’d, 18 Fed. Appx. 871 (Fed. Cir. 2001) ............. 19 

Laitram Corp. v. Cambridge Wire Cloth Co.,  
863 F.2d 855 (Fed. Cir. 1988)................................................................................................... 21 

Lucent Techs., Inc. v. Gateway, Inc.,  
525 F.3d 1200 (Fed. Cir. 2008)................................................................................................. 22 

Phillips v. AWH Corp.,  
415 F.3d 1303 (Fed. Cir. 2005) (en banc) ................................................................ 8, 10, 20, 21 

Process Control Corp. v. HydReclaim Corp.,  
190 F.3d 1350 (Fed. Cir. 1999)................................................................................................. 22 

Tate Access Floors, Inc. v. Interface Architectural Resources, Inc.,  
279 F.3d 1357 (Fed. Cir. 2002)................................................................................................. 14 

Case: 1:16-cv-00651 Document #: 43 Filed: 10/11/16 Page 3 of 28 PageID #:1872

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iv 
 

Texas Instruments, Inc. v. United States Int'l Trade Comm'n,  
805 F.2d 1558 (Fed. Cir. 1986)................................................................................................. 22 

Transmatic, Inc. v. Gulton Indus., Inc.,  
53 F.3d 1270 (Fed. Cir. 1995)................................................................................................... 21 

V-Formation, Inc. v. Benetton Group SPA,  
401 F.3d 1307 (Fed. Cir. 2005)................................................................................................... 5 

Visto Corp. v. Sproqit Techs., Inc.,  
445 F. Supp. 2d 1104 (N.D. Cal. 2006) .................................................................................... 19 

Vitronics Corp. v. Conceptronic, Inc.,  
90 F.3d 1576 (Fed. Cir. 1996)..................................................................................................... 9 

 

 

 

Case: 1:16-cv-00651 Document #: 43 Filed: 10/11/16 Page 4 of 28 PageID #:1873

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 
 

Defendant Fresenius Kabi USA, LLC submits this Opening Claim Construction Brief 

seeking construction of three terms from U.S. Patent Nos. 8,242,158; 8,338,470; 8,455,527; and 

8,648,106 (“the patents-in-suit”) pursuant to the Local Patent Rules and Scheduling Order 

entered in this case. (D.I. 19.) 

I. INTRODUCTION 

Plaintiff Hospira, Inc. has asserted that Fresenius Kabi’s proposed ANDA products will 

infringe claims of four related patents.  These four patents are part of the same family, share a 

specification, and are generally directed to the same invention:  “sealed glass containers” 

containing the drug dexmedetomidine at specific concentrations combined with sodium chloride 

(saline) solution that are “ready to use” by physicians. One patent, the ’527 patent, is directed to 

methods of sedating patients by providing them this same “ready to use” composition, including 

one claim to sedating patients in the “intensive care unit.”  

Fresenius Kabi has proposed common sense constructions of two key terms — “ready to 

use” and “sealed glass container” — that comport with the intrinsic evidence of the patents in 

suit.  Specifically, a composition is “ready to use” when it does not require any further dilution 

before it can be administered to a patient.  Fresenius Kabi proposes that a “sealed glass 

container” is exactly what it says — a glass container that is closed tightly to prevent unwanted 

materials to enter or exit.  These common sense constructions are supported by the specification, 

claims, and prosecution history of the patents-in-suit.   

Hospira disagrees with Fresenius Kabi’s proposed constructions, but has not provided its 

own constructions, or even identified exactly why Fresenius Kabi’s constructions differ from the 

plain and ordinary meaning of those terms.  But Hospira’s contentions in this case, and positions 

in the related Delaware litigation indicate that Hospira hopes to introduce extraneous limitations 

not supported by the specification or intrinsic record, or to improperly import limitations from 
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