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IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF FLORIDA

CIVIL ACTION NO. 1:22-CV-22706-RNS

BELL NORTHERN RESEARCH, LLC,
Plaintiff
V.

HMD AMERICA, INC.; HMD GLOBAL OY;
SHENZHEN CHINO-E COMMUNICATION
CO,, LTD.; HON HAI PRECISION
INDUSTRY CO., LTD; TINNO MOBILE
TECHNOLOGY CORP.; SHENZHEN TINNO
MOBILE CO., LTD.; TINNO USA, INC.;
UNISOC TECHNOLOGIES CO., LTD,;
SPREADTRUM COMMUNICATIONS USA,
INC.; WINGTECH TECHNOLOGY CO.;
LTD.; WINGTECH INTERNATIONAL, INC.;
BEST BUY CO., INC.; BEST BUY STORES
L.P.; TARGET CORP.; WALMART INC,,

Defendants.
/

REPLY IN SUPPORT OF DEFENDANTS” MOTION TO SEVER AND STAY
THE CLAIMS AGAINST THE RETAIL DEFENDANTS

Defendants HMD America, Inc., HMD Global Oy (collectively, “HMD”) and Best Buy
Co., Inc., Best Buy Stores L.P., Target Corp., and Walmart Inc. (collectively, the “Retail
Defendants™), by and through their undersigned counsel hereby file this Reply in support of their
Motion to sever and stay the claims against the Retail Defendants until the claims against HMD in
this case are resolved (“Motion”). Dkt. 232. Plaintiff Bell Northern filed its Opposition on
November 2, 2023. Dkt. 237. Bell Northern has failed to present any legitimate reasons why the
claims against the Retail Defendants should not be stayed. Accordingly, Defendants respectfully

request that the Court grant their Motion.
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l. Additional Factual Background

Defendants filed the present Motion on October 19, 2023. Dkt. 232.

On October 24 and 25, 2023—days after Defendants filed their Motion, less than six weeks
before the close of fact discovery, and more than six months after receiving the Retail Defendants’
discovery responses—Bell Northern for the first time demanded supplementation of written
discovery responses by the Retail Defendants based on a slew of asserted discovery deficiencies,
including that several Accused Products were missing from the Retail Defendants’ past discovery
responses. Bell Northern also sought to meet-and-confer regarding more than a dozen interrogatory
responses and over 70 requests for production across the Retail Defendants. See Declaration of
Matthew J. Moffa in Support of Reply at Exhibits (“Exs.”) A, B, C.

On October 26, 2023, Bell Northern served Rule 30(b)(6) deposition notices on each of the
Retail Defendants with less than 14 days’ notice, bringing its total number of noticed depositions
to fifteen—without seeking leave of court to take more than ten depositions. Ex. D. Bell Northern
seeks to depose each Retail Defendant separately on over 40 topics, and during the Retail
Defendants’ busiest time of year—i.e., the holiday season.

On October 31, 2023, Bell Northern served Requests for Admissions on each of the Retail
Defendants. Ex. E.

On November 2, 2023, Bell Northern filed its Opposition to the present Motion. Dkt. 237.

On November 3, 2023, Defendants filed a notice of discovery hearing to request an
expedited protective order for a temporary stay of their discovery obligations until after the Court

rules on Defendants’ present Motion. Dkt. 238.
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1. A Stay Of The Claims Against The Retail Defendants Is Appropriate Under The
Customer Suit Exception

The ““customer-suit’ exception ... exists to avoid, if possible, imposing the burdens of trial
on the customer, for it is the manufacturer who is generally the ‘true defendant’ in the dispute.” In
re Nintendo of Am., Inc., 756 F.3d 1363, 1365 (Fed. Cir. 2014); see also Katz v. Lear Siegler, Inc.,
909 F.2d 1459, 1464 (Fed. Cir. 1990). The critical question in deciding whether to apply the
doctrine “is whether the issues and parties are such that the disposition of one case would be
dispositive of the other.” Katz, 909 F.2d at 1463.

In the present case, Bell Northern admits that its infringement claims against the Retail
Defendants derive entirely from its infringement claims against HMD—that is, the infringement
claims against the Retail Defendants are based entirely on their selling and/or offering to sell the
finished HMD products that are accused of infringement. Bell Northern (BNR) states, “BNR also
agrees that the Retail Defendants are accused of infringing the asserted patents by ‘sell[ing] or
offer[ing] to sell’ these accused products.” Opposition at 1. Bell Northern does not otherwise allege
that the Retail Defendants do anything to the HMD products to make them infringe, or to make
them infringe in some different manner. Therefore, Bell Northern does not dispute that disposition
of its infringement claim against HMD would be dispositive of its infringement claims against the
Retail Defendants.

Furthermore, Bell Northern does not dispute and cannot legitimately deny that a stay would
potentially avoid substantial litigation burdens on the Retail Defendants. To the contrary, Bell
Northern is currently pressing the Retail Defendants to provide extensive fact discovery in a
belated and improper manner. Those efforts include recently (1) demanding extensive
supplementation of the Retail Defendants’ responses to Bell Northern’s initial written discovery

requests more than six months after the Retail Defendants served responses, (2) serving for the
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first time deposition notices on the Retail Defendants with less than 14 days’ notice and far
exceeding the permissible total number of depositions without leave of court, and (3) serving for
the first time requests for admission. If the Court were to stay Bell Northern’s infringement claims
against the Retail Defendants, the extensive fact discovery that Bell Northern now seeks from the
Retail Defendants would be avoided. (Meanwhile, and to allow time for the Court to issue a report
and recommendation on the instant motion and for the parties to brief any oppositions thereto,
Defendants are separately seeking an expedited protective order from Bell Northern’s belated and
improper fact discovery efforts, for which a hearing before Magistrate Judge Goodman has been
set for next week on November 15.)

Importantly, under 35 U.S.C. § 299(a), each Retail Defendant has a right to its own trial
separate from the other Retail Defendants and HMD. Section 299 “is more stringent than Rule 20,
and adds a requirement that the transaction or occurrence must relate to making, using, or selling
of the same accused product or process.” In re Nintendo Co., Ltd., 544 F. App’x 934, 939 (Fed.
Cir. 2013). Bell Northern does not and cannot allege pursuant to Section 299 (1) that the various
Defendants are jointly and severally liable, or (2) that, in the alternative, Bell Northern’s asserted
right to relief involves the same transactions or occurrences relating to allegedly infringing acts.
To the contrary, Bell Northern admits that its infringement claims against the Retail Defendants
are based on each Retail Defendant’s independent selling or offering to sell distinct HMD phones.
The relevant transactions and occurrences relating to each Retail Defendant’s accused sales and
offers to sell are unique to each Retail Defendant and are not the same acts alleged with respect to
the other Retail Defendants or HMD.

The Retail Defendants have not waived their right to have separate trials. Accordingly, a

stay of the claims against the Retail Defendants would have the benefit of potentially avoiding
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imposing the burdens of trials on multiple customers. In re Nintendo of Am., Inc., 756 F.3d at 1365;
see also Katz, 909 F.2d at 1463.

Bell Northern’s Opposition is founded on the assertion that Defendants’ Motion is an
“eleventh hour motion” filed at a “late stage of the case.” Opposition at 1. Not so. In this regard,
Bell Northern attempts to distinguish the cases cited by Defendants as involving early motions to
stay, and further cites Vehicle IP, LLC v. AT&T Mobility LLC, 227 F. Supp. 3d. 319, 332 (D. Del.
2016). Opposition at 3-4. Vehicle IP is distinguishable for at least two major reasons: First, in
Vehicle IP, the manufacturer and customer defendant were heading to a consolidated trial.
Vehicle IP, 227 F. Supp. 3d. at 332. In contrast, as explained above, the Retail Defendants in the
present action are entitled to separate trials and have not waived their right to separate trials.
Second, in Vehicle IP, discovery was complete. Id. In the present action, however, discovery is not
complete and significant discovery burdens remain ahead. While the Retail Defendants contend
that Bell Northern’s belated fact discovery demands are defective and legally inoperative under
Local Rules 26.1(g)(2) and (h), the fact remains that a substantial amount of fact discovery is still
being sought by Bell Northern from the Retail Defendants, and expert discovery has not yet even
begun. Bell Northern cannot deny that a stay at this time would potentially avoid the extensive fact
discovery that Bell Northern now seeks from the Retail Defendants, and would obviate any need
to them to participate in expert discovery entirely.

I11. A Stay Of The Claims Against The Retail Defendants Is Appropriate Under
Traditional Stay Factors

A stay of Bell Northern’s claims against the Retail Defendants also would be appropriate
under traditional stay factors. Defendants’ Motion does not address the likelihood of ultimately

prevailing on the merits, but the other factors weigh heavily in favor of a stay.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




