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I. STATEMENT OF FACTS IN SUPPORT OF MOTION #3: SUMMARY JUDGMENT 
OF UNENFORCABILITY DUE TO INEQUITABLE CONDUCT 

A. U.S. Patent Application No. 08/922,063 (the “’063 application”) 

3.1. U.S. Patent Nos. 7,155,451 (the “’451 patent), 8,606,819 (the “’819 patent”), and 

8,965,932 (the “’932 patent) (collectively, the “Asserted Patents”) all claim priority from U.S. 

provisional application No. 60/025,360 filed on September 3, 1996 (the “’360 provisional”) and 

U.S. Patent No. 08/922,063 (the “’063 application”) filed on September 2, 1997.  Ex. 1 at Cover;  

Ex. 2 at Cover; Ex. 3 at Cover.   

3.2. The ’451 patent is a continuation-in-part of the ’063 application, and the ’819 and 

’932 patents are continuations of the ’451 patent.  The Asserted Patents all incorporate the ’360 

provisional and ’063 application by reference.  Ex. 1 at 1:8-12; Ex. 2 at 1:6-14; Ex. 3 at 1:6-13.   

B. The Torres Declaration And The Accompanying Hertzig Letter 

3.3. During prosecution of the ’063 application, the U.S. Patent and Trademark Office  

(“USPTO”) examiner twice rejected the sole pending claim over the prior art combination of U.S. 

Patent Nos. 5,809,247 (“Richardson”) and 5,796,952 (“Davis”).  Ex. 14 at 73, 87-90.  Richardson’s 

priority date is July 22, 1996.  Ex. 56 at Cover (showing a filing date of July 22, 1996).   

3.4.   Following the examiner’s rejections, on November 11, 1999, the named inventor 

Mr. Damon C. Torres submitted a declaration pursuant to 37 C.F.R. § 1.131, aimed to antedate 

Richardson (the “Torres Declaration”).  Ex. 14 at 103-104 (Torres Declaration); id. at 98 

(“Applicant herewith submits a Declaration pursuant to 37 C.F.R. Section 131 to overcome 

Richardson reference and has amended claim 1 to further define the invention.”); Ex. 53 (Aug. 5, 

1999 email from Pozner to Torres with the subject line “damon must find antedating document re 

Patent by aug 14.”).   

3.5. Mr. Torres declared to the USPTO that he “conceived in the United States the 
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invention claimed in the above-identified patent application prior to July 22, 1996,” and attached 

as Exhibit A “a copy of a letter that was faxed to a software consultant, Jon Hertzig, prior to the 

July 22, 1996 date” “illustrat[ing] the conception of this invention.”  Ex. 14 at 103;  id. at 106 (the 

“Hertzig Letter”).   

3.6. The Torres Declaration stated as follows: 

 

Ex. 14 at 103 (annotated). 

3.7. The face of the Hertzig Letter indicated that it was sent “Via fax”: 

 

Ex. 14 at 106.  
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Cc. Mr. Torres’s Admissions During Robocast’s Prior Litigation Against
Microsoft

3.8. In 2010, Robocast sued Microsoft for patent infringement of the ’451 patent in

Robocast Inc. v. Microsoft Corp., No. 10-1055-RGA,D.I. 1.

On January 31, 2013, Microsoft deposed Mr. Torresin the priorlitigation. Ex. 17.

3.10. The Hertzig Letter stated “Via fax” even though it was not faxed. Ex. 14 at 106.

 

3.11. Likewise, the Torres Declaration inaccurately stated that the Hertzig Letter “was

faxed to a software consultant, Jon Hertzig, prior to the July 22, 1996 date.” Ex. 14 at 103

(“Attached [as] Exhibit A, is a copy ofaletter that was faxed to a software consultant, Jon Hertzig,

prior to the July 22, 1996 date.”).

3.12. Mr. Steven Rizzi, Robocast’s litigation counsel, was present at the deposition of

Mr. TorresPeon January 31, 2013, and thus was

aware atleastas ofthattine

EEshowing Mr. Rizzi as appearing at the January 31, 2013 deposition of Mr.

Torres).

3.13. Mr. Joseph Sofer, Robocast’s prosecution counsel,Po

ee

ee
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3.14. When Mr. Torres testified on January 31, 2013, the applications that ultimately 

issued as the ’819 and ’932 patents were still pending.  Ex. 2 at Cover; Ex. 3 at Cover.   

3.15. In 2013, at least Mr. Torres as the inventor and Mr. Sofer as prosecution counsel 

had a duty of candor to the USPTO under 37 C.F.R. § 1.56. 

3.16.  

 

3.17. The file histories of the ’451, ’819, and ’932 patents do not show any record of any 

attempt to cure by Mr. Torres, Mr. Rizzi, Mr. Sofer, or anyone else, the inaccurate statements in 

the Torres Declaration or Exhibit A (the Hertzig Letter) to the Patent Office that Mr. Torres never 

actually faxed the Hertzig Letter to Mr. Hertzig. 

D. The Court’s Denial Of Robocast’s Motion to Strike Microsoft’s Inequitable 
Conduct Defense 

3.18. In the Microsoft litigation, Microsoft asserted an affirmative defense of inequitable 

conduct based, in part, on the false Torres Declaration.  Robocast Inc. v. Microsoft Corp., No. 10-

1055-RGA (D. Del. Feb. 13, 2013), D.I. 169 (redacted version).   

3.19. Robocast moved to strike Microsoft’s inequitable conduct defense.  Robocast Inc. 

v. Microsoft Corp., No. 10-1055-RGA (D. Del. Feb. 13, 2013), D.I. 226.    

3.20. On July 19, 2013, the Court held a hearing on Robocast’s motion to strike.  At the 

hearing, the following exchange occurred: 

THE COURT: If Mr. Torres made up this letter in 1999, that 
screams intent to deceive, doesn’t it? 

MR. RIZZI:  I agree with that, your Honor.  I mean I agree they’ve 
pled sufficiently.   

* * * 

Case 1:22-cv-00305-JLH     Document 394     Filed 10/24/24     Page 5 of 8 PageID #: 22522

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


