
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

 
FINJAN, INC., 
 
   Plaintiff, 
 
  v. 
 
RAPID7, INC., et al.,  
 
   Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
 

 
 
 
 
C.A. No. 18-1519-MN 
 

   
MEMORANDUM OPINION 

 
On September 17, 2020, Special Master Order #4 (D.I. 189) granted-in-part and denied-

in-part Defendants Rapid7, Inc. and Rapid7 LLC’s (collectively, Rapid7) Motion to Strike 

Portions of the Expert Report of Dr. Mitzenmacher (D.I. 183).  Order #4 was issued on an 

expedited basis because Dr. Mitzenmacher’s deposition was scheduled for September 21, 2020.  

This memorandum opinion explains the reasoning for the rulings in Order #4. 

BACKGROUND 

 At the scheduling conference in this case, Plaintiff Finjan, Inc. (Finjan) requested, and the 

Court ordered, that Rapid7 was to make its source code available for inspection at the time of 

core technical document production, which is earlier than usual.  In doing so, the Court warned 

Finjan that it was “going to expect that the infringement contentions be pretty full and pretty 

informative” and “[if] they’re giving you the source code on these products, I expect you 

[Finjan] to incorporate that and explain how the products infringe.”  1/30/19 Teleconference 

Transcript at 9:21-24; 9:25-10:2.   

 After producing its source code for inspection and receiving Finjan’s preliminary 

infringement contentions, Rapid7 believed the contentions were lacking and moved to compel 
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more detailed contentions.  At a December 13, 2019 hearing on Rapid7’s motion to compel, 

Finjan’s counsel distinguished its contentions from the greater level of detail offered in an expert 

report.  12/13/2019 Hearing Transcript at 11.  Judge Noreika then ruled as follows: 

It’s up to Finjan, you can by January 10th supplement again to address some of 
these concerns.  It’s up to you.  But if you don’t, you’re not going to be able to 
raise new issues.  Like when you said this is not an expert report, you’re not going 
to suddenly be able to get into a lot more detail in actually fleshing out your 
contentions in an expert report if you haven’t fairly disclosed them here.  If you 
think this is sufficient to give notice of what your contentions are, I’m not going 
to make you supplement because I’m not sure exactly what you need, but if you 
don’t supplement and get more specific with what you’re claiming, what aspects 
of this meet the claim elements, you’re not going to be able to do [that] for the 
first time and surprise them in the expert reports.  I’m not saying that’s what 
you’re intending to do, it just caught my attention when you said this is not an 
expert report.  The expert reports may want to flesh out a little bit more, but they 
shouldn’t for the first time be giving what specific aspects of this [] meet the 
element. 
 

Id. at 12.   
 
 Finjan proceeded to supplement its infringement contentions and then served Final 

Infringement Contentions (FICs) on February 26, 2020.  See Rapid7’s 9/3/2020 Letter Brief at 

Ex. D (excerpts from the FICs).  On June 17, 2020, almost four months later, Finjan served the 

opening expert report of Dr. Mitzenmacher regarding infringement.  See id. at Ex. C (excerpts 

from Dr. Mitzenmacher’s report).  

 Rapid7 moves to strike allegedly new infringement theories disclosed for the first time in 

Dr. Mitzenmacher’s report.  These new infringement theories fall into two categories:  (1) a 

literal infringement theory that a “Universal Translator” capability meets the requirement of “an 

input modifier” in claim 41 of the ‘289 patent for the InsightAppSec and AppSpider products; 

and (2) doctrine of equivalents (DOE) infringement theories on several elements of claims in the 

‘154, ‘289, and ‘408 patents.   
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Finjan’s Allegedly New Universal Translator Literal Infringement Theory 

 As to the allegedly new Universal Translator capability theory, Rapid7 argues that 

Finjan’s FICs do not reference the Universal Translator or its functionality.  Rapid7 argues that 

while Finjan’s FICs refer to a “scan engine,” this disclosure did not put Rapid7 on notice that the 

more specific Universal Translator capability allegedly meets element 41(c).  Rapid7 also points 

out that Finjan was aware of the Universal Translator capability well before its FICs, and Finjan 

even pointed to the Universal Translator capability in its FICs for another patent.  See Rapid7’s 

Opening Letter at Ex. D, Appendix F-5 at 7.   

 Finjan’s letter brief admits that “the level of detail is greater in Dr. Mitzenmacher’s report 

than in the FICs” and it did not use the term “Universal Translator” in the FICs with regard to 

element 41(c).  9/10/2020 Letter Brief at 2.  But Finjan argues that it disclosed the same 

functionality as the Universal Translator when it disclosed “scan engines” and described their 

function.  Finjan also argues that Rapid7 belatedly produced documents regarding the Universal 

Translator, which Dr. Mitzenmacher relies on in his report.       

Finjan’s Allegedly New DOE Theories 

 Rapid7 argues that Dr. Mitzenmacher disclosed new DOE theories for claim element  
  
1(b) of the ‘154 patent, element 1(d) of the ‘154 patent, elements 41(c) and 41(e) of the ‘289 

patent, and element 1(b) of the ‘408 patent.  Finjan’s FICs for element 1(d) of the ‘154 patent, 

elements 41(c) and 41(e) of the ‘289 patent, and element 1(b) of the ‘408 patent do not identify a 

DOE theory of infringement.  For element 1(b) of the ‘154 patent, however, the FICs disclose a 

DOE theory.  Rapid7 argues that Finjan’s DOE theory in its FICs relates to only one part of 

element 1(b) (“Only if…such invocation is safe”), while Dr. Mitzenmacher’s report sets forth a 
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DOE theory on another part of element 1(b) (“processing content…including a call to a first 

function”).   

 Finjan argues that Dr. Mitzenmacher’s DOE opinions are not new but rather “modest 

elucidations” of the functionalities accused in the FICs.  Finjan also argues that each challenged 

DOE opinion corresponds to an equivalent literal infringement theory in the FICs.  That is, 

according to Finjan, its literal infringement theories in the FICs put Rapid7 on notice of the 

accused functionalities and the DOE theories in the expert report should have come as no 

surprise given the functionalities accused in the FICs. 

LEGAL STANDARDS 

Fed. R. Civ. P. 37(c)(1) provides that “[i]f a party fails to provide information . . . as 

required by Rule 26(a) or (e), the party is not allowed to use that information . . . to supply 

evidence on a motion, at a hearing, or at trial, unless the failure was substantially justified or is 

harmless.”  Infringement contentions are considered to be “initial disclosures” under Rule 26(a).  

Intellectual Ventures I LLC v. AT&T Mobility LLC, 2017 WL 658469, at *1 (D. Del. Feb. 17, 

2017).  

To determine whether a failure to disclose is harmless, courts in the Third Circuit 

consider the “Pennypack” factors, which include: (1) the prejudice or surprise to the party 

against whom the evidence is offered; (2) the possibility of curing the prejudice; (3) the potential 

disruption of an orderly and efficient trial; (4) the presence of bad faith or willfulness in failing 

to disclose the evidence; and (5) the importance of the information withheld. See 

Konstantopoulos v. Westvaco Corp., 112 F.3d 710, 719 (3d Cir. 1997) (citing Meyers v. 

Pennypack Woods Home Ownership Ass’n, 559 F.2d 894, 904-05 (3d Cir. 1977)).  The 
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determination of whether to exclude evidence is within the discretion of the court.  See In re 

Paoli, 35 F.3d 717, 749 (3d Cir. 1994).   

DISCUSSION 

I. Rapid7’s motion to strike the portions of paragraphs 552-554 of Dr. 
Mitzenmacher’s report relating to the “Universal Translator” is GRANTED. 

  
In its FICs, Finjan accused the broad functionality of the “scan engine” of meeting the 

claim element “an input modifier” in claim 41 of the ‘289 patent for the InsightAppSec and 

AppSpider products.  The parties agree that the broad functionality accused in the FICs includes 

the Universal Translator capability.  But Finjan failed to accuse the Universal Translator 

capability until its opening expert report.  Finjan provides no reason why it failed to accuse the 

Universal Translator capability in its FICs.  In fact, Finjan’s counsel admitted “if I could go back 

in time to moot this issue, would I have pointed that [Universal Translator] out there, of course.”  

Tr. 46:1-3.   

If those were the only relevant facts, this would be a closer call.  Here, however, Finjan 

received at least two warnings from the Court to provide specificity in its infringement 

contentions.  The second warning addressed the situation here:  “if you don’t supplement and get 

more specific with what you’re claiming, what aspects of this meet the claim elements, you’re 

not going to be able to do [that] for the first time and surprise them in the expert reports.”  

12/13/2019 Hearing Transcript at 12.  Because Finjan’s new reliance on the Universal Translator 

capability violates the Court’s warning, the new disclosure must be stricken.        

Finjan’s letter brief cites several decisions where an expert was allowed to provide more 

specific infringement opinions based on broad theories disclosed in infringement contentions.  

This case is different from those decisions in two important respects.  First, none of these 

decisions involved prior, direct warnings from the Court like the ones made here.  Second, Finjan 

Case 1:18-cv-01519-MN   Document 190   Filed 09/29/20   Page 5 of 12 PageID #: 6611

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


