
IN THE UNITED STATES DISTRICT COURT  
FOR THE DISTRICT OF DELAWARE 

 
BONUTTI SKELETAL 
INNOVATIONS LLC, 
 
                                                Plaintiff,

v.  
 

ZIMMER HOLDINGS, INC. and 
ZIMMER, INC. 
                                                
                                                Defendants.

§
§
§
§
§
§
§
§
§
§
§

 
 
 
C.A. No. 12-1107-GMS 
 
 
JURY TRIAL DEMANDED 

 
BONUTTI SKELETAL 
INNOVATIONS LLC, 
 
                                                Plaintiff,

v.  
 

CONFORMIS, INC., 
                                                
                                                Defendant.

§
§
§
§
§
§
§
§
§
§

 
 
 
 
C.A. No. 12-1109-GMS 
 
 
JURY TRIAL DEMANDED 

 
BONUTTI SKELETAL 
INNOVATIONS LLC, 
 
                                                Plaintiff,

v.  
 

WRIGHT MEDICAL GROUP, INC. and 
WRIGHT MEDICAL TECHNOLOGY, 
INC. 
                                                
                                                Defendants. 

§
§
§
§
§
§
§
§
§
§
§
§

 
 
 
 
C.A. No. 12-1110-GMS 
 
 
JURY TRIAL DEMANDED 

 
 

 

OPENING BRIEF IN SUPPORT OF DEFENDANTS’ JOINT MOTION TO STAY 
LITIGATION PENDING INTER PARTES REVIEW 
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OF COUNSEL: 
Ken Liebman (admitted pro hac vice) 
Elizabeth Cowan Wright (admitted pro hac vice) 
FAEGRE BAKER DANIELS LLP 
2200 Wells Fargo Center 
90 South 7th Street 
Minneapolis, MN  55402 
Phone: (612) 766-7000 
Fax: (612) 766-1600 
Email: ken.liebman@faegrebd.com  
Email: elizabeth.cowanwright@faegrebd.com   

 
Daniel M. Lechleiter (admitted pro hac vice) 
FAEGRE BAKER DANIELS LLP 
300 N. Meridian Street, Suite 2700  
Indianapolis, IN  46204 
Phone: (317) 237-0300 
Fax: (317) 237-1000 
Email: daniel.lechleiter@faegrebd.com  

Jack B. Blumenfeld (No. 1014) 
Jeremy A. Tigan (No. 5239) 
MORRIS, NICHOLS, ARSHT & 

TUNNELL LLP 
1201 North Market Street, 16th Floor 
P.O. Box 1347 
Wilmington, DE  19899  
Phone: (302) 658-9200 
Fax: (302) 658-3989 
Email: jblumenfeld@mnat.com  
Email: jtigan@mnat.com  
 
 
Attorneys for Zimmer Holdings, Inc. and 
Zimmer, Inc. 

OF COUNSEL: 
Charles E. Lipsey (admitted pro hac vice) 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP 
Two Freedom Square 
Reston, VA  20190 
(571) 203-2700 
 
Howard W. Levine (admitted pro hac vice) 
Sanya Sukduang (admitted pro hac vice) 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP 
901 New York Avenue, NW 
Washington, DC  20001-4413 
(202) 408-4000 
Email: howard.levine@finnegan.com  
Email: Sanya.Sukduang@finnegan.com  
 
Alissa K. Lipton (admitted pro hac vice) 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP 
Two Seaport Lane 
Boston, MA  02210-2001 
(617) 646-1600 

Melanie K. Sharp (No. 2501) 
Samantha G. Wilson (No. 5816) 
YOUNG CONAWAY STARGATT & 

TAYLOR, LLP 
Rodney Square 
100 North King Street 
Wilmington, DE  19801 
(302) 571-6681 
Email: msharp@yest.com 
Email: swilson@ycst.com   
 
 
Attorneys for ConforMIS, Inc. 
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OF COUNSEL: 
Anthony J. Fitzpatrick (admitted pro hac vice) 
DUANE MORRIS LLP 
100 High Street, Suite 2400 
Boston, MA  02110-1724 
Telephone: (857) 488-4200 
Facsimile: (857) 401-3018 

Email: ajfitzpatrick@duanemorris.com  

 
Samuel W. Apicelli (admitted pro hac vice) 
Jeffrey S. Pollack (admitted pro hac vice) 
DUANE MORRIS LLP 
30 South 17th Street 
Philadelphia, PA  19103 
Telephone: (215) 979-1000 
Facsimile: (215) 979-1000 
Email: swapicelli@duanemorris.com  
Email: jspollack@duanemorris.com  

Matt Neiderman (No. 4018) 
Benjamin A. Smyth (No. 5528) 
DUANE MORRIS LLP 
222 Delaware Avenue, Suite 1600 
Wilmington, DE  19899  
Telephone: (302) 657-4920 
Facsimile: (302) 397-2543 
Email: mneiderman@duanemorris.com   
Email: basmyth@duanemorris.com 
 
 
Attorneys for Wright Medical Group, Inc. and 
Wright Medical Technology, Inc. 

 

Dated:  January 22, 2014  
 

  

Case 1:12-cv-01107-GMS   Document 36   Filed 01/22/14   Page 3 of 31 PageID #: 1182

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 -iv- 
7945368.1 

TABLE OF CONTENTS 

I.  NATURE AND STAGE OF THE PROCEEDINGS .................................................... 1 

II.  SUMMARY OF THE ARGUMENT ............................................................................ 2 

III.  STATEMENT OF FACTS ............................................................................................ 4 

A.  BSI Monetizes Patents Through Licensing and Litigation. ..............................4 

B.  The BSI Knee Patents Are Related Members of a Single Patent 
Family. ................................................................................................................5 

C.  S&N, Zimmer, and Wright Medical Each Independently Petitioned 
for Inter Partes Review of Certain BSI Knee Patents. ......................................6 

D.  The Defendants’ Proposed Estoppel and the Statutory Estoppel 
Arising from Inter Partes Review. .....................................................................7 

IV.  ARGUMENT ................................................................................................................. 9 

A.  Staying the BSI Cases Will Simplify the Issues. .............................................. 10 

1.  The Issue Simplification Resulting from a Stay Is Well-Recognized. ...... 10 

2.  Staying the BSI Cases Will Simplify the Issues Even if Not Every 
Asserted Claim Undergoes IPR. ...................................................................... 12 

B.  A Stay of the BSI Cases Will Not Unduly Prejudice, or Present a 
Clear Tactical Disadvantage to, BSI................................................................ 17 

C.  The Early Stage of this Litigation Strongly Favors a Stay. ............................ 20 

V.  CONCLUSION ............................................................................................................ 20 

 

  

Case 1:12-cv-01107-GMS   Document 36   Filed 01/22/14   Page 4 of 31 PageID #: 1183

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 -v- 
7945368.1 

TABLE OF AUTHORITIES 

Cases 

AIP Acquisitions v. Level 3 Commc’ns, LLC,  
No. 1:12-cv-00617-GMS (D. Del. Jan. 7, 2014) ................................................................ 9, 15 

Air Vent, Inc. v. Owens Corning Corp., No. 02:10-cv-01699,  
2012 WL 1607145 (W.D. Pa. May 8, 2012) .......................................................................... 19 

Alloc, Inc. v. Unilin Decor NV, No. 03-cv-253-GMS,  
2003 WL 21640372 (D. Del. July 11, 2003) ...................................................................... 3, 14 

BodyMedia, Inc. v. Basis Sci., Inc., No. 12-cv-133 (GMS),  
2013 WL 2462105 (D. Del. June 6, 2013) ....................................................................... 18, 19 

Celorio v. On Demand Books LLC, No. 12-821-GMS,  
2013 WL 4506411 (D. Del. Aug. 21, 2013) ................................................................. 9, 11, 18 

Consolidated Aluminum Corp. v. Hi-Tech Ceramics, Inc., No. CIV-87-983E,  
1988 WL 32213 (W.D.N.Y. Apr. 1, 1998) ......................................................................... 3, 17 

Cost Bros. Inc. v. Travelers Indem. Co., 760 F.2d 58 (3d Cir. 1985) ............................................9 

Davol, Inc. v. Atrium Med. Corp., No. 12-cv-958-GMS,  
2013 WL 3013343 (D. Del. June 17, 2013) ..................................................................... 10, 11 

Ever Win Int’l Corp. v. Radioshack Corp., 902 F. Supp. 2d 503 (D. Del. 2012) ................... 10, 19 

e-Watch, Inc. v. ACTi Corp., No. 5:12-cv-00695-FB-PMA, slip op. at 17  
(W.D. Tex. Aug. 9, 2013) ...................................................................................................... 15 

e-Watch, Inc. v. Lorex Canada, Inc., No. 4:12-cv-03314, slip op. at 5-7  
(S.D. Tex. Sept. 26, 2013) ..................................................................................................... 15 

Fresenius USA, Inc. v. Baxter Int’l, Inc., 721 F.3d 1330 (Fed. Cir. 2013) .................................. 10 

ImageVision.Net, Inc. v. Internet Payment Exchange, Inc., No. 12-054-GMS-MPT,  
2012 WL 5599338 (D. Del. Nov. 15, 2012) ........................................................................... 13 

Implicit Networks, Inc. v. Advanced Micro Devices, Inc., No. C08-184JLR,  
2009 WL 357902 (W.D. Wash. Feb. 9, 2009) ........................................................................ 18 

In re Bear Creek Techs., Inc., No. 12-md-2344-GMS,  
2013 WL 3789471 (D. Del. July 17, 2013) .................................................................. 9, 15, 18 

Krippelz v. Ford Motor Co., 667 F.3d 1261 (Fed. Cir. 2012) ..................................................... 11 

Case 1:12-cv-01107-GMS   Document 36   Filed 01/22/14   Page 5 of 31 PageID #: 1184

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


