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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

ROBERT BOSCH LLC,
Plaintiff,

V. Civil Action No. 12-574-LPS
ALBEREE PRODUCTS, INC., API

CO., LTD., SAVER AUTOMOTIVE

PRODUCTS, INC., and COSTCO .
WHOLESALE CORPORATION,

N’ N N N N N N N N N S’ N

Defendants.

MEMORANDUM ORDER

At Wilmington this 16th day of September, 2015:

Having reviewed the parties’ briefing (D.I. 113, 114, 116, 152, 171, 190) and having
‘heard oral argument on June 8, 2015 (D.1. 204) on Costco Wholesale Corporation’s (“Costco’)
Motion to Dismiss Claims for Alleged Pre-Notice Damages and Pre-Notice Indirect \Inﬁ‘ingement
(D.I. 112), as well as Robert Bosch LLC’s (“Bosch” or “Plaintiff”’) request for leave to amend its
complaint (D.L 114 at 9),

| ITIS YHEREBY ORDERED that: (1) Costco’s motion (D.I. 112) is DENIED IN PART

with respect to the 419 patent and GRANTED IN PART with respect to all other patents-in-
suit; and (2) Bosch’s request for leave to amend (D.I. 114 at 9) is DENIED AS MOOT.

1. On May 4, 2012, Bosch commenced this action, asserting that Alberee Products,
Inc. (“Alberee”) and API Korea, Co., Ltd. (“API”) each directly and indirectly infringed certain
claims of U.S. Patent Nos. 6,523,218 (“the 218 patent”), 6,530,111 (“the 111 patent”),

6,553,607 (“the *607 patent™), 6,611,988 (“the *988 patent”), 6,675,434 (“the *434 patent”),
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6,836,926 (“the 926 patent™), 6,944,905 (“the *905 patent”), 6,973,698 (“the *698 patent™),
7,228-,588 (“the ’588.patent”), 7,293,321 (“the ’321 patent”), 7,523,520 (“the ’520 patent”), and
7,484,264 (“the 264 patent”), “by making, using, selling, and offering for sale in the United
States windshield wiper blades such as the Goodyear Assurance, the Saver Arc Flex Ultra, and
the Touring Ultra.” (D.I. 1 at § 6) Bosch further alleged that Alberee does business under the
name “Saver Automotive Products, Inc.” (“Saver”). (Id. at 1)

2. On May 30, 2012, Bosch sent Costco a notice letter informing Costco of the

‘infringement action against Alberee and API, stating that “certain beam-style wiper products sold
by Saver, including the Goodyear Assurance, the Saver Flex Ultra, and the Touring Ultra” (“the
Beam products”) were accused of infringing the asserted patents, and further stating “that Costco
currently purchatses one or more of the accused wiper products from Saver.” (D.I. 113, Ex. C at
1)

3. On January 18, 2013, Bosch filed an Amended Complaint adding Saver
Automotive Products, Inc. as a defendant and alleging infringement by the Beam products of

- U.S. Patent No. 8,099,823 (“the 823 patent™) as well as infringement of all the previously
asserted patents. (D.I. 38)

4. On February 5, 2014, Bosch filed another patent infringement action against
defendants API, Alberee, and Saver alleging infringement of U.S. Patent No. 6,292,974 (“the
’974 patent”) by the Beam products. (C.A. No. 14-142-LPS, D.I. 1) On September 10, 2014, the
Court consolidated the two patent infringement actions. (D.I. 67)

5. On October 9, 2014, Bosch filed a consolidated amended complaint (“CAC”)

adding Costco as a defendant and alleging infringement by the Beam products of U.S. Patent
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Nos. 6,292,974 (“the *974 patentf’), 6,668,419 (“the 419 patent”), 7,941,891 (;‘the ’891 patent”),'
and 8,544,136 (“the *136 patent), as well as infringement of all of the previously asserted patents.
(D.L 84) The CAC was served on Costco on October 10, 2014. (D.I. 86)

6. On October 22, 2014, Bosch served Cdstco with notice of its Second Amended
Complaint (“SAC”). (See DI 113 at 2; see also D.1. 95) The SAC was filed on October 31,
2014, alleging infringement by the Goodyear Hybrid product of U.S. Patent No. 8,272,096 (“the
’096 patent”) and the *607, *926, and *698 patents, as well inﬁ‘ingement by the Beam products of
all of the previously asserted patents. (D.1. 95) The SAC further alleged that Costco received
notice of: (1) the Beam products’ alleged infringement of the *218, ’111, *607, *988, *434, *926,
’905, 698, °588, ’321, ’°520, and *264 pafents by means of the May 30, 2012 letter; (2) the Beam

| products’ alleged infringement of the' ’823,°974,°419, 891, and ’136 patents by means of the
CAC served on October 10; 2014; and (3) the Goodyear Hybrid product’s alleged infringement
of the ’607, 926, 698, and 096 patents by means of the nqtice served on October 22, 2014. (/d.
at 99 38, 42, 60, 76, 77, 100, 104, 129, 133, 158, 159, 163, 188, 192, 217, 218, 222, 247, 251,
276, 305, 309, 334, 338, 431) |

7. Costeo filed its Motion to Dismiss Claims for Alleged Pre-Notice Damages and
Pre-Notice Iﬁdirect Infringement on December 23, 2014. (D.L. 112) The parties completed
briefing on the motion on January 20, 2015. (D.L. 113, 114, 116) Thereafter, Bosch submitted a
Notice of Subsequent Development Regarding Costco Wholesale Corporation’s Motion to
Dismiss (“Notice”) (D.L. 152), to which Costco submitted a Response (D.L 1715, and Bosch
submitted a Reply (D.I. 190). Because the Notice asked the Court to consider documents

obtained in discovery, Costco requested in its Response that the Court convert Costco’s motion
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to dismiss to a motion for summary judgment. (D.I. 171 at 1) Bosch did not oppose conversjon
of the motion into a summary judgment fnoﬁon (see D.I1. 90 at 1; see al.‘so D.I..204 at 22), and the
Court will treat it as such.! The Court heard oral argument on the motion at the June 8, 2015
Markman hearing. (D.L. 204) |

8. “The court shall grant summary judgment if the movant shows that thére isno
genuine dispute as to any material fact and the movant is entitled to judgment as a matter of law.”
Fed. R. Civ. P. 56(a). The moving party bears the burden of demonstrating the absence of a
genuine issﬁe of material fact. See Matsushita Elec. Indus. Co., Ltd. v. Zenith Radio Corp., 475
U.S. 574,586 n.10 (1986). An assertion that a féct cannot be — or, alternatively, is — genuinely A
disputed must be supported either by citing to “particular parts of materials in the record, |
including depositions, documents, electronically stored information, affidavits or declarations,
stipulations (including those made for the purposes of the motion only), admissidns,
interrogatory answers, or other materials,” or by “showing that the materials cited do not
establish the absence or presence of a genuine dispute, or that an adverse party cannot produce
admissible evidence to support the fact.” Fed. R. Civ. P. 56(c)(1)(A) & (B). If the moving party
has carried its burden, the nonmovant must then “come forward with specific facts showing that
there is a genuine issue for trial.” Matsushita, 475 U.S. at 587 (internal quotation marks
omitted). The Court will “draw all reasonable inferences ‘in favor of the nonmoving party, and it
may not make credibility determinations or weigh the evidence.” Reeves v. Sanderson Plumbing

Prods., Inc., 530 U.S. 133, 150 (2000).

'"This moots Plaintiff’s request for leave to amend its complaint, as well as Plaintiff’s
argument that constructive notlce was adequately pled through willfulness allegations. (See D.I.
204 at 21-22)
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9. If a patentee fails to adequately mark patented articles, the patentee may not
© recover damages for direct infringement elaims arising before the patentee provides notice of
infringement to the alleged infringer. See 35 U.S.C. § 287(a) (“In the event of a failure so to
- mark, no damages shall be recovered by the patentee in any actlon for infringement, except on
proof that the infringer was notified of the infringement and contlnued to infringe thereafter in
which event damages may be recovered only for infringement occurring after such notice.”).
“[TThe actual notice requirement of § 287(a) is satisfied when the recipienfr is informed of the
identity of the patent and the activity that is believed to be an infringement, eccompanied bya
proposal to abate the infringement, whether by license or otherwise.” SRI Int’l, Inc. v. Advanced
Tech. Labs., Inc., 127 F.3d 1462, 1470 (Fed. Cir. 1997); see also Lans v. Digital Equip. Corp.,
| 252 F.3d 1320, 1327 (Fed. Cir. 2001) (“[T]he actual notice requirement of § 287(a) demands
notice of the patentee’s identity as well as notice of infringement.”). “‘[T]he notice must arise by
‘an affirmative act on the part of the patentee which informs the defendant of infringement.””
U.S. Philips Corp. v. Iwasaki Elec. Co. Ltd., 505 F.3d 1371, 1375 (Fed. Cir. 2007) (quoting
Lans, 252 F.3d at 1327-28); see also Amsted Indus. _Inc. v. Buckeye Steel Castings Co., 24 F.3d :
178, 187 (Fed. Cir. 1994) (“The correct approach to determining notice under section 287 must
focus on the action of the patentee, not the knowledge of the infringer.”). Relatedly, liability for
‘indirect infringement under 35 US.C. §§ 271(b)-(c) requires “knowledge of the existence of the
patent that is infringed.” Global-Tech Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060, 2067-68
(2011).
10.  Pursuant to §§ 287(a) and 271(b) and (c), Costco seeks summary jﬁdgment of no |

pre-notice damages for any claim arising from any alleged acts of direct or indirect infringement

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




