
 

IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF DELAWARE 

ROBERT BOSCH LLC, 

 

Plaintiff, 

 

v. 

 

ALBEREE PRODUCTS, INC., API KOREA 

CO., LTD., SAVER AUTOMOTIVE PROD-

UCTS, INC., and COSTCO WHOLESALE 

CORPORATION, 

 

Defendants. 

)

)

)

)

)

)

)

)

)

)

)

) 

C.A. Nos. 12-574 (LPS)(CJB) 

(CONSOLIDATED) 

 

 

OPENING BRIEF IN SUPPORT OF COSTCO WHOLESALE CORPORATION’S  

MOTION TO DISMISS CLAIMS FOR ALLEGED PRE-NOTICE DAMAGES 

AND PRE-NOTICE INDIRECT INFRINGEMENT 

 

 

MORRIS, NICHOLS, ARSHT & TUNNELL LLP 

Mary B. Graham (#2256) 

Thomas Curry (#5877) 

1201 N. Market Street  

P.O. Box 1347 

Wilmington, DE 19899-1347 

(302) 658-9200 

mgraham@mnat.com 

tcurry@mnat.com 

Attorneys for Costco Wholesale Corporation  

OF COUNSEL: 

James W. Dabney 

Diane E. Lifton 

Walter M. Egbert, III 

Richard M. Koehl 

Stephen Kenny 

HUGHES HUBBARD & REED LLP  

One Battery Park Plaza 

New York, NY 10004-1482 

(212) 837-6000 

 

 

December 23, 2014 

Case 1:12-cv-00574-LPS   Document 113   Filed 12/23/14   Page 1 of 14 PageID #: 2783

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

- i - 

TABLE OF CONTENTS 

Page 

TABLE OF AUTHORITIES .......................................................................................................... ii 

NATURE AND STAGE OF THE PROCEEDINGS ......................................................................1 

SUMMARY OF THE ARGUMENT ..............................................................................................4 

ARGUMENT ...................................................................................................................................6 

I. BOSCH FAILS TO STATE A CLAIM FOR PRE-NOTICE 

DAMAGES ..............................................................................................................6 

II. BOSCH FAILS TO STATE A CLAIM FOR PRE-NOTICE 

INDIRECT INFRINGEMENT. .............................................................................10 

CONCLUSION ..............................................................................................................................10 

 

 

Case 1:12-cv-00574-LPS   Document 113   Filed 12/23/14   Page 2 of 14 PageID #: 2784

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

- ii - 

TABLE OF AUTHORITIES 

Cases Page(s) 

Already, LLC v. Nike Inc., 

133 S. Ct. 721 (2013) .................................................................................................................8 

Amer. Med. Sys., Inc. v. Med. Eng’g Corp., 

6 F.3d 1523 (Fed. Cir. 1993).............................................................................................. 5, 7-8 

Ashcroft v. Iqbal, 

556 U.S. 662 (2009) ...................................................................................................................8 

In the Matter of Certain Wiper Blades, 

Inv. No. 337-TA-816 (Oct. 26, 2011) ........................................................................................3 

Dunlap v. Schofield, 

152 U.S. 244 (1894) ............................................................................................................... 6-8 

Global-Tech Appliances, Inc. v. SEB S.A., 

131 S. Ct. 2060 (2011) ..................................................................................................... 4-5, 10 

Jackson v. Intel Corp., 

No. 09 C 2178, 2009 WL 2851742 (N.D. Ill. Aug. 31, 2009) ...................................................8 

Maxwell v. J. Baker, Inc., 

86 F.3d 1098 (Fed. Cir. 1996)....................................................................................................7 

Nike, Inc. v. Wal-Mart Stores, Inc., 

138 F.3d 1437 (Fed. Cir. 1998)..................................................................................................7 

U.S. Express Lines, Ltd. v. Higgins, 

281 F.3d 383 (3d Cir. 2002).......................................................................................................3 

Rules and Statutes 

35 U.S.C. 287 ......................................................................................................................... passim 

35 U.S.C. § 271(b) .....................................................................................................................5, 10 

35 U.S.C. § 271(c) .....................................................................................................................5, 10 

America Invents Act, Pub. L. 112-29, § 16(a)(1), 125 Stat. 284, 328 (2011) .................................7 

Fed. R. Civ. P. 8(a)(2) ......................................................................................................................9 

Fed. R. Civ. P. 12(b)(6)....................................................................................................................3 

§ 337 of the Tariff Act of 1930 ........................................................................................................3 

Case 1:12-cv-00574-LPS   Document 113   Filed 12/23/14   Page 3 of 14 PageID #: 2785

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 

NATURE AND STAGE OF THE PROCEEDINGS 

This is an action for alleged patent infringement. In its original complaint filed May 4, 

2012 (D.I. D.I. 1), plaintiff Robert Bosch LLC (“Bosch”) alleged that defendants Alberee 

Products, Inc. (“Alberee”), API Korea Co., LTD (“API”), and Saver Automotive Products, Inc. 

(“Saver”) had infringed and were infringing twelve (12) Bosch-owned patents disclosing 

windshield wiper apparatus. Bosch’s original complaint did not name Costco Wholesale 

Corporation (“Costco”) as a defendant and did not identify any specific accused products.  

On January 18, 2013, Bosch filed a first amended complaint (“FAC”; D.I. 38). Bosch’s 

first amended complaint alleged that defendants Alberee, API, and Saver had infringed and were 

infringing thirteen (13) Bosch-owned patents disclosing windshield wiper apparatus. Bosch’s 

first amended complaint identified the accused products as “windshield wiper blades . . . sold 

under brand names including the Goodyear Assurance, the Saver Arc Flex Ultra, and the Touring 

Ultra.” FAC ¶ 10. Bosch’s first amended complaint did not name Costco as a defendant and did 

not identify Goodyear Hybrid as an accused product. 

On February 5, 2014, Bosch filed a further complaint commencing Case No. 14-142 (the 

“’142 Case Complaint”). Bosch’s ’142 Case Complaint alleged that defendants Alberee, API, 

and Saver had infringed and were infringing a fourteenth Bosch-owned patent disclosing 

windshield wiper apparatus. Bosch’s ’142 Case Complaint identified the accused products as 

“beam-type windshield wiper blades” (’142 Case Complaint ¶¶ 5–7) and specifically identified 

“Goodyear Assurance and Saver Arc Flex Ultra” as “beam-type wiper blades” that the 

defendants had supplied to Costco and others. ’142 Case Complaint ¶ 10. Bosch’s ’142 Case 

Complaint did not name Costco as a defendant and did not identify Goodyear Hybrid as an 

accused product. 
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On September 10, 2014, the Court issued an Order consolidating this case with the ’142 

Case and setting a pretrial schedule (D.I. 67). On October 9, 2014, Bosch was granted leave to 

file a Consolidated Amended Complaint (“CAC”; D.I. 84). Bosch served that Second Amended 

Complaint on Costco on October 10, 2014 (D.I. 86). Bosch’s Consolidated Amended Complaint 

added Costco as a defendant, asserted three additional patents (for a total of seventeen (17) 

patents) disclosing windshield wiper apparatus.  The CAC identified the accused products as 

“windshield wiper blades . . . sold under brand names including the Goodyear Assurance, the 

Saver Arc Flex Ultra, and the Touring Ultra.” CAC ¶ 12. Bosch’s CAC did not identify 

Goodyear Hybrid as an accused product. 

On October 22, 2014, Bosch gave Costco notice of the Second Amended Complaint then 

filed on October 31, 2014 (“SAC”; D.I. 95). Bosch’s Second Amended Complaint asserted an 

eighteenth patent and, for the first time, identified the Goodyear Hybrid as an accused product. 

SAC ¶ 12. The SAC characterizes the accused products identified in the first amended complaint, 

the ’142 Case Complaint, and the Consolidated Amended Complaint as “Accused Beam 

Products.” The SAC does not allege that the Goodyear Hybrid product is a “beam-type” product. 

Id. A chart summarizing Bosch’s allegations against Costco in the SAC is attached as Exhibit A 

to this brief. 

As to at least nine of the patents asserted in Bosch’s SAC, Bosch has admitted and 

affirmatively alleged that:  

278. Original equipment wiper blades are sold to automobile manufacturers for 

installation on new vehicles. Bosch sells beam wiper blades (“Bosch OE Beam 

Wiper Blades”) used as original equipment on new vehicles sold in the United 

States. 

279. Aftermarket wiper blades are sold in retail auto parts stores, automotive 

repair shops, and in the original equipment service market for installation on 

vehicles serviced at automotive service departments. They are generally installed 

as replacement parts for either original equipment blades or other aftermarket 
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