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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ALPHATEC HOLDINGS, INC. and ALPHATEC SPINE, INC.
Petitioners,

V.

NUVASIVE, INC.,
Patent Owner.

Case No. IPR2019-00361
Patent No. 8,187,334

PATENT OWNER PRELIMINARY RESPONSE
PURSUANT TO 37 C.F.R. § 42.107

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 3:18-cv-00347-CAB-MDD Document 307-5 Filed 02/16/21 PagelD.29714 Page 3 of 12

Table of Contents
Page
L. INETOAUCTION. ..cuiiiieciie et st 1
A.  The Challenged Patent .............ccoceeeiiiiiiieniieeiieeee e 5
B.  Claim COnStruCtioN ......cccueeueeriierieiieiieeieesite ettt 9
II.  The Board Should Deny the Petition under 35 U.S.C. § 325(d)....cccoce.n....... 12
A.  The Prosecution HiStOTY........ccoveiiiiiiiiiiiiieeeciie et 12
B.  The Becton, Dickinson Factors..........cccccevviiiiiiiniiiiniienie e, 15
III.  The Board Should Deny the Petition Under 35 U.S.C. § 314.......ccceueeenee. 23
A.  Prior Petitions Challenging the *334 Patent..........cccccceevvveeiieeeennennnn. 24
B.  The General Plastic FACIOTS.........ccccueeviiiiiiieiieeeiieeieeee e 27
IV. Both grounds are fatally defective because they fail to specify where
each element of the claim is found in the prior art...........cccccovveeeeiiiennnennnne. 37
A.  Ground 1 should be denied for violating Board Rule
A2.T04(D)(4). oottt 37
B.  Grounds 1 and 2 should be denied because Petitioners fail to
establish the proposed first and second fusion apertures have “a
longitudinal length extending generally parallel to the
longitudinal length of said implant.”............cccocciieeiiiiieniieeeeeee, 38
C.  Petitioners’ Ground 1 challenge fails to establish the medial
support element 1S satisfied. ......cceevvevieiriiiiiiiie e 43
V.  Both Grounds 1 and 2 fail against claim 18 because they ignore the
Board’s prior findings about the maximum lateral width of a lateral
implant as disclosed by Michelson *973 ........ccccoeviiieiiieeee e 45
A.  Grounds 1-2 fail for lack of motivation to modify Frey or
Brantigan’s maximum lateral width to be 18 mm..............cccoeeeeennee. 45
B.  Petitioners’ Ground 1 challenge to claim 18 fails because it
conflates the total width of a curved modular member with the
“maximum lateral width” of Frey’s curved implant. .......................... 50
C.  Petitioners’ Ground 2 challenge to claim 18 fails to explain how
cutting Brantigan’s implant in half longitudinally would result
in a modular member satisfying the claim requirements. ................... 54

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 3:18-cv-00347-CAB-MDD Document 307-5 Filed 02/16/21 PagelD.29715 Page 4 of 12

VI.  Petitioners’ Ground 2 challenge fails because it is based on a
misreading 0f BaCCelli.........oeovuiiiiiiiiiieieeee e 56

A.  Petitioners’ Ground 2 challenge fails because Baccelli does not
disclose the claimed radiopaque marker configuration....................... 56

B.  Petitioners’ Ground 2 challenge fails to establish motivation to
employ Baccelli’s marker configuration on a lateral, lumbar
TMNPLANT. Lo 61

C.  Petitioners’ Ground 2 challenge fails to establish that
employing Baccelli’s marker configuration on Brantigan would
satisfy the claimed marker configuration. ..........ccccceeveciiiiniieeennnnnnns 63

D.  Petitioners’ Ground 2 challenge fails to establish motivation to
modify Baccelli’s marker configuration such that it would

satisfy the claimed marker configuration. ..........cccccceeeeeciieeniieeennnenns 65

VIIL CONCIUSION ...ttt et ettt e e 73

IX. Appendix — List of EXhibits......c.cccoveiiiiiiiiiiiiiiii e 75
-ii-

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 3:18-cv-00347-CAB-MDD Document 307-5 Filed 02/16/21 PagelD.29716 Page 5 of 12

modular members are assembled modularly in the disc space, the combined width
of the assembled modular implant would once again be 36 mm or larger, not
approximately 18 mm as required by the claim. Petitioners’ Ground 2 arguments
thus conflate the dimensions of the claimed implant with the dimensions of a
modular member designed to be “combined” in a modular fashion with other
modular members. The 334 patent does not claim an 18-mm wide modular
member for combination in a modular fashion, but instead claims a complete
implant having a maximum lateral width of approximately 18 mm. For the reasons
discussed above, Petitioners fail to establish a reasonable expectation of success
for Ground 2.

VI. PETITIONERS’ GROUND 2 CHALLENGE FAILS BECAUSE IT IS BASED ON A
MISREADING OF BACCELLI

A.  Petitioners’ Ground 2 challenge fails because Baccelli does not
disclose the claimed radiopaque marker configuration.

Petitioners’ argument misinterprets spikes of the Baccelli implant as markers.
Contrary to Petitioners’ assertions, and as shown by adding corrections in purple
outlines to Petitioners’ graphic below (Pet. 16, 45), Baccelli discloses an implant
having two (not four) radiopaque markers, each marker being disposed in a duct
along the distal or proximal wall—not in the middle of the sidewalls. Ex. 1008,

[0050].
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