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Attorneys for Plaintiff NuVasive, Inc. 

UNITED STATES DISTRICT COURT 

SOUTHERN DISTRICT OF CALIFORNIA  

SAN DIEGO DIVISION 

NUVASIVE, INC., a Delaware 
corporation, 

 
 Plaintiff, 
 
v. 
 

 
ALPHATEC HOLDINGS, INC., a 
Delaware corporation, and ALPHATEC 
SPINE, INC., a California corporation,  

 
 Defendants. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Case No. 18-cv-00347-CAB-MDD 

NUVASIVE, INC.’S REPLY IN 
SUPPORT OF MOTION TO 
STRIKE ALPHATEC’S 
INVALIDITY CONTENTIONS 

 
 
PER CHAMBERS RULES, NO 
ORAL ARGUMENT UNLESS 
SEPARATELY ORDER BY THE 
COURT 
 
 
Judge: Hon. Cathy Ann Bencivengo 
Courtroom -4C 

Case 3:18-cv-00347-CAB-MDD   Document 301   Filed 01/15/21   PageID.27233   Page 1 of 15

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

mailto:ptripodi@wsgr.com
mailto:wdevine@wsgr.com
mailto:nmorgan@wsgr.com
mailto:mhilgers@hilgersgraben.com
https://www.docketalarm.com/


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

 
 

NUVASIVE’S REPLY IN SUPPORT OF 
MOTION TO STRIKE ALPHATEC’S 
INVALIDITY CONTENTIONS 

i 18-cv-00347-CAB-MDD  

 

TABLE OF CONTENTS 

PAGE(S) 

 
I. INTRODUCTION ........................................................................................... 1 

II. TIMELINE RELATING TO ALPHATEC’S SECTION 102(B) 
CONTENTION ............................................................................................... 1 

III. ALPHATEC IS ESTOPPED FROM RELYING ON SALES OR 
PUBLIC USES OF NUVASIVE PRODUCTS PRIOR TO MARCH 
29, 2004 OR PRINTED MATERIALS DESCRIBING THEM ..................... 2 

A. A “Skilled Searcher” Reasonably Should Have Found the 
Wayback Exhibit ................................................................................... 3 

B. IPR Estoppel Bars Alphatec From Using NuVasive Devices or 
Printed Materials Describing Them to Support Its Invalidity 
Contentions in the District Court .......................................................... 7 

C. IPR Estoppel Similarly Bars Alphatec From Attempting to 
Litigate The Priority Date of the Implant Patents Now ........................ 9 

IV. CONCLUSION ............................................................................................. 10 
 
 

 

 

 

 

 

Case 3:18-cv-00347-CAB-MDD   Document 301   Filed 01/15/21   PageID.27234   Page 2 of 15

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

 
 

NUVASIVE’S REPLY IN SUPPORT OF 
MOTION TO STRIKE ALPHATEC’S 
INVALIDITY CONTENTIONS 

ii 18-cv-00347-CAB-MDD  

 

TABLE OF AUTHORITIES 

PAGE(S) 

CASES 

Biscotti Inc. v. Microsoft Corp., No. 213CV01015JRGRSP,  
2017 WL 2526231 (E.D. Tex. May 11, 2017) .......................................... 2, 7, 8 

Depomed, Inc. v. Purdue Pharma L.P., No. CV 13-571 (MLC),  
2016 WL 8677317 (D.N.J. Nov. 4, 2016) ......................................................... 8 

Dynamic Drinkware, LLC v. Nat’l Graphics, Inc.,  
800 F.3d 1375 (Fed. Cir. 2015) ....................................................................... 10 

GREE, Inc. v. Supercell Oy, No. 219CV00071JRGRSP,  
2020 WL 4999689 (E.D. Tex. July 9, 2020) ................................................. 3, 4 

Medline Indus., Inc. v. C.R. Bard, Inc., No. 17 C 7216,  
2020 WL 5512132 (N.D. Ill. Sept. 14, 2020) ................................................... 2 

Oil-Dri Corp. of Am. V. Nestle Purina Petcare Co., No. 15 C 1067,  
2019 WL 861394 (N.D. Ill. Feb. 22, 2019) ....................................................... 2 

Star Envirotech, Inc. v. Redline Detection, LLC, No. 
SACV1201861JGBDFMX,  
2015 WL 4744394 (C.D. Cal. Jan. 29, 2015) ............................................... 6, 7 

Vaporstream, Inc. v. Snap Inc., No. 217CV00220MLHKSX,  
2020 WL 136591 (C.D. Cal. Jan. 13, 2020) ................................................. 2, 8 

Wasica Finance GmbH v. Schrader Int’l,  
432 F. Supp. 3d 448 (D. Del. 2020) .......................................................... 2, 3, 8 

STATUTES 

35 U.S.C. § 102 .................................................................................................... 1, 3, 9 

35 U.S.C. § 102(b) ....................................................................................................... 1  

35 U.S.C. § 315(e)(2) .......................................................................................... 1, 2, 9  

RULES 

L.R. 3.2 ........................................................................................................................ 4 
  

Case 3:18-cv-00347-CAB-MDD   Document 301   Filed 01/15/21   PageID.27235   Page 3 of 15

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

 
 

NUVASIVE’S REPLY IN SUPPORT OF 
MOTION TO STRIKE ALPHATEC’S 
INVALIDITY CONTENTIONS 

iii 18-cv-00347-CAB-MDD  

 

MISCELLANEOUS 

James L. Quarles III & Richard A. Crudo, [Way]Back to the Future: 
Using the Wayback Machine in Patent Litigation, Landslide, 
Jan./Feb. 2014 .................................................................................................... 3 

Holly Andersen, Note, A Website Owner’s Practical Guide to the 
Wayback Machine, 11 J. Telecomm. & High Tech. L. 251,  
251-52 (2013) .................................................................................................... 3 

 

Case 3:18-cv-00347-CAB-MDD   Document 301   Filed 01/15/21   PageID.27236   Page 4 of 15

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

 
 

NUVASIVE’S REPLY IN SUPPORT OF 
MOTION TO STRIKE ALPHATEC’S 
INVALIDITY CONTENTIONS 

1 18-cv-00347-CAB-MDD  

 

I. INTRODUCTION 
 

Since the beginning of the litigation Alphatec’s various invalidity 

contentions unequivocally alleged the existence of “publicly available materials” 

describing NuVasive implants that “may . . . qualify as prior art under one or more 

sections of 35 U.S.C. § 102.” Despite Alphatec’s stated intention to assert this 

defense (and that it knew of publicly available materials), it provides no evidence 

that it conducted a diligent search for these materials.  And, despite its assurances 

that the inter partes review would streamline the litigation, Alphatec then failed to 

raise these materials in any form before the PTAB. Alphatec’s inexplicable 

decision not to raise this prior art argument before the PTAB has resulted in 

significant inefficiencies as the priority date and sufficiency of the references 

would have already been resolved. This Court should hold that Alphatec is 

estopped pursuant to 35 U.S.C. § 315(e)(2) from simply re-labeling these 

arguments as an on-sale bar argument.  

II. TIMELINE RELATING TO ALPHATEC’S SECTION 102(B) 
CONTENTION  

In these post-IPR proceedings, Alphatec asserts that activities taking place 

prior to March 29, 2004, should invalidate the implant patents because NuVasive is 

not entitled to its priority date of its provisional patent application.  Importantly, 

Alphatec has not alleged that any pre-March 2003 activities took place.  Without 

its priority date argument, Alphatec has no § 102(b) invalidity defense.   

Critical Date 
March 29, 2003 

 
One year prior to 

the filing date of the 
Provisional Patent 

Application 

< ----------  1 Year Grace Period  ---------- > 
 

 
 

February 8, 2004 Wayback Machine Image 
with Enlarged Image of Implant 

March 29, 2004 
Provisional Patent 

Filed  

 
FIG. 2 

March 29, 2005 
Formal Utility 

Patent 
Filed 

 
FIG. 2 
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