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Place: Courtroom 13A
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I. Introduction

Plaintiff Qualcomm Incorporated (“Qualcomm’™) requests leave to assert
infringement of twelve total claims in this case. Qualcomm’s proposal affords it two
claims more than the ten currently allotted by the Court’s Case Management Order.
(Doc. No. 98 at 2)

Qualcomm’s request is supported by good cause. Two additional claims
imposes an insignificant amount of additional work, but could have a significant

impact on the case. Without those claims, distinct improvements over the prior art
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may be left out of the case for Apple to continue willfully infringing. Allowing

—_
)

Qualcomm to assert three claims from each of the *356, 674, *002, and *633 Patents

[S=)
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affords Qualcomm the opportunity to assert an independent claim with protecting

—_
[\

dependents from each patent that remains at issue in this case. In order to balance the

—_
W

burden on the Court and Apple, Qualcomm has agreed not to assert any claims of the

[
N

’336 Patent. Thus, Qualcomm’s proposal is in keeping with the Court’s directive to

—_
()}

narrow the case.

—_
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II. Factual and Procedural Background

—_
\]

On November 29, 2017, Qualcomm filed its Complaint in this Action asserting

—_
o0

infringement of forty-six claims of five patents : U.S. Patent No. 9,154,356 (“the 356
patent”), U.S. Patent No. 9,473,336 (“the 336 patent”), U.S. Patent No. 8,063,674
(“the 674 patent”), U.S. Patent 7,693,002 (“the 002 patent”), and U.S. Patent No.
9,552,633 (“the 633 patent”). The Asserted Patents relate to components of mobile

[N N T O R
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devices (such as the accused iPhones and iPads) that enhance signal processing,

[\
W

improve power management, and enhance photographic images taken on the device.

&)
~

The Complaint provides details of Qualcomm’s infringement theories and

[\®)
N

demonstrates that the claim elements are present in at least the Apple iPhone 7, Apple

1Phone 7 Plus, Apple iPhone 8, Apple iPhone 8 Plus, and Apple iPhone X.

[NOJE \O)
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On November 30, 2017, Qualcomm filed a Complaint with the International

Trade Commission regarding Apple’s infringement of the same patents in suit. The
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Complaint was instituted as Investigation No. 337-TA-1093 on January 3,2018. That
Investigation remains ongoing. Fact discovery closes on May 29, 2018 and expert
discovery closes on July 13, 2018. There is no narrowing order in that case and the
parties continue to litigate fifty asserted claims.

On March 1, 2018, the Court held a case management conference in this matter
and, thereafter, issued a Case Management Order. The Case Management Order
directs Qualcomm to select no more than two claims per patent or no more than ten

claims total for its infringement contentions. In view of the Court’s Order, Qualcomm
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has identified the following claims to be litigated in this Action:!
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)

’356 Patent Claims 1, 8, and 11
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’674 Patent Claims 1, 5, and 12

—_
[\

—_
W

002 Patent Claims 2, 17, and 37

[
N

’633 Patent Claims 3, 22, and 29

—_
()}
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Qualcomm requests leave to assert three claims from each of the 356 patent,

—_
o0

the 674 patent, the 002 patent, and the ’633 patent. To balance its request,

—_
\O

Qualcomm will not include any asserted claims of the 336 Patent. Thus, in total,

[\
)

Qualcomm is only seeking to assert 12 total claims in this case.

21 As of the date of this filing, Apple has not taken a position on whether it will
22 || oppose Qualcomm’s request for leave to assert two additional claims. (Clark Decl.
23 ||Ex. A.)

24 III. Argument

25

26 ' In the event that the Court does not grant leave to assert twelve claims,

Qualcomm will not asset claim 5 of the *674 patent or claim 8 of the *356 patent.

[\
~

2 In another case before this Court, Case No. 17 1375, Apple is asserting twelve
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Allowing Qualcomm to assert 12 claims across the narrowed set of four patents
1s fair and reasonable. This reflects almost a 75% reduction (from forty-six to twelve)
in the number of claims originally asserted in Qualcomm’s Complaint. Qualcomm’s
request to assert just three claims per patent across four patents reflects a good faith
effort at significantly narrowing the issues in this dispute as contemplated by the
Court’s Case Management Order.

Allowing Qualcomm to assert three claims from each of the *356 patent, the

674 patent, the 002 patent, and the 633 patent is a minor increase that will not

O 0 N O WD B~ W N =

prejudice Apple, but is important for ensuring that the unique features of Qualcomm’s

—_
)

inventions that Apple has infringed and continues to willfully infringe are reflected in
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this case. For the *356 patent, the 674 patent, and the *633 patent, Qualcomm is only

—_
[\

seeking to assert one independent claim and two dependent claims. For the *002

—_
W

patent Qualcomm would assert two independent claims and one dependent. Each

[
N

asserted claim reflects a unique aspect of Qualcomm’s inventions and therefore have

—_
()}

unique value to Qualcomm’s causes of action. This is particularly true because Apple

—_
(@)

may introduce new non-infringement theories or evidence that it did not disclose in

—_
\]

the ITC Action. Similarly, Qualcomm does not — and cannot — know at this stage how

—_
o0

Apple will value or attempt to limit damages and other remedies in this case.

—_
\O

Similarly, while Qualcomm has some sense of the prior art that Apple may rely

[\
)

on to challenge the validity of Qualcomm’s claims, Apple is no bound by its election

[\
[

of prior art in the parallel ITC Action. Requiring Qualcomm to further reduce the

\®)
[\

number of asserted claims at this stage prior to Apple’s provision of narrowed

[\
W

invalidity contentions would be highly prejudicial to Qualcomm. In addition, based

&)
~

on the alleged prior art identified in the ITC Action, Qualcomm believes that each of

[\®)
N

the proposed claims offer unique distinctions over the prior art and are supported by

[\
(@)

specific evidence of willful infringement.
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~

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




