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  San Diego, California; Friday, February 21, 2020; 2:00 p.m. 

(Case called)

MR. ANDRE:  Good afternoon, your Honor.  Paul Andre

for Finjan.  With me today is James Hannah and Kris Kastens.

MR. KATSTENS:  Good afternoon, your Honor.

MR. ANDRE:  And with me today is our client, Ms. Julie

Mar-Spinola and Ann Taylor.

THE COURT:  Thank you.

MR. PISANO:  Good morning, your Honor.  Nic Pisano of

Eversheds Sutherland on behalf of the defendants.  With me

today is Scott Penner, Justin Gray, Joe Patino, and Regis

Worley.

THE COURT:  Thank you.  Good afternoon.  We'll start

with the motions in limine and then we'll talk about the

pretrial order and then some trial specifics.  I'll start with

Finjan's motions.  The first one is at 746, motion in limine 1,

precluding irrelevant evidence of Finjan products.  And I guess

to some extent, the Court thinks this sort of counterparts with

the preliminary filed by ESET at 745, number 5 -- I'm sorry,

not 5 -- yes, at 5.  The commercial success issue.  If I'm

following this correctly, you don't want them talking about

your products but you want to offer your products as evidence

of commercial success.  So you can't have it both ways.  If you

are going to have someone testify -- and I know I have an

outstanding issue on the commercial success expert as to
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whether or not he can lay a foundation that he has determined

that these patents were practiced in these products and what

his basis for that is and that there's nexus to the sale of the

products based on them encompassing the patented technology.

He can testify to that subject to a motion to strike if he

doesn't prove it, but they want to then argue, as I understand,

that those products, in fact, do not practice the patents.  Is

that right?

MR. ANDRE:  Well, your Honor, I think what we're

concerned about is they're going to use the product-to-product

comparison.  And they actually somewhat admitted that in their

opposition.

THE COURT:  Well, they're not going to do that and I'm

not going to let them do that and they know that would be

improper.  But, again, in the aspect of using your products to

the extent that you're going to offer them in your case as

evidence of a commercial success of these patents, they're

certainly entitled to talk about them.

MR. ANDRE:  The only thing we're going to offer our

products for in the secondary considerations of non-obviousness

for the praise at the time that the products were released.

And so it's not the commercial success, it's praise of the

people.  But if that's going to be an issue, we prefer not to

do -- not to bring them up at all.

THE COURT:  If you use your products and that the
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products are praised as evidence that the patents are not

obvious, you still have to establish that the reason they're

being praised is because they encompass the patented subject

matter, and then they can fully and fairly address whether or

not those products that you're using as evidence of praise do,

in fact, encompass the patented subject matter.

MR. ANDRE:  And I think that's fair, your Honor.  I

think what we were concerned about in this particular instance

is them saying that our product was no good and their product

is great.  That's what they said in their opposition that's

what they're going to do.  They said, and quote, that they're

going to show that the bio-superior planes did not work for its

intended purpose, unlike ESET's product which performed

superbly.  And so that's what we're concerned about.  

It's like, we have a great product, their product is

no good so, therefore we, can't infringe their patents.  That's

our big issue.  And so if it comes down to it, like I said, we

may not use the praise issue.  But that's the only thing we'd

use our products for, other than the fact we had products at

one time, we sold products, but nothing other than the fact we

sold them, so.

THE COURT:  All right.  I'm going to deny this without

any prejudice.  If somehow they start down that road, you're

certainly free to object, and the Court will consider any

relevant motions to strike and disregard.  
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MR. ANDRE:  Yeah.

THE COURT:  But if your concern was that the intent

was to say our product is better than their product and,

therefore, our product doesn't infringe, that's a non-sequitur,

and I can't imagine they'd be going there.  If it comes up as a

matter of damages though or as a matter of obviousness,

saying -- and there's no loss profits claim here --

MR. ANDRE:  That's right.

THE COURT:  -- so what your products did and how they

performed is, again, not really relevant.

MR. ANDRE:  In that regard, they brought in a testing

expert who went back and bought a product on eBay from Lord

knows where.  It wasn't from us.  Tried getting an old product

and they tested and said, See, it doesn't work.  And they're

going to try to present that testing expert and say we tested

one of their old products and it didn't work.

THE COURT:  I don't think he's in here.

MR. ANDRE:  So that's what we're concerned about.

It's that inference that our product doesn't work, therefore,

they can't infringe the patent.

THE COURT:  Well, again, understanding your point of

reference for this motion, the motion is denied.  It's not

precluding them from discussing Finjan products that are

brought into the case as evidence either with regard to the

damages analysis or commercial success or praise or anything
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