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I. INTRODUCTION 

The Court should not prevent Apple’s experts from relying on prior art 

references and invalidity theories that were properly disclosed in Apple’s initial 

invalidity contentions and not subject to the Court’s order striking Apple’s 

amended invalidity contentions (Dkt. No. 297, hereafter the “Order”).  Apple 

already has moved for reconsideration and clarification of that Order (Dkt. No. 

306), which the Court should consider (and grant) before ruling on Wi-LAN’s 

duplicative motion.  As demonstrated in Apple’s motion for reconsideration and 

below, Apple’s original invalidity contentions disclosed all of the invalidity 

theories challenged in Wi-LAN’s motion. 

In addition, Apple’s experts should be permitted to rely on the UMTS and 

Carvalho references, which were not at issue in Wi-LAN’s opening brief but are at 

issue in Apple’s co-pending motion for partial reconsideration and clarification.  

Apple served its UMTS and Carvalho contentions on the 50-day “hard and fast” 

deadline under the Patent Local Rules, and both new claim charts were necessitated 

by the claim construction order, as demonstrated in Apple’s co-pending motion.  

Therefore, Apple’s experts’ reliance on these references is proper under the Court’s 

reasoning in its recent opinion in In re: Ameranth Cases (Dkt. No. 306-3, hereafter 

“Ameranth Order”) that the 50-day deadline is a “hard and fast” deadline for 

amendments necessitated by the Court’s claim construction order.  

II. APPLE DISCLOSED EACH OF THE CHALLENGED INVALIDITY 
THEORIES IN ITS ORIGINAL INVALIDITY CONTENTIONS. 

The Court should deny Wi-LAN’s motion because Apple disclosed each of 

the challenged invalidity theories in June 2017 in its original invalidity contentions.  

Dkt. No. 306-1; see also Fujifilm Corp. v. Motorola Mobility LLC, No. 12-CV-

03587-WHO, 2015 WL 757575, at *28-32 (N.D. Cal. Feb. 20, 2015) (threshold 

question in determining whether expert reports are properly within the scope of 

contentions is “whether the expert has permissibly specified the application of a 

Case 3:14-cv-02235-DMS-BLM   Document 311   Filed 04/13/18   PageID.13073   Page 5 of 17

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


