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WIi-LAN Inc.
APPLE INC.,
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WI-LAN INC.,
Defendant.
WI-LAN INC.,
Plaintiff,
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APPLE INC.,
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

No. 3:14-cv-2235-DMS-BLM (Lead
Case); Consolidated with 3:14-cv-01507-
DMS-BLM

DEMAND FOR JURY TRIAL

DEFENDANT WI-LAN INC.’S
OPPOSITION TO APPLE INC.’S
MOTION FOR LEAVE TO AMEND
APPLE’S INVALIDITY
CONTENTIONS

Department: 13A
Judge: Hon. Dana M. Sabraw
Magistrate: Hon. Barbara L. Major
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l. INTRODUCTION

The Court should deny Apple’s request for leave to amend its invalidity
contentions. When Wi-LAN’s predecessor, Ensemble, amended the specification
in its parent patent application, it did not cause a break in the priority chain.
Tellingly, Apple provides no case law to support its proposition that an amended
specification causes a previously filed continuation application (or its children) to
lose priority claims. And Apple’s theory is contrary to statutes and regulations

stating that priority is claimed to an application and that application’s filing date,
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not to the patent that ultimately issues from that application. Indeed, the Federal
Circuit rejected Apple’s theory in Lemelson v. TRW, Inc., 760 F.2d 1254 (Fed. Cir.
1985). Thus, Apple’s proposed amendment, which adds only references that are
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not in fact prior art because they postdate Wi-LAN’s priority date, is futile and
should be denied. See Tech. Props. Ltd. LLC v. Canon Inc., No. 14-cv-03640-CW
(DMR), 2016 U.S. Dist. LEXIS 52416, at *10 (N.D. Cal. Apr. 19, 2016)

(considering relevance of new prior art when denying motion for leave to amend
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invalidity contentions). Further, Wi-LAN’s representations have been accurate,

[EEN
\‘

and allowing amendments to Apple’s invalidity contentions at this late stage would

unduly prejudice Wi-LAN.!
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II. BACKGROUND
On May 21, 1999, Wi-LAN’s predecessor, Ensemble Communications, filed

Application No. 09/316,518 (“the ’518 Application”). On May 16, 2001,
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! This maneuver is Apple’s second attempt to add invalidity contentions it should

N
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have added long ago. See Mot. to Strike Am. Invalidity Contentions, ECF No.
258.
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