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Ensemble, not Wi-LAN, purportedly invented elements of a fixed/portable 

wireless communication system embodied in the circa-2001 IEEE 802.16 (“Wi-

MAX”) standard.  That is the extent of the patents-in-suit.  The patents-in-suit do 

not relate to the similarly named, much later-developed “4G Wi-MAX,” embodied 

in IEEE 802.16m, or to any other mobile communication system or standard.       

I. COLLATERAL ESTOPPEL DOES NOT APPLY. 

Apple’s claim construction positions are not estopped by this Court’s 

decisions in 13-cv-798 (“the -798 case”) decided in 2013.  Contrary to Wi-LAN’s 

claim, this Court previously construed only one of the nine disputed terms 

(“packing sub-header”), but collateral estoppel does not apply to that term either.  

“Collateral estoppel applies if: (1) the issue necessarily decided in the previous 

proceeding is identical to the one which is sought to be relitigated; (2) the first 

proceeding ended with a final judgment on the merits; and (3) the party against 

which collateral estoppel is asserted was a party or in privity with a party at the first 

proceeding.”  e.Digital Corp. v. Futurewei Techs. Inc., 772 F.3d 723, 726 (Fed. Cir. 

2014) (citing Hydranautics v. FilmTec Corp., 204 F.3d 880, 885 (9th Cir. 2000).  

“The party asserting preclusion bears the burden of showing with clarity and 

certainty what was determined by the prior judgment.”  Offshore Sportswear, Inc. v. 

Vuarnet Int’l, B.V., 114 F.3d 848, 850 (9th Cir. 1997).  “If there is doubt, however, 

collateral estoppel will not be applied.”  Davis & Cox v. Summa Corp., 751 F.2d 

1507, 1518 (9th Cir. 1985), superseded by statute on other grounds as stated in 

Northrop Corp. v. Triad Int’l Mktg. S.A., 842 F.2d 1154 (9th Cir. 1988).  Even 

where the requirements for collateral estoppel are met, the Court has discretion not 

to apply the doctrine.  Id. at 1519. 

Here, Wi-LAN cannot meet the requirements of collateral estoppel because 

none of the claim construction issues before the court are “identical” issues that 

were “necessarily decided” in the -798 case.  The -798 case involved the ’040 and 

’640 Patents, which the Court found were not infringed.  See -798 case, Dkt. Nos. 
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