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I. AMAZON’S STATEMENT

Amazon requests the Court’s assistance with discovery issues that relate to requests (attached
as Exhibits 1 & 2) served on April 25, 2019. Fact discovery closes on August 16, 2019; trial is set on
March 16, 2020. The parties conducted a conference on July 17, 2019.

Interrogatory Nos. 11-14 ask PersonalWeb to disclose the facts that support its positions on
patent validity. The PTAB invalidated a slew of claims in the patents during IPR proceedings.
(Amazon can provide the PTAB decisions to the Court on request). No. 11 therefore asks

PersonalWeb to explain the difference between each asserted claim and those held invalid, including

O© 0 9 O W A~ WD =

how those differences are material to the Court’s analysis of invalidity.! Nos. 12-14 request a

p—
-

comparison of the asserted claims to the invalid claim 70 of the *310 patent. PersonalWeb provided a

[—
[—

non-response that its patents are “presumed” valid and the interrogatories are “premature.” The Court

p—
\S]

should compel a full response. The requested information is plainly relevant: if the asserted claims

p—
(O8]

are not patentably distinct from those held invalid, then they, too, are invalid. See, e.g., MaxLinear,

[—
N

Inc. v. CF CRESPE LLC, 880 F.3d 1373, 1377 (Fed. Cir. 2018). PersonalWeb cannot dispute this: it

15 | did not assert any objection to the requests based on relevance, and therefore waived such objections.?
16 |And just because an expert may rely on the requested facts later does not make the requests
17 || “premature”; PersonalWeb must still turn over the facts in its possession now. See Amgen Inc. v.
18 | Sandoz Inc., No. 14-CV-04741-RS (MEJ), 2017 WL 1352052, at *2 (N.D. Cal. Apr. 13, 2017)
19 | (rejecting objection that requests were premature); see also Facedouble, Inc. v. Face.com, Inc., No.
20 [ 12CV1584-DMS MDD, 2014 WL 585868, at *3 (S.D. Cal. Feb. 13, 2014) (same); In re NCAA
21
22
! The Court should not credit PersonalWeb’s claim of burden in having to address “253 different
23 | claim combinations.” It did not object to the interrogatory based on burden, and has never proposed
any compromlse that would reduce its purported burden.
24 2 PersonalWeb’s contention that it need not provide discovery on this issue because Amazon did
not plead a defense of collateral estoppel lacks merit. First, Amazon pled a defense of invalidity, and
25 | the similarity of the asserted claims to those previously held invalid bears on that issue. Second, the
Court may consider collateral estoppel sua sponte. See, e.g., Hawkins v. Risley, 984 F.2d 321, 324
26 | (9th Cir. 1993) (holding courts have such authority so long as “the parties ha[ve] adequate opportunity
to examine and contest the application of preclusion”); Clements v. Airport Auth. of Washoe Cty., 69
27 |F.3d 321, 329-30 (9th Cir. 1995) (applying issue preclusion and declining to find waiver based on
defendants’ failure to plead affirmative defense). In fact, Amazon requires PersonalWeb’s response
28 |[to decide whether to amend its pleadings.
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Student-Athlete Name & Likeness Licensing Litig., No. 09-CV-01967 CW NC, 2012 WL 4111728, at
*4 (N.D. Cal. Sept. 17, 2012) (compelling response). The scheduling order also requires Amazon to
disclose its expert’s invalidity opinion first: PersonalWeb should not be allowed to withhold evidence
to ambush Amazon in rebuttal.

RFPs No. 94 & 95. PersonalWeb’s right to assert the patents-in-suit is governed by license
agreements between Kinetech, Inc. and Digital Island, Inc., the predecessors in interest of
PersonalWeb and Level 3, respectively. Although the Kinetech License grants Level 3 the exclusive

right to enforce the patents against content delivery networks (“CDNs”), PersonalWeb asserted

O© 0 9 O W A~ WD =

infringement by Amazon’s CloudFront CDN. Amazon therefore contends that PersonalWeb lacks

p—
-

standing to assert this claim. The Kinetech License also contains terms that determine how the parties

[—
[—

report and divide revenue from licenses to the patents in suit. Thus, Amazon requested documents

p—
\S]

related to the Kinetech License (No. 94) and communications between PersonalWeb and Level 3 (No.

p—
(O8]

95). These are highly relevant. They bear on whether PersonalWeb has standing, as they will show

[—
N

the parties’ course of dealing under the Kinetech License, including how the parties interpreted the

15 |exclusive field terms and whether PersonalWeb gave the required written notice of its intent to sue in
16 |Level 3’s field. The documents are also relevant to damages, since they reflect licensing
17 | communications and the amounts paid under those licenses.

18 After prolonged negotiation, PersonalWeb finally offered to produce draft licenses,
19 | communications of Kinetech and Digital Island, and communications with Level 3 regarding license

20 [ladministration only, but reiterated that it is withholding its other communications with Level 3 based
21 [ on “common-interest privilege.” At9:18 p.m. on July 23,2019, Amazon emailed that it “would accept
22 | supplemental responses” that reflect this compromise. But the very next day, July 24, Level 3
23 | disclosed that PersonalWeb had initiated an arbitration against it “related to issues before this Court”
24 |lincluding Amazon’s standing defense. (Dkt. 465.) The arbitration demand states that PersonalWeb
25 |'had already provided Level 3 with “numerous written notices” about their dispute over the exclusive
26 | field terms in the Kinetech License and Level 3’s alleged failure to “cooperate” in the litigation against
27 || Amazon. Indeed, on July 25, PersonalWeb’s counsel represented to Judge Freeman that PersonalWeb

[\
o0

and Level3 have engaged in “months” of communications about their dispute directly related to the
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1 [lissues in this case. (See July 25,2019 CMC Tr. at 6:15-17.)
2 Yet, in negotiating its discovery dispute with Amazon, PersonalWeb concealed the fact that it
3 | had for months communicated with Level 3 about issues in the case for which those parties are adverse
4 |land therefore share no common interest. See Mondis Tech., Ltd. v. LG Elecs., Inc., No. 2:07-CV-565-
5 |TIW-CE, 2011 WL 1714304, at *4 (E.D. Tex. May 4, 2011) (“any communications in which the
6 | parties are negotiating their rights and relationships to each other are not to be protected”) (citation
7 |omitted).> Amazon has also learned that PersonalWeb also intervened to prevent Level3 from
8 [ producing documents that Level3 itself did not intend to withhold. All of these must be produced.
9 | The court should also require PersonalWeb furnish a privilege log of withheld documents: (1)
10 | PersonalWeb bears the burden to establish application of the privilege (see Leader Techs., Inc. v.
11 | Facebook, Inc., 719 F. Supp. 2d 373, 375-76 (D. Del. 2010); and (2) PersonalWeb’s prior concealment
12 |of its dispute with Level 3 and its related communications means its privilege claims should be
13 | scrutinized carefully.
14 |11 PERSONALWEB’S STATEMENT
15 Interrogatories 11-14 seek PersonalWeb’s contentions regarding differences between the
16 claims asserted in the present case with 23 invalidated claims spread among the 10 “TrueName”
17 |patents. These interrogatories seek no facts—only contentions that would ordinarily be contained in a
18 [patent owner’s rebuttal expert report. Indeed, Amgen v. Sandoz, cited by Amazon for “rejecting
19 objection that requests were premature” explicitly found that while obviousness related interrogatories
20 “are not improper to the extent they seek only facts”, they “are improper where they ask the respondent
71 [to provide an expert opinion” as Amazon does here. 2017 WL 1352052 at *2 (emphasis added).
o) Interrogatory 11 asks PersonalWeb to identify differences that “materially alter the question
23 of invalidity”—Ilanguage that appears to be taken from Ohio Willow Wood Co. v. Alps South, LLC,
24 735 F.3d 1333, 1342 (Fed. Cir. 2013). Ohio Willow Wood used this language in the context of collateral
25
26 3 United States v. Gonzalez, 669 F.3d 974 (9th Cir. 2012), cited by PersonalWeb, is not at all to
the contrary. It affirms that the privilege exists so that persons who share “a common interest in
27 | litigation” can communicate with their attorneys “to more effectively prosecute or defend their claims”
and that the attorneys “at a minimum” need to be engaged in that process for the communications to
28 |[be protected. Id. at 978, 980.
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1 | estoppel due to the previous invalidation of a claim related to a later asserted claim. Neither Amazon
2 |lnor Twitch raised collateral estoppel as an affirmative defense generally, or specifically regarding the
3 [invalidation of claim 70 of the ‘310 patent. See Fed. R. Civ. Proc. 8(c)(1)*. Accordingly, the
4 | differences that “materially alter the question of invalidity” vis-a-vis claim 70 of the ‘310 patent are
5 || not relevant to any claim or defense in this case and thus PersonalWeb should not be forced to provide
6 | contentions for such a non-issue in violation of Rule 26’s proportionality standard.
7 Further, Interrogatory 11 is particularly burdensome and disproportionate to the needs of the
8 |[case as it asks PersonalWeb to identify differences between each of 23 claims in the definition of
9 | “invalidated claims” and each of the 11 asserted claims. This would require PersonalWeb to identify
10 [ differences between 253 different claim combinations (23 x 11 = 253).
11 Interrogatories 12-14 asked for “elements or limitations” that “make the claim narrower or
12 | otherwise materially different from the scope of claim 70 of the ‘310 patent.” In these interrogatories,
13 | what “materially” relates to is not stated. While Interrogatory 11 specifies “materiality” as to the
14 | “question of invalidity,” Interrogatories 12-14 do not indicate whether “material” relates to invalidity,
15 |infringement, or some other issue. It is not up to PWeb to guess to which issue materiality is intended.
16 As to Interrogatories 11-14, absent collateral estoppel or res judicata, the difference between
17 |the claims is not material to the issue of the invalidity of the asserted claims. The invalidity of each
18 |claim is determined independently. The prior art and reasoning used to previously invalidate a claim
19 | would have to be applied anew to each asserted claim regardless of the similarities or differences to
20 [ the invalidated claims. Amazon’s motion should be rejected as to Interrogatories 11-14.
21 RFP Nos. 94-95. In supplemental responses served 8/4/19, PersonalWeb committed to
22 [ produce non-privileged, non-protected, responsive documents “prepared in the ordinary course of business
23
24
4 Amazon also did not raise this issue in its invalidity contentions. Amazon argues that pleading a
25 [ defense of invalidity somehow obviates the Rule 8(c)(1) requirement to plead the affirmative defense
of collateral estoppel but cites no authority for this proposition. Ironically, Amazon now defends its
26 | failure to include a defense based on a prior proceeding after it argued that PersonalWeb should not
be allowed to amend its infringement contentions because of matter from prior proceedings. The case
27 | Amazon cites for the proposition that a court may consider issue preclusion sua sponte, Hawkins v.

Riley, involved issue preclusion based on a judgment that was issued affer the pleadings were filed—
the invalidations Amazon now wants to rely on happened before the present cases were even filed.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.

[\
o0



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




