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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

SAN FRANCISCO DIVISION

FIRSTFACE CO., LTD.,
Plaintiff,
V.
APPLE INC,,

Defendant.

CASE NO. 3:18-cv-02245-JD

JOINT CASE MANAGEMENT
STATEMENT

Date: August 30, 2018

Time: 10:00 AM

Place: Courtroom 11, 19th Floor
Judge: Hon. James Donato
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1 Plaintiff Firstface Co., Ltd. (“Firstface”) and Defendant Apple Inc. (“Apple”), hereby file this Joint
2 || Case Management Statement.'

3 1. Jurisdiction and Service: The basis for the court’s subject matter jurisdiction over plaintiff’s

4 claims and defendant’s counterclaims, whether any issues exist regarding personal jurisdiction or
5 venue, whether any parties remain to be served, and, if any parties remain to be served, a proposed
6 deadline for service.

7 This case is an action for patent infringement and arises under the patent laws of the United States.

8 || The Court has subject matter jurisdiction pursuant to 28 U.S.C. § 1338(a). No issues exist regarding
9 || personal jurisdiction or venue as to this case, and no parties remain to be served.

10 | 2. Facts: A brief chronology of the facts and a statement of the principal factual issues in dispute.

11 Firstface filed its Complaint against Apple on April 13,2018. Firstface asserts the following patents

12 | (collectively, the “asserted patents”):

13 (1) U.S. Patent No. 8,831,557 (the “’557 patent”);

14 (2) U.S. Patent No. 9,633,373 (the “’373 patent”); and

15 (3)  U.S. Patent No. 9,779,419 (the ‘419 patent”).

16 Firstface alleges that Apple directly infringes the asserted patents by making, using, offering for

17 | sale, selling, and/or importing Apple mobile devices that support fingerprint authentication (for the *557
18 | patent) and Apple mobile devices that support fingerprint authentication and Siri functionality (for the *373
19 || and 419 patents), including the iPhone 5s, iPhone 6, iPhone 6s, iPhone 6s Plus, iPhone SE, iPhone 7,
20 (| iPhone 7 Plus, iPhone 8, iPhone 8 Plus, iPad (2017 version, a/k/a the iPad (5th generation)), iPad (2018
21 | version, a/k/a the iPad (6th generation)), iPad Air 2, iPad mini 3, iPad mini 4, iPad Pro (12.9 inch) (Ist
22 || generation), iPad Pro (9.7 inch) (1st generation), iPad Pro (12.9 inch) (2nd generation), and iPad Pro (10.5
23 |l inch) (2nd generation) (collectively, the “accused products™). Firstface also alleges that Apple induces the
24 | infringement and contributes to the infringement of the ’557, ’363, and ’419 patents by its customers and

25

%6 !'In preparing this joint statement, the parties coordinated with the parties in Firstface Co., Ltd. v. Samsung

Electronics Co., Ltd. et al, Case No. 3:18-cv-02243-JD, which was related to this case on June 28, 2018,
»7 || to propose a common procedural schedule, and will endeavor to coordinate where appropriate on other
issues, including on the submission of a common protective order and ESI order. There is one patent in
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other end users of the accused products. Finally, Firstface alleges that, despite knowing of the ’557 patent
since at least early 2015, Apple persisted in infringing, and accordingly has and continues to willfully
infringe the ’557 patent.

On July 24, 2018, Apple filed a Motion to Dismiss Plaintiff Firstface Co., Ltd.’s Complaint
(“Apple’s Motion”) (Dkt. No. 36) under Federal Rule of Civil Procedure 12(b)(6), on the grounds that the
Complaint fails to provide adequate notice to Apple of the basis for Firstface’s claims of direct
infringement, induced infringement, contributory infringement, and willful infringement. Firstface filed
an opposition to Apple’s Motion on August 7, 2018 (Dkt. Nos. 40, 41). Apple filed a reply in support of]
its Motion on August 14, 2018 (Dkt. No. 42). A hearing on Apple’s Motion is set for August 30, 2018, at
10:00 a.m.

3. Legal Issues: A brief statement, without extended legal argument, of the disputed points of law,
including reference to specific statutes and decisions.
The principal disputed legal issues are:
(1) The proper construction of the asserted claims of the asserted patents;
(2) Whether Apple directly infringes any asserted claim of the asserted patents under 35 U.S.C.
§ 271(a) and/or whether Apple is liable for indirect infringement of any asserted claim of]
the asserted patents under 35 U.S.C. §§ 271(b) or (c);

3) Whether any asserted claim of the asserted patents is invalid, including under 35 U.S.C. §§
101, 102, 103, 112 and/or 116;

4) Whether any asserted claim of the asserted patents is unenforceable;

(5) Whether Firstface’s claims of patent infringement are barred by equitable estoppel,

ensnarement, reverse doctrine of equivalents, and/or waiver;

(6) If liability is established, whether Firstface is entitled to any damages under 35 U.S.C. § 284,

and, if so, the amount of such damages;

(7) If liability and damages are established, whether such damages are limited by 35 U.S.C. §§

286-288 and/or 28 U.S.C. § 1498 and, if so, to what extent; and
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(8) Whether this case is exceptional under 35 U.S.C. § 285, entitling the prevailing party to

attorneys’ fees.

4. Motions: All prior and pending motions, their current status, and any anticipated motions.

As described above in Section 2, Apple’s Motion to Dismiss is currently pending. Apple intends
to file dispositive motions on noninfringement and/or invalidity at an appropriate time in the case.

5. Amendment of Pleadings: The extent to which parties, claims, or defenses are expected to be
added or dismissed and a proposed deadline for amending the pleadings.

Aside from the answer, defenses, and counterclaims that Apple will file, the parties do not currently
expect to add or dismiss parties, claims, or defenses, but reserve the right to do so in accordance with Fed.
R. Civ. P. 15.

6. Evidence Preservation: A brief report certifying that the parties have reviewed the Guidelines
Relating to the Discovery of Electronically Stored Information (““ESI Guidelines’), and confirming
that the parties have met and conferred pursuant to Fed. R. Civ. P. 26(f) regarding reasonable and
proportionate steps taken to preserve evidence relevant to the issues reasonably evident in this
action. See ESI Guidelines 2.01 and 2.02, and Checklist for ESI Meet and Confer.

The parties have reviewed the ESI Guidelines and have met and conferred regarding reasonable
and proportionate steps taken to preserve evidence relevant to the issues reasonably evident in this action.
7. Disclosures: Whether there has been full and timely compliance with the initial disclosure

requirements of Fed. R. Civ. P. 26, and a description of the disclosures made.

The parties will make disclosures in accordance with Fed. R. Civ. P. 26(a)(1)(A) on September 6,
2018, as set forth in paragraph 17 below.

8. Discovery: Discovery taken to date, if any, the scope of anticipated discovery, any proposed
limitations or modifications of the discovery rules, a brief report on whether the parties have
considered entering into a stipulated e-discovery order, a proposed discovery plan pursuant to Fed.
R. Civ. P. 26(f), and any identified discovery disputes.

The parties have not yet served any discovery and have not identified any discovery disputes.

a. Changes to the timing, form, or requirement for disclosures (Fed. R. Civ. P. 26(f)(3)(A)):
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The parties propose serving initial disclosures by September 6, 2018. The parties do not propose

any change to the form or requirement for such disclosures.

b.

The subjects on which discovery may be needed (Fed. R. Civ. P. 26(f)(3)(B)):

Plaintiff anticipates needing discovery on at least the following topics:

(1

)

3)

4

)

(6)

Defendant’s infringement of the asserted patents, including discovery related to the design,
development, and testing of the infringing features of the accused devices;

The damages Defendant owes for infringing the asserted patents, including discovery
related to Defendant’s marketing, costs, sales, revenues, and profits relating to the accused
products;

Defendant’s patent licenses and licensing policies;

Defendant’s claim constructions for the asserted patents;

Defendant’s willful infringement of the asserted patents, including discovery regarding
Defendant’s pre-suit knowledge of the asserted patents; and

Defendant’s bases for its defenses and counterclaims.

Defendant anticipates seeking discovery on at least the following topics:

(1
)
3)

4

)
(6)

The factual bases for Plaintiff’s claims and defenses;

The proper claim constructions for the asserted claims of the asserted patents;

The asserted patents, including, but not limited to prior art, invalidity analyses,
unenforceability, conception, reduction to practice, prosecution history, assignment history,
financial or ownership interests, and alleged infringement analyses;

Any actual or potential licenses of the asserted patents, or comparable licenses, and the
practices of the licensees that allegedly embody the asserted patents;

Plaintiff’s cease and desist or demand correspondence regarding the asserted patents; and
Plaintiff’s allegations of damages, including, but not limited to license agreements,

royalties, market conditions, and profits.

Defendant reserves the right to amend the subjects for discovery pending further discovery in this

matter.
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