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I. INTRODUCTION 

This case should not be stayed pending completion of inter partes review (“IPR”) and 

covered business method review (“CBM”) of the asserted OpenTV patents. Rather than promptly 

filing IPR and CBM petitions with the U.S. Patent and Trademark Office (“PTO”) and seeking a stay 

based on promptly-filed petitions, Apple waited until just before the statutory deadline to file its 

petitions. Apple now seeks to continue its unwarranted, knowing infringement for another eighteen 

months while the PTO’s Patent Trial and Appeal Board (“PTAB”) considers Apple’s petitions. If 

this Court is inclined to grant Apple’s motion, however, this Court should also grant OpenTV’s 

motion for Rule 54(b) certification (ECF No. 75), allowing review of all the patents at issue to 

proceed in parallel. 

Apple attempts to justify its extensive delay in seeking a stay by claiming it filed its petitions 

within the one-year statutory deadline, suggesting that the existence of a deadline excuses its 

decision to wait more than eleven months before filing its petitions. Complying with the statutory 

deadline, however, does not equate with diligence; rather, it merely avoids the statutory bar. 

Moreover, OpenTV would suffer significant prejudice if the Court grants Apple’s motion. The 

parties and the Court have already expended substantial resources, and none of the requested IPRs or 

CBM has been instituted. In the interim, Apple’s infringement continues. 

Apple’s stall tactic of waiting until the statutory deadline to file an IPR or CBM—only to 

seek a stay of a year-and-a-half of the litigation—severely prejudices OpenTV’s ability to enforce its 

valid intellectual property rights. Apple argues this case should be stayed pending completion of not-

yet-instituted IPR and CBM proceedings because: (1) the case is in its early stages; (2) a stay will 

simplify issues for trial; and (3) OpenTV will not suffer any tactical disadvantage or undue 

prejudice. Apple is wrong on each count.  

First, this case is not in its early stages. During the past year, the parties exchanged 

infringement and invalidity contentions, served over 200 requests for production; produced over 

100,000 pages of documents; inspected source code; briefed, argued, and received the Court’s order 

invalidating two patents; and briefed and argued claim construction before the Court. Although a 
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