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PAUL J. ANDRE (State Bar No. 196585) 
pandre@kramerlevin.com 
LISA KOBIALKA (State Bar No. 191404) 
lkobialka@kramerlevin.com 
JAMES HANNAH (State Bar No. 237978) 
jhannah@kramerlevin.com 
AUSTIN MANES (State Bar No. 284065) 
amanes@kramerlevin.com 
KRAMER LEVIN NAFTALIS & FRANKEL LLP 
990 Marsh Road 
Menlo Park, CA 94025 
Telephone: (650) 752-1700 
Facsimile: (650) 752-1800 
 
Attorneys for Plaintiff 
FINJAN, INC. 
 
 

IN THE UNITED STATES DISTRICT COURT 

FOR THE NORTHERN DISTRICT OF CALIFORNIA  

OAKLAND DIVISION 
 
 

FINJAN, INC., 
 
  Plaintiff, 
 

v. 
 
QUALYS INC., 
 
  Defendant.  
 

Case No.: 4:18-cv-07229-YGR 
 
PLAINTIFF FINJAN, INC.’S [PROPOSED] 
RESPONSE TO DEFENDANT QUALYS, 
INC.’S OBJECTION TO EVIDENCE 
[DKT. 60] 
 
Date: May 1, 20201 
Time: 10:00 AM 
Place: Courtroom 1, 4th Floor 
Judge: Hon. Yvonne Gonzalez Rogers 

                                                 
1 Subject to the Court’s March 12, 2020 Order (Dkt. No. 48) suspending in-person appearances. 
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I. INTRODUCTION 

The Court should overrule Qualys’ Objections to Evidence (Dkt. No. 60, “Objections”) and 

accept the declaration of Dr. Goodrich in support of Finjan’s reply claim construction brief.  Finjan 

offers Dr. Goodrich’s declaration to rebut the invalidity opinions of Qualys’ expert.  Pursuant to Patent 

Local Rule (“PLR”) 4-2, Finjan timely disclosed that it would rely on Dr. Goodrich’s opinions for 

rebuttal five months ago, which is fatal to Qualys’ Objection.  PLR 4-5(c) expressly permits Finjan to 

provide such new evidence on reply to rebut evidence that a defendant submits with its responsive brief, 

which is exactly what happened here.  Qualys submitted Dr. Rubin’s declaration with its response brief 

in support of its invalidity argument, a defense for which Qualys bears the burden of proof and burden 

of production.  Finjan offers Dr. Goodrich’s declaration to rebut Dr. Rubin’s declaration, as expressly 

permitted by PLR 4-5(c).  Thus, there is no merit to Qualys’ Objections. 

II. STATEMENT OF FACTS 

The parties exchanged PLR 4-2 disclosures on November 6, 2019, and Finjan served amended 

disclosures on November 12, 2019.  Dkt. 60-1, Declaration of Christopher D. Mays (“Mays Decl.”), 

Exs. E and F.  On December 4, 2019, the parties submitted their PLR 4-3 Joint Claim Construction 

Statement.  Dkt. 40.  In both its PLR 4-2 disclosures, and again in the JCCS, Finjan expressly disclosed 

that, to the extent Qualys offered an expert opinion that the terms “transmitter” and “receiver” are 

indefinite, Finjan would offer a rebuttal opinion from Dr. Goodrich: 

Finjan will rely on expert testimony to rebut Qualys’ proposed expert opinion that 
“a person of ordinary skill in the art as of the priority dates of the respective patents, 
reading the respective patents’ specifications, would not be able to identify 
corresponding structure for the term [‘receiver.’]/[‘transmitter’]” 

Mays Decl., Ex. E at 8-9, 17-19, and 25-26; see also Dkt. 40 (JCCS) at 7, Ex. A at 4-10, 16-19 and 25. 

Qualys’ disclosure of proposed expert opinions in the Joint Claim Construction Statement was 

far more ambivalent than Finjan’s disclosure.  For example, Qualys disclosed the following for the term 

“transmitter,” which is just the inverse of Finjan’s disclosure: 

Dr. Aviel Rubin . . . may opine that a person of ordinary skill in the art as of the 
priority dates of the respective patents, reading the respective patents’ specifications, 
would not be able to identify corresponding structure for the term “transmitter.” 

Dkt. 40 (JCCS), Ex. A at 10. 
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Finjan filed its Opening Claim Construction Brief on February 10, 2020.  Dkt. 42.  Qualys filed 

its Responsive Brief on March 16, 2020.  Dkt. 52.  Qualys submitted a declaration from Dr. Rubin with 

its Responsive Brief in which Dr. Rubin opined that the terms “receiver” and “transmitter” are 

indefinite.  Dkt. 52-6.  Finjan filed its Reply on April 6, 2020, and submitted the Declaration of Dr. 

Goodrich for the purpose of rebutting Dr. Rubin’s invalidity opinions.  Dkt. 59; Dkt. 59-1.   

III. ARGUMENT   

A. Dr. Goodrich’s Declaration is Proper Rebuttal Evidence Under the PLR  

The PLR permitted Finjan to submit Dr. Goodrich’s declaration with its reply claim 

construction brief.  Dr. Goodrich’s declaration is a direct rebuttal to Dr. Rubin’s declaration on 

invalidity, which Qualys submitted with its responsive brief.  The PLR provide that “the party claiming 

patent infringement… shall serve and file any reply brief and any evidence directly rebutting the 

supporting evidence contained in an opposing party’s response.”  PLR 4-5(c) (emphasis added).  

Because the PLR expressly authorize such submissions, Civil Local Rule 7-3(d), upon which Qualys’ 

Objections are premised, does not apply. 

For this reason, Qualys’ arguments that Dr. Goodrich’s opinions are untimely and were not 

sufficiently disclosed fail.  Finjan could not have submitted Dr. Goodrich’s rebuttal evidence in its PLR 

4-2 disclosure or its opening brief because it had no way of knowing what evidence to rebut.  Qualys’ 

short and ambivalent disclosure under PLR 4-2 simply declared that an expert “may” opine regarding 

the “transmitter” term.  Dkt. 40, Ex. A at 10.  Qualys did not provide a definitive declaration that it was, 

in fact, providing an expert opinion or the substance of that possible disclosure.  As such, Finjan learned 

for the first time the specifics of Dr. Rubin’s opinion would when it received Qualys’ responsive brief.2 

Courts in this District recognize that PLR 4-5 permits submission of new rebuttal evidence for 

the first time on reply.  Competitive Techs. v. Fujitsu Ltd., 286 F. Supp. 2d 1161, 1169 (N.D. Cal. 2003) 

(“Patent Local Rule 4–5 expressly permits such rebuttal testimony.”).  Competitive Technologies is 

instructive because there, as here, the defendant filed Objections to Evidence under the civil local rules 

                                                 
2 Qualys initially disclosed that it may rely on expert opinions for ten terms, and later narrowed those 
terms to “receiver” and “transmitter,” but did not inform Finjan of this narrowing until it filed the 
responsive brief.  Dkt. 40, Ex. A at 4-10, 16-19 and 25. 
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to seek to exclude an expert declaration filed with the reply claim construction brief.  Id.  In that case, 

the Court rejected the same argument that Qualys asserts here because “at least part of [the expert]’s 

declaration constitutes rebuttal,” which is permitted under PLR 4-5(c).  Id.  Further, Competitive 

Technologies also rejected the defendant’s argument that some evidence in the declaration went beyond 

rebuttal, since the defendant had an opportunity to address any such evidence at the claim construction 

hearing.  Id.; Genentech, Inc. v. Trustees of the Univ. of Penn., No. 10-cv-02037-LHK, 2011 WL 

866599, at *2 (N.D. Cal. Mar. 10, 2011)(allowing new evidence on reply to rebut new evidence in the 

claim construction response, because “[j]ustice is best served when issues are decided on the merits”). 

This application of the PLR to permit reply declarations in response to invalidity arguments 

makes sense because Qualys, as the proponent of the indefiniteness defense and of the requisite 

showing that these are means-plus-function elements despite the absence of the word “means,” bears 

the burden of production on its defense.  Apex Inc. v. Raritan Computer, Inc., 325 F.3d 1364, 1372-74 

(Fed. Cir. 2003) (party seeking to overcome presumption that an element is not a means-plus-function 

element if it does not use “means” bears the burdens of production and proof); Core Wireless Licensing 

S.A.R.L. v. LG Elecs., Inc., 880 F.3d 1356, 1363 (Fed. Cir. 2018) (defendant bears “the initial burden of 

going forward with evidence to support its invalidity allegation” and the burden of proof by clear and 

convincing evidence).  Therefore, Finjan should have an opportunity to respond after Qualys has 

attempted to demonstrate indefiniteness. 

The only case that Qualys cites does not support its Objections because it dealt with very 

different facts from those presented here.  See Quantum Corp. v. Crossroads Sys., Inc., No. C 14-04293 

WHA, 2015 WL 5693734, at *5 (N.D. Cal. Sept. 29, 2015).  In Quantum Corp., an expert’s opinions 

were excluded because he refused to answer questions at his deposition regarding the opposing party’s 

claim constructions, claiming he had no opinions, but later asserted those opinions on reply.  Id. at *3 

(“Dr. Hospodor gave opinions rebutting Crossroads’ proposed constructions in his declaration, although 

he claimed he had no such opinions at his deposition”).  Here, by contrast, Qualys never sought to 

depose Dr. Goodrich and, therefore, there is no situation where Dr. Goodrich refused to answer 

questions or claimed he had no opinion on an issue. 

Case 4:18-cv-07229-YGR   Document 65-1   Filed 04/20/20   Page 5 of 8

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


