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1 right in the middle of a series of questions that are

2 building on each other, what we call in music riffs,

3 then I'll ask to finish the riff before we break.  Is

4 that okay?

5      A.   That's okay, yes.

6      Q.   And I'm a very straightforward attorney.

7 I'm not going to play games with you.  So I'll ask a

8 direct, non-evasive question, and I expect a direct

9 non-evasive answer.  Is that acceptable?

10      A.   Of course.

11      Q.   At any point if you don't understand my

12 question -- for example, you have a deep engineering

13 background.  I do not.  I majored in philosophy.  So

14 if you don't understand my question, will you please

15 ask me to clarify?

16      A.   I will.

17      Q.   Okay.  Did you meet with -- and don't give

18 me the substance of the conversation -- but did you

19 meet with Foley in preparation for your deposition on

20 Wednesday?

21      A.   I did.

22      Q.   How many hours did you meet with Foley in

23 preparation for your deposition on Wednesday?

24      A.   Three hours, more or less.

25      Q.   Did you look at any documents during your

Page 10

1 preparation?

2      A.   Only the GPS patent.

3      Q.   Okay.  Your patent that we'll call in this

4 deposition the '007 patent?

5      A.   Yes.

6      Q.   And did you meet with Foley in between your

7 last deposition and this deposition?

8      A.   I did, yes.

9      Q.   How long did you meet with Foley between

10 Wednesday and this morning?

11      A.   About a half hour.

12      Q.   Did you look at any documents during that

13 deposition -- sorry, during that preparation?

14      A.   I did not.

15      Q.   Okay.  What we're going to do during this

16 deposition, Mr. Van Hoorn, is I'm going to put drag

17 and drop documents into the Chat function on Zoom,

18 and those documents will go to both you and your

19 attorney.  Is that what happened last Wednesday?

20      A.   Yes and no.  I mean they had them in Chat,

21 but then the videographer pulled them out onto the

22 screen.

23      Q.   That's normally how this service does it.

24 I don't like to do it that way because I feel like I

25 have an ethical obligation to allow you to look at

Page 11

1 anything in the document you want to look at.  So I'm

2 not going to have them pull up the screen and do the

3 fancy pull-around.  Because again, I want you to be

4 able to look at anything in the document you want to

5 look at.  Okay?

6      A.   Okay.

7      Q.   I'm going to mark, I hope -- yeah.  This

8 might be slow, but I think you'll prefer to have it

9 in your hands.

10           (Whereupon, Exhibit No. 1 was marked for

11 identification)

12 BY MS. LAMKIN:

13      Q.   I'm going to mark as Exhibit 1 a document

14 bearing Bates range GAR 0009521 to 9526.

15           Mr. van Hoorn, please take a look at that

16 document.  Take as long as you want.  And when you're

17 ready to answer questions about that document, let me

18 know.

19      A.   Okay.

20      Q.   It should be in your Chat folder.

21      A.   I have to download to open it, correct?

22      Q.   Correct.

23           J.P., if you ever don't get a document,

24 please just indicate and I can email it or find

25 another way.

Page 12

1           MR. CIARDULLO:  Sure, that's fine.  I'm

2 downloading it myself.

3 BY MS. LAMKIN:

4      Q.   This way takes a little longer.  But again,

5 I think it's more fair to the deponent to be able to

6 look at the whole document.  No criticism of the depo

7 service intended.

8      A.   Okay.

9      Q.   What is this document, Mr. van Hoorn?

10      A.   This is the agreement between myself and

11 the counsel.

12      Q.   And when was it signed?

13      A.   About a year ago, October 27th --

14 August 27th, 2019.

15      Q.   Okay.  Regarding Provision 1, the scope of

16 your engagement, what do you understand the scope of

17 your engagement to be?

18      A.   I just advise the lawyers about my

19 involvement on the patent development, how it came

20 about.

21      Q.   Just to make sure I understand, you

22 understand your role to be advising your lawyers

23 about a patent and how it came about?

24      A.   Yes.

25      Q.   Do you understand you have any other duties
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1 in the scope of your engagement than advising about

2 the '007 patent?

3      A.   I am to testify or be deposed or whatever

4 was required for this potential lawsuit.

5      Q.   On any other subjects other than the '007?

6 Are you to testify or provide advice on anything

7 other than the '007?

8      A.   No.

9      Q.   And if you look on the last page of this

10 document, Mr. van Hoorn, ending in 9526, your fee

11 schedule, do you understand Foley to be paying you

12 $375 an hour to advise regarding the '007 patent?

13      A.   That's my understanding, yes.

14           (Whereupon, Exhibit No. 2 was marked for

15 identification)

16 BY MS. LAMKIN:

17      Q.   I'm going to mark as Exhibit 2 a

18 document -- a patent document with the

19 number 6,013,007 for the '007 patent.

20           Same here, Mr. van Hoorn:  Just download

21 the document.  Take your time.  When you're ready to

22 answer questions about the document, let me know.

23      A.   Okay.

24      Q.   Mr. van Hoorn, do you recognize this

25 document?

Page 14

1      A.   Yes, I do.

2      Q.   What is it?

3      A.   This is the official patent '007.

4      Q.   Okay.  And is this the patent that Foley

5 hired you as a consultant to provide advice

6 regarding?

7      A.   Yes, it is.

8      Q.   Mr. van Hoorn, if you please look at

9 Figures 1A and 1B, who drew those figures?

10      A.   I did.

11      Q.   And if you look please at Figures 2 and 3,

12 did you also draw Figures 2 and 3?

13      A.   Yes, I did.

14      Q.   If you please turn to Figure 2,

15 Mr. van Hoorn.  We see in Figure 2, I believe, the

16 device, what you would later call the Athlete's GPS,

17 marked 101; is that correct?

18      A.   That is correct.

19      Q.   And then at the top you see headphones

20 marked 202; is that correct?

21      A.   That is correct.

22      Q.   What is the purpose of the baseball cap

23 marked 201?

24      A.   To keep the sun out of her face.

25      Q.   Any other purpose?

Page 15

1      A.   We were also looking at embedding the

2 antenna in the baseball cap unit.

3      Q.   The GPS unit?

4      A.   Excuse me?

5      Q.   I'm sorry, I spoke over you.  You thought

6 about embedding the GPS antenna in the baseball cap?

7      A.   That's correct.

8      Q.   And if you look at Figure 3, what is the

9 purpose of the device labeled 301?

10      A.   301 is the top of the antenna, and in this

11 case, it's mounted on top of the headset.

12      Q.   What is the reason that you -- the figures

13 depict mounting the GPS receiver antenna on top of

14 the runner's head?

15      A.   The idea behind that was that the head is a

16 very stable platform.

17      Q.   What does that mean, the head is a stable

18 platform?

19      A.   It doesn't move around as much as, for

20 instance, your hands or your feet or --

21      Q.   You obviously haven't seen me run.

22           If you will, could you please flip to the

23 specification?  When I say flip to the specification,

24 do you know what part I mean?

25      A.   Yes, with the columns?

Page 16

1      Q.   Yes.  If you please, Mr. van Hoorn, look at

2 Column 1, Lines 53 to 58, and let me know after

3 you've read Column 1, Lines 53 to 58.

4      A.   I may have to change my glasses.  It's a

5 little better.

6           Okay.

7      Q.   What did you mean when you wrote, making

8 them incompatible with exercise activities?

9      A.   I'll just find it again.

10           The idea was that the -- using a screen as

11 a potential of distraction during your exercise.

12      Q.   In other words, if, while I'm running, I

13 have to look down at the device to read it, that

14 that's distracting?

15      A.   That's correct, yes.

16      Q.   Then at that same column, Mr. van Hoorn, if

17 you could please read Lines 64 to 67?

18      A.   Okay.

19      Q.   Could you please explain a little bit more

20 about what that passage means?

21      A.   It's as to the visual display on the

22 screen, that's an alternative to using the audio

23 feedback to your headset.

24      Q.   So you're talking about real-time audio

25 reports.  What would be the reports?
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1      A.   Depending on the settings, but mostly the

2 miles traveled, average pace, average speed, current

3 speed.  Things like that.  Performance feedback.

4      Q.   Got it.  So the real-time performance

5 feedback goes through audio, not visual, so the

6 athlete isn't distracted.  Am I understanding that?

7      A.   Yes, the audio was one of the embodiments,

8 yes.

9      Q.   So let's talk about that for a second.  You

10 say the audio was one of the embodiments, but nothing

11 in this passage is referencing an embodiment, right?

12      A.   Not in this section, no.

13      Q.   Not in this section of the patent?

14      A.   Correct.

15      Q.   Correct.  This section of the patent is

16 the -- called the background art, correct?

17      A.   Correct.

18      Q.   And so what you're talking about here are

19 the problems in the background art you're trying to

20 solve, correct?

21      A.   Correct.

22      Q.   And so one of the problems you're trying to

23 solve is the visual distraction caused by text only

24 reporting of performance data, correct?

25      A.   Correct.

Page 18

1      Q.   Now, sir, I'm going to ask you to look at

2 Column 2 entitled Summary of the Invention.  Do you

3 see that?

4      A.   Yes.

5      Q.   Okay.  And under the Summary of Invention,

6 could you please look at Lines 21 to 25?

7      A.   Okay.

8      Q.   And is it fair to read that as the summary

9 of your invention as your solution to the problems

10 being described in the background of the invention,

11 the background art?

12      A.   Can you repeat that, please?

13      Q.   Unlikely.  It was a terribly-worded

14 question.

15           Would it be fair to read in the Summary of

16 Invention, Lines 21 to 26, that an important part of

17 your invention was audio signals that reduce

18 distractions?

19      A.   Oh, yeah, there was -- that's correct.

20      Q.   And that would improve the safety of the

21 athlete.  That's one of the reasons it's important to

22 your invention, the safety of the athlete?

23      A.   Yes.

24      Q.   Mr. van Hoorn, if you could please turn to

25 the Claims, and I'm going to ask you specifically to

Page 19

1 look at Column 11, Claim 1.  Please review Claim 1

2 and let me know after you've reviewed it.

3      A.   Okay.

4      Q.   Okay.  If you look at what we call

5 Limitation C, Mr. van Hoorn, that is, Column 11,

6 Lines 15 and 16, it says, means for presenting the

7 athletic performance feedback data to an athlete.

8           Do you see that?

9      A.   I do.

10      Q.   What is the means for presenting

11 performance feedback data to the athlete?

12           MR. CIARDULLO:  Objection, to the extent

13 that the witnesses is not a patent attorney.  But you

14 can go ahead and answer the question.

15           THE WITNESS:  It provides me a small

16 display as well as the headset for audio feedback.

17 BY MS. LAMKIN:

18      Q.   Okay.  The means for presenting here, is

19 all I'm asking you, if you read this claim -- not

20 what you built -- if you read this claim, what is the

21 means for presenting the athletic performance

22 feedback data to the athlete claimed in your patent?

23      A.   It's either on the screen or the audio

24 feedback.

25      Q.   Either the screen or the audio feedback

Page 20

1 could satisfy that limitation?

2           MR. CIARDULLO:  Still the same objection.

3 But go ahead and answer the question to your ability.

4           THE WITNESS:  I believe it does, yes.

5 BY MS. LAMKIN:

6      Q.   Okay.  So let's talk about that.  It's your

7 opinion, as the inventor of this patent and someone

8 hired as an expert on this patent for Foley, it's

9 your opinion that means for presenting could be via

10 text or visual?

11      A.   Correct.

12      Q.   Okay.  You didn't invent presenting

13 performance feedback data to an athlete by a visual

14 means, did you?

15      A.   I'm not sure about that.

16      Q.   Okay.  You ran with the Garmin device, the

17 GPS II Plus, prior to filing this patent, correct?

18      A.   I did that, using the device as a Black

19 Box.

20      Q.   Okay.  For example, you ran the Houston

21 Marathon in January of 1998 using a Garmin GPS II

22 device?

23      A.   I did, yes.

24      Q.   Okay.  And on the Garmin GPS II device, you

25 could look at that device and see, for example, how
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1 fast you were running, correct?

2      A.   If I had access to it, yes.

3      Q.   What do you mean, if you had access to it?

4      A.   During my runs, the GPS was stuck into a

5 fanny pack, and the only thing that came out was the

6 cord for the antenna.

7      Q.   If you pulled the device out of your fanny

8 pack and looked at it, you could see how fast you

9 were running, correct?

10      A.   You can.  You could.

11      Q.   So you didn't invent performance feedback

12 data by visual means, did you?

13           MR. CIARDULLO:  Just an objection about the

14 term "invent" being a legal term of art.  But go

15 ahead and answer the question to your ability.

16 BY MS. LAMKIN:

17      Q.   Mr. van Hoorn, you didn't come up with the

18 idea of feedback data being communicated by visual

19 means, did you?

20      A.   Well, but we came up with the idea for

21 using it for the athlete's performance feedback.

22      Q.   Stay with me.  When you're running the

23 Houston Marathon, you're doing athletic performance,

24 correct?

25      A.   Correct.

Page 22

1      Q.   And the speed that you're running is

2 performance feedback data, right?

3      A.   It's just about a couple hours later, after

4 downloading all the wave points.

5      Q.   Just answer my question, sir.  The speed

6 that you're running is athletic performance feedback

7 data, correct?

8      A.   Correct.

9      Q.   And if you would have pulled the GPS II out

10 of your fanny pack and looked at it, you would have

11 seen how fast you were running, right?

12      A.   That's correct.

13      Q.   Okay.  So you didn't invent the idea of

14 performance data being communicated to the runner by

15 visual means?

16           MR. CIARDULLO:  Object to form.  But answer

17 to your ability.

18           THE WITNESS:  If you put it that way, yes.

19 BY MS. LAMKIN:

20      Q.   No, you did not.  You did not invent that

21 idea, correct?

22      A.   Correct.

23      Q.   Okay.  So now, with that admission in mind,

24 returning to Claim 1, knowing that before you filed

25 this patent, you ran with the GPS II, do you still

Page 23

1 believe that the means for presenting can be text

2 alone?

3           MR. CIARDULLO:  Object to form again.  But

4 answer to your ability.

5           THE WITNESS:  Can be text alone?  That's

6 possible.  That's not the safest way, but that's

7 possible, yeah.

8 BY MS. LAMKIN:

9      Q.   But it's not the safest, as you've

10 discussed multiple times in your patent.  Picking up

11 the GPS II to look at it while you're running is not

12 a safe thing to do?  That's what your patent

13 communicates, correct?

14      A.   Correct.

15      Q.   I'm going to mark as Exhibit 3 a document

16 bearing Bates range GAR 0000852 to 873.

17           (Whereupon, Exhibit No. 3 was marked for

18 identification)

19 BY MS. LAMKIN:

20      Q.   Same thing, Mr. van Hoorn:  Please review

21 the document.  Take your time.  Let me know after

22 you've reviewed it.

23           J.P., same thing.  If you don't have it,

24 let me know, I'll email it to you.

25           MR. CIARDULLO:  Coming out okay at my end.

Page 24

1 I'll just note that the PDFs as they come up have a
2 different numbering file name.  So for example, you
3 were referring to this as Exhibit 3, the file name
4 says Exhibit 5B.  But, yeah.
5           MS. LAMKIN:  The reporter will re-mark
6 them, J.P., when they come through.
7           MR. CIARDULLO:  That's fine.  I just wanted
8 to make sure you were aware.
9           THE WITNESS:  I am looking over this here,

10 quickly.
11 BY MS. LAMKIN:
12      Q.   Take your time.  You don't need to go
13 quickly, Mr. van Hoorn.  Let me know when you're
14 ready.
15      A.   I think I'm ready.
16      Q.   Okay.  Do you recognize this document,
17 Mr. van Hoorn?
18      A.   Well, recognize is a big word, I guess, but
19 it's vaguely familiar.
20      Q.   It's vaguely familiar to you?
21      A.   Yes.
22      Q.   What is this document, sir?
23      A.   It looks like a presentation we did to Sony
24 to sell the patent.
25      Q.   Okay.  And did you draft or create part of

Case 2:19-cv-06301-AB-KS   Document 97-2   Filed 08/25/20   Page 5 of 6   Page ID #:3439

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

rachaellamkin
Highlight

rachaellamkin
Highlight

rachaellamkin
Highlight

rachaellamkin
Highlight

rachaellamkin
Highlight

rachaellamkin
Highlight

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


