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I. SUMMARY OF PERTINENT FACTS & ARGUMENT 

Philips asserted six patents against Garmin.  (Dkt. No. 45, ¶48.)  Only three 

remain.  The ’007 Patent was invalidated at claim construction (Dkt. No. 102), 

Philips disclaimed the asserted claims of the ’958 Patent before the USPTO after 

Garmin plead in its claim construction briefing that the ’958 claims cannot be 

asserted against fitness products, and Philips has voluntarily withdrawn its 

infringement allegations as to the ’192 Patent.  (Lamkin Decl., ¶¶4-6.)  Only the 

’233 Patent (expired), the ’377 Patent (expired), and the ’542 Patent remain at-issue.  

Further, the Patent Trial and Appeal Board recently instituted an IPR challenge 

against all of the asserted claims of the ’233 Patent, finding a “reasonable likelihood 

that Petitioner would prevail” in its invalidity challenge.  (Lamkin Decl., ¶7.)  Thus, 

what was once a six-patent case has been cut down to just three patents – and of 

those three, two are expired, and one is being challenged at the PTAB.  On this 

record, Philips seeks to rush the expired ’007 to appeal. 

There is no credible reason to sever out the ’007 Patent for a separate appeal 

while moving forward with litigation on the three remaining Patents-in-Suit.  

Although neither the ’007 Patent nor the three remaining patents are related to each 

other, Philips is accusing largely the same Garmin products, with the same 

functionalities, across the remaining Patents-in-Suit.  (Lamkin Decl., Exhs. B-C.)  

As Philips admits, “some of those functions [accused under the non-’007 Patents] 

may also exist in the same Garmin products that contain the accused [’007 Patent] 
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GPS-based athletic performance feedback functionality.”  (Motion, Dkt. No. 110, at 

2:4-6.)  And, Philips readily acknowledges that it asserted six patents together in this 

single lawsuit for “judicial efficiency”. (Id. at 10:13-14.)  Yet, Philips now argues 

for piecemeal litigation and appeal of the ’007 Patent, a patent that Garmin has 

invalidated here, in the United Kingdom, and just last week, Germany.  (Lamkin 

Decl., ¶¶8-9.) This is the opposite of judicial efficiency and serves no purpose other 

than to seek to multiply the cost and expense of the proceedings and permit Philips 

multiple bites at the same Garmin products.  There is no legal or practical reason to 

sever the expired ’007 Patent for purposes of appeal while simultaneously 

proceeding with litigation on overlapping products with overlapping functionalities 

on the remaining asserted patents.  All of the issues should first be resolved by this 

Court, from which a single appeal may be taken.   

Conversely, if this Honorable Court finds Philips’ claim for urgency credible, 

Garmin requests that this Court stay this matter pending said appeal of the ’007.  

Otherwise, if Philips’ request for a Rule 54(b) appeal is granted, the Parties will be 

litigating over the ’233 Patent here and before the PTAB, the Parties will be engaged 

in an appeal over the invalidation of the ’007 Patent before the CAFC, and the 

Parties will proceed here over the ’233, ’542, and the ’377 Patents even though each 

of these patents cover the same accused products and overlapping accused 

functionality.  That would be the epitome of judicial inefficiency.  

All of this rendered messier by the fact that Philips chose to depose Garmin’s 

Case 2:19-cv-06301-AB-KS   Document 113   Filed 11/20/20   Page 5 of 17   Page ID #:3549

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


