Casg

O© 0 3 O N S~ W N =

[\ N N T N T N T N T N N N T S g g e e S S S
(o) NNV, B SR VS N S B =N oo < N e ) W ) B SN VS N O T =)

27

2:19-cv-06301-AB-KS Document 113 Filed 11/20/20 Page 1 of 17 Page ID #:3545

LAMKIN IP DEFENSE
RDL@LamkinIPDefense.com
Rachael D. Lamkin (246066)
One Harbor Drive, Suite 304
Sausalito, CA 94965

(916) 747-6091 Telephone

Michelle L. Marriott (pro hac vice)
michelle.marriott@eriseip.com
Erise IP, P.A.

7015 College Blvd.

Suite 700

Overland Park, KS 66211

(913) 777-5600 Telephone

(913) 777-5601 Facsimile

Attorneys for Defendants

Garmin International, Inc. and Garmin Ltd.

UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

Philips North America, LLC,
Plaintiff, Counterclaim-Defendant

V.

Garmin International, Inc. and Garmin
LTD

Defendants, Counterclaimants

N N N N N N N N N N N N

DOCKET

_ ARM

Case No. 2:19-cv-06301-AB (KSx)

DEFENDANTS’ OPPOSITION
TO PLAINTIFF’S RULE 54(B)
MOTION

Hearing: 12/11/2020, at 10:00 am.

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Casg

O© 0 3 O N S~ W N =

[\ N N T N T N T N T N N N T S g g e e S S S
(o) NNV, B SR VS N S B =N oo < N e ) W ) B SN VS N O T =)

27

DOCKET

_ ARM

2:19-cv-06301-AB-KS Document 113 Filed 11/20/20 Page 2 of 17 Page ID #:3546

II.

I1I.

IV.

VL

TABLE OF CONTENTS

SUMMARY OF PERTINENT FACTS AND ARGUMENT................. 4
THE ASSERTED CLAIMS OF THE PATENTS-IN-SUIT HAVE
CONSIDERABLE OVERLARP. ... 8
THE INSTITUTED °233 IPR FURTHER WARRANTS A STAY OF
THIS MATTER WHILE PHILIPS’ RULE 54 APPEAL IS BEING
HEARD ... 9
IF THIS HONORABLE COURT DOES NOT STAY THE ENTIRE
MATTER, IT SHOULD DENY PHILIPS’ RULE 54(B) MOTION....... 13
GARMIN MET ITS MEET AND CONFER OBLIGATION............... 15
CONCLUSION. .. e, 16

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Cas

O© 0 3 O N S~ W N =

[\ N N T N T N T N T N N N T S g g e e S S S
(o) NNV, B SR VS N S B =N oo < N e ) W ) B SN VS N O T =)

27

9]

»

2:19-cv-06301-AB-KS Document 113 Filed 11/20/20 Page 3 of 17 Page ID #:3547

TABLE OF AUTHORITIES

23andMe, Inc. v. Ancestry.com DNA, LLC, No. 18-cv-02791-EMC, 2018 U.S. Dist. LEXIS
188327 (N.D. Cal. NOV. 2, 2018)..uiiiiiiiieiieeiteie ettt sttt s 16
Curtis-Wright case. See, e.g., Curtiss-Wright Corp. v. Gen. Elec. Co., 446 U.S. 1,4 100 S. Ct.
L4600 (1980) ...ttt ettt ettt ettt h e bt st e bt et et b e bt et bt et e 14
Drone v. Sz Dji Tech. Co., No. CV 19-04382-AB (AFMx), 2020 U.S. Dist. LEXIS 138497 (C.D.
Cal. Mar. 17, 2020). .coouieieieeieeeeieete ettt ettt sttt et bttt st be et sae et et 11
Drone v. Sz Dji Tech. Co., No. CV 19-04382-AB (AFMx), 2020 U.S. Dist. LEXIS 138497 (C.D.
Cal. Mar. 17, 2020) c..couiiieeieeieeeetete ettt ettt sttt ettt be et sae bt 12
Fitniv case. See Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11(PTAB Mar. 20, 2020) ....... 10
Nazomi Communs., Inc. v. Nokia Corp., No. C-10-04686 RMW, 2012 U.S. Dist. LEXIS 181332,

(N.D. Cal. DEC. 21, 2012) ettt ettt sttt 14
Seiko Epson Corp. v. Optoma Tech., Inc., 323 F. App'x 896, 898 (Fed. Cir. 2008). ......cccvvenneeneee. 15
State Contracting and Eng'g Corp. v. Florida, 258 F.3d 1329, 1334 (Fed. Cir. 2001)................... 14
Storage Tech. Corp. v. Cisco Sys., Inc., 329 F.3d 823, 830 (Fed. Cir. 2003);.....ccceevvieriercrieerannen. 14
Wright Corp. v. Gen. Elec. Co.,446 U.S. 1,4 100 S. Ct. 1460 (1980). ....oevvverreeiieeieeieeieeieeee. 14

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Casg

O© 0 3 O N S~ W N =

[\ N N T N T N T N T N N N T S g g e e S S S
(o) NNV, B SR VS N S B =N oo < N e ) W ) B SN VS N O T =)

27

2:19-cv-06301-AB-KS Document 113 Filed 11/20/20 Page 4 of 17 Page ID #:3548

L. SUMMARY OF PERTINENT FACTS & ARGUMENT

Philips asserted six patents against Garmin. (Dkt. No. 45, 9448.) Only three
remain. The 007 Patent was invalidated at claim construction (Dkt. No. 102),
Philips disclaimed the asserted claims of the 958 Patent before the USPTO after
Garmin plead in its claim construction briefing that the 958 claims cannot be
asserted against fitness products, and Philips has voluntarily withdrawn its
infringement allegations as to the *192 Patent. (Lamkin Decl., §94-6.) Only the
’233 Patent (expired), the *377 Patent (expired), and the *542 Patent remain at-issue.
Further, the Patent Trial and Appeal Board recently instituted an IPR challenge
against all of the asserted claims of the *233 Patent, finding a “reasonable likelihood
that Petitioner would prevail” in its invalidity challenge. (Lamkin Decl., §7.) Thus,
what was once a six-patent case has been cut down to just three patents — and of
those three, two are expired, and one is being challenged at the PTAB. On this
record, Philips seeks to rush the expired 007 to appeal.

There is no credible reason to sever out the 007 Patent for a separate appeal
while moving forward with litigation on the three remaining Patents-in-Suit.
Although neither the *007 Patent nor the three remaining patents are related to each
other, Philips is accusing largely the same Garmin products, with the same
functionalities, across the remaining Patents-in-Suit. (Lamkin Decl., Exhs. B-C.)
As Philips admits, “some of those functions [accused under the non-"007 Patents]

may also exist in the same Garmin products that contain the accused [’007 Patent]
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GPS-based athletic performance feedback functionality.” (Motion, Dkt. No. 110, at
2:4-6.) And, Philips readily acknowledges that it asserted six patents together in this
single lawsuit for “judicial efficiency”. (/d. at 10:13-14.) Yet, Philips now argues
for piecemeal litigation and appeal of the 007 Patent, a patent that Garmin has
invalidated here, in the United Kingdom, and just last week, Germany. (Lamkin
Decl., 498-9.) This is the opposite of judicial efficiency and serves no purpose other
than to seek to multiply the cost and expense of the proceedings and permit Philips
multiple bites at the same Garmin products. There is no legal or practical reason to
sever the expired 007 Patent for purposes of appeal while simultaneously
proceeding with litigation on overlapping products with overlapping functionalities
on the remaining asserted patents. All of the issues should first be resolved by this
Court, from which a single appeal may be taken.

Conversely, if this Honorable Court finds Philips’ claim for urgency credible,
Garmin requests that this Court stay this matter pending said appeal of the *007.
Otherwise, if Philips’ request for a Rule 54(b) appeal is granted, the Parties will be
litigating over the *233 Patent here and before the PTAB, the Parties will be engaged
in an appeal over the invalidation of the *007 Patent before the CAFC, and the
Parties will proceed here over the 233, °542, and the 377 Patents even though each
of these patents cover the same accused products and overlapping accused
functionality. That would be the epitome of judicial inefficiency.

All of this rendered messier by the fact that Philips chose to depose Garmin’s
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